Trademark Trial and Appeal Board Electronic Filing System. htips://estta.uspto.gov

ESTTA Tracking number: ESTTA1136171
Filing date: 05/25/2021

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party has filed a petition to cancel the registration indicated below.

Petitioner Information

Name doTERRA Holdings, LLC
Entity limited liability company Citizenship Utah
Address 389 SOUTH 1300 WEST

PLEASANT GROVE, UT 84062
UNITED STATES

Attorney informa- | KRISTA WEBER POWELL

tion TRASKBRITT, P.C.

230 SOUTH 500 EAST

SUITE 300

SALT LAKE CITY, UT 84102

UNITED STATES

Primary Email: trademark@traskbritt.com

Secondary Email(s): kwpowell@traskbritt.com, grbronson@traskbritt.com,
cawatters@traskbritt.com

8015321922

Docket Number 3725-070

Registration Subject to Cancellation

Registration No. 5213385 | Registration date | 05/30/2017

Registrant Terralite

603 SEAGAZE DR #1066
OCEANSIDE, CA 92054
UNITED STATES

Goods/Services Subject to Cancellation

Class 003. First Use: 2014/12/05 First Use In Commerce: 2016/03/12

All goods and services in the class are subject to cancellation, namely: Bath oils; Bath oils and bath
salts; Bath oils for cosmetic purposes; Bath salts; Body oil; Coconut oil for cosmetic purposes; Cos-
metic creams for skin care; Cosmetic masks; Cosmetic oils; Cosmetic oils for the epidermis; Cosmet-
ic preparations for baths; Cosmetic preparations for body care; Cosmetic preparations for skin care;
Cosmetic preparations for skinrenewal; Cosmetic preparations, namely,skin balsams; Cosmetic sun
oils; Cosmetics and cosmetic preparations; Fragrances for personal use; Natural essential oils; Air
fragrancing preparations; Aromatic oils for the bath; Body spray used asa personal deodorant and as
fragrance; Essential oils for aromatherapy use; Essential oils for use in aromatherapy; Hair care pre-
parations consisting of organic coconut virgin oil and coconut virgin oil; Non-medicated cosmetic skin
care preparations consisting of organic coconutvirgin oil and coconut virgin oil; Oilsfor cosmetic pur-
poses; Room fragrances;Scented fabric refresher spray

Grounds for Cancellation



https://estta.uspto.gov

Priority and likelihood of confusion Trademark Act Sections 14(1) and 2(d)

No use of mark in commerce before application, Trademark Act Sections 14(1) and 1(a), (c), and

amendment to allege use, or statement of use (d)
was filed
Abandonment Trademark Act Section 14(3)

Mark Cited by Petitioner as Basis for Cancellation

U.S. Application/ Registra- NONE Application Date NONE
tion No.

Registration Date NONE

Word Mark DOTERRA

Goods/Services

essential oils and personal care products including topical oils,
coconut oil, skin care preparations, masks, personal fragrance, hair
care preparations, room fragrances

Attachments 21-05-25 Petition for Cancellation TERRALITE - final.pdf(221902 bytes )
Signature /Krista Weber Powell/
Name Krista Weber Powell

Date 05/25/2021




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

DOTERRA HOLDINGS, LLC,
Petitioner, Mark: te rra | |te
V. Int’l Class: 003
Registration No.: 5213385
TERRALITE LLC,
Respondent.

PETITION FOR CANCELLATION

Petitioner, dOTERRA Holdings, LLC (“doTERRA”), is a limited liability company
organized and existing under the laws of the State of Utah, with its principal place of business
located at 389 South 1300 West, Pleasant Grove, Utah 84062. dOTERRA believes that it will be
damaged by the continued registration of the mark appearing in pending Trademark Registration
No. 5213385 (the “subject mark™) of Terralite LLC (“Respondent”) and hereby seeks cancellation
of the same.

As grounds for its petition for cancellation, dOTERRA alleges, upon actual knowledge with
respect to itself and its own acts, and upon information and belief as to other matters, as follows:

1. doTERRA began using its DOTERRA trademark in interstate commerce in
connection with the sale and promotion of essential oils and personal care products at least as early
as 2008. dOTERRA has thereafter continuously used DOTERRA in advertising, promoting,
marketing and selling its essential oils and personal care products throughout the United States.
Since at least as early as April 2008, dOTERRA has used DOTERRA, in various forms, in interstate

commerce in connection with the sale and promotion of its goods.



2. doTERRA’s DOTERRA trademark is inherently distinctive as applied to its goods.

3. By virtue of dOTERRA’s continuous use in commerce of its DOTERRA mark in
connection with its dOTERRA line of products, such products have become well and favorably
known to the relevant trade and public.

4. doTERRA has invested substantial time, effort and expense in extensive promotion
throughout the United States of the goods sold under its DOTERRA mark. As aresult, considerable
goodwill has attached to the DOTERRA mark to d6TERRA’s benefit.

5. The DOTERRA mark is representative of dOTERRA’s reputation for designing and
providing high quality products and symbolizes the goodwill of dOTERRA, which is invaluable.

COUNT 1 - PRIORITY AND LIKELIHOOD OF CONFUSION

6. Respondent is the listed owner of the subject mark for International Class 003 for
“Bath oils; Bath oils and bath salts; Bath oils for cosmetic purposes; Bath salts; Body oil; Coconut
oil for cosmetic purposes; Cosmetic creams for skin care; Cosmetic masks; Cosmetic oils;
Cosmetic oils for the epidermis; Cosmetic preparations for baths; Cosmetic preparations for body
care; Cosmetic preparations for skin care; Cosmetic preparations for skin renewal; Cosmetic
preparations, namely, skin balsams; Cosmetic sun oils; Cosmetics and cosmetic preparations;
Fragrances for personal use; Natural essential oils; Air fragrancing preparations; Aromatic oils for
the bath; Body spray used as a personal deodorant and as fragrance; Essential oils for aromatherapy
use; Essential oils for use in aromatherapy; Hair care preparations consisting of organic coconut
virgin oil and coconut virgin oil; Non-medicated cosmetic skin care preparations consisting of
organic coconut virgin oil and coconut virgin oil; Oils for cosmetic purposes; Room fragrances;

Scented fabric refresher spray.”



7. doTERRA has priority of use in the DOTERRA mark. dOTERRA has continuously
used the DOTERRA mark in advertising, promoting, and marketing its essential oils and personal
care products throughout the United States years prior to the date of Respondent’s alleged first use
date (asserted to be December 5, 2014).

8. The subject mark is being used, or is intended to be used, for goods that are closely
related to the goods offered by doTERRA in connection with its DOTERRA mark.

0. Respondent’s goods are, or would be, directed to the same customer segment of the
consuming public as dOTERRA’s goods.

10. The subject mark is substantially similar to the DOTERRA mark in sound,
appearance, connotation, and commercial impression.

11. The subject mark, TERRALITE, is confusingly similar to the DOTERRA mark.

12. Respondent’s use of the subject mark is likely to cause confusion, mistake, or
deception as to the source of origin, sponsorship, or approval of Respondent’s goods.

13. Due to the confusingly similar nature of d6TERRA’s mark and Respondent’s mark
and the similarity of the goods offered under the respective marks, the relevant consuming public
and the consuming public generally are likely to believe that Respondent’s goods are those of
doTERRA or are in some way connected with, licensed by, or otherwise approved by doTERRA.

14. Such confusion, mistake, and/or deception are likely to damage and injure the
purchasing public and dOTERRA.

15. Respondent’s registration and use of TERRALITE are without the consent or
approval of dOTERRA.

16.  Based on the foregoing, dOTERRA believes that it will be damaged by the

continued registration of Respondent’s mark in the United States Patent and Trademark Office.
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17.  Accordingly, the TERRALITE registration should be cancelled on the grounds of
priority and likelihood of confusion.

COUNT 2 - NON-USE WITH CERTAIN GOODS AT TIME OF FILING

18. On October 19, 2016, Respondent filed the application that resulted in Trademark
Registration No. 5213385 based on use, claiming that all the listed products had been sold bearing
the TERRALITE trademark.

19. Upon information and belief, Respondent had not used the subject mark in
connection with certain of the goods described in the Registration prior to the October 19, 2016
filing date.

20.  Upon information and belief, Respondent submitted mockup specimens of certain
goods with the application.

21. Upon information and belief, on October 19, 2016, Respondent had not used the
TERRALITE trademark with at least Bath oils; Bath oils and bath salts; Bath oils for cosmetic
purposes; Bath salts; Body oil; Coconut oil for cosmetic purposes; Cosmetic creams for skin care;
Cosmetic masks; Cosmetic oils; Cosmetic oils for the epidermis; Cosmetic preparations for body
care; Cosmetic preparations for skin renewal; Cosmetic preparations, namely, skin balsams;
Cosmetic sun oils; Fragrances for personal use; Natural essential oils; Aromatic oils for the bath;
Body spray used as a personal deodorant and as fragrance; Essential oils for aromatherapy use;
Essential oils for use in aromatherapy; Hair care preparations consisting of organic coconut virgin
oil and coconut virgin oil; Non-medicated cosmetic skin care preparations consisting of organic

coconut virgin oil and coconut virgin oil; or Oils for cosmetic purposes.



22.  Respondent made a false statement to the USPTO when it declared it was using the
subject mark in connection with all goods listed in its application as of the filing date of the
application. Any goods not in use with the TERRALITE trademark as of October 19, 2016, should
be stricken from the Registration.

COUNT 3 - PARTIAL ABANDONMENT

23. Registration No. 5213385 issued on May 30, 2017.

24, Upon information and belief, Respondent is not currently using the subject
trademark with Bath oils; Body oil; Coconut oil for cosmetic purposes; Cosmetic creams for skin
care; Cosmetic oils; Cosmetic oils for the epidermis; Cosmetic preparations for body care;
Cosmetic preparations for skin care; Cosmetic preparations for skin renewal; Cosmetic
preparations, namely, skin balsams; Cosmetic sun oils; Cosmetics and cosmetic preparations;
Fragrances for personal use; Natural essential oils; Aromatic oils for the bath; Body spray used as
a personal deodorant and as fragrance; Essential oils for aromatherapy use; Essential oils for use
in aromatherapy; Hair care preparations consisting of organic coconut virgin oil and coconut virgin
oil; Non-medicated cosmetic skin care preparations consisting of organic coconut virgin oil and
coconut virgin oil; or Oils for cosmetic purposes.

25. Upon information and belief, Respondent has no intent to resume using the subject
mark with respect to Bath oils; Body oil; Coconut oil for cosmetic purposes; Cosmetic creams for
skin care; Cosmetic oils; Cosmetic oils for the epidermis; Cosmetic preparations for body care;
Cosmetic preparations for skin care; Cosmetic preparations for skin renewal; Cosmetic
preparations, namely, skin balsams; Cosmetic sun oils; Cosmetics and cosmetic preparations;
Fragrances for personal use; Natural essential oils; Aromatic oils for the bath; Body spray used as

a personal deodorant and as fragrance; Essential oils for aromatherapy use; Essential oils for use
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in aromatherapy; Hair care preparations consisting of organic coconut virgin oil and coconut virgin
oil; Non-medicated cosmetic skin care preparations consisting of organic coconut virgin oil and
coconut virgin oil; or Oils for cosmetic purposes.

26. Respondent has abandoned use of the subject mark because it has discontinued use
of the mark with the intent not to resume such use with respect all or some of the goods identified
in Registration No. 5213385.

ACCORDINGLY, doTERRA prays that Registration No. 5213385 be cancelled and that
this Petition for Cancellation be sustained in favor of dOTERRA. In the alternative, any goods not
in use with the TERRALITE trademark as of October 19, 2016, should be stricken from the
Registration. Additionally in the alternative, the goods with respect to which Registrant has
abandoned use of the subject mark should be stricken from the Registration.

DATED this 25" day of May, 2021.

TRASKBRITT, P.C.
Attorneys for dOTERRA Holdings, LL.C

/s/Krista Weber Powell

Krista Weber Powell

Glenn R. Bronson
TRASKBRITT, P.C.

230 South 500 East, Suite 300
P.O. Box 2550

Salt Lake City, Utah 84110




