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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Registration No. 4818135
For Mark: SOLAR TENDER
Registered: September 22, 2015

THE NOCO COMPANY,
Petitioner,

Cancellation No. 92077126

V.

DELTONA TRANSFORMER CORPORATION,

Registrant.

REGISTRANT DELTONA TRANSFORMER CORPORATION’S
MOTION TO SUSPEND CANCELLATION PENDING OUTCOME OF LITIGATION

Registrant Deltona Transformer Corporation (“DTC”), pursuant to 37 C.F.R. § 2.117(a)
and TBMP § 510.02(a), respectfully moves to suspend this proceeding pending the final
determination of the ongoing civil action between the parties that will have a direct bearing on,
and will resolve, all the issues before the Board.

A. Thirteen Prior-Filed Proceedings With Similar Allegations Have Already Been
Suspended Pending Litigation

On September 22, 2015, the Office issued U.S. Trademark Registration No. 4818135 (the
“Registration”), for the SOLAR TENDER® trademark. On May 10, 2021, The NOCO Company
(“NOCO”) filed a Petition for Cancellation (this “Cancellation”) claiming it will be damaged by
the continued registration of the mark because “Solar Tender” has allegedly become a generic
term for “a type of charger that tends a battery using solar power; specifically, one that only

charges or powers a battery.” 1 TTABVUE at 426. To support this allegation, NOCO relies
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entirely on an argument that DTC’s other registered trademark, BATTERY TENDER®, has become
generic for a type of battery charger. See 1 TTABVUE at 9 21, 23, 34-70.

There are approximately thirteen prior-filed proceedings by NOCO against DTC’s
applications and registrations alleging similar baseless claims. All have been suspended pending
litigation. For example, on January 17, 2019 and March 29, 2019, respectively, NOCO filed two
Petitions for Cancellation of DTC’s registered trademarks for BATTERY TENDER® alleging the
same grounds as those alleged here in this proceeding. See Proceeding No. 92070474,

92070950." In addition, on October 8, 2019, NOCO filed opposition number 91251463 (the

“First Opposition”) to DTC’s application for the following updated version of its logo:

y’cfﬂ:’/’y
( ’( 2.7 ;55’4_.)

L , also alleging the same grounds, i.e., that the word mark portion BATTERY
TENDER® has allegedly become generic.  Thereafter, ten similar petitions were filed against
numerous other applications and registration for DTC’s BATTERY TENDER® related trademarks.

On March 10, 2020, the first three prior-filed proceedings, including the First Opposition
and the two Cancellations, were all consolidated and suspended by the Board pending resolution
of a trademark infringement litigation brought by DTC against NOCO in which NOCO raised
similar and overlapping claims in its defense. See Proceeding No. 92070474, 24 TTABVUE;
Proceeding No. 92070950, 18 TTABVUE; Proceeding No. 91251463, 9 TTABVUE.

On January 27, 2021, the other ten prior-filed proceedings were also consolidated and

suspended by the Board. See Proceeding No. 92075600, 10 TTABVUE; Proceeding 82075601,

1 NOCO also originally sought cancellation of two other of DTC’s registered trademarks, DELTRAN BATTERY

TENDER®, Registration No. 4281421, and I‘ , Registration No. 4455454, which claims were dismissed by the

Board on October 4, 2019.
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10 TTABVUE; Proceeding No. 92075602, 10 TTABVUE; Proceeding No. 92075550, 10
TTABVUE; Proceeding No. 92075537, 10 TTABVUE; Proceeding No. 92075582, 10
TTABVUE; Proceeding No. 92075526, 10 TTABVUE; Proceeding No. 91264811, 11
TTABVUE; Proceeding No. 91264566, 9 TTABVUE; Proceeding No. 92070474, 25
TTABVUE.

Suspension pending the resolution of the litigation between the parties is similarly

appropriate here.

B. The District Court In The Pending Civil Lawsuit Involving Identical Issues Ruled
That The Lawsuit Should Proceed Despite The Cancellation Proceedings

DTC and NOCO are currently parties to the pending civil lawsuit styled: Deltona
Transformer Corporation v. The NOCO Company, Case No.: 6:19-cv-00308-CEM-LRH, in the
United States District Court for the Middle District of Florida (the “Lawsuit”). In the Lawsuit,
DTC filed a civil complaint asserting claims for trademark infringement, false advertising, unfair
competition, and unfair and deceptive trade practices due to NOCO’s improper use of DTC’s
registered trademark BATTERY TENDER® and confusingly similar variations of the trademark. As
alleged and evidenced in the pending Lawsuit, NOCO’s usages of the BATTERY TENDER®
trademark were in advertisements, direct communications with third parties, and bid on as a
keyword to trigger NOCO’s advertisements for its competing products on Amazon.com when an
Amazon user searched for BATTERY TENDER® branded products.

In that case, NOCO asked the federal court to stay the Lawsuit pending the resolution of
the Board’s decision in the proceedings before them. In support, NOCO claimed the litigation
and the Board proceedings involved overlapping issues. See Case No.: 6:19-cv-00308,

Defendant’s Motion to Dismiss or, In the Alternative, Motion to Stay, pp. 3, 5, 14 (M.D. Fla.).
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NOCO then argued that the Board proceedings would therefore be dispositive of the claims
asserted by DTC in the Lawsuit. See id.

It is true that there are overlapping issues in the Board proceedings and the Lawsuit. In
particular, the issues before the Board are raised directly by NOCO in its Answer, Affirmative
Defenses, and Counterclaims filed on November 12, 2019, and, thus, are also at issue in the
Lawsuit. However, the contrary is not true—i.e., not all of the issues in the Lawsuit are before
the Board. In the Lawsuit, the federal court correctly held that the Board proceedings would not
likewise be dispositive of all claims at issue in the Lawsuit. The district court also found that the
Board’s decision on genericness would not be binding on the court.

In addition, a trial in Florida has now been held in the Lawsuit. On May 25, 2021, the
federal jury concluded that the BATTERY TENDER® trademarks were willfully and intentionally
infringed by NOCO and rejected NOCO’s central defense that the trademark had become
generic. During the Lawsuit and trial, NOCO cited to, and relied upon, the same evidence it
asserts in the instant Petition, including the attached exhibits. However, as noted, the jury fully
rejected NOCOQO’s argument that the marks had become generic and specifically found that the
associated BATTERY TENDER® trademarks were valid and protectable. While the jury has now
fully determined the core issues, including genericness, the Lawsuit is not yet finally determined
until NOCO exhausts its appellate remedies. See TTAB § 510.02(b) (“A proceeding is
considered to have been finally determined when an order or ruling that ends litigation has been

rendered, and no appeal has been filed, or all appeals filed have been decided and the time for

any further review has expired.”). Since the issues in the Lawsuit also have a direct bearing on
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and will be dispositive as to the issues raised in this Cancellation, DTC respectfully requests that
the Board suspend this proceeding until final determination of Lawsuit.

C. The Board, Consistent With Its Policy, Should Suspend The TTAB Proceedings
Until Final Determination Of The Lawsuit Pending In Federal Court

“Whenever it comes to the attention of the Board that a party or parties to a case pending
before it are involved in a civil action that may have a bearing on the Board case, proceedings
before the Board may be suspended until final determination of the civil action.” TBMP
§ 510.02(a); see 37 C.F.R. § 2.117(a). “[T]he civil action does not have to be dispositive of the
Board proceeding to warrant suspension, it need only have a bearing on the issues before the
Board.” New Orleans Louisiana Saints LLC & NFL Properties LLC v. Who Dat?, Inc., 99
U.S.P.Q.2d 1550, 2011 WL 3381380, at *2 (T.T.A.B. 2011). “A proceeding is considered to
have been finally determined when an order or ruling that ends litigation has been rendered, and
no appeal has been filed, or all appeals filed have been decided and the time for any further
review has expired.” TBMP § 510.02(b).

The Board’s policy is to suspend proceedings in favor of a civil action pending in federal
court. TBMP § 510.02(a); see 6 McCarthy on Trademarks and Unfair Competition § 32.47 (5th
ed. updated Sept. 2019) (“It is standard procedure for the Trademark Board to stay administrative
proceedings pending the outcome of court litigation between the same parties involving related
issues.”). As explained in The Trademark Trial and Appeal Board Manual of Procedure:

Although the Supreme Court held that issue preclusion can be based on a decision

by the Board in a case in which the ordinary elements of issue preclusion are met,

the Board’s policy to suspend in favor of a civil action has not changed. A

civil action may involve other matters outside Board jurisdiction and may

consider broader issues beyond right to registration and, therefore, judicial
economy is usually served by suspension.
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TBMP § 510.02(a) (emphasis added). The suspension of TTAB proceedings further serves
judicial economy because a district court’s decision “may be binding on the Board whereas a
determination by the Board as to a defendant's right to obtain or retain a registration would not
be binding or res judicata in respect to the proceeding pending before the court.” New Orleans
Louisiana Saints, 99 U.S.P.Q.2d 1550, 2011 WL 3381380, at *2 (suspending opposition
proceeding pending resolution of civil action for trademark infringement and finding the district
court’s decision as to whether to enjoin opposer’s use of the mark at issue would have a bearing
on the proceeding).

Here, the central issue of the alleged genericness of the SOLAR TENDER® mark and DTC’s
right to enforce the mark at issue in this Cancellation will be affected by the outcome of the
Lawsuit. NOCO’s claim of genericness in its Petition as pled is predicated on its claim that the
phrase “Battery Tender” has become generic to describe “a type of battery charger.” While the
federal jury rejected NOCO’s allegations, the matter will not be finally determined until NOCO
exhausts its appellate rights. However, the final determination of DTC’s claims and NOCQO’s
counterclaims in the Lawsuit, regarding DTC’s BATTERY TENDER® trademark will have a
bearing on the issues in this proceeding, and in fact, could effectively decide the Opposition. If
the Eleventh Circuit of Appeals upholds the jury’s verdict, that DTC has valid and enforceable
trademark rights in the BATTERY TENDER® mark, then NOCO’s claims in the Cancellation would
be moot and NOCO would be precluded from pursuing them as a matter of law. Moreover,
suspending the Opposition is in the interest of judicial economy because the Lawsuit involved

matters that are outside the Board’s jurisdiction and issues beyond the right to registration. See

TBMP § 510.02(a).
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Given the overlap between the claims and issues in the Lawsuit and the Cancellation,
there can be no doubt that the outcome of the Lawsuit will not only have a direct bearing on, but
will likely completely resolve all the issues raised in the Board proceedings. Accordingly, the
Board should suspend the Cancellation proceeding pending a final determination of the Lawsuit.
See Whopper-Burger, Inc. v. Burger King Corp., 171 U.S.P.Q. (BNA) 4 805, 1971 WL 16554, at
*2 (T.T.A.B. Nov. 9, 1971) (suspending TTAB cancellation proceeding in favor of civil action

where there was no doubt “that the outcome of the civil action [would] have a direct bearing on

the question of the rights of the parties” and may have “completely resolve[d] all the issues.”).
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CONCLUSION

For the foregoing reasons, Registrant Deltona Transformer Corporation requests that the
Board suspend this proceeding pending the final determination of the Lawsuit.
Date: June 11, 2021 Respectfully submitted,
FOX ROTHSCHILD LLP

[Patricia M. Flanagan/

Patricia M. Flanagan

Alex L. Braunstein

997 Lenox Drive, Building 3

Lawrenceville, New Jersey 08648-2311

Tel.: (561) 804-4477

Fax: (561) 835-9602

Email: pflanagan@foxrothschild.com
abraunstein@foxrothschild.com
ipdocket@foxrothschild.com

Counsel for Registrant
Deltona Transformer Corporation
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CERTIFICATE OF SERVICE

I hereby certify that on June 11, 2021, a true and correct copy of the foregoing was
served via e-mail upon counsel for Petitioner as follows:

Ann K. Ford, Esq.

John M. Nading, Esq.

Devika Persaud, Esq.

DLA Piper US, LLP

500 Eighth St NW

Washington, DC 20004

Tel: (202) 799-4000

Fax: (202) 799-5000

Email: dctrademarks@dlapiper.com, ann.ford@dlapiper.com,
john.nading@dlapiper.com, devika.persaud@dlapiper.com;
hajra.nashin@dlapiper.com

Counsel for Petitioner The NOCO Company

/Patricia M. Flanagan/
Patricia M. Flanagan
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