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Commissioner for Trademarks
Trademark Trial and Appeal Board
PO Box 1451

Alexandria, VA 22313-1451

REGISTRANT’S MOTION TO SUSPEND PROCEEDING
IN VIEW OF PENDING CIVIL ACTION PURSUANT TO 37 C.F.R. 2.117

In response to the Petition to Cancel filed by Scrum Alliance, Inc. (“Petitioner”) and the
Trademark Trial and Appeal Board Notice and Order, both issued on April 12, 2021, Registrant
Scrum, Inc. (“Registrant”) hereby moves for suspension of these proceedings pursuant to
Trademark Rule 2.117, 37 C.F.R. § 2.117. In support of this Motion, Registrant has attached as
an exhibit to this request a copy of the Second Amended Complaint filed on July 19, 2020, by
Petitioner with the United States District Court for the Eastern District of Texas (Sherman
Division); see Scrum Alliance, Inc. and Venture Agile, Inc. v. Scrum, Inc. et al., Case No. 4:20-
CV-00227 (E.D. Tex.)(“Civil Action” or “Complaint”) (attached as Exhibit A).

Registrant owns a federal registration on the Supplemental Register for the mark
LICENSED SCRUM (Registration No. 6,115,357). On April 12, 2021, Petitioner filed a Petition
to Cancel the LICENSED SCRUM mark alleging that, inter alia, the registration is likely to
confuse consumers into believing that services offered by Registrant in connection with the

LICENSED SCRUM mark are offered by, associated with, or otherwise sponsored by Petitioner



based on Petitioner’s registrations for and use of the marks CERTIFIED SCRUMMASTER,
CERTIFIED SCRUM TRAINER, and CERTIFIED SCRUM PRODUCT OWNER.

As Petitioner notes in Paragraph 14 of the Petition to Cancel, Petitioner seeks through the
Civil Action various relief based, in part, on allegations of trademark infringement and other
claims related to Registrant’s use of the LICENSED SCRUM mark. Moreover, as Petitioner
notes in Paragraph 20 of the Petition to Cancel, the court in the Civil Action has previously
issued certain preliminary findings regarding Petitioner’s allegations of likelihood of confusion
based on Registrant’s LICENSED SCRUM mark.

The outcome of the Civil Action will have a bearing on or be dispositive of this
Cancellation proceeding. 37 C.F.R. § 2.117. “It is the policy of the Board to suspend
proceedings when the parties are involved in a civil action which may be dispositive of or have a
bearing on the Board case...economy lies in the suspension of Board proceedings because, inter
alia, the Board has limited jurisdiction involving the issue of registrability only; the Board
decision is advisory to the Court, while a U.S. District Court decision is binding on the parties
before this administrative Board.” Black Box Corp. v. Better Box Communications Ltd., 2002
T.T.A.B. LEXIS 253 (T.T.A.B. Mar. 29, 2002), TBMP § 510.02(a); see also General Motors
Corp. v. Cadillac Club Fashions Inc., 22 U.S.P.Q.2d 1933, 1937 (T.T.A.B. 1992). Here, the
district court’s findings in the Civil Action, including those on trademark infringement, may
dispose of the likelihood of confusion claims currently before the Board.

Accordingly, Registrant respectfully requests suspension of these proceedings pending

disposition of the Civil Action pursuant to Trademark Rule 2.117(a), 37 C.F.R. § 2.117(a).

Respectfully submitted,
Brown Rudnick LLP

/Vincent J. Badolato/

Vincent J. Badolato

Brown Rudnick LLP

601 Thirteenth Street NW, Suite 600S
Washington, D.C. 20005

(202) 536-1758
trademarks@brownrudnick.com

Dated: May 10, 2021



CERTIFICATE OF SERVICE

The undersigned hereby certifies that the foregoing Motion to Suspend Proceeding In View of
Pending Civil Action was sent by email on May 10, 2021, to counsel for Petitioner Scrum
Alliance, Inc.:

Carl C. Butzer
Brian H. Oates

Jackson Walker LLP

2323 Ross Avenue, Suite 600
Dallas, TX 75201

Tel.: (214) 953-6000
cbutzeripdocket@jw.com
boates@jw.com
gmccormack@jw.com

Attorneys for Petitioner Scrum Alliance, Inc.

Respectfully submitted,
/Vincent J. Badolato/

Vincent J. Badolato

Brown Rudnick LLP

601 Thirteenth Street NW, Suite 600S
Washington, D.C. 20005

(202) 536-1758
vbadolato@brownrudnick.com
trademarks@brownrudnick.com

Attorneys for Registrant Scrum, Inc.
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EXHIBIT A

UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
SHERMAN DIVISION

SCRUM ALLIANCE, INC., and
VENTURE AGILE, INC.,
PLAINTIFFS, CIVIL ACTION NO. 4:20-CV-00227
v.
JURY DEMANDED
SCRUM, INC,,

JEFF SUTHERLAND, and
JJ SUTHERLAND,

LOR 0P LOR LOP LOR LR LOR LR O DR LOR LOR

DEFENDANTS.

PLAINTIFFS’ SECOND AMENDED COMPLAINT

Scrum Alliance, Inc. (“SAI”) and Venture Agile, Inc. (“VA,” and collectively with SAI,
“Plaintiffs”) file this Second Amended Complaint against Scrum, Inc. (“SI"’), Jeff Sutherland, and
JJ Sutherland (collectively, the ‘“Sutherlands” and, collectively with SI, “Defendants) and
respectfully show:

I. STATEMENT OF THE CASE

1. This trademark infringement action seeks to hold Defendants accountable for their
deliberate, willful, and unauthorized use of SAI’s valuable trademarks and the creation of a
competing line of certification courses using infringing marks that attempt to trade off of the
substantial goodwill associated with SAI’s marks. SAI has for decades been the leader in the
Scrum and agile community and has developed the most recognized, popular, and successful
certification courses and training programs under a line of valuable trademarks.! The Sutherlands,

SI’s founders and executives, after completing SAI’s certification courses themselves, began

' Scrum is a framework of principles and values for organizing and managing complex work. Scrum’s framework
allows people to take large products and services and break them into small pieces that can be completed by a cross-
functional team in a short timeframe.
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offering SAI’s certification courses through SI, in contravention of the limited use rights granted
to them personally upon completion of SAI’s certification courses. Further, SI began using SAI’s
registered trademarks without authorization in promoting certification course offerings.

2. Ultimately, Defendants decided that merely offering SAI’s credentialing courses
was not enough. Instead, they hatched a plan to create a competing Scrum credentialing course
using SAI’s business model and course learning objectives, and then intentionally selected a name
for their new courses that is so similar to SAI’s trademarks that consumer confusion will ensue—
a deliberate choice by Defendants in order to trade on SAI’s goodwill in the Scrum and agile
marketplace.

3. This case is also about SI's breach of fiduciary duty of loyalty. In 2018, SAI and SI
agreed to form a joint venture, called Scrum@Scale (“S@S”). The objective of S@S was to
promote the training and teaching of Scrum and agile principles on a large scale, which would
have revolutionized Scrum’s reach. SAI then assigned its interest in S@S to VA, which entered
into an agreements with S@S.

4. SI then devised a plan to breach its fiduciary duty of loyalty to S@S by placing ST’s
interests ahead of S@S’s. On June 18, 2020, SI suddenly unilaterally dissolved S@S; announced
sole control of S@S to the world; seized S@S assets for its own use; deleted the contents of the
S@S website; redirected all visitors looking for S@S’s website to the website for SI; re-positioned
the S@S offerings as if they were SI's; contacted S@S trainers to advertise the dissolution of S@S
and the “new” Scrum(@Scale offerings at SI; and organized Zoom “town hall” meetings, to occur
at least as early as June 19, 2020, so that SI “can share [its] vision and answer [the] questions” of
“our training community.” This advertisement also represents a continuing effort by SI to infringe

SAT’s trademarks. SI has also promised SAI that it will: unilaterally cancel the LLC; liquidate the
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seized assets it does not intend to use for its own purposes; and coopt all of S@S’s trainers into its
own ranks at S@S’s expense. Not only is SI improperly dissolving S@S, it is improperly
distributing S@S’s assets, including the S@S trainers, in a fashion akin to a self-dealing
transaction.

5. SI’s conduct described above seeks to deprive VA of its 50% ownership interest in
S@S, illegally misappropriate S@S for SI's exclusive benefit, and gives SI yet another avenue to
infringe SAI’s valuable trademarks.

6. SAI thus seeks to hold Defendants accountable as described in this Complaint for
trademark infringement, service mark infringement, unfair competition, false affiliation, false
advertising, breach of license agreements, and breach of fiduciary duty of loyalty.

7. Additionally, this Court should enter a preliminary and permanent injunction
pursuant to Federal Rule of Civil Procedure 65 because:

(A) SAI has a probable right to prevail on the merits of it trademark and service mark

infringement claims, and all or part of the relief at issue requires the restraint of acts

prejudicial to SAI;

(B) VA has a probable right to prevail on the merits of its claim for breach of fiduciary

duty of loyalty, and all or part of the relief at issue requires the restraint of acts prejudicial
to VA;

(B) Plaintiffs have no adequate remedy at law;

(C) Granting injunctive relief imposes minimal hardship on SI and simply restores the
status quo that existed at the time before SI began infringing SAI’s trademarks, and before
the time before SI began breaching its fiduciary duty of loyalty;

(D) Plaintiffs face a real and imminent risk of irreparable injury or loss if SI continues its
breaching conduct to the detriment of Plaintiffs; and

(E) The public interest would be served if an injunction is granted.
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I1. PARTIES

8. Plaintiff Scrum Alliance, Inc. is a Colorado nonprofit corporation with its principal
place of business in Westminster, Colorado.

9. Plaintiff Venture Agile, Inc. is a Delaware corporation with its principal place of
business in Westminster, Colorado. VA is wholly owned by SAL

10. Defendant Scrum, Inc. is a Delaware corporation with its principal place of business
in Cambridge, Massachusetts, and therefore is a citizen of a state other than Colorado. SI has
appeared by and through counsel.

11. Defendant Jeff Sutherland is a citizen of the Commonwealth of Massachusetts who
resides at 100 Page Road, Lincoln, Massachusetts 01733. Jeff Sutherland has appeared by and
through counsel.

12. Defendant JJ Sutherland is a citizen of the District of Columbia who resides at 503
3rd Street SE, Washington, District of Columbia 20003. JJ Sutherland has appeared by and
through counsel.

III.  JURISDICTION AND VENUE

13. This Court has subject matter jurisdiction over this lawsuit pursuant to 28 U.S.C.
§ 1331 because it is an action alleging federal trademark infringement, which arises under 15
U.S.C. § 1114, and service mark infringement, false affiliation, false advertising, and unfair
competition claims, which arise under 15 U.S.C. § 1125.

14. Additionally, the Court has supplemental jurisdiction pursuant to 28 U.S.C.
§ 1367(a).

15. Venue is proper in this District pursuant to 28 U.S.C. § 1391(b)(2) as a substantial
part of the claims giving rise to this suit occurred in this District. Specifically, venue is proper in
this District because Defendants engaged in the infringing conduct complained of within the
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Eastern District of Texas. Defendants advertised, marketed, and conducted training courses within
the Eastern District of Texas, Sherman Division, including in-person courses taught in Plano and
McKinney, Texas, while using SAI’s trademarks without SAI’s consent, permission, or
authorization. Defendants’ activities within this District resulted in hundreds of Eastern District
of Texas residents spending thousands of dollars on courses where Defendants flagrantly violated
SAI’s trademark rights. Defendants’ advertising and marketing activities within this District have
also enticed numerous residents of this District to travel to Defendants’ training courses throughout
the United States where Defendants are violating SAI’s trademark rights. Currently, Defendants
offer their training sessions remotely through Zoom to residents in this District that use marks that
infringe on SAI’s trademarks. Venue also is proper in this District pursuant to 28 U.S.C. §
1391(b)(3) because Defendants are subject to the Court’s personal jurisdiction in this District.

16. The Court has specific personal jurisdiction over Defendants because this suit arises
out of and relates to Defendants’ activities within and directed at the State of Texas, including
without limitation the following activities or occurrences that give rise to Plaintiffs’ causes of
action in this Complaint: SI, at the direction of Jeff and JJ Sutherland, used SAI’s trademarks and
marks that infringe on SAI’s marks to solicit and receive business from individuals and entities in
this District by inducing them to spend thousands of dollars on in-person Scrum training that took
place in this District; SI, at the direction of Jeff and JJ Sutherland, used SAI’s trademarks and
marks that infringe on SAI’s marks to solicit and receive business from individuals and entities in
this District by inducing them to spend thousands of dollars on in-person Scrum training led by SI
trainers by traveling from this State or this District to attend Scrum training throughout the United
States; SI’s trainers, including Defendant Jeff Sutherland in February 2019 and Defendant JJ

Sutherland in October 2019, have conducted numerous in-person training sessions throughout the
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State of Texas using SAI’s marks and marks that infringe on SAI’s marks to solicit and receive
attendees at those training sessions from which SI profited; SI offers and conducts remote training
sessions through a Zoom platform, among others, directed at residents within the State of Texas
and this District; and all Defendants regularly and successfully directed marketing activities,
including through Defendants’ website, at residents of this State and this District using marks that
infringe on SAI’s marks to solicit and receive business in this State and this District. Defendants
further have directed advertisements about “town hall” meetings via Zoom to residents of Texas,
including an advertisement dated June 18, 2020, to a Dallas metropolitan area resident using the
infringing “Licensed Scrum” moniker and Licensed Scrum Trainer mark, and announcing the
dissolution of S@S; and these Zoom “town hall” meetings, among others, have been and/or will
be conducted with Texas residents. The above-referenced infringing activities have occurred
within the State of Texas or are successfully directed at the State of Texas and this District, and
there is therefore the requisite nexus between Defendants’ activities in this forum and Plaintiffs’
claims.

IV. FACTUAL BACKGROUND

17. Scrum is one of several frameworks that can be used to put agile values and
principles into practice. In doing so, teams deliver products and services quickly and efficiently.
The framework is highly adaptable. Using Scrum, teams break large tasks into discrete ones,
rapidly address the issues attending to them, and incrementally deliver products with the goal of
ultimately accomplishing all of the required steps for an overall deliverable product or service. All
the while, the team assesses its own efficiencies and incorporates the feedback into the process.

18. Multiple entities teach the Scrum framework, but SAI, founded in 2001, is the only
non-profit entity in the Scrum space and prides itself on being the leader in the field. SAI’s mission-

focused approach to its non-profit work is clear: it provides education, resources, and support to
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Scrum practitioners. SAI also offers advocacy for the interests of the larger Scrum community,
significant amounts of money supporting community engagement globally in the form of events
and sponsorship, research, networking and a focus on organizational change that is transforming
the way the world does work. This is accomplished through its members. SAI is the largest, most
established and influential professional membership organization in the Scrum and agile
community.

19. One avenue that SAI uses to teach and promote the Scrum framework is through
its certification programs. SAI has certified more than 950,000 practitioners worldwide. SAI’s
certification programs are the recognized leader in the industry, both by volume and brand
recognition, making its programs and certifications highly valuable in the field. SAI has developed
numerous valuable registered trademarks used in connection with its successful and influential
certification programs. Those trademarks include Registration Number 3,738,535 for CERTIFIED
SCRUMMASTER®, Registration No. 3,510,571 for CERTIFIED SCRUM TRAINER®, and
Registration Number 3,545,767 for CERTIFIED SCRUM PRODUCT OWNER®. Indeed, SAI
boasts a number of trademarks in its family of registered marks, including Registration Number
5853550 for CERTIFIED SCRUM DEVELOPER®, and Registration Number 3949472 for
CERTIFIED SCRUM PROFESSIONAL®. SAI's registrations for CERTIFIED
SCRUMMASTER®, CERTIFIED SCRUM TRAINER®, and CERTIFIED SCRUM PRODUCT
OWNER® have been renewed as required and are incontestable pursuant to 15 U.S.C. § 1065
(collectively, the “Incontestable Scrum Marks”).2

20. At all times since registration, SAI has used the Incontestable Scrum Marks in

interstate commerce in connection with the services identified in the registrations and as part of

2 A true and copy of each of the registrations referenced in this paragraph are attached to this Complaint as Exhibits
2-6.
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the certification and training programs SAI offers. SAI also continually uses its Incontestable
Scrum Marks on flyers, advertisements, promotional items, and at events, among other uses.

21. Scrum practitioners can become a Certified ScrumMaster® or a Certified Scrum
Product Owner® by registering and receiving certification through SAI. Scrum practitioners can
become a Certified Scrum Trainer® through a two-part process that consists of: (1) an online
application; and (2) an in-person interview. The Sutherlands, SI’s founders and executives, did
just that, receiving a number of certifications from SAI to become a Certified ScrumMaster®, a
Certified Scrum Product Owner©, and a Certified Scrum Trainer®.

22. Like all Scrum trainers who register and complete SAI’s courses, the Sutherlands
executed various agreements with SAI, including certain agreements that grant limited, personal
licenses for use of the Incontestable Scrum Marks.?> Those agreements specifically provide that
the licensed marks may only be used by the licensee and not any of the licensee’s affiliates or
companies, such as SI. Despite executing those license agreements, the Sutherlands allowed SI to
use the Incontestable Scrum Marks without SAI’s consent or authorization. SI has wrongfully,
and without SAI’s consent, used SAI’s Incontestable Scrum Marks, including in promoting
training and credentialing courses within this District. SI and its representatives have specifically
targeted residents of the Eastern District of Texas for enrollment in certification courses it offers
through the unauthorized use of SAI’s Incontestable Scrum Marks. For example, SI has offered
numerous courses in Plano and McKinney over the last several years including courses in Plano
in October 2016 and throughout eight different months in 2017, and in McKinney, Texas in

November 2018. SI has also improperly offered courses using SAI’s Incontestable Scrum Marks

3 Those agreements are unrelated to SAI and Defendants’ Scrum@Scale joint venture and do not contain any
requirement to arbitrate.
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throughout Texas, with Jeff Sutherland teaching courses in Houston, Texas as recently as February
2019, and JJ Sutherland teaching courses in Dallas, Texas as recently as October 2019.

23.  Despite SAI’s clear leadership in the market—and the fact that SI’s founders and
executives enrolled and participated in courses that led to SAI certifications—SI bills itself as “the
world’s leading authority on Scrum” on its website. For more than 18 years, SI was never a direct
competitor of SAI, as it did not have the training programs, certification courses, or marketing
capability to be a direct competitor. But Defendants recently decided that SI'’s infringing use of
the Incontestable Scrum Marks and the Sutherlands being authorized as individual education
providers for SAI’s certifications was not enough. Defendants instead wanted SI to become a
certification body itself, while at the same time profiting on providing those certifications.

24, In 2018 SAI and SI agreed to form S@S, so that they could strengthen both of their
positions in the Scrum community. On April 2, 2018, the documentation of the joint venture was
completed and SAI purchased a 50% membership interest in S@S, a Delaware limited liability
company. SAI assigned its interest in S@S to VA, SAI’s wholly owned subsidiary, on April 2,
2018.

25. On April 2, 2018, VA and SI entered into an Amended and Restated Limited
Liability Company Agreement of Scrum@Scale LLC (the “LLC Agreement”). S@S then set out
to promote the S@S concept. Essential to that concept are certified S@S Trainers, who have been
trained at multiple training programs in Texas and around the world. At these training sessions, SI
not only touted S@S, but used SAI’s certification course platform to draw crowds to its own
benefit.

26. In or around August 2019, SI announced a new certification program to the Scrum

world. In effect, SI decided to copy SAI’s highly-recognized and valuable training courses and
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adopt its own certification program using names that were—and still are—virtually identical to
those used (and trademarked) by SAI for years. SI’s apparent plan was to directly compete with
SAT’s certification programs through repackaging SAI’s intellectual property and selling it as its
own. In fact, SI’s business model and learning objectives accompanying its new certification
program are a near exact duplicate of the same already developed by SAI. SI admits as much on
its website stating, “When the course is taught by Scrum Inc., the Licensed and Certified courses
are identical in structure and content.”

217. SATI’s Incontestable Scrum Marks—which as described above are world-renowned
and recognized as the leading training programs and certifications—all incorporate the word
“Certified.” SI, seeking to capitalize on the valuable goodwill and consumer recognition of SAI’s
“Certified” trademarks (i.e., the Incontestable Scrum Marks) and the certification associated with
those marks, created its own certification program based entirely on SAI’s program and business
model without even bothering to substantively change the name of SAI’s certification program
that it copied—merely substituting “Certified” with a synonym, “Licensed.”

28. Specifically, SI created a Licensed Scrum Master course (to compete with SAI’s
Certified ScrumMaster® course), a Licensed Scrum Product Owner course (to compete with SAI’s
Certified Scrum Product Owner® course), and a Licensed Scrum Trainer certification (to compete
with SAI’s Certified Scrum Trainer® certification) that each consist of training and result in
credentialing with no discernible difference to SAI’s offerings. (SI’s “Licensed Scrum Master,”
Licensed Scrum Product Owner,” and “Licensed Scrum Trainer” marks collectively, the
“Infringing Marks.”).

29. Given the Sutherlands’ participation in SAI’s certification training programs and

knowledge of the Incontestable Scrum Marks, and SI's infringing use of those marks in offering
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credentialing programs, upon information and belief, SI deliberately and willfully chose the
Infringing Marks in order to confuse consumers and to trade on the goodwill and value associated
with the Incontestable Scrum Marks. Moreover, SI on its website confusingly uses both the
Incontestable Scrum Marks and the Infringing Marks in close conjunction with one another, further
demonstrating that SI’s conduct is a deliberate and improper attempt to harm SAI for SI’s benefit.

30. SI also confusingly and misleading uses the Incontestable Scrum Marks and the
Infringing Marks on its website. For example, SI advertises its Scrum Product Owner Training by
stating, “Our unique Certified Scrum Product Owner curriculum as developed by our founder, Dr.
Jeff Sutherland.” SI improperly uses SAI’s CERTIFIED SCRUM PRODUCT OWNER® mark
and then attributes the program’s creation and development to the Sutherlands. SI also advertises
its Scrum Master training by stating, “Our unique Certified Scrum Master and Licensed Scrum
Master curriculums were developed by our founder, Dr. Jeff Sutherland.” That advertisement is
false and misleading and SI’s use of SAI’s Incontestable Scrum Marks side by side with one of
SI’s Infringing Marks is likely to confuse consumers as to the source, affiliation, and connection
between SAI and SI. SI's conduct demonstrates a continuous and blatant infringement of the
Incontestable Scrum Marks to promote SI’s own business.

31. In addition to SI’s infringing use of SAI’s Incontestable Scrum Marks, SI also uses
the Infringing Marks in promoting its training and credentialing courses throughout the United
States, including within this District. SI and its representatives specifically target residents of the
Eastern District of Texas for enrollment in the courses it offers, including in person courses offered
within the District as recently as October 2019. Currently, SI offers remote credentialing courses
using the Infringing Marks through Zoom, thereby enticing residents of the Eastern District of

Texas to enroll and participate. In total, Defendants have improperly used the Incontestable Scrum
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Marks and the Infringing Marks in connection with the credentialing courses they have provided
to hundreds of individuals within the Eastern District of Texas and throughout the State of Texas.

32. Then SI made the decision to wrongfully place its own interests ahead of, and at
the ultimate expense of, S@S.

33. On June 18, 2020, in a letter from JJ Sutherland to SAI’s Howard Sublett, SI
suddenly announced that S@S “is dissolved.” SI further wrote, “We intend to proceed with the
liquidation and ultimate cancellation of the LLC ...”

34, That afternoon, SI began seizing S@S assets and publicly announced SI’s illegal

actions. First, SI sent an email to S@S Trainers that advertised:

Scrum@Scale Joins The

Licensed Scrum Program

Licensed )
A SSCALED

Dear Scrum @Scale Trainer,

I’'m excited to announce that Scrum @Scale and Scrum Inc. have officially reunited.

Scrum @Scale is now part of our Licensed Scrum Program.

Scrum @Scale LLC, the issuer of the Certified Scrum @Scale Trainer credential, has been dissolved.

As the creators of Scrum @Scale, we fully recognize your contribution to and investment in this

community. Please consider this your formal invitation to join the Licensed Scrum Trainer

community where you will be authorized to teach Licensed Scrum @Scale Practitioner courses.

There will be no additional fees to join. For most trainers, the new fee structure will provide an

improved ROI. Details can be reviewed here.
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As the certifying body for both Licensed Scrum Trainer and Licensed Scrum @Scale Practitioner
credentials, our intention is to collaborate with the Licensed Scrum Trainer community to expand

the number of courses and credentials we offer.
You will need to opt-in to become a Licensed Scrum Trainer.

We have streamlined this process to make it as simple as possible and to minimize disruptions to you

and your business.

You and your fellow Scrum @Scale trainers have created an active, supportive, and collaborative

community of thought leaders and pioneers. One built on true mutual support and innovation.

Now that Scrum @Scale is part of our Licensed Scrum program, the Scrum @Scale community and
your business will retain access to the latest thought leadership, curriculum, and training materials

generated by the Licensed Scrum community, Dr. Jeff Sutherland, and Scrum Inc.

I know you have questions. We will be holding two town hall discussions for our

training community so that we can share our vision and answer your questions.

Town Hall Discussions

When:

Friday, June 19th 9:00am-10:00am EDT

Friday, June 19th 4:00pm-5:00pm EDT

Where:
https://scruminc.zoom.us/j/ 93297825049 ?pwd=Mm12cUIwM2NPSnVId296 WUNkdHRI1Zz09

As a Licensed Scrum Trainer, the Licensed Scrum Team will be your principal point of contact.
Jessica Larsen is the Product Owner of that Team. Most of you are familiar with her and know that

you are in capable hands.

Dr. Jeff Sutherland remains the Product Owner for the Scrum @Scale Guide. Iteration 2.0 was

released in March. Jeff and I, together with the entire Scrum Inc. team, are excited about the future
of Scrum @Scale.

How Do I Opt-In To Licensed Scrum ?

You simply need to submit this brief form and we’ll reach out to you with the next steps.
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Scrum Inc. is ready. We're fully committed to providing you the support, tools, and resources you

need.

I truly believe that reuniting Scrum @Scale with Scrum Inc. will lead to the more rapid adoption of
Scrum @Scale as the Scaling framework of choice. Our goal is to enable you to deliver the highest-
quality, most relevant, evidence-based training in the business. We care deeply about this work and

we know you do too.
We look forward to this next iteration with you.

—1JJ Sutherland
CEO Scrum Inc.

35. The subject line of the email, which was sent to a Dallas area resident, among
others, states: Scrum(@Scale comes home to Scrum Inc. The email liberally uses the “Licensed
Scrum” moniker and the Licensed Scrum Trainer mark. And, as is evident from the email, SI is
planning to hold “Town Hall Discussions” via Zoom on June 19, 2020, at 9:00am-10:00am EDT
and 4:00pm-5:00pm EDT.

36. Next, SI deleted the contents of the S@S website, which was located at

www.scrumatscale.com. SI then “redirected” the scrumatscale.com domain name so that users

searching for to S@S are now taken to SI’s own website, located at www.licensedscrum.com.

Specifically, the scrumatscale.com domain name redirects users to

https://www.licensedscrum.com/licensed-scrum-at-scale-practitioner-course/, where they are

presented with the question, “Why Should Employees Become Licensed Scrum@Scale
Practitioners?” Users searching for S@S are also greeted by the following logo, which also signals

yet another attempt by SI to further erode SAI’s Incontestable Marks:

PLAINTIFES’ SECOND AMENDED COMPLAINT PAGE 14 OF 22



C2aeedd2POcuvo0227 /AAIMY Doccumeen3371 Fideld0BA19%2200 FRagelboodP23RagdlDH: 17981

o
(&)
LICENSED

( SCRUM@SCALE ’
PRACTITIONER

37. Defendants’ conduct represents a pattern of illegal misleading statements, false
promises, misuse of property, trademark infringement, unfair competition, false advertising, and

wrongful conduct all at Plaintiffs’ expense. Defendants should, therefore, be held accountable as

follows:
V. CAUSES OF ACTION
Count 1: Federal Trademark Infringement Under 15 U.S.C. § 1114 (Against SI).
38. Plaintiffs re-allege and incorporate by reference all of the foregoing paragraphs.

39. SAI is the owner of the Incontestable Scrum Marks. SI had actual knowledge of
SATI’s Incontestable Scrum Marks and, without consent from SAI, adopted, used and is currently
using in commerce, both the Incontestable Scrum Marks and the Infringing Marks, in connection
with various services designed to directly compete with SAI’s certifications.

40. SI’s use of the Incontestable Scrum Marks and the Infringing Marks in connection
with the sale, offering for sale, and advertising of SI’s services is likely to cause confusion, mistake
or deception with respect to the source of the goods and services and therefore constitutes
trademark infringement under Section 32 of the Lanham Act (15 U.S.C. § 1114(1)(a)).

41]. SI’s use of the Incontestable Scrum Marks and the Infringing Marks have, in fact,
caused actual confusion with respect to the source of SI’s goods and services.

42. SAI has been damaged, and in the absence of relief from this Court, will continue
to be damaged by SI's use of the Incontestable Scrum Marks and the Infringing Marks in
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connection with certification, training, mentoring, tutoring, educational, and project management
services, among others.

Count 2: Service Mark Infringement, False Affiliation, False Advertising, and Unfair
Competition under 15 U.S.C. § 1125 (Against SI).

43. Plaintiffs re-allege and incorporate by reference all of the foregoing paragraphs.

44. SI has used the Incontestable Scrum Marks and the Infringing Marks in connection
with SI’s services in interstate commerce. SI’s acts as alleged constitute service mark infringement,
false designation of origin, false or misleading representation, and false or misleading description
which (A) is likely to cause confusion, to cause mistake, and to deceive as to the affiliation,
connection or association of SI with SAI and as to the origin, sponsorship, or approval of SI's
services and commercial activities by SAI; and (B) in commercial advertising or promotion,
misrepresents the nature, characteristics, qualities or geographic origin of SI's services and
commercial activities and/or SAI’s services and activities.

45. SI’s actions constitute unfair competition in violation of Section 43(a) of the
Lanham Act, 15 U.S.C. § 1125(a). As a result of SI’s unlawful activities, SI has been unjustly
enriched and SAI has been damaged.

46. Upon information and belief, SI’s unlawful activities have caused and, unless
enjoined by this Court, will continue to cause irreparable injury and other damage to SAI’s
business, reputation and goodwill in its Incontestable Scrum Marks. SAI has no adequate remedy
at law.

47. SAI seeks compensatory damages, disgorgement of profits, and punitive damages
against SI for its various and continuing acts of trademark infringement, false affiliation, false

advertising and unfair competition.
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Count 3: Trademark Infringement and Unfair Competition Under Texas Law (Against
SI).
48.  Plaintiffs re-allege and incorporate by reference all of the foregoing paragraphs.
49. SI’s activities as stated herein constitute unfair competition and infringement of

SAI’s common law trademark rights in the Incontestable Scrum Marks within the State of Texas
and in violation of Texas law.

50. SI was on notice of SAI’s exclusive rights in the Incontestable Scrum Marks before
it began using and advertising the marks, including, for example, many years of the Sutherlands
signing license agreements that permitted and restricted the use of SAI’s marks. As a result, SI’s
use of the Incontestable Scrum Marks for SI’s own purpose is willful and in bad faith. As a result
of SI’s unlawful activities, SI has been unjustly enriched and SAI has been damaged.

51. Upon information and belief, SI’s unlawful activities have caused and, unless
enjoined by this Court, will continue to cause irreparable injury and other damage to SAI’s
business, reputation and goodwill in its Incontestable Scrum Marks. SAI has no adequate remedy
at law.

52. SAI seeks compensatory damages, disgorgement of profits, and punitive damages

against SI for its various and continuing acts of trademark infringement and unfair competition.

Count 4: Breach of the License Agreements (Against the Sutherland Defendants).
53.  Plaintiffs re-allege and incorporate by reference all of the foregoing paragraphs.
54. The License Agreements constitute valid and enforceable contracts between the

Sutherlands and SAI. In those agreements, the Sutherlands agreed that they would not improperly
use, dilute, or otherwise harm the value, reputation, or distinctiveness of SAI’s Incontestable

Scrum Marks or SAI’s goodwill in those marks. The Sutherland’s actions described in this
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Complaint—along with SI’s actions performed at the Sutherlands’ direction—identify their breach
of the License Agreements by improperly using the marks as licensed by SAIL

55. The Sutherland’s material breaches of the License Agreements have caused
significant damages, including without limitation the value it lost in the marks. The Sutherlands’
conduct described in this Complaint and the resulting damage and loss have necessitated the
retention of attorneys. Pursuant to at least the Texas Civil Practice and Remedies Code § 38.001,
SAl is entitled to recover its reasonable attorneys’ fees incurred in prosecuting these claims. SAI
is also entitled to termination of the License Agreements for breach under the express terms of the
License Agreement, and to recover pre-judgment and post-judgment interest, expert witness fees,
and costs of suit.

56. Plaintiffs have performed all conditions precedent to enforcement of the
agreements at issue in this lawsuit.

Count 5: Breach of Fiduciary Duty of Loyalty (Against SI).

57. Plaintiffs re-allege and incorporate by reference all of the foregoing paragraphs.

58. Plaintiffs assert this claim for breach of fiduciary duty of loyalty on behalf of
nominal plaintiff S@S because Plaintiff VA was a member of S@S at the time of the injuries
complained of in this Complaint. This cause of action is not a collusive one to confer jurisdiction
that the Court would otherwise lack because this Court has jurisdiction over this matter under
various federal statutes as set forth above. Plaintiffs have made no request from the Board of
Managers or SI to assert this derivative claim on S@S’s behalf, but any requirement for Plaintiffs
to do so is excused as futile. The futility of any such request is established by the facts set forth in
this Complaint, including without limitation SI’s lack of obedience to the LLC Agreement and
other corporate documents and the other facts surrounding the various breaches of SI's obligations

to S@S on the one hand and SAI and VA on the other.
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59. SI is attempting to improperly dissolve S@S, and is improperly distributing all of
S@S’s assets, including the S@S trainers, to itself in a manner that constitutes a self-dealing
transaction. SI’s conduct described above seeks to deprive VA of its 50% ownership interest in
S@S, and illegally misappropriate S@S for SI’s exclusive benefit. SI has thus violated its duty of
loyalty owed to S@S and all of its members in ways that are inconsistent with its obligations.

60. As a result of SI’s breach of fiduciary duty of loyalty, S@S is entitled to actual
damages resulting from the breach to the fullest extent permitted by law. S@S is further entitled
to other equitable relief to be determined by the Court, up to and including injunctive relief to
prevent further improper conduct by SI.

VI. JURY DEMAND

61. Plaintiffs demand a trial by jury on all claims subject to a jury trial.

VII. PRAYER

Plaintiffs respectfully pray for judgment against Defendants as follows:

A. Finding that: (i) all Defendants have violated Section 32 of the Lanham Act (15 U.S.C.
§ 1114) and Section 43(a) of the Lanham Act (15 U.S.C. § 1125(a)); (ii) all Defendants
have engaged in trademark infringement and unfair competition under Texas law; and
(ii1) all Defendants have been unjustly enriched in violation of Texas common law;

B. That this Court permanently enjoin Defendants and their agents, servants, employees,
and all those in active concert or participation with Defendants:

1) From using any trademark, service mark, logo, trade name, domain name
or designation confusingly similar to SAI’s Incontestable Scrum Marks;

2) From otherwise infringing SAI’s trademark rights;

3) From proceeding with the liquidation and ultimate cancellation of the LLC;

4) From filing a certificate of dissolution that purports to dissolve S@S;
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5) From appropriating for any purpose S@S company assets that are 50%
owned by VA, including without limitation S@S trainers;

6) From proceeding with the wrongful taking of S@S assets;

7) From engaging in any other activity constituting breach of fiduciary duty of
loyalty;

8) From engaging in any other activity constituting unfair competition, false
affiliation, or false advertising with Plaintiff or acts and practices that
deceive consumers, the public, and/or trade, including without limitation,
the use of the Incontestable Scrum Marks;

C. That SAI be awarded judgment for damages against Defendants, jointly and
severally, resulting from their violation of Section 32 of the Lanham Act (15 U.S.C.
§ 1114) and Section 43(a) of the Lanham Act (15 U.S.C. § 1125(a)) for federal
trademark infringement, federal unfair competition, false advertising, and false
affiliation respectively, in an amount to be fixed by the Court, which in its
discretion it finds just, including:

1) All profits received by all Defendants from sales and revenues of any kind
as a result of the actions complained of in this Complaint;

2) All damages sustained by SAI as a result of Defendants’ acts of
infringement, unfair competition, false affiliation, or false advertising, and
that such damages be trebled, including damages resulting from losses
sustained by SAI equivalent to a reasonable royalty and corrective

advertising costs;
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D. That because of Defendants’ deliberate and willful actions this case be designated
an exceptional case, thereby entitling SAI to an award of all reasonable attorneys’
fees, costs, and disbursements incurred by SAI as a result of this action, pursuant
to 15 U.S.C. § 1117, and that SAI be awarded such relief;

E. That SAI be awarded judgment for damages resulting from Defendants’ common
law trademark infringement;

F. That Plaintiff be awarded judgment for damages resulting from Defendants’
common law unfair competition;

G. That Plaintiffs be awarded judgment for damages resulting from Defendants’ unjust
enrichment;

H. That Plaintiffs be awarded pre-judgment interest on any monetary award made part
of the judgment against Defendants;

I. That SAI be awarded its reasonable attorneys’ fees, costs, and disbursements as a
result of this action pursuant to Chapter 38.001 of the Texas Civil Practice and
Remedies Code;

J.  That Plaintiffs be awarded compensatory damages, as well as any other damages,
costs, and fees resulting from SI’s breach of fiduciary duty of loyalty and other
wrongful acts;

K. That this Court award any and all relief not here enumerated that this Court deems

just and equitable.
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Respectfully submitted,

JACKSON WALKER LLP

- /s/ Charles L. Babcock

Charles L. Babcock

Texas State Bar No. 01479500
cbabcock@jw.com

David Folsom

Texas State Bar No. 7210800
dfolsom@jw.com

Brian H. Oates

Texas State Bar No. 24088144
boates@jw.com

2323 Ross Avenue, Suite 600
Dallas, Texas 75201

(214) 953-6000 — Phone

(214) 953-5822 — Fax

Joel R. Glover

Texas State Bar No. 24087593
jglover@jw.com

1401 McKinney Street, Suite 1900
Houston, Texas 77010

(713) 752-4200 — Phone

(713) 752-4221 — Fax

ATTORNEYS FOR PLAINTIFFS

CERTIFICATE OF SERVICE

I hereby certify that on July 19, 2020, I caused a copy of the foregoing pleading to be
served upon counsel of record for all parties vial the Court’s ECF system.

/s/ Charles L. Babcock

Charles L. Babcock
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