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I. DESCRIPTION OF THE RECORD

The record before the TTAB includes the pleadings, the file of the opposed registration,

and the following submissions by the parties:

A.

Petitioner’s Evidence:

Testimony Declaration of Laura Clark with Exhibits

Testimony Declaration of Ramon Monzon with Exhibits
Redacted — Confidential Information
Unredacted

Testimony Declaration of Lorraine Schuck with Exhibits

Redacted — Confidential Information
Unredacted

Testimony Declaration of Paul A. McLean with Exhibits
Rebuttal Testimony Declaration of Ramon Monzon
Rebuttal Testimony Declaration of Lorraine Schuck

Rebuttal Testimony Declaration of Laura Clark

22 TTABVUE 2 - 89

24 TTABVUE 2 - 105
19 TTABVUE 2- 105

25 TTABVUE 2 - 105
21 TTABVUE 2 - 105

26 TTABVUE 2 - 96

37TTABVUE 2 -7

38 TTABVUE 2 -6

39 TTABVUE 2 -9

Rebuttal Testimony Declaration of Paul A. McLean with Exhibits 40 TTABVUE 2 - 11

Respondent’s Evidence:

Testimony Declaration of Michael R. Stafford with Exhibits
Testimony Declaration of Evan Skow with Exhibits
Testimony Declaration of Dr. Corrine Devin with Exhibits

Testimony Declaration of Kristina Tenerowitz with Exhibits

I1. STATEMENT OF ISSUES

33 TTABVUE 9 - 98

34 TTABVUE 2 - 45

35 TTABVUE 2 - 21

36 TTABVUE 2 - 17

Petitioner is seeking to cancel Respondent’s registration for TEEN EARTH (“TEEN

EARTH”), U.S. Reg. No. 5486051, on the basis of (1) non-use and abandonment, (2) priority of

use and likelihood of confusion, and (3) false suggestion of connection, as set forth in detail below.



III. OBJECTIONS TO EVIDENCE

Petitioner’s objections to Respondent’s evidence are included in a separate document filed
concurrently with the TTAB.

IV.  STATEMENT OF FACTS

Carousel Productions, Inc. (“Carousel”) is a Philippines corporation that has operated
various beauty pageants in the United States and worldwide under the MISS EARTH and MISS
EARTH-related titles since 2001." Carousel and its authorized licensees have operated and
produced MISS EARTH pageants in 148 partner countries throughout the world. Each year, 80 to
90 contestants participate in the worldwide MISS EARTH pageant held in the Philippines.
Carousel has extensively advertised its pageants over the years through television, its websites and
social media accounts, and enjoys significant consumer recognition worldwide as well as in the
United States. Carousel’s major competitors in the beauty pageantry business are the well-known

Miss Universe, Miss World, and Miss International pageants.>

Carousel and its MISS EARTH pageants have created a platform for women and girls to
experience the glamour of the beauty pageant industry while making an impact on the most
pressing environmental issues around the globe. In addition to appreciating pageantry, these
contestants have the desire and willingness to contribute to the protection and care of the
environment. Carousel created the Miss Earth Foundation in 2004 to further the MISS EARTH

pageant’s causes and to work with local and international groups and non-government

124 TTABVUE 2, 18: Testimony Declaration of Ramon Monzon (“Monzon Decl.”), | 2, Ex. A; 25 TTABVUE 3,
18: Testimony Declaration of Lorraine Schuck (“Schuck Decl.”), | 3, Ex. A; 22 TTABVUE 4, 10, 12: Testimony
Declaration of Laura Clark (“Clark Decl.”), | 6, Ex. A, B; 26 TTABVUE 2, 10: Testimony Declaration of Paul A.
McLean (“McLean Decl.”), {2, Ex. A

224 TTABVUE 5: Monzon Decl., | 8; 25 TTABVUE 6; Schuck Decl., | 9; 22 TTABVUE 4: Clark Decl., | 6

324 TTABVUE 7-11, 47: Monzon Decl., ] 9-13, Ex. B; 25 TTABVUE 8-11, 47: Schuck Decl, | 10 — 14, Ex. B; 22
TTABVUE 3-5, 38, 49: Clark Decl., 4, 6,7, 8, Ex. C, D



organizations that are actively involved in conservation and improvement of the environment.
MISS EARTH target partners are organizations and companies that share the environmental
advocacy goals of MISS EARTH and include tourism preservation departments, environmentally
safe consumer product manufacturers and developers, wildlife and marine conservation groups,
climate change movements and other relevant global partners dedicated to promoting the

awareness of the growing urgency of environmental protection.*
Carousel spends an estimated

CONFIDENTIAL — ATTORNEY’S EYES ONLY

annually for advertising and promotion of its MISS EARTH pageants.’

Carousel’s pageants generate significant revenue for the company.® Revenue figures for

the past several years are as follows:

CONFIDENTIAL — ATTORNEY’S EYES ONLY

424 TTABVUE 5: Monzon Decl., { 7; 25 TTABVUE 5; Schuck Decl., { 8; 22 TTABVUE 4: Clark Decl., { 6
319 TTABVUE 11: Monzon Decl., { 11; 21 TTABVUE 11: Schuck Decl. q 12
619 TTABVUE 11: Monzon Decl., § 12; 21 TTABVUE 11: Schuck Decl. q 13



Carousel owns a federal registration for MISS EARTH in the United States covering
“Entertainment in the nature of beauty pageants” in Class 41. It applied for this registration on
October 6, 2008, and U.S. Registration No. 3987564 was issued for this mark on July 5, 2011.7
Carousel also owns a pending application in the United States for MISS EARTH USA for the same
services, filed on March 5, 2021.8 (Prior to MISS EARTH USA, Carousel used MISS EARTH
UNITED STATES in the United States between 2005 and 2018.%) In addition to MISS EARTH,
MISS EARTH UNITED STATES, and MISS EARTH USA, Carousel has also used, by itself
and/or through its authorized licensees, over 75 marks containing MISS EARTH in pageants in

the United States.'?

724 TTABVUE 3: Monzon Decl., { 4; 25 TTABVUE 3: Schuck Decl., q 5; 26 TTABVUE 2, 39: McLean Decl., {3,
Ex. B

824 TTABVUE 3: Monzon Decl., | 5; 25 TTABVUE 4: Schuck Decl., | 6; 26 TTABVUE 3,48: McLean Decl., 4,
Ex. C

924 TTABVUE 3: Monzon Decl., § 3; 25 TTABVUE 3: Schuck Decl., q 4

1024 TTABVUE 4-6: Monzon Decl.,  6; 25 TTABVUE 4: Schuck Decl., { 7 : TEEN MISS EARTH USA, ELITE
MISS EARTH USA, LITTLE MISS EARTH USA, TINY MISS EARTH USA, JUNIOR MISS EARTH USA, MISS
EARTH USA WATER, MISS EARTH USA ECO, MISS EARTH USA FIRE, MISS EARTH USA AIR, MISS
ALABAMA EARTH, MISS ALASKA EARTH, MISS ARIZONA EARTH, MISS ARKANSAS EARTH, MISS
CALIFORNIA EARTH, MISS CENTRAL PLAINS EARTH, MISS COLORADO EARTH, MISS CONNECTICUT
EARTH, MISS DELAWARE EARTH, MISS DISTRICT OF COLUMBIA EARTH, MISS EAST COAST EARTH,
MISS FLORIDA EARTH, MISS GEORGIA EARTH, MISS GRAND CANYON EARTH, MISS GREAT LAKES
EARTH, MISS GREAT PLAINS EARTH, MISS GULF COAST EARTH, MISS HAWAII EARTH, MISS IDAHO
EARTH, MISS ILLINOIS EARTH, MISS INDIANA EARTH, MISS IOWA EARTH, MISS KANSAS EARTH,
MISS KENTUCKY EARTH, MISS LOUISIANA EARTH, MISS MAINE EARTH, MISS MARYLAND EARTH,
MISS MASSACHUSETTS EARTH, MISS MICHIGAN EARTH, MISS MIDATLANTIC EARTH, MISS
MIDWEST EARTH, MISS MINNESOTA EARTH, MISS MISSISSIPPI EARTH, MISS MISSOURI EARTH, MISS
MONTANA EARTH, MISS NEBRASKA EARTH, MISS NEVADA EARTH, MISS NEW ENGLAND EARTH,
MISS NEW HAMPSHIRE EARTH, MISS NEW JERSEY EARTH, MISS NEW MEXICO EARTH, MISS NEW
YORK EARTH, MISS NORTH CAROLINA EARTH, MISS NORTH DAKOTA EARTH, MISS NORTHEAST
EARTH, MISS NORTHWEST EARTH, MISS OHIO EARTH, MISS OKLAHOMA EARTH, MISS OREGON
EARTH, MISS PENNSYLVANIA EARTH, MISS PUERTO RICO EARTH, MISS RHODE ISLAND EARTH,
MISS ROCKY MOUNTAINS EARTH, MISS SOUTH CAROLINA EARTH, MISS SOUTH DAKOTA EARTH,
MISS SOUTHEAST EARTH, MISS SOUTHWEST EARTH, MISS TENNESSEE EARTH, MISS TEXAS EARTH,
MISS UTAH EARTH, MISS VERMONT EARTH, MISS VIRGINIA EARTH, MISS WASHINGTON EARTH,
MISS WEST COAST EARTH, MISS WEST VIRGINIA EARTH, MISS WISCONSIN EARTH, MISS WYOMING
EARTH.



As noted, Carousel operates in countries throughout the world, including the United States,
through various national licensees or franchisees. These franchisees organize and produce national
MISS EARTH beauty competitions in their respective countries with the winner sent as the
country’s representative to the global MISS EARTH pageant. Evan Skow, individually or through
his related companies (“Skow”), was Carousel’s MISS EARTH franchisee in the United States
from 2006 to 2015. Thereafter, since 2016, Carousel’s MISS EARTH franchisee for the United
States has been Earth Pageant Productions operated by Laura Clark (“Ms. Clark”).!!

Carousel has franchise agreements with its franchisees regarding the operation of the
various national pageants and the use of Carousel’s trademarks, and it had annual franchise
agreements with Skow starting in 2006 through 2015 (the “Skow Franchise Agreement”). Among
other things, the Skow Franchise Agreement (and the agreements with all Carousel franchisees)
provided that the franchisee will not use any names confusingly similar to MISS EARTH, will not
apply to register Carousel’s marks or any confusingly similar marks, and the parties will do
everything necessary to ensure that the franchisee ceases to be a user of, or have any other rights
to, Carousel’s marks once the franchise agreement is terminated:

Franchisee acknowledges that ownership of all rights, title and interest to the mark

“Miss Earth” including the Miss Earth logo (herein referred to as “Mark™) is and shall

remain vested solely to Carousel, and the Franchisee disclaims any right or interest

therein, or the goodwill derived therefrom, other than that which is provided in this

Agreement. Franchisee agrees to use the “Mark” strictly in accordance with the terms

of this Agreement and all reasonable specifications, directions and requirements of
Carousel not in conflict with the terms of this Agreement.

In the adoption of a corporate or partnership name, Franchisee shall not use the name
“Miss Earth” or any variations, abbreviations, or confusingly similar name without
notice or permission from Carousel. Franchisee shall not make any application for
registration of the Mark, or other marks, name or indicia used by the Carousel, or
any other marks confusingly similar thereto, in any country.

1124 TTABVUE 11: Monzon Decl., q 14; 25 TTABVUE 11: Schuck Decl., ] 15; 22 TTABVUE 3, 6: Clark Decl. |
5, 12,39 TTABVUE 2: Clark Rebuttal Decl., {3; 26 TTABVUE 3: McLean Decl., | 5



Upon the termination or expiration of this Agreement, the parties will do everything
necessary to ensure that Franchisee ceases to be a user of, or to have any other rights
to, Carousel’s Mark and Franchisee hereby appoints Carousel as its attorney-in-fact to
execute any and all documents and to do such things as may be necessary for this

purpose.

Franchisee acknowledges that upon expiration or termination of this Agreement, no
monetary sum shall be designated by it as attributable to any goodwill associated with
Franchisee’s use of the mark.

(Emphasis added.)”
Early in Skow’s tenure as Carousel’s franchisee in the United States for the MISS EARTH

pageants, in compliance with the Skow Franchise Agreement, Skow requested permission from
Carousel to operate a teen beauty program under the umbrella of the MISS EARTH pageants.
Carousel agreed to give Skow permission to do so pursuant to the terms of the Skow Franchise
Agreement only during his tenure as Carousel’s franchisee because Carousel believed having a
“Teen Earth” program associated with the MISS EARTH pageants would further promote the
MISS EARTH brand in the United States. For the remaining years as Carousel’s franchisee in the
United States, then, Carousel understood that Skow was operating pursuant to the terms of the
Skow Franchise Agreement a TEEN EARTH UNITED STATES pageant associated with MISS
EARTH and Carousel was agreeable to and authorized this arrangement.!*> The TEEN EARTH
mark, by virtue of the use of TEEN EARTH UNITED STATES for pageants, then became
associated in the public’s mind with Carousel over these years.

After Carousel and Skow parted ways at the end of 2015 and Skow was no longer
Carousel’s franchisee in the United States, he was no longer authorized by Carousel to use TEEN
EARTH or any version thereof on or in connection with any beauty pageants, including for a TEEN

EARTH UNITED STATES pageant.'"* And, in fact, Skow did not hold a TEEN EARTH UNITED

1224 TTABVUE 12: Monzon Decl., | 15, Ex. C; 25 TTABVUE 12: Schuck Decl.,, { 16, Ex. C; 38 TTABVUE 3:
Schuck Rebuttal Decl., [ 4; 22 TTABVUE 8: Clark Decl., | 19; 26 TTABVUE 3, 58: McLean Decl., | 6, Ex. D
1337 TTABVUE 5: Monzon Rebuttal Decl., q 5; 38 TTABVUE 4: Schuck Rebuttal Decl., | 5

1437 TTABVUE 5: Monzon Rebuttal Decl., § 6; 38 TTABVUE 4: Schuck Rebuttal Decl., ] 6



STATES or a TEEN EARTH pageant after he left Carousel in 2015."

After Skow, Ms. Clark became Carousel’s next franchisee in the United States and took
over the teen program under the auspices of Carousel per her franchise agreement. Under the
umbrella of Carousel, Ms. Clark has commercially used the TEEN MISS EARTH trademark
consistently since 2016 and has held TEEN MISS EARTH UNITED STATES national and state
pageants in 2016, 2017 and 2018, and then TEEN MISS EARTH USA pageants in 2019, 2021,
2022 and 2023. She uses the TEEN MISS EARTH trademarks and offers these pageants under
the authorization and permission of Carousel.'¢

At no time during Skow’s tenure as Carousel’s franchisee did Carousel authorize him or
give him permission to file for or register any “EARTH” related marks.!” Despite this,
unbeknownst to Carousel and without Carousel’s permission or authorization, during his tenure as
Carousel’s United States MISS EARTH franchisee, Skow, either in his own name or in the name
of companies he controlled, namely, US Earth & US Grand Pageants and Earth Pageant
Productions, LLC, filed for and ultimately received five registrations (collectively referred to
herein as the “EARTH registrations”) covering “Entertainment in the nature of beauty pageants”
for UNITED STATES EARTH (RN 3509629, filed 7/4/2007, registered 9/30/2008)'®, TEEN

EARTH UNITED STATES (RN 3509716, filed 8/22/2007, registered 9/30/2008)'°, UNITED

1537 TTABVUE 5: Monzon Rebuttal Decl.,  6; 38 TTABVUE 4: Schuck Rebuttal Decl., { 6; 34 TTABVUE:
Testimony Declaration of Evan Skow (‘Skow Decl”): In Skow’s own testimony declaration, he makes no mention of
using TEEN EARTH or operating a TEEN EARTH UNITED STATES pageant after 2015, although he does allege,
without any supporting evidence, having held UNITED STATES TEEN EARTH pageants in 2016 and 2017.

1637 TTABVUE 6: Monzon Rebuttal Decl., | 7; 38 TTABVUE 4-5: Schuck Rebuttal Decl., § 7; 22 TTABVUE 3:
Clark Decl., |5, 39 TTABVUE 2, 3: Clark Rebuttal Decl., 3, 5

1724 TTABVUE 12-13: Monzon Decl., { 16-17; 37 TTABVUE 4-5: Monzon Rebuttal Decl,, | 5, 8, 9; 25 TTABVUE
12-13: Schuck Decl., | 17-18; 38 TTABVUE 4-5: Schuck Rebuttal Decl., {5, 8, 9

1840 TTABVUE 2, 7: McLean Rebuttal Decl., 2, Ex. N. The UNITED STATES EARTH registration was cancelled
May 3, 2019 due to the lack of an acceptable declaration under Section 8.

1940 TTABVUE 3, 9: McLean Rebuttal Decl., J 3, Ex. O. The TEEN EARTH UNITED STATES registration was
cancelled May 1, 2015 due to the lack of an acceptable declaration under Section 8. (34 TTABVUE 18: Skow Decl,
Ex D)



STATES TEEN EARTH (RN 4904518, filed 6/13/2015, registered 2/23/2016)*°, EARTH
UNITED STATES (RN 5112041, filed 8/18/2015, registered 1/3/2017)*!, and US EARTH (RN
5121836, filed 8/18/2015, registered 1/17/2017).2> Skow’s filing of these five applications
without authorization from Carousel and obtaining the resulting registrations, and his continued
alleged ownership thereof after he was no longer Carousel’s franchisee, were actions in breach of
the Skow Franchise Agreement.

Furthermore, unbeknownst to Carousel and without Carousel’s permission or
authorization, almost two years after his tenure as Carousel’s United States MISS EARTH
franchisee had ceased, and despite (1) his lack of use of TEEN EARTH in commerce, and (2) his
knowing that Ms. Clark was already using, under Carousel’s authorization, the TEEN MISS
EARTH and TEEN MISS EARTH UNITED STATES marks and operating pageants under the
marks for Carousel beginning in 2016, Skow and his sister, Kristina Tenerowicz (collectively
referred to herein sometimes as “Skow”), inexplicably also filed an unauthorized application to
register TEEN EARTH on October 31, 2017. (This is especially noteworthy in light of Skow’s
own testimony that he was no longer involved in pageantry after 2017.**) In the TEEN EARTH
application, Skow claimed a first use date of October 1, 2016, and also claimed the mark was first
used anywhere in a different form (i.e., as TEEN EARTH UNITED STATES) as early as July 8,
2008. The July 8, 2008, claimed first use date of TEEN EARTH UNITED STATES corresponds,
of course, to the first use of the mark in commerce by Carousel through Skow as its authorized

franchisee. It appears that the specimen of purported use submitted by Skow with the TEEN

2026 TTABVUE 4, 70: McLean Decl., | 8, Ex. F

2126 TTABVUE 5, 75: McLean Decl., | 10, Ex. G

2224 TTABVUE 12-13: Monzon Decl., { 16-18; 37 TTABVUE 4-5: Monzon Rebuttal Decl., | 5, 8, 9; 25 TTABVUE
12-13: Schuck Decl., | 17-19; 38 TTABVUE 4-5: Schuck Rebuttal Decl., | 5, 8, 9; 26 TTABVUE 5, 80: McLean
Decl., | 11, Ex. H

2334 TTABVUE 3: Skow Decl., § 2: “I am no longer involved in any pageantry; I have not been a director or licensee
of any pageants, and haven’t been since 2017.”



EARTH application and associated with the claimed first use date of October 1, 2016, actually
evidences Carousel’s use of the mark and references therein a web site address owned and/or

1.* This application was subsequently registered to Skow on June 5, 2018,

controlled by Carouse
under Reg. No. 5486051 (the “TEEN EARTH registration”). (As noted, Skow’s sister, Kristina
Tenerowicz, was the co-owner of the TEEN EARTH registration.””) Skow’s unauthorized filing
of this application and obtaining the resulting unauthorized TEEN EARTH registration, and his
continued claimed ownership thereof after he was no longer Carousel’s franchisee, were also
actions in breach of the Skow Franchise Agreement.

When Carousel learned of the unauthorized and active EARTH registrations®® obtained by
Skow, it was not aware of nor could it find any supporting commercial use of any of the marks
covered in the EARTH registrations by any third party, online or elsewhere, for at least the three
consecutive years prior to the filing of these proceedings, and consequently immediately filed
cancellation actions against these unauthorized registrations in March 2021.% Skow voluntarily
surrendered two of the EARTH registrations he had obtained without authorization from Carousel,
namely, EARTH UNITED STATES and US EARTH, and these registrations were thereafter

cancelled.?® He did not surrender the unauthorized TEEN EARTH or UNITED STATES TEEN

EARTH registrations, having already assigned them, unbeknownst to Carousel, to Respondent

2424 TTABVUE 12, 90: Monzon Decl., 16, Ex. D; 25 TTABVUE 12, 90: Schuck Decl., 17, Ex. D (Note: The
referenced domain on the specimen submitted with the TEEN EARTH application, www.usearthpageant.com,
resolves to the website at www.missearthusa.com which is used under license by Carousel’s U.S. licensee, Earth
Pageant Productions, LLC, operated by Ms. Clark.)

2524 TTABVUE 12: Monzon Decl., | 16; 25 TTABVUE 12: Schuck Decl., { 17; 26 TTABVUE 4, 65: McLean Decl.,
97,Ex. E

26 As noted in footnotes 18 and 19 above, two of the six unauthorized “EARTH?” registrations filed and obtained by
Skow, namely, TEEN EARTH UNITED STATES and UNITED STATES EARTH, were cancelled in 2015 and 2019,
respectively, due to the lack of filing of an acceptable declaration under Section 8.

2726 TTABVUE 4-6: McLean Decl, { 8, 10, 11, 12

2824 TTABVUE 13: Monzon Decl., | 19; 25 TTABVUE 13: Schuck Decl., § 20; 26 TTABVUE 5-6: McLean Decl,
q10, 11, 12



http://www.usearthpageant.com/
http://www.missearthusa.com/

Michael Stafford (“Stafford”) in February 2021, and subsequently the two cancellation
proceedings pertaining to the TEEN EARTH and UNITED STATES TEEN EARTH registrations
were consolidated. Because the UNITED STATES TEEN EARTH registration was subsequently
cancelled on September 2, 2022, by statute because an acceptable declaration under Section 8 was
not filed by Stafford, this cancellation proceeding now pertains only to the unauthorized TEEN
EARTH registration.?’

The trademark assignment of the unauthorized TEEN EARTH registration from Skow to
Stafford (“Trademark Assignment”) alleges an effective date of September 21, 2020, but it was
not signed by Skow until January 9, 2021, nor by Stafford until February 5, 2021. The Trademark
Assignment was only recorded in the USPTO records as of March 17, 2021, after (and likely in
response to) the filing of this cancellation proceeding on March 15, 2021.%

Carousel first learned of the Trademark Assignment only when Stafford filed his answer
to Carousel’s cancellation petition on April 23, 2021, after Carousel filed this cancellation
proceeding on March 15, 2021 (and after the Trademark Assignment was recorded with the
USPTO as of March 17, 2021).3! When Carousel became aware of the Trademark Assignment,
Carousel searched once again for any commercial use of TEEN EARTH, or formatives thereof, by
Skow, Stafford or anyone else (aside from Carousel’s own use) for the three consecutive years
prior to the signing of the Trademark Assignment, and Carousel still did not find any evidence of

use.*? Because the MISS EARTH pageant and other pageants are very well advertised online and

typically rely on extensive publicity to promote the pageants, and because no commercial use of

2 McLean Decl., 8, 9.

3024 TTABVUE 14, 92: Monzon Decl., § 20; Ex. E; 25 TTABVUE 14, 92: Schuck Decl., 21, Ex. E

3124 TTABVUE 14: Monzon Decl., § 20-21; 25 TTABVUE 14: Schuck Decl., §21-22; 26 TTABVUE 6: McLean
Decl. | 12

3224 TTABVUE 14: Monzon Decl.,  21; 25 TTABVUE 14: Schuck Decl., §22; 26 TTABVUE 6: McLean Decl., |
13, 14
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TEEN EARTH could be found or evidenced despite Carousel’s extensive searching, Carousel
believed that there was no such commercial use of TEEN EARTH, or formatives thereof, by Skow
or Stafford for at least the three consecutive years before the Trademark Assignment was signed
and the same was recorded with the USPTO, nor for at least the three consecutive years before this
cancellation proceeding was filed, and therefore also believed that the TEEN EARTH registration
had been abandoned.*

Although Skow admittedly had no use of TEEN EARTH after 2015, including at the time
he assigned the unauthorized TEEN EARTH registration to Stafford, and had only ever had use of
TEEN EARTH UNITED STATES and UNITED STATES TEEN EARTH in commerce under
authorization from Carousel, Stafford alleges that he and Skow had some sort of an arrangement
whereby Skow allowed Stafford to use TEEN EARTH. Curiously, the terms of this alleged
arrangement are not provided or evidenced by either Skow or Stafford, and neither Stafford nor
Skow allege that this so-called arrangement constituted a license from Skow to Stafford to use
TEEN EARTH. Instead, Skow testifies only that “. . .in 2018, I began discussing with Mr. Stafford
about him taking over the TEEN EARTH mark to go with his MS. EARTH and MRS. EARTH
marks. A true and correct copy of the Trademark Assignment is attached as Exhibit G.”** With
similar vagueness, Stafford testifies only that, “By 2018, I assumed control of the TEEN EARTH
title from Mr. Skow” and “When he (Skow) decided to leave the pageant industry, I acquired
control of the TEEN EARTH and UNITED STATES TEEN EARTH Trademarks, until the marks
were assigned to me. (Attached hereto as Exhibit D is a true and correct copy of the Trademark

Assignment executed by Michael Stafford and Mr. Skow Skow (sic)).” %3

B1d.
3434 TTABVUE 5, 27: Skow Decl., ] 12, Ex. G
3533 TTABVUE 3: Testimony Declaration of Michael R. Stafford (“Stafford Decl.”), | 5
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From the record it is not known how and exactly when Stafford allegedly “acquired
control” or “assumed control” of TEEN EARTH from Skow, and the testimonies of both Skow
and Stafford are totally and seemingly intentionally unclear. Again, neither Skow nor Stafford
testify that there was ever a license agreement between them regarding TEEN EARTH; they allude
only to the Trademark Assignment whereby Skow assigned the unauthorized TEEN EARTH
registration to Stafford. In fact, the Trademark Assignment is the only evidence offered by
Stafford of any agreement made with Skow regarding TEEN EARTH, and it was not fully executed
until February 5, 2021, when, per the Trademark Assignment and per the testimony of Kristina
Tenerowicz (co-owner of the TEEN EARTH registration), Stafford “officially” took over the
TEEN EARTH mark.*

Stafford further alleges that he held a TEEN EARTH pageant in July 20197 but the
Trademark Assignment by its own terms was not effective until, at the earliest, September 21,
2020. So, even in the unlikely event that Stafford did hold a TEEN EARTH pageant in July 2019
despite the lack of any supporting evidence thereof (and unbeknownst to Ms. Clark who is well-
involved in the pageantry world and would likely know of any such event having occurred?®), he
could not have done so under any license from Skow since none existed, nor pursuant to the
Trademark Assignment which was not effective until September 21, 2020, at the earliest. Such
use, then, if any, could therefore only have been Stafford’s own separate and independent use, in
which case July 2019 would be the earliest date Stafford could conceivably claim as his first use

of TEEN EARTH in commerce. Stafford also testifies that no TEEN EARTH pageant was held

336 TTABVUE 3, 11: Testimony Declaration of Kristina Tenerowicz (“Tenerowicz Decl.”), | 3, Ex. B

3733 TTABVUE 11: Stafford Decl., { 22; 22 TTABVUE 6: Clark Decl., { 11, 39 TTABVUE 3: Clark Rebuttal Decl.,
q 6, 7): Ms. Clark, well involved with pageantry in the U.S., testified that she was not aware of a TEEN EARTH
pageant held by Stafford or Skow in 2018, 2019, 2020 or 2021. 34 TTABVUE 7: Skow Decl., | 18: Skow testified
that there was no TEEN EARTH competition in 2018.

322 TTABVUE 6: Clark Decl., { 11. 39 TTABVUE 3: Clark Rebuttal Decl., | 7.
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by him in 2020 due to the Covid pandemic, but that he held a virtual TEEN EARTH pageant in
2021, although he provides no evidence of this alleged virtual pageant beyond his self-serving
statement - no photos, brochures, or advertising, or any other evidence supporting this statement.
(Again, Ms. Clark, well involved with pageantry in the U.S., testified that she was not aware of
any such TEEN EARTH pageant held by Stafford in 2021 either. Id.) Further, Stafford does not
specify the actual date of the virtual 2021 pageant, but because his other pageants have been held
in the month of July, presumably Stafford’s alleged virtual 2021 TEEN EARTH pageant would
have been held, if at all, in July 2021, which if accurate would have been well after the filing date
of this cancellation proceeding on March 15, 2021. There was no TEEN EARTH pageant held by
Stafford in 2022 per Stafford’s testimony, although he alleges there will be a TEEN EARTH
pageant in July 2023.%

Thus, Skow only ever had use of TEEN EARTH when he was Carousel’s authorized
franchisee and Carousel authorized his use pursuant to the terms of the Skow Franchise Agreement
and under the Carousel umbrella between 2008 and 2015. Upon the expiration of the Skow
Franchise Agreement with Carousel at the end 2015, Skow was not authorized to use and, in any
case had no use of, TEEN EARTH, as is corroborated by his own testimony. That is, from 2015
until the filing of this cancellation proceeding on March 15, 2021, Skow had not used TEEN
EARTH or held a TEEN EARTH pageant.** Any alleged use by Stafford prior to the effective
date of the Trademark Assignment would have been, and could only have been, his own separate

and independent use, not use as a licensee of Skow or pursuant to the Trademark Assignment, and

3 33 TTABVUE 35: Stafford Decl., ] 8

4034 TTABVUE: Skow Decl: In Skow’s own testimony declaration, he makes no mention of using TEEN EARTH
or operating a TEEN EARTH UNITED STATES pageant after 2015; 22 TTABVUE 6: Clark Decl., | 11, 39
TTABVUE 3: Clark Rebuttal Decl., | 6, 7.
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thus not through any rights that could have been derived from (or in support of) the TEEN EARTH
registration. The unauthorized TEEN EARTH registration should therefore be cancelled on the
basis of non-use and abandonment.

In addition to cancellation of the TEEN EARTH registration on the basis of non-use and
abandonment, the registration should also be cancelled on the basis of priority and likelihood of
confusion with Carousel’s family of “EARTH” marks, including but not limited to MISS EARTH,
MISS EARTH UNITED STATES, MISS EARTH USA, TEEN EARTH, TEEN EARTH
UNITED STATES, UNITED STATES TEEN EARTH, TEEN MISS EARTH, TEEN MISS
EARTH USA, and TEEN MISS EARTH UNITED STATES*! (collectively, “Carousel’s EARTH
Marks”). Relative to Carousel’s EARTH Marks, Carousel is extremely concerned about consumer
confusion in regard to Stafford’s unauthorized use and/or planned use of TEEN EARTH on or in
connection with his beauty pageants as Carousel is known worldwide and respected for its MISS
EARTH pageants since 2001 and uses and has used, by itself and/or through its authorized
licensees, the TEEN EARTH mark in various forms, namely, TEEN EARTH UNITED STATES
and UNITED STATES TEEN EARTH in its pageants dating back to Skow’s authorized use of the
marks from 2008 to 2015 for “Teen Earth” pageants, followed by Ms. Clark’s authorized use of
TEEN MISS EARTH UNITED STATES from 2016 to 2018, and followed by her authorized use
of the mark for TEEN MISS EARTH USA from 2019 through the present** (collectively,
Carousel’s TEEN EARTH Marks”). Ms. Clark testified that she has been contacted a number of

times by individuals who confuse Carousel’s EARTH Marks and EARTH pageants with those of

41 See more Carousel’s “EARTH” marks listed in footnote 10 above.

4224 TTABVUE 15: Monzon Decl., ] 22; 37 TTAVUE 5: Monzon Rebuttal Decl., § 7; 25 TTABVUE 15: Schuck
Decl., | 23; 38 TTABVUE 4: Schuck Rebuttal Decl., | 7; 22 TTABVUE 3: Clark Decl., | 5, 39 TTABVUE 3: Clark
Rebuttal Decl., | 5
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Stafford.** And, Stafford’s own witnesses, Skow, Tenerowicz and Dr. Corrinne Devin, all testify
that there is confusion between Carousel’s pageants and those of Stafford!**

Stafford’s use and/or planned use of TEEN EARTH for beauty pageants is also evidence
of a false suggestion of a connection between his pageants and those of Carousel that is damaging
to Carousel. Id. As Ms. Clark testified, Stafford’s pageants are quite different from Carousel’s
pageants. They are not as well-known or prestigious as Carousel’s MISS EARTH pageants. They
attract a much smaller audience of viewers and followers. Stafford’s pageants require less
commitment from candidates; for example, a candidate for Stafford’s MRS. EARTH pageant in
2019 stayed in the host city for five days, while a candidate for Carousel’s MISS EARTH pageant
in 2019 stayed in the host city for five weeks. A winner of Stafford’s pageant receives a minimal
prize package compared to MISS EARTH. For example, Brandy Jarvis Ibos, the winner of
Stafford’s MRS. EARTH 2019 pageant, received no cash or travel as a prize. On the other hand,
the winner of Carousel’s MISS EARTH pageant receives a $20,000 salary and is typically invited
to travel to multiple countries, where she is also compensated for her time. Stafford’s pageants do
not include as many participating countries as MISS EARTH, which features on average 90
participating countries. Based on Ms. Clark’s online review at the time of her testimony, the social
media following for Stafford’s MRS. EARTH on Facebook was approximately 12,000 and 62
subscribers on YouTube, compared to Carousel’s social media following for MISS EARTH of
1,000,000 on Facebook, 250,000 on Instagram and 55,000 subscribers on YouTube.*

Ms. Clark testified further that, in her view and based on her extensive experience in the

pageant industry, Stafford’s business has shown a pattern of inconsistency, lack of professionalism

4322 TTABVUE 6: Clark Decl,, 12, 13, 14, Ex. F, G
434 TTABVUE 7: Skow Decl., 19, 36 TTABVUE 4: Tenerowicz Decl. | 6; 35 TTABVUE 4: Testimony
Declaration of Dr. Corrine Devin (“Devin Decl.”), | 6
422 TTABVUE 5, 38, 55: Clark Decl., | 10, Ex. C, E
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and lack of follow through. His website www.mrsearthpageant.com appears to be grossly

outdated. For example, the Titleholders page on the website still shows images from 2017. The
website also still lists Patrick Stephens as the Broadcast Manager, but Mr. Stephens last worked
for the pageant in 2019. Stafford’s company also has a history of announcing events or
opportunities that do not come to fruition, such as the announcement of a Miss EcoSphere pageant
in March 2022 and a Karma de la Mode fashion event in July 2022, neither of which were ever
held, to Ms. Clark’s knowledge.*® In a nutshell, then, Stafford and his various pageants apparently
have a negative reputation in the beauty pageant field.

Ms. Clark testified further that Stafford, who also calls himself Mykhael Michaels and has
social media accounts under this name, creates confusion and intentionally and falsely suggests an
association between Carousel’s pageants and his own. For example, he posts photos on social
media suggesting that he is associated with Carousel’s MISS EARTH pageant.*’ Stafford also uses
Miss Earth USA branding, taglines and URLSs in an effort to confuse the public and falsely suggest
an association with Carousel. For example, he is using the following taglines previously used by
Miss Earth USA: “The search is on” and “Join the legacy” as well as “This could be you”, a tagline
highly similar to Carousel’s tagline “There’s a spot waiting for you”, all as shown in his recent
social media post on September 22, 2022.*8 Further, Stafford is using EnterNow.earth as the URL
to find his pageant after Miss Earth USA began using ApplyNow.earth in April 2022.% It is Ms.

Clark’s professional opinion that Stafford’s attempts to falsely associate himself with Carousel

422 TTABVUE 7, 82, 85: Clark Decl., | 17, Ex. M, N
4722 TTABVUE 6, 66: Clark Decl., q 15, Ex. H

422 TTABVUE 7, 70, 72: Clark Decl., 16, Ex. I, J
4922 TTABVUE 7, 76, 78: Clark Decl., J16,Ex.K,L
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and its pageants, while having a negative reputation for his own pageants, diminishes Carousel’s
MISS EARTH brand, pageants and reputation.>

Moreover, in regard to the TEEN EARTH mark, the public has come to associate
Carousel’s EARTH Marks and Carousel’s TEEN EARTH Marks solely with Carousel given
Carousel’s extensive use, by Carousel itself and/or through its authorized franchisees Skow and
Ms. Clark, since 2001. Stafford’s unauthorized use and/or planned use of TEEN EARTH, MISS
with TEEN EARTH, i.e., MISS TEEN EARTH, and his use of MISS with other EARTH marks,
such as MISS UNITED STATES EARTH, LIL MISS EARTH and LITTLE MISS EARTH (for
which Stafford filed a U.S. trademark application)’! is also evidence of a false suggestion of
connection with Carousel as well as a breach of a Consent and Coexistence Agreement between
Carousel and Mr. Stafford signed in August 2010 as more fully described below.>?

That is, in addition to this cancellation proceeding concerning the TEEN EARTH
registration, Carousel has also had prior dealings with Stafford wholly unrelated to TEEN EARTH
regarding beauty pageants that also show Stafford’s bad faith actions directed toward Carousel
both now and in the past. Although Stafford had been well aware of Carousel’s use and exclusive
ownership of the MISS EARTH trademark in the United States since 2001 and Carousel’s EARTH
Marks, he nonetheless adopted and began using without authorization the marks MRS. EARTH
and MS. EARTH for competing pageants in 2007 and 2008, respectively.>* On or about July 20,
2007, Stafford filed an application to register MRS. EARTH which registered on June 24, 2008,

under Registration No. 3452529.>* Upon discovery of the MRS. EARTH Registration No.

3022 TTABVUE 8: Clark Decl., | 18

3124 TTABVUE 15: Monzon Decl., § 23; 25 TTABVUE 15: Schuck Decl, § 24; 26 TTABVUE 95: McLean Decl.,
Ex. K.

3224 TTABVUE 15: Monzon Decl., § 23; 25 TTABVUE 15: Schuck Decl, | 24

333 TTABVUE 3, 19, 25: Stafford Decl., { 3, 4, Ex. B, C

>33 TTABVUE 3, 19: Stafford Decl., 3, Ex. B
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3452529 in 2009, Carousel filed a cancellation action against it (Cancellation No. 92051195) based
on priority and the likelihood of confusion with Carousel’s MISS EARTH mark.>®> As an attempt
to keep Stafford from expanding his use of the same or similar marks in the same area of activity,
and to address the likelihood of confusion between Carousel’s EARTH Marks, on the one hand,
and Stafford’s MS. EARTH and MRS. EARTH marks (and solely these marks), on the other, the
parties subsequently entered into that certain Consent and Coexistence Agreement dated as of
August 31, 2010 (the “Consent and Coexistence Agreement”) whereby the parties agreed, among
other things, that in order to minimize the likelihood of confusion between the parties’ respective
marks, Stafford would not adopt or use any mark including both the terms EARTH and MISS, and
Carousel would not use any mark including both the terms EARTH and MRS. or MS.%
Registration No. 3452529 for MRS. EARTH was subsequently cancelled on January 30, 2015
because Stafford did not file an acceptable declaration under Section 8.%’

In contravention of the terms of the Consent and Coexistence Agreement, and by his own
admission, Stafford nonetheless has adopted and has used marks containing both the terms MISS
and EARTH such as LIL MISS EARTH and LITTLE MISS EARTH (even filing for the latter
which has since been abandoned)’®, to name just a couple examples. Upon discovery of the breach
of the terms of the Consent and Coexistence Agreement by Stafford, on or about May 27, 2022,
during the Discovery Conference in this matter which included Stafford, pro se, Carousel’s
attorneys, and the Interlocutory Attorney for the Board, Carousel gave notice of the breach to

Stafford in regard to his unauthorized use of MISS and EARTH in the same marks and requested

3524 TTABVUE 15: Monzon Decl., | 24; 25 TTABVUE 15: Schuck Decl, § 25; 26 TTABVUE 7: McLean Decl.,
15

%624 TTABVUE 15, 101: Monzon Decl., | 24, Ex. F; 25 TTABVUE 15, 101: Schuck Decl, § 25, Ex. F; 26 TTABVUE
7, 90: McLean Decl., 15, Ex.J

5726 TTABVUE 7, 85: McLean Decl., 15, Ex. I

3326 TTABVUE 7, 95: McLean Decl., { 16, Ex. K; 33 TTABVUE 4, 8, 37: Stafford Decl., 46, 15, Ex. E
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he come into compliance with the Consent and Coexistence Agreement, but Stafford did not and
has not formally responded to Carousel in response to the notice.”

V. ARGUMENT

A. CAROUSEL POSSESSES ENTITLEMENT TO A STATUTORY CAUSE OF
ACTION

Entitlement to a statutory cause of action is a threshold issue in every inter partes case. See
Australian Therapeutic Supplies Pty. Ltd. v. Naked TM, LLC, 965 F.3d 1370, 2020 USPQ2d
10837, *3 (Fed. Cir. 2020) (citing Lexmark Int’l, Inc. v. Static Control Components, Inc., 572 U.S.
118, 109 USPQ2d 2061, 2067 n.4 (2014)); see also Empresa Cubana Del Tabaco v. Gen. Cigar
Co., 753 F.3d 1270, 111 USPQ2d 1058, 1061 (Fed. Cir. 2014). A party in the position of plaintiff
may oppose a mark where it has “both a ‘real interest’ in the proceedings as well as a ‘reasonable’
basis for its belief of damage.” Australian Therapeutic, 2020 USPQ2d 10837 at *3; see also
Empresa Cubana, 111 USPQ2d at 1058; Coach Servs., Inc. v. Triumph Learning LLC, 668 F.3d
1356, 101 USPQ2d 1713, 1727 (Fed. Cir. 2012); Ritchie v. Simpson, 170 F.3d 1092, 50 USPQ2d
1023, 1025 (Fed. Cir. 1999).

In this case, Carousel and Stafford are competitors in the beauty pageant industry. Carousel
owns the MISS EARTH registration, pending application for MISS EARTH USA, and a multitude
of EARTH-related marks, including Carousel’s EARTH Marks and Carousel’s TEEN EARTH
Marks, and uses these marks in the United States in commerce. Carousel has operated the MISS
EARTH and related EARTH pageants since 2001. Beginning in 2008, pursuant to the terms of
the Skow Franchise Agreement, Carousel authorized its U.S. franchisee Skow to use, under the

Carousel umbrella, the TEEN EARTH UNITED STATES and UNITED STATES TEEN EARTH

324 TTABVUE 16: Monzon Decl.,  25; 25 TTABVUE 16: Schuck Decl, { 26; 26 TTABVUE 7: McLean Decl., |
16
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marks and conduct pageants using these marks. After the expiration of the Skow Franchise
Agreement with Carousel at the end of 2015, since 2016 Carousel’s subsequent franchisee, Ms.
Clark, has used in connection with the MISS EARTH pageants, with Carousel’s authorization, the
TEEN MISS EARTH, TEEN MISS EARTH UNITED STATES, and TEEN MISS EARTH USA
marks and has conducted the TEEN MISS EARTH UNITED STATES pageants in 2016, 2017,
and 2018 and then the TEEN MISS EARTH USA pageants from 2019 through the present.

After Skow ceased being the U.S. franchisee for Carousel at the end of 2015, he was no
longer authorized to use TEEN EARTH UNITED STATES or UNITED STATES TEEN EARTH
or any of Carousel’s TEEN EARTH Marks, nor did he conduct any pageants using TEEN EARTH.
Despite having no use of TEEN EARTH, not being authorized by Carousel to use the mark, and
knowing that Ms. Clark was using TEEN MISS EARTH and TEEN MISS EARTH UNITED
STATES with authorization from Carousel, Skow and his sister nonetheless filed to register TEEN
EARTH in 2017 and subsequently received the unauthorized TEEN EARTH registration. Then,
while still having no use of TEEN EARTH, Skow nonetheless assigned the TEEN EARTH
registration to Stafford in February 2021 and Stafford now alleges on this basis that he has a right
to use TEEN EARTH which has always belonged to Carousel based on its rights to Carousel’s
TEEN EARTH Marks for use with its TEEN EARTH pageants.

Thus, Carousel has established a stake in the outcome of this proceeding and a reasonable
belief that it is damaged by such use. See Empresa Cubana, 111 USPQ2d at 1062 (Cuban cigar
manufacturer had standing to seek cancellation of competitor’s trademark registrations); Honda
Motor Co. v. Winkelmann, 90 USPQ2d 1660, 1662 (TTAB 2009) (competitor has standing);
Syngenta Crop Prot. Inc., 90 USPQ2d at 1118 (in a proceeding under Section 2(d), testimony that

opposer uses its mark “is sufficient to support opposer’s allegations of a reasonable belief that it
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would be damaged by registration of applicant’s mark.”). Carousel therefore has demonstrated its

entitlement to a statutory cause of action herein.
B. SKOW DID NOT USE NOR DID HE HAVE AN INTENT TO USE TEEN EARTH
AFTER HE PARTED WAYS WITH CAROUSEL IN 2015 AND THUS THE TEEN EARTH

REGISTRATION SHOULD BE CANCELLED ON THE BASIS OF NON-USE AND
ABANDONMENT

The TEEN EARTH registration should be cancelled on the basis of non-use and
abandonment. A mark shall be deemed to be “abandoned” if either of the following occurs:

1. When its use has been discontinued with intent not to resume such use. Intent not to

resume may be inferred from circumstances. Nonuse for 3 consecutive years shall be prima

facie evidence of abandonment. “Use” of a mark means the bona fide use of such mark

made in the ordinary course of trade, and not made merely to reserve a right in a mark.
(Lanham) Trademark Act § 45, 15 U.S.C. § 1127; see too Imperial Tobacco Ltd. v. Philip Morris
Inc., 899 F.2d 1575, 14 USPQ2d 1390 (Fed. Cir. 1990).

In this case, Skow never did have his own use of TEEN EARTH, and any alleged use of
TEEN EARTH by Skow would have been discontinued, in any case, once his franchisee status
with Carousel terminated, with intent not to resume such use and such intent is clearly inferable
from the circumstances herein and set forth in the record. Furthermore, Skow did not use TEEN
EARTH for at least three consecutive years prior to the filing of this cancellation action.

As noted above, Skow was only authorized to use TEEN EARTH UNITED STATES and
UNITED STATES TEEN EARTH pursuant to the terms of the Skow Franchise Agreement while
he was Carousel’s franchisee in the United States. Once he was no longer Carousel’s franchisee at
the end of 2015, he was no longer authorized to use the marks and Carousel’s new U.S. franchisee,
Ms. Clark, was thereafter authorized by Carousel to use TEEN MISS EARTH, TEEN MISS

EARTH UNITED STATES, and TEEN MISS EARTH USA under the Carousel umbrella, and she

has done so from 2016 through the present.
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In addition to not being authorized by Carousel to use TEEN EARTH after 2015, and
contrary to the signed declaration in the application for the TEEN EARTH registration, Skow did
not use TEEN EARTH at any time after 2015 per his own testimony. Skow offers no testimony
or supporting evidence that he used TEEN EARTH in 2016, 2017 or 2018 and in fact testifies that
he was no longer involved in the pageantry business after 2017. He testifies that in 2018 he started
“talking” to Stafford about Stafford taking over the TEEN EARTH mark, but (1) he did not enter
into any license agreement with Stafford for the use of the mark as he could have, (2) he has not
alleged ever entering into such a licensing arrangement with Stafford, and (3) he did not assign the
mark to Stafford until February 5, 2021 when all the parties had finally signed the Trademark
Assignment. As corroborated by his own testimony, Skow had no use of TEEN EARTH between
2015, when the Skow Franchise Agreement with Carousel ended, and February 2021, when he
assigned the TEEN EARTH registration to Stafford.

In light of such non-use, Skow’s filing to register TEEN EARTH on October 31, 2017, and
his subsequent “talking” to Stafford in 2018 and subsequent assignment of the TEEN EARTH
registration to Stafford in 2021 suggest his efforts to somehow assert rights to TEEN EARTH
despite his non-use of the mark without regard to Carousel’s prior rights in and to Carousel’s
TEEN EARTH Marks. As noted in the foregoing statute, “’Use’ of a mark means the bona fide
use of such mark made in the ordinary course of trade, and not made merely to reserve a right in
a mark.” Id. Since Skow was not authorized by Carousel to use TEEN EARTH after 2015 and in
fact had no use of TEEN EARTH at all after 2015, and since he admits that he was no longer
involved in the pageantry business after 2017, there is no other reasonable explanation as to why
he would file to register TEEN EARTH except to try to reserve a right to the mark to which he

was not entitled and despite having no intent to resume use of the mark himself, in any case.
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It is important to note that “intent to resume use” is different from “intent not to abandon”
in that an owner may not wish to abandon its mark but may have no intent to resume its use. An
“intent to resume use” requires the trademark owner to have plans to resume commercial use of
the mark. Stopping at an “intent not to abandon” tolerates an owner’s protecting a mark with
neither commercial use nor plans to resume commercial use. 3 J. Thomas McCarthy, McCarthy
on Trademarks and Unfair Competition, §17:10, at 17-18 — 17-19 (5" ed. 2019). As further stated
in McCarthy, “For the abandonment doctrine to have any teeth at all, however, more is required
than simply the owner’s inchoate wish to keep the mark for some vague, unspecified future use:
this would constitute precisely the impermissible “warehousing” of the mark against which the
doctrine guards.” McCarthy, supra, §17:20, at 17-49 — 17-50.

Further, Skow’s lack of use of TEEN EARTH means that the mark lacked any associated
goodwill, and therefore the mark was abandoned and the Trademark Assignment is invalid. Again,
per McCarthy:

“When a business or product symbolized by a mark ceases its activities or sales, the good
will of that mark immediately begins to fade. If sales cease long enough, there may be no
goodwill left which a mark would symbolize. The Supreme Court has stated that: ‘There
is no such thing as property in a trademark except as a right appurtenant to an established
business or trade in connection with which the mark is employed.” A trademark is a symbol
of existing good will. Thus, if for any reason, the good will of a business or product come
to an end, there is nothing left for a mark to symbolize. Such a mark should be officially
declared ‘abandoned.’

McCarthy, supra, §17:14, at 17-30 — 17-31.

Furthermore, an abandoned trademark is not capable of assignment as there is no property
right left to be transferred to another. McCarthy, supra, §17:14, p. 17-35; Money Store v.
Harriscorp Finance, Inc. 689 F.2d666, 675,216 USPQ 11, 19 (7™ Cir. 1982); Auburn Farms Inc.

v. McKee Foods Corp., 51 USPQ2d 1439, 1999 WL 588247 (TTAB 1999).
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For the sake of argument only, if he ever had any use at all after he was no longer Carousel’s
franchisee at the end of 2015, Skow had in any case discontinued use of TEEN EARTH for all of
the services in the registration — “entertainment in the nature of beauty pageants” — from 2015
until the March 15, 2021 cancellation petition filing date, including from the June 5, 2018 TEEN
EARTH registration date until the March 2021 cancellation petition filing date. There was no use
by Skow of the trademark for at least three consecutive years prior to either the date of the
Trademark Assignment or the claimed effective date thereof, and therefore there was no existing
underlying goodwill, and thus there were no existing trademark rights that could have been
assigned by Skow to Stafford under the Trademark Assignment. Setting aside the fact that Skow
never legitimately owned TEEN EARTH or the TEEN EARTH registration, it is clear from his
own testimony that he did not use the mark or hold a TEEN EARTH pageant once he was no
longer Carousel’s franchisee at the end of 2015. His subsequent filing of the TEEN EARTH
application was likely made simply to try to assert aright in the mark, to the detriment of Carousel,
but there was no corresponding commercial use of the mark by Skow at the time he filed the
application to register TEEN EARTH or thereafter, and consequently there was no basis for Skow
to obtain the TEEN EARTH registration and there was nothing for him to assign to Stafford in the
Trademark Assignment. Thus, in addition to having no commercial use of TEEN EARTH, and
while Skow may have had at best a subjective intent not to abandon the mark, he certainly did not
have the requisite intent to resume use and thus he “abandoned” any rights he may have had in the
mark.

To the extent that Stafford argues in this proceeding that the TEEN EARTH registration
has not been abandoned due to his alleged use of TEEN EARTH at a July 2019 pageant (and

Carousel disputes that there was any such pageant at that time due to the lack of any supporting
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evidence thereof), and his alleged later use in July 2021 (after this cancellation proceeding was
filed), such arguments are not convincing and should be dismissed. Alleged use of TEEN EARTH
by Stafford prior to the Trademark Assignment, if any, could not and would not have been use
pursuant to a license from Skow since one did not exist and has never existed, nor would it
evidence commercial use of TEEN EARTH by Skow himself for the same reason, but rather would
only serve, at best, to show Stafford’s own separate and independent use of the mark. In other
words, absent a valid license from Skow to Stafford for the use of TEEN EARTH, and as noted
one did not exist and has never existed, such use by Stafford, if any, would not support the
argument that Skow did not abandon the mark but would only evidence that Stafford adopted and
began using TEEN EARTH on his own, separate and apart from Skow. Also, if Stafford were to
argue that his aforementioned alleged use of TEEN EARTH cures any abandonment of the mark
by Skow, the law is very clear that resumption of use after abandonment does not retroactively
cure the abandonment and revive prior rights in the mark. (McCarthy, supra, §17:3, at 17-8 to 17-
9; AmBrit, Inc. v. Kraft, Inc. 805 F2d 974, 1 USPQ2d 1161 (11" Cir. 1986), reported at 812 F2d
1531 (11" Cir. 1986), Lesley Hornby aka Lesley Lawson aka Twiggy v. TJIX Companies, Inc., 87
USPQ2d 1411, 2008 WL 1808555 (TTAB 2008); Specht v. Google Inc., 747 F3d 929, 935-936,
110 USPQ2d 1319 (7™ Cir. 2014), cert. denied, 135 S. Ct. 724, 190 L.Ed2d 442 (2014).) Rather,
such resumption of use after abandonment constitutes “a new and separate use with a new date of
first use,” and, once abandoned, a mark may be cancelled even if registrant resumes use of the
mark. (McCarthy, supra, §17:3, at 17-9; Cerveceria Centroamericana, S.A. v. Cerveceria India,
Inc., 892 F2d 1021, 13 USPQ2d 1307 (Fed. Cir. 1989); Stromgren Supports Inc. v. Bike Athletic
Co., 43 USPQ2d 110 (TTAB 1997) (registration was cancelled for abandonment: evidence of

intent to resume, which intent occurred after abandonment, is evidence of a possible new use which
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cannot cure the abandonment); Auburn Farms Inc. v. McKee Foods Corp, 521 USPQ2d 1439,
1999 WL 588247 (TTAB 1999) (since Auburn started use during the period of McKee’s nonuse
which led to abandonment, Auburn has priority over McKee’s later resumption of use).

Thus, because he did not use TEEN EARTH after he parted ways with Carousel at the end
of 2015, either by himself or through an authorized licensee, Skow abandoned the mark. Although
Skow may have had a subjective “intent not to abandon” the mark, he did not have the requisite
“intent to resume use” but instead, by filing for and obtaining the TEEN EARTH registration,
appears to have been merely trying to reserve the registered trademark rights for himself, to the
detriment of Carousel and without regard to Carousel’s TEEN EARTH Marks, and to “warehouse”
the mark as a future asset. Thus, the TEEN EARTH registration must be cancelled on the basis of
such non-use constituting abandonment.

C. CAROUSEL HAS PRIORITY TO THE TEEN EARTH MARK AND
RESPONDENT STAFFORD’S USE THEREOF CREATES A LIKELIHOOD OF

CONFUSION SUCH THAT THE TEEN EARTH REGISTRATION SHOULD BE
CANCELLED ON THIS BASIS

The TEEN EARTH registration should also be cancelled on the basis of a likelihood of
confusion with Carousel’s prior trademark rights to Carousel’s EARTH Marks and Carousel’s
TEEN EARTH Marks. In an action founded on Trademark Act Section 2(d), likelihood of
confusion, the plaintiff must establish its own prior proprietary rights in the same or a confusingly
similar designation in order to defeat the application.” T.A.B. Sys. v. Pactel Teletrac, 77 F.3d 1372,
37 USPQ2d 1879, 1881 (Fed. Cir. 1996). Section 2(d) challenges may be based either on
ownership of a registered mark or prior use of an identical or similar trademark or trade name.
Wonderbread 5 v. Gilles, 115 USPQ2d 1296, 1302 n.8 (TTAB 2015); see also Herbko Int’l., Inc.
v. Kappa Books, Inc., 308 F.3d 1156, 64 USPQ2d 1375, 1378 (Fed. Cir. 2002), cited in Hunter

Indus., Inc. v. Toro Co., 110 USPQ2d 1651, 1658 (TTAB 2014).
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In this action, Carousel owns a federal registration for MISS EARTH with rights to the
mark dating back to 2001. It also has common law rights to Carousel’s EARTH Marks, and to
Carousel’s TEEN EARTH Marks dating back to 2008 when it authorized its United States
franchisee, Skow, to use TEEN EARTH UNITED STATES and UNITED STATES TEEN
EARTH under Carousel’s MISS EARTH umbrella during his tenure as Carousel’s United States
franchisee. Accordingly, Skow used TEEN EARTH UNITED STATES and UNITED STATES
TEEN EARTH only with Carousel’s authorization while he was Carousel’s United States
franchisee until the end of 2015 and conducted TEEN EARTH UNITED STATES and UNITED
STATES TEEN EARTH pageants from 2006 to 2015. Thereafter, Skow never used TEEN
EARTH and was not authorized by Carousel to do so. Carousel’s next franchisee who took over
the United States franchise in 2016, Ms. Clark, has used TEEN MISS EARTH under the Carousel
umbrella since 2016 with Carousel’s authorization and has conducted the TEEN MISS EARTH,
TEEN MISS EARTH UNITED STATES, and/or TEEN MISS EARTH USA pageants from 2016
to the present.

Although Skow did not have Carousel’s authorization to use TEEN EARTH after he was
no longer Carousel’s franchisee and although he in fact did not use TEEN EARTH after the Skow
Franchise Agreement terminated, he nevertheless filed to register TEEN EARTH on October 31,
2017, submitting as evidence of use in commerce a specimen showing use of the mark by Carousel
that references therein a web site address that is owned and/or controlled by Carousel. Skow still
had no commercial use of the mark when the TEEN EARTH registration was issued on June 5,
2018, and he has testified himself that he has not been involved in the pageantry business since
2017. Furthermore, Skow had had no commercial use of TEEN EARTH for at least three

consecutive years prior to the time he assigned the TEEN EARTH registration to Stafford on
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February 5, 2021, if ever, nor during the three consecutive years prior to the time of the asserted
September 21, 2020 effective date of the Trademark Assignment. All the while following the
termination of the Skow Franchise Agreement in 2015, Carousel, through its authorized franchisee
Ms. Clark, has been using in commerce TEEN MISS EARTH, TEEN MISS EARTH UNITED
STATES, and/or TEEN MISS EARTH USA in the United States since 2016.

Stafford alleges that he acquired rights to TEEN EARTH from Skow, but the only
agreement between Skow and Stafford regarding TEEN EARTH is the Trademark Assignment
that assigns to Stafford the TEEN EARTH registration, which, as noted above, was invalid, and is
in any case long after Skow had already abandoned the TEEN EARTH registration and mark.
Before that, the parties did not enter into any license agreement whereby Skow licensed use of
the mark to Stafford, nor do either Skow or Stafford allege any license agreement between them
prior to the Trademark Assignment. Although the Trademark Assignment has an effective date of
September 21, 2020, it was not signed by Skow until January 9, 2021, and then Stafford did not
sign the agreement until February 5, 2021. Thus, Stafford’s rights to the TEEN EARTH
registration, if any, were not “official” until February 5, 2021.

Even if one were to hypothetically concede that the Trademark Assignment could be
considered valid (which Carousel does not), and that Stafford’s rights to the TEEN EARTH
registration began on September 21, 2020, the “effective date” of the Trademark Assignment, this
date is in any case 12 years after Carousel’s priority date of 2008 when it first began use of
Carousel’s TEEN EARTH Marks through its franchisee Skow, which use was continued through
Skow until 2015, and then further continued through Ms. Clark from 2016 to the present. In
addition, Stafford’s claim that he first held a TEEN EARTH pageant in July 2019 (a claim that

Stafford has not supported with evidence and that Carousel disputes as noted previously herein)
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clearly could not be considered use of the mark pursuant to any rights derived from the Trademark
Assignment which has an “effective date” only as of September 21, 2020, long after the July 2019
date of Stafford’s alleged TEEN EARTH pageant, nor use of the mark pursuant to any valid license
agreement as there was no such license agreement at that time and none has been alleged. If, for
the sake of argument, Stafford did hold a TEEN EARTH pageant in July 2019, which is disputed
by Carousel, such use by Stafford of TEEN EARTH could only have been his own separate and
independent use which would have only begun, at the earliest, in July 2019, again, long after
Carousel’s first use of Carousel’s TEEN EARTH Marks and its many years’ use of Carousel’s
EARTH Marks. Based on the foregoing, then, Stafford can at best only claim common law rights
in the mark based on his alleged first use of TEEN EARTH in July 2019 which is many years
subsequent to Carousel’s priority and common law rights to both Carousel’s TEEN EARTH Marks
dating back to 2008 and Carousel’s EARTH Marks dating back to as early as 2001.

Thus, although ownership of a federal registration is prima facie evidence of exclusive
ownership of a mark, this is a rebuttable presumption which the facts may (and in this case do)
rebut completely. Skow never legitimately owned the TEEN EARTH registration, and never used
TEEN EARTH except with the authorization of Carousel when he was Carousel’s franchisee.
Carousel is, and always has been, the owner of Carousel’s TEEN EARTH Marks and has priority
of rights to these marks since 2008 and to Carousel’s EARTH Marks since as early as 2001, which
rights are senior to any rights either Skow or Stafford could legitimately claim.

Having established its priority to Carousel’s TEEN EARTH Marks and Carousel’s EARTH
Marks, Carousel also submits that Stafford’s alleged use of TEEN EARTH is likely to cause
confusion with Carousel’s EARTH Marks and Carousel’s TEEN EARTH Marks. As stated in

TMEP 1207.01:
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“The issue is not whether the respective marks themselves, or the goods or services offered
under the marks, are likely to be confused but, rather, whether there is a likelihood of
confusion as to the source or sponsorship of the goods or services because of the marks
used thereon. See, e.g., In re Majestic Distilling Co., 315 F.3d 1311, 1316, 65 USPQ2d
1201, 1205 (Fed. Cir. 2003) ("[T]he . . . mistaken belief that [a good] is manufactured or
sponsored by the same entity [as another good] . . . is precisely the mistake that §2(d) of
the Lanham Act seeks to prevent."); In re Shell Oil Co., 992 F.2d 1204, 1207, 26 USPQ2d
1687, 1689 (Fed. Cir. 1993) ("The degree of ‘relatedness’ must be viewed in the context
of all the factors, in determining whether the services are sufficiently related that a
reasonable consumer would be confused as to source or sponsorship."); Paula Payne
Prods. Co. v. Johnson’s Publ’g Co., 473 F.2d 901, 902, 177 USPQ 76, 77 (C.C.P.A. 1973)
("[T]he question is not whether people will confuse the marks, but rather whether the marks
will confuse people into believing that the goods they identify emanate from the same
source."); In re Country Oven, Inc., 2019 USPQ2d 443903, at *2-3 (TTAB 2019) ("[T]he
overriding concern is not only to prevent buyer confusion as to the source of the goods, but
also to protect the registrant from adverse commercial impact due to use of a similar mark
by anewcomer."); Hilson Research Inc. v. Soc’y for Human Res. Mgmt., 27 USPQ2d 1423,
1429 (TTAB 1993) ("Although confusion, mistake or deception about source or origin is
the usual issue posed under Section 2(d), any confusion made likely by a junior user’s mark
is cause for refusal; likelihood of confusion encompasses confusion of sponsorship,
affiliation or connection.").

In addition, overall “‘commercial impression’ is occasionally used as a proxy for the
ultimate conclusion of similarity or dissimilarity of marks resulting from a comparison of their
appearance, sound, and meaning.” Palm Bay Imps., Inc. v. Veuve Clicquot Ponsardin Maison
Fondee en 1772, 396 F.3d 1369, 1372, 73 U.S.P.Q.2d 1689, 1692 (Fed. Cir. 2005) (holding the
marks VEUVE ROYALE and VEUVE CLICQUOT PONSARDIN confusingly similar); see also
Money Station Inc. v. Cash Station Inc., 70 F.3d 1290, 38 U.S.P.Q.2d 1150, 1154 (Fed. Cir. 1995)
(holding that MONEY STATION and CASH STATION are confusingly similar as applied to the
services specified in its application).

As noted above, Carousel is well-known in the beauty pageant industry and has been
operating MISS EARTH and MISS EARTH-related pageants since 2001 in 148 countries around
the world (including in the United States), with 80 to 90 participants in the annual worldwide MISS

EARTH pageant held in the Philippines. Carousel has extensively advertised its pageants over the
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years through television, its web sites and social media accounts, and enjoys significant consumer
recognition worldwide as well as in the United States. Carousel’s major competitors in the beauty
pageantry business are the well-known Miss Universe, Miss World, and Miss International
pageants.

As also noted above, Carousel has operated “Teen Earth” pageants in the United States
since 2008 through its U.S. franchisees using Carousel’s TEEN EARTH Marks, first with
franchisee Skow operating TEEN EARTH UNITED STATES and UNITED STATES TEEN
EARTH pageants from 2008 to 2015, and then with franchisee Ms. Clark using TEEN MISS
EARTH and operating TEEN MISS EARTH UNITED STATES national and state pageants in
2016,2017 and 2018, and then TEEN MISS EARTH USA pageants in 2019, 2021, 2022 and 2023.
Clearly, Carousel’s TEEN EARTH Marks have been associated with Carousel since as early as
2008. Stafford’s alleged use and/or proposed use of TEEN EARTH on beauty pageants clearly
presents a likelihood of confusion with Carousel’s EARTH Marks and Carousel’s TEEN EARTH
Marks and associated pageants. Stafford is using, or intends to use, a virtually identical mark for
identical services offered to the same consumers (beauty pageant contestants) through the same

channels of trade (website and social media).

Moreover, although a showing of actual confusion is not required to establish a likelihood
of confusion (In re Detroit Athletic Co., 903 F.3d 1297, 1309, 128 USPQ2d 1047, 1053 (Fed. Cir.
2018), there has been actual confusion herein as well as the likelihood of confusion. Carousel’s
franchisee, Ms. Clark, testified that she has been contacted a number of times by individuals who
confuse Stafford’s pageants with those of Carousel.’ In addition, Stafford’s own witnesses, Skow,

Tenerowicz and Devin, all testify that there has been actual confusion by consumers between

6022 TTABVUE 6, 61, 64: Clark Decl., | 12, 13, 14, Ex. F, G
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Stafford’s pageants and those of Carousel. Skow testifies that there is confusion among those who
are “not pageant people . . . the general public” and that “there could be confusion amongst general
public.”®" Skow’s sister, Tenerowicz, testified that “if a contestant has been competing, and knows
the pageant world, they can probably navigate their way, but new recruits may find it more difficult
to navigate.”®> And, witness Devin, who has been a pageant contestant herself, testified, “There
are a lot of different titles that have similar names, but are owned by different people or
organizations; if someone is heavily involved in pageantry, I think they know the differences
between the pageants and their ownership and associations. Where I think where is becomes more
questionable is if they’re not involved in pageantry. For example, my parents, even my friends
who are not involved in the pageant industry, will not know the difference between Miss United
States versus United States of America Ms.”®?

Thus, there is clearly a likelihood of confusion as to source between Carousel’s long-time,
well-established and maintained MISS EARTH and “Teen Earth” pageants using Carousel’s
TEEN EARTH Marks and Carousel’s EARTH Marks, on the one hand, and Stafford’s alleged use
and proposed use of TEEN EARTH on and in connection with beauty pageants, on the other, such
that the TEEN EARTH registration must be cancelled.

D. ANY USE OF TEEN EARTH BY RESPONDENT STAFFORD CREATES A FALSE

SUGGESTION OF CONNECTION WITH CAROUSEL AND THE TEEN EARTH
REGISTRATION SHOULD BE CANCELLED ON THIS BASIS

Furthermore, the TEEN EARTH registration should be cancelled on the basis of a false
suggestion of a connection with and to Carousel. The elements of the cause of action for false

suggestion of connection are:

61 34 TTABVUE 7: Skow Decl., | 19, 36 TTABVUE 4: Tenerowicz Decl. { 6; Devin Decl., | 6
6236 TTABVUE 4: Tenerowicz Decl. | 6
6335 TTABVUE 4: Devin Decl., | 6
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(1) The [defendant’s] mark ... is the same as, or a close approximation of, the name or
identity previously used by another person or institution;

(2) The mark would be recognized as such, in that it points uniquely and unmistakably to
that person or institution;

(3) That person or institution is not connected with the goods sold or services performed
by [defendant] under the mark; and

(4) The fame or reputation of the named person or institution is of such a nature that a
connection with such person or institution would be presumed when [defendant’s] mark is
used on its goods and/or services.

Petroleos Mexicanos v. Intermix SA, 97 USPQ2d 1403, 1405 (TTAB 2010) (citing Univ.
of Notre Dame du Lac, 217 USPQ at 508-10); Buffet v. Chi-Chi’s, Inc., 226 USPQ 428, 429 (TTAB
1985).

The facts in this matter establish all of these requisite elements: the mark in the TEEN
EARTH registration is virtually identical to Carousel’s TEEN EARTH Marks and a close
approximation of Carousel’s EARTH Marks which are recognized as pointing uniquely and
unmistakably to Carousel and Carousel’s beauty pageants; Carousel and Stafford are not connected
but are in fact competitors.; and, Carousel’s fame and reputation are such that a connection with
Stafford would be presumed when TEEN EARTH is used by Stafford in connection with his
beauty pageants, leading to a false suggestion of connection with and to Carousel.

As stated at length above, Carousel is extremely well-known in the beauty pageant industry
and its major competitors are the also well-known Miss Universe, Miss World, and Miss
International pageants. In contrast, Stafford’s pageants are not as well-known or prestigious. They
attract a much smaller audience of viewers and followers. His pageants do not include as many
participating countries as Carousel’s pageants, which feature 90 participating countries on average.

Stafford’s social media following for MRS. EARTH on Facebook is approximately 12,000 and 62

subscribers on YouTube, compared to Carousel’s social media following for MISS EARTH of
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1,000,000 on Facebook, 250,000 on Instagram and 55,000 subscribers on YouTube. Stafford’s
pageants also require less commitment from candidates; for example, a candidate for MRS.
EARTH in 2019 stayed in the host city for five days, while a candidate for Carousel’s MISS
EARTH in 2019 stayed in the host city for five weeks. A winner of Stafford’s pageant receives a
minimal prize package compared to MISS EARTH. For example, Brandy Jarvis Ibos, the winner
of Stafford’s MRS. EARTH 2019 pageant, received no cash or travel as a prize. On the other hand,
the winner of Carousel’s MISS EARTH pageant receives a $20,000 salary and is typically invited
to travel to multiple countries, where she is also compensated for her time.

In addition, Stafford, who also calls himself Mykhael Michaels and has social media
accounts under this name, creates confusion and intentionally and falsely suggests an association
between Carousel’s pageants and his own. For example, he posts photos on social media
suggesting that he is associated with Carousel’s MISS EARTH pageant.®* Stafford also uses Miss
Earth USA branding, taglines and URLSs in an effort to confuse the public and suggest falsely an
association with Carousel. That is, he is using the following taglines previously used by Miss
Earth USA: “The search is on” and “Join the legacy” as well as “This could be you”, a tagline
highly similar to Carousel’s tagline “There’s a spot waiting for you”, all as shown in his recent
social media post on September 22, 2022.% Further, Stafford is using EnterNow.earth as the URL
to find his pageant after Miss Earth USA began using ApplyNow.earth in April 2022.%

Clearly, Stafford’s attempts to falsely associate himself with Carousel and its pageants, and
his use and proposed use of TEEN EARTH to do the same, diminishes Carousel’s MISS EARTH

pageants and reputation, including the pageants using and the reputation surrounding Carousel’s

6422 TTABVUE 7, 66: Clark Decl., | 15, Ex. H
622 TTABVUE 7, 70, 72: Clark Decl., | 16, Ex. I, J
6 22 TTABVUE 7, 76, 78: Clark Decl., J16,Ex.K,L
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TEEN EARTH Marks and Carousel’s EARTH Marks. His use and proposed use of TEEN EARTH
on beauty pageants creates a false suggestion of a connection with Carousel and thus the TEEN

EARTH registration must be cancelled on this basis as well.

VL. CONCLUSION

In summary, the TEEN EARTH registration should be cancelled on the bases of (1) non-
use and abandonment, (2) priority of use and likelihood of confusion, and (3) false suggestion of
connection.

Carousel is and always has been the owner of Carousel’s TEEN EARTH Marks. Skow
was only authorized to use TEEN EARTH UNITED STATES and UNITED STATES TEEN
EARTH while he was Carousel’s franchisee for the MISS EARTH pageant in the United States.
Once he was no longer Carousel’s franchisee at the end of 2015, he was no longer authorized to
use TEEN EARTH UNITED STATES or UNITED STATES TEEN EARTH and Carousel’s new
U.S. franchisee, Ms. Clark, was thereafter authorized by Carousel to use TEEN MISS EARTH,
TEEN MISS EARTH UNITED STATES, and TEEN MISS EARTH USA and she has done so
from 2016 through the present.

Further, in addition to not being authorized to use TEEN EARTH after 2015, Skow in fact
did not use TEEN EARTH at any time after 2015. His non-use for at least three consecutive
years prior to the filing of this opposition (and prior to the effective and actual execution dates of
the Trademark Assignment) constitutes abandonment of the TEEN EARTH registration and mark
as he had no “intent to resume use” but, at most, only a subjective “intent not to abandon” the mark
or to “warehouse” it.

At no time did Skow license the use of TEEN EARTH to Stafford, and Skow did not assign
the TEEN EARTH registration to Stafford until February 2021 pursuant to the parties’ Trademark

Assignment. Because there was no goodwill associated with the TEEN EARTH registration since
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Skow was not using and had not used TEEN EARTH for at least three consecutive years prior to
the effective and actual execution dates of the Trademark Assignment, the TEEN EARTH
registration was abandoned and the Trademark Assignment is invalid. Any alleged use by Stafford
prior to September 21, 2020, or February 5, 2021, does not support use under or in support of the
TEEN EARTH registration and was only Stafford’s own independent common law use of the mark
and does not revive Skow’s abandonment of the TEEN EARTH registration and mark.

Carousel has priority to Carousel’s EARTH Marks dating back to as early as 2001 and to
Carousel’s TEEN EARTH Marks dating back to 2008 and continuing forward to the present
through the authorized use of the marks by its U.S. franchisees, first Skow until the end of 2015
and then Ms. Clark from 2016 to the present. Stafford’s use and proposed use of TEEN EARTH
and offering of TEEN EARTH pageants creates a likelihood of confusion with Carousel’s EARTH
Marks and Carousel’s TEEN EARTH Marks and further falsely suggests a connection with
Carousel, all to the detriment of Carousel.

Therefore, for the foregoing reasons, Carousel respectfully requests that the Board cancel

the TEEN EARTH registration.

Dated: July 27, 2023 GREENBERG TRAURIG, LLP
/Paul A. McLean/

By:

Paul A. McLean, Esq.

Attorneys for Petitioner
CAROUSEL PRODUCTIONS, INC.
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CERTIFICATE OF SERVICE

I hereby certify that a copy of the foregoing Petitioner Carousel Productions, Inc.’s
Trial Brief — Redacted was served on Respondent through Respondent’s counsel via email

on July 27, 2023, at the following email address of record:

Shannon C. Thomas

Anderson & Associates, PA
225 North French Avenue
Sanford, Florida 32771
sthomas44 (@yahoo.com
shannon.thomasjd(@gmail.com

/s/ Irene Zulueta
Irene Zulueta
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In Re Registration No. 5486051- TEEN EARTH
Registered on June 5, 2018
GT Ref.: 169440-900112

IN THE UNITED STATES PATENT AND TRADEMARK

OFFICE BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

CAROUSEL PRODUCTIONS, INC.
Petitioner,
V.

Cancellation No.: 92076712
MICHAEL R. STAFFORD, an individual,

N’ N N N N N N N N

Respondent.

PETITIONER CAROUSEL PRODUCTIONS, INC.’S
EVIDENTIARY OBJECTIONS TO RESPONDENT’S EVIDENCE

Petitioner Carousel Productions, Inc. (““Carousel’’) hereby submits the following objections
to certain of the evidence filed by Respondent Michael R. Stafford (“Stafford”) in this cancellation
action pursuant to the Federal Rules of Evidence, and requests that the evidence to which it has
objected be deemed inadmissible and given no consideration in this action.

I. TESTIMONY DECLARATION OF MICHAEL R. STAFFORD

Petitioner objects to the sections of and exhibits to this declaration as follows:

Citation to Proffered Testimony Petitioner’s Objections
Testimony

Declaration of

Michael Stafford

q 7, Exhibit F Attached as Exhibit F are true | Hearsay, Fed. Rules Evid. 801:

and correct copies of messages




between Mrs. Clark from Mr.

Skow

The correspondence comprising Exhibit
F is an out-of-court statement being
offered to prove the truth of the matter
asserted and is not subject to a hearsay
exception.

Personal Knowledge, Lack of
Foundation, Fed. Rules of Evid. 602:
The witness has not laid a foundation
regarding his personal knowledge of the
contents of Exhibit F.

Lack of Authentication, Fed. Rules
Evid. 901: Exhibit F lacks a proper
foundation and has not been properly
authenticated as true and accurate by a
competent witness with personal

knowledge of the contents of Exhibit F.

q 9, Exhibit G

Attached as Exhibit G is a
picture of 2018 TEEN
EARTH inaugural queen

Sidney Clemens Pics

Hearsay, Fed. Rules Evid. 801:

The photo comprising Exhibit G is an
out-of-court statement being offered to
prove the truth of the matter asserted,
1.e., that Sidney Clemens was the

inaugural TEEN EARTH queen in 2018




and that she was appointed to that title,
and is not subject to a hearsay
exception.

Personal Knowledge, Lack of
Foundation, Fed. Rules of Evid. 602:
The witness has not laid a foundation
regarding his personal knowledge of the
contents of Exhibit G.

Lack of Authentication, Fed. Rules
Evid. 901: Exhibit G lacks a proper
foundation and has not been properly
authenticated as true and accurate by a
competent witness with personal
knowledge of the contents of Exhibit G
nor is there any indication of the source
of the photo, the date taken, by whom,
where, etc. Further, to properly
introduce Internet evidence into the
record, one must provide (1) an image
file or printout of the downloaded
webpage, (2) the date the evidence was
downloaded or accessed, and (3) the

complete URL address of the webpage.




See In re I-Coat Co., LLC, 126 USPQ2d
1730, 1733 (TTAB 2018); TMEP
710.01(b). The documents comprising
Exhibit G do not include the date the
evidence was downloaded or accessed,
nor the complete URL address of the

webpage.

q11

“. .. the general public may
look at that and think the same
company owns each of the
titles. However, for example,
most consumers, even
outsiders, know that Miss
America and Mrs. America are
owned by two totally different

companies.”

Hearsay, Fed. Rules Evid. 801:

The witness’ statement is an out-of-
court statement being offered to prove
the truth of the matter asserted and is not
subject to a hearsay exception.

Personal Knowledge, Lack of
Foundation, Fed. Rules of Evid. 602:
The witness has not laid a foundation
regarding his personal knowledge of this
statement; it 1s merely his lay opinion
and is not evidence of the truth of the
statement.

Lack of Authentication, Fed. Rules
Evid. 901: This statement lacks a

proper foundation and has not been




properly authenticated as a true and
accurate statement by a competent
witness with personal knowledge of the

statement.

4 12, Exhibit J

“...thereis a Mrs. America,
a Miss America, a Miss Teen
America, and a Ms.
America—all operated by
different organizations. That is
four different entities operating
a similar title, and there is no
confusion. (Attached hereto as
Exhibit J is a true and correct
copy of the USPTO’s TSDR
records for Mrs. America,
Miss America, Ms. America,

and Miss Teen America.)

Hearsay, Fed. Rules Evid. 801:

The witness’ statement is an out-of-
court statement being offered to prove
the truth of the matter asserted, i.e., that
there is no confusion between the four
entities with a similar title, and is not
subject to a hearsay exception.
Personal Knowledge, Lack of
Foundation, Fed. Rules of Evid. 602:
The witness has not laid a foundation
regarding his personal knowledge of this
statement; it is merely his lay opinion
and is not evidence of the truth of the
statement.

Lack of Authentication, Fed. Rules
Evid. 901: This statement lacks a
proper foundation and has not been
properly authenticated as true and

accurate statement by a competent




witness with personal knowledge of the
statement.

Relevancy, Fed. Rules of Evid. 401,
403: This statement and the third-party
registrations in Exhibit J are not
relevant to this action, and the third-
party registrations in Exhibit J are not
evidence that the registered marks are
actually in use or that the public is
familiar with them or that there is no
confusion between them. In re
Midwest Gaming & Entm’t LLC, 106
USPQ2d 1163, 1167 n.5 (TTAB 2013)
(citing In re Mighty Leaf Tea, 601 F.3d
1342, 1346, 94 USPQ2d 1257, 1259
(Fed. Cir. 2010)); see TMEP
§1207.01(d)(ii1). Thus, the probative
value of this evidence is outweighed by
the danger of confusing the issues,

undue delay, wasting time.

q 13, Exhibit K

“...thereis a Mrs. World, a
Miss World, a Ms. World, and

a Teen World—all owned

Hearsay, Fed. Rules Evid. 801:
The witness’ statement is an out-of-
court statement being offered to prove

the truth of the matter asserted, i.e., that




and operated by different
organizations. There is also a
Miss Globe, Mrs. Globe, Ms.
Globe, those are also operated
by different organizations.
(Attached hereto as Exhibit K
is a true and correct copy of
the USPTO’s TSDR records
Jor Mrs. Globe and Mrs.
Globe). There is also a Miss
Universe, which is now one of
the most famous pageants on
the planet, and a Mrs.
Universe—both operated by

’

different organizations.’

these various pageants are owned and
operated by different organizations with
the implication that there is no consumer
confusion between them, and is not
subject to a hearsay exception.
Personal Knowledge, Lack of
Foundation, Fed. Rules of Evid. 602:
The witness has not laid a foundation
regarding his personal knowledge of this
statement; it is merely his lay opinion
and 1s not evidence of the truth of the
statement.

Lack of Authentication, Fed. Rules
Evid. 901: This statement lacks a
proper foundation and has not been
properly authenticated as true and
accurate statement by a competent
witness with personal knowledge of the
statement.

Relevancy, Fed. Rules of Evid. 401,
403: This statement and the third-party
registrations in Exhibit K are not

relevant to this action, and the third-




party registrations in Exhibit K are not
evidence that the registered marks are
actually in use or that the public is
familiar with them or that there is no
confusion between them. In re Midwest
Gaming & Entm’t LLC, 106 USPQ2d
1163, 1167 n.5 (TTAB 2013) (citing In
re Mighty Leaf Tea, 601 F.3d 1342,
1346, 94 USPQ2d 1257, 1259 (Fed. Cir.
2010)); see TMEP §1207.01(d)(1i1).
Thus, the probative value of this
evidence is outweighed by

the danger of confusing the issues,

undue delay, wasting time.

q 14, Exhibit L

Attached as Exhibit L is the . .
. screenshot of Miss Earth
website showing the age range
for qualification for their
MISS EARTH

pageant, retrieved on

February 13, 2023

Hearsay, Fed. Rules Evid. 801:

The witness’ statement is an out-of-
court statement being offered to prove
the truth of the matter asserted, i.e., the
age range for qualification for the MISS
EARTH pageant, and is not subject to a
hearsay exception.

Lack of Authentication, Fed. Rules

Evid. 901, Improper Introduction of




Internet Evidence Into the Record:
Exhibit L lacks a proper foundation and
has not been properly authenticated as
true and accurate by a competent
witness with personal knowledge of the
contents of the exhibit. Further, to
properly introduce Internet evidence
into the record, one must provide (1) an
image file or printout of the downloaded
webpage, (2) the date the evidence was
downloaded or accessed, and (3) the
complete URL address of the webpage.
See In re I-Coat Co., LLC, 126 USPQ2d
1730, 1733 (TTAB 2018); TMEP
710.01(b). The document comprising
Exhibit L does not include the complete

URL address of the webpage.

q 16, Exhibit M

Attached as Exhibit M are
pictures of sashed (sic) used by

Mprs. Clark.

Hearsay, Fed. Rules Evid. 801:

The Exhibit M photos are out-of-court
statements being offered to prove the
truth of the matter asserted, and are not

subject to a hearsay exception.




Lack of Authentication, Fed. Rules
Evid. 901: The Exhibit M photos lack a
proper foundation and have not been
properly authenticated as true and
accurate by a competent witness with
personal knowledge of the contents of
the exhibit nor is there any indication of
the source of the photos, the date taken,
by whom, where, etc. nor any
explanation of how the sashes were
allegedly used by Ms. Clark.

Personal Knowledge, Lack of
Foundation, Fed. Rules of Evid. 602:
The witness has not laid a foundation
regarding his personal knowledge of the
Exhibit M photos and there is no proof

of the veracity of the Exhibit M photos.

716

“Therefore, Carousel was
aware that she (Ms. Clark)
was using “MRS.” and they
were aware that they were

ultimately violating our Co-

Hearsay, Fed. Rules Evid. 801:

The witness’ statement is an out-of-
court statement being offered to prove
the truth of the matter asserted, i.e., that

having “MRS” on the sashes was a

10




Existence agreement, however,
when they were made aware of
it, they failed to rectify the

’

violation.’

violation of the parties’ Co-Existence
Agreement and that Carousel knew of
and failed to rectify the “violation,” and
is not subject to a hearsay exception.
Relevancy, Fed. Rules of Evid. 401,
403: This statement regarding
contestant sashes is not relevant to the
matters in this action concerning the
TEEN EARTH mark. Thus, the
probative value of this evidence is
outweighed by the danger of confusing

the issues, undue delay, wasting time.

q21

“Mr. Skow made me aware
that he had conversations, both
verbally and through email,
with Astrud Schuck,

Carousel’s Director of
Licensing and daughter of
Lorraine Schuck, and
Lorraine Schuck, Carousel’s
Vice President. They were
aware that Mr. Skow had and

was using TEEN EARTH. At

Hearsay, Fed. Rules Evid. 801:

The witness’ statement is an out-of-
court statement being offered to prove
the truth of the matter asserted, and is
not subject to a hearsay exception.
Personal Knowledge, Lack of
Foundation, Fed. Rules of Evid. 602:
The witness has not laid a foundation
regarding his personal knowledge of this
statement and it is not evidence of the

truth of any part of the statement.

11




the time, Carousel was not

interested in Teen.”

q 22, Exhibit Q

“Attached as Exhibit Q are
pictures from the 2019 TEEN

EARTH pageant.”

Hearsay, Fed. Rules Evid. 801:

The Exhibit Q photos are out-of-court
statements offered to prove the truth of
the matter asserted, i.e., that there was
an actual 2019 TEEN EARTH pageant,
and are not subject to a hearsay
exception.

Lack of Authentication, Fed. Rules
Evid. 901: The Exhibit Q photos lack a
proper foundation and have not been
authenticated as true and accurate by a
competent witness with personal
knowledge of the contents of the exhibit
photos nor is there any indication of the
source of the photos, the date taken, by
whom, where, etc. or an explanation of
how they evidence that an actual TEEN
EARTH pageant was held in 2019.
Further, to properly introduce Internet

evidence into the record, one must

12




provide (1) an image file or printout of
the downloaded webpage, (2) the date
the evidence was downloaded or
accessed, and (3) the complete URL
address of the webpage. See In re I-
Coat Co., LLC, 126 USPQ2d 1730,
1733 (TTAB 2018); TMEP 710.01(b).
The documents comprising Exhibit Q do
not include the date the evidence was
downloaded or accessed, nor the

complete URL address of the webpage.

II. TESTIMONY DECLARATION OF EVAN SKOW

Petitioner objects to the sections of and exhibits to this declaration as follows:

Citation to

Proffered Testimony

Petitioner’s Objections

Testimony

Declaration of

Evan Skow

11 and Attached as Exhibit E are Lack of Authentication, Fed. Rules
Exhibit E screenshots from my Earth Evid. 901, Improper Introduction of

Pageant Productions website 1
have. I have screenshots of my
websites from 2008 and 2012. It

says EARTH UNITED STATES

Internet Evidence Into the Record:
Exhibit E lacks a proper foundation and
has not been properly authenticated as

true and accurate by a competent

13




AND TEEN EARTH UNITED
STATES are solely owned by
Earth Pageants Productions,

LLC.

witness with personal knowledge of the
contents of the exhibit. Further, to
properly introduce Internet evidence
into the record, one must provide (1) an
image file or printout of the downloaded
webpage, (2) the date the evidence was
downloaded or accessed, and (3) the
complete URL address of the webpage.
See In re I-Coat Co., LLC, 126 USPQ2d
1730, 1733 (TTAB 2018); TMEP
710.01(b). The documents comprising
Exhibit E do not include the date the
evidence was downloaded or accessed,
nor the complete URL address of the

webpage.

11 and

Exhibit F

Attached as Exhibit F is a photo
of MISS EARTH 2007 and
UNITED STATES TEEN

EARTH 2008.

Lack of Authentication, Fed. Rules
Evid. 901, Improper Introduction of
Internet Evidence Into the Record:
Exhibit F lacks a proper foundation and
has not been properly authenticated as
true and accurate by a competent
witness with personal knowledge of the

contents of the exhibit, nor is there any

14




indication of the source of the photo, the
date taken, by whom, where, etc.
Further, to properly introduce Internet
evidence into the record, one must
provide (1) an image file or printout of
the downloaded webpage, (2) the date
the evidence was downloaded or
accessed, and (3) the complete URL
address of the webpage. See In re I-
Coat Co., LLC, 126 USPQ2d 1730,
1733 (TTAB 2018); TMEP 710.01(b).
The documents comprising Exhibit F do
not include the date the evidence was
downloaded or accessed, nor the

complete URL address of the webpage.

IV. TESTIMONY DECLARATION OF DR. CORINNE DEVIN

Petitioner objects to the sections of and exhibits to this declaration as follows:

Citation to
Testimony
Declaration of
Dr. Corrine
Devin

Proffered Testimony

Petitioner’s Objections

9 8 and Exhibit

C

I have not seen Michael making

or suggesting a connection or

Hearsay, Fed. Rules Evid. 801:

15




association with Carousel or their
marks. .In fact, to the contrary,
Michael actively tries to
dissociate himself form Carousel.
(Attached as Exhibit C is a Cease
and Desist letter to Mrs. Clark
from Mr. Stafford.) Michael
posted, a Cease and Desist letter
online directed to Laura Clark.
Yes, he was very clear, that the
brands are not associated, and
Laura was violating his

trademark.

The witness’ out-of-court statement and
the correspondence comprising Exhibit
C, also out-of-court statements, are
being offered to prove the truth of the
matter asserted and are not subject to a
hearsay exception.

Personal Knowledge, Lack of
Foundation, Fed. Rules of Evid. 602:
The witness has not laid a foundation
regarding her personal knowledge of her
statement and the correspondence
comprising Exhibit C.

Relevancy, Fed. Rules of Evid. 401,
403: The alleged dispute referenced in
{ 8 and Exhibit C between Ms. Clark
and Michael Stafford is not relevant to
this action regarding the TEEN EARTH
trademark. The probative value of this
evidence is outweighed by the danger of
unfair prejudice to Petitioner, confusing
the issues, undue delay, and wasting

time.

16




Lack of Authentication, Fed. Rules
Evid. 901, Improper Introduction of
Internet Evidence Into the Record:
Exhibit C lacks a proper foundation and
has not been properly authenticated as
true and accurate by a competent
witness with personal knowledge of the
contents of the exhibit. Further, to
properly introduce Internet evidence
into the record, one must provide (1) an
image file or printout of the downloaded
webpage, (2) the date the evidence was
downloaded or accessed, and (3) the
complete URL address of the webpage.
See In re I-Coat Co., LLC, 126 USPQ2d
1730, 1733 (TTAB 2018); TMEP
710.01(b). The witness does not
identify the source of the
correspondence/ documents comprising
Exhibit C, but to the extent they are
documents found on the Internet, they

do not include the date the evidence was

17




downloaded or accessed, nor the

complete URL address of the webpage.

79

The letter was very, very
generalized. In my view, I think it
could be confusion for an
outsider looking to decipher the
ownership in will I think it's
confusing as an outsider looking.
Absolutely. And so honestly, as a
competitor, I would say if I was
competing, or let's say [ was a
mom and had a daughter
competing. I would be writing
them both and trying to figure out
which one would service my
daughter and who's ever the most

organized.

Relevancy, Fed. Rules of Evid. 401,
403: The alleged dispute referenced in
7 9 between Ms. Clark and Michael
Stafford is not relevant to this action
regarding the TEEN EARTH trademark.
Further, without Exhibit C which has
been objected to above, this paragraph is
without context and meaningless. The
probative value of this evidence is
outweighed by the danger of unfair
prejudice to Petitioner, confusing the
issues, undue delay, and wasting time.
Personal Knowledge, Lack of
Foundation, Fed. Rules of Evid. 602:
The witness has not laid a foundation
regarding her personal knowledge of
the correspondence comprising Exhibit

C that is the subject of her statement.

18




710

IN my view, I think it would be
confusing for an outsider looking
to decipher the ownership in will
I think it's confusing as an
outsider looking. Absolutely. And
so honestly, as a competitor, 1
would say if I was competing, or
let's say I was a mom and had a
daughter competing. I would be
writing them both and trying to
figure out which one would
service my daughter and who's

ever the most organized.

Relevancy, Fed. Rules of Evid. 401,
403: The alleged dispute referenced in
9 10 between Ms. Clark and Michael
Stafford is not relevant to this action
regarding the TEEN EARTH trademark.
Further, without Exhibit C which has
been objected to above, this paragraph is
without context and meaningless. The
probative value of this evidence is
outweighed by the danger of unfair
prejudice to Petitioner, confusing the
issues, undue delay, and wasting time.
Personal Knowledge, Lack of
Foundation, Fed. Rules of Evid. 602:
The witness has not laid a foundation
regarding her personal knowledge of the
correspondence comprising Exhibit C

that is the subject of her statement.
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GREENBERG TRAURIG, LLP

Dated: July 27, 2023
/Paul A. McLean/

By:

Paul A. McLean, Esq.

Attorneys for Petitioner
CAROUSEL PRODUCTIONS, INC.
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CERTIFICATE OF SERVICE

I hereby certify that a copy of the foregoing Petitioner Carousel Productions, Inc.’s

Objections to Evidence were served on Respondent through Respondent’s counsel via email

on July 27, 2023, at the following email address of record:

/s/ Irene Zulueta

Irene Zulueta

Shannon C. Thomas

Anderson & Associates, PA
225 North French Avenue
Sanford, Florida 32771
sthomas44 (@yahoo.com
shannon.thomasjd(@gmail.com
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