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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Filing date:

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party has filed a petition to cancel the registration indicated below.

Petitioner Information

ESTTA1111492
02/01/2021

Name OFS Brands Inc.
Entity Corporation Citizenship Indiana
Address 1204 EAST 6TH STREET
HUNTINGBURG, IN 47542
UNITED STATES
Attorney informa- | BRAD R. MAURER
tion DENTONS BINGHAM GREENEBAUM LLP
2700 MARKET TOWER
10 WEST MARKET STREET
INDIANAPOLIS, IN 46204
UNITED STATES
Primary Email: ptodocket.us.dbg@dentons.com
Secondary Email(s): brad.maurer@dentons.com
3176358900
Docket Number 619255100096
Registration Subject to Cancellation
Registration No. 6050590 | Registration date | 05/12/2020
Registrant Xu Xiaoyang

ROOM 206, BUILDING 1

YUNPAN VILLAGE, YANGSHE TOWN
ZHANG JIAGANG, 215600

CHINA

Goods/Services Subject to Cancellation

Class 027. First Use: 2018/06/01 First Use In Commerce: 2018/06/01

All goods and services in the class are subject to cancellation, namely: Anti-fatigue floor mat; Anti-slip
floormats made primarily of plastic; Anti-slip floor mats made primarily of textiles; Anti-static floor mats
made primarily of plastic; Anti-static floor mats made primarily of textiles; Floor mats for automobiles;
Floor mats for vehicles; Floor mats in the nature of non-slip pads for use under apparatus to prevent
slippage; Floor mats made of plastic; Floor mats made of textiles; Floor mats made of rubber; Floor

mats made of cork

Grounds for Cancellation

Priority and likelihood of confusion

Trademark Act Sections 14(1) and 2(d)

amendment to allege use, or statement of use (d)
was filed

No use of mark in commerce before application, Trademark Act Sections 14(1) and 1(a), (c), and



http://estta.uspto.gov

Abandonment

Trademark Act Section 14(3)

Fraud on the USPTO Trademark Act Section 14(3); In re Bose Corp.,

580 F.3d 1240, 91 USPQ2d 1938 (Fed. Cir.
2009)

Mark Cited by Petitioner as Basis for Cancellation

U.S. Application 88709370 Application Date 11/27/2019

No.

Registration Date | NONE Foreign Priority NONE
Date

Word Mark HOMEFUL

Design Mark

Description of NONE

Mark

Goods/Services Class 020. First use: First Use: 0 First Use In Commerce: 0
furniture, office furniture, school furniture, recliners, sofas, sleeper sofas,chairs,
and benches that convert into abed

Attachments petitiontocancel21285584_2.pdf(290604 bytes )

Signature /Brad R. Maurer/

Name Brad R. Maurer

Date

02/01/2021




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

OFS BRANDS INC.,
Petitioner, Cancellation No. ---------

V. Registration No. 6050590

XU XIAOYANG LIMITED COMPANY

L) HOMEFUL

Respondent. Mark:

Date Registered: May 12, 2020

PETITION TO CANCEL

OFS Brands Inc., a corporation organized and existing under the laws of the State of
Indiana, with a principal place of business in Huntingburg, Indiana (hereinafter “Petitioner” or
“OFS”), believes that it is or will be damaged by continued registration of the mark shown in
Registration No. 6050590 and hereby petitions to cancel that registration.

As grounds for cancellation, Petitioner submits the following:

1. Petitioner seeks cancellation of Registration No. 6050590, issued on May 12,

HOMEFUL

2020, for the stylized mark identified for use with “Anti-fatigue floor mat;
Anti-slip floor mats made primarily of plastic; Anti-slip floor mats made primarily of textiles;

Anti-static floor mats made primarily of plastic; Anti-static floor mats made primarily of textiles;
Floor mats for automobiles; Floor mats for vehicles; Floor mats in the nature of non-slip pads for

use under apparatus to prevent slippage; Floor mats made of plastic; Floor mats made of textiles;
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Floor mats made of rubber; Floor mats made of cork™, in International Class 27 (the “Subject

HOMEFUL

Registration”). The stylized mark as set forth in the Subject Registration is
referred to herein as the “Subject Mark.”

2. The records of the U.S. Patent and Trademark Office (the “USPTQO”) provide that
the name and address of the current owner of the Subject Registration is an entity formed under
the laws of the Peoples Republic of China (““China”) named Xu Xiaoyang Limited Company
(Itd.) (“Respondent” or “Xu”) having an address of Room 206, Building 1 Yunpan Village,
Yangshe Town Zhang, Jiagang, China 215600.

3. A true copy of a printout from the U.S. Patent and Trademark Office’s TSDR
database showing the current status of the Subject Registration is attached hereto as Exhibit 1.

4. Petitioner is the record owner of U.S. trademark application Serial No. 88280320

(“Petitioner’s Application”) for the mark HOMEFUL as shown below:

Mark U.S. Trademark Application Goods
HOMEFUL App. No. 88709370, filed “furniture, office furniture, school
November 27, 2019 furniture, recliners, sofas, sleeper sofas,
chairs, and benches that convert into a
bed” in Class 20

5. A true copy of a printout from the U.S. Patent and Trademark Office’s TSDR
database showing the current status of Petitioner’s Application is attached hereto as Exhibit 2.
The mark as set forth in Petitioner’s Application is referred to herein as the “HOMEFUL Mark.”

6. The Subject Registration has been cited as a Trademark Act Section 2(d) bar

against Petitioner’s Application in an Office Action dated July 31, 2020.
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7. Petitioner first started using the HOMEFUL mark prior to June 1, 2018, which
date is the claimed date of first use of the Subject Mark in the Subject Registration.

8. Petitioner first started using the HOMEFUL mark prior to August 1, 2018, the
filing date of the application that led to issuance of the Subject Registration.

9. Petitioner in fact filed its own application (Ser. No. 87096445) to register the
HOMEFUL mark with the USPTO on July 7, 2016.

10. The USPTO has recognized there exists a growing number of suspect trademark
applications filed in the United States from China that has prompted the USPTO to study the
reasons for this development. UNITED STATES PATENT AND TRADEMARK OFFICE, Trademarks
and Patents in China: The Impact of Non-market Factors in on Filing Trends and IP Systems , p.
1 (January 2021)".

11. The USPTO has experienced a surge in fraudulent trademark applications
originating in China, and on July 18, 2019 then Commissioner for Trademarks Mary Boney
Denison testified before a congressional subcommittee that trademark filings from China had
increased from “approximately 5,161 applications in fiscal year 2014 to approximately 54,064 in
fiscal year 2018 (the latter number was subsequently revised to 8,066). Id., p. 4.

12. Upon information and belief, the application that led to the Subject Registration is
just part of the surge in fraudulent trademark applications originating from China.

13. Upon information and belief, Respondent is not using the Subject Mark in

commerce in the United States with all of the goods set forth in the Subject Registration.

! Available at https://www.uspto.gov/sites/default/files/documents/USPTO-
TrademarkPatentsInChina.pdf?utm_campaign=subscriptioncenter&utm_content=&utm_medium=email&utm_name
=&utm_source=govdelivery&utm_term=.
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14. Upon information and belief, Respondent was not using in the Subject Mark in
commerce in the United States with all of the goods set forth in the Subject Registration at the time
Respondent filed its underlying application on August 1, 2018, pursuant to claimed actual use in

commerce under Section 2(a) of the Lanham Act.

15. Petitioner seeks cancellation of the Subject Registration based on priority and

likelihood of confusion pursuant to Sections 14(1) and 2(d) of the Lanham Act.

16. Petitioner seeks cancellation of the Subject Registration based on the lack of use of
the Subject Mark in commerce before the application, amendment to allege use, or statement of
use was filed with respect to the Subject Registration pursuant to Lanham Act Sections 14(1) and

1(a), (c), and (d).

17. Petitioner seeks cancellation of the Subject Registration based on fraud pursuant to
Lanham Act Section 14(3) and In re Bose Corp., 580 F.3d 1240, 91 USPQ2d 1938 (Fed. Cir.

2009).

18. Petitioner seeks cancellation of the Subject Registration based on abandonment

pursuant to Lanham Act Section 14.

WHEREFORE, Petitioner requests that Registration No. 6050590 be cancelled for all

goods in Class 27.
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/

Brad R. Maurer
DENTONS BINGHAM GREENEBAUM LLP
2700 Market Tower

Dated: February 1, 2021

20054687.1



10 West Market Street
Indianapolis, Indiana 46204
Tel 317.635.8900

Fax 317.236.9907

Attorneys for Petitioner OFS Brands Inc.
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EXHIBIT 1
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2/1/2021 Trademark Status & Document Retrieval

For assistance with TSDR, email teas@uspto.gov and include your serial number, the document you are looking for,
and a screenshot of any error messages you have received.

STATUS DOCUMENTS MAINTENANCE Back to Search Print

Generated on: This page was generated by TSDR on 2021-02-01 14:50:46 EST

Mark: HOMEFUL

US Serial Number: 88060548 Application Filing Date: Aug. 01,2018
US Registration Number: 6050590 Registration Date: May 12, 2020
Filed as TEAS Plus: Yes Currently TEAS Plus: Yes
Register: Principal
Mark Type: Trademark
TM5 Common Status LIVE/REGISTRATION/Issued and Active

Descriptor:
The trademark application has been registered with the Offic

Status: Registered. The registration date is used to determine when post-registration maintenance documents are «
Status Date: May 12, 2020

Publication Date: Feb. 25, 2020
Mark Information
Goods and Services
Basis Information (Case Level)
Current Owner(s) Information
Attorney/Correspondence Information
Prosecution History
TM Staff and Location Information
Assignment Abstract Of Title Information - Click to Load

Proceedings - Click to Load

Privacy - Terms

https://tsdr.uspto.gov/#caseNumber=88060548&caseType=SERIAL_NO&searchType=statusSearch 1/2
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EXHIBIT 2
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2/1/2021 Document Search SN 88709370

For assistance with TSDR, email teas@uspto.gov and include your serial number, the document you are looking for,
and a screenshot of any error messages you have received.

STATUS DOCUMENTS Back to Search Print

Generated on: This page was generated by TSDR on 2021-02-01 14:52:30 EST

Mark: HOMEFUL

HOMEFUL

US Serial Number: 88709370 Application Filing Date: Nov. 27, 2019
Filed as TEAS RF: Yes Currently TEAS RF: Yes
Register: Principal
Mark Type: Trademark

TM5 Common Status LIVE/APPLICATION/Under Examination

Descriptor:
The trademark application has been accepted by the Office (

minimum filing requirements) and that this application has be
examiner.

Status: A non-final Office action has been sent (issued) to the applicant. This is a letter from the examining attorney
information and/or making an initial refusal. The applicant must respond to this Office action. To view all doc
the Trademark Document Retrieval link at the top of this page.

Status Date: Jul. 31, 2020

Mark Information

Mark Literal Elements: HOMEFUL
Standard Character Claim: Yes. The mark consists of standard characters without claim to any particular font style, sil e, or color .

Mark Drawing Type: 4 - STANDARD CHARACTER MARK

Goods and Services

Note:

The following symbols indicate that the registrant/owner has amended the goods/services:
e Brackets [..] indicate deleted goods/services;
o Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
o Asterisks *..* identify additional (new) wording in the goods/services.

For: furniture, office furniture, school furniture, recliners, sofas, sleeper sofas, chairs, and benches that convert i
International Class(es): 020 - Primary Class U.S Class(es): 002, 013, 022, 025, 0:
Class Status: ACTIVE
Basis: 1(b)

Basis Information (Case Level)

Privacy - Terms

https://tsdr.uspto.gov/#caseNumber=88709370&caseSearchType=US_APPLICATION&caseType=SERIAL_NO&searchType=documentSearch 1/3
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Filed Use: No Currently Use: No
Filed ITU: Yes Currently ITU: Yes
Filed 44D: No Currently 44E: No
Filed 44E: No Currently 66A: No
Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: OFS Brands Inc.

Owner Address: 1204 East 6th Street
Huntingburg, INDIANA UNITED STATES 47542

Legal Entity Type: CORPORATION State or Country Where INDIANA
Organiled:

Attorney/Correspondence Information

Attorney of Record
Attorney Name: Brad R. Maurer Docket Number: 619255100hf2
Attorney Primary Email ptodocket@bgdlegal.com Attorney Email Authoril ed: Yes
Address:
Correspondent

Correspondent BRAD R. MAURER
Name/Address: BINGHAM GREENEBAUM DOLL LLP
10 WEST MARKET STREET
2700 MARKET TOWER
INDIANAPOLIS, INDIANA UNITED STATES 46204

Phone: 317-635-8900 Fax: 317-236-9907
Correspondent e-mail: ptodocket@bgdlegal.com Correspondent e-mail Yes
bmaurer@bgdlegal.com Authoril ed:

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding Number

Dec. 14, 2020 ASSIGNED TO EXAMINER 94487

Jul. 31, 2020 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Jul. 31, 2020 NON-FINAL ACTION E-MAILED 6325

Jul. 31, 2020 NON-FINAL ACTION WRITTEN 94488

Jan. 10, 2020 NOTIFICATION OF LETTER OF SUSPENSION E-MAILED 6332

Jan. 10, 2020 LETTER OF SUSPENSION E-MAILED 6332

Jan. 10, 2020 SUSPENSION LETTER WRITTEN 94488

Jan. 09, 2020 ASSIGNED TO EXAMINER 94488 Privacy - Terms

https://tsdr.uspto.gov/#caseNumber=88709370&caseSearchType=US_APPLICATION&caseType=SERIAL_NO&searchType=documentSearch 2/3
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Dec. 05, 2019 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Nov. 30, 2019 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information

TM Attorney: PRIZANT, JAMES Law Office Assigned: LAW OFFICE 128
File Location
Current Location: TMO LAW OFFICE 128 - EXAMINING ATTORNEY Date in Location: Jul. 31, 2020
ASSIGNED

Assignment Abstract Of Title Information - Click to Load

Proceedings - Click to Load

Privacy - Terms
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