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By the Trademark Trial and Appeal Board:

This case 1s now before the Board on: (1) Respondent’s May 15, 2023 motion to
amend the involved registration to correct the owner (18 TTABVUE); and (2)
Respondent’s renewed motion to dismiss for failure to state a claim upon which relief
can be granted under Fed. R. Civ. P. 12(b)(6). 4 & 12 TTABVUE. Both motions are
opposed.!

The Board has considered the parties’ arguments and presumes the parties’

familiarity with the factual bases for their filings, and does not recount the facts or

1 As an initial matter, after the motion to amend was fully briefed, on May 31, 2023, Petitioner
filed an “objection to movant’s reply declaration.” 22 TTABVUE. The Board will not consider
any filings beyond a brief in support of a motion, a brief in response, and a reply brief.
Trademark Rule 2.127(a); Pioneer Kabushiki Kaisha v. Hitachi High Technologies America,
Inc., 74 USPQ2d 1672, 1677 (TTAB 2005) (because 37 C.F.R. § 2.127(a) prohibits the filing of
surreply briefs, opposer’s surreply to applicant’s motion was not considered). Accordingly, the
May 31, 2023 filing is given no consideration.
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arguments here, except as necessary to explain the decision. See Guess? IP Holder LP
v. Knowluxe LLC, 116 USPQ2d 2018, 2019-20 (TTAB 2015).

I. Motion to Amend Registration

The Board’s April 27, 2023 order granted Respondent’s construed motion to file an
amendment to the involved registration and allowed Respondent time to submit a
motion to amend. 17 TTABVUE 4. On May 15, 2023, Respondent filed its motion to
amend, including the required declaration and fee. 18 TTABVUE.

In the motion to amend, Respondent moves to amend the registration owner name
and update its address. Id. at 2. Respondent requests to amend the registration owner
entity from Lavco Solutions, a limited liability company organized under the laws of
California to Lavco Solutions, a corporation incorporated under the laws of California.
Id. at 3. Respondent asserts that “[t]here is no California limited liability company
named Lavco Solutions;” and that “the same Lavco Solutions that is the respondent
in this action owns” the involved registration. Id. Moreover, Respondent argues that
this amendment falls within the listed types of correctable error included in
TRADEMARK MANUAL OF EXAMINING PROCEDURE (“TMEP”) § 1201.02(c)(7) (2022). Id.

Petitioner’s response to the motion to amend argues that the proposed amendment
1s not a correctable error and that since the registration was filed in the name of the
wrong party, the registration is void. 19 TTABVUE 3. Petitioner argues that
Respondent has failed to show that the limited liability company was not in existence
at the time the application was filed because the only support for the assertion is the

declaration of Armen Vartanian, the CEO of Lavco Solutions, Inc. Id. at 3-4.
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Petitioner also argues that Respondent could not be the owner because the companies
are located at different address and offer differ goods. Id. at 5-7.

Corrections to the owner of a registration are allowed to correct the name of the
applicant if the applicant did not exist as of the application filing date. See Phat
Scooters, Inc. v. Fatbear Scooters, LLC, etc., 2023 USPQ2d 486 *2-3 (TTAB 2023)
(citing Accu Personnel, Inc. v. Accustaff, Inc., 38 USPQ2d 1443, 1446 (TTAB 1996)
(holding application filed in name of non-existent entity not void ab initio so long as
application filed by correct person). In this case, both parties have stated that no
limited liability company in the name of Lavco Solutions and organized under
California law currently exists nor did it exist at the time the application was filed
for the involved registration. 20 TTABVUE 2 and 1 TTABVUE 6-7. Furthermore,
Respondent alleges that a mistake was made in preparing the application to indicate
the non-existent entity instead of the correct entity, which is a corporation. See
Vartanian decl., 18 TTABVUE 5.

The Board finds that the motion to amend and supporting declaration establishes
that the entity named in the underlying application did not exist at the time of filing,
but that the chain of title in the same, single commercial enterprise did exist. This is
sufficient to correct the misidentification of the owner of the application made upon
filing the underlying application, and to also demonstrate that the error was

inadvertent, made in good faith, and accompanied by the appropriate fee to amend a
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registration. Respondent’s motion to amend the registration to correct the owner’s
entity and update the owner address is granted.2

II. Motion to Dismiss

A. Background

Respondent registered the mark EPSILONT, in standard characters, for the goods
“digital multimeters; electrical outlet tester; voltage testers,” in International Class
9.3

On July 10, 2020, Petitioner filed a petition to cancel on the following grounds:
priority and likelihood of confusion; nonuse; abandonment; non-ownership; and fraud
on the USPTO. 1 TTABVUE. In lieu of filing an answer to the petition to cancel, on
August 18, 2020, Respondent filed a motion to dismiss. 4 TTABVUE.

On February 10, 2022, the Board suspended proceedings pending final disposition
in a federal civil action between the parties and deferred decision on the motion to
dismiss until the proceedings resumed. 9 TTABVUE. On June 16, 2022, Respondent
filed a motion to resume proceedings and renew its August 18, 2020 motion to dismiss
for failure to properly plead entitlement to a statutory cause of action and likelihood
of confusion. 12 TTABVUE.

B. Legal Standard

A motion to dismiss for failure to state a claim upon which relief can be granted

1s a test solely of the sufficiency of the complaint. Advanced Cardiovascular Sys. Inc.

2 The Board has forwarded the supporting information to the Post Registration Unit for entry
into the record.
3 Registration No. 5185607, filed September 1, 2016; registered on April 18, 2017.
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v. SciMed Life Sys. Inc., 988 F.2d 1157, 26 USPQ2d 1038, 1041 (Fed. Cir. 1993); NSM
Res. Corp. v. Microsoft Corp., 113 USPQ2d 1029, 1032 (TTAB 2014); Covidien LP v.
Masimo Corp., 109 USPQ2d 1696, 1697 (TTAB 2014). To withstand a motion to
dismiss, a plaintiff need only allege facts that, if proved, would allow the Board to
conclude, or to draw a reasonable inference, that: (1) the plaintiff is entitled to bring
a statutory cause of action; and (2) a valid ground exists for seeking to cancel the
registration. See, e.g., Young v. AGB Corp., 152 F.3d 1377, 47 USPQ2d 1752, 1754
(Fed. Cir. 1998); Lipton Indus., Inc. v. Ralston Purina Co., 670 F.2d 1024, 213 USPQ
185, 187 (CCPA 1982); Nike, Inc. v. Palm Beach Crossfit Inc., 116 USPQ2d 1025, 1028
(TTAB 2015).

For purposes of determining a motion to dismiss for failure to state a claim, the
complaint must be examined in its entirety, construing the allegations liberally, as
required by Fed. R. Civ. P. 8(e). IdeasOne Inc. v. Nationwide Better Health, 89
USPQ2d 1952, 1953 (TTAB 2009); Fair Indigo LLC v. Style Conscience, 85 USPQ2d
1536, 1538 (TTAB 2007). “Threadbare recitals of the elements of a cause of action,
supported by mere conclusory statements, do not suffice” and are not accepted as
true. Ashcroft v. Igbal, 556 U.S. 662, 678 (2009) (citing Bell Atl. Corp. v. Twombly,
550 U.S. 544, 555 (2007)). “Factual allegations must be enough to raise a right to
relief above the speculative level.” Twombly, 550 U.S. at 555. All well-pleaded,
material allegations in the complaint are accepted as true and are construed in the

light most favorable to the plaintiff. Ritchie v. Simpson, 170 F.3d 1092, 50 USPQ2d
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1023, 1027 (Fed. Cir. 1999); Young, 47 USPQ2d at 1754; Advanced Cardiovascular
Sys., 26 USPQ2d at 1041; Fair Indigo, 85 USPQ2d at 1538.

In defending a motion to dismiss, a plaintiff does not bear the burden of proving
its case in its complaint. NSM Res. Corp., 113 USPQ2d at 1032; Enbridge, Inc. v.
Excelerate Energy Ltd. P’ship, 92 USPQ2d 1537, 1543 n.10 (TTAB 2009). Whether a
plaintiff ultimately can prove its allegations is a matter to be determined at trial or
on summary judgment, if appropriate. Advanced Cardiovascular Sys., 26 USPQ2d at
1041; Covidien LP, 109 USPQ2d at 1697, n.3.

C. Entitlement to a Statutory Cause of Action

Petitioner must plead that it is entitled to bring a statutory cause of action against
Respondent. Peterson v. Awshucks SC, LLC, 2020 USPQ2d 11526, at *5 (TTAB 2020)
(citing Australian Therapeutic Supplies Pty. Ltd. v. Naked TM, LLC, 965 F.3d 1370,
2020 USPQ2d 10837, at *3 (Fed. Cir. 2020), cert. denied, 142 S. Ct. 82 (2021) (internal
citation omitted)). In Board inter partes proceedings, to sufficiently plead entitlement
to a statutory cause of action under Trademark Act Section 14, a plaintiff must allege
that cancellation of the registration is within the zone of interests protected by the
statute and that the plaintiff has a reasonable belief of damage proximately caused
by continued registration of the mark. Peterson, 2020 USPQ2d at *5; See also
Corcamore, LLCv. SFM, LLC, 978 F.3d 1298, 2020 USPQ2d 11277, at *6-7 (Fed. Cir.
2020), cert. denied, 141 S. Ct. 2671 (2021); Australian Therapeutic, 2020 USPQ2d

10837 at *3; Empresa Cubana Del Tabaco v. Gen. Cigar Co., 753 F.3d 1270, 111
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USPQ2d 1058 (Fed. Cir. 2014); Coach Seruvs., Inc. v. Triumph Learning LLC, 668 F.3d
1356, 101 USPQ2d 1713, 1727 (Fed. Cir. 2012); Ritchie, 50 USPQ2d at 1025.

Petitioner has pleaded that:

o “Petitioner is a distributor of scanners, printers, and other devices used by
businesses nationwide.” 1 TTABVUE 4, § 1;

e “Petitioner has been accused of infringing the [involved] registration.” Id.,
12

e “Although Petitioner has denied said allegations of infringement, Petitioner
believes that it will be damaged by continued registration of the
“EPSILONT” Mark, and hereby requests cancellation of the Registration
for said mark.” Id., § 3;

Respondent argues that Petitioner fails to allege: (1) “a proprietary interest in
EPSILONT or the third-party marks alleged in the complaint;” (2) “allege any
legitimate interest in its claims based on the correctable error in Lavco’s corporate
form or any likelihood of confusion between EPSILONT and the third-party marks;”
and (3) “a direct and personal stake in the claims or any concrete and particularized
injury resulting from the claims.” 4 TTABVUE 3-4. In response, Petitioner argues
that it 1s “a distributor of [a] variety of electronic products” and “[w]hile Petitioner
does not have any ownership interest in the trademarks of the products it sells or
distributes, Petitioner has been accused of infringing the EPSILONT mark due to

Petitioner’s sale of EPSON and EPSILON branded products.” 16 TTABVUE 5.
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Petitioner has not alleged a proprietary interest in the involved mark, that
Petitioner is a competitor of Respondent, or any use of the involved mark in order to
establish entitlement to a statutory cause of action. Petitioner’s claim of entitlement
appears to rest of the allegation that Petitioner has been accused of infringing the
involved mark. This allegation alone does not establish that Petitioner has a
legitimate business interest that may be affected if the registration is allowed to
remain, 1.e. a real interest in the proceeding. Petitioner cites no case law, and the
Board is not aware of any, finding entitlement to a statutory cause of action based
solely on an accusation of infringement. Furthermore, although Petitioner has
alleged damage based on the continued registration of the involved mark, no where
in the pleadings does Petitioner indicate what that damage might be.

Accordingly, Petitioner has failed to sufficiently plead entitlement to a statutory
cause of action. However, consistent with the Board's general practice of allowing
parties to cure a defective pleading if an amended pleading would not be futile and
the privilege of amendment has not been abused, see, e.g., Wise F&I, LLC, et al. v.
Allstate Ins. Co., 120 USPQ2d 1103, 1110 (TTAB 2016) (allowing time to cure
defective pleading) Petitioner is allowed time in which to replead its entitlement to a
cause of action below, to the extent it may properly do so based on the facts of the
case.

Although Petitioner’s failure to sufficiently plead its entitlement, alone, is
sufficient to grant Respondent’s motion to dismiss, for completeness, the Board also

addresses the sufficiency of all of Petitioner’s pleaded grounds for cancellation.
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D. Priority and Likelihood of Confusion

Petitioner has failed to sufficiently plead a claim of priority and likelihood of
confusion by failing to allege a proprietary interest in the involved mark. See Herbko
Int'l, Inc. v. Kappa Books, Inc., 308 F.3d 1156, 1162 (Fed. Cir. 2002) (explaining that
proprietary rights are necessary to show priority of use when petitioning for
cancellation under section 2(d)); TBMP § 309.03(c)(2) (discussing priority of use and
proprietary rights).

E. Nonuse

Petitioner’s allegations of nonuse refer to the non-existent limited liability
company, however there are no allegations that Respondent was not using the
involved mark in commerce on the identified goods at the time with the use-based
application was filed. 1 TTABVUE 7, § 26. Accordingly, Petitioner has failed to
sufficiently plead a claim of nonuse.

F. Abandonment

Petitioner has sufficiently plead a claim of abandonment by alleging that
“Registrant has ceased using Registrant’s Mark in connection with Registrant’s
Goods for at least three (3) consecutive years and has no intent to resume use.” Id. at
5, 91 9. However, in light of the allegations regarding Lavco Solutions, Inc. in
paragraph 10, Petitioner must clarify whether it intends to plead a claim of

abandonment by the of the registration, as identified in this order.
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G. Non-ownership

Petitioner’s allegations of non-ownership refer to the non-existent limited liability
company previously listed as the registration owner and not the corporation now
listed as owner. Id. at 7, § 23-24. Accordingly, Petitioner has failed to sufficiently
plead a claim of non-ownership against the owner of the registration.

H. Fraud on the USPTO

Petitioner’s claim of fraud on the USPTO is based on allegations by the non-
existent limited liability company previously listed as the registration owner. Id. at
5-6, 9§ 11-18. Petitioner must clarify whether the allegations apply to the corporation
currently listed as owner of the registration. Accordingly, the petition to cancel fails
to sufficiently plead a claim of fraud on the USPTO by the owner of the registration.

III. Summary and Proceeding Status

Respondent’s motion to amend the involved registration to correct the owner (and
update the owner address is granted. Respondent’s renewed motion to dismiss for
failure to state a claim upon which relief can be granted under Fed. R. Civ. P. 12(b)(6)
1s granted. As noted above, it is the Board’s practice to grant leave to replead if not
futile. Accordingly, if the law and facts so warrant, Petitioner is allowed until thirty
days from the date of this order to file an amended petition to cancel.4 If no amended

complaint is filed, the cancellation will be dismissed with prejudice.

4 Any amended notice of opposition is subject to Patent and Trademark Rule 11.18(b), 37
C.F.R. § 11.18(b). See also Fed. R. Civ. P. 11(b); TBMP § 318. Accordingly, Opposer should
not assert a claim without knowledge of facts that support the claim or without a good faith
belief that evidence showing the factual basis for the claim is likely to be obtained after a
reasonable opportunity for discovery or investigation.

10
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If an amended complaint is filed, Respondent is allowed until thirty days from
the date the amended complaint is filed, to file an answer or otherwise respond to the
amended complaint.

This proceeding otherwise remains suspended.
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