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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

Eight-Seven Hockey LLC, 
 
  Petitioner, 
 
  v. 
 
CCM Hockey AB, 
 
  Respondent. 

CANCELLATION No. 92073891 

Registration No. 1,270,591 

Mark: JOFA 

 

 

 

MOTION TO QUASH NOTICE OF TESTIMONIAL DEPOSITION  

CROSS EXAMINATION OF GABRIELLE FONTAINE  

CCM Hockey AB (“Respondent”) respectfully moves, pursuant to Rule 28(b) of 

Federal Rules of Civil Procedure and Trademark Rules 2.123 and 2.124 (37 C.F.R. 

§§2.123, 2.124) to quash the Notice of Testimonial Deposition Cross Examination of 

Gabrielle Fontaine (“Fontaine Notice”) on grounds that it is both defective and it does not 

provide reasonable notice. A copy of the Fontaine Notice is attached hereto as Exhibit 

A. 

FACTS 

On May 4, 2023, Respondent filed the Testimony Declaration of Gabrielle Fontaine 

(“Fontaine Testimony Declaration”) (36 TTABVUE). As indicated in the Fontaine 

Testimony Declaration and as stated in the declaration accompanying this motion as 

Exhibit B, Fontaine resides in Canada, and is employed by a Canadian entity, Sport 

Maska, Inc.  Thus, Fontaine is outside the jurisdiction of the United States.   
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The Board’s Order dated August 18, 2023 [41 TTABVUE 6-7] required Petitioner 

to serve and file a notice of an intent to take cross-examination of Fontaine by September 

7, 2023.  

On September 7, 2023, Petitioner filed a Notice of Intent to Take Cross-

Examination of Gabrielle Fontaine (“Notice of Intent”) [42 TTABVUE].  The Notice of Intent 

stated that Petitioner “is providing this notice of its intent to cross-examine Gabrielle 

Fontaine . . . [and] will schedule the cross-examination in conjunction with the updated 

trial dates set forth in the August 18, 2023 Order.”  It did not provide any details as to the 

date and time of the cross-examination, or the manner in which the cross-examination 

would be conducted.  

On October 5, 2023, Petitioner served the Fontaine Notice.  The Fontaine Notice 

indicates that Petitioner will cross-examine Fontaine by oral examination on October 10.  

The Fontaine Notice also states that the deposition will be taken remotely.   

The parties never stipulated that the Petitioner could cross-examine Fontaine by 

oral examination or that the deposition would be conducted remotely.      

Petitioner’s rebuttal period closes on October 11, 2023.  

ARGUMENT 

Trademark Rule 2.123 mandates that a testimony deposition of a foreign resident 

witness may be taken only by way of written questions.  Trademark Rule 2.123 also 

requires that “[w]hen a party elects to take oral cross-examination of an affiant or 

declarant, the notice of such election must be served on the adverse party and a copy 

filed with the Board within 20 days from the date of service of the affidavit or declaration 

and completed within 30 days from the date of service of the notice of election.” 
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Trademark Rule 2.124 provides the procedure which governs the taking of a 

deposition by written questions, including that every notice for a deposition by written 

question be accompanied by (i) written questions to be propounded on behalf of the party 

who proposes to take the cross-examination; and (ii) the name or descriptive title of the 

officer before whom the deposition is to be taken. 

The Fontaine Notice was accompanied by neither written questions nor the 

name/title of the officer. Thus, the notice fails to comply with the Trademark Rules for a 

notice of deposition of a foreign witness.    

The Fontaine Notice is improper because it impermissibly seeks to cross-examine 

a witness residing in a foreign country by oral examination. See Rhone-Poulenc Industries 

v. Gulf Oil Corporation, 198 USPQ 372 (TTAB 1978) (granting motion to quash discovery 

deposition of Rule 30(b)(6) witness of foreign opposer). 

In addition, the Fontaine Notice provided little more than two (2) business days’ 

notice. Respondent’s counsel received the notice at approximately 3:08pm, October 5 

(Thursday), for a deposition noticed for October 10 (Tuesday). The Fontaine Notice did 

not provide reasonable notice.  See Electronic Industries Association v. Patrick H. Potega 

DBA Lifestyle Technologies, 50 USPQ2d 1775 (TTAB 1999) (“The Board ruled that the 

notice served by defendant on January 11, 1999 for a deposition on January 13, 1999 

was not reasonable.”); Duke University v. Haggar Clothing Co., 54 USPQ2d 1443 (TTAB 

2000) (two days’ notice unreasonable).   

Still further, Petitioner served its notice of election on September 7.  The Fontaine 

Notice, served on October 5, notices the cross-examination for October 10. Thus, based 

on Petitioner’s own scheduling, and even assuming an oral examination is proper, which 
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it is not, Petitioner cannot complete the cross-examination within thirty (30) days of its 

notice of election, as required by the Trademark Rules. See 37 C.F.R. §2.123; TBMP 

703.01(e).   

   For at least the foregoing reasons, Respondent respectfully requests that the 

Board grant Respondent’s motion and quash the Fontaine Notice. 

 
Date: October 6, 2023 Respectfully submitted, 

/John Zaccaria/  
John Zaccaria 
Peter Bucci  
Notaro, Michalos & Zaccaria P.C. 
100 Dutch Hill Road, Suite 240 
Orangeburg, NY10962 
Tel: (845) 359-7700 
john.zaccaria@notaromichalos.com 

Attorneys for Respondent 
CCM Hockey AB 
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BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

In the Trademark Cancellation of: 

EIGHTY-SEVEN HOCKEY LLC, 

Petitioner, 

               v. 

CCM HOCKEY AB, 

Registrant. 

NOTICE OF TESTIMONIAL 

DEPOSITION CROSS-

EXAMINATION OF GABRIELLE 

FONTAINE 

Cancellation No. 92073891 

TO ALL PARTIES AND THEIR COUNSEL OF RECORD HEREIN: 

PLEASE TAKE NOTICE that pursuant to C.F.R. § 2.123 and the Federal Rule of Civil 

Procedure 30, Eighty-Seven Hockey LLC, (“Petitioner”), by and through their attorneys of record 

will take the oral Cross-Examination of Gabrielle Fontaine, commencing at 10:00 am EST on 

October 10, 2023.  The deposition will be taken remotely.  

The oral examination will be conducted before a court reporter, notary public, or other 

person authorized by law to administer oaths. The oral examination will be recorded by 

stenographic means and will continue from day to day until completed. All counsel of record is 

invited to attend the deposition and examine the deponent in accordance with the Rules.  

Dated: October 5, 2023 By:  _____________________________ 

John J. O’Malley 

VOLPE KOENIG 

30 South 17th Street 

Philadelphia, PA  19103 

Telephone: (215) 568-6400 

Attorneys for Petitioner 
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CERTIFICATE OF SERVICE 

I hereby certify that a true and correct copy of the foregoing NOTICE OF TESTIMONIAL 

DEPOSITION CROSS-EXAMINATION OF GABRIELLE FONTAINE has been served on 

Counsel for Registrant by email to the following:

John Zaccaria 

Peter H. Bucci 

Notaro, Michalos & Zaccaris P.C. 

100 Dutch Hill Road, Suite 240 

Orangeburg, NY 10962 

Tel: (845) 359-7700  

john.zaccaria@notaromichalos.com 

peter.bucci@notaromichalos.com

Date: October 5, 2023 By: /John J. O’Malley/  

John J. O’Malley, Esquire 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

Eighty-Seven Hockey LLC, 
 
  Petitioner, 
 
  v. 
 
CCM Hockey AB, 
 
  Respondent. 

CANCELLATION No. 92073891 

Registration No. 1,270,591 

Mark: JOFA 

 

 
 

DECLARATION OF GABRIELLE FONTAINE 

 

 
I, Gabrielle Fontaine, declares as follow: 

1. I am over the age of eighteen and have personal knowledge of the 

following facts set forth herein. 

2. I am employed as a Senior Manager in the Global IT Business Solutions 

department of Sport Maska, Inc. (“Sport Maska”), a Canadian company with its offices 

in Montreal, Canada.  

3. I am a Canadian citizen and reside in Montreal, Canada.  

4. I do not have any plans to travel to the United States in the near future.  

 

 I declare under penalty of perjury under the laws of the United States of America 

that the foregoing is true and correct.   

 
 
Dated: October ___, 2023   _____________________________ 
Executed at: Montreal, Canada   GABRIELLE FONTAINE 
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CERTIFICATE OF SERVICE 

This hereby certifies that the foregoing Motion To Quash Notice Of Testimonial Deposition 
Cross Examination Of Gabrielle Fontaine (with Exhibits A & B) was served via email this 
6th day of October 2023, upon Petitioner’s counsel of record at the email addresses of 
record as set forth below: 
 

John J. O'Malley, Esq. 
Volpe and Koenig PC 
30 South 17th Street 
18th Floor 
Philadelphia, PA 19103 
jomalley@vklaw.com  
kgarcia@vklaw.com  
litigationparalegals@vklaw.com  
trademarks@vklaw.com  

 

s/John Zaccaria/ 
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