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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation
Notice is hereby given that the following party has filed a petition to cancel the registration indicated below.

Petitioner Information
Name

Amazon Technologies, Inc.

Entity

Corporation

Address

410 Terry Avenue North
Seattle, WA 98109
UNITED STATES

Attorney information

James F. Struthers
Richard Law Group
13355 Noel Rd, Suite 1350
Dallas, TX 75240
UNITED STATES
docket@richardlawgroup.com, jim@richardlawgroup.com, david@richardlawgroup.com
214 206-4300

Citizenship

Nevada

Registration Subject to Cancellation
Registration No.

5498033

Registrant

Ex-Im Line LLC
8 Inasaridze St., Suite 39
Batumi
REP OF GEORGIA

Registration date

06/19/2018

Goods/Services Subject to Cancellation
Class 009. First Use: 2013/10/11 First Use In Commerce: 2018/04/20
All goods and services in the class are subject to cancellation, namely: tablet computers

Grounds for Cancellation
No use of mark in commerce before application,
amendment to allege use, or statement of use
was filed

Trademark Act Sections 14(1) and 1(a), (c), and
(d)

Abandonment

Trademark Act Section 14(3)

Fraud on the USPTO

Trademark Act Section 14(3); In re Bose Corp.,
580 F.3d 1240, 91 USPQ2d 1938 (Fed. Cir.
2009)

Attachments

Petition for Cancellation - Ex Im Line PRIME.pdf(25787 bytes )
Petition for Cancellation - Ex Im Line PRIME - Exhibits.pdf(4621957 bytes )

Signature

/James F. Struthers/

Name

James F. Struthers

Date

01/30/2020

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
Amazon Technologies, Inc.,
Petitioner,
v.
Ex-Im Line LLC,
Respondent.

§
§
§
§
§
§
§
§
§

Cancellation No. _____________
Registration No. 5498033
Mark: PRIME

PETITION FOR CANCELLATION
Petitioner Amazon Technologies, Inc. (“Petitioner”), a Nevada corporation whose
business address is 410 Terry Avenue North, Seattle, Washington, 98109, believes that it will be
damaged by the continued registration of the mark PRIME as shown in Registration No.
5498033, and hereby petitions to cancel the same.
As grounds for cancellation, Petitioner alleges:
1.

Respondent Ex-Im Line LLC (“Respondent”) is a limited liability company

organized under the laws of the nation of Georgia, whose business address is 8 Inasaridze St.,
Suite 39, Batumi, Georgia.
2.

On June 6, 2014, Respondent filed U.S. Trademark Application Serial No.

86303090 (“Respondent’s Application”) for the mark PRIME (the “Mark”) in connection with
“tablet computers” in International Class 9 (the “Goods”) on an intent-to-use basis under 15
U.S.C. § 1051(b).
3.

On April 20, 2018, Respondent filed a statement of use for Respondent’s

Application under 15 U.S.C. § 1051(d), asserting first use in commerce at least as early as April
20, 2018 (the “SOU”). A copy of the SOU is attached as Exhibit A.

4.

As evidence of use in commerce of the Mark, Respondent submitted specimens in

support of the SOU described as “a digital photograph of the applicant’s tablet computer and a
screenshot of a website offering the applicant’s goods for sale.” (See Ex. A at 1.)
5.

Respondent submitted a declaration in support of the SOU purportedly signed by

Malkhaz Nagervadze, identified as Respondent’s Director, who declared under 18 U.S.C. § 1001
that, among other averments, (a) the Mark was used in commerce in connection with the Goods
as of April 20, 2018, (b) the specimens submitted in support of the SOU showed the Mark used
in commerce in connection with the Goods, and (c) the factual contentions asserted in the SOU
had evidentiary support. (See id. at 3–4.)
6.

The first of the two specimens submitted in support of the SOU comprises a

photograph of a purported tablet device (the “Photo Specimen”). (See id. at 5.) Close inspection
of the Photo Specimen reflects irregular pixilation surrounding the PRIME mark shown on the
back of Respondent’s purported device, which is consistent with the appearance of a mark being
digitally superimposed on the image of an unbranded device. (See id.)
7.

In addition, the international mobile equipment identity (“IMEI”) numbers affixed

to the purported tablet device displayed in the Photo Specimen do not correspond to Respondent
or the Mark. (See id.) Rather, these IMEI numbers correspond to PLUM-branded devices.
Copies of identification information provided by the third-party reference website <IMEI.info>
for the IMEI numbers displayed in the Photo Specimen are attached as Exhibits B and C.
8.

The Photo Specimen was fabricated and submitted with Respondent’s knowledge

and with Respondent’s intent to deceive the U.S. Patent & Trademark Office (the “Office”) into
accepting it as evidence of use in commerce of the Mark in connection with the Goods.
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9.

The second of the two specimens submitted in support of the SOU comprises a

screenshot of a purported eBay sales page for the device featured in the Photo Specimen (the
“Screenshot Specimen”). (See Ex. A at 6.) The Screenshot Specimen reflects that the featured
item is located in the nation of Georgia and is available for “local pick-up only.” (See id.) Thus
regardless of whether the Mark was fraudulently affixed to the item featured in the Screenshot
Specimen, any sale of Goods that requires retrieval in the nation of Georgia does not qualify as
use in commerce.
10.

Regardless of whether such retrieval qualifies as use in commerce, on information

and belief, no sale or transport of Goods that qualifies as use in commerce had been made at the
time the SOU was filed or prior to the expiration of time for filing the SOU.
11.

Respondent knew that use of the Mark as shown in the Screenshot Specimen did

not constitute use in commerce at the time the SOU was submitted, and it submitted the
Screenshot Specimen with the intent to deceive the Office into accepting it as evidence of use in
commerce of the Mark in connection with the Goods.
12.

Respondent likewise submitted the declaration in support of the SOU with

knowledge that its averments were false and with the intent to deceive the Office into accepting
it as a precondition of registration.
13.

The false specimens and declaration in support of the SOU were material to the

Office’s issuance of Registration No. 5498033 (the “Registration”), to which Respondent is
otherwise not entitled.
14.

On information and belief, neither the Photo Specimen nor the Screenshot

Specimen show use in commerce of the Mark in connection with the Goods, Respondent has
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never used the Mark in commerce in connection with the Goods, and Respondent is not currently
using the Mark in commerce in connection with the Goods.
15.

On information and belief, Respondent has no intention of commencing or

resuming use of the Mark in commerce in connection with the Goods.
16.

On June 12, 2014, Petitioner filed U.S. Trademark Application Serial No.

86307544 (“Petitioner’s Application”) for the mark PRIMEMUSIC & Design, for which the
Office partially refused registration based on alleged likelihood of confusion with the Mark in an
office action dated October 22, 2018. The Office maintained this partial refusal in an office
action dated August 6, 2019 (together the “Office Actions”). A TSDR status and title copy of
Petitioner’s Application, which includes copies of the Office Actions, is attached as Exhibit D.
17.

Petitioner believes that it will be damaged by the continued registration of the

Mark because, at minimum, it may impede Petitioner’s ability to register its trademarks
comprising the term PRIME, as evidenced by the Office Actions.
18.

Petitioner seeks cancellation of the Registration under 15 U.S.C. §§ 1064(1), 1051

& 1127 on the grounds that the Registration is void ab initio due to Respondent’s failure to use
the Mark in commerce in connection with the Goods at the time the SOU was filed or prior to the
expiration of time for filing the SOU.
19.

Petitioner also seeks cancellation of the Registration under 15 U.S.C. § 1064(3)

on the grounds that Respondent obtained the Registration fraudulently.
20.

In the alternative, Petitioner seeks cancellation of the Registration under 15

U.S.C. § 1064(3) on the grounds that Respondent has abandoned the Mark.
WHEREFORE, Petitioner respectfully prays that the Registration be cancelled and that
this Petition be sustained in Petitioner’s favor.
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Dated: January 30, 2020

Respectfully submitted,
/James F. Struthers/
James F. Struthers
David J. Diamond
Richard Law Group, Inc.
13355 Noel Road, Suite 1350
Dallas, Texas 75240
Phone: (214) 206-4300
Fax:
(214) 206-4330
jim@richardlawgroup.com
david@richardlawgroup.com
Attorneys for Petitioner
Amazon Technologies, Inc.
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Registration No. 5498033
Amazon Technologies, Inc. v. Ex-Im Line LLC

EXHIBIT A

Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB control number.
PTO Form 1553 (Rev 09/2005)
OMB No. 0651-0054 (Exp 12/31/2020)

Trademark/Service Mark Statement of Use
(15 U.S.C. Section 1051(d))
The table below presents the data as entered.
Input Field

Entered

SERIAL NUMBER

86303090

LAW OFFICE ASSIGNED

LAW OFFICE 117

EXTENSION OF USE

NO

MARK SECTION
MARK

https://tmng-al.uspto.gov/resting2/api/img/86303090/large

LITERAL ELEMENT

PRIME

STANDARD CHARACTERS

YES

USPTO-GENERATED IMAGE

YES

MARK STATEMENT

The mark consists of standard characters, without claim to any particular
font style, size or color.

OWNER SECTION
NAME

Ex-Im Line LLC

STREET

8 Inasaridze St., Suite 39

CITY

Batumi

COUNTRY

Georgia

GOODS AND/OR SERVICES SECTION
INTERNATIONAL CLASS

009

CURRENT IDENTIFICATION

tablet computers

GOODS OR SERVICES

KEEP ALL LISTED

FIRST USE ANYWHERE DATE

10/11/2013

FIRST USE IN COMMERCE DATE

04/20/2018

SPECIMEN FILE NAME(S)

\\TICRS\EXPORT17\IMAGEOUT 17\863\030\86303090\xml12
\SOU0002.JPG
\\TICRS\EXPORT17\IMAGEOUT 17\863\030\86303090\xml12
\SOU0003.JPG

SPECIMEN DESCRIPTION

a digital photograph of the applicant's tablet computer and a screenshot of a
website offering the applicant's goods for sale

REQUEST TO DIVIDE

NO

PAYMENT SECTION
NUMBER OF CLASSES IN USE

1

SUBTOTAL AMOUNT [ALLEGATION OF USE FEE]

100

TOTAL AMOUNT

100

SIGNATURE SECTION
DECLARATION SIGNATURE

/Malkhaz Nagervadze/

SIGNATORY'S NAME

Malkhaz Nagervadze

SIGNATORY'S POSITION

Director

DATE SIGNED

04/20/2018

FILING INFORMATION
SUBMIT DATE

Fri Apr 20 12:39:16 EDT 2018

TEAS STAMP

USPTO/SOU-XX.XXX.XXX.XX-2
0180420123916262867-86303
090-51033ee92963cedfaf58a
b3ce1e2fe8f5bd737fbee2833
7d6967fa90f5b612-CC-10807
-20180420123206388730

Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB control number.
PTO Form 1553 (Rev 09/2005)
OMB No. 0651-0054 (Exp 12/31/2020)

Trademark/Service Mark Statement of Use
(15 U.S.C. Section 1051(d))
To the Commissioner for Trademarks:
MARK: PRIME(Standard Characters, see https://tmng-al.uspto.gov/resting2/api/img/86303090/large)
SERIAL NUMBER: 86303090

The applicant, Ex-Im Line LLC, having an address of
8 Inasaridze St., Suite 39
Batumi,
Georgia
is submitting the following allegation of use information:
For International Class 009:
Current identification: tablet computers
The mark is in use in commerce on or in connection with all of the goods/services, or to indicate membership in the collective organization listed
in the application or Notice of Allowance or as subsequently modified for this specific class.
The mark was first used by the applicant, or the applicant's related company, licensee, or predecessor in interest at least as early as 10/11/2013,
and first used in commerce at least as early as 04/20/2018, and is now in use in such commerce. The applicant is submitting one specimen for the
class showing the mark as used in commerce on or in connection with any item in the class, consisting of a(n) a digital photograph of the
applicant's tablet computer and a screenshot of a website offering the applicant's goods for sale.
Specimen File1
Specimen File2

The applicant is not filing a Request to Divide with this Allegation of Use form.

A fee payment in the amount of $100 will be submitted with the form, representing payment for the allegation of use for 1 class.

Declaration
The signatory believes that the applicant is the owner of the mark sought to be registered.
For a trademark or service mark application, the mark is in use in commerce on or in connection with all the goods/services in the
application or notice of allowance, or as subsequently modified.
For a collective trademark, collective service mark, collective membership mark application, the applicant is exercising legitimate
control over the use of the mark in commerce by members on or in connection with all the goods/services/collective membership
organization in the application or notice of allowance, or as subsequently modified.
For a certification mark application, the applicant is exercising legitimate control over the use of the mark in commerce by authorized
users on or in connection with the all goods/services in the application or notice of allowance, or as subsequently modified, and the
applicant is not engaged in the production or marketing of the goods/services to which the mark is applied, except to advertise or
promote recognition of the certification program or of the goods/services that meet the certification standards of the applicant.
The specimen(s) shows the mark as used on or in connection with the goods/services/collective membership organization in commerce.
To the best of the signatory's knowledge and belief, no other persons, except, if applicable, authorized users, members, and/or
concurrent users, have the right to use the mark in commerce, either in the identical form or in such near resemblance as to be likely,
when used on or in connection with the goods/services/collective membership organization of such other persons, to cause confusion or
mistake, or to deceive.
To the best of the signatory's knowledge, information, and belief, formed after an inquiry reasonable under the circumstances, the
allegations and other factual contentions made above have evidentiary support.
The signatory being warned that willful false statements and the like are punishable by fine or imprisonment, or both, under 18 U.S.C. §

1001, and that such willful false statements and the like may jeopardize the validity of the application or submission or any registration
resulting therefrom, declares that all statements made of his/her own knowledge are true and all statements made on information and
belief are believed to be true.

Signature: /Malkhaz Nagervadze/ Date Signed: 04/20/2018
Signatory's Name: Malkhaz Nagervadze
Signatory's Position: Director
RAM Sale Number: 86303090
RAM Accounting Date: 04/20/2018
Serial Number: 86303090
Internet Transmission Date: Fri Apr 20 12:39:16 EDT 2018
TEAS Stamp: USPTO/SOU-XX.XXX.XXX.XX-2018042012391626
2867-86303090-51033ee92963cedfaf58ab3ce1
e2fe8f5bd737fbee28337d6967fa90f5b612-CC10807-20180420123206388730

Registration No. 5498033
Amazon Technologies, Inc. v. Ex-Im Line LLC

EXHIBIT B

Registration No. 5498033
Amazon Technologies, Inc. v. Ex-Im Line LLC

EXHIBIT C

Registration No. 5498033
Amazon Technologies, Inc. v. Ex-Im Line LLC

EXHIBIT D

Generated on: This page was generated by TSDR on 2019-11-28 11:51:29 EST
Mark: PRIMEMUSIC

US Serial Number: 86307544

Application Filing Jun. 12, 2014
Date:

Register: Principal
Mark Type: Trademark, Service Mark
TM5 Common Status
Descriptor:

LIVE/APPLICATION/Under Examination
The trademark application has been accepted by the Office (has met the
minimum filing requirements) and that this application has been assigned to
an examiner.

Status: A non-final Office action has been sent (issued) to the applicant. This is a letter from the examining attorney requiring additional
information and/or making an initial refusal. The applicant must respond to this Office action. To view all documents in this file, click on
the Trademark Document Retrieval link at the top of this page.
Status Date: Aug. 06, 2019

Mark Information
Mark Literal PRIMEMUSIC
Elements:
Standard Character No
Claim:
Mark Drawing 3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)
Type:
Description of The mark consists of the stylized letters for the word "PRIME" along with the stylized letters for the word "MUSIC" with design element
Mark: of equalizer bars above the letters "M", "U" and "S".
Color(s) Claimed: Color is not claimed as a feature of the mark.
Disclaimer: "MUSIC"
Design Search 26.11.21 - Rectangles that are completely or partially shaded
Code(s): 26.17.01 - Bars, straight; Lines, straight; Bands, straight; Straight line(s), band(s) or bar(s)
26.17.05 - Bands, horizontal; Bars, horizontal; Horizontal line(s), band(s) or bar(s); Lines, horizontal

Related Properties Information
Claimed Ownership 3234643, 3419886
of US
Registrations:

Goods and Services
Note:
The following symbols indicate that the registrant/owner has amended the goods/services:
Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.
For: Computer software for streaming, broadcasting, transmitting and reproducing music, comedy and spoken word performances;
Downloadable computer software for streaming, broadcasting, transmitting and reproducing music; Computer software for use in the
delivery, distribution and transmission of digital music and entertainment-related audio, video, text and multimedia content in
connection with computers, television set-top boxes, music players, video players, media players and portable and handheld digital
electronic devices; Downloadable computer software for providing music and spoken word performances; Computer software for use in
authoring, downloading, transmitting, receiving, editing, extracting, encoding, decoding, playing, storing and organizing text, data,
images, audio files in connection with computers, music players, video players, media players and portable and handheld digital
electronic devices; computer software for use in organizing, recording, transmitting, manipulating, and reviewing text, data, audio files,
and video files in connection with computers, music players, video players, media players and portable and handheld digital electronic
devices; computer software to enable users to program audio, video, text and other multimedia content, namely, music, concerts,
videos, radio, entertainment-related and educational programs via communications networks; downloadable software in the nature of a
mobile application for telecommunications services for providing transmission of voice, data, video, and media content via the Internet
and the worldwide web; Computer application software for use with mobile computer hardware and mobile devices for use in providing

users with access to searchable databases; downloadable computer software for creating searchable databases of information, data,
and digital music; downloadable computer software for wireless content delivery; downloadable software for computers and mobile
devices providing search functionality and featuring an entertainment database; downloadable computer software for accessing
information on the Internet or other computer or communications network; downloadable computer software for transmitting, receiving,
downloading, streaming, and displaying content, text, visual works, audiovisual works, data, files and electronic works via the Internet
or other computer or communications network; downloadable computer software for formatting and converting content, text, visual
works, audiovisual works, data, files and electronic works into a format compatible with portable electronic devices and computers;
downloadable computer software enabling content, text, visual works, audiovisual works, data, files and electronic works to be
downloaded to and accessed on a computer or other portable consumer electronic device; downloadable music files; magnetically
encoded gift cards
International 009 - Primary Class
Class(es):

U.S Class(es): 021, 023, 026, 036, 038

Class Status: ACTIVE
Basis: 1(b)
For: Paper gift cards, printed gift certificates, non-magnetically encoded prepaid purchase cards for online purchase of entertainment
content via the Internet
International 016 - Primary Class
Class(es):

U.S Class(es): 002, 005, 022, 023, 029, 037, 038, 050

Class Status: ACTIVE
Basis: 1(b)
For: Providing online retail store services featuring music recordings, comedy recordings, spoken word recordings, video recordings, and
music related products; Providing advertising space for others on the Internet; Subscription-based services featuring downloadable
prerecorded music and video; online retail store services featuring downloadable prerecorded music and video; online ordering
services featuring prerecorded music and video
International 035 - Primary Class
Class(es):

U.S Class(es): 100, 101, 102

Class Status: ACTIVE
Basis: 1(b)

Basis Information (Case Level)
Filed Use: No

Currently Use: No

Filed ITU: Yes

Currently ITU: Yes

Filed 44D: No

Currently 44E: No

Filed 44E: No

Currently 66A: No

Filed 66A: No

Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information
Owner Name: Amazon Technologies, Inc.
Owner Address: 410 Terry Ave N
Attn: Trademarks
Seattle, WASHINGTON UNITED STATES 98109
Legal Entity Type: CORPORATION

State or Country NEVADA
Where Organized:

Attorney/Correspondence Information
Attorney of Record
Attorney Name: Allisen Pawlenty-Altman
Attorney Primary apawlent@kilpatricktownsend.com
Email Address:

Docket Number: 1120686
Attorney Email Yes
Authorized:
Correspondent

Correspondent Allisen Pawlenty-Altman
Name/Address: Kilpatrick Townsend & Stockton LLP
1100 Peachtree Street, Suite 2800
Mailstop: IP Docketing - 22
Atlanta, GEORGIA UNITED STATES 30309
Phone: 202 508 5800

Fax: 202 508 5858

Correspondent e- tmadmin@kilpatricktownsend.com
mail:

Correspondent e- Yes
mail Authorized:
Domestic Representative - Not Found

Prosecution History
Date

Proceeding
Number

Description

Aug. 06, 2019

NOTIFICATION OF NON-FINAL ACTION E-MAILED

6325

Aug. 06, 2019

NON-FINAL ACTION E-MAILED

6325

Aug. 06, 2019

NON-FINAL ACTION WRITTEN

90290

Jul. 29, 2019

PREVIOUS ALLOWANCE COUNT WITHDRAWN

Jul. 16, 2019

WITHDRAWN FROM PUB - OG REVIEW QUERY

Jun. 28, 2019

APPROVED FOR PUB - PRINCIPAL REGISTER

Jun. 07, 2019

EXAMINER'S AMENDMENT ENTERED

88888

Jun. 07, 2019

NOTIFICATION OF EXAMINERS AMENDMENT E-MAILED

6328

Jun. 07, 2019

EXAMINERS AMENDMENT E-MAILED

6328

Jun. 07, 2019

EXAMINERS AMENDMENT -WRITTEN

90290

Jan. 29, 2019

ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

99910

Jan. 29, 2019

TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Oct. 22, 2018

NOTIFICATION OF NON-FINAL ACTION E-MAILED

6325

Oct. 22, 2018

NON-FINAL ACTION E-MAILED

6325

Oct. 22, 2018

NON-FINAL ACTION WRITTEN

90290

Sep. 28, 2018

LIE CHECKED SUSP - TO ATTY FOR ACTION

70468

Sep. 27, 2018

ASSIGNED TO LIE

70468

Mar. 06, 2018

REPORT COMPLETED SUSPENSION CHECK CASE STILL SUSPENDED

Sep. 05, 2017

REPORT COMPLETED SUSPENSION CHECK CASE STILL SUSPENDED

Mar. 01, 2017

REPORT COMPLETED SUSPENSION CHECK CASE STILL SUSPENDED

Aug. 29, 2016

REPORT COMPLETED SUSPENSION CHECK CASE STILL SUSPENDED

Feb. 23, 2016

REPORT COMPLETED SUSPENSION CHECK CASE STILL SUSPENDED

Aug. 19, 2015

REPORT COMPLETED SUSPENSION CHECK CASE STILL SUSPENDED

Jul. 31, 2015

APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED

Jul. 31, 2015

TEAS CHANGE OF OWNER ADDRESS RECEIVED

Feb. 19, 2015

NOTIFICATION OF LETTER OF SUSPENSION E-MAILED

6332

Feb. 19, 2015

LETTER OF SUSPENSION E-MAILED

6332

Feb. 19, 2015

SUSPENSION LETTER WRITTEN

90290

Feb. 11, 2015

TEAS/EMAIL CORRESPONDENCE ENTERED

88889

Feb. 10, 2015

CORRESPONDENCE RECEIVED IN LAW OFFICE

88889

Feb. 10, 2015

TEAS RESPONSE TO OFFICE ACTION RECEIVED

Feb. 10, 2015

TEAS CHANGE OF CORRESPONDENCE RECEIVED

Aug. 19, 2014

NOTIFICATION OF NON-FINAL ACTION E-MAILED

6325

Aug. 19, 2014

NON-FINAL ACTION E-MAILED

6325

Aug. 19, 2014

NON-FINAL ACTION WRITTEN

90290

Aug. 12, 2014

ASSIGNED TO EXAMINER

90290

Jun. 24, 2014

NOTICE OF DESIGN SEARCH CODE E-MAILED

Jun. 23, 2014

NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Jun. 16, 2014

NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information
TM Staff Information
TM Attorney: CANTOR, JILLIAN REDDIN

Law Office LAW OFFICE 117
Assigned:
File Location

Current Location: LAW OFFICE 117 - EXAMINING ATTORNEY
ASSIGNED

Date in Location: Aug. 06, 2019

88888

To:

Amazon Technologies, Inc. (tmadmin@kilpatricktownsend.com)

Subject:

U.S. Trademark Application Serial No. 86307544 - PRIMEMUSIC - 1120686

Sent:

August 06, 2019 02:05:15 PM

Sent As:

ecom117@uspto.gov

Attachments:
United States Patent and Trademark Office (USPTO)
Office Action (Official Letter) About Applicant’s Trademark Application
U.S. Application Serial No.
86307544
Mark: PRIMEMUSIC
Correspondence Address:
Allisen Pawlenty-Altman
Kilpatrick Townsend & Stockton
LLP
1100 Peachtree Street, Suite 2800
Mailstop: IP Docketing - 22
Atlanta, GA 30309
Applicant: Amazon
Technologies, Inc.
Reference/Docket No. 1120686
Correspondence Email
Address:
tmadmin@kilpatricktownsend.com

NONFINAL OFFICE ACTION
The USPTO must receive applicant’s response to this letter within six months of the issue date below or the application will be
abandoned. Respond using the Trademark Electronic Application System (TEAS). A link to the appropriate TEAS response form appears at the
end of this Office action.

Issue date: August 06, 2019
This Office action is supplemental to and supersedes the previous Office action issued on October 22, 2018 and the Partial Abandonment Action
on June 7, 2019, in connection with this application. The assigned trademark examining attorney inadvertently omitted a requirement to
indefinite wording in the identification of services relevant to the mark in the subject application. See TMEP §§706, 711.02. The trademark
examining attorney apologizes for any inconvenience caused by the delay in raising this issue.
Applicant must address all issues raised in this Office action, in addition to the issues raised in the Office action dated October 22, 2018. The
issue raised in the previous October 22, 2018 Office action is as follows and is maintained: the Section 2(d) likelihood of confusion refusal.
The following is a SUMMARY OF ISSUES that applicant must address:
• NEW ISSUE: Identification of Services Requires Amendment
• Section 2(d) Refusal
Applicant must respond to all issues raised in this Office action and the previous October 22, 2018 Office action, within six (6) months of the
date of issuance of this Office action. 37 C.F.R. §2.62(a); see TMEP §711.02. If applicant does not respond within this time limit, the
application will be abandoned. 37 C.F.R. §2.65(a).

SECTION 2(d) REFUSAL
THIS REFUSAL APPLIES TO CERTAIN GOODS AND SERVICES IN CLASSES 9 AND 35
The Section 2(d) refusal is continued and maintained. See Office Action dated October 22, 2018.

Although applicant’s mark has been refused registration, applicant may respond to the refusal by submitting evidence and arguments in support
of registration. However, if applicant responds to the refusal applicant must also respond to the requirement set forth below.
IDENTIFICATION OF SERVICES REQUIRES AMENDMENT
Applicant must clarify the wording “Subscription-based services featuring downloadable prerecorded music and video” in the identification of
services in International Class 35 because it is indefinite and too broad. See 37 C.F.R. §2.32(a)(6); TMEP §§1402.01, 1402.03. This wording is
indefinite because it does not make clear what the services are. Further, this wording could identify services in more than one international class.
For example, “ On-line ordering services featuring downloadable prerecorded music and video” in Class 35 and “ Rental of musical recordings
that may be downloaded from an Internet web site” in Class 41.
Applicant may adopt the following identification, if accurate (examining attorney’s suggestions in bold font):
Class 9:

[No amendment required]

Class 16:

[No amendment required]

Class 35:

Providing online retail store services featuring music recordings, comedy recordings, spoken word recordings, video recordings,
and music related products; Providing advertising space for others on the Internet; online retail store services featuring
downloadable prerecorded music and video; online ordering services featuring prerecorded music and video; Providing
advertising space for others on the Internet; On-line ordering services featuring downloadable prerecorded music and video

Class 41:

Rental of musical recordings that may be downloaded from an Internet web site

See TMEP §§1402.01, 1402.03.
Applicant’s goods and/or services may be clarified or limited, but may not be expanded beyond those originally itemized in the application or as
acceptably amended. See 37 C.F.R. §2.71(a); TMEP §1402.06. Applicant may clarify or limit the identification by inserting qualifying language
or deleting items to result in a more specific identification; however, applicant may not substitute different goods and/or services or add goods
and/or services not found or encompassed by those in the original application or as acceptably amended. See TMEP §1402.06(a)-(b). The scope
of the goods and/or services sets the outer limit for any changes to the identification and is generally determined by the ordinary meaning of the
wording in the identification. TMEP §§1402.06(b), 1402.07(a)-(b). Any acceptable changes to the goods and/or services will further limit scope,
and once goods and/or services are deleted, they are not permitted to be reinserted. TMEP §1402.07(e).
For assistance with identifying and classifying goods and services in trademark applications, please see the USPTO’s online searchable U.S.
Acceptable Identification of Goods and Services Manual at http://tess2.uspto.gov/netahtml/tidm.html. See TMEP §1402.04.
MULTIPLE-CLASS APPLICATION REQUIREMENTS
The application identifies goods and services in more than one international class; therefore, applicant must satisfy all the requirements below for
each international class based on Trademark Act Section 1(b):
(1)

List the goods and services by their international class number in consecutive numerical order, starting with the lowest numbered
class.

(2)

Submit a filing fee for each international class not covered by the fee already paid (view the USPTO’s current fee schedule ). The
application identifies goods and services that are classified in at least four classes; however, applicant submitted a fee(s) sufficient for
only three classes. Applicant must either submit the filing fees for the classes not covered by the submitted fees or restrict the
application to the number of classes covered by the fees already paid.

See 15 U.S.C. §§1051(b), 1112, 1126(e); 37 C.F.R. §§2.32(a)(6)-(7), 2.34(a)(2)-(3), 2.86(a); TMEP §§1403.01, 1403.02(c).

See an overview of the requirements for a Section 1(b) multiple-class application and how to satisfy the requirements online using the Trademark
Electronic Application System (TEAS) form.
PARTIAL ABANDONMENT ADVISORY
If applicant does not respond to this Office action within the six-month period for response, the following goods and services in International
Classes 9 and 35 will be deleted from the application:
Class 9:

Computer software for streaming, broadcasting, transmitting and reproducing music, comedy and spoken word performances;
Downloadable computer software for streaming, broadcasting, transmitting and reproducing music; Computer software for use in
the delivery, distribution and transmission of digital music and entertainment-related audio, video, text and multimedia content in
connection with computers, television set-top boxes, music players, video players, media players and portable and handheld
digital electronic devices; Downloadable computer software for providing music and spoken word performances;
Computer
software for use in authoring, downloading, transmitting, receiving, editing, extracting, encoding, decoding, playing, storing and
organizing text, data, images, audio files in connection with computers, music players, video players, media players and portable
and handheld digital electronic devices; downloadable software in the nature of a mobile application for telecommunications
services for providing transmission of voice, data, video, and media content via the Internet and the worldwide web;
downloadable music files; computer software for use in organizing, recording, transmitting, manipulating, and reviewing text,
data, audio files, and video files in connection with computers, music players, video players, media players and portable and
handheld digital electronic devices; downloadable computer software for transmitting, receiving, downloading, streaming, and
displaying content, text, visual works, audiovisual works, data, files and electronic works via the Internet or other computer or
communications network

Class 35:

Providing online retail store services featuring music recordings, comedy recordings, spoken word recordings, video recordings,
and music related products; online retail store services featuring downloadable prerecorded music and video; online ordering
services featuring prerecorded music and video; Subscription-based services featuring downloadable prerecorded music and video

The application will then proceed with the following goods and services in International Classes 9, 16 and 35 only:
Class 9:

computer software to enable users to program audio, video, text and other multimedia content, namely, music, concerts, videos,
radio, entertainment-related and educational programs via communications networks; Computer application software for use with
mobile computer hardware and mobile devices for use in providing users with access to searchable databases; downloadable
computer software for creating searchable databases of information, data, and digital music; downloadable computer software for
wireless content delivery; downloadable software for computers and mobile devices providing search functionality and featuring
an entertainment database; downloadable computer software for accessing information on the Internet or other computer or
communications network; downloadable computer software for formatting and converting content, text, visual works, audiovisual
works, data, files and electronic works into a format compatible with portable electronic devices and computers; downloadable
computer software enabling content, text, visual works, audiovisual works, data, files and electronic works to be downloaded to
and accessed on a computer or other portable consumer electronic device; magnetically encoded gift cards

Class 16:

Paper gift cards, printed gift certificates, non-magnetically encoded prepaid purchase cards for online purchase of entertainment
content via the Interne

Class 35:

Providing advertising space for others on the Internet

See 37 C.F.R. §2.65(a)-(a)(1); TMEP §718.02(a).

RESPONSE OPTIONS FOR PARTIAL REQUIREMENT/REFUSAL
The stated refusal refers to the goods and services as shown above and does not bar registration for the other goods and services. The applicant
may respond to the stated refusal by submitting evidence and arguments against the refusal. Additionally, the applicant may respond by doing
one of the following:
(1) amending or deleting the goods and/or services to which the refusal pertains;
(2) filing a request to divide out the goods and/or services that have not been refused registration, so that the mark may be published
for opposition for those goods or services to which the refusal does not pertain. See generally TMEP §§1110 et seq. and 1403.03

(regarding the requirements for filing a request to divide); or
(3) amending the basis for the goods and/or services identified in the refusal, if appropriate. (The basis cannot be changed for
applications filed under Trademark Act Section 66(a). TMEP §1904.01(a).)

RESPONSE GUIDELINES
Please call or email the assigned trademark examining attorney with questions about this Office action. Although the trademark examining
attorney cannot provide legal advice or statements about applicant’s rights, the trademark examining attorney can provide applicant with
additional explanation about the refusal and requirement in this Office action. See TMEP §§705.02, 709.06. Although the USPTO does not
accept emails as responses to Office actions, emails can be used for informal communications and will be included in the application record. See
37 C.F.R. §§2.62(c), 2.191; TMEP §§304.01-.02, 709.04-.05.

How to respond. Click to file a response to this nonfinal Office action

/Jillian Cantor/
Jillian R. Cantor
Examining Attorney
U.S. Patent & Trademark Office
Law Office 117
(571) 272-6564
Jillian.Cantor@uspto.go

RESPONSE GUIDANCE
Missing the response deadline to this letter will cause the application to abandon. A response or notice of appeal must be received by
the USPTO before midnight Eastern Time of the last day of the response period. TEAS and ESTTA maintenance or unforeseen
circumstances could affect an applicant’s ability to timely respond.

Responses signed by an unauthorized party are not accepted and can cause the application to abandon. If applicant does not have an
attorney, the response must be signed by the individual applicant, all joint applicants, or someone with legal authority to bind a juristic
applicant. If applicant has an attorney, the response must be signed by the attorney.

If needed, find contact information for the supervisor of the office or unit listed in the signature block.

To:

Amazon Technologies, Inc. (tmadmin@kilpatricktownsend.com)

Subject:

U.S. Trademark Application Serial No. 86307544 - PRIMEMUSIC - 1120686

Sent:

August 06, 2019 02:05:17 PM

Sent As:

ecom117@uspto.gov

Attachments:

United States Patent and Trademark Office (USPTO)

USPTO OFFICIAL NOTICE
Office Action (Official Letter) has issued
on August 06, 2019 for
U.S. Trademark Application Serial No. 86307544
Your trademark application has been reviewed by a trademark examining attorney. As part of that review, the assigned attorney has issued an
official letter that you must respond to by the specified deadline or your application will be abandoned. Please follow the steps below.
(1) Read the official letter.
(2) Direct questions about the contents of the Office action to the assigned attorney below.

SO
Jillian R. Cantor
Examining Attorney
U.S. Patent & Trademark Office
Law Office 117
(571) 272-6564
Jillian.Cantor@uspto.go
Direct questions about navigating USPTO electronic forms, the USPTO website, the application process, the status of your application, and/or
whether there are outstanding deadlines or documents related to your file to the Trademark Assistance Center (TAC).
(3) Respond within 6 months (or earlier, if required in the Office action) from August 06, 2019, using the Trademark Electronic Application
System (TEAS). The response must be received by the USPTO before midnight Eastern Time of the last day of the response period. See the
Office action for more information about how to respond.

GENERAL GUIDANCE
·

Check the status of your application periodically in the Trademark Status & Document Retrieval (TSDR) database to avoid missing critical
deadlines.

·

Update your correspondence email address, if needed, to ensure you receive important USPTO notices about your application.

·

Beware of misleading notices sent by private companies about your application. Private companies not associated with the USPTO use
public information available in trademark registrations to mail and email trademark-related offers and notices – most of which require fees.
All official USPTO correspondence will only be emailed from the domain “@uspto.gov.”
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To:

Amazon Technologies, Inc. (tmadmin@kilpatricktownsend.com)

Subject:
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Attachments:
UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION
U.S. APPLICATION SERIAL
NO. 86307544
MARK: PRIMEMUSIC
CORRESPONDENT
ADDRESS:
Allisen Pawlenty-Altman
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Stockton LLP
Mailstop: IP Docketing - 22
1100 Peachtree Street, Suite
2800
Atlanta GA 30309
APPLICANT: Amazon
Technologies, Inc.
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GENERAL TRADEMARK
INFORMATION:
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CORRESPONDENT’S
REFERENCE/DOCKET NO:
1120686
CORRESPONDENT E-MAIL
ADDRESS:
tmadmin@kilpatricktownsend.com

PARTIAL ABANDONMENT – APPLICATION HAS BEEN AMENDED
The above-referenced application is partially abandoned because applicant failed to file a response to the Office action dated October 22, 2018.
See 15 U.S.C. §1062(b); 37 C.F.R. §2.65(a)-(a)(1); TMEP §718.02(a). To avoid partial abandonment, a response was due within six months
from the date on which the USPTO sent the previous Office action; however, no response was received within this time period. See TMEP
§711.
The outstanding Office action included refusal that applied to only a portion of the application; therefore, only that portion of the application is
abandoned. See 15 U.S.C. §1062(b); 37 C.F.R. §2.65(a)(1); TMEP §718.02(a).
The portion of the identification that was the subject of the refusal will be deleted from the application. The application will proceed with the
following identification:
Class 9:

Computer software to enable users to program audio, video, text and other multimedia content, namely, music, concerts, videos,
radio, entertainment-related and educational programs via communications networks; Computer application software for use with
mobile computer hardware and mobile devices for use in providing users with access to searchable databases; downloadable
computer software for creating searchable databases of information, data, and digital music; downloadable computer software for
wireless content delivery; downloadable software for computers and mobile devices providing search functionality and featuring
an entertainment database; downloadable computer software for accessing information on the Internet or other computer or
communications network; downloadable computer software for formatting and converting content, text, visual works, audiovisual
works, data, files and electronic works into a format compatible with portable electronic devices and computers; downloadable
computer software enabling content, text, visual works, audiovisual works, data, files and electronic works to be downloaded to
and accessed on a computer or other portable consumer electronic device; magnetically encoded gift cards

Class 16:

Paper gift cards, printed gift certificates, non-magnetically encoded prepaid purchase cards for online purchase of entertainment
content via the Internet

Class 35:

Providing advertising space for others on the Internet; Subscription-based services featuring downloadable prerecorded music and
video

If applicant’s failure to respond was unintentional, applicant may file a petition to the Director to revive the portion of the application that
abandoned. 37 C.F.R. §2.66(a); TMEP §§718.02(a), 1714.01(d). The petition must be filed within two months of the date of issuance of this
letter and may be filed online via the Trademark Electronic Application System (TEAS) with a $100 fee. See 37 C.F.R. §§2.6(a)(15)(ii),
2.66(a)(1); TMEP §§718.02(a), 1714.01(a), (d). Once the petition is filed, please notify the Petitions Office at 571-272-8950 that a request to
revive a partially-abandoned application was filed, indicating the application serial number.

/Jillian Cantor/
Jillian R. Cantor
Examining Attorney
U.S. Patent & Trademark Office
Law Office 117
(571) 272-6564
Jillian.Cantor@uspto.go
PERIODICALLY CHECK THE STATUS OF THE APPLICATION: To ensure that applicant does not miss crucial deadlines or official
notices, check the status of the application every three to four months using the Trademark Status and Document Retrieval (TSDR) system at
http://tsdr.uspto.gov/. Please keep a copy of the TSDR status screen. If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-9199. For more information on checking
status, see http://www.uspto.gov/trademarks/process/status/.
TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS: Use the Trademark Electronic Application System (TEAS) form at
http://www.uspto.gov/trademarks/teas/correspondence.jsp.

To:

Amazon Technologies, Inc. (tmadmin@kilpatricktownsend.com)

Subject:

U.S. TRADEMARK APPLICATION NO. 86307544 - PRIMEMUSIC - 1120686

Sent:

6/7/2019 2:54:02 PM

Sent As:

ECOM117@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION
USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED
ON 6/7/2019 FOR U.S. APPLICATION SERIAL NO.86307544
Please follow the instructions below:
(1) TO READ THE LETTER: Click on this link or go to http://tsdr.uspto.gov/, enter the U.S. application serial number, and click on
“Documents.”
The Office action may not be immediately viewable, to allow for necessary system updates of the application, but will be available within 24
hours of this e-mail notification.
(2) QUESTIONS: For questions about the contents of the Office action itself, please contact the assigned trademark examining attorney. For
technical assistance in accessing or viewing the Office action in the Trademark Status and Document Retrieval (TSDR) system, please e-mail
TSDR@uspto.gov.

WARNING
PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION: Private companies not associated with the USPTO are
using information provided in trademark applications to mail or e-mail trademark-related solicitations. These companies often use names that
closely resemble the USPTO and their solicitations may look like an official government document. Many solicitations require that you pay
“fees.”
Please carefully review all correspondence you receive regarding this application to make sure that you are responding to an official document
from the USPTO rather than a private company solicitation. All official USPTO correspondence will be mailed only from the “United States
Patent and Trademark Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.” For more information on how to handle
private company solicitations, see http://www.uspto.gov/trademarks/solicitation_warnings.jsp.

Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB control number.
PTO Form 2196 (Rev 09/2005)
OMB No. 0651-0056 (Exp 11/30/2020)

Revocation, Appointment, and/or Change of Address of Attorney/Domestic Representative
The table below presents the data as entered.
Input Field

Entered

SERIAL NUMBER

86307544

LAW OFFICE ASSIGNED

LAW OFFICE 117

ATTORNEY DOCKET NUMBER

1120686

MARK SECTION
MARK

PRIMEMUSIC (stylized and/or with design, see https://tmngal.uspto.gov/resting2/api/img/86307544/large)

ATTORNEY SECTION

ORIGINAL ADDRESS

AMAZON TECHNOLOGIES, INC.
TMKM3574
410 Terry Ave N
ATTN: Trademarks
Seattle Washington 98109
US
206-266-4064
206-266-7010
docket@amazon.com

NEW ATTORNEY INFORMATION
STATEMENT TEXT

By submission of this request, the undersigned hereby APPOINTS the
following new attorney:

NAME

Allisen Pawlenty-Altman

FIRM NAME

Kilpatrick Townsend & Stockton LLP

STREET

607 14th Street, NW

CITY

Washington

STATE

District of Columbia

COUNTRY

United States

POSTAL/ZIP CODE

20005-2018

PHONE

202 508 5800

FAX

202 508 5858

EMAIL

apawlent@kilpatricktownsend.com

ATTORNEY AUTHORIZED TO COMMUNICATE VIA
E-MAIL

YES

NEW OTHER APPOINTED ATTORNEYS

all other attorneys at Kilpatrick Townsend & Stockton LLP

NEW CORRESPONDENCE ADDRESS
NAME

Allisen Pawlenty-Altman

FIRM NAME

Kilpatrick Townsend & Stockton LLP

INTERNAL ADDRESS

Mailstop: IP Docketing - 22

STREET

1100 Peachtree Street, Suite 2800

CITY

Atlanta

STATE

Georgia

COUNTRY

United States

POSTAL/ZIP CODE

30309

PHONE

202 508 5800

FAX

202 508 5858

EMAIL

tmadmin@kilpatricktownsend.com

AUTHORIZED TO COMMUNICATE VIA E-MAIL

YES

INDIVIDUAL ATTORNEY
DOCKET/REFERENCE NUMBER

1120686

SIGNATURE SECTION
SIGNATURE

/aimee mahan/

SIGNATORY NAME

Aimee Mahan

SIGNATORY DATE

01/29/2019

SIGNATORY POSITION

Assistant Secretary

FILING INFORMATION SECTION
SUBMIT DATE

Tue Jan 29 19:36:16 EST 2019

TEAS STAMP

USPTO/RAA-XX.XXX.XXX.XXX20190129193616589156-7546
7413-620c5cfcd9af293b94af
ac76ed04a3b62ddaacf3b9e64
68a5455eef89199fa949-N/AN/A-20190129132659854079

Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB control number.
PTO Form 2196 (Rev 09/2005)
OMB No. 0651-0056 (Exp 11/30/2020)

Revocation, Appointment, and/or Change of Address of Attorney/Domestic Representative
To the Commissioner for Trademarks:
MARK: PRIMEMUSIC (stylized and/or with design, see https://tmng-al.uspto.gov/resting2/api/img/86307544/large)
SERIAL NUMBER: 86307544
ATTORNEY DOCKET NUMBER 1120686
The original attorney information:
AMAZON TECHNOLOGIES, INC.
TMKM3574
410 Terry Ave N
ATTN: Trademarks
Seattle Washington 98109
US
206-266-4064
206-266-7010
docket@amazon.com
Original Correspondence Address :
AMAZON TECHNOLOGIES, INC.
410 Terry Ave N
ATTN: Trademarks
Seattle Washington 98109
US
206-266-4064
206-266-7010
docket@amazon.com

By submission of this request, the undersigned hereby APPOINTS the following new attorney: In addition, any additional previously-appointed
attorneys that are currently listed in the application are replaced with the new "Other Appointed Attorneys" listed below.
New attorney information:
Allisen Pawlenty-Altman
Kilpatrick Townsend & Stockton LLP
607 14th Street, NW
Washington, District of Columbia 20005-2018
United States
202 508 5800
202 508 5858
apawlent@kilpatricktownsend.com (authorized)

New Other Appointed Attorneys:
all other attorneys at Kilpatrick Townsend & Stockton LLP
The following is to be used as the correspondence address:
Allisen Pawlenty-Altman
Kilpatrick Townsend & Stockton LLP
Mailstop: IP Docketing - 22
1100 Peachtree Street, Suite 2800
Atlanta, Georgia 30309
United States
202 508 5800
202 508 5858
tmadmin@kilpatricktownsend.com (authorized)

The attorney docket/reference number is 1120686.

Signature: /aimee mahan/ Date: 01/29/2019
Signatory's Name: Aimee Mahan
Signatory's Position: Assistant Secretary
Serial Number: 86307544
Internet Transmission Date: Tue Jan 29 19:36:16 EST 2019
TEAS Stamp: USPTO/RAA-XX.XXX.XXX.XXX-201901291936165
89156-75467413-620c5cfcd9af293b94afac76e
d04a3b62ddaacf3b9e6468a5455eef89199fa949
-N/A-N/A-20190129132659854079

To:

Amazon Technologies, Inc. (docket@amazon.com)

Subject:

U.S. TRADEMARK APPLICATION NO. 86307544 - PRIMEMUSIC - TMKM3574

Sent:

10/22/2018 11:00:56 AM

Sent As:

ECOM117@USPTO.GOV

Attachments:

Attachment - 1
Attachment - 2
Attachment - 3
Attachment - 4
Attachment - 5
Attachment - 6
Attachment - 7
Attachment - 8
Attachment - 9
Attachment - 10
Attachment - 11
Attachment - 12
Attachment - 13
Attachment - 14
Attachment - 15
Attachment - 16
Attachment - 17
Attachment - 18
Attachment - 19
Attachment - 20
Attachment - 21
Attachment - 22
Attachment - 23
Attachment - 24
Attachment - 25
Attachment - 26
Attachment - 27
Attachment - 28
Attachment - 29
Attachment - 30
Attachment - 31
Attachment - 32
Attachment - 33
Attachment - 34
Attachment - 35
Attachment - 36
Attachment - 37
Attachment - 38
Attachment - 39
Attachment - 40
Attachment - 41
Attachment - 42
Attachment - 43
Attachment - 44

Attachment - 45
Attachment - 46
Attachment - 47
Attachment - 48
Attachment - 49
Attachment - 50
Attachment - 51
Attachment - 52
Attachment - 53
Attachment - 54
Attachment - 55
Attachment - 56
Attachment - 57
Attachment - 58
Attachment - 59
Attachment - 60
Attachment - 61
Attachment - 62
Attachment - 63
Attachment - 64
Attachment - 65
Attachment - 66
Attachment - 67
Attachment - 68
Attachment - 69
Attachment - 70
Attachment - 71
UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION
U.S. APPLICATION
SERIAL NO. 86307544
MARK: PRIMEMUSIC
CORRESPONDENT
ADDRESS:
AMAZON
TECHNOLOGIES, INC.
ATTN: Trademarks
410 Terry Ave N
Seattle WA 98109
APPLICANT: Amazon
Technologies, Inc.
CORRESPONDENT’S
REFERENCE/DOCKET
NO:
TMKM3574
CORRESPONDENT EMAIL ADDRESS:
docket@amazon.com

*86307544*
CLICK HERE TO RESPOND TO THIS
LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp

VIEW YOUR APPLICATION FILE

OFFICE ACTION
STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO MUST RECEIVE APPLICANT’S
COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS OF THE ISSUE/MAILING DATE BELOW. A RESPONSE
TRANSMITTED THROUGH THE TRADEMARK ELECTRONIC APPLICATION SYSTEM (TEAS) MUST BE RECEIVED BEFORE
MIDNIGHT EASTERN TIME OF THE LAST DAY OF THE RESPONSE PERIOD.

ISSUE/MAILING DATE: 10/22/2018

INTRODUCTION
In a previous Office action dated August 19, 2014, the trademark examining attorney refused registration of the applied-for mark based on the
following: Trademark Act Section 2(d) for a likelihood of confusion with a registered mark. In addition, applicant was required to satisfy the
following requirements: claim ownership of prior registrations, amend the identification of goods and services, and disclaim descriptive wording
in the mark. In addition, the applicant was advised of several prior filed applications that may act as a bar to registration. On February 10, 2015,
the applicant responded, argued against the refusal, amended the identification, provided the disclaimer, and claimed ownership of the prior
registrations. Based on applicant’s response, the trademark examining attorney notes that the following requirements have been satisfied: claim
ownership of prior registrations, amend the identification of goods and services, and disclaim descriptive wording in the mark. See TMEP
§§713.02, 714.04. The Section 2(d) refusal with regard to Reg. No. 4469519 has been obviated based upon applicant’s response.
Action on the application was suspended pending the disposition of the prior filed applications on February 15, 2015. At this time, the pending
applications have either abandoned or registered. Applicant must respond timely and completely to the issue below. 15 U.S.C. §1062(b); 37
C.F.R. §§2.62(a), 2.65(a); TMEP §§711, 718.03.
SUMMARY OF ISSUES:
Trademark Act Section 2(d) Refusal – Likelihood of Confusion

TRADEMARK ACT SECTION 2(d) REFUSAL – LIKELIHOOD OF CONFUSION
THIS REFUSAL IS LIMITED TO CERTAIN GOODS AND SERVICES IN CLASSES 9 AND 35
Registration of the applied-for mark is refused because of a likelihood of confusion with the marks in U.S. Registration Nos. 4780076 and
5498033. Trademark Act Section 2(d), 15 U.S.C. §1052(d); see TMEP §§1207.01 et seq. See the attached registrations.
Trademark Act Section 2(d) bars registration of an applied-for mark that so resembles a registered mark that it is likely a consumer would be
confused, mistaken, or deceived as to the source of the goods and services of the applicant and registrants. See 15 U.S.C. §1052(d). Determining
likelihood of confusion is made on a case-by-case basis by applying the factors set forth in In re E. I. du Pont de Nemours & Co., 476 F.2d 1357,
1361, 177 USPQ 563, 567 (C.C.P.A. 1973). In re i.am.symbolic, llc, 866 F.3d 1315, 1322, 123 USPQ2d 1744, 1747 (Fed. Cir. 2017). However,
“[n]ot all of the [ du Pont] factors are relevant to every case, and only factors of significance to the particular mark need be considered.” Coach
Servs., Inc. v. Triumph Learning LLC, 668 F.3d 1356, 1366, 101 USPQ2d 1713, 1719 (Fed. Cir. 2012) (quoting In re Mighty Leaf Tea, 601. F.3d
1342, 1346, 94 USPQ2d 1257, 1259 (Fed. Cir 2010)). The USPTO may focus its analysis “on dispositive factors, such as similarity of the marks
and relatedness of the goods [and services].” In re i.am.symbolic, llc, 866 F.3d at 1322, 123 USPQ2d at 1747 (quoting Herbko Int’l, Inc. v.
Kappa Books, Inc., 308 F.3d 1156, 1164-65, 64 USPQ2d 1375, 1380 (Fed. Cir. 2002)); see TMEP §1207.01.
The overriding concern is not only to prevent buyer confusion as to the source of the goods and services, but to protect the registrant from
adverse commercial impact due to use of a similar mark by a newcomer. See In re Shell Oil Co., 992 F.2d 1204, 1208, 26 USPQ2d 1687, 1690
(Fed. Cir. 1993). Therefore, any doubt regarding a likelihood of confusion determination is resolved in favor of the registrant. TMEP
§1207.01(d)(i); see Hewlett-Packard Co. v. Packard Press, Inc., 281 F.3d 1261, 1265, 62 USPQ2d 1001, 1003 (Fed. Cir. 2002); In re Hyper
Shoppes (Ohio), Inc., 837 F.2d 463, 464-65, 6 USPQ2d 1025, 1026 (Fed. Cir. 1988).
COMPARISON OF THE MARKS

The applicant’s mark is PRIME MUSIC with a design. The registrants’ marks are PRIME in standard characters (Reg. No. 5498033) and
PRYME in standard characters (Reg. No. 4780076). The registrations are owned by separate registrants.
Marks are compared in their entireties for similarities in appearance, sound, connotation, and commercial impression. Stone Lion Capital
Partners, LP v. Lion Capital LLP, 746 F.3d 1317, 1321, 110 USPQ2d 1157, 1160 (Fed. Cir. 2014) (quoting Palm Bay Imps., Inc. v. Veuve
Clicquot Ponsardin Maison Fondee En 1772, 396 F.3d 1369, 1371, 73 USPQ2d 1689, 1691 (Fed. Cir. 2005)); TMEP §1207.01(b)-(b)(v).
“Similarity in any one of these elements may be sufficient to find the marks confusingly similar.” In re Davia, 110 USPQ2d 1810, 1812 (TTAB
2014) (citing In re 1st USA Realty Prof’ls, Inc. , 84 USPQ2d 1581, 1586 (TTAB 2007)); In re White Swan Ltd., 8 USPQ2d 1534, 1535 (TTAB
1988)); TMEP §1207.01(b).
When comparing marks, “[t]he proper test is not a side-by-side comparison of the marks, but instead ‘whether the marks are sufficiently similar
in terms of their commercial impression’ such that [consumers] who encounter the marks would be likely to assume a connection between the
parties.” In re U.S. Warriors Ice Hockey Program, Inc., 122 USPQ2d 1790, 1795 (TTAB 2017) (citing Coach Servs., Inc. v. Triumph Learning
LLC, 668 F.3d 1356, 1368, 101 USPQ2d 1713, 1721 (Fed. Cir. 2012)); TMEP §1207.01(b). The proper focus is on the recollection of the
average purchaser, who retains a general rather than specific impression of trademarks. In re Bay State Brewing Co., 117 USPQ2d 1958, 1960
(TTAB 2016) (citing Spoons Rests. Inc. v. Morrison Inc., 23 USPQ2d 1735, 1741 (TTAB 1991), aff’d per curiam , 972 F.2d 1353 (Fed. Cir.
1992)); TMEP §1207.01(b).
In this case, applicant’s mark PRIME MUSIC and registrants’ marks PRIME and PRYME are highly similar in sound, appearance and overall
commercial connotation. The marks share either the identical term (PRIME) or the phonetically identical term (PRYME). Marks may be
confusingly similar in appearance where similar terms or phrases or similar parts of terms or phrases appear in the compared marks and create a
similar overall commercial impression. See Crocker Nat’l Bank v. Canadian Imperial Bank of Commerce , 228 USPQ 689, 690-91 (TTAB
1986), aff’d sub nom. Canadian Imperial Bank of Commerce v. Wells Fargo Bank, Nat’l Ass’n , 811 F.2d 1490, 1495, 1 USPQ2d 1813, 1817
(Fed. Cir. 1987) (finding COMMCASH and COMMUNICASH confusingly similar); In re Corning Glass Works, 229 USPQ 65, 66 (TTAB
1985) (finding CONFIRM and CONFIRMCELLS confusingly similar); In re Pellerin Milnor Corp., 221 USPQ 558, 560 (TTAB 1983) (finding
MILTRON and MILLTRONICS confusingly similar); TMEP §1207.01(b)(ii)-(iii).
The additional wording in the applied-for mark, MUSIC, does not obviate the similarity because it is merely descriptive for the goods and
services. Although marks are compared in their entireties, one feature of a mark may be more significant or dominant in creating a commercial
impression. See In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012); In re Nat’l Data Corp., 753 F.2d 1056, 1058,
224 USPQ 749, 751 (Fed. Cir. 1985); TMEP §1207.01(b)(viii), (c)(ii). Disclaimed matter that is descriptive of or generic for a party’s goods
and services is typically less significant or less dominant when comparing marks. See In re Dixie Rests., Inc., 105 F.3d 1405, 1407, 41 USPQ2d
1531, 1533-34 (Fed. Cir. 1997); In re Nat’l Data Corp. , 753 F.2d at 1060, 224 USPQ at 752; TMEP §1207.01(b)(viii), (c)(ii).
The design in the applied-for mark also does not obviate the similarity because consumers are more likely to focus on the wording in the mark.
When evaluating a composite mark containing both words and designs, the word portion is more likely to indicate the origin of the goods and/or
services because it is that portion of the mark that consumers use when referring to or requesting the goods and/or services. Bond v. Taylor, 119
USPQ2d 1049, 1055 (TTAB 2016) (citing In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d 1905, 1908, 1911 (Fed. Cir. 2012)); TMEP
§1207.01(c)(ii). Thus, although marks must be compared in their entireties, the word portion is often considered the dominant feature and is
accorded greater weight in determining whether marks are confusingly similar, even where the word portion has been disclaimed. In re Viterra
Inc., 671 F.3d at 1366-67, 101 USPQ2d at 1911 (citing Giant Food, Inc. v. Nation’s Foodservice, Inc., 710 F.2d 1565, 1570-71, 218 USPQ2d
390, 395 (Fed. Cir. 1983)).
This is especially true here where the identical and phonetically identical wording is the first word in the applied-for mark. Consumers are
generally more inclined to focus on the first word, prefix, or syllable in any trademark or service mark. See Palm Bay Imps., Inc. v. Veuve
Clicquot Ponsardin Maison Fondee En 1772, 396 F.3d 1369, 1372, 73 USPQ2d 1689, 1692 (Fed. Cir. 2005) (“VEUVE . . . remains a
‘prominent feature’ as the first word in the mark and the first word to appear on the label”); In re Integrated Embedded, 120 USPQ2d 1504,
1513 (TTAB 2016) (“[T]he dominance of BARR in [a]pplicant’s mark BARR GROUP is reinforced by its location as the first word in the
mark.”); Presto Prods., Inc. v. Nice-Pak Prods., Inc., 9 USPQ2d 1895, 1897 (TTAB 1988) (“it is often the first part of a mark which is most
likely to be impressed upon the mind of a purchaser and remembered” when making purchasing decisions).
The applied-for mark is merely the registrants’ mark with the addition of the descriptive term MUSIC and a design. Adding a term to a
registered mark generally does not obviate the similarity between the compared marks, as in the present case, nor does it overcome a likelihood
of confusion under Section 2(d). See Coca-Cola Bottling Co. v. Jos. E. Seagram & Sons, Inc., 526 F.2d 556, 557, 188 USPQ 105, 106 (C.C.P.A.
1975) (finding BENGAL and BENGAL LANCER and design confusingly similar); In re Toshiba Med. Sys. Corp., 91 USPQ2d 1266, 1269
(TTAB 2009) (finding TITAN and VANTAGE TITAN confusingly similar); In re El Torito Rests., Inc., 9 USPQ2d 2002, 2004 (TTAB 1988)
(finding MACHO and MACHO COMBOS confusingly similar); TMEP §1207.01(b)(iii). In the present case, the marks are identical in part or
phonetically identical in part. As a result, the marks are confusingly similar.

COMPARISON OF THE GOODS
The applicant’s goods in Class 9 are identified as “Computer software for streaming, broadcasting, transmitting and reproducing music, comedy
and spoken word performances; Downloadable computer software for streaming, broadcasting, transmitting and reproducing music; Computer
software for use in the delivery, distribution and transmission of digital music and entertainment-related audio, video, text and multimedia
content in connection with computers, television set-top boxes, music players, video players, media players and portable and handheld digital
electronic devices; Downloadable computer software for providing music and spoken word performances; Computer software for use in
authoring, downloading, transmitting, receiving, editing, extracting, encoding, decoding, playing, storing and organizing text, data, images, audio
files in connection with computers, music players, video players, media players and portable and handheld digital electronic devices; computer
software for use in organizing, recording, transmitting, manipulating, and reviewing text, data, audio files, and video files in connection with
computers, music players, video players, media players and portable and handheld digital electronic devices; computer software to enable users
to program audio, video, text and other multimedia content, namely, music, concerts, videos, radio, entertainment-related and educational
programs via communications networks; downloadable software in the nature of a mobile application for telecommunications services for
providing transmission of voice, data, video, and media content via the Internet and the worldwide web; Computer application software for use
with mobile computer hardware and mobile devices for use in providing users with access to searchable databases; downloadable computer
software for creating searchable databases of information, data, and digital music; downloadable computer software for wireless content delivery;
downloadable software for computers and mobile devices providing search functionality and featuring an entertainment database; downloadable
computer software for accessing information on the Internet or other computer or communications network; downloadable computer software for
transmitting, receiving, downloading, streaming, and displaying content, text, visual works, audiovisual works, data, files and electronic works
via the Internet or other computer or communications network; downloadable computer software for formatting and converting content, text,
visual works, audiovisual works, data, files and electronic works into a format compatible with portable electronic devices and computers;
downloadable computer software enabling content, text, visual works, audiovisual works, data, files and electronic works to be downloaded to
and accessed on a computer or other portable consumer electronic device; downloadable music files; magnetically encoded gift cards.”
The applicant’s services in Class 35 are identified, in relevant part, as “Providing online retail store services featuring music recordings, comedy
recordings, spoken word recordings, video recordings, and music related products; online retail store services featuring downloadable
prerecorded music and video; online ordering services featuring prerecorded music and video.”

A. Relatedness With Reg. No. 5498033, PRIME

The registrant’s goods are identified as “tablet computers.”
The compared goods need not be identical or even competitive to find a likelihood of confusion. See On-line Careline Inc. v. Am. Online Inc.,
229 F.3d 1080, 1086, 56 USPQ2d 1471, 1475 (Fed. Cir. 2000); Recot, Inc. v. Becton, 214 F.3d 1322, 1329, 54 USPQ2d 1894, 1898 (Fed. Cir.
2000); TMEP §1207.01(a)(i). They need only be “related in some manner and/or if the circumstances surrounding their marketing are such that
they could give rise to the mistaken belief that [the goods] emanate from the same source.” Coach Servs., Inc. v. Triumph Learning LLC, 668
F.3d 1356, 1369, 101 USPQ2d 1713, 1722 (Fed. Cir. 2012) (quoting 7-Eleven Inc. v. Wechsler, 83 USPQ2d 1715, 1724 (TTAB 2007)); TMEP
§1207.01(a)(i).
The attached Internet evidence, consisting of website screenshots from www.microsoft.com (makes tablet computers, software for playing music,
and provides online retail store featuring videos, music), www.apple.com (same), www.amazon.com (same), and www.Samsung.com (same),
establishes that the same entity commonly provides the relevant goods and markets the goods under the same mark, the relevant goods and
services are sold or provided through the same trade channels and used by the same classes of consumers in the same fields of use, and the goods
and services are similar or complementary in terms of purpose or function. Thus, applicant’s and registrant’s goods and services are considered
related for likelihood of confusion purposes. See, e.g., In re Davey Prods. Pty Ltd., 92 USPQ2d 1198, 1202-04 (TTAB 2009); In re Toshiba
Med. Sys. Corp., 91 USPQ2d 1266, 1268-69, 1271-72 (TTAB 2009).

B. Relatedness With Reg. No. 4780076, PRYME

The registrant’s goods are identified as “Computer software for record-keeping, organizing, storage and sharing of data and information for
human resources, payroll, finance and security/surveillance personnel.”
The application uses broad wording to describe its software (“ Computer software for use in authoring, downloading, transmitting, receiving,
editing, extracting, encoding, decoding, playing, storing and organizing text, data, images, audio files in connection with computers, music
players, video players, media players and portable and handheld digital electronic devices; computer software for use in organizing, recording,

transmitting, manipulating, and reviewing text, data, audio files, and video files in connection with computers, music players, video players,
media players and portable and handheld digital electronic devices”) , which presumably encompasses all goods of the type described, including
registrant’s more narrow type of software for storing, sharing and organizing data in the fields of human resources, payroll, finance and
security/surveillance personnel. See, e.g., Sw. Mgmt., Inc. v. Ocinomled, Ltd., 115 USPQ2d 1007, 1025 (TTAB 2015); In re N.A.D., Inc., 57
USPQ2d 1872, 1874 (TTAB 2000).
Determining likelihood of confusion is based on the description of the goods stated in the application and registration at issue, not on evidence of
actual use. See Stone Lion Capital Partners, LP v. Lion Capital LLP, 746 F.3d 1317, 1323, 110 USPQ2d 1157, 1162 (Fed. Cir. 2014) (quoting
Octocom Sys. Inc. v. Hous. Computers Servs. Inc., 918 F.2d 937, 942, 16 USPQ2d 1783, 1787 (Fed. Cir. 1990)). Additionally, the goods of the
parties have no restrictions as to nature, type, channels of trade, or classes of purchasers and are “presumed to travel in the same channels of
trade to the same class of purchasers.” In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012) (quoting HewlettPackard Co. v. Packard Press, Inc., 281 F.3d 1261, 1268, 62 USPQ2d 1001, 1005 (Fed. Cir. 2002)).
In summary, the applicant’s and registrants’ marks create the same commercial impression and the respective goods are highly related.
Therefore, consumers are likely to be confused and mistakenly believe that these goods and services originate from a common source.
Accordingly, registration must be refused under Section 2(d) of the Trademark Act.
Although applicant’s mark has been refused registration, applicant may respond to the refusal by submitting evidence and arguments in support
of registration.
PARTIAL ABANDONMENT ADVISORY
If applicant does not respond to this Office action within the six-month period for response, the following goods and services will be deleted
from the application:
Class 9:

Computer software for streaming, broadcasting, transmitting and reproducing music, comedy and spoken word performances;
Downloadable computer software for streaming, broadcasting, transmitting and reproducing music; Computer software for use in
the delivery, distribution and transmission of digital music and entertainment-related audio, video, text and multimedia content in
connection with computers, television set-top boxes, music players, video players, media players and portable and handheld
digital electronic devices; Downloadable computer software for providing music and spoken word performances;
Computer
software for use in authoring, downloading, transmitting, receiving, editing, extracting, encoding, decoding, playing, storing and
organizing text, data, images, audio files in connection with computers, music players, video players, media players and portable
and handheld digital electronic devices; downloadable software in the nature of a mobile application for telecommunications
services for providing transmission of voice, data, video, and media content via the Internet and the worldwide web;
downloadable music files; computer software for use in organizing, recording, transmitting, manipulating, and reviewing text,
data, audio files, and video files in connection with computers, music players, video players, media players and portable and
handheld digital electronic devices; downloadable computer software for transmitting, receiving, downloading, streaming, and
displaying content, text, visual works, audiovisual works, data, files and electronic works via the Internet or other computer or
communications network;

Class 35:

Providing online retail store services featuring music recordings, comedy recordings, spoken word recordings, video recordings,
and music related products; online retail store services featuring downloadable prerecorded music and video; online ordering
services featuring prerecorded music and video

The application will then proceed with the goods and services only:
Class 9:

computer software to enable users to program audio, video, text and other multimedia content, namely, music, concerts, videos,
radio, entertainment-related and educational programs via communications networks; Computer application software for use with
mobile computer hardware and mobile devices for use in providing users with access to searchable databases; downloadable
computer software for creating searchable databases of information, data, and digital music; downloadable computer software for
wireless content delivery; downloadable software for computers and mobile devices providing search functionality and featuring
an entertainment database; downloadable computer software for accessing information on the Internet or other computer or
communications network; downloadable computer software for formatting and converting content, text, visual works, audiovisual
works, data, files and electronic works into a format compatible with portable electronic devices and computers; downloadable
computer software enabling content, text, visual works, audiovisual works, data, files and electronic works to be downloaded to
and accessed on a computer or other portable consumer electronic device; magnetically encoded gift cards

Class 16:

Paper gift cards, printed gift certificates, non-magnetically encoded prepaid purchase cards for online purchase of entertainment
content via the Internet

Class 35:

Providing advertising space for others on the Internet; Subscription-based services featuring downloadable prerecorded music and
video

See 37 C.F.R. §2.65(a)-(a)(1); TMEP §718.02(a).

RESPONSE OPTIONS FOR PARTIAL REFUSAL
The stated refusal refers to the goods and services as stated above, and does not bar registration for the other goods and services. The applicant
may respond to the stated refusal by submitting evidence and arguments against the refusal. Additionally, the applicant may respond by doing
one of the following:
(1) amending or deleting the goods and/or services to which the refusal pertains;
(2) filing a request to divide out the goods and/or services that have not been refused registration, so that the mark may be published
for opposition for those goods or services to which the refusal does not pertain. See generally TMEP §§1110 et seq. and 1403.03
(regarding the requirements for filing a request to divide); or
(3) amending the basis for the goods and/or services identified in the refusal, if appropriate. (The basis cannot be changed for
applications filed under Trademark Act Section 66(a). TMEP §1904.01(a).)

RESPONSE GUIDELINES
If applicant has questions regarding this Office action, please telephone or e-mail the assigned trademark examining attorney. All relevant e-mail
communications will be placed in the official application record; however, an e-mail communication will not be accepted as a response to this
Office action and will not extend the deadline for filing a proper response. See 37 C.F.R. §§2.62(c), 2.191; TMEP §§304.01-.02, 709.04-.05.
Further, although the trademark examining attorney may provide additional explanation pertaining to the refusal in this Office action, the
trademark examining attorney may not provide legal advice or statements about applicant’s rights. See TMEP §§705.02, 709.06.

/Jillian R. Cantor/
Trademark Examining Attorney
U.S. Patent & Trademark Office
Law Office 117
(571) 272-6564
jillian.cantor@uspto.gov
TO RESPOND TO THIS LETTER: Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp. Please wait 48-72 hours from the
issue/mailing date before using the Trademark Electronic Application System (TEAS), to allow for necessary system updates of the application.
For technical assistance with online forms, e-mail TEAS@uspto.gov. For questions about the Office action itself, please contact the assigned
trademark examining attorney. E-mail communications will not be accepted as responses to Office actions; therefore, do not respond to
this Office action by e-mail.
All informal e-mail communications relevant to this application will be placed in the official application record.
WHO MUST SIGN THE RESPONSE: It must be personally signed by an individual applicant or someone with legal authority to bind an
applicant (i.e., a corporate officer, a general partner, all joint applicants). If an applicant is represented by an attorney, the attorney must sign the
response.
PERIODICALLY CHECK THE STATUS OF THE APPLICATION: To ensure that applicant does not miss crucial deadlines or official
notices, check the status of the application every three to four months using the Trademark Status and Document Retrieval (TSDR) system at
http://tsdr.uspto.gov/. Please keep a copy of the TSDR status screen. If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-9199. For more information on checking
status, see http://www.uspto.gov/trademarks/process/status/.

TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS: Use the TEAS form at http://www.uspto.gov/trademarks/teas/correspondence.jsp.

To:

Amazon Technologies, Inc. (docket@amazon.com)

Subject:

U.S. TRADEMARK APPLICATION NO. 86307544 - PRIMEMUSIC - TMKM3574

Sent:

10/22/2018 11:00:59 AM

Sent As:

ECOM117@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION
USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED
ON 10/22/2018 FOR U.S. APPLICATION SERIAL NO. 86307544
Please follow the instructions below:
(1) TO READ THE LETTER: Click on this link or go to http://tsdr.uspto.gov, enter the U.S. application serial number, and click on
“Documents.”
The Office action may not be immediately viewable, to allow for necessary system updates of the application, but will be available within 24
hours of this e-mail notification.
(2) TIMELY RESPONSE IS REQUIRED: Please carefully review the Office action to determine (1) how to respond, and (2) the applicable
response time period. Your response deadline will be calculated from 10/22/2018 (or sooner if specified in the Office action). A response
transmitted through the Trademark Electronic Application System (TEAS) must be received before midnight Eastern Time of the last day of the
response period. For information regarding response time periods, see http://www.uspto.gov/trademarks/process/status/responsetime.jsp.
Do NOT hit “Reply” to this e-mail notification, or otherwise e-mail your response because the USPTO does NOT accept e-mails as
responses to Office actions. Instead, the USPTO recommends that you respond online using the TEAS response form located at
http://www.uspto.gov/trademarks/teas/response_forms.jsp.
(3) QUESTIONS: For questions about the contents of the Office action itself, please contact the assigned trademark examining attorney. For
technical assistance in accessing or viewing the Office action in the Trademark Status and Document Retrieval (TSDR) system, please e-mail
TSDR@uspto.gov.

WARNING
Failure to file the required response by the applicable response deadline will result in the ABANDONMENT of your application. For
more information regarding abandonment, see http://www.uspto.gov/trademarks/basics/abandon.jsp.
PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION: Private companies not associated with the USPTO are
using information provided in trademark applications to mail or e-mail trademark-related solicitations. These companies often use names that
closely resemble the USPTO and their solicitations may look like an official government document. Many solicitations require that you pay
“fees.”
Please carefully review all correspondence you receive regarding this application to make sure that you are responding to an official document
from the USPTO rather than a private company solicitation. All official USPTO correspondence will be mailed only from the “United States
Patent and Trademark Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.” For more information on how to handle
private company solicitations, see http://www.uspto.gov/trademarks/solicitation_warnings.jsp.

Change Of Owner's Address
The table below presents the data as entered.
Input Field

Entered

SERIAL NUMBER

86307544

LAW OFFICE ASSIGNED

LAW OFFICE 117

MARK SECTION
MARK

PRIMEMUSIC (stylized and/or with design)

OWNER SECTION (current)
NAME

Amazon Technologies, Inc.

STREET

PO Box 8102

CITY

Reno

STATE

Nevada

ZIP/POSTAL CODE

89507

COUNTRY

US

PHONE

206-266-4060

FAX

206-266-7010

EMAIL

docket@amazon.com

NEW OWNER ADDRESS
INTERNAL ADDRESS

Attn: Trademarks

STREET

410 Terry Ave N

CITY

Seattle

STATE

Washington

ZIP/POSTAL CODE

98109

COUNTRY

United States

PHONE

(206) 266-4064

FAX

(206) 266-7010

EMAIL

docket@amazon.com

AUTHORIZED TO COMMUNICATE VIA E-MAIL

Yes

CORRESPONDENCE SECTION (current)

ORIGINAL ADDRESS

DANA NORTHCOTT
410 Terry Ave N
Seattle Washington 98109
US
206-266-4060
206-266-7010
docket@amazon.com;trademarks@amazon.com

CORRESPONDENCE SECTION (NEW CORRESPONDENCE ADDRESS FOR OWNER)
NAME

AMAZON TECHNOLOGIES, INC.

INTERNAL ADDRESS

ATTN: Trademarks

STREET

410 Terry Ave N

CITY

Seattle

STATE

Washington

COUNTRY

United States

POSTAL/ZIP CODE

98109

PHONE

206-266-4064

FAX

206-266-7010

EMAIL

docket@amazon.com

AUTHORIZED TO COMMUNICATE VIA E-MAIL

YES

SIGNATURE SECTION
SIGNATURE

/aimee mahan/

SIGNATORY NAME

Aimee Mahan

SIGNATORY DATE

07/31/2015

SIGNATORY POSITION

Assistant Secretary

FILING INFORMATION SECTION
SUBMIT DATE

Fri Jul 31 15:21:34 EDT 2015

TEAS STAMP

USPTO/COA-XX.XX.XXX.XXX-2
0150731152134483998-77880
183-54050e622b3db355b34ed
46d4406cc959f3c25ca844714
11e3679cda717fc4ccc-N/A-N
/A-20150728152957313329

To:

Amazon Technologies, Inc. (docket@amazon.com)

Subject:

U.S. TRADEMARK APPLICATION NO. 86307544 - PRIMEMUSIC - TMKM3574

Sent:

2/19/2015 12:23:06 PM

Sent As:

ECOM117@USPTO.GOV

Attachments:
UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

U.S. APPLICATION SERIAL NO. 86307544

MARK:

PRIMEMUSIC

CORRESPONDENT ADDRESS:
DANA NORTHCOTT
410 Terry Ave N

*86307544*
GENERAL TRADEMARK INFORMATION:
http://www.uspto.gov/trademarks/index.jsp

Seattle WA 98109
VIEW YOUR APPLICATION FILE

APPLICANT: Amazon Technologies, Inc.

CORRESPONDENT’S REFERENCE/DOCKET NO :
TMKM3574
CORRESPONDENT E-MAIL ADDRESS:
docket@amazon.com

SUSPENSION NOTICE: NO RESPONSE NEEDED

ISSUE/MAILING DATE: 2/19/2015

The trademark examining attorney is suspending action on the application for the reason stated below. See 37 C.F.R. §2.67; TMEP §§716 et
seq.

The effective filing date of the pending applications identified below precedes the filing date of applicant’s application. If the mark in the
referenced applications registers, applicant’s mark may be refused registration under Section 2(d) because of a likelihood of confusion with that
registered mark(s). See 15 U.S.C. §1052(d); 37 C.F.R. §2.83; TMEP §§1208 et seq. Therefore, action on this application is suspended until the
earlier-filed referenced application(s) is either registered or abandoned. 37 C.F.R. §2.83(c). A copy of information relevant to this referenced

applications was sent previously.

- Application Serial Nos. 86258581, 86221230, 86303090, and 85884645

REFUSAL CONTINUED AND MAINTAINED: The following refusal is continued and maintained:

Section 2(d) Refusal

REQUIRMENTS WITHDRAWN: The following requirements are withdrawn:

Claim ownership of prior registrations
Provide a disclaimer
Identification of Goods and Services

The USPTO will periodically conduct a status check of the application to determine whether suspension remains appropriate, and the trademark
examining attorney will issue as needed an inquiry letter to applicant regarding the status of the matter on which suspension is based. TMEP
§§716.04, 716.05. Applicant will be notified when suspension is no longer appropriate. See TMEP §716.04.

No response to this notice is necessary; however, if applicant wants to respond, applicant should use the “Response to Suspension Inquiry or
Letter of Suspension” form online at http://teasroa.uspto.gov/rsi/rsi.

/Jillian R. Cantor/
Examining Attorney
Law Office 117
(571) 272-6564
Jillian.Cantor@uspto.gov

PERIODICALLY CHECK THE STATUS OF THE APPLICATION: To ensure that applicant does not miss crucial deadlines or official
notices, check the status of the application every three to four months using the Trademark Status and Document Retrieval (TSDR) system at
http://tsdr.uspto.gov/. Please keep a copy of the TSDR status screen. If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-9199. For more information on checking
status, see http://www.uspto.gov/trademarks/process/status/.

TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS: Use the Trademark Electronic Application System (TEAS) form at
http://www.uspto.gov/trademarks/teas/correspondence.jsp.

To:

Amazon Technologies, Inc. (docket@amazon.com)

Subject:

U.S. TRADEMARK APPLICATION NO. 86307544 - PRIMEMUSIC - TMKM3574

Sent:

2/19/2015 12:23:07 PM

Sent As:

ECOM117@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION

USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED
ON 2/19/2015 FOR U.S. APPLICATION SERIAL NO.86307544

Please follow the instructions below:

(1) TO READ THE LETTER: Click on this link or go to http://tsdr.uspto.gov/, enter the U.S. application serial number, and click on
“Documents.”

The Office action may not be immediately viewable, to allow for necessary system updates of the application, but will be available within 24
hours of this e-mail notification.

(2) QUESTIONS: For questions about the contents of the Office action itself, please contact the assigned trademark examining attorney. For
technical assistance in accessing or viewing the Office action in the Trademark Status and Document Retrieval (TSDR) system, please e-mail
TSDR@uspto.gov.

WARNING

PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION: Private companies not associated with the USPTO are
using information provided in trademark applications to mail or e-mail trademark-related solicitations. These companies often use names that
closely resemble the USPTO and their solicitations may look like an official government document. Many solicitations require that you pay
“fees.”

Please carefully review all correspondence you receive regarding this application to make sure that you are responding to an official document
from the USPTO rather than a private company solicitation. All official USPTO correspondence will be mailed only from the “United States
Patent and Trademark Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.” For more information on how to handle
private company solicitations, see http://www.uspto.gov/trademarks/solicitation_warnings.jsp.

Trademark Snap Shot Amendment & Mail Processing Stylesheet
(Table presents the data on Amendment & Mail Processing Complete)

OVERVIEW
SERIAL NUMBER

86307544

FILING DATE

REG NUMBER

0000000

REG DATE

06/12/2014
N/A

REGISTER

PRINCIPAL

INTL REG #

N/A

INTL REG DATE

N/A

CANTOR, JILLIAN REDDIN

L.O. ASSIGNED

117

TM ATTORNEY

MARK TYPE

TRADEMARK

PUB INFORMATION
RUN DATE

02/12/2015

PUB DATE

N/A

STATUS

661-RESPONSE AFTER NON-FINAL-ACTION-ENTERED

STATUS DATE

02/11/2015

LITERAL MARK ELEMENT

PRIMEMUSIC

DATE ABANDONED

N/A

DATE CANCELLED

N/A

SECTION 2F

NO

SECTION 2F IN PART

NO

SECTION 8

NO

SECTION 8 IN PART

NO

SECTION 15

NO

REPUB 12C

N/A

RENEWAL FILED

NO

RENEWAL DATE

N/A

DATE AMEND REG

N/A

FILING BASIS
FILED BASIS

CURRENT BASIS

AMENDED BASIS

1 (a)

NO

1 (a)

NO

1 (a)

NO

1 (b)

YES

1 (b)

YES

1 (b)

NO

44D

NO

44D

NO

44D

NO

44E

NO

44E

NO

44E

NO

66A

NO

66A

NO

NO BASIS

NO

NO BASIS

NO

MARK DATA
STANDARD CHARACTER MARK

NO

LITERAL MARK ELEMENT

PRIMEMUSIC

MARK DRAWING CODE

3-AN ILLUSTRATION DRAWING WHICH INCLUDES
WORD(S)/LETTER(S)/NUMBER(S)

COLOR DRAWING FLAG

NO

CURRENT OWNER INFORMATION

PARTY TYPE

10-ORIGINAL APPLICANT

NAME

Amazon Technologies, Inc.

ADDRESS

PO Box 8102
Reno, NV 89507

ENTITY

03-CORPORATION

CITIZENSHIP

Nevada

GOODS AND SERVICES
INTERNATIONAL CLASS

009

DESCRIPTION TEXT

Computer software for streaming, broadcasting, transmitting and reproducing music,
comedy and spoken word performances; Downloadable computer software for
streaming, broadcasting, transmitting and reproducing music; Computer software for
use in the delivery, distribution and transmission of digital music and entertainmentrelated audio, video, text and multimedia content in connection with computers,
television set-top boxes, music players, video players, media players and portable
and handheld digital electronic devices; Downloadable computer software for
providing music and spoken word performances; Computer software for use in
authoring, downloading, transmitting, receiving, editing, extracting, encoding,
decoding, playing, storing and organizing text, data, images, audio files in connection
with computers, music players, video players, media players and portable and
handheld digital electronic devices; computer software for use in organizing,
recording, transmitting, manipulating, and reviewing text, data, audio files, and video
files in connection with computers, music players, video players, media players and
portable and handheld digital electronic devices; computer software to enable users
to program audio, video, text and other multimedia content, namely, music, concerts,
videos, radio, entertainment-related and educational programs via communications
networks; downloadable software in the nature of a mobile application for
telecommunications services for providing transmission of voice, data, video, and
media content via the Internet and the worldwide web; Computer application
software for use with mobile computer hardware and mobile devices for use in
providing users with access to searchable databases; downloadable computer
software for creating searchable databases of information, data, and digital music;
downloadable computer software for wireless content delivery; downloadable
software for computers and mobile devices providing search functionality and
featuring an entertainment database; downloadable computer software for accessing
information on the Internet or other computer or communications network;
downloadable computer software for transmitting, receiving, downloading, streaming,
and displaying content, text, visual works, audiovisual works, data, files and
electronic works via the Internet or other computer or communications network;
downloadable computer software for formatting and converting content, text, visual
works, audiovisual works, data, files and electronic works into a format compatible
with portable electronic devices and computers; downloadable computer software
enabling content, text, visual works, audiovisual works, data, files and electronic
works to be downloaded to and accessed on a computer or other portable consumer
electronic device; downloadable music files; magnetically encoded gift cards

INTERNATIONAL CLASS

016

DESCRIPTION TEXT

Paper gift cards, printed gift certificates, non-magnetically encoded prepaid purchase
cards for online purchase of entertainment content via the Internet

INTERNATIONAL CLASS

035

DESCRIPTION TEXT

Providing online retail store services featuring music recordings, comedy recordings,
spoken word recordings, video recordings, and music related products; Providing
advertising space for others on the Internet; Subscription-based services featuring
downloadable prerecorded music and video; online retail store services featuring
downloadable prerecorded music and video; online ordering services featuring
prerecorded music and video

GOODS AND SERVICES CLASSIFICATION
INTERNATIONAL
CLASS

009

FIRST USE DATE

NONE

FIRST USE IN
COMMERCE
DATE

NONE

CLASS STATUS

6-ACTIVE

INTERNATIONAL
CLASS

016

FIRST USE DATE

NONE

FIRST USE IN
COMMERCE
DATE

NONE

CLASS STATUS

6-ACTIVE

INTERNATIONAL
CLASS

035

FIRST USE DATE

NONE

FIRST USE IN
COMMERCE
DATE

NONE

CLASS STATUS

6-ACTIVE

MISCELLANEOUS INFORMATION/STATEMENTS
CHANGE IN REGISTRATION

NO

COLORS CLAIMED STATEMENT

Color is not claimed as a feature of the mark.

DISCLAIMER W/PREDETER TXT

"MUSIC"

DESCRIPTION OF MARK

The mark consists of the stylized letters for the word "PRIME" along with the stylized
letters for the word "MUSIC" with design element of equalizer bars above the letters
"M", "U" and "S".

PSEUDO MARK

PRIME MUSIC

OWNER OF US REG NOS

3234643

3419886

PROSECUTION HISTORY
DATE

ENT CD

ENT TYPE

DESCRIPTION

ENT NUM

02/11/2015

TEME

I

TEAS/EMAIL CORRESPONDENCE ENTERED

011

02/10/2015

CRFA

I

CORRESPONDENCE RECEIVED IN LAW OFFICE

010

02/10/2015

TROA

I

TEAS RESPONSE TO OFFICE ACTION RECEIVED

009

02/10/2015

TCCA

I

TEAS CHANGE OF CORRESPONDENCE RECEIVED

008

08/19/2014

GNRN

O

NOTIFICATION OF NON-FINAL ACTION E-MAILED

007

08/19/2014

GNRT

F

NON-FINAL ACTION E-MAILED

006

08/19/2014

CNRT

R

NON-FINAL ACTION WRITTEN

005

08/12/2014

DOCK

D

ASSIGNED TO EXAMINER

004

06/24/2014

MDSM

E

NOTICE OF DESIGN SEARCH CODE AND PSEUDO MARK E-MAILED

003

06/23/2014

NWOS

I

NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

002

06/16/2014

NWAP

I

NEW APPLICATION ENTERED IN TRAM

001

CURRENT CORRESPONDENCE INFORMATION
ATTORNEY

Dana Northcott

CORRESPONDENCE ADDRESS

DANA NORTHCOTT
410 Terry Ave N
Seattle WA 98109

DOMESTIC REPRESENTATIVE

NONE

PTO Form 1957 (Rev 9/2005)
OMB No. 0651-0050 (Exp. 07/31/2017)

Response to Office Action
The table below presents the data as entered.
Input Field

Entered

SERIAL NUMBER

86307544

LAW OFFICE ASSIGNED

LAW OFFICE 117

MARK SECTION
MARK FILE NAME

http://tsdr.uspto.gov/img/86307544/large

LITERAL ELEMENT

PRIMEMUSIC

STANDARD CHARACTERS

NO

USPTO-GENERATED IMAGE

NO

COLOR(S) CLAIMED
(If applicable)

Color is not claimed as a feature of the mark.

DESCRIPTION OF THE MARK
(and Color Location, if applicable)

The mark consists of the stylized letters for the word "PRIME" along with the
stylized letters for the word "MUSIC" with design element of equalizer bars above
the letters "M", "U" and "S".

ARGUMENT(S)
Applicant, Amazon Technologies, Inc., respectfully submits this Response to the non-final Office Action that issued on August 19, 2014 with
respect to U.S. Trademark Application Serial No. 86/307,544. The Examining Attorney has initially rejected the present application for
PRIMEMUSIC and Design ("Applicant's Mark") with respect to International Class 9 only as being likely to cause confusion with the mark in
U.S. Registration No. 4,469,519 for PRIME (the "Cited Mark"). Applicant respectfully submits that no likelihood of confusion exists in the
instant case between Applicant's Mark and the Cited Mark. That confusion is unlikely is underscored by the differences in goods provided
under the respective marks; the dissimilarity of Applicant's Mark and the Cited Mark; and the overall commercial impressions created when
the marks are applied to the respective goods. See In re E.I. DuPont de Nemours & Co., 476 F.2d 1357, 177 U.S.P.Q. 563 (C.C.P.A. 1973). A.
The goods provided under the respective marks are different. Applicant respectfully submits that its goods, as limited by the present
amendment, are so different from those covered by the Cited Mark as to preclude any likelihood of confusion between the respective marks.
The goods identified under the Cited Mark are narrowly defined as: "[c]omputer software for monitoring and managing the use of electricity
and monitoring electrical variables, namely, current, volts and kilowatt hours and to allow detection of energy losses across transmission and
distribution networks; Revenue management computer software for business." Applicant's identified goods, in relevant part, are: "[c]omputer
software for use in authoring, downloading, transmitting, receiving, editing, extracting, encoding, decoding, playing, storing and organizing
text, data, images, audio files in connection with computers, music players, video players, media players and portable and handheld digital
electronic devices; computer software for use in organizing, recording, transmitting, manipulating, and reviewing text, data, audio files, and
video files in connection with computers, music players, video players, media players and portable and handheld digital electronic devices." To
be similar, the respective goods need to be related in some manner, or the conditions surrounding their marketing be such that they will be
encountered by the same consumers under circumstances that would lead to the mistaken belief that the goods originate from the same source.
Gen. Mills Inc. v. Fage Dairy Processing Indus., 100 U.S.P.Q.2d 1584, 1597 (TTAB 2012); TMEP § 1207.01(a)(i). In this case, the Examining
Attorney states that the goods are related because Applicant's identification encompasses all types of software that manipulate data in any
manner. Applicant respectfully disagrees. As a threshold matter, Applicant respectfully submits that current examination practice requires
distinctions to be made between different types of goods and services that may fall under the umbrella of computing technology: "Given the
ubiquitous use of computers in all aspects of business in the United States today, this Board and its reviewing Court have rejected the view that
a relationship exists between goods and services simply because each involves the use of computers." See Electronic Data Systems Corp. v.
EDSA Micro Corp., 23 U.S.P.Q.2d 1460, 1463 (TTAB 1992). It is not sufficient to deem any and all goods or services involving computer
programs, software, or applications similar or related simply because they involve computers. See In re Cotter and Co., 179 U.S.P.Q. 828
(TTAB 1973). As both the TTAB and the Federal Circuit have found, where computing technology is concerned, differences in form, purpose,
function and the like can so vastly change the goods as to make them unrelated for purposes of analyzing likelihood of confusion under
Section 2(d) of the Lanham Act. Such is the situation here. Though Applicant's Mark and the Cited Mark each identify "computer software,"
the purposes for each are wholly distinct. The Cited Mark is for software products that are used in connection with "monitoring and managing"
activities. Applicant's mark, on the other hand, is for software that is used in "authoring, downloading, transmitting, receiving, editing,
extracting, encoding, decoding, playing, storing, and organizing" activities. Applicant's goods do not include software for "monitoring" or

"managing" data. Furthermore, as Applicant's amended identification makes clear, its Class 9 goods generally are for use in connection with
processes relating to music and other forms of entertainment matter. The Class 9 goods identified in the Cited Mark, however, relate to
electrical variables related to detection of energy losses. The software goods identified under the respective marks, as well as the purposes for
which they are intended, are so different as to preclude a likelihood of confusion between the marks. B. Applicant's Mark and the Cited Marks
are dissimilar. Applicant respectfully submits that its mark is dissimilar from the Cited Mark in terms of sight, sound, meaning and commercial
impression. That marks share terms does not, in and of itself, make confusion likely where the marks as a whole are dissimilar. Marks are to be
considered in their entireties when determining whether a likelihood of confusion exists. TMEP § 1207.01(c)(ii); Franklin Mint Corp. v.
Master Mfg. Co., 667 F.2d 1005, 212 U.S.P.Q. 233 (C.C.P.A. 1981) (a mark "must be considered as a whole" in determining likelihood of
confusion); Sun-Fun Prods. Inc. v. Suntan Research & Dev., Inc., 656 F.2d 186, 213 U.S.P.Q. 91 (5th Cir. 1981) (the test is "overall
impression," not a "dissection of individual features"). Accordingly, the mere fact that marks share a common term is a wholly insufficient
basis for determining that the marks in their entireties are confusingly similar. See, e.g., Omaha Nat'l Bank v. Citibank, 633 F. Supp. 231, 236,
229 U.S.P.Q. 51 (D. Neb. 1986) (BANK-IN-A-BILLFOLD not confusingly similar with BANK IN A WALLET, though both were used in
connection with credit card services). Thus, the scope of inquiry must move beyond the fact that each mark contains the term "PRIME" to
encompass all aspects of the marks' presentation, sound, and connotation, including the design elements of Applicant's Mark, which result in
significantly different overall commercial impressions. In this case, Applicant's Mark and the Cited Mark are highly dissimilar in terms of
sight, sound, and commercial impression. Applicant's three syllable mark contains stylized letters for the word "PRIME" and stylized letters
for the word "MUSIC," with equalizer bars above the letters "M," "U," and "S." This mark is entirely distinct in sight and sound from the
single-syllable PRIME, which is displayed in standard characters. Furthermore, the overall commercial impression of Applicant's Mark and the
Cited Mark are easily distinguishable. First, Applicant respectfully submits that, even assuming the term "MUSIC" is descriptive of
Applicant's goods, the term takes on greater significance as used in Applicant's Mark for purposes of analyzing likelihood of confusion with
the Cited Mark. That is because the Cited Mark covers software specifically for use in the electricity and energy industries. A consumer
encountering Applicant's PRIME MUSIC mark would not associate the mark with the Cited Mark or believe that the owner of the Cited Mark
is the source of Applicant's PRIME MUSIC-branded services. Second, Applicant's Mark, with its multiple font styles and equalizer bar
imagery, is playful and lighthearted, and reinforces the music-related commercial impression created by the mark. As such, consumers are not
likely to be confused by two marks with such vastly different appearances, sounds, and commercial impressions. C. Conclusion In sum, in
light of the different goods and dissimilarities between the marks in terms of sight, sound, and commercial impression, no confusion is likely
in the case at hand. Accordingly, Applicant respectfully requests that the present Application for the mark PRIMEMUSIC and Design be
passed to publication.
GOODS AND/OR SERVICES SECTION (009)(current)
INTERNATIONAL CLASS

009

DESCRIPTION

Computer software for streaming, broadcasting, transmitting and reproducing music, comedy and spoken word performances; Downloadable
computer software for streaming, broadcasting, transmitting and reproducing music; Computer software for use in the delivery, distribution
and transmission of digital music and entertainment-related audio, video, text and multimedia content in connection with computers, television
set-top boxes, music players, video players, media players and portable and handheld digital electronic devices; Downloadable computer
software for providing music and spoken word performances; Computer software for use in authoring, downloading, transmitting, receiving,
editing, extracting, encoding, decoding, playing, storing and organizing text, data, images, audio files in connection with computers, music
players, video players, media players and portable and handheld digital electronic devices; computer software for use in organizing, recording,
transmitting, manipulating, and reviewing text, data, audio files, and video files in connection with computers, music players, video players,
media players and portable and handheld digital electronic devices; computer software to enable users to program audio, video, text and other
multimedia content, namely, music, concerts, videos, radio, entertainment-related and educational programs via communications networks;
downloadable software in the nature of a mobile application for telecommunications services for providing transmission of voice, data, video,
and media content via the Internet and the worldwide web; Computer application software for use with mobile computer hardware and mobile
devices for use in providing users with access to searchable databases; software for creating searchable databases; software for wireless content
delivery; downloadable software featuring an entertainment database for use on computers and mobile devices; software for accessing
information on the Internet or other computer or communications network; software for transmitting, receiving, downloading, streaming, and
displaying content, text, visual works, audiovisual works, data, files and electronic works via the Internet or other computer or communications
network; software for formatting and converting content, text, visual works, audiovisual works, data, files and electronic works into a format
compatible with portable electronic devices and computers; software enabling content, text, visual works, audiovisual works, data, files and
electronic works to be downloaded to and accessed on a computer or other portable consumer electronic device; downloadable music files
FILING BASIS

Section 1(b)

GOODS AND/OR SERVICES SECTION (009)(proposed)
INTERNATIONAL CLASS

009

TRACKED TEXT DESCRIPTION

Computer software for streaming, broadcasting, transmitting and reproducing music, comedy and spoken word performances; Downloadable
computer software for streaming, broadcasting, transmitting and reproducing music; Computer software for use in the delivery, distribution

and transmission of digital music and entertainment-related audio, video, text and multimedia content in connection with computers, television
set-top boxes, music players, video players, media players and portable and handheld digital electronic devices; Downloadable computer
software for providing music and spoken word performances; Computer software for use in authoring, downloading, transmitting, receiving,
editing, extracting, encoding, decoding, playing, storing and organizing text, data, images, audio files in connection with computers, music
players, video players, media players and portable and handheld digital electronic devices; computer software for use in organizing, recording,
transmitting, manipulating, and reviewing text, data, audio files, and video files in connection with computers, music players, video players,
media players and portable and handheld digital electronic devices; computer software to enable users to program audio, video, text and other
multimedia content, namely, music, concerts, videos, radio, entertainment-related and educational programs via communications networks;
downloadable software in the nature of a mobile application for telecommunications services for providing transmission of voice, data, video,
and media content via the Internet and the worldwide web; Computer application software for use with mobile computer hardware and mobile
devices for use in providing users with access to searchable databases; software for creating searchable databases; downloadable computer
software for creating searchable databases of information, data, and digital music; software for wireless content delivery; downloadable
computer software for wireless content delivery; downloadable software featuring an entertainment database for use on computers and mobile
devices; downloadable software for computers and mobile devices providing search functionality and featuring an entertainment database;
software for accessing information on the Internet or other computer or communications network; downloadable computer software for
accessing information on the Internet or other computer or communications network; software for transmitting, receiving, downloading,
streaming, and displaying content, text, visual works, audiovisual works, data, files and electronic works via the Internet or other computer or
communications network; downloadable computer software for transmitting, receiving, downloading, streaming, and displaying content, text,
visual works, audiovisual works, data, files and electronic works via the Internet or other computer or communications network; software for
formatting and converting content, text, visual works, audiovisual works, data, files and electronic works into a format compatible with
portable electronic devices and computers; downloadable computer software for formatting and converting content, text, visual works,
audiovisual works, data, files and electronic works into a format compatible with portable electronic devices and computers; software enabling
content, text, visual works, audiovisual works, data, files and electronic works to be downloaded to and accessed on a computer or other
portable consumer electronic device; downloadable computer software enabling content, text, visual works, audiovisual works, data, files and
electronic works to be downloaded to and accessed on a computer or other portable consumer electronic device; downloadable music files;
magnetically encoded gift cards
FINAL DESCRIPTION

Computer software for streaming, broadcasting, transmitting and reproducing music, comedy and spoken word performances; Downloadable
computer software for streaming, broadcasting, transmitting and reproducing music; Computer software for use in the delivery, distribution
and transmission of digital music and entertainment-related audio, video, text and multimedia content in connection with computers, television
set-top boxes, music players, video players, media players and portable and handheld digital electronic devices; Downloadable computer
software for providing music and spoken word performances; Computer software for use in authoring, downloading, transmitting, receiving,
editing, extracting, encoding, decoding, playing, storing and organizing text, data, images, audio files in connection with computers, music
players, video players, media players and portable and handheld digital electronic devices; computer software for use in organizing, recording,
transmitting, manipulating, and reviewing text, data, audio files, and video files in connection with computers, music players, video players,
media players and portable and handheld digital electronic devices; computer software to enable users to program audio, video, text and other
multimedia content, namely, music, concerts, videos, radio, entertainment-related and educational programs via communications networks;
downloadable software in the nature of a mobile application for telecommunications services for providing transmission of voice, data, video,
and media content via the Internet and the worldwide web; Computer application software for use with mobile computer hardware and mobile
devices for use in providing users with access to searchable databases; downloadable computer software for creating searchable databases of
information, data, and digital music; downloadable computer software for wireless content delivery; downloadable software for computers and
mobile devices providing search functionality and featuring an entertainment database; downloadable computer software for accessing
information on the Internet or other computer or communications network; downloadable computer software for transmitting, receiving,
downloading, streaming, and displaying content, text, visual works, audiovisual works, data, files and electronic works via the Internet or other
computer or communications network; downloadable computer software for formatting and converting content, text, visual works, audiovisual
works, data, files and electronic works into a format compatible with portable electronic devices and computers; downloadable computer
software enabling content, text, visual works, audiovisual works, data, files and electronic works to be downloaded to and accessed on a
computer or other portable consumer electronic device; downloadable music files; magnetically encoded gift cards
FILING BASIS

Section 1(b)

GOODS AND/OR SERVICES SECTION (016)(current)
INTERNATIONAL CLASS

016

DESCRIPTION

Gift cards, printed gift certificates, non-magnetically encoded prepaid purchase cards for online purchase of entertainment content via the
Internet
FILING BASIS

Section 1(b)

GOODS AND/OR SERVICES SECTION (016)(proposed)
INTERNATIONAL CLASS

016

TRACKED TEXT DESCRIPTION

Gift cards, printed gift certificates, non-magnetically encoded prepaid purchase cards for online purchase of entertainment content via the
Internet; Paper gift cards, printed gift certificates, non-magnetically encoded prepaid purchase cards for online purchase of entertainment
content via the Internet
FINAL DESCRIPTION

Paper gift cards, printed gift certificates, non-magnetically encoded prepaid purchase cards for online purchase of entertainment content via the
Internet
FILING BASIS

Section 1(b)

GOODS AND/OR SERVICES SECTION (035)(current)
INTERNATIONAL CLASS

035

DESCRIPTION

Providing online retail store services featuring music recordings, comedy recordings, spoken word recordings, video recordings, and music
related products; Providing advertising space for others on the Internet; Subscription-based and online retail store services featuring
downloadable prerecorded music and video; online ordering services featuring prerecorded music and video
FILING BASIS

Section 1(b)

GOODS AND/OR SERVICES SECTION (035)(proposed)
INTERNATIONAL CLASS

035

TRACKED TEXT DESCRIPTION

Providing online retail store services featuring music recordings, comedy recordings, spoken word recordings, video recordings, and music
related products; Providing advertising space for others on the Internet; Subscription-based and online retail store services featuring
downloadable prerecorded music and video; Subscription-based services featuring downloadable prerecorded music and video; online retail
store services featuring downloadable prerecorded music and video; online ordering services featuring prerecorded music and video
FINAL DESCRIPTION

Providing online retail store services featuring music recordings, comedy recordings, spoken word recordings, video recordings, and music
related products; Providing advertising space for others on the Internet; Subscription-based services featuring downloadable prerecorded music
and video; online retail store services featuring downloadable prerecorded music and video; online ordering services featuring prerecorded
music and video
FILING BASIS

Section 1(b)

ADDITIONAL STATEMENTS SECTION
DISCLAIMER

No claim is made to the exclusive right to use MUSIC apart from the mark as shown.
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Response to Office Action
To the Commissioner for Trademarks:
Application serial no. 86307544 PRIMEMUSIC (Stylized and/or with Design, see http://tsdr.uspto.gov/img/86307544/large) has been amended
as follows:
ARGUMENT(S)
In response to the substantive refusal(s), please note the following:
Applicant, Amazon Technologies, Inc., respectfully submits this Response to the non-final Office Action that issued on August 19, 2014 with
respect to U.S. Trademark Application Serial No. 86/307,544. The Examining Attorney has initially rejected the present application for
PRIMEMUSIC and Design ("Applicant's Mark") with respect to International Class 9 only as being likely to cause confusion with the mark in
U.S. Registration No. 4,469,519 for PRIME (the "Cited Mark"). Applicant respectfully submits that no likelihood of confusion exists in the
instant case between Applicant's Mark and the Cited Mark. That confusion is unlikely is underscored by the differences in goods provided under
the respective marks; the dissimilarity of Applicant's Mark and the Cited Mark; and the overall commercial impressions created when the marks
are applied to the respective goods. See In re E.I. DuPont de Nemours & Co., 476 F.2d 1357, 177 U.S.P.Q. 563 (C.C.P.A. 1973). A. The goods
provided under the respective marks are different. Applicant respectfully submits that its goods, as limited by the present amendment, are so
different from those covered by the Cited Mark as to preclude any likelihood of confusion between the respective marks. The goods identified
under the Cited Mark are narrowly defined as: "[c]omputer software for monitoring and managing the use of electricity and monitoring electrical

variables, namely, current, volts and kilowatt hours and to allow detection of energy losses across transmission and distribution networks;
Revenue management computer software for business." Applicant's identified goods, in relevant part, are: "[c]omputer software for use in
authoring, downloading, transmitting, receiving, editing, extracting, encoding, decoding, playing, storing and organizing text, data, images, audio
files in connection with computers, music players, video players, media players and portable and handheld digital electronic devices; computer
software for use in organizing, recording, transmitting, manipulating, and reviewing text, data, audio files, and video files in connection with
computers, music players, video players, media players and portable and handheld digital electronic devices." To be similar, the respective goods
need to be related in some manner, or the conditions surrounding their marketing be such that they will be encountered by the same consumers
under circumstances that would lead to the mistaken belief that the goods originate from the same source. Gen. Mills Inc. v. Fage Dairy
Processing Indus., 100 U.S.P.Q.2d 1584, 1597 (TTAB 2012); TMEP § 1207.01(a)(i). In this case, the Examining Attorney states that the goods
are related because Applicant's identification encompasses all types of software that manipulate data in any manner. Applicant respectfully
disagrees. As a threshold matter, Applicant respectfully submits that current examination practice requires distinctions to be made between
different types of goods and services that may fall under the umbrella of computing technology: "Given the ubiquitous use of computers in all
aspects of business in the United States today, this Board and its reviewing Court have rejected the view that a relationship exists between goods
and services simply because each involves the use of computers." See Electronic Data Systems Corp. v. EDSA Micro Corp., 23 U.S.P.Q.2d 1460,
1463 (TTAB 1992). It is not sufficient to deem any and all goods or services involving computer programs, software, or applications similar or
related simply because they involve computers. See In re Cotter and Co., 179 U.S.P.Q. 828 (TTAB 1973). As both the TTAB and the Federal
Circuit have found, where computing technology is concerned, differences in form, purpose, function and the like can so vastly change the goods
as to make them unrelated for purposes of analyzing likelihood of confusion under Section 2(d) of the Lanham Act. Such is the situation here.
Though Applicant's Mark and the Cited Mark each identify "computer software," the purposes for each are wholly distinct. The Cited Mark is for
software products that are used in connection with "monitoring and managing" activities. Applicant's mark, on the other hand, is for software that
is used in "authoring, downloading, transmitting, receiving, editing, extracting, encoding, decoding, playing, storing, and organizing" activities.
Applicant's goods do not include software for "monitoring" or "managing" data. Furthermore, as Applicant's amended identification makes clear,
its Class 9 goods generally are for use in connection with processes relating to music and other forms of entertainment matter. The Class 9 goods
identified in the Cited Mark, however, relate to electrical variables related to detection of energy losses. The software goods identified under the
respective marks, as well as the purposes for which they are intended, are so different as to preclude a likelihood of confusion between the marks.
B. Applicant's Mark and the Cited Marks are dissimilar. Applicant respectfully submits that its mark is dissimilar from the Cited Mark in terms of
sight, sound, meaning and commercial impression. That marks share terms does not, in and of itself, make confusion likely where the marks as a
whole are dissimilar. Marks are to be considered in their entireties when determining whether a likelihood of confusion exists. TMEP §
1207.01(c)(ii); Franklin Mint Corp. v. Master Mfg. Co., 667 F.2d 1005, 212 U.S.P.Q. 233 (C.C.P.A. 1981) (a mark "must be considered as a
whole" in determining likelihood of confusion); Sun-Fun Prods. Inc. v. Suntan Research & Dev., Inc., 656 F.2d 186, 213 U.S.P.Q. 91 (5th Cir.
1981) (the test is "overall impression," not a "dissection of individual features"). Accordingly, the mere fact that marks share a common term is a
wholly insufficient basis for determining that the marks in their entireties are confusingly similar. See, e.g., Omaha Nat'l Bank v. Citibank, 633 F.
Supp. 231, 236, 229 U.S.P.Q. 51 (D. Neb. 1986) (BANK-IN-A-BILLFOLD not confusingly similar with BANK IN A WALLET, though both
were used in connection with credit card services). Thus, the scope of inquiry must move beyond the fact that each mark contains the term
"PRIME" to encompass all aspects of the marks' presentation, sound, and connotation, including the design elements of Applicant's Mark, which
result in significantly different overall commercial impressions. In this case, Applicant's Mark and the Cited Mark are highly dissimilar in terms
of sight, sound, and commercial impression. Applicant's three syllable mark contains stylized letters for the word "PRIME" and stylized letters
for the word "MUSIC," with equalizer bars above the letters "M," "U," and "S." This mark is entirely distinct in sight and sound from the singlesyllable PRIME, which is displayed in standard characters. Furthermore, the overall commercial impression of Applicant's Mark and the Cited
Mark are easily distinguishable. First, Applicant respectfully submits that, even assuming the term "MUSIC" is descriptive of Applicant's goods,
the term takes on greater significance as used in Applicant's Mark for purposes of analyzing likelihood of confusion with the Cited Mark. That is
because the Cited Mark covers software specifically for use in the electricity and energy industries. A consumer encountering Applicant's PRIME
MUSIC mark would not associate the mark with the Cited Mark or believe that the owner of the Cited Mark is the source of Applicant's PRIME
MUSIC-branded services. Second, Applicant's Mark, with its multiple font styles and equalizer bar imagery, is playful and lighthearted, and
reinforces the music-related commercial impression created by the mark. As such, consumers are not likely to be confused by two marks with
such vastly different appearances, sounds, and commercial impressions. C. Conclusion In sum, in light of the different goods and dissimilarities
between the marks in terms of sight, sound, and commercial impression, no confusion is likely in the case at hand. Accordingly, Applicant
respectfully requests that the present Application for the mark PRIMEMUSIC and Design be passed to publication.
CLASSIFICATION AND LISTING OF GOODS/SERVICES
Applicant proposes to amend the following class of goods/services in the application:
Current: Class 009 for Computer software for streaming, broadcasting, transmitting and reproducing music, comedy and spoken word
performances; Downloadable computer software for streaming, broadcasting, transmitting and reproducing music; Computer software for use in
the delivery, distribution and transmission of digital music and entertainment-related audio, video, text and multimedia content in connection
with computers, television set-top boxes, music players, video players, media players and portable and handheld digital electronic devices;
Downloadable computer software for providing music and spoken word performances; Computer software for use in authoring, downloading,
transmitting, receiving, editing, extracting, encoding, decoding, playing, storing and organizing text, data, images, audio files in connection with
computers, music players, video players, media players and portable and handheld digital electronic devices; computer software for use in
organizing, recording, transmitting, manipulating, and reviewing text, data, audio files, and video files in connection with computers, music
players, video players, media players and portable and handheld digital electronic devices; computer software to enable users to program audio,
video, text and other multimedia content, namely, music, concerts, videos, radio, entertainment-related and educational programs via

communications networks; downloadable software in the nature of a mobile application for telecommunications services for providing
transmission of voice, data, video, and media content via the Internet and the worldwide web; Computer application software for use with mobile
computer hardware and mobile devices for use in providing users with access to searchable databases; software for creating searchable databases;
software for wireless content delivery; downloadable software featuring an entertainment database for use on computers and mobile devices;
software for accessing information on the Internet or other computer or communications network; software for transmitting, receiving,
downloading, streaming, and displaying content, text, visual works, audiovisual works, data, files and electronic works via the Internet or other
computer or communications network; software for formatting and converting content, text, visual works, audiovisual works, data, files and
electronic works into a format compatible with portable electronic devices and computers; software enabling content, text, visual works,
audiovisual works, data, files and electronic works to be downloaded to and accessed on a computer or other portable consumer electronic
device; downloadable music files
Original Filing Basis:
Filing Basis: Section 1(b), Intent to Use: For a trademark or service mark application: As of the application filing date, the applicant had a
bona fide intention, and was entitled, to use the mark in commerce on or in connection with the identified goods/services in the application. For a
collective trademark, collective service mark, or collective membership mark application: As of the application filing date, the applicant had a
bona fide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce by members on or in connection with
the identified goods/services/collective membership organization. For a certification mark application: As of the application filing date, the
applicant had a bona fide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce by authorized users in
connection with the identified goods/services, and the applicant will not engage in the production or marketing of the goods/services to which the
mark is applied, except to advertise or promote recognition of the certification program or of the goods/services that meet the certification
standards of the applicant.
Proposed:
Tracked Text Description: Computer software for streaming, broadcasting, transmitting and reproducing music, comedy and spoken word
performances; Downloadable computer software for streaming, broadcasting, transmitting and reproducing music; Computer software for use in
the delivery, distribution and transmission of digital music and entertainment-related audio, video, text and multimedia content in connection
with computers, television set-top boxes, music players, video players, media players and portable and handheld digital electronic devices;
Downloadable computer software for providing music and spoken word performances; Computer software for use in authoring, downloading,
transmitting, receiving, editing, extracting, encoding, decoding, playing, storing and organizing text, data, images, audio files in connection with
computers, music players, video players, media players and portable and handheld digital electronic devices; computer software for use in
organizing, recording, transmitting, manipulating, and reviewing text, data, audio files, and video files in connection with computers, music
players, video players, media players and portable and handheld digital electronic devices; computer software to enable users to program audio,
video, text and other multimedia content, namely, music, concerts, videos, radio, entertainment-related and educational programs via
communications networks; downloadable software in the nature of a mobile application for telecommunications services for providing
transmission of voice, data, video, and media content via the Internet and the worldwide web; Computer application software for use with mobile
computer hardware and mobile devices for use in providing users with access to searchable databases; software for creating searchable databases;
downloadable computer software for creating searchable databases of information, data, and digital music; software for wireless content delivery;
downloadable computer software for wireless content delivery; downloadable software featuring an entertainment database for use on computers
and mobile devices; downloadable software for computers and mobile devices providing search functionality and featuring an entertainment
database; software for accessing information on the Internet or other computer or communications network; downloadable computer software for
accessing information on the Internet or other computer or communications network; software for transmitting, receiving, downloading,
streaming, and displaying content, text, visual works, audiovisual works, data, files and electronic works via the Internet or other computer or
communications network; downloadable computer software for transmitting, receiving, downloading, streaming, and displaying content, text,
visual works, audiovisual works, data, files and electronic works via the Internet or other computer or communications network; software for
formatting and converting content, text, visual works, audiovisual works, data, files and electronic works into a format compatible with portable
electronic devices and computers; downloadable computer software for formatting and converting content, text, visual works, audiovisual works,
data, files and electronic works into a format compatible with portable electronic devices and computers; software enabling content, text, visual
works, audiovisual works, data, files and electronic works to be downloaded to and accessed on a computer or other portable consumer electronic
device; downloadable computer software enabling content, text, visual works, audiovisual works, data, files and electronic works to be
downloaded to and accessed on a computer or other portable consumer electronic device; downloadable music files; magnetically encoded gift
cards
Class 009 for Computer software for streaming, broadcasting, transmitting and reproducing music, comedy and spoken word performances;
Downloadable computer software for streaming, broadcasting, transmitting and reproducing music; Computer software for use in the delivery,
distribution and transmission of digital music and entertainment-related audio, video, text and multimedia content in connection with computers,
television set-top boxes, music players, video players, media players and portable and handheld digital electronic devices; Downloadable
computer software for providing music and spoken word performances; Computer software for use in authoring, downloading, transmitting,
receiving, editing, extracting, encoding, decoding, playing, storing and organizing text, data, images, audio files in connection with computers,
music players, video players, media players and portable and handheld digital electronic devices; computer software for use in organizing,
recording, transmitting, manipulating, and reviewing text, data, audio files, and video files in connection with computers, music players, video
players, media players and portable and handheld digital electronic devices; computer software to enable users to program audio, video, text and
other multimedia content, namely, music, concerts, videos, radio, entertainment-related and educational programs via communications networks;

downloadable software in the nature of a mobile application for telecommunications services for providing transmission of voice, data, video,
and media content via the Internet and the worldwide web; Computer application software for use with mobile computer hardware and mobile
devices for use in providing users with access to searchable databases; downloadable computer software for creating searchable databases of
information, data, and digital music; downloadable computer software for wireless content delivery; downloadable software for computers and
mobile devices providing search functionality and featuring an entertainment database; downloadable computer software for accessing
information on the Internet or other computer or communications network; downloadable computer software for transmitting, receiving,
downloading, streaming, and displaying content, text, visual works, audiovisual works, data, files and electronic works via the Internet or other
computer or communications network; downloadable computer software for formatting and converting content, text, visual works, audiovisual
works, data, files and electronic works into a format compatible with portable electronic devices and computers; downloadable computer
software enabling content, text, visual works, audiovisual works, data, files and electronic works to be downloaded to and accessed on a
computer or other portable consumer electronic device; downloadable music files; magnetically encoded gift cards
Filing Basis: Section 1(b), Intent to Use: For a trademark or service mark application: As of the application filing date, the applicant had a
bona fide intention, and was entitled, to use the mark in commerce on or in connection with the identified goods/services in the application. For a
collective trademark, collective service mark, or collective membership mark application: As of the application filing date, the applicant had a
bona fide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce by members on or in connection with
the identified goods/services/collective membership organization. For a certification mark application: As of the application filing date, the
applicant had a bona fide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce by authorized users in
connection with the identified goods/services, and the applicant will not engage in the production or marketing of the goods/services to which the
mark is applied, except to advertise or promote recognition of the certification program or of the goods/services that meet the certification
standards of the applicant.
Applicant proposes to amend the following class of goods/services in the application:
Current: Class 016 for Gift cards, printed gift certificates, non-magnetically encoded prepaid purchase cards for online purchase of
entertainment content via the Internet
Original Filing Basis:
Filing Basis: Section 1(b), Intent to Use: For a trademark or service mark application: As of the application filing date, the applicant had a
bona fide intention, and was entitled, to use the mark in commerce on or in connection with the identified goods/services in the application. For a
collective trademark, collective service mark, or collective membership mark application: As of the application filing date, the applicant had a
bona fide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce by members on or in connection with
the identified goods/services/collective membership organization. For a certification mark application: As of the application filing date, the
applicant had a bona fide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce by authorized users in
connection with the identified goods/services, and the applicant will not engage in the production or marketing of the goods/services to which the
mark is applied, except to advertise or promote recognition of the certification program or of the goods/services that meet the certification
standards of the applicant.
Proposed:
Tracked Text Description: Gift cards, printed gift certificates, non-magnetically encoded prepaid purchase cards for online purchase of
entertainment content via the Internet; Paper gift cards, printed gift certificates, non-magnetically encoded prepaid purchase cards for online
purchase of entertainment content via the Internet
Class 016 for Paper gift cards, printed gift certificates, non-magnetically encoded prepaid purchase cards for online purchase of entertainment
content via the Internet
Filing Basis: Section 1(b), Intent to Use: For a trademark or service mark application: As of the application filing date, the applicant had a
bona fide intention, and was entitled, to use the mark in commerce on or in connection with the identified goods/services in the application. For a
collective trademark, collective service mark, or collective membership mark application: As of the application filing date, the applicant had a
bona fide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce by members on or in connection with
the identified goods/services/collective membership organization. For a certification mark application: As of the application filing date, the
applicant had a bona fide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce by authorized users in
connection with the identified goods/services, and the applicant will not engage in the production or marketing of the goods/services to which the
mark is applied, except to advertise or promote recognition of the certification program or of the goods/services that meet the certification
standards of the applicant.
Applicant proposes to amend the following class of goods/services in the application:
Current: Class 035 for Providing online retail store services featuring music recordings, comedy recordings, spoken word recordings, video
recordings, and music related products; Providing advertising space for others on the Internet; Subscription-based and online retail store services
featuring downloadable prerecorded music and video; online ordering services featuring prerecorded music and video
Original Filing Basis:
Filing Basis: Section 1(b), Intent to Use: For a trademark or service mark application: As of the application filing date, the applicant had a
bona fide intention, and was entitled, to use the mark in commerce on or in connection with the identified goods/services in the application. For a
collective trademark, collective service mark, or collective membership mark application: As of the application filing date, the applicant had a
bona fide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce by members on or in connection with

the identified goods/services/collective membership organization. For a certification mark application: As of the application filing date, the
applicant had a bona fide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce by authorized users in
connection with the identified goods/services, and the applicant will not engage in the production or marketing of the goods/services to which the
mark is applied, except to advertise or promote recognition of the certification program or of the goods/services that meet the certification
standards of the applicant.
Proposed:
Tracked Text Description: Providing online retail store services featuring music recordings, comedy recordings, spoken word recordings, video
recordings, and music related products; Providing advertising space for others on the Internet; Subscription-based and online retail store services
featuring downloadable prerecorded music and video; Subscription-based services featuring downloadable prerecorded music and video; online
retail store services featuring downloadable prerecorded music and video; online ordering services featuring prerecorded music and video
Class 035 for Providing online retail store services featuring music recordings, comedy recordings, spoken word recordings, video recordings,
and music related products; Providing advertising space for others on the Internet; Subscription-based services featuring downloadable
prerecorded music and video; online retail store services featuring downloadable prerecorded music and video; online ordering services featuring
prerecorded music and video
Filing Basis: Section 1(b), Intent to Use: For a trademark or service mark application: As of the application filing date, the applicant had a
bona fide intention, and was entitled, to use the mark in commerce on or in connection with the identified goods/services in the application. For a
collective trademark, collective service mark, or collective membership mark application: As of the application filing date, the applicant had a
bona fide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce by members on or in connection with
the identified goods/services/collective membership organization. For a certification mark application: As of the application filing date, the
applicant had a bona fide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce by authorized users in
connection with the identified goods/services, and the applicant will not engage in the production or marketing of the goods/services to which the
mark is applied, except to advertise or promote recognition of the certification program or of the goods/services that meet the certification
standards of the applicant.
CORRESPONDENCE ADDRESS CHANGE
Applicant proposes to amend the following:
Current:
DANA NORTHCOTT
PO BOX 8102
RENO
Nevada (NV)
US
89507-8102
Proposed:
DANA NORTHCOTT, having an address of
410 Terry Ave N Seattle, Washington 98109
United States
docket@amazon.com;trademarks@amazon.com
206-266-4060
206-266-7010
The docket/reference number is TMKM3574 .

ADDITIONAL STATEMENTS
Disclaimer
No claim is made to the exclusive right to use MUSIC apart from the mark as shown.

Claim of Active Prior Registration(s)
The applicant claims ownership of U.S. Registration Number(s) 3234643 and 3419886.

SIGNATURE(S)
Response Signature
Signature: /aimee mahan/ Date: 02/10/2015
Signatory's Name: Aimee Mahan
Signatory's Position: Assistant Secretary

Signatory's Phone Number: 206-266-4064
The signatory has confirmed that he/she is not represented by either an authorized attorney or Canadian attorney/agent, and that he/she is either
(1) the applicant or (2) a person(s) with legal authority to bind the applicant; and if an authorized U.S. attorney or Canadian attorney/agent
previously represented him/her in this matter, either he/she has filed a signed revocation of power of attorney with the USPTO or the USPTO has
granted the request of his/her prior representative to withdraw.
Mailing Address: DANA NORTHCOTT
410 Terry Ave N
Seattle, Washington 98109
Serial Number: 86307544
Internet Transmission Date: Tue Feb 10 19:29:48 EST 2015
TEAS Stamp: USPTO/ROA-XX.XXX.XXX.XXX-201502101929484
99561-86307544-53041191f0bb35ad821194467
e4a10493ffcd336e67cf2c798d3dcc38ec528de9
2-N/A-N/A-20150210181911869134

Change Of Correspondence Address
The table below presents the data as entered.
Input Field

Entered

SERIAL NUMBER

86307544

LAW OFFICE ASSIGNED

LAW OFFICE 117

MARK SECTION
MARK

PRIMEMUSIC (stylized and/or with design)

NEW CORRESPONDENCE ADDRESS
NEW ADDRESS
AUTHORIZED TO COMMUNICATE VIA E-MAIL

YES

SIGNATURE SECTION
SIGNATURE

/aimee mahan/

SIGNATORY NAME

Aimee Mahan

SIGNATORY DATE

02/10/2015

SIGNATORY POSITION

Assistant Secretary

SIGNATORY PHONE NUMBER

206-266-4064

AUTHORIZED SIGNATORY

YES

FILING INFORMATION SECTION
SUBMIT DATE

Tue Feb 10 19:29:48 EST 2015

TEAS STAMP

USPTO/ROA-XX.XXX.XXX.XXX20150210192948499561-8630
7544-53041191f0bb35ad8211
94467e4a10493ffcd336e67cf
2c798d3dcc38ec528de92-N/A
-N/A-20150210181911869134

To:

Amazon Technologies, Inc. (docket@amazon.com)

Subject:

U.S. TRADEMARK APPLICATION NO. 86307544 - PRIMEMUSIC - TMKM3574

Sent:

8/19/2014 12:56:44 PM

Sent As:

ECOM117@USPTO.GOV

Attachments:

Attachment - 1
Attachment - 2
Attachment - 3
Attachment - 4
Attachment - 5
Attachment - 6
Attachment - 7
Attachment - 8
Attachment - 9
Attachment - 10
Attachment - 11
Attachment - 12
Attachment - 13
Attachment - 14
Attachment - 15
Attachment - 16
Attachment - 17
Attachment - 18
Attachment - 19
Attachment - 20
Attachment - 21
Attachment - 22
Attachment - 23
Attachment - 24
UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

U.S. APPLICATION SERIAL NO. 86307544

MARK: PRIMEMUSIC

CORRESPONDENT ADDRESS:
DANA NORTHCOTT
PO BOX 8102

*86307544*
CLICK HERE TO RESPOND TO THIS LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp

RENO, NV 89507-8102
VIEW YOUR APPLICATION FILE

APPLICANT: Amazon Technologies, Inc.

CORRESPONDENT’S REFERENCE/DOCKET NO :
TMKM3574
CORRESPONDENT E-MAIL ADDRESS:
docket@amazon.com

OFFICE ACTION

STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO MUST RECEIVE APPLICANT’S
COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS OF THE ISSUE/MAILING DATE BELOW.

ISSUE/MAILING DATE: 8/19/2014

The referenced application has been reviewed by the assigned trademark examining attorney. Applicant must respond timely and completely to
the issues below. 15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a), 2.65(a); TMEP §§711, 718.03.

SUMMARY OF ISSUES that applicant must address:

Section 2(d) Refusal
Prior Filed Applications
Claim Ownership of Prior Registrations
Identification of Goods and Services
Disclaimer Required

SECTION 2(d) REFUSAL – LIKELIHOOD OF CONFUSION
THIS PARTIAL REFUSAL APPLIES TO CLASS 9 ONLY

Registration of the applied-for mark is refused because of a likelihood of confusion with the mark in U.S. Registration No. 4469519. Trademark
Act Section 2(d), 15 U.S.C. §1052(d); see TMEP §§1207.01 et seq. See the enclosed registration.

Trademark Act Section 2(d) bars registration of an applied-for mark that so resembles a registered mark that it is likely a potential consumer
would be confused, mistaken, or deceived as to the source of the goods of the applicant and registrant. See 15 U.S.C. §1052(d). A determination
of likelihood of confusion under Section 2(d) is made on a case-by case basis and the factors set forth in In re E. I. du Pont de Nemours & Co.,

476 F.2d 1357, 177 USPQ 563 (C.C.P.A. 1973) aid in this determination. Citigroup Inc. v. Capital City Bank Grp., Inc., 637 F.3d 1344, 1349, 98
USPQ2d 1253, 1256 (Fed. Cir. 2011) (citing On-Line Careline, Inc. v. Am. Online, Inc., 229 F.3d 1080, 1085, 56 USPQ2d 1471, 1474 (Fed. Cir.
2000)). Not all the du Pont factors, however, are necessarily relevant or of equal weight, and any one of the factors may control in a given case,
depending upon the evidence of record. Citigroup Inc. v. Capital City Bank Grp., Inc., 637 F.3d at 1355, 98 USPQ2d at 1260; In re Majestic
Distilling Co., 315 F.3d 1311, 1315, 65 USPQ2d 1201, 1204 (Fed. Cir. 2003); see In re E. I. du Pont de Nemours & Co., 476 F.2d at 1361-62,
177 USPQ at 567.

In this case, the following factors are the most relevant: similarity of the marks, similarity and nature of the goods, and similarity of the trade
channels of the goods. See In re Viterra Inc., 671 F.3d 1358, 1361-62, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012); In re Dakin’s Miniatures Inc.,
59 USPQ2d 1593, 1595-96 (TTAB 1999); TMEP §§1207.01 et seq.

The overriding concern is not only to prevent buyer confusion as to the source of the goods, but to protect the registrant from adverse commercial
impact due to use of a similar mark by a newcomer. See In re Shell Oil Co., 992 F.2d 1204, 1208, 26 USPQ2d 1687, 1690 (Fed. Cir. 1993).
Therefore, any doubt regarding a likelihood of confusion determination is resolved in favor of the registrant. TMEP §1207.01(d)(i); see HewlettPackard Co. v. Packard Press, Inc., 281 F.3d 1261, 1265, 62 USPQ2d 1001, 1003 (Fed. Cir. 2002); In re Hyper Shoppes (Ohio), Inc., 837 F.2d
463, 464-65, 6 USPQ2d 1025, 1026 (Fed. Cir. 1988).

COMPARISON OF THE MARKS

The applicant’s mark is PRIME MUSIC with a design. The registrant’s mark is PRIME in standard characters.

Marks are compared in their entireties for similarities in appearance, sound, connotation, and commercial impression. In re Viterra Inc., 671 F.3d
1358, 1362, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012) (quoting In re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 1361, 177 USPQ 563, 567
(C.C.P.A. 1973)); TMEP §1207.01(b)-(b)(v). Similarity in any one of these elements may be sufficient to find the marks confusingly similar. In
re White Swan Ltd., 8 USPQ2d 1534, 1535 (TTAB 1988); see In re 1st USA Realty Prof’ls, Inc., 84 USPQ2d 1581, 1586 (TTAB 2007); TMEP
§1207.01(b).

When comparing marks, the test is not whether the marks can be distinguished in a side-by-side comparison, but rather whether the marks are
sufficiently similar in their entireties that confusion as to the source of the goods offered under applicant’s and registrant’s marks is likely to
result. Midwestern Pet Foods, Inc. v. Societe des Produits Nestle S.A., 685 F.3d 1046, 1053, 103 USPQ2d 1435, 1440 (Fed. Cir. 2012); Edom
Labs., Inc. v. Lichter, 102 USPQ2d 1546, 1551 (TTAB 2012); TMEP §1207.01(b). The focus is on the recollection of the average purchaser,
who normally retains a general rather than specific impression of trademarks. L’Oreal S.A. v. Marcon, 102 USPQ2d 1434, 1438 (TTAB 2012);
Sealed Air Corp. v. Scott Paper Co., 190 USPQ 106, 108 (TTAB 1975); TMEP §1207.01(b).

Marks may be confusingly similar in appearance where similar terms or phrases or similar parts of terms or phrases appear in the compared
marks and create a similar overall commercial impression. See Crocker Nat’l Bank v. Canadian Imperial Bank of Commerce, 228 USPQ 689,
690-91 (TTAB 1986), aff’d sub nom. Canadian Imperial Bank of Commerce v. Wells Fargo Bank, Nat’l Ass’n , 811 F.2d 1490, 1495, 1
USPQ2d 1813, 1817 (Fed. Cir. 1987) (finding COMMCASH and COMMUNICASH confusingly similar); In re Corning Glass Works, 229
USPQ 65, 66 (TTAB 1985) (finding CONFIRM and CONFIRMCELLS confusingly similar); In re Pellerin Milnor Corp., 221 USPQ 558, 560
(TTAB 1983) (finding MILTRON and MILLTRONICS confusingly similar); TMEP §1207.01(b)(ii)-(iii).

In this case, applicant’s mark PRIME MUSIC and registrant’s mark PRIME are highly similar in sound, appearance and overall commercial
connotation. The marks contain the identical term PRIME.

The design in the applied-for mark does not obviate the similarity. For a composite mark containing both words and a design, the word portion
may be more likely to be impressed upon a purchaser’s memory and to be used when requesting the goods. Joel Gott Wines, LLC v. Rehoboth
Von Gott, Inc., 107 USPQ2d 1424, 1431 (TTAB 2013) (citing In re Dakin’s Miniatures, Inc., 59 USPQ2d 1593, 1596 (TTAB 1999)); TMEP
§1207.01(c)(ii); see In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d 1905, 1908, 1911 (Fed. Cir. 2012) (citing CBS Inc. v. Morrow, 708 F.
2d 1579, 1581-82, 218 USPQ 198, 200 (Fed. Cir 1983)). Thus, although such marks must be compared in their entireties, the word portion is
often considered the dominant feature and is accorded greater weight in determining whether marks are confusingly similar, even where the word
portion has been disclaimed. In re Viterra Inc., 671 F.3d at 1366, 101 USPQ2d at 1911 (Fed. Cir. 2012) (citing Giant Food, Inc. v. Nation’s

Foodservice, Inc., 710 F.2d 1565, 1570-71, 218 USPQ2d 390, 395 (Fed. Cir. 1983)).

The applied-for mark is merely the registered mark with the addition of the descriptive term MUSIC. Adding a term to a registered mark
generally does not obviate the similarity between the compared marks, as in the present case, nor does it overcome a likelihood of confusion
under Section 2(d). See Coca-Cola Bottling Co. v. Jos. E. Seagram & Sons, Inc., 526 F.2d 556, 557, 188 USPQ 105, 106 (C.C.P.A. 1975)
(finding BENGAL and BENGAL LANCER and design confusingly similar); In re Toshiba Med. Sys. Corp., 91 USPQ2d 1266, 1269 (TTAB
2009) (finding TITAN and VANTAGE TITAN confusingly similar); In re El Torito Rests., Inc., 9 USPQ2d 2002, 2004 (TTAB 1988) (finding
MACHO and MACHO COMBOS confusingly similar); TMEP §1207.01(b)(iii). In the present case, the marks are identical in part.

The term MUSIC in the applied-for mark does not obviate the similarity because it is merely descriptive for the goods. Although marks are
compared in their entireties, one feature of a mark may be more significant or dominant in creating a commercial impression. See In re Viterra
Inc., 671 F.3d 1358, 1362, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012); In re Nat’l Data Corp., 753 F.2d 1056, 1058, 224 USPQ 749, 751 (Fed.
Cir. 1985); TMEP §1207.01(b)(viii), (c)(ii). Matter that is descriptive of or generic for an applicant’s goods is typically less significant or less
dominant in relation to other wording in a mark. See In re Chatam Int’l Inc., 380 F.3d 1340, 1342-43, 71 USPQ2d 1944, 1946 (Fed. Cir. 2004);
In re Binion, 93 USPQ2d 1531, 1534 (TTAB 2009).

In the present case, the attached evidence shows that the wording MUSIC in the applied-for mark is merely descriptive of or generic for
applicant’s goods and services. The term “music” means “sounds made by voices or instruments arranged in a way that is pleasant to listen to”
as shown by the attached dictionary definition evidence. This is merely descriptive of the goods and services because they feature music, as
shown by the identifications of goods and services (Class 9: “Computer software for streaming, broadcasting, transmitting and reproducing
music, comedy and spoken word performances; Downloadable computer software for streaming, broadcasting, transmitting and reproducing
music”; Class 16: “Gift cards, printed gift certificates, non-magnetically encoded prepaid purchase cards for online purchase of entertainment
content via the Internet”; Class 35 “Providing online retail store services featuring music recordings, comedy recordings, spoken word
recordings, video recordings, and music related products”). The online purchase of entertainment content includes the purchase of music, as
shown by the attached internet evidence from the applicant’s website, www.amazon.com (Amazon sells music via its website).

Thus, this wording is less significant in terms of affecting the mark’s commercial impression, and renders the wording PRIME the more
dominant element of the mark.

In addition, the term PRIME is the dominant part of the applied-for mark because it is the first word in the mark. Consumers are generally more
inclined to focus on the first word, prefix, or syllable in any trademark or service mark. See Palm Bay Imps., Inc. v. Veuve Clicquot Ponsardin
Maison Fondee En 1772, 396 F. 3d 1369, 1372, 73 USPQ2d 1689, 1692 (Fed. Cir. 2005); Presto Prods., Inc. v. Nice-Pak Prods., Inc., 9 USPQ2d
1895, 1897 (TTAB 1988) (“it is often the first part of a mark which is most likely to be impressed upon the mind of a purchaser and
remembered” when making purchasing decisions).

As a result, the dominant literal elements of the marks are PRIME (applied-for mark) and PRIME (registered mark), which are confusingly
similar.

COMPARISON OF THE GOODS

The applicant’s goods include “Computer software for use in authoring, downloading, transmitting, receiving, editing, extracting, encoding,
decoding, playing, storing and organizing text, data, images, audio files in connection with computers, music players, video players, media
players and portable and handheld digital electronic devices; computer software for use in organizing, recording, transmitting, manipulating, and
reviewing text, data, audio files, and video files in connection with computers, software for transmitting, receiving, downloading, streaming, and
displaying content, text, visual works, audiovisual works, data, files and electronic works via the Internet or other computer or communications
network” in Class 9.

The registrant’s goods are Computer software for monitoring and managing the use of electricity and monitoring electrical variables, namely,
current, volts and kilowatt hours and to allow detection of energy losses across transmission and distribution networks; Revenue management
computer software for business.”

With respect to applicant’s and registrant’s goods, the question of likelihood of confusion is determined based on the description of the goods
stated in the application and registration at issue, not on extrinsic evidence of actual use. See, e.g., Coach Servs., Inc. v. Triumph Learning LLC,
668 F.3d 1356, 1369-70, 101 USPQ2d 1713, 1722 (Fed. Cir. 2012); Octocom Sys. Inc. v. Hous. Computers Servs. Inc., 918 F.2d 937, 942, 16
USPQ2d 1783, 1787 (Fed. Cir. 1990).

Absent restrictions in an application and/or registration, the identified goods are “presumed to travel in the same channels of trade to the same
class of purchasers.” In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012) (quoting Hewlett-Packard Co. v.
Packard Press, Inc., 281 F.3d 1261, 1268, 62 USPQ2d 1001, 1005 (Fed. Cir. 2002)). Additionally, unrestricted and broad identifications are
presumed to encompass all goods of the type described. See In re Jump Designs, LLC, 80 USPQ2d 1370, 1374 (TTAB 2006) (citing In re
Elbaum, 211 USPQ 639, 640 (TTAB 1981)); In re Linkvest S.A., 24 USPQ2d 1716, 1716 (TTAB 1992).

In this case, the identification set forth in the application and registration has no restrictions as to nature, type, channels of trade, or classes of
purchasers. Therefore, it is presumed that these goods travel in all normal channels of trade, and are available to the same class of purchasers.
Further, the application uses broad wording to describe the goods and this wording is presumed to encompass all goods of the type described,
including those in registrant’s more narrow identification. The applicant’s computer software is identified extremely broadly as being used for
“authoring, downloading, transmitting, receiving, editing, extracting, encoding, decoding, playing, storing and organizing text, data, images,
audio files in connection with computers, music players, video players, media players and portable and handheld digital electronic devices;
computer software for use in organizing, recording, transmitting, manipulating, and reviewing text, data, audio files, and video files in connection
with computers, software for transmitting, receiving, downloading, streaming, and displaying content, text, visual works, audiovisual works, data,
files and electronic works via the Internet or other computer or communications network.” As such, this software encompasses all types of
software that manipulate data in any manner due to the extremely broad language in the identification. As such, it encompasses the registrant’s
specific, more narrow type of software.

Although applicant’s mark has been refused registration, applicant may respond to the refusal by submitting evidence and arguments in support
of registration. In addition, applicant may respond by doing one of the following:

(1)

Deleting the classes to which the refusal pertains;

(2)

Filing a request to divide out the goods that have not been refused registration, so that the mark may proceed toward publication for
opposition in the classes to which the refusal does not pertain. See 37 C.F.R. §2.87. See generally TMEP §§1110 et seq. (regarding
the requirements for filing a request to divide). If applicant files a request to divide, then to avoid abandonment, applicant must also
file a timely response to all outstanding issues in this Office action, including the refusal. 37 C.F.R. §2.87(e).; or

(3)

Amending the basis for such classes, if appropriate. TMEP §806.03(h). (The basis cannot be changed for applications filed under
Trademark Act Section 66(a). TMEP §1904.01(a).)

The applicant should note the prior filed applications noted below.

SEARCH OF OFFICE’S DATABASE OF MARKS - PRIOR-FILED APPLICATIONS

The filing dates of pending U.S. Application Serial Nos. 86258581, 86221230, 86303090, and 85884645 precede applicant’s filing date. See
attached referenced applications. If one or more of the marks in the referenced applications register, applicant’s mark may be refused
registration under Trademark Act Section 2(d) because of a likelihood of confusion with the registered mark(s). See 15 U.S.C. §1052(d); 37
C.F.R. §2.83; TMEP §§1208 et seq. Therefore, upon receipt of applicant’s response to this Office action, action on this application may be
suspended pending final disposition of the earlier-filed referenced applications.

In response to this Office action, applicant may present arguments in support of registration by addressing the issue of the potential conflict

between applicant’s mark and the marks in the referenced applications. Applicant’s election not to submit arguments at this time in no way
limits applicant’s right to address this issue later if a refusal under Section 2(d) issues.

If applicant responds to the refusal, applicant must also respond to the requirements set forth below.

CLAIM OF OWNERSHIP OF PRIOR REGISTRATIONS REQUIRED

If applicant owns U.S. Registration Nos. 3234643 and 3419886, then applicant must submit for the application record a claim of ownership of
these registrations. See 37 C.F.R. §2.36; TMEP §812. See the attached copies of the registrations. See TMEP §812.

Applicant may use the following format to claim ownership of these registrations:

Applicant is the owner of U.S. Registration Nos. 3234643 and 3419886.

IDENTIFICATION OF GOODS AND SERVICES

The wording “software for creating searchable databases; software for wireless content delivery” in the identification of goods in Class 9 is
indefinite and overbroad, and may include goods and services in multiples international classes. The applicant must specify whether the software
is downloadable or non-downloadable, as downloadable software is properly classified in Class 9 and providing use of non-downloadable
software is properly classified in Class 42. See TMEP §1402.01.

The wording “downloadable software featuring an entertainment database for use on computers and mobile devices” in the identification of
goods in Class 9 is indefinite and must be clarified because it is not clear what the purpose or function of the software is. See TMEP §1402.01.
For example, downloadable software for providing an entertainment database for use on computers and mobile devices is definite and acceptable.

The wording “software for accessing information on the Internet or other computer or communications network” in the identification of goods in
Class 9 is indefinite and overbroad, and may include goods and services in multiples international classes. The applicant must specify whether
the software is downloadable or non-downloadable, as downloadable software is properly classified in Class 9 and providing use of nondownloadable software is properly classified in Class 42. See TMEP §1402.01.

The wording “software for transmitting, receiving, downloading, streaming, and displaying content, text, visual works, audiovisual works, data,
files and electronic works via the Internet or other computer or communications network” in the identification of goods in Class 9 is indefinite
and overbroad, and may include goods and services in multiples international classes. The applicant must specify whether the software is
downloadable or non-downloadable, as downloadable software is properly classified in Class 9 and providing use of non-downloadable software
is properly classified in Class 42. See TMEP §1402.01.

The wording “software for formatting and converting content, text, visual works, audiovisual works, data, files and electronic works into a
format compatible with portable electronic devices and computers” in the identification of goods in Class 9 is indefinite and overbroad, and may
include goods and services in multiples international classes. The applicant must specify whether the software is downloadable or nondownloadable, as downloadable software is properly classified in Class 9 and providing use of non-downloadable software is properly classified
in Class 42. See TMEP §1402.01.

The wording “software enabling content, text, visual works, audiovisual works, data, files and electronic works to be downloaded to and
accessed on a computer or other portable consumer electronic device” in the identification of goods in Class 9 is indefinite and overbroad, and
may include goods and services in multiples international classes. The applicant must specify whether the software is downloadable or nondownloadable, as downloadable software is properly classified in Class 9 and providing use of non-downloadable software is properly classified

in Class 42. See TMEP §1402.01.

The wording “gift cards” in the identification of goods in Class 16 is indefinite and overbroad, and may include goods in multiples international
classes. The applicant must specify the type of gift cards, such as paper gift cards or magnetically encoded gift cards, whether the software is
downloadable or non-downloadable, as paper gift cards are properly classified in Class 19 and magnetically encoded gift cards are properly
classified in Class 9. See TMEP §1402.01.

The wording “Subscription-based and online retail store services featuring downloadable prerecorded music and video” in the identification of
services in Class 35 is indefinite and must be clarified because it is not clear what the subscription-based services are. See TMEP §1402.01. The
subscription-based services appear to be separate and distinct from the online retail store services, and thus should be separated by a semicolon.
Applicant must amend this wording to specify the common commercial or generic name for the services. If there is no common commercial or
generic name for the services, then applicant must describe the nature of the services as well as their main purpose, channels of trade, and the
intended consumer(s). For example, subscription-based order fulfillment services is acceptable and definite in Class 35.

Applicant may adopt the following identification, if accurate (examining attorney’s suggestions in bold font):

Class 9:

Computer software for streaming, broadcasting, transmitting and reproducing music, comedy and spoken word performances;
Downloadable computer software for streaming, broadcasting, transmitting and reproducing music; Computer software for use in
the delivery, distribution and transmission of digital music and entertainment-related audio, video, text and multimedia content in
connection with computers, television set-top boxes, music players, video players, media players and portable and handheld
digital electronic devices; Downloadable computer software for providing music and spoken word performances; Computer
software for use in authoring, downloading, transmitting, receiving, editing, extracting, encoding, decoding, playing, storing and
organizing text, data, images, audio files in connection with computers, music players, video players, media players and portable
and handheld digital electronic devices; computer software for use in organizing, recording, transmitting, manipulating, and
reviewing text, data, audio files, and video files in connection with computers, music players, video players, media players and
portable and handheld digital electronic devices; computer software to enable users to program audio, video, text and other
multimedia content, namely, music, concerts, videos, radio, entertainment-related and educational programs via communications
networks; downloadable software in the nature of a mobile application for telecommunications services for providing transmission
of voice, data, video, and media content via the Internet and the worldwide web; Computer application software for use with
mobile computer hardware and mobile devices for use in providing users with access to searchable databases; Downloadable
software for creating searchable databases; Downloadable software for wireless content delivery; Downloadable software
for providing an entertainment database for use on computers and mobile devices; Downloadable software for accessing
information on the Internet or other computer or communications network; Downloadable software for transmitting,
receiving, downloading, streaming, and displaying content, text, visual works, audiovisual works, data, files and electronic
works via the Internet or other computer or communications network; Downloadable software for formatting and
converting content, text, visual works, audiovisual works, data, files and electronic works into a format compatible with
portable electronic devices and computers; Downloadable software enabling content, text, visual works, audiovisual
works, data, files and electronic works to be downloaded to and accessed on a computer or other portable consumer
electronic device; downloadable music files; Magnetically encoded gift cards

Class 16:

Printed gift certificates, non-magnetically encoded prepaid purchase cards for online purchase of entertainment content via the
Internet; Paper Gift cards

Class 35:

Providing online retail store services featuring music recordings, comedy recordings, spoken word recordings, video recordings,
and music related products; Providing advertising space for others on the Internet; online ordering services featuring prerecorded
music and video; Subscription-based {specify type of service, e.g., order fulfillment services in the fields of} downloadable
prerecorded music and video; Online retail store services featuring downloadable prerecorded music and video

Class 42:

Providing temporary use of non-downloadable software for creating searchable databases; Providing temporary use of
non-downloadable software for wireless content delivery; Providing temporary use of non-downloadable software for
accessing information on the Internet or other computer or communications network; Providing temporary use of nondownloadable software for transmitting, receiving, downloading, streaming, and displaying content, text, visual works,

audiovisual works, data, files and electronic works via the Internet or other computer or communications network;
Providing temporary use of non-downloadable software for formatting and converting content, text, visual works,
audiovisual works, data, files and electronic works into a format compatible with portable electronic devices and
computers; Providing temporary use of software enabling content, text, visual works, audiovisual works, data, files and
electronic works to be downloaded to and accessed on a computer or other portable consumer electronic device;

See TMEP §§1402.01, 1402.03.

An applicant may only amend an identification to clarify or limit the goods and services, but not to add to or broaden the scope of the goods and
services. 37 C.F.R. §2.71(a); see TMEP §§1402.06 et seq., 1402.07.

For assistance with identifying and classifying goods and services in trademark applications, please see the USPTO’s online searchable U.S.
Acceptable Identification of Goods and Services Manual at http://tess2.uspto.gov/netahtml/tidm.html. See TMEP §1402.04.

MULTIPLE – CLASS APPLICATION REQUIREMENTS

The application identifies goods and services in more than one international class; therefore, applicant must satisfy all the requirements below for
each international class based on Trademark Act Section 1(b):

(1)

List the goods and services by their international class number in consecutive numerical order, starting with the lowest numbered
class.

(2)

Submit a filing fee for each international class not covered by the fee already paid (view the USPTO’s current fee schedule at
http://www.uspto.gov/trademarks/tm_fee_info.jsp). The application identifies goods and services that are classified in at least four
classes; however, applicant submitted a fee sufficient for only three classes. Applicant must either submit the filing fees for the
classes not covered by the submitted fees or restrict the application to the number of classes covered by the fees already paid.

See 15 U.S.C. §§1051(b), 1112, 1126(e); 37 C.F.R. §§2.32(a)(6)-(7), 2.34(a)(2)-(3), 2.86(a); TMEP §§1403.01, 1403.02(c).

For an overview of the requirements for a Section 1(b) multiple-class application and how to satisfy the requirements online using the Trademark
Electronic Application System (TEAS) form, please go to http://www.uspto.gov/trademarks/law/multiclass.jsp.

The application identifies goods and services that are classified in at least three classes; however, applicant submitted a fee sufficient for only
four classes. In a multiple-class application, a fee for each class is required. 37 C.F.R. §2.86(a)(2); TMEP §§810.01, 1403.01.

Therefore, applicant must either (1) restrict the application to the number of classes covered by the fees already paid, or (2) submit the fees for
each additional class.

DISCLAIMER

Applicant must disclaim the wording “MUSIC” because it merely describes an ingredient, quality, characteristic, function, feature, purpose, or
use of applicant’s goods and services, and thus is an unregistrable component of the mark. See 15 U.S.C. §§1052(e)(1), 1056(a); DuoProSS
Meditech Corp. v. Inviro Med. Devices, Ltd., 695 F.3d 1247, 1251, 103 USPQ2d 1753, 1755 (Fed. Cir. 2012) (quoting In re Oppedahl & Larson
LLP, 373 F.3d 1171, 1173, 71 USPQ2d 1370, 1371 (Fed. Cir. 2004)); TMEP §§1213, 1213.03(a).

A “disclaimer” is a statement in the application record that an applicant does not claim exclusive rights to an unregistrable component of the
mark; a disclaimer of unregistrable matter does not affect the appearance of the mark or physically remove disclaimed matter from the mark. See
Schwarzkopf v. John H. Breck, Inc., 340 F.2d 978, 978, 144 USPQ 433, 433 (C.C.P.A. 1965); TMEP §1213. An unregistrable component of a
mark includes wording that is merely descriptive of an applicant’s goods and services. 15 U.S.C. §1052(e); see TMEP §§1209.03(f), 1213.03 et
seq. Such words or designs need to be freely available for other businesses to market comparable goods or services and should not become the
proprietary domain of any one party. See Dena Corp. v. Belvedere Int’l, Inc. , 950 F.2d 1555, 1560, 21 USPQ2d 1047, 1051 (Fed. Cir. 1991); In
re Aug. Storck KG, 218 USPQ 823, 825 (TTAB 1983).

The attached evidence from the MacMillan Dictionary shows this wording means “sounds made by voices or instruments arranged in a way that
is pleasant to listen to.” This is merely descriptive of the goods and services because they feature music, as shown by the identifications of goods
and services (Class 9: “Computer software for streaming, broadcasting, transmitting and reproducing music, comedy and spoken word
performances; Downloadable computer software for streaming, broadcasting, transmitting and reproducing music”; Class 16: “Gift cards,
printed gift certificates, non-magnetically encoded prepaid purchase cards for online purchase of entertainment content via the Internet”; Class
35 “Providing online retail store services featuring music recordings, comedy recordings, spoken word recordings, video recordings, and music
related products”). The online purchase of entertainment content includes the purchase of music, as shown by the attached internet evidence
from the applicant’s website, www.amazon.com (Amazon sells music via its website).

An applicant may not claim exclusive rights to terms that others may need to use to describe their goods and services in the marketplace. See
Dena Corp. v. Belvedere Int’l, Inc. , 950 F.2d 1555, 1560, 21 USPQ2d 1047, 1051 (Fed. Cir. 1991); In re Aug. Storck KG, 218 USPQ 823, 825
(TTAB 1983). A disclaimer of unregistrable matter does not affect the appearance of the mark; that is, a disclaimer does not physically remove
the disclaimed matter from the mark. See Schwarzkopf v. John H. Breck, Inc., 340 F.2d 978, 978, 144 USPQ 433, 433 (C.C.P.A. 1965); TMEP
§1213.

If applicant does not provide the required disclaimer, the USPTO may refuse to register the entire mark. See In re Stereotaxis Inc., 429 F.3d
1039, 1040-41, 77 USPQ2d 1087, 1088-89 (Fed. Cir. 2005); TMEP §1213.01(b).

Applicant should submit a disclaimer in the following standardized format:

No claim is made to the exclusive right to use “MUSIC” apart from the mark as shown.

For an overview of disclaimers and instructions on how to satisfy this disclaimer requirement online using the Trademark Electronic Application
System (TEAS) form, please go to http://www.uspto.gov/trademarks/law/disclaimer.jsp.

RESPONSE GUIDELINES

If applicant has questions regarding this Office action, please telephone or e-mail the assigned trademark examining attorney. All relevant e-mail
communications will be placed in the official application record; however, an e-mail communication will not be accepted as a response to this
Office action and will not extend the deadline for filing a proper response. See 37 C.F.R. §2.191; TMEP §§304.01-.02, 709.04-.05. Further,
although the trademark examining attorney may provide additional explanation pertaining to the refusal and requirements in this Office action,
the trademark examining attorney may not provide legal advice or statements about applicant’s rights. See TMEP §§705.02, 709.06.

/Jillian R. Cantor/
Examining Attorney
Law Office 117

(571) 272-6564
Jillian.Cantor@uspto.gov

TO RESPOND TO THIS LETTER: Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp. Please wait 48-72 hours from the
issue/mailing date before using the Trademark Electronic Application System (TEAS), to allow for necessary system updates of the application.
For technical assistance with online forms, e-mail TEAS@uspto.gov. For questions about the Office action itself, please contact the assigned
trademark examining attorney. E-mail communications will not be accepted as responses to Office actions; therefore, do not respond to
this Office action by e-mail.

All informal e-mail communications relevant to this application will be placed in the official application record.
WHO MUST SIGN THE RESPONSE: It must be personally signed by an individual applicant or someone with legal authority to bind an
applicant (i.e., a corporate officer, a general partner, all joint applicants). If an applicant is represented by an attorney, the attorney must sign the
response.

PERIODICALLY CHECK THE STATUS OF THE APPLICATION: To ensure that applicant does not miss crucial deadlines or official
notices, check the status of the application every three to four months using the Trademark Status and Document Retrieval (TSDR) system at
http://tsdr.uspto.gov/. Please keep a copy of the TSDR status screen. If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-9199. For more information on checking
status, see http://www.uspto.gov/trademarks/process/status/.

TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS: Use the TEAS form at http://www.uspto.gov/trademarks/teas/correspondence.jsp.

To:

Amazon Technologies, Inc. (docket@amazon.com)

Subject:

U.S. TRADEMARK APPLICATION NO. 86307544 - PRIMEMUSIC - TMKM3574

Sent:

8/19/2014 12:56:45 PM

Sent As:

ECOM117@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION

USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED
ON 8/19/2014 FOR U.S. APPLICATION SERIAL NO. 86307544

Please follow the instructions below:

(1) TO READ THE LETTER: Click on this link or go to http://tsdr.uspto.gov, enter the U.S. application serial number, and click on
“Documents.”

The Office action may not be immediately viewable, to allow for necessary system updates of the application, but will be available within 24
hours of this e-mail notification.

(2) TIMELY RESPONSE IS REQUIRED: Please carefully review the Office action to determine (1) how to respond, and (2) the applicable
response time period. Your response deadline will be calculated from 8/19/2014 (or sooner if specified in the Office action). For information
regarding response time periods, see http://www.uspto.gov/trademarks/process/status/responsetime.jsp.

Do NOT hit “Reply” to this e-mail notification, or otherwise e-mail your response because the USPTO does NOT accept e-mails as
responses to Office actions. Instead, the USPTO recommends that you respond online using the Trademark Electronic Application System
(TEAS) response form located at http://www.uspto.gov/trademarks/teas/response_forms.jsp.

(3) QUESTIONS: For questions about the contents of the Office action itself, please contact the assigned trademark examining attorney. For
technical assistance in accessing or viewing the Office action in the Trademark Status and Document Retrieval (TSDR) system, please e-mail
TSDR@uspto.gov.

WARNING

Failure to file the required response by the applicable response deadline will result in the ABANDONMENT of your application. For
more information regarding abandonment, see http://www.uspto.gov/trademarks/basics/abandon.jsp.

PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION: Private companies not associated with the USPTO are
using information provided in trademark applications to mail or e-mail trademark-related solicitations. These companies often use names that
closely resemble the USPTO and their solicitations may look like an official government document. Many solicitations require that you pay
“fees.”

Please carefully review all correspondence you receive regarding this application to make sure that you are responding to an official document
from the USPTO rather than a private company solicitation. All official USPTO correspondence will be mailed only from the “United States
Patent and Trademark Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.” For more information on how to handle
private company solicitations, see http://www.uspto.gov/trademarks/solicitation_warnings.jsp.
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From:
Sent:
To:
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Subject:

TMDesignCodeComments
Tuesday, June 24, 2014 00:19 AM
docket@amazon.com
trademarks@amazon.com
Official USPTO Notice of Design Search Code and Pseudo Mark: U.S. Trademark SN: 86307544: PRIMEMUSIC (Stylized/Design):
Docket/Reference No. TMKM3574

Docket/Reference Number:

TMKM3574

The USPTO may assign design search codes and/or pseudo marks, as appropriate, to new applications and renewed registrations to assist in searching the USPTO database
for conflicting marks. They have no legal significance and will not appear on the registration certificate.
DESIGN SEARCH CODES are numerical codes assigned to figurative, non-textual elements found in marks. For example, if your mark contains the design of a flower, design
search code 05.05 would be assigned to your application. Design search codes are described on Internet Web page http://www.uspto.gov/tmdb/dscm/index.html.
A PSEUDO MARK may be assigned to marks that include words, numbers, compound words, symbols, or acronyms that can have alternative spellings or meanings. For
example, if the mark comprises the words 'YOU ARE' surrounded by a design of a box, the pseudo mark field in the USPTO database would display the mark as 'YOU ARE
SQUARE'. A mark filed as 'URGR8' would receive a pseudo mark of 'YOU ARE GREAT'.
Response to this notice is not required; however, to suggest additions or changes to the design search code(s) or pseudo mark assigned to your mark, please e-mail
TMDesignCodeComments@USPTO.GOV. You must reference your application serial number within your request. The USPTO will review the proposal and update the
record, if appropriate. For questions, please call 1-800-786-9199 to speak to a Customer Service representative.
The USPTO will not send any further response to your e-mail. Check TESS in approximately two weeks to see if the requested changes have been entered. Requests deemed
unnecessary or inappropriate will not be entered.
To view this notice and other documents for this application on-line, go to http://tdr.uspto.gov/search.action?sn=86307544. NOTE: This notice will only be available on-line the
next business day after receipt of this e-mail.
Design search codes and pseudo marks assigned to the referenced serial number are listed below.
DESIGN SEARCH CODES:
26.17.01 - Bands, straight
26.17.01 - Bars, straight
26.17.01 - Lines, straight
26.17.01 - Straight line(s), band(s) or bar(s)
26.17.05 - Bands, horizontal
26.17.05 - Bars, horizontal
26.17.05 - Horizontal line(s), band(s) or bar(s)
26.17.05 - Lines, horizontal
PSEUDO MARK:
PRIME MUSIC

PTO Form 1478 (Rev 9/2006)
OMB No. 0651-0009 (Exp 12/31/2014)

Trademark/Service Mark Application, Principal Register
Serial Number: 86307544
Filing Date: 06/12/2014

The table below presents the data as entered.
Input Field
SERIAL NUMBER

Entered
86307544

MARK INFORMATION
*MARK

\\TICRS\EXPORT16\IMAGEOUT
16\863\075\86307544\xml1\ APP0002.JPG

SPECIAL FORM

YES

USPTO-GENERATED IMAGE

NO

LITERAL ELEMENT

PRIMEMUSIC

COLOR MARK

NO

*DESCRIPTION OF THE MARK
(and Color Location, if applicable)

The mark consists of the stylized letters for the word "PRIME"
along with the stylized letters for the word "MUSIC" with
design element of equalizer bars above the letters "M", "U" and
"S".

PIXEL COUNT ACCEPTABLE

NO

PIXEL COUNT

628 x 232

REGISTER

Principal

APPLICANT INFORMATION
*OWNER OF MARK

Amazon Technologies, Inc.

*STREET

PO Box 8102

*CITY

Reno

*STATE
(Required for U.S. applicants)

Nevada

*COUNTRY

United States

*ZIP/POSTAL CODE
(Required for U.S. applicants only)

89507

PHONE

206-266-4060

FAX

206-266-7010

EMAIL ADDRESS

docket@amazon.com

LEGAL ENTITY INFORMATION
TYPE

corporation

STATE/COUNTRY OF INCORPORATION

Nevada

GOODS AND/OR SERVICES AND BASIS INFORMATION
INTERNATIONAL CLASS

009
Computer software for streaming, broadcasting, transmitting

*IDENTIFICATION

and reproducing music, comedy and spoken word
performances; Downloadable computer software for streaming,
broadcasting, transmitting and reproducing music; Computer
software for use in the delivery, distribution and transmission
of digital music and entertainment-related audio, video, text
and multimedia content in connection with computers,
television set-top boxes, music players, video players, media
players and portable and handheld digital electronic devices;
Downloadable computer software for providing music and
spoken word performances; Computer software for use in
authoring, downloading, transmitting, receiving, editing,
extracting, encoding, decoding, playing, storing and organizing
text, data, images, audio files in connection with computers,
music players, video players, media players and portable and
handheld digital electronic devices; computer software for use
in organizing, recording, transmitting, manipulating, and
reviewing text, data, audio files, and video files in connection
with computers, music players, video players, media players
and portable and handheld digital electronic devices; computer
software to enable users to program audio, video, text and
other multimedia content, namely, music, concerts, videos,
radio, entertainment-related and educational programs via
communications networks; downloadable software in the
nature of a mobile application for telecommunications services
for providing transmission of voice, data, video, and media
content via the Internet and the worldwide web; Computer
application software for use with mobile computer hardware
and mobile devices for use in providing users with access to
searchable databases; software for creating searchable
databases; software for wireless content delivery;
downloadable software featuring an entertainment database for
use on computers and mobile devices; software for accessing
information on the Internet or other computer or
communications network; software for transmitting, receiving,
downloading, streaming, and displaying content, text, visual
works, audiovisual works, data, files and electronic works via
the Internet or other computer or communications network;
software for formatting and converting content, text, visual
works, audiovisual works, data, files and electronic works into
a format compatible with portable electronic devices and
computers; software enabling content, text, visual works,
audiovisual works, data, files and electronic works to be
downloaded to and accessed on a computer or other portable
consumer electronic device; downloadable music files

FILING BASIS

SECTION 1(b)

INTERNATIONAL CLASS

016

*IDENTIFICATION

Gift cards, printed gift certificates, non-magnetically encoded
prepaid purchase cards for online purchase of entertainment
content via the Internet

FILING BASIS

SECTION 1(b)

INTERNATIONAL CLASS

035

*IDENTIFICATION

Providing online retail store services featuring music
recordings, comedy recordings, spoken word recordings, video
recordings, and music related products; Providing advertising
space for others on the Internet; Subscription-based and online
retail store services featuring downloadable prerecorded music
and video; online ordering services featuring prerecorded

music and video
FILING BASIS

SECTION 1(b)

ATTORNEY INFORMATION
NAME

Dana Northcott

ATTORNEY DOCKET NUMBER

TMKM3574

INTERNAL ADDRESS

Attn: Trademarks

STREET

PO Box 8102

CITY

Reno

STATE

Nevada

COUNTRY

United States

ZIP/POSTAL CODE

89507

PHONE

206-266-4060

FAX

206-266-7010

EMAIL ADDRESS

docket@amazon.com

AUTHORIZED TO COMMUNICATE VIA EMAIL

Yes

CORRESPONDENCE INFORMATION
NAME

Dana Northcott

INTERNAL ADDRESS

Attn: Trademarks

STREET

PO Box 8102

CITY

Reno

STATE

Nevada

COUNTRY

United States

ZIP/POSTAL CODE

89507

PHONE

206-266-4060

FAX

206-266-7010

EMAIL ADDRESS

docket@amazon.com;trademarks@amazon.com

AUTHORIZED TO COMMUNICATE VIA EMAIL

Yes

FEE INFORMATION
NUMBER OF CLASSES

3

FEE PER CLASS

325

*TOTAL FEE DUE

975

*TOTAL FEE PAID

975

SIGNATURE INFORMATION
SIGNATURE

/Dana Northcott/

SIGNATORY'S NAME

Dana Northcott

SIGNATORY'S POSITION

Vice President

DATE SIGNED

06/12/2014

PTO Form 1478 (Rev 9/2006)
OMB No. 0651-0009 (Exp 12/31/2014)

Trademark/Service Mark Application, Principal Register
Serial Number: 86307544
Filing Date: 06/12/2014

To the Commissioner for Trademarks:
MARK: PRIMEMUSIC (stylized and/or with design, see mark)
The literal element of the mark consists of PRIMEMUSIC.
The applicant is not claiming color as a feature of the mark. The mark consists of the stylized letters for the word "PRIME" along with the
stylized letters for the word "MUSIC" with design element of equalizer bars above the letters "M", "U" and "S".
The applicant, Amazon Technologies, Inc., a corporation of Nevada, having an address of
PO Box 8102
Reno, Nevada 89507
United States

requests registration of the trademark/service mark identified above in the United States Patent and Trademark Office on the Principal Register
established by the Act of July 5, 1946 (15 U.S.C. Section 1051 et seq.), as amended, for the following:
International Class 009: Computer software for streaming, broadcasting, transmitting and reproducing music, comedy and spoken word
performances; Downloadable computer software for streaming, broadcasting, transmitting and reproducing music; Computer software for use in
the delivery, distribution and transmission of digital music and entertainment-related audio, video, text and multimedia content in connection
with computers, television set-top boxes, music players, video players, media players and portable and handheld digital electronic devices;
Downloadable computer software for providing music and spoken word performances; Computer software for use in authoring, downloading,
transmitting, receiving, editing, extracting, encoding, decoding, playing, storing and organizing text, data, images, audio files in connection with
computers, music players, video players, media players and portable and handheld digital electronic devices; computer software for use in
organizing, recording, transmitting, manipulating, and reviewing text, data, audio files, and video files in connection with computers, music
players, video players, media players and portable and handheld digital electronic devices; computer software to enable users to program audio,
video, text and other multimedia content, namely, music, concerts, videos, radio, entertainment-related and educational programs via
communications networks; downloadable software in the nature of a mobile application for telecommunications services for providing
transmission of voice, data, video, and media content via the Internet and the worldwide web; Computer application software for use with mobile
computer hardware and mobile devices for use in providing users with access to searchable databases; software for creating searchable databases;
software for wireless content delivery; downloadable software featuring an entertainment database for use on computers and mobile devices;
software for accessing information on the Internet or other computer or communications network; software for transmitting, receiving,
downloading, streaming, and displaying content, text, visual works, audiovisual works, data, files and electronic works via the Internet or other
computer or communications network; software for formatting and converting content, text, visual works, audiovisual works, data, files and
electronic works into a format compatible with portable electronic devices and computers; software enabling content, text, visual works,
audiovisual works, data, files and electronic works to be downloaded to and accessed on a computer or other portable consumer electronic
device; downloadable music files
Intent to Use: The applicant has a bona fide intention to use or use through the applicant's related company or licensee the mark in commerce on
or in connection with the identified goods and/or services. (15 U.S.C. Section 1051(b)).
International Class 016: Gift cards, printed gift certificates, non-magnetically encoded prepaid purchase cards for online purchase of
entertainment content via the Internet
Intent to Use: The applicant has a bona fide intention to use or use through the applicant's related company or licensee the mark in commerce on
or in connection with the identified goods and/or services. (15 U.S.C. Section 1051(b)).
International Class 035: Providing online retail store services featuring music recordings, comedy recordings, spoken word recordings,
video recordings, and music related products; Providing advertising space for others on the Internet; Subscription-based and online retail store
services featuring downloadable prerecorded music and video; online ordering services featuring prerecorded music and video
Intent to Use: The applicant has a bona fide intention to use or use through the applicant's related company or licensee the mark in commerce on
or in connection with the identified goods and/or services. (15 U.S.C. Section 1051(b)).

The applicant's current Attorney Information:
Dana Northcott
Attn: Trademarks
PO Box 8102
Reno, Nevada 89507
United States
The attorney docket/reference number is TMKM3574.
The applicant's current Correspondence Information:
Dana Northcott
Attn: Trademarks
PO Box 8102
Reno, Nevada 89507
206-266-4060(phone)
206-266-7010(fax)
docket@amazon.com;trademarks@amazon.com (authorized)
A fee payment in the amount of $975 has been submitted with the application, representing payment for 3 class(es).
Declaration
The signatory believes that: if the applicant is filing the application under 15 U.S.C. Section 1051(a), the applicant is the owner of the
trademark/service mark sought to be registered; the applicant or the applicant's related company or licensee is using the mark in commerce on or
in connection with the goods/services in the application, and such use by the applicant's related company or licensee inures to the benefit of the
applicant; the specimen(s) shows the mark as used on or in connection with the goods/services in the application; and/or if the applicant filed an
application under 15 U.S.C. Section 1051(b), Section 1126(d), and/or Section 1126(e), the applicant is entitled to use the mark in commerce; the
applicant has a bona fide intention to use or use through the applicant's related company or licensee the mark in commerce on or in connection
with the goods/services in the application. The signatory believes that to the best of the signatory's knowledge and belief, no other person has the
right to use the mark in commerce, either in the identical form or in such near resemblance as to be likely, when used on or in connection with the
goods/services of such other person, to cause confusion or mistake, or to deceive. The signatory being warned that willful false statements and
the like are punishable by fine or imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements and the like may
jeopardize the validity of the application or any registration resulting therefrom, declares that all statements made of his/her own knowledge are
true and all statements made on information and belief are believed to be true.
Declaration Signature
Signature: /Dana Northcott/ Date: 06/12/2014
Signatory's Name: Dana Northcott
Signatory's Position: Vice President
RAM Sale Number: 86307544
RAM Accounting Date: 06/12/2014
Serial Number: 86307544
Internet Transmission Date: Thu Jun 12 10:07:45 EDT 2014
TEAS Stamp: USPTO/BAS-XX.XXX.XXX.XXX-201406121007454
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