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Theodore Christian Sieving

California Bar No. 270827

XNOVO LEGAL, P.C.

235 E Broadway #800

Long Beach, CA 90802

(734) 730-6831

ted@xnovo.legal

Attorney for Respondent Luxe Hospitality Company

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE
TRADEMARK TRIAL AND APPEAL BOARD

RPC IP Holdings LLC,

Petitioner,

VS, Cancellation Proceeding No: 92073270

Luxe Hospitality Company,

Respondent.

ANSWER OF RESPONDENT LUXE HOSPITALITY COMPANY
COMES NOW RESPONDENT LUXE HOSPITALITY COMPANY, the Respondent and
Owner of Registration #3548611 for “LUXE” in Class 43, Registration date 12/23/2008;
Registration #5230279 for “LUXE” stylized in Class 43, Registration date 06/27/2017;
Registration #5312064 for “EXCLUSIVELY LUXE” in Class 43, Registration date 10/17/2017;
Registration #5330304 for “LUXE CLUB” in Class 43, Registration date 11/17/2017; and
Registration #5387217 for “LUXE COLLECTION” in Class 43, Registration date 01/23/2018,
(together, the “Respondent’s Marks”), and files this Answer to Petitioner’s Petition to Cancel.
Respondent responds to Petitioner as follows:
1. Respondent admits that Luxe Hospitality Company is a Delaware limited liability
company currently located at 11461 Sunset Blvd, Los Angeles, CA 90049.
2. Respondent admits it is the owner of Registration #3548611 for “LUXE” in Class 43;

Registration #5230279 for “LUXE” stylized in Class 43; Registration #5312064 for



“EXCLUSIVELY LUXE” in Class 43; Registration #5330304 for “LUXE CLUB” in Class 43;
and Registration # 387217 for “LUXE COLLECTION” in Class 43.

3.  Respondent admits that at the time of Petitioner’s filing, Respondent’s listed
correspondence was Shoko Naruo of Thompson Coburn LLP, having an address of One US Bank
Plaza, St. Louis, Missouri 63101, a telephone number of (314) 552-6077 and an email address of
ipdocket@thompsoncoburn.com.

4. Respondent admits that at the time of Petitioner’s filing, the attorney for Respondent
with respect to the Registrations was Thomas A. Polcyn of Thompson Coburn LLP, having an
address of One US Bank Plaza, St. Louis, Missouri 63101, a telephone number of (314) 552-6331
and an email address of tpolcyn@thompsoncoburn.com.

5.  Respondent admits that Registration #3548611 (the “LUXE Mark”) was issued on
December 234, 2008, based upon acquired distinctiveness in whole under Section 2(f) of the
Lanham Act (15 U.S.C. § 1052(f)), due to at least five (5) years of continued use and ownership
of Registration #2425916, (a service mark for “LUXE”), a mark Respondent used as far back as
1999; however, Respondent denies that Registration #3548611 was granted solely due to
continuous and substantially exclusive use. Rather, Respondent notes that it was granted due to
continuous and substantially exclusive use as well as a complete and total lack of challenges to
Respondent’s ownership rights to the LUXE Mark in any forum or adverse judgments related to
the same, going back at least nine (9) years of continuous use of the mark “LUXE.”

6. Respondent admits that Registration #5230279 (the “Stylized LUXE Mark”) was issued
on June 27, 2017, based upon acquired distinctiveness in whole under Section 2(f) of the Lanham
Act (15 U.S.C. § 1052(f)) due to Respondent’s ownership of the LUXE Mark.

7. Respondent admits that Registration #5312064 (the “Exclusively LUXE Mark”) was
issued on October 17, 2017, based upon acquired distinctiveness in whole under Section 2(f) of
the Lanham Act (15 U.S.C. § 1052(f)) due to Respondent’s ownership of the LUXE Mark.

8.  Respondent admits that Registration #5330304 (the “LUXE Club Mark”’) was issued on

November 17, 2017, based upon acquired distinctiveness in whole under Section 2(f) of the



Lanham Act (15 U.S.C. § 1052(f)) due to Respondent’s ownership of the LUXE Mark.

9.  Respondent admits that Registration #5387217 (the “LUXE Collection Mark™) was
issued on January 23, 2018, based upon acquired distinctiveness in whole under Section 2(f) of
the Lanham Act (15 U.S.C. § 1052(f)) due to Respondent’s ownership of the LUXE Mark.

10. Respondent denies the allegations in Paragraph 10.

11. Respondent is without knowledge or information sufficient to form a belief as to the
allegations in Paragraph 11.

12. Respondent admits that Petitioner filed a United States trademark application for
MICROLUXE (Ser. No. 88/626,872) (the “Application’) on or about September 23, 2019.

13. Respondent admits that it issued a letter to the Petitioner dated November 15, 2019,
asserting a likelihood of confusion between the mark in the Application and Respondent’s Marks.

14. Respondent admits that the Office of the Deputy Commissioner for Trademark
Examination Policy published a Letter of Protest Memorandum dated December 2, 2019 in the
record for the Application directing the Examining Attorney assigned to the Application to
consider possible likelihood of confusion under Section 2(d) of the Lanham Act (15 U.S.C. §
1052(d)) with the Registrations.

15. Respondent admits that Petitioner and third parties have a present and prospective right
to use the element “LUXE” generically, descriptively and in any other manner that is consistent
with “fair use” principles in connection with the goods and services they provide.

16. Respondent is without knowledge or information sufficient to form a belief as to the
allegations in Paragraph 16 regarding potential hypothetical apprehension of potential hypothetical
users of the word “Luxe” attempting to justify their use as “fair use.” Furthermore, no potential
user operating honestly and faithfully under the “fair use” doctrine should have any apprehension
whatsoever. “Fair use” is an established defense with established parameters; staying within those

boundaries should alleviate any potential hypothetical apprehension for said use.

COUNT I: GENERICNESS AS TO
REG. NO. 3,548,611 FOR LUXE



17.
18.
19.
20.
21.
22.
23.
24.

Respondent hereby repeats and realleges the answers above as if fully set forth herein.
Respondent admits the allegations of Paragraph 18.
Respondent admits the allegations of Paragraph 19.
Respondent admits the allegations of Paragraph 20.
Respondent admits the allegations of Paragraph 21.
Respondent admits the allegations of Paragraph 22.
Respondent denies the allegations of Paragraph 23.

Respondent is without knowledge or information sufficient to form a belief as to the

allegations in Paragraph 24.

25.

26.
27.
28.

Respondent denies the allegations of Paragraph 25.

COUNT II: MERE DESCRIPTIVENESS AS TO
REG. NO. 5,230,279 FOR LUXE (STYLIZED)

Respondent hereby repeats and realleges the answers above as if fully set forth herein.
Respondent denies the allegations of Paragraph 27.

Respondent is without knowledge or information sufficient to form a belief as to the

allegations in Paragraph 28.

29.

Respondent is without knowledge or information sufficient to form a belief as to the

allegations in Paragraph 29.

30.

Respondent is without knowledge or information sufficient to form a belief as to the

allegations in Paragraph 30.

31.
32.
33.
34.

35.
36.

Respondent denies the allegations of Paragraph 31.
Respondent denies the allegations of Paragraph 32.
Respondent denies the allegations of Paragraph 33.
Respondent denies the allegations of Paragraph 34.

COUNT III: GENERICNESS AS TO
REG. NO. 5,230,279 FOR LUXE (STYLIZED)

Respondent hereby repeats and realleges the answers above as if fully set forth herein.

Respondent denies the allegations of Paragraph 36.



COUNT IV: MERE DESCRIPTIVENESS AS TO
REG. NO. 5,312,064 FOR EXCLUSIVELY LUXE

37. Respondent hereby repeats and realleges the answers above as if fully set forth herein.

38. Respondent admits the allegations of Paragraph 38.

39. Respondent admits the allegations of Paragraph 39.

40. Respondent is without knowledge or information sufficient to form a belief as to the
allegations in Paragraph 40.

41. Respondent admits the allegations of Paragraph 41.

42. Respondent is without knowledge or information sufficient to form a belief as to the
allegations in Paragraph 42.

43. Respondent denies the allegations of Paragraph 43.

44. Respondent is without knowledge or information sufficient to form a belief as to the
allegations in Paragraph 44.

45. Respondent denies the allegations of Paragraph 45.

COUNT V: MERE DESCRIPTIVENESS AS TO
REG. NO. 5,330,304 FOR LUXE CLUB

46. Respondent hereby repeats and realleges the answers above as if fully set forth herein.

47. Respondent admits the allegations of Paragraph 47.

48. Respondent admits the allegations of Paragraph 48.

49. Respondent is without knowledge or information sufficient to form a belief as to the
allegations in Paragraph 49.

50. Respondent admits the allegations of Paragraph 50.

51. Respondent is without knowledge or information sufficient to form a belief as to the
allegations in Paragraph 51.

52. Respondent denies the allegations of Paragraph 52.

53. Respondent is without knowledge or information sufficient to form a belief as to the
allegations in Paragraph 53.

54. Respondent denies the allegations of Paragraph 54.



COUNT VI: MERE DESCRIPTIVENESS AS TO
REG. NO. 5,387,217 FOR LUXE COLLECTION

55. Respondent hereby repeats and realleges the answers above as if fully set forth herein.

56. Respondent admits the allegations of Paragraph 56.

57. Respondent admits the allegations of Paragraph 57.

58. Respondent admits the allegations of Paragraph 58.

59. Respondent is without knowledge or information sufficient to form a belief as to the
allegations in Paragraph 59.

60. Respondent admits the allegations of Paragraph 60.

61. Respondent is without knowledge or information sufficient to form a belief as to the
allegations in Paragraph 61.

62. Respondent denies the allegations of Paragraph 62.

63. Respondent is without knowledge or information sufficient to form a belief as to the
allegations in Paragraph 63.

64. Respondent denies the allegations of Paragraph 64.

COUNT VII: GENERICNESS AS TO
REG. NO. 5,387,217 FOR LUXE COLLECTION

65. Respondent hereby repeats and realleges the answers above as if fully set forth herein.

66. Respondent denies the allegations of Paragraph 66.

67. Respondent is without knowledge or information sufficient to form a belief as to the
allegations in Paragraph 67.

68. Respondent denies the allegations of Paragraph 68.

GENERAL DENIAL

69. Respondent hereby denies each and every allegation, claim, reservation of rights,

or prayer for relief except as expressly admitted herein.
FIRST DEFENSE
70. Respondent’s Registration #3548611 for its “LUXE” mark has been properly

maintained and updated, including Section 15 filing; and is in fact incontestable; Said Registration



pursuant to 15 U.S.C. §1115(b), is conclusive evidence of the validity of the mark and of the
registration of the mark, of Respondent’s ownership of the mark, and of Respondent’s exclusive
right to use the mark in commerce.

71. Respondent’s certificates of registrations for Respondent’s Marks constitutes prima
facie evidence that the marks are valid.

72. Respondent has successfully engaged in numerous enforcement actions and efforts
against unauthorized users of the Respondent’s Marks to protect, maintain, and emphasize their
distinctive quality as a source of goods and service consumers associate with the respective
Respondent’s Mark(s).

73. Respondent has engaged in extensive commercial activities that have resulted in the
acquisition of distinctiveness for Respondent’s Marks as an element of trademarks for hotel and
other related services provided by Respondent, and consumers and the travel industry recognize
LUXE as a source-identifying element for Respondent.

74. Respondent is therefore entitled to maintain its registrations for Respondent’s Marks:

LUXE, LUXE (stylized), EXCLUSIVELY LUXE, LUXE CLUB, and LUXE COLLECTION.

Wherefore, Respondent asks that Petitioner’s Petition for Cancellation be denied in all respects.

Respectfully submitted,

By: Dated: March 31st, 2020
Theodore Christian Sieving

California Bar No. 270827

XNOVO LEGAL, P.C.

235 E Broadway #800

Long Beach, CA 90802

(734) 730-6831

ted@xnovo.legal

Attorney for Respondent Luxe Hospitality

Company




I hereby certify that the foregoing ANSWER OF LUXE HOSPITALITY COMPANY was
electronically filed via the ESTTA system and sent via email to Petitioner’s attorney of record on

March 31st, 2020.

Respectfully submitted,
By: Dated: March 31st, 2020

Theodore Ehristian Sieving

California Bar No. 270827

XNOVO LEGAL, P.C.

235 E Broadway #800

Long Beach, CA 90802

(734) 730-6831

ted@xnovo.legal

Attorney for Respondent Luxe Hospitality
Company




