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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party has filed a petition to cancel the registration indicated below.

Petitioner Information

Name Imagine Learning, Inc.

Entity Corporation Citizenship Utah

Address 328 W. Park Circle, Suite 100
Provo, UT 84604
UNITED STATES

Correspondence
information

Nicole Kinsley
Foley Hoag LLP
155 Seaport Boulevard
Boston, MA 02210
UNITED STATES
nkinsley@foleyhoag.com, jjarvis@foleyhoag.com, lcasey@foleyhoag.com, us-
trademark@foleyhoag.com
no phone number provided

Registration Subject to Cancellation

Registration No. 4878113 Registration date 12/29/2015

Registrant Imagine Online, LLC
3100 Bear Creek Rd.
Potomac, MT 59823
UNITED STATES

Goods/Services Subject to Cancellation

Class 041. First Use: 2015/11/08 First Use In Commerce: 2015/11/08
All goods and services in the class are subject to cancellation, namely: Providing information about
online education; Consulting services for others inthe field of design, planning, and implementation
project management of educational online course curricula and websitecontent about online educa-
tion for a variety of preschool, elementary, primary,secondary, college, graduate, and post graduate
educational disciplines; Design, development, and consulting services related thereto in the field of
educational online course curricula and website content about online education for a variety of
preschool, elementary, primary, secondary, college, graduate, and post graduate educational discip-
lines

Class 042. First Use: 2015/11/08 First Use In Commerce: 2015/11/08
All goods and services in the class are subject to cancellation, namely: Computer services, namely,
designing and implementing online educational computer programs, online courses and website con-
tent for others; Computer services, namely, managing web sites for others; Consulting services for
others in the field of design, and implementation project management of online educational computer
programs; Design, development, and consulting services related thereto in the field of online educa-
tional computer programs; Technological planning and consulting services regarding computer soft-
ware for use in the field of online education for a variety of preschool, elementary, primary, second-
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ary, college, graduate, and post graduate educational disciplines

Grounds for Cancellation

Priority and likelihood of confusion Trademark Act Sections 14(1) and 2(d)

Abandonment Trademark Act Section 14(3)

Marks Cited by Petitioner as Basis for Cancellation

U.S. Registration
No.

3126659 Application Date 08/25/2005

Registration Date 08/08/2006 Foreign Priority
Date

NONE

Word Mark IMAGINE LEARNING

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2005/02/14 First Use In Commerce: 2005/02/14

Children's educational software

U.S. Registration
No.

3244347 Application Date 04/11/2006

Registration Date 05/22/2007 Foreign Priority
Date

NONE

Word Mark IMAGINE LEARNING

Design Mark

Description of
Mark

The mark consists of an abstract human figure, composed of a boomerang inter-
sected with a smaller boomerang with a circle above the intersection, adjacent
to the words IMAGINE LEARNING.

Goods/Services Class 009. First use: First Use: 2005/02/14 First Use In Commerce: 2005/02/14

Children's educational software



U.S. Registration
No.

3180026 Application Date 08/25/2005

Registration Date 12/05/2006 Foreign Priority
Date

NONE

Word Mark IMAGINE LEARNING ENGLISH

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2005/02/15 First Use In Commerce: 2005/02/15

Children's educational software featuring instruction in the English language

U.S. Registration
No.

3138661 Application Date 08/25/2005

Registration Date 09/05/2006 Foreign Priority
Date

NONE

Word Mark IMAGINE LEARNING ENGLISH

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2005/02/15 First Use In Commerce: 2005/02/15

Children's educational software featuring instruction in the English language
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Name Nicole Kinsley

Date 01/08/2020



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

Imagine Learning, Inc., 

Petitioner, 

v. 

Imagine Online, LLC 

Registrant. 

Cancellation No.  __________ 

Trademark: IMAGINE ONLINE LEARNING 

Reg. No.  4,878,113 

PETITION FOR CANCELLATION 

Imagine Learning, Inc., a Utah Corporation, having its place of business at 382 W. Park 

Circle, Suite 100, Provo, Utah (“Petitioner”) believes that it is and/or will be damaged by the 

continued registration on the Principal Register of the mark IMAGINE ONLINE LEARNING, 

Reg. No. 4,878,113 (“Registration”), by Imagine Online, LLC (“Registrant”).   

The grounds for this cancellation are as follows:  

1. Petitioner has used the trademark IMAGINE LEARNING and other IMAGINE-

formative trademarks, for educational software and Software as a Service, beginning at least as 

early as 2005, and owns registrations for such marks, including Registration Nos. 3,126,659, 

3,244,347, 3,180,026, and 3,138,661.  Printouts from the TSDR Database for these Registrations 

are attached as Exhibit A. 

2. Petitioner owns several applications to register IMAGINE-formative trademarks, 

including Applications Serial Nos. 88/369,954, 88/002,949, 88/002,938, 88/524,640, 88/002,912, 

88/002,931, 88/002,926, 88/002,918, and 88/002,891 (“Petitioner’s Applications”).   

3. The Registration, filed in 2014 and claiming use since 2015, covers services 

relating to online education and educational software. 
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4. Petitioner’s Applications have been refused on the basis of likelihood of 

confusion with the mark that is the subject of the Registration.       

5. Registrant has represented to Petitioner that it is rebranding its company, and will 

no longer use the IMAGINE ONLINE LEARNING trademark.   

6. The entirety of Registrant’s website, www.imagineonline.biz, currently says 

“SORRY WE ARE CURRENTLY UNDER CONSTRUCTION Our website is currently 

undergoing a reconfiguration. Imagine Online is in the process of a business name change and 

will be back with our new website as soon as possible. Thanks for your patience.”  See 

Exhibit B. 

7. On information and belief, Registrant’s mark IMAGINE ONLINE LEARNING 

has been abandoned, and the Registration should accordingly be cancelled. 

8. The USPTO, through the Examining Attorneys who have refused Petitioner’s 

Applications, has determined that the mark that is the subject of the Registration poses a 

likelihood of confusion with Petitioner’s marks, though Petitioner has clear priority.  To the 

extent that this is the case, the likelihood of confusion is independent grounds to cancel the 

Registration, and such grounds are hereby asserted. 

WHEREFORE, Petitioner requests that this proceeding be decided in its favor, and that Reg. No. 

4,878,113 be cancelled.   
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Respectfully submitted, 

Imagine Learning, Inc. 

  /Nicole Kinsley/ 

Dated: January 8, 2020 Joshua Jarvis 

Nicole Kinsley  

Foley Hoag LLP  

155 Seaport Boulevard  

Boston, MA  02210 

(617) 832-1000 

jjarvis@foleyhoag.com

nkinsley@foleyhoag.com

Attorneys for Petitioner  

B5085221.2 



 

 

 

 

EXHIBIT A 



































EXHIBIT B




