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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

IN THE MATTER OF: Trademark Registration No. 5,346,223 — CHROMATIX
DATE OF REGISTRATION: November 28, 2017

3FORM, LLC

Petitioner,

V. Cancellation Proceeding No. 92072144
Aristech Surfaces, LLC.

Registrant.

REGISTRANT’S ANSWER TO PETITION FOR CANCELLATION

Aristech Surfaces, LLC (“Registrant”), by and through Counsel, makes the following
Answer to the Petition for Cancellation (the “Petition”) of U.S. Registration No. 5,346,223 for the
mark CHROMATIX (the “Registration”) by 3Form, LLC (“Petitioner”).

ANSWER

1. Registrant lacks knowledge or information sufficient to form a belief about the truth
of the allegations in Paragraph 1 of the Petition and therefore denies the same.

2. Registrant admits the allegations in Paragraph 2 of the Petition.

3. Registrant denies that Petitioner is or will be damaged as alleged in the first
sentence of Paragraph 3 of the Petition. Registrant lacks knowledge or information sufficient to
form a belief about the truth of the allegations contained in the second sentence in Paragraph 3 of
the Petition and therefore denies the same. Further responding to Paragraph 3 of the Petition, the
allegations call for a legal conclusion to which no response from Registrant is required. To the
extent a response is required, Registrant denies the allegations set forth in Paragraph 3 of the

Petition.



4. Registrant lacks knowledge or information sufficient to form a belief about the truth
of the allegations in Paragraph 4 of the Petition and therefore denies the same.

5. Registrant lacks knowledge or information sufficient to form a belief about the truth
of the allegations in Paragraph 5 of the Petition and therefore denies the same.

6. Registrant lacks knowledge or information sufficient to form a belief about the truth
of the allegations in Paragraph 6 of the Petition and therefore denies the same.

7. Registrant lacks knowledge or information sufficient to form a belief about the truth
of the allegations in Paragraph 7 of the Petition and therefore denies the same.

8. Responding to the allegations contained in the Paragraph 8 of the Petition,
Registrant asserts that the records of the United States Patent and Trademark Office are public
records and can speak for themselves and denies any allegations that are inconsistent with the
words and information contained therein.

9. Registrant admits that it adopted and is using the mark CHROMATIX on and in
connection with the manufacture, distribution, and sale of certain products, but lacks knowledge
or information sufficient to form a belief about the truth of the remaining allegations in Paragraph
9 of the Petition and therefore denies the same.

10. Registrant denies the allegations contained in Paragraph 10 of the Petition.

11. Registrant lacks knowledge or information sufficient to form a belief about the truth
of the allegations in Paragraph 11 of the Petition and therefore denies the same. Further responding
to Paragraph 11 of the Petition, the allegations call for a legal conclusion to which no response
from Registrant is required. To the extent a response is required, Registrant denies the allegations
set forth in Paragraph 11 of the Petition.

12. Responding to the allegations contained in Paragraph 12 of the Petition, Registrant

asserts that the records of the United States Patent and Trademark Office are public records and



can speak for themselves and denies any allegations that are inconsistent with the words and
information contained therein.

13. Responding to the allegations contained in the Paragraph 13 of the Petition,
Registrant asserts that the records of the United States Patent and Trademark Office are public
records and can speak for themselves and denies any allegations that are inconsistent with the
words and information contained therein.

14. Registrant denies the allegations contained in Paragraph 14 of the Petition.

15. Registrant lacks knowledge or information sufficient to form a belief about the truth
of the allegations in Paragraph 15 of the Petition and therefore denies the same.

16. Registrant denies the allegations contained in the first sentence of Paragraph 16 of
the Petition. Registrant lacks knowledge or information sufficient to form a belief about the truth

of the remaining allegations in Paragraph 16 of the Petition and therefore denies the same.

17. Registrant denies the allegations contained in Paragraph 17 of the Petition.
18. Registrant denies the allegations contained in Paragraph 18 of the Petition
19. Registrant denies each and every remaining allegation, including any allegations

made in Petitioner’s prayer for relief, not specifically admitted herein to be true. Registrant further

denies that Petitioner is entitled to any of the prayed for relief.

FIRST AFFIRMATIVE DEFENSE

20. The Petition for Cancellation fails to state any claim upon which relief can be
granted.
SECOND AFFIRMATIVE DEFENSE
21. Petitioner cannot demonstrate that it has standing to oppose on the grounds of

likelihood of confusion because Petitioner’s mark and Registrant’s mark merely share a term

commonly used within the construction, architectural, and/or design industry, namely CHROMA,



evidenced by the plethora of third-party owned registrations on the principal register for marks
including the term CHROMA for use within the construction, architectural, and/or design industry.

THIRD AFFIRMATIVE DEFENSE

22. Petitioner cannot claim exclusive rights in CHROMA or any other CHROMA
formative or variant mark and/or has abandoned or lost its rights in CHROMA or any other
CHROMA formative or variant mark due to its failure to police and/or enforce its rights, if any,
against third party registrations and applications for CHROMA marks for use within the
construction, architectural, and/or design industry.

FOURTH AFFIRMATIVE DEFENSE

23. The U.S. Patent and Trademark Office did not cite Petitioner’'s CHROMA
registration as a basis for a 2(d) rejection during the prosecution and examination of the underlying
application for the Registration despite its existence on the principal register at the time.

FIFTH AFFIRMATIVE DEFENSE

24. There is no likelihood of confusion under the relevant factors and criteria required
by U.S. trademark law.

SIXTH AFFIRMATIVE DEFENSE

25. Petitioner is estopped from bringing this Petition for Cancellation through the

equitable doctrines of laches, waiver, and/or acquiescence.

SEVENTH AFFIRMATIVE DEFENSE

26. Registrant reserves the right to assert and pursue additional defenses and

counterclaims based upon facts uncovered in discovery.

WHEREFORE, Registrant respectfully requests that the Petition for Cancellation be

dismissed in its entirety.



Date: September 29, 2020 Respectfully submitted,

Samantha M. Quimby

Karlyn A. Schnapp

FROST BROWN TODD LLC
One Columbus

10 West Broad Street — Suite 2300
Columbus, Ohio 43215-3484
squimby@fbtlaw.com
kschnapp@fbtlaw.com
fbtiplitigation@fbtlaw.com

Attorneys for Registrant Aristech Surfaces, LLC



CERTIFICATE OF SERVICE

I hereby certify that a copy of the foregoing ANSWER was served via email to Petitioner’s
counsel in this matter at the following email addresses of record on this 29" day of September,
2020: jmcconkie@wnlaw.com;  mbarlow@wnlaw.com;  scourdy@wnlaw.com;  and

ldocketing@wnlaw.com.

Samantha M. Quimby
Attorney for Registrant Aristech Surfaces,
LLC
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