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MEMORANDUM
Respondent A.C.T. 898 Products, Inc. (hereinafter “Respondent” or “ACT”)
hereby submits its opposition to the Motion for Summary Judgment (“MSJ”) filed
by Petitioner A-1 Beauty and Nails Warehouse, Inc. (“Petitioner” or “A-1”).
I.

INTRODUCTION
A-1’s MSJ conveniently ignores key facts, which leads it to rely on clearly

distinguishable authority to support its position, which require denial of its MSJ. On
the other hand, the TTAB’s own prior decision supports granting summary judgment
in favor of ACT.
Unlike several of the cases A-1 relies on to support its MSJ, none of the parties
with a colorable interest in the ‘999 trademark (“the ‘999 Mark”), including Daniel
Chan and Eileen Chin, dispute that the ‘999 Mark now belongs to ACT. ACT’s
predecessor, Kuang Lung, Inc. (“Kuang Lung”), does not claim ownership in the
Mark, nor are there any other parties who could make a good faith claim to
ownership.
A-1’s main argument, that Chan was the registrant of the ‘999 Mark despite
never actually owning the ‘999 Mark, is a misguided challenge to cancel a trademark
which they know will otherwise result in their liability for infringement. A-1
contends that “the Company” (whom they appear to define as Kuang Lung) was the
entity using the ‘999 Mark at the time of Chan’s registration, and that the registration
was therefore void. That is demonstrably false, because Kuang Lung was dissolved
at the time of registration; in any event, A-1 fails to ever identify who else could
conceivably qualify as the proper owner of the ‘999 Mark.
Notably, ACT’s discovery responses and deposition testimony made clear
that, at the time of registration, Chan licensed the ‘999 Mark to ACT. At all relevant
times, Chan was the President and sole owner of the company. By all indications,
1

Chan was the rightful owner of the ‘999 Mark. Therefore, he had the right to register
it.
Furthermore, even putting aside Chan’s license of the ‘999 Mark to ACT,
shortly after filing for registration, Chan assigned the ‘999 Mark to ACT – twice –
and filed both assignments with the United States Patent Trademark Office
(“USPTO”).
Accordingly, this Trademark Trial and Appeal (“TTAB”) Board (“Board”)
would be well within its discretion to grant summary judgment in favor of ACT, not
A-1, and end this cancellation proceeding now.
At the summary judgment phase, all factual inferences must be drawn in a
light most favorable to ACT as the non-moving party. Even assuming ACT was
technically the owner of the ‘999 Mark at the time Chan registered it in his name,
there is a triable issue as to whether Chan’s assignment to ACT was a proper
corrective action to effectuate ACT’s ownership. At the very least, there is a triable
issue over whether Chan was owner of the ‘999 Mark as he transitioned his business
from Kuang Lung to ACT. The answers to these questions are neither undisputed
nor obviously resolved in favor of A-1, and therefore A-1 is not entitled to summary
judgment.
II.

STATEMENT OF FACTS
ACT manufactures, distributes, and supplies beauty products, including

cosmetic brushes and nail brushes, across the U.S. and around the world. ACT has
built a highly successful business selling beauty products since 1997. ACT uses
several trade names and marks to identify its services and products including the
‘999 Mark. [Declaration of Daniel Chan (“Chan Decl.”), ¶ 2.]
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ACT contends that A-1 is infringing on its intellectual property covering its
highly successful trademarked line of cosmetic and nail brushes. That infringement
led to the litigation that preceded this cancellation proceeding.
The ‘999 Mark was first used in commerce on or around July 1, 1997.
[Declaration of John Tran filed in support of A-1’s MSJ (“Tran Decl.”), Exhibit E.]
Kuang Lung, the predecessor entity to ACT, was formed on July 7, 1997. [Chan
Decl., ¶ 3, Exh. 1.] Chan was the sole shareholder of Kuang Lung. [Chan Decl., ¶
3; see also Tran Decl., Exh. C, Response to Interrogatory No. 2.]
ACT was formed on March 9, 2009. [Chan Decl., ¶ 4, Exh. 3.] Chan was the
sole shareholder of ACT from March 9, 2009 through 2011. [Chan Decl., ¶ 4; see
also Tran Decl., Exh. C, Response to Interrogatory No. 9.] Kuang Lung was
dissolved on June 26, 2009. [Chan Decl., ¶ 3, Exh. 2, Articles of Dissolution.] Chan
applied for the ‘999 Mark on April 28, 2010. [Tran Decl., Exh. E.]
According to the MSJ, “all the evidence shows that only the Company was
using the ‘999 Mark at the time of filing.” [MSJ at p.8.] The MSJ appears to
ambiguously define “the Company” as Kuang Lung (though they may mean the term
to cover both Kuang Lung and ACT jointly). In reality, at the time of the registration
of the ‘999 Mark, Kuang Lung had been dissolved for over a year, and Chan licensed
to ACT the use of the ‘999 Mark between the dissolution of Kuang Lung and
registration of the ‘999 Mark.1 [Chan Decl., ¶ 5.] Chan remained and remains in
control over the nature and quality of the ‘999 Mark, including by overseeing all
imports of products with the ‘999 Mark. [Chan Decl., ¶ 5.]

1

In support of its proposition that the Company used the ‘999 Mark at the time of filing, A-1 refers to
Eileen Chin’s deposition testimony, wherein she states that all use of the ‘999 Mark from 1997 to March
9, 2009 was done under Kuang Lung. As indicated in this brief’s Statement of Facts section, Kuang Lung
was dissolved in June 9, 2009 – nearly a year before Chan’s application was filed on April 28, 2010.
Thus, Kuang Lung could not have owned nor used the Mark at the time of filing, as it had been dissolved
the prior year.
3

On August 14, 2010, while the application for the ‘999 Mark was pending,
Chan executed an assignment of the ‘999 Mark to ACT. The assignment was duly
recorded on August 23, 2010. [Tran Decl., Exh. E, Assignment of Application.]
Registration of the ‘999 Mark to Chan issued on December 21, 2010. [Tran Decl.,
Exh. E, Registration Certificate.]
On June 8, 2015, Chan and ACT executed an assignment which conveyed
Chan’s interest in the ‘999 Mark to ACT; the assignment was filed with the USPTO
on June 9, 2015. [Tran Decl., Exh. E, Assignment of Trademark.] Accordingly,
ACT has clearly been the owner of the ‘999 Mark since at least June 9, 2015; it is
also undisputed that the ‘999 Mark has been continuously used by ACT during the
relevant period. [See MSJ at p. 2 “…the Mark has always been used solely by
Respondent [ACT], and its predecessor in interest…”]
Subsequently, ACT became aware that A-1 was selling brushes substantially
identical to ACT’s protected brushes bearing the ‘999 Mark, and sent a cease and
desist letter to A-1 on September 1, 2017. [Chan Decl., ¶¶ 6-7, Exh. 4 .] A-1 failed
to cease and desist. As stated in A-1’s MSJ, the trademark infringement action is
currently pending in the Central District of California and this TTAB cancellation
proceeding followed. [See MSJ at p. 3.]
The aforementioned facts are no secret to A-1; they deposed Eileen Chin as
ACT’s corporate representative, and they also propounded written discovery on
ACT. ACT’s interrogatory responses include the following facts: Chan “authorized
his wholly-owned related companies Kuang Lung and ACT 898 to use the ‘999
Mark via license, assignment… [beginning] in 1997” (ROG No. 2); Chan was the
sole owner of (ACT’s predecessor) Kuang Lung (ROG No. 6); Chan created the ‘999
Mark and authorized Kuang Lung to use the ‘999 Mark on acrylic brushes (ROG no.
6); and Chan initially licensed ACT’s use of the ‘999 Mark on a line of acrylic
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brushes, then later made a written assignment of the ‘999 Mark to ACT. (ROG No.
9) [See Tran Decl., Exh. C, Responses to Request for Interrogatories.]
The MSJ does selectively allude to some of these same discovery requests
[see, e.g., MSJ at p. 6] yet seems to ignore that fact Chan licensed the ‘999 Mark to
ACT.
III.

LEGAL STANDARD
A party moving for summary judgment has the burden of proving the absence

of any genuine issue of material fact. See Celotex Corp. v. Catrett, 477 U.S. 317
(1986). A genuine factual dispute is present if a reasonable fact finder could resolve
the evidence in favor of the non-moving party. Opryland USA Inc. v. Great
American Music Show Inc., 23 USPQ2d 1471 (Fed. Cir. 1992). All evidence viewed
and inferences drawn must be done in a light most favorable to the non-moving
party. See id.
Summary judgment is rarely appropriate where there are questions involving
the applicability of the “related company” doctrine, a doctrine which will be
discussed in the subsequent section. See, e.g., Estate of Coll-Monge v. Inner Peace
Movement, 524 F.3d 1341 (D.C.C. 2008) (Coll-Monge). In Coll-Monge, the court
found there was a triable issue over the application of the related company doctrine
with respect to a founder of non-profit corporations who controlled service marks at
issue in the case. Id.
Even though ACT is not the party moving for summary judgment, the Board
may nevertheless enter summary judgment in favor of the non-moving party on a
sua sponte basis. See Celotex Corp. v. Catrett, 477 U.S. 317 (1986).
Here, as established in this Opposition, A-1’s MSJ must be denied as it utterly
fails to pass legal or factual muster. On the other hand, under TTAB’s own case
law, ACT is entitled to summary judgment in its favor. The ‘999 Mark was validly
5

registered by its owner, Daniel Chan, who then licensed, and subsequently assigned
it, to ACT. A-1 has not and cannot dispute the fact of Chan’s license, as set forth in
ACT’s discovery responses.
As discussed infra, TTAB, in a decision with analogous facts as the instant
proceeding, in which an applicant registered the trademark in his own name and then
licensed it to his company, granted summary judgment on the issue of ownership,
despite the fact the other party had moved for summary judgment. See The Sports
Authority Michigan, Inc. v. Dennis Kalle, Opp. No. 122,577, 2002 WL 484958
(TTAB 2002) (“Sports Authority”) (attached to Declaration of Dariush Adli (“Adli
Decl.”), Exh. 5). ACT hereby requests that the TTAB enter summary judgment in
its favor based on the undisputed facts of the record.
IV.

ARGUMENT
A. Chan Licensed the ‘999 Mark to ACT and the Related Company
Doctrine Applies, Since Chan Maintained Control Over the Nature
and Quality of the Products Bearing the ‘999 Mark Such That He
Benefitted From ACT’s Use
Daniel Chan licensed the ‘999 Mark to ACT at all times prior to its trademark

registration, and thus, the related company doctrine set forth in 15 U.S.C. § 1055
applies.
1. Chan Licensed the ‘999 Mark to ACT, and the Related Company
Doctrine Applies
A license to use a trademark may arise through written, oral, or implied means,
just like any other type of contract; the standard for an implied license looks not to
the intentions of the parties, but rather to their objective conduct. United States
Jaycees v. Philadelphia Jaycees, 639 F.2d 134 (3rd Cir.1981); Villanova University
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v. Villanova Alumni Educational Foundation, Inc., 123 F.Supp.2d 293, 307 (E.D.
Penn. 2000); McCoy v. Mitsuboshi Cutlery, Inc., 67 F.3d 917, 920 (Fed. Cir. 1995);
Great Treats, Inc. v. Bigger than Bill, Inc. DBA Mullen’s Dairy, 2017 WL 4945262,
*15 (TTAB 2017) (“Great Treats”) (Adli Decl., Exh. 6).
Further, an individual may license his/her trademark to a company and need
not use the trademark personally. In re Briggs, 229 USPQ 76, at *2 (TTAB 1986)
(“It is clear… that rights to a mark may be acquired and maintained through use of
a mark by a controlled licensee even when the only use of the mark has been and is
by the licensee.”).
Here, Chan conceived of the ‘999 Mark. [See Tran Decl., Exh. C, Response
to Interrogatory 1 (“Mr. Chan proposed that the marks for various lines of nail
brushes be numerals.”); and Exh. E, at 20:2-5 (“yes, Daniel [Chan] was the one
[who] actually thought of that”).] He then allowed the company to use it. Indeed,
ACT served discovery responses stating that Chan authorized ACT to use the ‘999
Mark via license. A-1’s MSJ ignores these critical facts and fails to provide any
evidence to the contrary. Accordingly, these facts stand undisputed. [See Tran Decl.,
Exh. C, Responses to Request for Interrogatories.]
A-1 does not dispute ACT's usage of the ‘999 Mark; instead, it contends that
ACT's usage means Chan was not the owner at the time he applied for the trademark.
However, the undisputed objective conduct of the relevant parties – Chan and ACT
– is, if not appropriate for judgment as a matter of law, then at the very least sufficient
to raise a triable issue of fact as to whether there was an implied license. Great
Treats, supra, at *15 (summary judgment inappropriate because, “[a]t a minimum,
there are genuine disputes of material fact regarding the existence of an express or
implied license…”). Chan licensed the Mark to both ACT and its predecessor Kuang
Lung; thus, Chan was able to retain title without ever personally using the ‘999
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Mark. See, In re Briggs, supra, 229 USPQ at *2. Until he filed the assignment with
the USPTO, Chan was the rightful owner of the ‘999 Mark.
The related company doctrine further supports a conclusion that Chan was the
owner of the ‘999 Mark at the time he filed for registration of the ‘999 Mark. Under
the related company doctrine, contained in Section 5 of the Trademark Act, an
applicant may permit the licensed use of a trademark by a company related to the
applicant, and such use will not affect the validity of an applicant’s ownership or
registration. 15 U.S.C. § 1055. The statute defines a “related company” as “any
person whose use of a mark is controlled by the owner of the mark with respect to
the nature and quality of the goods or services on or in connection with which the
mark is used.” 15 U.S.C. § 1127. “The statute does not expressly require formal
corporate control… [but rather] control over only the ‘use of a mark…’ which may
include not only corporate control but also licensing agreements and other types of
oversight.” Coll-Monge, supra, 524 F.3d at 1347 (emphasis added); see also Quality
Candy Shoppes/Buddy Squirrel of WI Inc. v. Grande Foods, 90 USPQ2d 1389, 1392
(TTAB 2007) (“[Y]ears of precedent make it very clear that proper use of a mark by
a trademark owner’s licensee or related company constitutes ‘use’ of that mark
attributable to the trademark owner.”).
Moreover, “courts may presume that a real person who owns all the stock of
a corporation controls the corporation so that use of the mark by the corporation
inures to the benefit of the real person, who is presumed to be the ‘owner’ of the
mark.” Gaffrig Performance Industries, Inc. v. Livorsi Marine, Inc., 2003 WL
23144859, at *12 (N.D. Ill. 2003) (“Gaffrig”) (emphasis added) (Adli Decl., Exh. 7);
see also In re Hand, 231 USPQ 487, at * 2 (1986); and Central Fidelity Banks, Inc.
v. First Bankers Corporation of Florida, 225 USPQ 438, at *2 (1984) (“…the rule,
long followed by this Office, [is] that ownership rights in a trademark or service
mark may be acquired through controlled use by one’s related companies (or
8

licensees) even in the absence of any use by the applicant, registrant or purported
owner.”).
The presumption identified in Gaffrig is applicable here. As stated in ACT’s
discovery responses, Chan was the sole shareholder of ACT (and Kuang Lung) at
all relevant times prior to the ‘999 Mark registration. [See Tran Decl., Exh. C,
Response to Interrogatory No. 2.] Undisputed evidence – to which even A-1 cited
in their MSJ – confirms the fact that Chan, “authorized his wholly-owned related
companies Kuang Lung and ACT 898 to use the ‘‘999’ mark via license...” [See
MSJ at p. 6.] A-1 presented absolutely no evidence to dispute that Chan was the
sole owner, nor any evidence that Chan did not license the ‘999 Mark. Accordingly,
Chan is the presumptive owner of the ‘999 Mark.
To be clear, Chan originated the ‘999 Mark. [Tran Decl., Exh. E, at 20:2-5
(“yes, Daniel [Chan] was the one [who] actually thought of that”).] Chan is ACT’s
President, and part of his duties are to oversee finances, along with his wife (who is
CFO). He is primarily responsible for importing the brushes and ensures their nature
and quality. [See Tran Decl., Exh. E, at 9:18-10:7, and Chan Decl., ¶ 5.] These
actions and duties show his original ownership of the ‘999 Mark, as well as sufficient
control to satisfy the related company doctrine. Based on the undisputed record,
ACT is entitled to summary judgment here. At the very least, there is a triable issue
over the applicability of the related company doctrine.
2. Sports Authority is Applicable
Sports Authority was a TTAB opposition proceeding involving near-identical
facts to the present dispute. Sports Authority, supra, 2002 WL 484958. Applicant
filed an application to register the mark “Dance Authority.” The opposer argued the
application was, “void ab initio as being improperly filed in the name of an
individual under Section 1(a) of the Trademark Act.” Id. at *1. The opposer moved
for summary judgment on this issue (among others), arguing that the applicant was
9

not the true owner of the Dance Authority mark because he merely licensed the mark
to his company for the company’s exclusive use. The opposer also argued that the
application had failed to identify this exclusive use by the company of the mark,
despite being required to do so under Trademark Rule 2.38(b). Id. at *3. It was
undisputed that the applicant was the President of the company, that he controlled
the nature and quality of services provided by the company, and that the company
had made legitimate use of the mark to the applicant’s benefit. Id. at *2.
The Board found no genuine dispute of material fact as to any of the
aforementioned facts, and then sua sponte granted summary judgment to the nonmoving party, the applicant. Id. The Board reasoned:
we find no statutory authority for opposer’s contention that [the
applicant’s failure to indicate his licensee’s use] renders application
Serial No. 75/008,198 void. Accordingly, we find, as a matter of law,
that neither use of the mark solely by applicant’s licensee nor
applicant’s failure to indicate such use, affects applicant’s ownership
rights herein.
Id. The Board also disagreed with the opposer’s argument that the “true owner” of
the mark was the company, rather than the applicant.

The Board noted that

“ownership rights in a trademark… may be acquired and maintained through the use
of the mark by a controlled licensee…” Id.
The relevant facts in the present dispute are strikingly similar to those at issue
in Sports Authority in the following key ways:
• Chan licensed the ‘999 Mark to his business (i.e., first Kuang Lung, and
subsequently ACT), and that business was the exclusive user of the
mark;
• Chan filed a trademark application in his individual name under Section
1(a), and did not mention his licensee ACT;

10

• Chan was ACT’s President, and he controlled the nature and quality of
the ‘999 Mark and its use by overseeing company finances and imports
of brushes bearing the ‘999 Mark; and
• The MSJ presents no statutory authority for the proposition that Chan’s
failure to indicate his licensee’s use in the application renders that
application void.
In addition to its parallel fact pattern with Sports Authority, another factor
strengthening ACT’s position is that Chan was the sole shareholder of ACT at the
time of registration, and accordingly benefits from a presumption that he is the owner
of the ‘999 Mark. Gaffrig, supra, at *12. Accordingly, the related company doctrine
applies here, and ACT is entitled to summary judgment. 15 U.S.C. § 1055; CollMonge, supra, 524 F.3d at 1347; Sports Authority, supra, at *3. ACT respectfully
requests that the TTAB enter summary judgment in its favor on the issue that Chan
was the proper owner of the ‘999 Mark at the time of the application for registration
of the ‘999 Mark and that the registration application for the ‘999 Mark was valid.
A-1 argues that Eileen Chin’s deposition testimony defeats application of the
related company doctrine to the present case. As will be argued in greater detail in
Section C, infra, this argument has no support in fact or law, because Ms. Chin’s
testimony does not change the reality of Mr. Chan’s control of the ‘999 Mark in his
wholly-owned company. Putting aside Chan’s status as sole shareholder, his status
as President is additional proof that he exerts the “types of oversight” contemplated
by the related company doctrine. See Coll-Monge, supra, 524 F.3d at 1347. It is
perfectly consistent for Chan to exercise due control over the ‘999 Mark, while
delegating certain tasks to Ms. Chin, such as working with attorneys for filing;
testifying on behalf of the company; and even helping with development and
implementation of the ‘999 Mark.

11

Finally, A-1 offers no legal support for implying the related company doctrine
requires the ‘999 Mark to be for Chan’s “sole” benefit. [See MSJ at p. 10.] Not only
would such an assumption be unsupported by legal authority, it would also be
illogical, as it would mean the related company doctrine could only apply to an
individual who was the sole owner and worker of an entity; otherwise, a team of one
or more other employees (who are paid compensation derived from the company’s
use of the trademark) would benefit, and the owner would not be the “sole”
beneficiary. That is a preposterous proposition, and is perhaps best countered by the
reality that an individual is not even required to own any part of the company using
their mark – so long as the individual controls the quality of goods using the mark,
the related company doctrine may apply. See Coll-Monge, supra, at 1348.
Since Chan was the sole shareholder of ACT at the time he filed the trademark
application, the Gaffrig presumption of trademark ownership applies. The
undisputed evidence establishes that Chan, as President of ACT, was responsible for
importing the brushes and directing company finances and that he oversaw product
quality to ensure proper use of the ‘999 Mark. Per TTAB’s decision in Sports
Authority, ACT is entitled to summary judgment here. At the very least, there is a
triable issue of fact as to whether the evidence supports the related company
doctrine, as occurred in Coll-Monge.
B. A-1 is Not Entitled to Summary Judgment on the Issue of
Ownership of the ‘999 Mark at the Time of Registration; Even if
Chan Was Not the Owner of the Mark at the Time of Registration,
His Assignment Validated the Registration and Rendered
Ownership to ACT
As established in this Opposition, Chan was the proper owner of the ‘999
Mark at the time of its registration. At the very least, an ownership dispute would
12

create a triable issue of fact. A-1 contends Chan was not the owner of the ‘999 Mark
at the time of registration, yet strangely at no point does A-1 ever explain its position
as to the true owner. The MSJ implies at various points that Kuang Lung (defined
in the MSJ as “the Company”) was the owner at the time of registration (again, this
was impossible, because Kuang Lung has been dissolved by then). A-1 also implies
at other parts of its MSJ that ACT was the owner (but even that connotation is
contradicted by a heading in their brief). [MSJ at p. 8 (“…Respondent [i.e., ACT]
Is Not the Rightful Owner of The Mark.”]
A-1’s lack of clarity on this point, purposeful or not, is telling. Given A-1’s
own briefing leaves perplexing questions about the rightful owner of the ‘999 Mark
at the time of registration, summary judgment for A-1 is clearly improper.
1. Smith is Distinguishable Because Chan Was the Sole Shareholder of
Kuang Lung and ACT at All Times Prior to Registration of the ‘999
Mark
A-1 focuses its briefing on a 60-year-old case, Smith v. Coahoma Chemical
Co. Inc., 121 USPQ 215 (U.S.P.A. 1959) (“Smith”), arguing it is “nearly identical to
the facts” of this case. [MSJ at pp. 12-13.] A-1 is inapposite for the simple reason
that – unlike Smith – here Chan is the sole shareholder, so the related company
doctrine does apply.
In Smith, an applicant appealed the cancellation of his trademark, arguing for
application of the related company doctrine. The court of appeal disagreed. Id. at
920. Although the applicant in Smith had testified that he was the company’s
principal and controlling stockholder, the court found that there was no evidence of
the actual percentage of stock owned by him, and therefore no basis to find the
applicant and the company equitably were the same entity. Id. (“…it has not been
established that his [Smith’s] ownership was so complete that he and the corporation
equitably constituted a single entity.”). The implication made by the Smith court, of
13

course, was that the analysis would be different had the applicant been the entity’s
sole owner. Decades later, this is the precise fact pattern that arose in In re Hand,
231 USPQ 487 (1986) (“Hand”).
In Hand, the applicant was an individual who claimed to own a trademark
and, in response to an inquiry from the Examining Attorney, stated that the
trademark was used by his wholly owned entity. After the Examining Attorney
required additional explanation of the applicant’s relationship with the entity, the
applicant appealed. Id. at *1. On appeal, the Board held, “the requirement that
applicant submit further explanation of the nature and extent of his control over
the use of the mark is unwarranted.” Id. at *2 (emphasis added). The Board
examined Smith and other precedent, and found there had previously been a
difference in treatment depending on whether the applicant was a corporation
claiming ownership over a mark used by a wholly-owned subsidiary or an individual
claiming ownership over a mark used by a wholly-owned related company. The
Board concluded that this difference in treatment was no longer warranted, and that
a claim of sole ownership by any type of applicant should be sufficient without
further explanation. Id. More recent opinions involving sole shareholders have
followed the Hand opinion’s reasoning. See, e.g., Sports Authority and Gaffrig,
discussed supra.
Here, the undisputed evidence establishes that Chan was ACT’s sole
shareholder (100%) at all relevant times. A-1’s imprecise analysis glosses over this
key difference, which renders Smith inapposite. The facts and circumstances here
warrant application of factually analogous cases like Hand, Sports Authority, and
Gaffrig.2
2

A-1 failed to discuss Hand and other contrary precedent, and in fact nearly a full page’s worth of A-1’s
“analysis” of Smith was text which was copied and pasted practically verbatim from another opinion. See
Paul Audio, Inc. v. Baoning Zhou, 2011 WL 6780740, at *12 (TTAB 2011) (Adli Decl., Exh. 8).
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2. Huang is Distinguishable Because Chan Recorded an Assignment
A-1 also argues that Huang v. Tzu Wei Chen Food Co. Ltd., 849 F.2d 1458
(Fed. Cir. 1988) (“Huang”) is on point. [MSJ at p.12.] That case, however, is also
distinguishable in two important ways. In Huang, an application for trademark was
filed in an individual’s name. Between the time the application was filed by the
individual and the time it was received, the individual’s application for incorporation
was granted. The parties stipulated that, by the entity’s terms of incorporation, the
entity acquired ownership of the mark. Huang, 849 F.2d at 1459. However, the
applicant took no action to identify the entity as the proper owner of the mark to the
USPTO, leading the appellate court to affirm the Board’s holding that the application
for registration was void. In doing so, the court explicitly noted, “The question
before us is not whether the PTO record designation of ownership could be
corrected, or whether such correction could be effective nunc pro tunc, because there
has been no attempt at correction…. Thus we need not decide whether… the
Commissioner in his discretion could have allowed correction.” Id. at 1460.
First, in Huang there was no dispute regarding ownership of the trademark, as
the parties had stipulated to that fact. Other cases have observed this key missing
piece of analysis. See, e.g., Victoria Kheel v. Lions Gate Entertainment Inc., 2017
WL 3102597 (TTAB 2017), at *5 (examining Huang and noting, “Here, there is no
evidence that the terms of incorporation… transferred ownership of the mark…”)
(Adli Decl., Exh. 9). As a result of the stipulation between the parties in Huang, the
appellate court never analyzed the law of licenses, nor the related company doctrine.
At least one other case cited in the MSJ which follows Smith are similarly lacking
this analysis. See, e.g., American Forests v. Barbara Sanders, 54 USPQ2d 1860
(TTAB 1999).
Accordingly, the facts and circumstances in cases like Huang and American
Forests, relied on by A-1, are clearly distinguishable to those present here. In
15

contrast, opinions like Hand, Sports Authority, and Gaffrig specifically address the
particular facts of the instant proceeding and are therefore much more persuasive.
See, e.g., Liftag Sports, LLC v. Nutrex Research, Inc., 2015 WL 12862798 (C.D.
Cal. 2015), at *5 (finding the related company doctrine did apply, and observing
Huang had failed to address the related company doctrine) (“Liftag”) (Adli Decl.,
Exh. 10).
A second difference between Huang and the facts here is that, unlike in
Huang, where “no attempt at correction” was ever made by the registrant, here there
is at least a triable question as to whether the application in Chan’s individual name
was a scrivener’s error, which was corrected by the assignment to ACT. Even if, for
the sake of argument, ACT was technically the owner of the ‘999 Mark at the time
of registration, the Huang court suggests a fact like Chan’s assignment filed with the
USPTO could be a “correction… effective nunc pro tunc” to clarify the owner was
ACT. Huang, supra, 849 F.2d at 1460.
Accordingly, summary judgment in favor of A-1 is inappropriate. In contrast,
ACT is entitled to summary judgment on the issues of ownership, registration, and
assignment of the ‘999 Mark, and such motion is respectfully made.
3. Other Cases Relied on By A-1 Are Factually Distinguishable Because
They Either Involve Disputes Between Parties Asserting Competing
Trademark Rights, Or Are Otherwise Inapposite
The remaining case law authority relied on by A-1 in its MSJ fail to move the
needle in favor of A-1. Some cases involved disputes between former partners who
had competing claims to the same trademark. See Conolty d/b/a Fairway Fox Golf
v. Conolty O’Connor NYC LLC, Opp. No. 91206045 (TTAB 2014) (ruling one of
two former partners could not register trademark because they were not sole owner);
and Hole In 1 Drinks, Inc. v. Michael Lajtay, 2020 USPQ2d 10020 (TTAB 2020)
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(ruling petitioner’s registration void because petitioner and respondent had jointly
intended to use the mark).
Other cases are either general pronouncements of law or otherwise factually
distinguishable on their face. See, e.g., CF Research in Motion, Ltd. v. NBOR Corp.,
92 USPQ 2d 1926 (TTAB 2009) (applicant had no documentation of any goods or
services ever using the mark); Grand Canyon West Ranch, LLC v. Hualapai Tribe,
78 USPQ2d 1696, at *3 (TTAB 2006) (summary judgment partially granted where
applicant had used mark in connection with some services but not others); Intermed
Communications, Inc. v. Chaney, 197 USPQ 501 (TTAB 1977) (ruling future use
insufficient for registration); and Monorail Car Wash, Inc. v. McCoy, 178 USPQ
434, at *3 (TTAB 1973) (observing the mere fact of being a controlling shareholder
is not itself sufficient to establish ownership in a mark, but “[o]n the other hand, it
is equally settled that an individual may well be the owner of a mark… distributed
by a corporate entity under his direction and control…”).
Like Huang, the precedent cited in the preceding two paragraphs lacks
discussion of either the law of licensing or the related company doctrine. The factual
background and legal analysis in this proceeding is on all fours with more recent and
more specific analysis, like that found in Sports Authority, Hand, Gaffrig, CollMonge, and Liftag. Here, there is no partnership turmoil, nor other claims to the
trademark. There is no dispute between Chan, Chin, ACT, or Kuang Lung. A-1 has
no claim to the ‘999 Mark. All who may conceivably have a colorable claim to the
‘999 Mark agree that Chan was its sole owner at the time he filed the trademark
registration for the ‘999 Mark.
Summary judgment should be granted by the Board in favor of ACT on the
issues of Chan’s initial ownership of the ‘999 Mark, and subsequent registration and
assignment. In the alternative, A-1 surely cannot succeed on summary judgment, as
inferences drawn in a light most favorable to non-moving party ACT show there are
17

triable issues of fact pertaining to, among other issues, the related company doctrine
and the effect of Chan’s assignment filings with the USPTO.
C. The

Designation

of

Eileen

Chin

As

ACT’s

Corporate

Representative For Deposition, In Lieu of Daniel Chan, is a Red
Herring, Nor Does the Substance of Her Testimony Change Chan’s
Ownership of the ‘999 Mark
A-1 dwells on the fact that Eileen Chin testified as the 30(b)(6) representative
of ACT at its deposition, as though that somehow proves Daniel Chan is not the true
owner of the ‘999 Mark. The fact that the MSJ seeks to make an issue of this shows,
more than anything, the weakness of A-1’s underlying position.
In their MSJ brief, A-1 inaccurately contends that Federal Rule of Civil
Procedure 30(b)(6) requires the deponent to be the “person most knowledgeable” to
represent the company. [See, e.g., MSJ at p. 11.] However, the person designated
as a 30(b)(6) representative need not have the “most” knowledge within a company,
but rather must simply be adequately informed on the topics at hand; “personal
knowledge of the designated subject matter by the selected deponent is of no
consequence.” Board of Trustees of Leland Stanford Junior University v. Tyco
Intern. Ltd., 253 F.R.D. 524, 526 (C.D. Cal. 2008) ) (citation omitted); see also Cruz
v. Coach Stores, Inc., 1998 WL 812045, at *6 (S.D.N.Y. 1998), vacated on other
grounds by 202 F.3d 560 (2d Cir. 2000) (“Rule 30(b)(6) does not require a party to
produce someone who is ‘most knowledgeable’ but only someone whose testimony
is binding on the party.”).
Similarly, A-1 misplaces emphasis on the fact Chin was the representative for
every topic in the deposition notice. [MSJ at p. 11.] To the contrary, the idea that a
company might designate one representative is precisely a premise contemplated by
Rule 30(b)(6). Reed v. Bennett, 193 F.R.D. 689, 692 (D. Kan. 2008) (Rule 30(b)(6)
“was meant to prevent the necessity of naming several company representatives in
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order to find the one with knowledge of the relevant facts whose testimony could
bind the company”).3
With respect to the substantive testimony of Chin as corporate representative,
A-1 argues Chin “confirmed multiple facts that completely destroys any credibility
to Respondent’s veiled ‘related use by company’ argument…” [MSJ at p.12.]
However, A-1’s citations to Chin’s deposition simply shows that she was present
when Chan conceived of the ‘999 Mark, that she worked with Chan in developing
and implementing the use of the ‘999 Mark, and that she worked with the attorneys
on the registration process.
As discussed above, the related company doctrine does not require that the
‘999 Mark be for Chan’s “sole” benefit, nor even that he maintain formal control
over the nature and quality of the products bearing the ‘999 Mark. [See Section
A.3.] It is completely feasible and permissible that one individual (Chan) might
conceive of an idea leading to their ownership of a trademark, while another
individual (Chin) is designated to pursue trademark registration and retain
knowledge about those technical details. Indeed, intellectual property attorneys are
hired by clients every day specifically for this type of superior knowledge of the
trademark process.
Chan, as President, oversees company operations and physically inspects the
quality of imported brushes bearing the ‘999 Mark; at the same time, he delegates
other tasks to Chin, such as maintaining the trademark’s registration and testifying
in litigation. This is all perfectly permissible. A-1 wants to believe the 30(b)(6)
3

During the deposition in question, ACT’s counsel repeatedly pointed out to A-1’s counsel that Chin simply
needed to be adequately prepared to testify as the corporate representative of ACT, not that she needed to
be its “PMK.” [See Tran Decl. at Exh. B, 18:18-23 (Dariush Adli: “Okay, this is the 30(b)(6) deposition
under federal court; that means this witness is adequately prepared to testify on these topics. Even though
there may be individuals who are more knowledgeable on specific topics, she has familiarized herself…”);
and 25:10-13 (Dariush Adli: “Again, objection to the form of the question. The witness is a 30(b)(6) federal
law, which means she’s adequately prepared to testify on these topics today.”]
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deposition made their MSJ airtight, but the reality is their points of emphasis are
either legally incorrect or of minimal significance.
V.

CONCLUSION
Daniel Chan conceived of the ‘999 Mark, then collaborated with Eileen Chin

to implement its use and bring it to the market as part of his predecessor company,
Kuang Lung, and subsequently ACT. Chan was the sole shareholder of both entities
at all relevant times, and Chan licensed the use of the ‘999 Mark to both entities,
respectively. This objective conduct is permitted and his ownership of the ‘999
Mark remains protected under the related company doctrine, 15 U.S.C. § 1055.
Then, after filing for registration of the ‘999 Mark, Chan formally assigned
his rights in the ‘999 Mark to ACT. This assignment has been recorded in the
USPTO, making ACT the current owner of the ‘999 Mark.
A-1 fails to present any evidence that dispute these facts. Accordingly, ACT
is entitled to summary judgment on the issues of proper ownership and registration
of the ‘999 Mark. In any event, A-1’s MSJ should be denied as there are, at the very
least, triable issues of fact as to the existence of a license by Chan regarding the ‘999
Mark, whether the related company doctrine applies, and whether Chan was the
owner of the ‘999 Mark at the time of registration.
///
///
///
///
///
///
///
///
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For all these reasons, Petitioner A-1 Beauty and Nails Warehouse’s Motion
for Summary Judgment should be denied. Furthermore, Respondent ACT 898
Products respectfully requests summary judgment be granted in its favor, such that
this Board rule Daniel Chan was indeed the rightful owner of the ‘999 Mark at the
time he filed for registration of the ‘999 Mark.

Date: June 19, 2020

/s/ Dariush G. Adli
Dariush G. Adli
Ben Jakovljevic
Attorneys for Respondent A.C.T. 898
Products, Inc.
Adli Law Group, P.C.
700 South Flower Street, Suite 1220
Los Angeles, CA 90017
Telephone: (213) 623-6546
Email: adli@adlilaw.com
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CERTIFICATE OF SERVICE
The undersigned, Dariush G. Adli, attorney for Respondent, hereby certifies
that one (1) copy of the foregoing “A.C.T. 898 PRODUCTS, INC.’S
OPPOSITION TO MOTION FOR SUMMARY JUDGMENT” was this day
served on Petitioner by emailing same to:
John D. Tran
RHEMA LAW GROUP
1 Park Plaza, 6th Floor
Irvine, CA 92614
United States
ipdocket@rhemalaw.com,
jdt@rhemalaw.com
Date: June 19, 2020

By: /s/ Dariush G. Adli
Dariush G. Adli
California State Bar No. 204959
Ben Jakovljevic
California State Bar No. 301523
Attorneys for Respondent
A.C.T. 898 Products, Inc.
Adli Law Group, P.C.
700 South Flower Street, Suite 1220
Los Angeles, CA 90017
Telephone: (213) 623-6546
Email: adli@adlilaw.com
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE
TRADEMARK TRIAL AND APPEAL BOARD

A-1 BEAUTY AND NAILS WAREHOUSE
INC.

)
)
)
)
)
)
)
)
)
)
)
)
)

Petitioner,
vs.
A.C.T. 898 PRODUCTS, INC., a California
Corporation,
Defendant.

Cancellation No. 92071654
Registration No. 3893224

DECLARATION OF DANIEL CHAN IN SUPPORT OF OPPOSITION TO MOTION
FOR SUMMARY JUDGMENT
I, Daniel Chan, declare and state as follows:
1.

This declaration is submitted in support of Defendant’s Opposition to Petitioner

A-1 Beauty and Nails Warehouse, Inc.’s Motion for Summary Judgment.
2.

I am the President of A.C.T. 898 Products, Inc., (“ACT”) and have been since its

inception. ACT is in the business of manufacturing, distributing, and wholesale supply of beauty
products, including but not limited to, cosmetic brushes and nail brushes, across the U.S. and
around the world. ACT 898 is the owner of various federally registered trademarks used to identify
its products, including the “999” mark (“’999 Mark”). ACT uses several trade names and marks
to identify its services and products, specifically including, but not limited to, the 999 Mark.
3.

The predecessor of ACT is Kuang Lung, Inc. (“Kuang Lung”). Kuang Lung was

formed on July 7, 1997 and dissolved on June 26, 2009. Throughout that time, I was the sole

1

CERTIFICATE OF SERVICE
The undersigned, Dariush G. Adli, attorney for Defendant hereby certifies that the one (1)
copy of the foregoing “DECLARATION OF DANIEL CHAN IN SUPPORT OF
OPPOSITION TO MOTION FOR SUMMARY JUDGMENT” was this day served on
Petitioner by emailing same to:
John D. Tran
RHEMA LAW GROUP
1 Park Plaza, 6th Floor
Irvine, CA 92614
UNITED STATES
ipdocket@rhemalaw.com,
jdt@rhemalaw.com
Date: June 19, 2020

By: /s/ Dariush G. Adli
Dariush G. Adli
California State Bar No. 204959
Ben Jakovljevic
California State Bar No. 301523
Attorneys for Respondent
A.C.T. 898 Products, Inc.
Adli Law Group, P.C.
700 South Flower Street, Suite 1220
Los Angeles, CA 90017
Telephone: (213) 623-6546
Email: adli@adlilaw.com
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE
TRADEMARK TRIAL AND APPEAL BOARD

A-1 BEAUTY AND NAILS WAREHOUSE
INC.

)
)
)
)
)
)
)
)
)
)
)
)
)

Petitioner,
vs.
A.C.T. 898 PRODUCTS, INC., a California
Corporation,
Defendant.

Cancellation No. 92071654
Registration No. 3893224

DECLARATION OF DARIUSH G. ADLI IN SUPPORT OF OPPOSITION TO MOTION
FOR SUMMARY JUDGMENT

1.

This declaration is submitted in support of Defendant’s Opposition to Petitioner

A-1 Beauty and Nails Warehouse, Inc.’s Motion for Summary Judgment.
2.

I am the President of Adli Law Group P.C., counsel of record for A.C.T. 898

Products, Inc. (“ACT”) in this proceeding. I have personal knowledge of the matters set forth
below, and if called as a witness, I would and could competently testify thereto.
3.

Pursuant to Trademark Manual of Examining Procedure 705.05, the Trademark

Trial and Appeal Board currently follows a policy of permitting citation to any TTAB nonprecedential decisions for any persuasive value they may have. If a decision does not appear in
the United States Patent Quarterly or USPTO’s public electronic database, then the citing party
may append a copy of that decision to its motion or brief.
4.

The following decisions are non-precedential but possess persuasive value to the

1

instant proceeding, and accordingly are enclosed after the exhibits for the Declaration of Daniel
Chan.
5.

A true and correct copy of The Sports Authority Michigan, Inc. v. Dennis Kalle,

Opp. No. 122,577, 2002 WL 484958 (TTAB 2002) is attached hereto as Exhibit 5.
6.

A true and correct copy of Great Treats, Inc. v. Bigger than Bill, Inc. DBA Mullen’s

Dairy, 2017 WL 4945262 (TTAB 2017) is attached hereto as Exhibit 6.
7.

A true and correct copy of Gaffrig Performance Industries, Inc. v. Livorsi Marine,

Inc., 2003 WL 23144859 (N.D. Ill. 2003) is attached hereto as Exhibit 7.
8.

A true and correct copy of Paul Audio, Inc. v. Baoning Zhou, 2011 WL 6780740

(TTAB 2011) is attached hereto as Exhibit 8.
9.

A true and correct copy of Victoria Kheel v. Lions Gate Entertainment Inc., 2017

WL 3102597 (TTAB 2017) is attached hereto as Exhibit 9.
10.

A true and correct copy of Liftag Sports, LLC v. Nutrex Research, Inc., 2015 WL

12862798 (C.D. Cal. 2015) is attached hereto as Exhibit 10.

I declare under penalty of perjury under the laws of the United States that the foregoing is
true and correct and this declaration was executed on June 19, 2020 in Los Angeles, California.

/s/ Dariush G. Adli
Dariush G. Adli
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CERTIFICATE OF SERVICE
The undersigned, Dariush G. Adli, attorney for Defendant hereby certifies that the one (1)
copy of the foregoing “DECLARATION OF DARIUSH G. ADLI IN SUPPORT OF
OPPOSITION TO MOTION FOR SUMMARY JUDGMENT” was this day served on
Petitioner by emailing same to:
John D. Tran
RHEMA LAW GROUP
1 Park Plaza, 6th Floor
Irvine, CA 92614
UNITED STATES
ipdocket@rhemalaw.com,
jdt@rhemalaw.com
Date: June 19, 2020

By: /s/ Dariush G. Adli
Dariush G. Adli
California State Bar No. 204959
Ben Jakovljevic
California State Bar No. 301523
Attorneys for Respondent
A.C.T. 898 Products, Inc.
Adli Law Group, P.C.
700 South Flower Street, Suite 1220
Los Angeles, CA 90017
Telephone: (213) 623-6546
Email: adli@adlilaw.com
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EXHBIT 1

A-1 Beauty and Nails Warehouse Inc. v. A.C.T. 898 Products, Inc.

A.C.T. 0033

EXHBIT 2

A-1 Beauty and Nails Warehouse Inc. v. A.C.T. 898 Products, Inc.

A.C.T. 0034

A-1 Beauty and Nails Warehouse Inc. v. A.C.T. 898 Products, Inc.

A.C.T. 0035

EXHBIT 3

EXHBIT 4

EXHBIT 5

The Sports Authority, 2002 WL 484958 (2002)

2002 WL 484958 (Trademark Tr. & App. Bd.)
THIS DISPOSITION IS NOT CITABLE AS PRECEDENT OF THE T.T.A.B.
Trademark Trial and Appeal Board
Patent and Trademark Office (P.T.O.)
THE SPORTS AUTHORITY MICHIGAN, INC.
v.
DENNIS KALLE
Opposition No. 122,577
March 29, 2002
*1 Before Simms, Wendel and Rogers
Administrative Trademark Judges
By the Board:
Dennis Kalle (“applicant”) has filed an application to register the mark DANCE AUTHORITY for “dance instruction and
distribution of course materials in connection therewith; production of live dance shows; providing entertainment information
regarding dancing events via a global computer network.” 1 Registration has been opposed by The Sports Authority Michigan,
Inc. (“opposer”) on the grounds that applicant's involved mark so resembles opposer's previously used and registered
AUTHORITY and “AUTHORITY” formative marks 2 , as to be likely to cause confusion, or to cause mistake or to deceive;
that applicant's use of the mark DANCE AUTHORITY will cause dilution of the distinctive quality of opposer's AUTHORITY
and “AUTHORITY” formative marks; and that “application Serial No. 78/008,198 is void ab initio as being improperly filed
in the name of an individual under Section 1(a) of the Trademark Act” (Notice of Opposition, paragraph 13).
This case now comes up for consideration of applicant's motion for summary judgment on the issue of likelihood of confusion.
The motion is fully briefed. In addition, opposer has included in its response to applicant's motion for summary judgment a
cross motion for summary judgment on the ground that application Serial No. 78/008,198 is void.
As has often been stated, summary judgment is an appropriate method of disposing of cases in which there are no genuine issues
of material fact in dispute, thus leaving the case to be resolved as a matter of law. See Fed. R. Civ. P. 56(c). The party moving
for summary judgment has the initial burden of demonstrating the absence of any genuine issue of material fact. See Celotex
Corp. v. Catrett, 477 U.S. 317 (1986); and Sweats Fashions Inc. v. Pannill Knitting Co., 833 F.2d 1560, 4 USPQ2d 1793 (Fed.
Cir. 1987). A factual dispute is genuine, if, on the evidence of record, a reasonable finder of fact could resolve the matter in
favor of the non-moving party. See Opryland USA Inc. v. Great American Music Show Inc., 970 F.2d 847, 23 USPQ2d 1471
(Fed. Cir. 1992); and Olde Tyme Foods Inc. v. Roundy's Inc., 961 F.2d 200, 22 USPQ2d 1542 (Fed. Cir. 1992). The evidence
must be viewed in a light most favorable to the non-movant, and all justifiable inferences are to be drawn in the non-movant's
favor. See Lloyd's Food Products Inc. v. Eli's Inc., 987 F.2d 766, 25 USPQ2d 2027 (Fed. Cir. 1993); and Opryland USA, supra.
*2 We turn first to applicant's motion for summary judgment on the ground of likelihood of confusion. After carefully
reviewing the arguments and supporting papers of the parties, we conclude that there are genuine issues of material fact which
preclude disposition of this matter by summary judgment. 3 At a minimum, there exist genuine issues of material fact with
regard to the similarities between the parties' marks; the relatedness of the parties' goods and services; the fame of opposer's
asserted marks; and the extent to which opposer's asserted marks constitute a “family” of marks.
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In view thereof, applicant's motion for summary judgment is denied.
We turn now to opposer's cross motion for summary judgment. In its cross motion, opposer essentially asserts that applicant
has not undertaken any use of the DANCE AUTHORITY mark; that “the mark should have been filed in the name of the
true owner, Dance Authority, Corp.” (Opposer's response and cross motion, page 24); that applicant thus is not the true owner
of the DANCE AUTHORITY mark; and that, as a result, the application is void ab initio. Opposer asserts in addition that
applicant licenses the mark to Dance Authority, Corp.; that applicant failed to disclose in his application Serial No. 78/008,198
that all use of the DANCE AUTHORITY mark has been through his licensee; and that, as a result, application Serial No.
78/008,198 is void.
With regard to opposer's assertions, we initially note the longstanding practice of this Office of accepting applications by parties
claiming ownership of marks through use by controlled licensees, whether control over the nature and quality of the goods
or services rendered under the mark results from a corporate relationship or from a contract or agreement. See, for example,
Pneutek, Inc. v. Scherr, 211 USPQ 824, 833 (TTAB 1981). We note, moreover, that ownership rights in a trademark or service
mark may be acquired and maintained through the use of the mark by a controlled licensee even when the only use of the mark
has been made, and is being made, by the licensee. See Turner v. HMH Publishing Co., Inc., 380 F.2d 224, 154 USPQ 330
(5th Cir. 1967), cert. denied, 389 U.S. 1006, 156 USPQ 720 (1967); and Central Fidelity Banks, Inc. v. First Bankers Corp.
of Florida, 225 USPQ 438, 440 (TTAB 1984).
In this case, there appears from the record to be no genuine issue that applicant licenses use of the DANCE AUTHORITY mark
to his licensee, Dance Authority, Corp., of which applicant is the President. (Opposer's Exhibit 4). Moreover, there is nothing
in the record to indicate that applicant's licensee has not made legitimate use of the DANCE AUTHORITY mark inuring to
the benefit of applicant. Further, there is nothing in the record to indicate that applicant does not control the nature and quality
of the services provided under the DANCE AUTHORITY mark by his licensee.
*3 With regard to the requirement that applicant indicate in the application that the only use of the DANCE AUTHORITY
mark is by his licensee, Trademark Rule 2.38(b) provides as follows:
If the mark is not in fact being used by the applicant but is being used by one or more related companies
whose use inures to the benefit of the applicant under §5 of the Act, such facts must be indicated in the
application.

Upon careful examination of the application file of application Serial No. 78/008198, we find that applicant failed to indicate
therein that use of the DANCE AUTHORITY mark is by his licensee Dance Authority, Corp. However, opposer cites no
authority, nor is the Board aware of any, to support its contention that applicant's failure to disclose such use in its application
renders the application void.
Opposer cites Pease Woodwork Co., Inc. v. Ready Hung Door Co., Inc., 103 USPQ 240 (Comm'r Pats. 1954) in support of
the requirement that applicant disclose use of its mark solely by a related company as provided in Trademark Rule 2.38(b). In
Pease, the Assistant Commissioner dismissed the petition for cancellation for failure to establish the allegations therein, but
nonetheless determined that the registration at issue, on the Supplemental Register, should be cancelled because: registrant had
never used the mark nor had any use of the mark by others under license inured to the registrant's benefit; information material
to the question of use and ownership was withheld from the Patent Office at the time of registration; and the mark as applied to
the designated goods was “merely an apt description” of them. See Id. See also, Golden Gate Salami Company v. Gulf States
Paper Corporation, 332 F.2d 184; 141 USPQ 661 (CCPA 1964).
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However, the determination of the Assistant Commissioner in Pease did not include a finding that registrant's mere failure to
indicate use of the mark by its licensees is a basis to cancel the registration under consideration, or render void the underlying
application.
In addition, opposer cites Huang v. Tzu Wei Chen Food Co., Ltd., 849 F.2d 1458, 7 USPQ2d 1335 (Fed. Cir. 1988) in support
of its contention that application Serial No. 75/008,198 is void because the “true owner” of the DANCE AUTHORITY mark
is Dance Authority, Corp. In Huang, ownership of the mark in question passed from the individual applicant to a corporation
between the time of execution of the application and receipt thereof by the Office, thus rendering the application void under the
provisions of 15 U.S.C. § 1051 because the applicant was not the owner of the mark at the time the application was filed. In the
instant case, however, there is neither evidence of transfer of ownership nor, as noted above, evidence that Dance Authority,
Corp. is anything other than applicant's licensee.
*4 Thus, opposer's contentions are not based upon any provision of the Trademark Act, but rather upon Trademark Rule 2.38.
Any opposition to the registration of a mark brought under Section 13 of the Trademark Act (15 U.S.C. § 1063) must be rooted
in the Act, that is to say, upon one of the statutory provisions thereof. The Board notes, however, that the Trademark Rules are
not part of the statute. Rather, they facilitate examination of applications for registration. In this regard, compare Trademark
Rule 2.38(b) with 2.38(c). Even if there was an examination error in not requiring applicant to comply with 2.38(b), examination
error is not a ground for opposition.
Accordingly, we find no genuine issue of material fact that the DANCE AUTHORITY mark is used solely by applicant's
licensee. Moreover, we find no genuine issue that applicant failed to indicate such use in application Serial No. 75/008,198.
However, we find no statutory authority for opposer's contention that such failure renders application Serial No. 75/008,198
void. Accordingly, we find, as a matter of law, that neither use of the mark solely by applicant's licensee nor applicant's failure
to indicate such use, affects applicant's ownership rights herein.
If the Board concludes, upon motion for summary judgment, that there is no genuine issue of material fact, but that it is the
nonmoving party, rather than the moving party, which is entitled to judgment as a matter of law, the Board may, in appropriate
cases, enter summary judgment sua sponte in favor of the nonmoving party (that is, enter summary judgment in favor of the
nonmoving party even though there is no cross-motion for summary judgment on that particular issue). See, for example, Celotex
Corp. v. Catrett, 477 U.S. 317 (1986); and Tonka Corp. v. Tonka Tools, Inc., 229 USPQ 857 (TTAB 1986).
In view thereof, opposer's cross motion for summary judgment is granted in favor of applicant. 4
Proceedings herein are resumed with regard to the grounds of likelihood of confusion and dilution. Trial dates, beginning with
opposer's testimony period, are reset as indicated below.
Testimony period for party in position of plaintiff to close:

June 30, 2002

(opening thirty days prior thereto)
Testimony period for party in position of defendant to close:

August 29, 2002

(opening thirty days prior thereto)
Rebuttal testimony period to close:

October 13, 2002

(opening fifteen days prior thereto)
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The Sports Authority, 2002 WL 484958 (2002)

*5 Briefs shall be filed in accordance with Trademark Rule 2.128(a) and (b). An oral hearing will be set only upon request
filed as provided by Trademark Rule 2.129.

Footnotes
1
2
3

4

Application Serial No. 78/008,198 was filed May 15, 2000, alleging January 28, 2000 as a date of first use of the mark
anywhere and in commerce. Applicant has disclaimed the exclusive right to use “DANCE” apart from the mark as shown.
Opposer has pleaded ownership of forty eight (48) registrations and thirteen (13) applications for AUTHORITY and
“AUTHORITY” formative marks.
The parties should note that the evidence submitted in connection with their motions for summary judgment is of record
only for consideration of those motions. Any such evidence to be considered at final hearing must be properly introduced
in evidence during their appropriate trial periods. See Levi Strauss & Co. v. R. Joseph Sportswear Inc., 28 USPQ2d
1464 (TTAB 1993); Pet Inc. v. Bassetti, 219 USPQ 911 (TTAB 1983); American Meat Institute v. Horace W. Longacre,
Inc., 211 USPQ 712 (TTAB 1981).
This decision is interlocutory in nature. Appeal may be taken within two months after the entry of a final decision in
the case. See Interlocutory Decisions by the Trademark Trial and Appeal Board, 1123 TMOG 36 (February 19, 1991),
and Procter & Gamble Co. v. Sentry Chemical Co., 22 USPQ2d 1589 (TTAB 1992). See also Copelands' Enterprises
Inc. v. CNV Inc., 887 F.2d 1065, 12 USPQ2d 1562 (Fed. Cir. 1989).
2002 WL 484958 (Trademark Tr. & App. Bd.)

End of Document
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2017 WL 4945262 (Trademark Tr. & App. Bd.)
THIS ORDER IS NOT A PRECEDENT OF THE TTAB
Trademark Trial and Appeal Board
Patent and Trademark Office (P.T.O.)
GREAT TREATS, INC.
v.
BIGGER THAN BILL, INC. DBA MULLEN'S DAIRY
Opposition No. 91231322
October 27, 2017
*1 Before Taylor, Masiello, and Hightower
Administrative Trademark Judges
By the Board:
This case now comes before the Board for consideration of the following motions: (1) Opposer's April 18, 2017, motion for
partial summary judgment on its nonuse claim; (2) Applicant's May 18, 2017, cross-motion for summary judgment on the
nonuse claim and motion for summary judgment on Opposer's other claims; (3) Applicant's May 31, 2017, motion to supplement
its evidence on summary judgment; (4) Opposer's June 16, 2016, objections to Applicant's evidence; and (5) Opposer's July
13, 2017, motion to strike certain declarations submitted by Applicant with its reply brief in support of its cross-motion for
summary judgment. The motions are fully briefed.
For purposes of this order we presume the parties' familiarity with the pleadings, the history of the proceedings, and the
arguments and evidence submitted with respect to the motions. In reaching our decision, all of the parties' arguments and
supporting evidence were carefully considered, although we do not find it necessary to discuss all of them in our opinion. See
Guess? IP Holder L.P. v. Knowluxe LLC, 116 USPQ2d 2018, 2018 (TTAB 2015).
1. Background
Applicant has applied for registration of the standard character mark MULLEN'S DAIRY for “Retail store services featuring
ice cream for consumption off the premises,” in International Class 35, and “Dairy bar services,” in International Class 43. 1
As grounds for opposition Opposer alleges: (1) Applicant was not using the MULLEN'S DAIRY mark in commerce as of the
date on which the involved application was filed; (2) Applicant did not have a bona fide intent to use the mark in commerce
when it filed the involved application; (3) Applicant is not the rightful owner of the mark; (4) Applicant committed fraud in
connection with its application for registration of the mark; and (5) Applicant's MULLEN'S DAIRY mark, for the services
identified in the involved application, is likely to cause confusion with Opposer's previously-used mark MULLEN'S DAIRY
for the sale of ice cream and dairy bar services.
In its answer, Applicant has denied the salient allegations in the notice of opposition and asserted affirmative defenses.
2. Pleaded Claims
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A decision on summary judgment necessarily requires a review of the operative pleadings to determine the legal sufficiency of
the asserted claims. See Fed. R. Civ. P. 56(a); Asian & Western Classics B.V. v. Selkow, 92 USPQ2d 1478, 1478 (TTAB 2009).
*2 The ESTTA cover sheet indicates the following five grounds for opposition: priority and likelihood of confusion under
Trademark Act Section 2(d); no use of the mark in commerce before the application was filed under Trademark Act Sections
1(a); no bona fide intent to use the mark in commerce for the identified goods or services under Trademark Act Section 1(b);
and Applicant is not rightful owner of the mark for the identified goods or services under Trademark Act Section 1.
Although the content of the ESTTA cover sheet is read in conjunction with an attached notice of opposition as an integral
component thereof, see PPG Indus. Inc. v. Guardian Indus. Corp., 73 USPQ2d 1926, 1928 (TTAB 2005), the mere mention of
a ground on the ESTTA cover sheet is insufficient to constitute a claim. Embarcadero Techs. Inc. v. RStudio Inc., 105 USPQ2d
1825, 1827 n.2 (TTAB 2013) (internal citation omitted). With this in mind, we have reviewed the notice of opposition for the
five grounds listed on the cover sheet, as well as any additional grounds that may appear in the notice of opposition.
a. Lack of Bona Fide Intent
We first note that because the involved application was filed based on use in commerce under Trademark Act Section 1(a),
the claim that Applicant lacked a bona fide intent to use the subject mark in commerce for the services under Trademark Act
Section 1(b) does not state a claim for which relief can be granted. Applicant was not required to assert a bona fide intention to
use the mark in commerce in connection with the filing of its use-based application. Compare Trademark Act Section 1(a) with
Trademark Act Section 1(b), 15 U.S.C. § 1051(b), Section 44(d)(2), 15 U.S.C. § 1126(d)(2), Section 44(e), 15 U.S.C. § 1126(e),
and Section 66(a), 15 U.S.C. § 1141(f)(a). Because this defect cannot be cured by amendment of the pleadings, we sua sponte
dismiss with prejudice the putative lack of bona fide intent claim. See Fed. R. Civ. P. 12(f); TBMP § 506.01 (June 2017).
b. Section 2(d): Likelihood of Confusion
Opposer has adequately pleaded a prima facie claim of likelihood of confusion under Section 2(d) by alleging prior use of
the mark MULLEN'S DAIRY for ice cream and that Applicant's mark so resembles Opposer's mark as to be likely to cause
confusion. 2 See Lanham Act Section 2(d), 15 U.S.C. § 1052(d); Otto Roth & Co. v. Universal Foods Corp., 640 F.2d 1317,
209 USPQ 40 (CCPA 1981); Nike, Inc. v. Palm Beach Crossfit Inc., 116 USPQ2d 1025, 1030 (TTAB 2015). The well-pleaded
allegations of priority and likelihood of confusion also are sufficient to allege that Opposer has a real interest in this proceeding
as well as a reasonable basis for its belief of damage, and, therefore, has standing to maintain this proceeding. 3 See Giersch v.
Scripps Networks Inc., 90 USPQ2d 1020, 1022 (TTAB 2009); Syngenta Crop Protection, Inc. v. Bio-Chek, LLC, 90 USPQ2d
1112, 1118 (TTAB 2009).
c. Non-Use
*3 Opposer has sufficiently pleaded a claim that Applicant was not using the MULLEN'S DAIRY mark in commerce as of the
filing date of the involved application. See Trademark Act Section 1, 15 U.S.C. § 1051. In the ESTTA form cover sheet Opposer
asserts as one of the grounds for opposition “no use of mark in commerce before application ... was filed.” See 1 TTABVUE
1. The term “commerce,” as used in the ESTTA form, has the meaning set forth in Trademark Act Section 45, 15 U.S.C. §
1127. Although Opposer refers to non-use in “interstate commerce” throughout the notice of opposition, elsewhere in the notice
of opposition Opposer also alleges that Applicant provides its service from a single location and has never used the mark in
interstate commerce. Accordingly, when we read the notice of opposition and ESTTA cover sheet together in their entireties,
and construe the allegations therein so as to do justice, as required by Fed. R. Civ. P. 8(e), we find that Opposer has provided
Applicant with sufficient notice of the basis for the claim and thus has sufficiently pleaded a claim that Applicant was not using
the mark in regulable commerce as of the application filing date.
d. Non-Ownership
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The ESTTA cover sheet also lists as a ground for opposition that Applicant is not the rightful owner of the mark for the identified
goods or services, as required by Section 1 of the Trademark Act, 15 U.S.C. § 1051.
Under Section 1(a)(1) of the Trademark Act, only the owner of the mark may apply to register it. 15 U.S.C. § 1051(a)(1). If the
applicant is not the owner of the mark, the application will be deemed void ab initio.See, e.g., Huang v. Tzu Wei Chen Food
Co., 849 F.2d 1458, 7 USPQ2d 1335 (Fed. Cir. 1988).
In the section of the notice of opposition setting forth facts common to all claims, Opposer alleges facts regarding the ownership
of the mark. However, Opposer has not expressly alleged that at the time the involved application was filed Applicant was
not the owner of the subject mark. Notably, although Opposer expressly asserted claims of fraud, nonuse, and likelihood of
confusion under separate headings, it did not do so for the non-ownership claim. Therefore, Opposer has not provided Applicant
with sufficient notice of a separate claim of non-ownership. 4 Specifically, it is not clear whether the factual allegations in the
complaint regarding ownership of the mark are intended to set forth a separate and distinct claim of non-ownership or merely
provide additional factual background for the likelihood of confusion claim. Accordingly, we dismiss the non-ownership claim.
*4 It is the Board's policy to allow amendment of defective pleadings, particularly where the offending pleading is the initial
pleading. See, e.g., Intellimedia Sports Inc. v. Intellimedia Corp., 43 USPQ2d 1203, 1208 (TTAB 1997). Accordingly, at the end
of this order we allow Opposer time in which to amend its notice of opposition to attempt to sufficiently plead a non-ownership
claim to the extent such a claim may be properly asserted based on the facts of the case.
e. Fraud
As a further ground for opposition, Opposer alleges that in connection with the application for registration of the subject mark
Applicant falsely declared that it was using the mark in “interstate commerce”; provided false dates of first use in the application;
and submitted a substitute specimen that was not in use in interstate commerce as of August 1, 2010, and thus did not support
the amended date of first use of the mark alleged by Applicant in the application.
It is well settled that the accuracy of the date of first use in commerce is not material for purposes of a fraud claim, nor is it
otherwise fatal to the securing of a valid registration, provided that there has been use of the mark in commerce prior to the
filing date of the use-based application. Giant Food, Inc. v. Standard Terry Mills, Inc., 231 USPQ 626, 630 (TTAB 1986); CarX
Service Systems, Inc. v. Exxon Corp., 215 USPQ 345, 351 (TTAB 1982); Colt Indus. Operating Corp. v. Olivetti Controllo
Numerico S.p.A., 221 USPQ 73, 76 (TTAB 1973). Moreover, Trademark Rule 2.56(a) requires only that an application based
on use in commerce under Trademark Act Section 1(a) must include one specimen per class “showing the mark as used on or
in connection with the goods or services.” 37 C.F.R. § 2.56. The rule does not require submission of a specimen that shows
use of the mark as of the claimed date of first use.
Accordingly, to the extent Opposer's fraud claim is predicated, in part, on allegations that the dates of first use in the application
are false and that the substitute specimen does not support the dates of first use, we dismiss with prejudice these portions of
the fraud claim as insufficient on their face. See, e.g., Bayer Consumer Care AG, 90 USPQ2d 1587, 1592-93 (TTAB 2009)
(dismissing with prejudice the second amended petition with respect to an untenable fraud claim without leave to replead).
With respect to the portion of the fraud claim based on Opposer's allegations that Applicant falsely declared in the application
that it was using the mark in “interstate commerce,” this portion of the fraud claim is insufficiently pleaded. Fraud based on
nonuse of a mark occurs when a party knowingly, and with intent to deceive the USPTO, represents that it is using the mark
in connection with goods or services, when in fact it is not. See, e.g., Harry Winston, Inc. v. Bruce Winston Gem Corp., 111
USPQ2d 1419, 1432 (TTAB 2014); ShutEmDown Sports Inc. v. Lacy, 102 USPQ2d 1036, 1044 (TTAB 2012).
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*5 In order to properly plead a claim of fraud, a plaintiff must allege that an applicant for registration knowingly made a
false, material misrepresentation of fact in connection with the application with the intent to deceive the United States Patent
and Trademark Office, in order to obtain a registration to which it otherwise is not entitled. In re Bose, 580 F.3d 1240, 1245,
91 USPQ2d 1938, 1941 (Fed. Cir. 2009); Torres v. Cantine Torresella S.r.l., 808 F.2d 46, 1 USPQ2d 1483, 1484 (Fed. Cir.
1986). While malice, intent, knowledge, and other conditions of mind may be averred generally, a plaintiff “must state with
particularity the circumstances constituting [the alleged] fraud.” See Fed. R. Civ. P. 9(b). Further, to satisfy Fed. R. Civ. P.
9(b), any allegations based on “information and belief” must be accompanied by a statement of facts upon which the belief is
founded. See Asian & Western Classics, 92 USPQ2d at 1479 (citing Exergen Corp. v. Wal-Mart Stores Inc., 575 F.3d 1312, 91
USPQ2d 1656, 1670 n.7 (Fed. Cir. 2009)). Here, Opposer alleges that “Applicant made the false statement as to the use of the
mark MULLEN'S DAIRY in interstate commerce” and “made the false statement as to the use of the mark MULLEN'S DAIRY
in interstate commerce ... with the intent to procure a registration to which Applicant was not entitled.” Not. of Opp. ¶¶ 41-42
(1 TTABVUE 8). These allegations are facially insufficient. The statutory requirement is for use of a mark “in commerce,” not
interstate commerce. As it is used in the Trademark Act, “[t]he word ‘commerce’ means all commerce which may lawfully be
regulated by Congress,” see Trademark Act Section 45, and the mere fact that an activity occurs within one state does not mean
that Congress is wholly without authority to regulate it. See, e.g., Christian Faith Fellowship Church v. adidas AG, 841 F.3d 986,
120 USPQ2d 1640 (Fed. Cir. 2016). Moreover, we note that the electronic application form submitted by Applicant contains no
statements claiming use of the mark in “interstate commerce,” as Opposer alleges; the application refers only to “commerce.” 5
Therefore, to the extent the claim of fraud based on nonuse is predicated on allegations relating specifically to nonuse in interstate
commerce, Opposer has failed to allege that Applicant made a false statement of a material fact in the application for registration.
Accordingly, this portion of Petitioner's fraud claim is insufficiently pleaded. See Dragon Bleu (SARL) v. VENM, LLC, 112
USPQ2d 1925, 1928 (TTAB 2014) (finding failure to state a claim of fraud because allegedly false statements were not false and
not material). Additionally, the allegations that Applicant knowingly made false statements with the intent to deceive the USPTO
are based solely on information and belief, and therefore are insufficient. Accordingly, we dismiss the portion of the fraud claim
based on nonuse of the mark as of the application filing date as insufficiently pleaded. As with the dismissed non-ownership
claim, at the end of this order we have allowed Opposer an opportunity to re-plead its claim of fraud based on nonuse. 6
f. Disposition of Pleadings
*6 In sum, Opposer's putative claims of lack of bona fide intent, non-ownership, and fraud are dismissed. Opposer's lack of
bona fide intent claim is deficient on its face, and therefore is dismissed with prejudice. The portions of Opposer's fraud claim
predicated on allegations that Applicant provided false dates of first use in the application and submitted a substitute specimen
that did not support those dates of first use also are facially deficient, and therefore dismissed with prejudice.
Regarding Opposer's claims of non-ownership and fraud based on nonuse of the mark as of the application filing date, we have
afforded Opposer the opportunity to replead these claims to attempt to cure the deficiencies identified above.
However, because Opposer has not sufficiently pleaded a fraud claim, we have not considered Applicant's cross-motion for
summary judgment on this claim. Fed. R. Civ. P. 56(a); Asian & Western Classics, 92 USPQ2d at 1480.
3. Evidentiary Motions
We now turn to the parties' evidentiary motions.
a. Opposer's Motion to Strike
On June 16, 2017, Opposer concurrently filed a combined brief in further support of its motion for partial summary judgment
and in opposition to Applicant's crossmotion for summary judgment (see 23 TTABVUE 12-36), and a combined statement of
objections and motion to strike Applicant's affidavits, exhibits, and unsupported arguments (see 23 TTABVUE 9).
© 2020 Thomson Reuters. No claim to original U.S. Government Works.

4

GREAT TREATS, INC. v. BIGGER THAN BILL, INC. DBA..., 2017 WL 4945262...

A brief supporting or responding to a motion “shall not exceed twenty-five pages in length in its entirety, including table of
contents, index of cases, description of the record, statement of the issues, recitation of the facts, argument, and summary.”
Trademark Rule 2.127(a) 37 C.F.R. § 2.127(a); see also TBMP § 502.02(b). Opposer's combined brief as to the merits of the
cross-motions for summary judgment is twenty-five pages in length. Thus, Opposer's concurrently-filed statement of objections
and motion to strike renders Opposer's concurrent filing in excess of the twenty-five page limitation. Trademark Rule 2.127(a);
see also TBMP § 528.05(a)(1) (“Objections to evidence may be made in a party's responsive brief, if one is permitted.”).
Accordingly, we have not considered Opposer's statement of objections and motion to strike. We add, however, that the Board
is capable of weighing the probative value of all evidence in the record, bearing in mind any limitations that may be present,
and we make all determinations based on the entire record. See, e.g., Inter IKEA Sys. B.V. v. Akea, LLC, 110 USPQ2d 1734,
1737 (TTAB 2014).
b. Applicant's Motion to Supplement Its Evidence 7
*7 On May 18, 2017, Applicant filed a response to Opposer's motion for partial summary judgment and cross-motion for
summary judgment. See 18 TTABVUE. On May 31, 2017, Applicant filed a motion for leave to submit the Affidavit of Daniel
Kattman, one of Applicant's attorneys. Applicant previously attempted to submit Mr. Kattman's affidavit with Applicant's
summary judgment response and cross-motion, but inadvertently omitted the affidavit due to a professed “unintentional error
while scanning Applicant's other affidavits and exhibits.” See 20 TTABVUE 1.
In support of its motion, Applicant argues that under Fed. R. Civ. 56(e) the Board may accept supplemental affidavits regarding
a motion for summary judgment. 8 The decision to accept a supplemental declaration pursuant to Fed. R. Civ. P. 56(e) lies
within the discretion of the Board. See, e.g., Shalom Children's Wear Inc. v. In-Wear A/S, 26 USPQ2d 1516, 1517 (TTAB 1993)
(exercising discretion to accept affidavit and accompanying exhibits filed by opposer with its reply brief).
In exercising our discretion in this case, we decline to accept the late-filed Affidavit of Daniel Kattman. Applicant is not seeking
to submit a supplemental affidavit, but rather to submit an affidavit that it unsuccessfully attempted to submit with its original
response and cross-motion. In this regard, it was Applicant's responsibility in the first instance to ensure that its evidentiary
submissions had been successfully transmitted to the Board and entered into the record. See Luxco, Inc. v. Consejo Regulador
del Tequila, A.C., 121 USPQ2d 1477, 1506 nn.185 & 195 (TTAB 2017); Weider Publ'ns, LLC v. D&D Beauty Care Co., 109
USPQ2d 1347, 1351 (TTAB 2014); see also TBMP §§ 110.01 and 110.02(b).
We therefore deny Applicant's motion to submit the Affidavit of Daniel Kattman and have not considered the affidavit. With
respect to any exhibits to Mr. Kattman's affidavit that were successfully submitted by Applicant in connection with its original
response and cross-motion, it is within our discretion to consider any evidence that would have been admissible under a
notice of reliance. We have given those exhibits the appropriate consideration, and add that such evidence does not affect our
determination regarding the parties' cross motions for summary judgment.
c. Applicant's Corrective and Supplemental Declarations
With its July 6, 2017, reply brief in support of its cross-motion for summary judgment (see 26 TTABVUE 5-15), Applicant
submitted the supplemental affidavit of Daniel Kattman, the supplemental declaration of Troy Milbrath, and (although not titled
as such) the corrected declarations of Troy Milbrath, Shannon Milbrath, Shawn Burger, Scott Hingis, and Jennelle DeNoyer.
See 26 TTABVUE 17-80.
*8 The supplemental affidavit of Mr. Kattman, supplemental declaration of Troy Milbrath, and accompanying exhibits, are
untimely. In view of the prohibition on surreply briefs, see Trademark Rule 2.127(a), Opposer was not provided the opportunity
to address the evidence. If Applicant wanted the Board to consider this evidence, Applicant should have submitted it with the
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original response to the motion for partial summary judgment and cross motion for summary judgment. See Omega SA (Omega
AG) (Omega Ltd.) v. Alpha Phi Omega, 118 USPQ2d 1289, 1300 n.18 (TTAB 2016) (“Applicant submitted additional evidence
with its reply brief which purportedly demonstrates use of Applicant's AΦΩ mark on clothing items. This evidence is untimely
submitted and has been given no consideration.”); Kellogg Co. v. Pack'Em Enters. Inc., 14 USPQ2d 1545, 1549 n.9 (TTAB
1990), aff'd, 951 F.2d 330, 21 USPQ2d 1142 (Fed. Cir. 1991) (evidence supporting a motion for summary judgment must be
submitted with the motion). We therefore have given no consideration to these documents. 9
Regarding the corrected declarations of Troy Milbrath, Shannon Milbrath, Shawn Burger, Scott Hingis, and Jennelle DeNoyer,
we note that Applicant previously submitted the “affidavits” of each of these persons with its original summary judgment
response and cross-motion. As originally submitted, however, none of the affidavits were supported by the oath or affirmation
of the person making it, nor did they contain the signature or seal of a notary or other person having authority to administer
such oath or affirmation. Moreover, the “affidavits” did not qualify as declarations under Trademark Rule 2.20, because they
did not include the required declaration language. 10
With its reply brief, Applicant has re-submitted the affidavits in declaration form in compliance with Trademark Rule 2.20
and 28 U.S.C. § 1746. In our discretion, we accept the declarations of Troy Milbrath, Shannon Milbrath, Shawn Burger, Scott
Hingis, solely to the extent that they cure the procedural defect of lack of attestation in the previously-proffered affidavits. Cf.
TBMP § 707.03(c) (objections regarding the signing of testimonial deposition transcripts is a procedural defect that can be
cured). In accepting these declarations, however, we have not considered any statements in the declarations that were not made
in the originally proffered affidavits. Statements made for the first time in the corrected declarations submitted with Applicant's
reply brief constitute unfair surprise to Opposer in view of Opposer's inability to address the newly-proffered declaration
statements. 11
*9 Finally, we have given no consideration to the “corrected” declaration of Jennelle DeNoyer. Although her declaration
ostensibly is offered by Applicant to cure the procedural defect of lack of attestation in her previously-proffered affidavit, the
declaration changes certain dates regarding her activities in assisting Applicant in providing the services at issue. We can give
no consideration to dates recited for the first time in the declaration. Further, if we were to ignore these dates, as we have ignored
additional statements in the other “corrective” declarations, then Ms. DeNoyer's declaration is devoid of significance.
d. Evidentiary Objections in the Parties' Briefs
To the extent the parties have raised additional evidentiary objections in their respective briefs, that have not been specifically
addressed above, we have considered the evidence, keeping in mind the objections, and have accorded the evidence whatever
probative value it merits. See Panda Travel, Inc. v. Resort Option Enters., Inc., 94 USPQ2d 1789, 1793 (TTAB 2009).
4. Summary Judgment
We now turn to the parties' cross-motions for summary judgment. Summary judgment is appropriate where the movant shows
that there is no genuine dispute as to any material fact and that it is entitled to judgment as a matter of law. Fed. R. Civ. P. 56(a).
A party asserting that a fact cannot be or is genuinely disputed must support its assertion by either (1) citing to particular parts
of materials in the record, or (2) showing that the materials cited do not establish the absence or presence of a genuine dispute,
or that an adverse party cannot produce admissible evidence to support the fact. Fed. R. Civ. P. 56(c).
A movant for summary judgment carries the burden of proof with respect to its motion. See Celotex Corp. v. Catrett, 477 U.S.
317, 323-24 (1986). In deciding the motion, the Board may not resolve issues of fact; it may only determine if there are any
genuine disputes of material fact to be tried. See Lloyd's Food Prods., Inc. v. Eli's, Inc., 987 F.2d 766, 25 USPQ2d 2027, 2029
(Fed. Cir. 1993); Olde Tyme Foods, Inc. v. Roundy's, Inc., 961 F.2d 200, 22 USPQ2d 1542 (Fed. Cir. 1992). A factual dispute
is genuine if, on the evidence of record, a reasonable fact finder could resolve the matter in favor of the non-movant. Opryland
USA Inc. v. Great Am. Music Show Inc., 970 F.2d 847, 23 USPQ2d 1471, 1472 (Fed. Cir. 1992); Olde Tyme Foods, Inc., 22
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USPQ2d at 1544. When the movant has supported its motion with sufficient evidence that, if unopposed, indicates there is no
genuine dispute of material fact and that the moving party is entitled to judgment as a matter of law, the burden then shifts to
the nonmoving party to demonstrate the existence of a genuine dispute of material fact to be resolved at trial. Enbridge, Inc.
v. Excelerate Energy LP, 92 USPQ2d 1537, 1540 (TTAB 2009)
*10 The non-movant must be given the benefit of all reasonable doubt as to whether genuine issues of material fact exist, and
the evidentiary record on summary judgment, and all inferences to be drawn from the undisputed facts, must be viewed in the
light most favorable to the non-movant. See Opryland, 23 USPQ2d at 1472.
When the Board is presented with cross-motions for summary judgment, the movant bears the burden as to its own motion, and
the Board evaluates each motion on its own merits, resolving all doubts and inferences against the party whose motion is being
considered. See Drive Trademark Holdings LP v. Inofin, 83 USPQ2d 1433, 1437 (TTAB 2007). The fact that cross-motions for
summary judgment have been filed does not dictate a determination that there are no genuine disputes of material fact, and that
judgment should be entered. See Leatherwood Scopes Int'l Inc. v. Leatherwood, 63 USPQ2d 1699, 1703 (TTAB 2002); Univ.
Book Store v. Univ. of Wis. Bd. of Regents, 33 USPQ2d 1385, 1389 (TTAB 1994).
Opposer has moved for partial summary judgment on its claim that Applicant was not using the subject mark in commerce as
of the filing date of the involved application. Applicant has cross-moved for summary judgment on the nonuse claim and also
moved for summary judgment in its favor on Opposer's likelihood of confusion claim.
a. Non-Use
Section 45 of the Trademark Act states that a mark shall be deemed to be used in commerce in connection with services when “it
is used or displayed in the sale or advertising of services and the services are rendered in commerce, or the services are rendered
in more than one State or in the United States and a foreign country and the person rendering the services is engaged in commerce
in connection with the services.” See Couture v. Playdom, Inc., 778 F.3d 1379, 113 USPQ2d 2042, 2043 (Fed. Cir. 2015) (“On
its face, the statute is clear that a mark for services is used in commerce only when both [1] ‘it is used or displayed in the sale
or advertising of services and [2] the services are rendered ....”’), cert. denied, 136 S. Ct. 88 (2015). “The word ‘commerce’
means all commerce which may lawfully be regulated by Congress.” Section 45 of the Trademark Act, 15 U.S.C. § 1127.
In an application based on use of the mark in commerce, the mark must be used with the services listed in the application
as of the application filing date, failing which the application is void. Grand Canyon West Ranch LLC v. Hualapai Tribe, 78
USPQ2d 1696, 1697 (TTAB 2006); see also Trademark Act Section 1(a), 15 U.S.C. § 1051(a) (the “owner of a trademark
used in commerce may request registration of its trademark”) and Trademark Act Section 3, 15 U.S.C. § 1053 (making the
requirements of Section 1 applicable to service marks).
*11 The “use in commerce” requirement does not require as a prerequisite to registration that an applicant's services be rendered
in more than one state. See Larry Harmon Pictures Corp. v. Williams Rest. Corp., 929 F.2d 662, 18 USPQ2d 1292, 1293 (Fed.
Cir. 1991); In re Gastown, Inc., 326 F.2d 780, 140 USPQ 216 (CCPA 1964). The Board's primary reviewing court has explained:
In the Lanham Act, Congress set out what appears to be an unambiguous statement of the scope of federal trademark jurisdiction,
namely, “all commerce which may lawfully be regulated by Congress.” 15 USC 1127 (1976). This language represents an
obvious change from the phrasing of the former trademark acts, which phrasing expressly limited trademark jurisdiction to
interstate and foreign commerce and commerce with Indians.
Larry Harmon Pictures, 18 USPQ2d at 1294 (quoting In re Silenus Wines, Inc., 557 F.2d 806, 194 USPQ 261 (CCPA 1977));
accord Christian Faith Fellowship, 120 USPQ2d at 1642. In short, “[b]ecause one need not direct goods across state lines
for Congress to regulate the activity under the Commerce Clause, there is likewise no such per se condition for satisfying the
Lanham Act's ‘use in commerce’ requirement.” Christian Faith Fellowship, 120 USPQ2d at 1647.
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Opposer contends that as of the filing date of the involved application Applicant had used the MULLEN'S DAIRY mark solely
within the state of Wisconsin and that such use did not affect commerce. In support of this contention, Opposer has submitted the
affidavit of Jane Schlicht, one of its attorneys, who avers that Applicant has not disclosed or produced any admissible evidence
documenting sales of Applicant's services either outside of Wisconsin or otherwise affecting commerce. Affidavit of Jane C.
Schlicht (Schlicht Aff.”) ¶¶ 3-19 and 26-35 (12 TTABVUE 2-6).
Opposer also submitted the Affidavit of Todd Narkis (“Narkis Aff.”), who was a part-owner and vice president of Applicant
from October 22, 2014 through September 2016. Narkis Aff. ¶¶ 4-5 and 23 (11 TTABVUE 34 and 36). Mr. Narkis avers in his
affidavit that when he became a part-owner of Applicant, he asked Troy Milbrath, one of the other co-owners, where customers
of Applicant's business came from, and Mr. Milbrath indicated that he did not know and had no records to indicate where
Applicant's customers came from (¶¶ 7-8). Mr. Narkis further avers that during his time as co-owner, Applicant operated a
single dairy and eatery in Watertown, Wisconsin (¶ 10); Applicant sold ice cream products for consumption on the premises as
well as for carryout (¶ 11); and based on his “observations and interactions with customers, the customers who frequented the
business were predominantly local and from within a small radius of the location of the restaurant/dairy bar” (¶ 9).
*12 Additionally, Mr. Narkis avers in his affidavit that on behalf of Applicant he prepared and filed the involved application for
registration of the MULLEN'S DAIRY mark (¶ 15-16); it was his intention to prepare the application based on “the preliminary
plans to use the trademark in interstate commerce at some future date” (¶ 17), and Applicant ultimately “did not move forward
on [its] preliminary plans to sell ice cream in interstate commerce using [the mark] MULLEN'S DAIRY” (¶ 18). Mr. Narkis
further avers that he is not aware of any sales by Applicant outside the state of Wisconsin (¶ 19); and Applicant did not advertise
or promote its business outside of Wisconsin or otherwise target actual or potential costumers outside the state (¶ 20-22).
In response, Applicant has submitted the Declaration of Troy Milbrath (“T. Milbrath Decl.”), one of the co-owners of Applicant.
See 26 TTABVUE 25-29. In his declaration, Mr. Milbrath avers, inter alia, that from 2010-2016 Applicant operated a booth
at the Midwest Horse Fair in Madison, Wisconsin, where Applicant displayed signage showing the MULLEN'S DAIRY mark
(¶¶ 23-24); and that he “personally sold ice cream on behalf of Applicant to attendees of the Horse Fair who lived in Iowa,
Minnesota, [and] Missouri, as well as other attendees who lived outside the state of Wisconsin” (¶ 25). Applicant also submitted
the declaration of Scott Hingiss, who avers that he volunteered at Applicant's booth at the Midwest Horse Fair and also personally
sold ice cream on behalf of Applicant to attendees of the fair who lived outside the state of Wisconsin. Declaration of Scott
Hingiss ¶¶ 3-6 (26 TTABVUE 79).
Additionally, Applicant submitted the Declaration of Shawn Burger, who avers that in 2010, while he was a resident of
California, he visited the MULLEN'S DAIRY store in Watertown, Wisconsin where Applicant provided ice cream bar services,
namely, taking and preparing his order of milk shakes and other ice cream and that he subsequently posted a Yelp review of
Applicant's services. Declaration of Shawn Burger ¶¶ 3-11 (26 TTABVUE 70-71).
Upon careful consideration of the parties' arguments and the evidence, and drawing all inferences in favor of the non-movant
with respect to each cross-motion, we find that there is a genuine dispute of material fact regarding whether Applicant's services
were in use in commerce at the time it filed the involved application. We therefore deny the parties' cross-motions for summary
judgment on the nonuse claim.
b. Likelihood of Confusion
We now turn to Applicant's motion for summary judgment on Opposer's likelihood of confusion claim. Under Trademark Act
Section 2(d), a claim of likelihood of confusion may be based on a plaintiff's ownership of a common law “mark or trade name
previously used in the United States ... and not abandoned.” 15 U.S.C. § 1052(d). Applicant asserts as the basis for its motion
that Opposer has abandoned its pleaded mark.
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*13 As background, Troy and Shannon Milbrath (“the Milbraths”) are co-owners of Applicant. Ronald and Gloria Luepke (“the
Luepkes”) are co-owners of Opposer. The parties agree that between late-2005 and August 2006 Opposer sold certain assets
pertaining to its business operated under the MULLEN'S DAIRY mark (“the Dairy Business”) to the Milbraths. See T. Milbrath
Decl. ¶ 5 (18 TTABVUE 27); Supplemental Affidavit of Ronald Luepke (“Suppl. R. Luepke Aff.”) ¶¶ 5 and 10 (23 TTABVUE
29). 12 The parties also agree that following the sale, the Milbraths operated the business out of a building leased to them by the
Luepkes. T. Milbrath Decl. ¶ 7; (18 TTABVUE 27); Suppl. R. Luepke Aff. ¶ 15 (23 TTABVUE 40). Additionally, the parties'
agree that Appendix A of the purchase agreement contained a statement that Opposer would retain exclusive ownership of the
name “Mullen's Dairy Bar,” and grant the Milbraths “the exclusive and unrestricted right to use the name ‘Mullen's Dairy Bar’
for as long as [the Milbraths were] not in default under the terms of the license agreement, th[e] Offer to Purchase, or any other
document arising out of and by virtue of th[e] Offer to Purchase.” Schlicht Aff., Ex. 7, ¶ 7 (12 TTABVUE 35-36); Affidavit
of Ronald Luepke (Luepke Aff.”) ¶ 15 (11 TTABVUE 27); Applicant's Cross-Motion, p. 18 (18 TTABVUE 19). Applicant,
however, disputes that the provisions of Appendix A to the purchase agreement constituted a valid license.
In its motion, Applicant argues that Opposer abandoned its mark in four ways. Initially, Applicant contends that when Opposer
sold to the Milbraths the business assets associated with the mark, but not the mark itself, Opposer abandoned the mark by
severing the mark from the goodwill associated with the business. Alternatively, Applicant contends that the trademark license
included with the sale of the Mullen's Dairy business was a naked license because it contained no provisions for the control of the
mark and Opposer, in fact, did not control the Milbrath's use of the mark. See T. Milbrath Decl. ¶ 8 (18 TTABVUE 28). Finally,
Applicant contends that even if the license originally was valid, the license was exclusive to the Milbraths, and only for so long
as they did not default on the license or purchase agreements. Thus, Applicant argues that any trademark license was terminated
at some point in 2010, either when the Milbraths' promissory note to the Luepkes for the purchase of the Dairy Business was
discharged in bankruptcy (id. at ¶¶ 11-12), or when the Milbraths formed Applicant (“Bigger Than Bill, Inc.”) and Applicant
subsequently began operating the Dairy Business without a license from Opposer. Id. at ¶ 13. Applicant therefore contends that
when the license terminated as a result of the conduct of the Milbraths and Applicant, the use by Applicant was essentially a
new, unlicensed use that did not inure to the benefit of Opposer as licensor. Accordingly, and because Opposer was not using
the mark itself, the mark was abandoned by Opposer because neither Opposer nor its licensee used the mark for six years.
*14 Opposer, in response, cites Ronald Luepke's statements in his supplemental affidavit that after Opposer sold the business
assets to the Milbraths, Opposer provide the Milbraths with information to help them continue to sell ice cream at certain
community events where Opposer previously had operated; Opposer periodically monitored the Milbraths' business; Opposer
forwarded customer complaints to Mr. Milbrath with instructions to rectify the issues raised in the complaints, and followed
up with Mr. Milbrath to ensure such issues were properly addressed; and Opposer visited the Milbraths' Dairy Business. See
Suppl. R. Luepke Aff. ¶¶ 10, 15-19 (23 TTABVUE 40). Mr. Luepke further avers that in 2011 -- after the Milbraths formed
Bigger Than Bill, Inc. -- a lawyer for the Milbraths wrote the Luepkes about renewing the lease on the building. Id. at ¶ 22
and Ex. 1 (23 TTABVUE 40 and 44).
Additionally, Mr. Luepke avers that in October 2016 Opposer purchased at auction most of the equipment and other items that
the Milbraths had purchased from Opposer in 2006, and that Opposer intended to utilize the reacquired assets in connection
with reopening a dairy business. Id. at ¶ 25-26 (23 TTABVUE 41).
Finally, Mr. Luepke averred in his first affidavit that Opposer was not aware that the Milbraths had formed Bigger Than Bill,
Inc., and that in the summer of 2016, when the Milbraths were in default of their lease on the Luepkes' building, Opposer
informed the Milbraths that the license to use “Mullen's Dairy Bar” was terminated, and that Opposer then began preparations
to use the mark in connection with the sale of ice cream. See R. Luepke Aff. ¶ 21-23 (11 TTABVUE 28).
Ownership rights in a trademark or service mark may be acquired and maintained through the use of the mark by a controlled
licensee even when the only use of the mark has been made, and is being made, by the licensee. See Central Fidelity Banks, Inc.
v. First Bankers Corp. of Florida, 225 USPQ 438, 440 (TTAB 1984). A written license agreement -- or any agreement so titled
-- is not required. Nestle Co. v. Nash-Finch Co., 4 USPQ2d 1085, 1088 (TTAB 1987); Basic Inc. v. Rex, 167 USPQ 696, 697
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(TTAB 1970) (“An oral license is sufficient to show a related company condition ....”); see also Stockpot, Inc. v. Stock Pot Rest.,
Inc., 220 USPQ 52, 59 (TTAB 1983) (“even in the absence of a contractual provision relating to quality control, the inference
of abandonment is not drawn because satisfactory quality was maintained and, hence, no deception of purchasers occurred”),
aff'd, 737 F.2d 1576, 222 USPQ 665 (Fed. Cir. 1984); Univ. of Wis. Bd. of Regents, 33 USPQ2d at 1396 (“the reality of the
situation which existed for many years may best be characterized as that of a royalty-free, nonexclusive, implied license to use
marks ... even without, essentially, a formal system of quality control[.]”).
*15 In view of the foregoing, upon careful consideration of the parties' arguments and the evidence, and drawing all inferences
in favor of Opposer as the non-movant, on the record currently before us we find that there are genuine disputes of material
fact that preclude summary disposition of the Section 2(d) claim in Applicant's favor. At a minimum, there are genuine disputes
of material fact regarding the existence of an express or implied license; the validity of any such license, including whether
Opposer exercised sufficient control over the use of the mark; and the termination of the license, including whether the Milbraths
continued to operate as licensees despite the formation of the corporate Applicant and/or whether Applicant subsequently used
the mark under an implied license. In view of these issues, it necessarily follows that there are genuine disputes of material
fact regarding whether the use of the mark by the Milbraths and/or by Applicant continued to inure to the benefit of Opposer,
such that Opposer's use of the mark through a licensee was not discontinued. We therefore deny Applicant's cross-motion for
summary judgment on Opposer's Section 2(d) claim.
5. Summary
Opposer's claims of lack of bona fide intent to use the mark and the portions of the fraud claim predicated on allegations that
Applicant provided false dates of first use in the subject application and submitted a substitute specimen that did not support
the dates of first use are dismissed with prejudice.
Opposer's non-ownership claim and the claim of fraud based on nonuse of the mark as of the filing date of the involved
application also are dismissed. However, Opposer is allowed until November 30, 2017, by which to file and serve an amended
notice of opposition that cures the defects in the pleadings for these claims that we identified above, failing which the claims will
be dismissed with prejudice and the opposition will proceed solely on the nonuse and likelihood of confusion claims. Applicant
has until December 30, 2017, by which to file an answer to the amended notice of opposition, assuming one is filed.
For the reasons set forth above, the parties' cross-motions for summary judgment on the nonuse claim and Applicant's motion
for summary judgment on the likelihood of confusion claims are denied. 13 Moreover, it is apparent from the parties' pleadings
and cross-motions for summary judgment that determination of the claims at issue will be heavily fact-bound. Therefore the
Board will not consider any further motions for summary judgment.
The parties also are advised that in denying the cross-motions, the standard of proof for summary judgment, i.e., the absence of
a genuine dispute of any material fact, is more stringent than the preponderance of evidence standard for trial. See AnheuserBusch, LLC v. Innvopak Sys. Pty Ltd., 115 USPQ2d 1816, 1822 n.6 (TTAB 2015). Evidence that may be sufficient to raise a
genuine dispute of material fact may not be sufficient to rebut a prima facie case. See TBMP § 528.01. Additionally, the rules
governing the submission of evidence are more stringent at trial. In advance of trial, the parties should review Trademark Rules
2.122-2.125 and TBMP § 700.
*16 As a final practice point, we note that both parties have, on occasion, filed multiple motions and briefs as part of a single
ESTTA submission. The better practice is to file all motions separately. See Sinclair Oil Corp. v. Kendrick, 85 USPQ2d 1032,
1033 n.3 (TTAB 2007); TBMP § 502.02(b). Here, the parties' practice of filing multiple papers in a single ESTTA submission
unduly complicated our consideration of the various motions, by requiring us to sift through numerous docket entries in order
to locate briefs and evidence. For example, in a single ESTTA submission Opposer filed a motion to strike together with a
substantive brief on the cross-motions for summary judgment. Applicant then filed together as a single ESTTA submission both
its response to the motion to strike and its reply brief in support of its cross-motion for summary judgment. In each instance,
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because of the inherent limitations regarding TTABVUE docket descriptions, our efforts to locate and refer to the appropriate
submissions and evidence were unduly complicated. Accordingly, going forward the parties are directed to file all motions and
briefs separately, so that they are readily identifiable in the docket.
6. Accelerated Case Resolution
We note that the record on summary judgment was extensive, and the parties are well-acquainted with the relevant facts and
legal issues. Accordingly, the parties may wish to stipulate to resolution of this proceeding by means of the Board's accelerated
case resolution (“ACR”) procedure. In the ACR process, the Board generally allows the parties to stipulate to a variety of
deviations from the Board's rules in order to streamline discovery and testimony. The procedure is similar to the use of crossmotions for summary judgment, but the parties must stipulate that, in lieu of trial, the Board may resolve any genuine issues of
material fact in accordance with the evidentiary burden at trial, that is, by a preponderance of the evidence.
Information regarding ACR can be found in TBMP Section 702.04(a), and information regarding evidentiary stipulations can
be found in TBMP Section 705. If the parties are interested in utilizing ACR they are encouraged to jointly contact the Board's
interlocutory attorney responsible for this proceeding by telephone to discuss the possibility of ACR, any necessary stipulations,
and an agreed-upon case schedule.
As an alternative to the ACR process discussed above, the parties also may explore stipulating to procedures and/or facts at
trial. See, e.g., Target Brands, Inc. v. Hughes, 85 USPQ2d 1676, 1678 (TTAB 2007) (parties stipulated to entire record of the
case including business records, public records, government documents, marketing materials and materials obtained from the
Internet as well as thirteen paragraphs of facts; the parties agreed to reserve the right to object to such facts and documents on
the bases of relevance, materiality and weight). See generally TBMP § 705, regarding evidentiary stipulations.
*17 Proceedings are resumed. In view of the time allowed to replead, remaining discovery, disclosure, and trial deadlines
are reset as follows:
Expert Disclosures Due

3/19/2018

Discovery Closes

4/18/2018

Plaintiff's Pretrial Disclosures

6/2/2018

Plaintiff's 30-day Trial Period Ends

7/17/2018

Defendant's Pretrial Disclosures

8/1/2018

Defendant's 30-day Trial Period Ends

9/15/2018

Plaintiff's Rebuttal Disclosures

9/30/2018

Plaintiff's 15-day Rebuttal Period Ends

10/30/2018

The Federal Rules of Evidence generally apply to Board trials. Trial testimony is taken and introduced out of the presence of
the Board during the assigned testimony periods. The parties may stipulate to a wide variety of matters, and many requirements
relevant to the trial phase of Board proceedings are set forth in Trademark Rules 2.121 through 2.125. These include pretrial
disclosures, the manner and timing of taking testimony, matters in evidence, and the procedures for submitting and serving
testimony and other evidence, including affidavits, declarations, deposition transcripts and stipulated evidence. Trial briefs shall
be submitted in accordance with Trademark Rules 2.128(a) and (b). Oral argument at final hearing will be scheduled only upon
the timely submission of a separate notice as allowed by Trademark Rule 2.129(a).
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Footnotes
1

2

3

4
5

6
7
8

9

10
11

12

13

Application Serial No. 86745463, filed on September 2, 2015, based on use of the mark in commerce under Trademark
Act Section 1(a), 15 U.S.C. § 1051(a), and alleging August 1, 2010, as the date of first use of the mark anywhere and
in commerce.
However, to the extent Opposer, in the notice of opposition, refers to prior use of “other similar trademarks” (see, e.g.,
¶ 12), Opposer has not expressly identified such marks and therefore has not provided notice to Applicant that Opposer
is pleading prior use of such marks as additional bases for the likelihood of confusion claim. Although Opposer has
pleaded ownership of Wisconsin State Trademark Registrations for other MULLEN'Sformative marks (¶ 12), Opposer
did not expressly allege prior use of these “other” marks. The state registrations alone are insufficient to establish use
because they do not carry the same presumptions as a federal registration. See Faultless Starch Co. v. Sales Producers
Assocs., Inc., 530 F.2d 1400, 189 USPQ 141, 142 n.2 (CCPA 1976). If Opposer intends to assert additional MULLEN'Sformative marks, it must seek to amend its notice of opposition.
Having established standing as to one ground, Opposer may assert any legally sufficient ground for opposition. Jewelers
Vigilance Committee, Inc. v. Ullenberg Corp., 823 F.2d 490, 2 USPQ2d 2021, 2024 (Fed. Cir. 1987); Corporacion
Habanos SA v. Rodriquez, 99 USPQ2d 1873, 1877 (TTAB 2011).
In this regard, we note that Applicant's cross-motion for summary judgment on all of Opposer's claims does not address
the putative non-ownership claim.
The evidentiary record on summary judgment includes, without action by any party, the file of the involved application.
See Luxco, Inc. v. Consejo Regulador del Tequila, A.C., 121 USPQ2d 1477, 1507 n.221 (TTAB 2017); see also TBMP
§ 528.05(a)(1).
Opposer is reminded that a claim of fraud based on nonuse requires that defendant's knowledge and wrongful intent be
proven “to the hilt” by clear and convincing evidence. Bose, 91 USPQ2d at 1941.
Although Applicant has styled this submission as a motion for leave to amend its summary judgment response and crossmotion, Applicant is in fact moving for leave to supplement its evidentiary submissions.
Fed. R. Civ. P 56(e) provides in relevant part that “[i]f a party fails to properly support an assertion of fact or fails to
properly address another party's assertion of fact as required by Rule 56(c), the court may: (1) give an opportunity to
properly support or address the fact[.]”
We add that to the extent that the supplemental affidavit of Mr. Kattman and supplemental declaration of Troy Milbrath
address purported activities that occurred after the September 2, 2015, filing date of the application, consideration of
the evidence would not have affected our determination regarding the nonuse and likelihood of confusion claims.
Trademark Rule 2.20 provides that instead of an oath, affidavit, or sworn statement, either the language of 28 U.S.C. §
1746, or the declaration language provided in Trademark Rule 2.20 may be used.
Citations to the declarations are to the original declarations (captioned as “affidavits”) that were filed with Applicant's
combined summary judgment response and cross motion. See 18 TTABVUE 27, et. seq. The corrected declarations
bearing the appropriate attestations are located in the record at 26 TTABVUE 25, et. seq. We add that although we will
cite to the original declarations for ease of reference, we have not considered any statements in the original declarations
that were omitted from the sworn, corrective declarations.
We note the declaration of Shannon Milbrath, which substantially repeats the averments in Troy Milbrath's declaration,
and the affidavit and supplemental affidavit of Gloria Luepke, which substantially repeat the averments in Ronald
Luepke's original and supplemental affidavits. For ease of reference, we have chosen to cite only the declaration or
affidavit statements made by Mr. Milbrath and Mr. Luepke.
The fact that we have identified certain genuine disputes of material fact as sufficient bases for denying the cross-motions
for summary judgment should not be construed as a finding that these are necessarily the only issues that remain for
trial. The parties should further note that the evidence submitted in connection with the cross-motions is of record only

© 2020 Thomson Reuters. No claim to original U.S. Government Works.

12

GREAT TREATS, INC. v. BIGGER THAN BILL, INC. DBA..., 2017 WL 4945262...

for consideration of the motions. To be considered at final hearing, any such evidence must be properly introduced in
evidence during the appropriate trial period. See Levi Strauss & Co. v. R. Josephs Sportswear Inc., 28 USPQ2d 1464
(TTAB 1993); Pet Inc. v. Bassetti, 219 USPQ 911 (TTAB 1983).
2017 WL 4945262 (Trademark Tr. & App. Bd.)
End of Document
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2003 WL 23144859
Only the Westlaw citation is currently available.
United States District Court,
N.D. Illinois, Eastern Division.
GAFFRIG PERFORMANCE INDUSTRIES,
INC., Plaintiff/Counter–Defendant,
v.
LIVORSI MARINE, INC.,
Defendant/Counter–Plaintiff.
Nos. 99 C 7778, 99 C 7822.
|
Dec. 22, 2003.

marks constitutes: (i) trademark infringement under 35 U.S.C.
§ 1114; (ii) false designation of origin in violation of
15 U.S.C. § 1125(a); and (iii) a deceptive trade practice
and consumer fraud under Illinois law. These actions were
consolidated by stipulation of the parties on March 29, 2000.
After a bench trial was held before this Court on March 11,
12, 13, 14, and 15, 2002, the Court finds as follows:

FINDINGS OF FACT
1. On July 24, 1984, James Gaffrig incorporated “Gaffrig
Precision Instruments, Inc.” (‘GPI”). ((Amended) Joint
Statement of Uncontested Facts (“Uncontested”), ¶ 4.)

Attorneys and Law Firms

2. James Gaffrig was the majority owner, chief
executive, and president of GPI for the length of its
existence. (Uncontested, ¶ 5.)

Stephen G. Kehoe, Bellows & Bellows, Harry F. Wiggins,
Attorney at Law, Chicago, IL, for plaintiff/counter–
defendant.

3. Andrew Gorchynsky was minority co-owner,
director and secretary of GPI from 1988 until July
1990. (Trial Transcript (“Trial Tr.”) at 354.)

Allen H. Gerstein, Gregory James Chinlund, Marshall,
Gerstein & Borun, Chicago, IL, for defendant/counter–
claimant.

4. Between 1984 and 1988, GPI began manufacturing
and selling speedometers, mufflers, silencers, flame
arrestors, headers and throttle brackets under the
GAFFRIG PRECISION INSTRUMENTS and/or
GAFFRIG marks. (Uncontested, ¶ 6.)

MEMORANDUM OPINION AND ORDER
HIBBLER, J.
*1 On December 1, 1999, Livorsi Marine, Inc. (“LMI”)
brought an action against Gaffrig Performance Industries,
Inc. (“GPI2”) alleging (i) common law infringement of the
GAFFRIG PRECISION INSTRUMENTS, GAFFRIG, and
GAFFRIG II trademarks; (ii) false designation of origin and
unfair competition; (iii) trademark dilution under the Lanham
Act and common law; and (iv) trademark infringement,
trademark imitation, trademark dilution, deceptive trade
practices and consumer fraud under Illinois law for allegedly
using the GAFFRIG and GAFFRIG PERFORMANCE
INDUSTRIES marks in connection with the promotion
and sale of the marine products listed in LMI's federal
certificates of registration. On that same day, GPI2 sued
LMI, alleging that LMI obtained the federal registration for
its GAFFRIG PRECISION INSTRUMENTS trademark by
fraudulent means, and that GPI2 had superior rights in the
GAFFRIG marks, such that LMI's use of the GAFFRIG

5. On April 12, 1988, Gaffrig, on behalf of GPI,
entered into an Asset Purchase Agreement (APA)
with Michael Livorsi. (Uncontested, ¶¶ 18–20.)
6. Under the APA, GPI sold, assigned, transfered,
and conveyed to Livorsi the assets of GPI's
speedometer business. The conveyance included
certain quantities of: Pitot Tube, Pitot Tube Mount,
AN # 4 Hose Fitting, Speedo Head Fitting 1/4″
NPT, Pitot Tube Fitting, Push–Lock Hose Feet,
Pick–Up Assembles with Fittings; Liquid Filled
Completed; Dry Gauges; Raw Gauges; Tell Tale
Needles; Glycerin; Oil Tester; Screens; and Vinyl
Wash. (APA, § 1, Exhibit (“Ex.”) A.)
7. The APA gave Livorsi the exclusive right to
use the GAFFRIG trademarks in connection with
the manufacture and sale of speedometers and in
advertising subject to the two-year limitation in
Section 9 of the APA. (APA, §§ 1, 9.)
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8. Section 1 of the APA stated that “Livorsi shall
have the right to use the GAFFRIG PRECISION
INSTRUMENTS trade name in connection with
the manufacture and sale of speedometers and in
advertising subject to Section 9 herein.” (APA, § 1.)
*2 9. Section 9 of the APA stated that “[i]n
consideration of the purchase of the assets, GPI
agrees that neither it nor James W. Gaffrig (who is
a major shareholder of GPI) shall, during the period
of two years which commences on the closing date,
directly or indirectly, engage in or render services
to any business engaged in manufacturing or selling
finished or semi-finished speedometers, or acquire
an interest as stockholder, director, partner, agent or
individual, in any such business.” (APA, § 9.)
10. The APA did not restrict GPI from making and
selling speedometers after two years, or from using
of the GAFFRIG marks on speedometers or other
products after the expiration of the license, on April
12, 1990. (APA, §§ 1–9.)
11. Gaffrig and GPI were not restricted from the
manufacture or sale of other products, or from
the use of the GAFFRIG marks on other products
during this two year time. (APA, § 9(b)).
12. The APA stated that the purchase price for the
speedometer assets was $20,000 minus the amount
of liabilities of GPI to Livorsi. (APA, § 2.)
13. On April 12, 1988, Livorsi and Gaffrig also
entered into a “License Agreement” (LA). The APA
stated that the LA, together with the APA, was to
be considered an entire agreement. APA § 17. In
the LA, Gaffrig sold to Livorsi an exclusive license
to manufacture, use, market and sell products
based on or utilizing Gaffrig's patent no. 4,622,850
covering a certain pitot mount assembly. APA §
2.1. The license was to end on December 31, 1997.
(APA, § 3.)
14. Under the LA, GPI kept ownership of at least
one piece of equipment related to its speedometer
business: a certain pitot tube mount described
in United States patent NO. 462285, owned by
Gaffrig. (LA, § 2.)

15. Under the LA, Livorsi agreed to pay Gaffrig a 3%
royalty on annual sales of speedometers exceeding
$50,000. (LA, § 5.1, Ex. A.)
16. Between 1988 and November 1990, GPI
continued to manufacture and sell marine
mufflers, silencers, flame arrestors, headers,
and throttle brackets under the GAFFRIG
PRECISION INSTRUMENTS and/or GAFFRIG
marks. (Uncontested, ¶ 6.)
17. LMI was incorporated by Michael Livorsi on May
16, 1988. Livorsi is the owner and president of LMI.
(Uncontested, ¶¶ 22–23.)
18. Livorsi and Gaffrig were the two directors of LMI.
(Joint Written Consent by the Sole Shareholder and
Directors of LMI, LMI Ex. 106.)
19. Livorsi began using the GAFFRIG and
GAFFRIG PRECISION INSTRUMENTS marks
in connection with the promotion and sale of marine
speedometers, pitot tubes and pitot tube mounts
shortly after the APA was signed on April 12, 1988.
(Uncontested, ¶ 24.)
20. By 1989, LMI expanded its line of marine
products to include other types of marine
instruments and marine gauges (e.g., tachometers
and various types of fluid level and pressure
gauges), and LMI used the GAFFRIG trademarks
in connection with the promotion and sale of these
products. (Uncontested, ¶ 25.)
*3 21. GPI made an Assignment for the Benefit of
Creditors (ABC) in October or November of 1990
because GPI was unable to pay its bank debts. (Trial
Tr. at 656–58.)
22. On November 16, 1990, Gaffrig incorporated
GPI2 as a new Illinois corporation. (Uncontested,
¶ 8.)
23. Gaffrig became the president and sole owner of
GPI2. (Uncontested, ¶ 8.)
24. Most of GPI's employees continued to work for
GPI2 in the same or similar positions to what they
had in GPI: Robert Divilbiss continued to work
as general manager; Michael Schultz continued to
work in assembling and shipping parts; and Angel
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Castenada continued to work as a welder. (Trial Tr.
at 56, 661–62.)
25. There was no written assignment of any assets
from GPI to GPI2. (Uncontested, ¶ 9.)
26. Gaffrig moved some equipment from GPI to GPI2.
(Trial Tr. at 56.)
27. On December 5, 1990, GPI's assets were
auctioned off for the benefit of creditors in an
ABC proceeding. ((Amended) Joint Statement of
Contested Issues and Facts (“Contested”), ¶ 4.)
28. By December 9, 1990, LMI had expanded
its product line to include vacuum gauges, trim
meters, compasses, depth finders, tool cases, and
instrument cases, and was using the GAFFRIG
trademarks in connection with the promotion and
sale of these products. (Uncontested, ¶ 26.)
29. By late 1990, GPI2 began manufacturing
the same marine products—mufflers, silencers,
flame arrestors, headers and throttle brackets
—that had previously been manufactured and
sold by GPI using the GAFFRIG and
the GAFFRIG PERFORMANCE INDUSTRIES
marks. (Uncontested, ¶ 12.)
30. By January 1991, GPI2 was also advertising
and selling those same types of GAFFRIG marine
products and continues to do so to this day.
(Uncontested, ¶ 12.)
31. On February 1, 1991, Livorsi and Gaffrig
entered into another written agreement whereby
Gaffrig sold his rights under U.S. Patent No.
4,622,850, covering the pitot tube Gaffrig had
previously licensed to Livorsi under the LA. In
the February 1991 agreement, in exchange for
certain consideration, Gaffrig agreed to refrain
from making the pitot tubes covered by the patent
until at least February 1, 2001, and he relinquished
any interest in LMI's instrument engine gauges
business “which may currently exist from previous
oral contracts.” (GPI2 Ex. 39.)
32. Beginning in 1991, LMI purchased mufflers and
flame arrestors from GPI2 and sold them bearing
the GAFFRIG PRECISION INSTRUMENTS
and LIVORSI MARINE trademarks. GPI2 was

unaware at this time that LMI was removing the
“Gaffrig Performance Industries, Inc .” stickers
from the mufflers and passing them off as its own.
(Trial Tr. at 741, 760–61.)
33. In 1991, GPI2 began manufacturing at least
samples of speedometer gauges. (Trial Tr. at 493.)
34. By 1991, GPI2 manufactured, advertised, and
sold marine products, including at least mufflers,
silencers, and flame arrestors, using the GAFFRIG
PERFORMANCE INDUSTRIES and GAFFRIG
marks. (Uncontested, ¶ 12.)
*4 35. Beginning in 1991, LMI promoted its
products bearing the GAFFRIG trademark in
press releases in marine industry publications.
(Uncontested ¶ 35.)
36. On December 2, 1991, GPI was dissolved
involuntarily by the Illinois Secretary of State.
(Uncontested ¶ 7.)
37. On March 9, 1992, LMI filed an application
in the United States Patent and Trademark Office
(PTO) to register the GAFFRIG PRECISION
INSTRUMENTS trademark for use on the marine
products it was currently selling, including
engine monitoring devices, marine controls
such as throttle handle assemblies, mufflers,
silencers, and flame arrestors; marine navigational
instrumetns including compasses and depth
sounders; marine operational gauges and other
devices including speedometers and pitot mount
assemblies, tachometers, fuel, water and oil
monitoring instruments, bilge monitors, and flow
meters; and other boating accessories, and was
using the GAFFRIG trademarks in connection
with the promotion and sale of these products.
(Uncontested, ¶ 29.)
38. In March 1992, LMI was aware that GPI2
was using a confusingly similar mark on at least
mufflers and flame arrestors. (Trial Tr. at 760–61;
Uncontested, ¶¶ 40–41.)
39. On June 4, 1992, the PTO initiated an office
action in which it stated that LMI must “indicate
whether ‘Gaffrig’ has any significance in the
relevant trade, any geographical significance or any
meaning in a foreign language;” and “disclaim the
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descriptive wording ‘precision instruments' apart
from the mark as shown” because the terms merely
describe a feature of navigational instruments.
(Uncontested, ¶ 30; LMI Ex. 2.)
40. On June 24, 1992, LMI responded that
“[t]he name ‘Gaffrig’ has no significance in
the relevant trade other than to identify one of
applicant's lines of Marine instruments and has
no geographical significance.” LMI also agreed
that “[n]o claim is made to the exclusive right to
use ‘precision instruments' apart from the mark as
shown.” (Uncontested, ¶ 30; LMI Ex. 2.)
41. Mr. Gaffrig died in December 1992, at which point
ownership of GPI2 passed to Mr. Gaffrig's widow,
Patricia Gaffrig. (Uncontested, ¶¶ 10–11.)
42. LMI's trademark registration application was
published for opposition on August 10, 1993, and
went unopposed. (Uncontested, ¶ 31.)
43. In 1993, GPI2 and LMI entered into an oral
agreement whereby GPI2 agreed to sell mufflers
and flame arrestors to LMI for 20% under original
equipment manufacturer (OEM) prices, and LMI
agreed to sell speedometers and gauges to GPI2 for
20% under OEM prices. LMI sold GPI2's products
as its own. GPI2 did not alter LMI's mark on the
products. The parties continued this arrangement
until at least 1997. (Trial Tr. at 577.)
44. LMI's trademark registration for the GAFFRIG
PRECISION INSTRUMENTS trademark issued
on November 2, 1993, as Registration No.
1,801,915. The goods for which the trademark
applied were identified as: “Marine instruments
and controls, namely: engine monitoring devices,
throttles, tachometers, memory tachometers,
controls, and mufflers; marine navigational
instruments, namely compasses and depth
sounders; and marine operational devices, namely,
both liquid filled and dry speedometers,
pitot mount assemblies, both electronic and
mechanical monitoring instruments for fuel
and oil pressure, fuel level, trim, water and
oil temperature, water and fuel pressure and
vacuum boost, water temperature indicators, bilge
monitors, and flo-meters, together with all parts
thereof.” (Uncontested, ¶ 31.)

*5 45. By 1995, GPI2 was aware that LMI
was removing the GAFFRIG PERFORMANCE
INDUSTRIES stickers from the mufflers, and
continued selling the mufflers to LMI. (Trial Tr. at
313.)
46. Since 1997, LMI has also used the GAFFRIG
II mark on its marine products and packaging
advertised in the U.S. and abroad. (Uncontested, ¶¶
33–34.)
47. Mike Schultz purchased GPI2 from Ms. Gaffrig
in January 1997 and is currently the owner and
president of the company. (Uncontested, ¶¶ 13–14.)
48. On March 17, 1997, Livorsi sent Schultz
a letter stating that he considered GPI2's
use of the GAFFRIG PERFORMANCE
INDUSTRIES mark to be an infringement
of Livorsi's registered GAFFRIG PRECISION
INSTRUMENTS trademark. (Uncontested, ¶ 38.)
49. On September 7, 1999, LMI filed with the PTO a
Combined Declaration of Use and Incontestability
under 15 U.S.C. §§ 1058 and 1065 in connection
with the GAFFRIG PRECISION INSTRUMENTS
trademark. (Uncontested, ¶ 36.)
50. The Declaration was accepted and acknowledged
by the PTO, and the GAFFRIG PRECISION
INSTRUMENTS trademark registration was
granted incontestible status. (Uncontested, ¶ 37.)
51. LMI has continued its use of the GAFFRIG,
GAFFRIG PRECISION INSTRUMENTS, and
GAFFRIG II marks in connection with the
promotion and sale of its line of marine products to
the present day. (Uncontested, ¶ 32.)
52. GPI2 currently sells marine mufflers, silencers,
flame arrestors, throttle brackets, speedometers,
and other various types of marine gauges and
instruments with the GAFFRIG marks and the
GAFFRIG PERFORMANCE INDUSTRIES mark.
(Uncontested, ¶¶ 15–16.)
CONCLUSIONS OF LAW
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I. Trademark Infringement and Unfair Competition under
15 U.S.C. §§ 1125(a) and
1114;
the Lanham Act,
Trademark Dilution and Unfair Competition Arising Under
the Illinois Consumer Fraud and Deceptive Business
Practices Act,
815 ILCS § 505/2; and Deceptive
Practices Arising Under the Illinois Uniform Deceptive
Trade Practices Act,
815 ILCS § 510/2.
Both LMI and GPI2 allege that the other committed common
law trademark infringement and unfair competition under
the Lanham Act, 1 deceptive trade practices under the
Illinois Uniform Deceptive Trade Practices Act, and various
violations under the Illinois Consumer Fraud and Deceptive
Business Practices Act. GPI2 claims that LMI's continued use
of the GAFFRIG, GAFFRIG PRECISION INSTRUMENTS,
and GAFFRIG II marks and registration of the GAFFRIG
PRECISION INSTRUMENTS mark after its license to use
the mark expired was in derogation of GPI2's senior rights
and constituted trademark infringement, unfair competition,
and a violation of the aforementioned Illinois statutes.
LMI claims that GPI2's continued use of the GAFFRIG,
GAFFRIG PRECISION INSTRUMENTS, and GAFFRIG
PERFORMANCE INDUSTRIES marks after LMI acquired
secondary meaning in the marks and registered the marks
constituted trademark infringement, unfair competition, and
a violation of the aforementioned Illinois statutes. Section 43
of the Lanham Act provides that:
*6 [a]ny person who, on or in connection with goods or
services, or any container for goods, uses in commerce any
word, term, name, symbol or device, or any combination
thereof ... which—is likely to cause confusion, or to cause
mistake, or to deceive as to affiliation, connection, or
association of such person with another person, or as to
the origin, sponsorship or approval of his or her goods,
services, or commercial activities by another person, ...
shall be liable in a civil action by any person who believes
that he or she is or is likely to be damaged by such act.
Lanham Act, § 43,
15 U.S.C. § 1125(a)(1)(A).
A trademark is any word, name, symbol or device, or
any combination of those, that is adopted and used by a
manufacturer or a merchant to identify its products and to
distinguish them from those manufactured or sold by others,
or to designate the source or origin of a product, usually
the manufacturer or seller of the product. Lanham Act, §
45, 15 U.S.C. § 1127;

Sands, Taylor & Wood Co. v.

Quaker Oats Co., 978 F.2d 947, 953 (7th Cir.1992). To
prove trademark infringement or unfair competition under the
Lanham Act, 15 U.S.C. §§ 1125(a) and 1114, the parties
must establish that (i) they own a valid, protectable mark;
and (ii) the use of either the same or a similar mark by the
accused party creates a likelihood of consumer confusion as
to the source of goods sold under the mark.
CAE, Inc. v.
Clean Air Eng'g, Inc., 267 F.3d 660, 673–74 (7th Cir.2001);
Platinum Home Mortgage Corp. v. Platinum Fin. Group,
Inc., 149 F.3d 722, 726 (7th Cir.1998). “Claims for unfair
competition and deceptive business practices brought under
Illinois statutes are to be resolved according to the principles
set forth under the Lanham Act,” and thus, a party cannot
prevail on its claims under the Deceptive Trade Practices Act,
815 ILCS § 510/2, or the Consumer Fraud and Deceptive
Business Practices Act,

815 ILCS § 505/2, if the party does

not own a valid, protectable mark.

Spex, Inc. v. Joy of Spex,

Gimix,
Inc., 847 F.Supp. 567, 579 (N.D.Ill.1994) (citing
Inc. v. JS & A Group, Inc., 699 F.2d 901, 908 (7th Cir.1983);
Thompson v. Spring–Green Lawn Care Corp., 126 Ill.App.3d
99, 104–05, 81 Ill.Dec. 202, 466 N.E.2d 1004 (1st Dist.1984)
(Illinois courts look to federal case law and apply the same
analysis to state infringement claims). A party who has not
registered its marks with the PTO bears the burden to establish
protection under the Lanham Act.
727.

Platinum, 149 F.3d at

A. Likelihood of Confusion
In this case, the parties agree that the GAFFRIG PRECISION
INSTRUMENTS, GAFFRIG, GAFFRIG II, and GAFFRIG
PERFORMANCE INDUSTRIES marks (collectively, the
“GAFFRIG marks”) are confusingly similar to consumers
when used in connection with the promotion and sale of
the marine products manufactured, advertised, and/or sold
by both parties, and consumers of the marine products
manufactured, advertised, and/or sold by both parties have
suffered actual confusion caused by the parties' use of their
respective marks. Both parties currently sell marine mufflers,
silencers, flame arrestors, throttle brackets, speedometers, and
other various types of marine gauges and instruments. The
likelihood of confusion, however, easily extends to the rest
of the marine items sold by LMI: engine monitoring devices,
throttle controls, marine navigational instruments including
compasses and depth sounders, marine, tachometers, fuel,
water and oil monitoring instruments, bilge monitors, flow
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meters and other boating accessories. In assessing the
likelihood of consumer confusion, the Seventh Circuit
considers:

*7 (1) the similarity between the
marks in appearance and suggestion,
(2) the similarity of the products, (3)
the area and manner of concurrent use
of the products, (4) the degree of care
likely to be exercised by consumers,
(5) the strength of the plaintiff's
marks, (6) any evidence of actual
confusion, and (7) the defendant's
intent to palm off its goods as those
of the plaintiff's. None of these factors
are dispositive and the proper weight
given to each will vary in each case.
However, the similarity of the marks,
the defendant's intent, and evidence
of actual confusion are of particular
importance.

Promatek Indus., Ltd. v. Equitrac Corp., 300 F.3d 808, 812
(7th Cir.2002) (internal citations omitted). The parties agree
on the similarity of the marks and actual confusion in the
marketplace. LMI's trademark application explained that the
additional marine items sold by LMI are used in conjunction
with the other marine items (which are sold by both parties),
and therefore, the confusion in the marketplace would extend
to these additional items as well.
B. Ownership of the GAFFRIG Trademarks
Therefore, the only remaining issue in determining the merits
of the parties' claims is the validity of the mark; i.e., who
owns the right to the GAFFRIG trademarks. LMI holds a
federally registered trademark in the GAFFRIG PRECISION
INSTRUMENTS mark, 2 which it claims is prima facie
evidence that it owns the right to the GAFFRIG trademarks.
GPI2, on the other hand, argues that it holds superior common
law trademark rights, and that the federally registered
trademark was achieved by fraud. A federal trademark
application is always subject to previously established
Johnny
common law trademark rights of another party.
Blastoff, Inc. v. Los Angeles Rams Football Co., 188 F.3d
427, 434–35 (7th Cir.1999) (citing The

Money Store v.

Harriscorp Fin., Inc., 689 F.2d 666, 672 (7th Cir.1982)
(quoting J. Thomas McCarthy, McCarthy on Trademarks and
Unfair Competition § 19:2, at 656)). In order to determine
who owns the rights to the GAFFRIG marks, the Court must
determine: first, the nature of GPI's common law rights in
the GAFFRIG marks; second, whether LMI has common law
rights in the GAFFRIG marks; third, whether GPI assigned
its common law rights to GPI2; and fourth, whether LMI
has federally registered rights in the GAFFRIG marks or
whether LMI committed fraud in the procurement of its
federal trademark registration.
1. What Rights Did GPI Have In The GAFFRIG Marks
Between 1984 And 1988?
Although the parties do not dispute that GPI had common
law rights in the GAFFRIG marks from 1984 to 1988, they
do not agree on the nature of those rights; that is, whether
the GAFFRIG marks are primarily a surname or inherently
distinctive. Because the nature of the marks changes the
analysis that follows, the Court will decide this issue first.
The Lanham Act states that a mark that is “primarily a
surname” is descriptive and may be registered only if it
is shown that the mark has acquired secondary meaning,
such that the mark “has become distinctive of the applicant's
goods in commerce.”
15 U.S.C. § 1052(e),
(f). A mark
is primarily a personal name, or surname, if the primary
significance of the mark to the purchasing public is that of a
personal name or surname.
Peaceable Planet, Inc. v. Ty,
Inc., No. 01 C 7350, 2003 WL 22024992, at *5 (N.D.Ill.2003)
(citing

Lane Capital Mgmt., Inc. v. Lane Capital Mgmt.,

Inc., 192 F.3d 337, 345 (2d Cir.1999);
In re Hutchinson
Tech., Inc., 852 F.2d 552, 554 (Fed.Cir.1988)). If the mark is
primarily a personal name, then the senior user must prove
the existence of secondary meaning in its mark at the time
and place that the junior user first began use of that mark.
Johnny Blastoff,, 188 F.3d at 433–34 (internal citations
omitted). See also
Zazu Designs v. L'Oreal, S.A., 979 F.2d
499, 503 (7th Cir.1992). In contrast, if the family feature
or surname is distinctive enough to trigger recognition in
and of itself, then the mark may be inherently distinctive.
Spraying Systems Co. v. Delavan, Inc., 975 F.2d 387, 395
(7th Cir.1992). If the mark is inherently distinctive, then the
party to first use the mark has ownership rights to it.
*8 The parties have offered no evidence that the GAFFRIG
marks are inherently distinctive. Rather, the parties' evidence
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of the popularity and recognition of the GAFFRIG marks
is attributable to the secondary meaning that has become
attached to the marks. Therefore, the Court finds that the
GAFFRIG marks are primarily a surname, and the question
remains as to when the GAFFRIG marks acquired secondary
meaning. The parties' evidence supports a finding that
the GAFFRIG marks acquired secondary meaning from
GPI's use of the marks between 1984 and 1988. LMI
agrees that GPI was the first to use and manufacture
products under the GAFFRIG PRECISION INSTRUMENTS
trademark. In addition, LMI agrees that GPI established
exclusive rights in the use of the GAFFRIG PRECISION
INSTRUMENTS trademark on marine speedometers and
related marine gauges in 1984, which Gaffrig possessed
until April 12, 1988. Indeed, the evidence shows that the
trademark, GAFFRIG PRECISION INSTRUMENTS, did
acquire secondary meaning between 1984 and 1988, as even
Livorsi admitted that by 1988, the GAFFRIG marks had
acquired recognition in the marine industry as representative
of a superior marine product. Thus, the GAFFRIG marks had
a distinctiveness or secondary meaning warranting trademark
protection before Gaffrig and Livorsi entered into the APA in
1988, and GPI had priority of ownership at that time.
2. Did LMI Acquire Common Law Rights In The
GAFFRIG Marks By Virtue Of The APA In 1988?
LMI claims that GPI assigned all of its rights in the GAFFRIG
marks to LMI by virtue of the Asset Purchase Agreement
(APA) Livorsi and GPI signed on April 12, 1988. 3 GPI2,
however, argues that the APA constituted a two-year license
of the GAFFRIG PRECISION INSTRUMENTS mark to
LMI. The Court agrees with GPI2.
Contrary to LMI's arguments, the plain language of the
APA shows that Livorsi purchased all of the assets of GPI's
speedometer business, except one pitot tube assembly (a
speedometer-related item) which Livorsi agreed to license
from Gaffrig for nine years, and a two-year exclusive license
from GPI to manufacture and sell the speedometers with the
GAFFRIG PRECISION INSTRUMENTS mark. During this
two-year period, Gaffrig agreed not to manufacture or sell
speedometers. The APA states, in relevant part:

Livorsi shall have the right to
use the GAFFRIG PRECISION
INSTRUMENTS trade name in
connection with the manufacture

and sale of speedometers and in
advertising subject to Section 9 herein.

APA, Section 1.

In consideration of the purchase
of the assets, GPI agrees that
neither it nor James W. Gaffrig
(who is a major shareholder of
GPI) shall, during the period of
two years which commences on the
closing date, directly or indirectly,
engage in or render services to any
business engaged in manufacturing
or selling finished or semi-finished
speedometers, or acquire an interest as
stockholder, director, partner, agent or
individual, in any such business.

APA, Section 9.
*9 LMI's arguments appear to overlook the text of the APA
itself. First, nowhere does the APA even suggest that Livorsi
would get more than a right to use the GAFFRIG PRECISION
INSTRUMENTS mark in connection with speedometers.
Second, Section 1 states that it must be read in conjunction
with Section 9, which specifically limited Gaffrig's exclusion
from the speedometer market to only two years. Because the
APA did not limit Gaffrig's use of the GAFFRIG PRECISION
INSTRUMENTS mark on any other marine products, GPI2 is
correct that Section 9, read in conjunction with Section 1, also
limited Livorsi's exclusive use of the GAFFRIG PRECISION
INSTRUMENTS marks on speedometers to two years.
LMI attempts to divert the Court's attention from the APA
by pointing to extrinsic evidence which purportedly supports
LMI's understanding of the APA: testimony by Gorchynsky
and Livorsi regarding the purported intent of the APA to
assign the GAFFRIG PRECISION INSTRUMENT mark and
all derivative marks and the entire gauge business to Livorsi.
However, if the language of the contract itself unambiguously
answers the question at issue, the inquiry is over. Much v.
Pacific Mut. Life Ins. Co., 266 F.3d 637, 643 (7th Cir.2001)
(interpreting Illinois law). “In such a case, the intent of the
parties must be determined solely from the contract's plain
language, and extrinsic evidence outside the ‘four corners' of
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the document may not be considered.” Id. (citing Omnitrus
Merging Corp. v. Ill. Tool Works, Inc., 256 Ill.App.3d 31, 195
Ill.Dec. 701, 628 N.E.2d 1165, 1168 (Ill.App.Ct.1993)). See
also
Bowles v. Quantum Chem. Co., 266 F.3d 622, 635
(7th Cir.2001) ( “[A]s a general rule, an unambiguous contract
should be construed without reference to extrinsic evidence....
[I]f the language of the contract provides an answer, then
the inquiry is over; parol evidence is neither necessary
nor admissible.”) (internal citations omitted). As explained
above, the language of the APA did unambiguously answer
the question at issue. Therefore, the Court will not consider
Livorsi's and Gorchynsky's interpretation of the APA.
Moreover, despite LMI's arguments, its two-year right
to the mark was not accompanied by the goodwill of
the business. Goodwill includes the corporate identity,
confidence, reputation, and recognition of the product.
Sands, 978 F.2d at 957. GPI's agreement to provide
its customer lists to LMI did not amount to a transfer as
the evidence showed that Gaffrig continued to make other
recognized marine products with the GAFFRIG PRECISION
INSTRUMENTS and GAFFRIG marks. In addition, GPI was
properly ensuring that it provided actual quality control over
the products LMI produced with the GAFFRIG PRECISION
INSTRUMENTS marks, as GPI was required to do in a
licensing agreement. Sterling Drug, Inc. v. Lincoln Labs., Inc.,
322 F.2d 968 (7th Cir.1963); Trial Tr. at 113–15, 649.
In sum, the above discussion shows that GPI did not assign
its rights to the GAFFRIG PRECISION INSTRUMENTS
in 1988. As such, GPI maintained its ownership of the
GAFFRIG PRECISION INSTRUMENTS and GAFFRIG
marks. Consequently, LMI's use of the GAFFRIG and
GAFFRIG PRECISION INSTRUMENTS marks on items
other than speedometers during the two years of the APA
license, and LMI's use of those and the GAFFRIG II
marks on speedometers and other items after the two year
period, constituted an infringement of GPI's common law
trademark. An ex-licensee's continued use of the trademark
after the period of the license is a violation of trademark law.
Gorenstein, 874 F.2d at 435.
3. Did GPI Assign Its Common Law Rights In The
GAFFRIG Marks To GPI2?
*10 GPI2 claims that GPI assigned its common law rights
in its trademarks to GPI2 when Gaffrig created GPI2 on
November 16, 1990. The Court agrees with GPI2. Gaffrig's

actions after July 1990 demonstrate that Gaffrig assigned his
rights in the marks to GPI2. In July 1990, Gaffrig became the
sole shareholder of GPI. Gaffrig created GPI2 in November
1990 (which Divilbiss stated was “almost immediately” after
GPI's doors were closed), before GPI's assets were auctioned
in December 1990, and before GPI was dissolved by the
Illinois Secretary of State in December 1991. GPI2 had
an almost identical workforce as GPI, including Gaffrig
himself, Schultz, Angel Castenada, and Divilbiss. GPI2 began
producing almost immediately the same or similar products
as GPI (mufflers, flame arrestors, and throttle brackets, and
eventually even more marine products), and GPI2 affixed
the GAFFRIG marks on these products. The evidence above
demonstrates that the goodwill in the GAFFRIG marks
traveled with Gaffrig to GPI2, and that Gaffrig assigned his
trademark rights to GPI2. Thus, GPI2 succeeded to GPI's
rights in the GAFFRIG marks.
LMI, however, argued that GPI could not have assigned
its trademark rights to GPI2 for several alternative reasons:
(1) GPI abandoned its rights to the GAFFRIG marks when
it signed the APA with Livorsi; (2) GPI transferred its
rights to the GAFFRIG marks in an Assignment for the
Benefit of Creditors; (3) the mark inured to GPI's, rather than
Gaffrig's benefit; (4) there was no written assignment from
GPI to GPI2; or (5) the alleged transfer of the mark was not
accompanied by the transfer of any physical assets. The Court
deals with each of these arguments in turn.
a. Did GPI abandon its rights to the GAFFRIG marks
when it signed the APA with Livorsi?
LMI argues that GPI abandoned all of its rights to the
GAFFRIG marks under the APA before it could transfer any
rights to GPI2. A mark is deemed abandoned if its use has
been discontinued with an intent not to resume such use or if
there has been nonuse for 3 consecutive years. 15 U.S.C.A.
§ 1127. Contrary to divesting or abandoning its trademark
rights, however, the APA expressly contemplated GPI's return
to the speedometer market after two years. In addition, GPI
continued to manufacture other marine products with the
GAFFRIG and GAFFRIG PRECISION INSTRUMENTS
marks, such as mufflers and flame arrestors, throughout the
two year term and afterward.
Moreover, this Court has already held that the APA only
conveyed a license to LMI to use the GAFFRIG marks. A
licensee's use of a mark inures to the benefit of the licensor,
and the licensee acquires no ownership rights in the mark
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itself.
Gorenstein Enter.s, Inc. v. Quality Care–USA, Inc.,
874 F.2d 431, 435 (7th Cir.1989) (internal citations omitted);
Smith v. Dental Prod.s Co. ., 140 F.2d 140, 148 (7th
Cir.1944) (“A grant of an exclusive use of a trade-mark,
limited as to duration and place, whether made in contracts
for sale of its associated wares or by specific license, does not
convey title or establish ownership of the trade-mark in the
licensee or in one who purchases marked goods for resale.”);
United States Jaycees v. Phila. Jaycees, 639 F.2d 134, 143
(3d Cir.1981); Prof'l Golfers' Assn. v. Bankers Life & Cas.
Co., 514 F.2d 665, 670 (5th Cir.1975). Therefore, the Court
finds that GPI did not abandon its rights to the GAFFRIG
marks when it signed the APA.
b. Did GPI transfer its rights to the GAFFRIG marks in
an Assignment for the Benefit of Creditors?
*11 LMI also alleges that GPI could not have assigned
its rights in the marks to GPI2 because GPI transferred all
of its assets in an Assignment for the Benefit of Creditors
(“ABC”) before the assets were auctioned off in December
1990. Because the ABC document is not in the record, LMI
relies on its witness, Robert Divilbiss for the proposition that
all of GPI's assets were transferred in the ABC; however,
Divilbiss admitted that he never actually read the ABC
document, and he could not remember exactly when the
transfer occurred. In contrast, Schultz testified that Gaffrig,
as the sole shareholder of GPI and GPI2 at the time, assigned
his common law rights in the GAFFRIG marks to GPI2,
in addition to transferring necessary equipment, machinery,
employees, and raw materials to GPI2.
The existence of the ABC and the accompanying transfer
of assets does not necessarily mean that the GAFFRIG
marks were assigned for the benefit of creditors as well.
“[A] trademark owner will not necessarily be found to have
abandoned marks upon liquidation of a business if the owner
intends to reestablish his business.” Koretz v. Heffernan, No.
92 C 5419, 1993 WL 524438, at *6 (N.D.Ill.1993) (citing
Berni v. Int'l Gourmet Rest.s of Am., Inc., 838 F.2d 642,
647 (2d Cir.1988)). In Berni, the Second Circuit held that:

We have recognized that a trademark
may be retained by its owner even
though the existing business' assets
are sold. Where the owner has sold

its equipment, inventory and other
assets, discharged its work force and
announced that it has discontinued
manufacturing its products, it may
nevertheless retain a protectable
interest in its mark, if it evidences
an intention not to abandon the mark.
That intention can be inferred from
evidence that the owner is undertaking
to resume use of the mark within a
reasonable time after the sale of the
other assets.

Berni, 838 F.2d at 646–647 (internal citations omitted).
See also
Pappan Enter.s, Inc. v. Hardee's Food Sys., Inc.,
143 F.3d 800, 806 (3rd Cir.1998) (“Courts have recognized
that a trademark owner's decision to reduce the size of its
business or to cease operations alone does not undermine the
owner's legal right to enforce and protect its trademark.”) The
Court finds that the evidence as laid out above shows that
the GAFFRIG marks were assigned to GPI2, and not for the
benefit of creditors.
c. Did the mark inured to GPI's or Gaffrig's benefit?
Even if the marks were not assigned for the benefit of
creditors, however, LMI argues that Gaffrig, as an individual
shareholder, could not assign the rights to the marks because
a trademark inures to the corporation and not to an individual.
Although generally this principle is true, courts may presume
that a real person who owns all the stock of a corporation
controls the corporation so that use of the mark by the
corporation inures to the benefit of the real person, who is
presumed to be the “owner” of the mark. See
In re Hand,
231 U.S.P.Q. 487 (T.T.A.B.1986) (Trademark Manual of
Examining Procedure § 1201.03(b) presumption of sufficient
control over a wholly owned subsidiary corporation applies
to a real person as well as to a corporation.) See also Smith
v. Coahoma Chemical Co. Inc., 46 C.C.P.A. 801, 264 F.2d
916, 920 (C.C.P.A.1959); McCarthy, § 16:36, at 16–59. In this
case, Gaffrig, whose name forms the basis of the marks at
issue, became the sole owner of GPI after July 1990, before
the ABC or the auction of the assets. Consequently, the use of
the GAFFRIG marks inured to Gaffrig's benefit, and he was
the owner of the GAFFRIG trademarks. Therefore, Gaffrig
had the ability to assign his rights in the marks to GPI2, and
he did so as explained above.
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goods of the same quality and nature previously associated
d. Does the lack of a written assignment from GPI to
GPI2 preclude an assignment?
*12 LMI next argues that GPI2's claim of an assignment of
the rights in the marks fails because GPI2 has no evidence
of a written assignment. “Assignments of trademark rights do
not have to be in writing, but an implied agreement to transfer
requires conduct manifesting agreement, not just conduct
that might be characterized as being shady or otherwise
TMT North America, Inc. v. Magic Touch
inequitable.”
GmbH, 124 F.3d 876, 884 (7th Cir.1997) (internal citations
omitted). Unlike in TMT, however, the evidence here is not
ambiguous or contradictory. As explained above, Gaffrig
owned the GAFFRIG marks, he did not give the marks up
in the ABC, and then he did all he could, short of a written
document, to assign the GAFFRIG marks to GPI2. Gaffrig
created GPI2 in November 1990 (which Divilbiss stated
was “almost immediately” after GPI's doors were closed),
before GPI's assets were auctioned in December 1990, and
before GPI was dissolved by the Illinois Secretary of State
in December 1991. GPI2 had an almost identical workforce
as GPI, including Gaffrig himself, Schultz, Castenada, and
Divilbiss. GPI2 began producing almost immediately the
same or similar products as GPI, and GPI2 affixed the
GAFFRIG marks on these products. Therefore, Gaffrig's
conduct manifested an agreement to assign his trademark
rights to GPI2.
e. Did Gaffrig transfer his rights in the marks even though
the alleged transfer of the marks was not accompanied by
the transfer of any physical assets?
Finally, LMI argues that Gaffrig did not transfer his rights
in the GAFFRIG marks to GPI2 because there was no
accompanying transfer of any physical assets. This argument
is without merit. Even if the physical assets were transferred
in the ABC, “transfer of a mark need not be accompanied
by the transfer of any physical or tangible assets in order
to be valid. All that is necessary is the transfer of the
goodwill to which the mark pertains.” Sands, 978 F.2d 947,
956 (7th Cir.1992) (internal citations omitted). In addition,
“assignments of marks separate from the underlying business
have been upheld when the assignee is producing a product ...
substantially similar to that of the assignor [such that]
consumers would not be deceived or harmed or when there
is continuity of management. Thus, a trademark may be
validly transferred without the simultaneous transfer of any
tangible assets, as long as the recipient continues to produce

Defiance Button Machine Co. v. C &
with the mark.”
C Metal Products Corp., 759 F.2d 1053, 1059 –1060 (2nd
Cir.1985). In this case, GPI2 produced products substantially
similar to GPI and kept nearly the same workforce as at
GPI. The evidence above demonstrates that the goodwill in
the GAFFRIG marks traveled with Gaffrig to GPI2, and that
Gaffrig did assign his trademark rights to GPI2. Thus, GPI2
succeeded to GPI's rights in the GAFFRIG marks.
4. Does LMI Have Any Ownership Rights In The
GAFFRIG Marks By Virtue Of Its Federal Trademark
Registration Of The GAFFRIG PRECISION
INSTRUMENTS Name?
*13 LMI claims that it is entitled to a presumption
that its federal registration of the GAFFRIG PRECISION
INSTRUMENTS trademark is valid, and GPI2 bears the
burden of overcoming the presumption by clear and
convincing evidence. GPI2 claims that LMI committed fraud
in the procurement of its federal registration, and that the
registration is thus invalid. LMI is correct that the registration
of a mark is prima facie evidence of “the validity of the
registered mark and of the registration of the mark, of the
registrant's ownership of the mark, and of the registrant's
exclusive right to use the registered mark in commerce on
or in connection with the goods or services specified in the
registration.” 15 U.S.C. § 1115. See also 15 U.S.C. § 1057(b).
In addition, a mark that has become incontestable—such as
happened in this case in 1999—“shall be conclusive evidence
of the validity of the registered mark and of the registration
of the mark, of the registrant's ownership of the mark, and of
the registrant's exclusive right to use the registered mark in
commerce.” Id.
However, a federal trademark registration, even one that
has grown to incontestability, can be vitiated with proof of
fraud. A federal trademark registration “shall not preclude
another person from proving any legal or equitable defense
or defect, including those set forth in subsection (b) of this
section, which might have been asserted if such mark had
not been registered.” 15 U.S.C. § 1115. With regard to an
incontestable mark, section (b) states that “[s]uch conclusive
evidence of the right to use the registered mark ... shall be
subject to the following defenses or defects: (1) That the
registration or the incontestable right to use the mark was
obtained fraudulently.” 15 U.S.C. § 1115(b). Furthermore,
Section
15 U.S.C. § 1065, specifically excepts from
incontestable status situations where there are “ground[s] for
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which application to cancel may be filed at any time under
paragraphs (3) and (5) of section 1064 of this title,” and where
“the use of a mark registered on the principal register infringes
a valid right acquired under the law of any State or Territory
by use of a mark or trade name continuing from a date prior
to the date of registration under this chapter of such registered
mark.”

15 U.S.C. § 1065.

GPI2 claims that LMI committed fraud in the procurement
of its federal registration of the GAFFRIG PRECISION
INSTRUMENTS mark by stating to the PTO that (1) the
name “Gaffrig” had no significance other than to identify
LMI's products; and (2) Livorsi had used the mark since
1984. 4 LMI disputes these claims, arguing that it did not
intentionally make any false or misleading statements to
the PTO in connection with its application for registration
of the GAFFRIG PRECISION INSTRUMENTS mark. To
establish that LMI committed fraud in the procurement
of the federal registration, GPI2 must prove by clear and
convincing evidence: (1) the false representation regarding a
material fact; (2) the registrant's knowledge or belief that the
representation is false; (3) the intention to induce action or
refraining from action in reliance on the misrepresentation;
(4) reasonable reliance on the misrepresentation; and (5)
damages proximately resulting from the reliance. Thomas
Industries, Inc. v.. L.E. Mason Co., No. 90 C 4099, 1991
San
WL 83821, at *2 (N.D.Ill. May 12, 1991) (citing
Juan Prod.s, Inc. v. San Juan Pools of Kansas, Inc., 849 F.2d
United Phosphorus,
468, 473 (10th Cir.1988)). See also
Ltd. v. Midland Fumigant, Inc., 205 F.3d 1219, 1226 –1227
(10th Cir.2000);
Texas Pig Stands, Inc. v. Hard Rock Cafe
Intern., Inc., 951 F.2d 684, 693 (5th Cir.1992).
*14 LMI attempts to argue that GPI2 is merely alleging
“fraud in the oath,” that is, a false statement in the trademark
registration applicant's oath “that no other person, firm,
corporation, or association, to the best of [the applicant's]
knowledge and belief, has the right to use such mark in
commerce.” See
15 U.S.C. § 1051. In matters of fraud
in the oath, an applicant's good faith belief that it is the
senior user is sufficient to negate allegations of fraud.

San

United
Juan Prods., 849 F.2d at 472 (citation omitted);
Phosphorus,, 205 F.3d at 1226 –1227; McCarthy, § 31:77, at
31–140. However, unlike most of the cases where fraudulent
procurement is at issue, the fraud at issue here did not occur in
the oath Livorsi took in his trademark registration application.

In this case, the PTO did not leave room for LMI's “good faith
belief” in whether he was the senior user. The PTO initiated
an office action on June 4, 1992, requiring that “the applicant
must indicate whether Gaffrig has any significance in the
relevant trade, any geographical significance or any meaning
in a foreign language. 37 C.F.R. section 2.61(b).” Livorsi
responded that “[t]he name “Gaffrig” has no significance in
the relevant trade other than to identify one of applicant's lines
of Marine instruments and has no geographical significance.”
GPI2 claims that this response constitutes fraudulent
procurement, and this Court agrees. First, this
misrepresentation was false because GPI2 has shown by clear
and convincing evidence that its use of the name “Gaffrig”
did have significance in the marine trade at the time of
LMI's trademark application. In addition, this representation
is material because without this misrepresentation, the federal
registration should not, or would not, have been issued.
Second, LMI knew that the representation was false. Livorsi
admitted that he knew that GPI2 was producing at least some
marine items, such as mufflers and flame arrestors, at the
time of LMI's registration application. Thus, even according
to Livorsi's testimony, the name “Gaffrig” had at least some
significance in the relevant trade. Third, LMI intended to
induce the PTO into relying on his representation and issuing
him a registered trademark. Fourth, the PTO reasonably
relied on this misrepresentation because in his application,
Livorsi verified that all facts set forth in his application
were true to the best of his knowledge. And, fifth, GPI2 has
proved damages proximately resulting from the reliance, as
the PTO registered GPI2's trademark to LMI due to LMI's
misrepresentations.
LMI's arguments to the contrary are unavailing. LMI argues
that an applicant has no duty to investigate and report to
the PTO all other possible users of the same or a similar
mark, or the fact that “Gaffrig” was James Gaffrig's surname.
Although it is true that in the initial application there is no
duty to so investigate and report, as explained above, in this
case the PTO explicitly requested this information. Moreover,
the Seventh Circuit contemplated that the registration process
would include an ex parte search and examination by the PTO
Money Store v. Harriscorp Fin., Inc., 689 F.2d
examiner.
666, 671 (7th Cir.1982). The PTO's office actions are part
of such a search and examination, and LMI was obligated
to truthfully answer whether there was other significant use
of the mark—regardless of whether LMI believed them to
be junior users—in response to the PTO questioning. LMI
further points out that the Trademark Manual of Examining
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Procedure (2d Edition, May 1993, rev. April 1997) at
1211.02(a) places the initial burden on the examining attorney
to establish the mark is primarily a surname—which is
exactly why LMI is under a duty to answer truthfully when
the examiner followed up with an office action asking for
the significance of the name Gaffrig. Therefore, the Court
finds that GPI2 proved clearly and convincingly that LMI
committed fraud in its trademark application.

confusing the public. Id. Livorsi testified that LMI did, in fact,
remove GPI2's marks and replace them with LMI's GAFFRIG
marks. In addition, GPI2 claims that LMI's continued use and
registration of the GAFFRIG marks after its license to use the
mark expired constituted “palming off” (the same as “passing
off”), as it falsely led the public to believe that the GAFFRIG

II. False Designation of Origin Under the Lanham Act,

A claim for unlawful trademark imitation under the Illinois
Counterfeit Trademark Act is similar to an allegation of
“passing off” or “palming off” under a Lanham Act claim for
false designation of origin. Illinois law, 765 ILCS § 1040/2,
provides for criminal penalties for “[w]hoever counterfeits or
imitates any trade-mark or service mark of which he or she is
not the rightful owner or in any way utters or circulates any
counterfeit or imitation of such a trade-mark or service mark
or knowingly uses such counterfeit or imitation or knowingly
sells or disposes of or keeps or has in his or her possession,
with intent that the same shall be sold or disposed of....”
Courts analyze this claim in the same manner as the Lanham

15 U.S.C. § 1125(a)(1)(A) and Unlawful Trademark
Imitation Under the Illinois Counterfeit Trademark Act, 765
ILCS § 1040/2.
*15 Both GPI2 and LMI brought claims for false
designation of origin under the Lanham Act, and LMI also
claimed unlawful trademark imitation under Illinois law. Any
person who uses a false designation of origin in connection
with goods and services that is likely to cause confusion as
to: (1) the origin of that company's goods; (2) that company's
affiliation, connection or association with another company;
or (3) the endorsement or approval of the goods by another
person, is liable to anyone who is or is likely to be damaged
by the false designation of origin.
15 U.S.C. § 1125. A
plaintiff must prove the following three elements to state a
claim for false designation of origin under the Lanham Act:
“(1) that the defendant used a false designation of origin
or false description or representation in connection with
goods or services; (2) that such goods or services entered
interstate commerce; and (3) that the plaintiff is a person
who believes he is likely to be damaged as a result of the
misrepresentation.”

Kennedy v. Nat'l Juvenile Detention

Ass'n, 187 F.3d 690, 695–96 (7th Cir.1999) (citing
Web
Printing Controls Co., Inc. v. Oxy–Dry Corp., 906 F.2d 1202,
1204 (7th Cir.1990)).
Generally, allegations of false designation of origin are
either “passing-off” claims or “reverse passing-off” claims.
Francorp, Inc. v. Siebert, No. 00 C 1248, 2002 WL 731170,
at *2 (N.D.Ill.2002) (citing Web Printing, 905 F.2d at 1203
n. 1.) LMI's claim is one of “passing-off,” that GPI2's
use of the GAFFRIG and GAFFRIG PERFORMANCE
INDUSTRIES marks on its marine products created a
likelihood of confusion by “passing off” GPI2's products
as LMI's products. Francorp, 2002 WL 731170, at *2.
GPI2 alleges claims of “passing off and “reverse passingoff.” GPI2 claims that LMI removed the name or trademark
of GPI2's product and sold it with a different name, thus

marks or GPI were still connected to LMI. See
187 F.3d at 696.

Act claim. See

Kennedy,

Dorr–Oliver, Inc. v. Fluid–Quip, Inc., 94

S Indus., Inc. v. Diamond
F.3d 376, 379 (7th Cir.1996);
Multimedia Sys., Inc., 17 F.Supp.2d 775, 780 (N.D.Ill.1998).
*16 LMI's claims must fail because the Court has found that
GPI2 had a valid ownership right in the GAFFRIG marks.
Therefore, GPI2's use of the GAFFRIG PERFORMANCE
INDUSTRIES and GAFFRIG marks do not constitute a
false designation of origin, but rather properly show GPI2's
ownership of the marks. To the contrary, LMI's use of the
GAFFRIG marks, and its admitted removal of GPI2's marks
and replacement with its own, constituted a false designation
of origin since LMI did not have a valid ownership right in
the marks. In addition, GPI2 was damaged by LMI's passing
off and reverse passing off of the marine products it sold.
III. Laches
LMI further claims that GPI2 should be barred from raising
any claims for trademark infringement or false designation of
origin because GPI2 had known for years about LMI's use
of the GAFFRIG marks before initiating this lawsuit. The
Lanham Act specifically contemplates that both injunctive
relief and awards of damages for violations of 15 U.S.C. §
1125 shall be subject to the principles of equity, which include
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the doctrine of laches.
Hot Wax, Inc. v. Turtle Wax. Inc.,
191 F.3d 813, 822 (7th Cir.1999).

The equitable doctrine of laches is
derived from the maxim that those
who sleep on their rights, lose them.
Laches addresses delay in the pursuit
of a right when a party must assert
that right in order to benefit from it.
For laches to apply in a particular
case, the party asserting the defense
must demonstrate: (1) an unreasonable
lack of diligence by the party against
whom the defense is asserted and (2)
prejudice arising therefrom.

Hot Wax, 191 F.3d at 820. In addition, for laches to
occur, a plaintiff must have actual or constructive notice
of the defendant's activities.
Chattanoga Mfg., Inc. v.
Nike, Inc., 301 F.3d 789, 793 (7th Cir.2002). “[A] trademark
owner is chargeable with information it might have received
Id . at 793. GPI2 had
had due inquiry been made.”
actual or constructive notice of LMI's infringing activities
as early as 1993, when LMI received a federally registered
trademark for GAFFRIG PRECISION INSTRUMENTS,
because registration of a mark provides constructive notice
throughout the United States of the registrant's claim to
ownership. 15 U.S.C. § 1072;
Park ‘N Fly, Inc. v. Dollar
Park and Fly. Inc., 469 U.S. 189, 202, 105 S.Ct. 658, 83
L.Ed.2d 582 (U.S.1985). In addition, Schultz testified that
as early as 1993, GPI2 was purchasing gauges, instruments
and controls from LMI. GPI2 received these items with the
GAFFRIG marks as they had been attached by LMI, and
Schultz testified that GPI2 did not alter these marks.
With regard to the first prong of the laches test—an
unreasonable lack of diligence by the party against whom
the defense is asserted—the Seventh Circuit has stated that
“it cannot be equitable for a well-informed merchant with
knowledge of a claimed invasion of right, to wait to see how
successful his competitor will be and then destroy with the
aid of court decree, much that the competitor has striven for
and accomplished.”
Hot Wax, 191 F.3d at 823 (citation
omitted). In Chattanoga, the Seventh Circuit held that courts

should refer to analogous state statutes of limitations to
determine whether a presumption of laches should apply
Chattanoga, 301 F.3d at 793–
in a Lanham Act case.
94. The Seventh Circuit upheld the district court's finding
that the party's delay was unreasonable where the district
court held that the most analogous Illinois limitation period
was the three-year statute of limitations found in the Illinois
Consumer Fraud and Deceptive Business Practices Act, 815
ILCS 505/10.
*17 In Chattanoga, the plaintiff's delay of at least nine
years created a presumption of laches because it far exceeded
the statute of limitations in the Illinois Consumer Fraud
and Deceptive Business Practices Act. Because the plaintiff
failed to rebut this presumption and excuse its delay, the
district court found the plaintiff's delay to be unreasonable.
Chattanoga, 301 F.3d at 793 –794. In this case GPI2
delayed a maximum of nine years (LMI's license to use
the GAFFRIG marks expired in 1990 and GPI2 did not
file suit until 1999) and a minimum of six years (when
in 1993 GPI2 began purchasing items from LMI and LMI
registered the mark). Using the same statute of limitations
used in Chattanoga as a guide, the Court finds GPI2's
delay unreasonable under the reasoning of Chattanoga and
Hot Wax. A presumption of laches arose after the three
year period set forth in the Illinois Consumer Fraud and
Deceptive Business Practices Act, and GPI2 failed to rebut
this presumption. GPI2 has put forth no argument or facts
justifying its six to nine year delay. Rather, GPI2 tries to
argue that it did not have notice of LMI's use and registration
of the GAFFRIG marks until 1995, even though Schultz's
testimony shows that GPI2 had notice by 1993. Moreover,
GPI2 does not even attempt to justify its delay after 1995,
which is still greater than the relevant three year statute of
limitations. Therefore, GPI2 failed to rebut the presumption
of laches and demonstrated an unreasonable lack of diligence
in asserting its trademark infringement claims.
With regard to the second prong of the laches test—prejudice
—the Seventh Circuit has held that:

A defendant has been prejudiced by
a delay when the assertion of a claim
available some time ago would be
‘inequitable’ in light of the delay in
bringing that claim and ensues when
a defendant has changed his position
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in a way that would not have occurred
if the plaintiff had not delayed. In
this context, we have explained that
laches is a question of degree. To
this end, if only a short period of
time has elapsed since the accrual of
the claim, the magnitude of prejudice
required before the suit should be
barred is great, whereas if the delay
is lengthy, prejudice is more likely
to have occurred and less proof of
prejudice will be required.

Hot Wax, 191 F.3d at 824 (internal citations omitted).
Rather than seeking cancellation in the PTO or otherwise
contesting LMI's use of the marks, in 1996 GPI2 expanded
its use of the GAFFRIG and GAFFRIG PERFORMANCE
INDUSTRIES marks by manufacturing a broader range of
marine products, similar to LMI's products, and applying
the marks to them. In the meanwhile, LMI was investing a
great deal of money in the GAFFRIG marks in advertising,
marketing, legal fees, and registration fees, and LMI
presented tax returns and other evidence demonstrating this.
This is similar to the situation in Hot Wax, where the
Seventh Circuit found the defendant was prejudiced because
(i) plaintiff permitted defendant's advertising and product
development to go unchecked for years; (ii) plaintiff idly sat
by while defendant invested significant amounts of time and
money in product development and advertising; and then, (iii)
rather than contesting defendant's rights, plaintiff attempted
to break into the same market with similar products. Had
GPI2 pressed its claims in a timely manner, LMI “could have
invested its time and money in other areas or simply renamed
its products.”
Hot Wax, 191 F.3d at 824. Accordingly, the
Court finds that GPI2 unreasonably delayed bringing suit, and
LMI was thereby prejudiced.
IV. Remedies
*18 As a remedy for LMI's trademark infringement and false
designation of origin, GPI2 seeks damages and wrongfully
derived profits from LMI, in addition to an injunction against
LMI's use of the GAFFRIG marks. A finding of laches bars
a trademark infringement plaintiff, GPI2, from recovering
damages or wrongfully derived profits during the time prior
James Burrough Ltd. v. Sign of Beefeater,
to filing suit.
Inc., 572 F.2d 574, 578 (7th Cir.1978). However, “[u]pon a

showing of infringement ... the plaintiff may still be entitled to
injunctive relief ... and to damages and profits for the period
subsequent to the filing of suit” because of the continuous
nature of trademark infringement. Id. Under the Lanham
Act courts have power to grant injunctions according to the
principles of equity. An injunction is only denied “if the delay
is so prolonged and inexcusable that it would be inequitable
to permit the plaintiff to seek injunctive relief as to future
activities.” Hot Wax, 191 F.3d at 825. In Hot Wax, the court
found that the plaintiff's delay was prolonged and inexcusable
because it waited more than 20 years to file suit. Id. The delay
in the instant case—six to nine years—does not fall into this
category, and GPI2 may acquire injunctive relief. The Court,
however, denies GPI2 damages and profits for the period
subsequent to the filing of suit because of GPI2's failure to
excuse its delay or to provide evidence of these damages or
profits.
GPI2, however, argues that LMI should be barred from
using its defense of laches because LMI had unclean hands
in the fraud it committed in procurement of its trademark
application. Fraud in the procurement of a registered mark
Elec. Info. Publ'ns, Inc. v. C–
constitutes unclean hands.
M Periodicals, Inc., 163 U.S.P.Q. 624, 633 (N.D.Ill.1969).
A party's unclean hands may stand as an obstacle to the
application of the doctrine of laches in certain circumstances.
The notion of unclean hands working as a bar to the
application of laches stems from the belief that an equitable
defense, such as laches, cannot be used to reward a party's
inequities or to defeat justice.

Hot Wax, 191 F.3d at 825

(citing
Precision Inst. Mfg. Co. v. Auto. Maint. Mach.
Co., 324 U.S. 806, 814, 65 S.Ct. 993, 89 L.Ed. 1381 (1945)
(unclean hands “closes the doors of a court of equity to one
tainted with inequitableness or bad faith relative to the matter
in which he seeks relief”)). See also Jarrow Formulas, Inc.
v. Nutrition Now, Inc., 304 F.3d 829, 841 (9th Cir.2002).
In this case, the Court would come to the same result whether
or not LMI's unclean hands barred it from asserting the laches
defense.

In the interests of justice the court
should not automatically condone the
defendant's infractions because the
plaintiff is also blameworthy, thereby
leaving two wrongs unremedied and
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respect to the registrations of any party to the action.”
Lanham Act, § 37, 15 USCA § 1119. In addition, the
Lanham Act permits cancellation of a registration at any
time if the registration of the mark was obtain fraudulently,
even if the mark has acquired incontestable status. Lanham

increasing injury to the public.... The
relative extent of each party's wrong
upon the other and upon the public
should be taken into account and an
equitable balance struck.

15 U.S.C. §§ 1064(c), 1115(b)
Act, §§ 14(c), 33(b)(1);
(1). A party in an infringement suit is not barred from
counterclaiming for cancellation merely because he never

Republic Molding Corp. v. B.W. Photo Util.s, 319
*19
F.2d 347, 350 (9th Cir.1963). An equitable balance in this case
involves granting GPI2 an injunction against LMI's use of
the GAFFRIG marks, but not rewarding GPI2 with damages.
Whether or not laches applies to GPI2, this Court recognizes
that GPI2 is not clear of wrong, since not only did it wait
many years before raising the issue of LMI's infringement
before the Court, but GPI2 allowed LMI to continue spending
money on advertising while GPI2 attempted to break further
into the market. Moreover, despite the fraud in its application,
LMI believed that it had a senior right to the GAFFRIG
marks. Therefore, because of LMI's violations of
Section
1125 of the Lanham Act and its fraudulent registration of
the GAFFRIG marks, GPI2 is entitled to an injunction under
15 U.S.C. § 1116 against LMI's use of any trademark or
tradename incorporating the word GAFFRIG, or the use of
such a mark on, or in connection with the sale of, any marine
products. However, no damages will be awarded to GPI2 in
light of LMI's belief that it had senior rights to the marks and
GPI2's delay.
Furthermore, “[i]n any action involving a registered mark
the court may determine the right to registration, order the
cancellation of registrations, in whole or in part, restore
canceled registrations, and otherwise rectify the register with

petitioned the PTO to cancel.
Nancy Ann Storybook
Dolls, Inc. v. Dollcraft Co., 197 F.2d 293, 295–96 (9th
Cir.1952). Therefore, the Court orders the cancellation of
the federal trademark registrations issued to LMI for the (1)
GAFFRIG PRECISION INSTRUMENTS trademark (U.S.
Registration No. 1,801,915); (2) GAFFRIG trademark (U.S.
Registration No. 2,528,898); and (3) GAFFRIG II trademark
(U.S. Registration No. 2,535,322).
In conclusion, the Court orders that: (1) GPI2's request for an
injunction against LMI's use of any trademark or tradename
incorporating the word GAFFRIG, or the use of such a mark
on, or in connection with the sale of, any marine products,
is GRANTED; and (2) LMI's federal trademark registrations
for the GAFFRIG PRECISION INSTRUMENTS trademark
(U.S. Registration No. 1,801,915); the GAFFRIG trademark
(U.S. Registration No. 2,528,898); and the GAFFRIG
II trademark (U.S. Registration No. 2,535,322) will be
CANCELLED. All other relief is DENIED.
IT IS SO ORDERED.
All Citations
Not Reported in F.Supp.2d, 2003 WL 23144859

Footnotes
1

LMI's claim of trademark infringement under
765 ILCS § 1035/15 does not apply here. This statute was
repealed in 1998, and its closest current equivalent is 765 ILCS § 1036/65. Section 1036/65, however, only
provides a remedy for dilution of a mark that is so inherently distinctive that it is “famous.” LMI, however,
does not argue and provides no evidence of the eight factors under the statute that could make the GAFFRIG
marks famous. Even if the GAFFRIG marks were found to be famous, however, LMI's claims under
ILCS § 1035/15 would be analyzed in the same manner as the other claims in this section.
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2

3

4

Since the initiation of this lawsuit, LMI was issued a federal trademark registration for the GAFFRIG trademark
on January 15, 2002 (U.S. Registration No. 2,528,898), and for the GAFFRIG II trademark on February 5,
2002 (U.S. Registration No. 2,535,322).
GPI2 attempts to argue that the APA is invalid for lack of consideration because LMI allegedly did not pay
the full $20,000 owing to Gaffrig under the APA or the required 3% royalties to Gaffrig. Contrary to GPI2's
claims, failure to pay the full amount owing under a contract does not render a contract invalid. Instead, it
gives GPI a remedy for breach of contract. A contract may be invalid for want or lack of consideration, but
here, GPI2 agrees that the contract stated the consideration that must be paid. GPI2 instead claims that the
consideration was not paid in full. Thus, the APA is a valid agreement regardless of whether Livorsi provided
the consideration for the 1988 APA.
The Court finds no merit in GPI2's second claim of fraud. On November 11, 1991, in a Declaration to the
Patent and Trademark Office, Livorsi stated that the GAFFRIG and GAFFRIG PRECISION INSTRUMENTS
marks were first used in the summer of 1984. Livorsi stated that he did not intend to represent that the first
use was by Livorsi, and indeed, the first use by Gaffrig was in 1984. The Trademark Trial and Appeals Board
has repeatedly held that an erroneous date of first use is immaterial to an allegation of fraud, because an
erroneously asserted date, even if intentional, could not result in the allowance of a registration which would
otherwise not be allowed, so long as the applicant used the mark prior to filing the application. Western
Worldwide Enter.s Group Inc. v. Qinqdao Brewery, 17 U.S.P.Q.2d 1137, 1141 (T.T.A.B.1990) (The Board
repeatedly has held that the fact that a party has set forth an erroneous date of first use does not constitute
fraud unless, inter alia, there was no valid use of the mark until after the filing of the application). In this case,
however, GPI2 has provided no evidence that LMI intentionally misstated the date of his first use, and thus
GPI2 cannot satisfy the elements of fraud in this instance.

End of Document
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2011 WL 6780740 (Trademark Tr. & App. Bd.)
THIS OPINION IS NOT A PRECEDENT OF THE TTAB
Trademark Trial and Appeal Board
Patent and Trademark Office (P.T.O.)
Paul Audio, Inc.
v.
Baoning Zhou
Cancellation No. 92049924
December 7, 2011
*1 A. Justin Lum of The Law Offices of A. Justin Lum for Paul Audio, Inc.
John D. Tran of Ardent Law Group PC for Baoning Zhou.
Before Holtzman, Bergsman and Kuczma
Administrative Trademark Judges
Opinion by Bergsman
Administrative Trademark Judge:
Paul Audio, Inc. (“petitioner”) has filed a petition to cancel Registration No. 3252760 for the mark C-MARK, in standard
character form, owned by Baoning Zhou (“respondent”) for the goods listed below. 1
Amplifiers; audio equipment for vehicles, namely, stereos, speakers, amplifiers, equalizers, crossovers and speaker housings;
audio mixers; audio speaker enclosures; audio speakers; Digital signal processors; echo sounding devices; electric connectors;
electric current switches; electric light dimmers; electric light switches; graphic equalizers; microphones; radios; signal
processors; sound mixers; stereo tuners, in Class 9 (hereinafter “stereo equipment”).

Petitioner has alleged that respondent's mark C-MARK for stereo equipment is likely to cause confusion with its previously
used mark C-MARK for “audio and electronic equipment, including but not limited to goods such as speakers, speaker boxes,
speaker enclosures, amplifiers, equalizers.” 2 Petitioner also alleged numerous other grounds for cancellation including, inter
alia, that the registration “is void ab initio because Respondent was not the owner of the mark at the time the application was
filed” 3 and that respondent obtained its registration through fraud. 4 Respondent denied the salient allegations in the petition
for cancellation and alleged that petitioner abandoned its mark C-MARK “with the intent to abandon.” 5
The Record
By operation of Trademark Rule 2.122, 37 CFR §2.122, the record includes the pleadings and the registration file for respondent's
mark. The record also includes the following testimony and evidence:
A. Petitioner's Evidence.
1. Petitioner filed a notice of reliance on the following documents:
a. A copy of Registration No. 1906390 for the mark C-MARK for stereo equipment; 6
b. The “Trademark Assignment Abstract of Title” for Registration No. 1906390;
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c. A copy of petitioner's application Serial No. 77312117 for the mark C-MARK, in standard character form, for stereo
equipment; 7
d. Copies of corporate status information for petitioner and other related companies from the records of the California Secretary
of State;
*2 e. Copies of directories from three trade shows showing petitioner's use of its mark; 8
d. Respondent's answers to petitioner's interrogatories;
e. Respondent's answers to petitioner's requests for admission; and
f. Respondent's answers to petitioner's request for production of documents. 9

2. Testimony deposition of Li Gong, the owner and President of petitioner, with attached exhibits;
3. The rebuttal testimony deposition of Li Gong with attached exhibits;
4. Notice of reliance on the following documents:
a. A copy of corporate status information for U.S.A. C-Mark Light & Audio, Inc., a company purportedly owned by respondent,
from the records of the California Secretary of State; and
b. A copy of the “Business Information Inquiry for Shenzhen Baoyeheng Enterprise Development Co., Ltd., a company
purportedly owned by respondent, from the Shenzhen Market Supervisory Administration Bureau's website with an affidavit
of translation.

B. Respondent's Evidence.
1. Respondent submitted a notice of reliance on the following items:
a. A copy of the application file for petitioner's application Serial No. 77312117 for the mark C-MARK which is “relevant to
show that such application was filed by Petitioner and, among other things, was issued a Section 2(d) likelihood of confusion
rejection based upon Registrant's challenged ′760 Registration.”;
b. A series of official Chinese documents relating to the ownership of the mark C-MARK in China;
c. Petitioner's responses to respondent's interrogatories; and
d. Petitioner's responses to respondent's requests for admission.

2. Testimony deposition of Baoning Zhou, respondent, with attached exhibits.
C. Evidentiary objections.
Both parties filed numerous evidentiary objections. The Board is capable of weighing the relevance and strength or weakness
of the objected-to testimony and evidence in cases litigated before us, including any inherent limitations, and this precludes
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the need to strike the testimony and evidence. Given the circumstances herein, we choose not to make specific rulings on each
and every objection. As necessary and appropriate, we will point out in this decision any limitations applied to the evidence or
otherwise note evidence upon which we cannot rely. Ultimately, while we have considered all the evidence and arguments of
the parties, we do not rely on evidence not discussed herein.
D. The witnesses do not speak English as their first language.
Both witnesses who testified in this case, Gong Li and Baoning Zhou, are from China and neither speaks English as their first
language. Because the depositions were conducted in Chinese and translated into English, the excerpts quoted in this decision
are not in perfect English.
Standing
Petitioner manufactures and sells stereo speakers displaying the mark C-MARK. 10 In addition, as indicated above, respondent
introduced the file for petitioner's application Serial No. 77312117 for the mark C-MARK to show that the USPTO issued a
Section 2(d) likelihood of confusion rejection based upon respondent's registration which is at issue in this proceeding. This is
sufficient to demonstrate that petitioner has a real interest in this proceeding, and therefore has standing. Lipton Industries, Inc.
v. Ralston Purina Co., 670 F.2d 1024, 213 USPQ 185, 189 (CCPA 1982).
Likelihood of Confusion
*3 Likelihood of confusion is not in dispute. Respondent does not contest that the marks are likely to cause confusion. In its
brief, it argued that the petition for cancellation should be dismissed because petitioner failed to prove priority. We find that
there is a likelihood of confusion between the parties' identical marks used on legally-identical goods. Accordingly, we proceed
to the issues of priority and abandonment.
Priority and Abandonment
In order for petitioner to prevail on its Section 2(d) claim, it must prove that it has a proprietary interest in the mark C-MARK
used in connection with stereo equipment and that petitioner's interest was obtained prior to either the filing date of respondent's
application for registration or respondent's date of first use. Herbko International Inc. v. Kappa Books Inc., 308 F.3d 1156, 64
USPQ2d 1375, 1378 (Fed. Cir. 2002); Otto Roth & Co., Inc. v. Universal Corp., 640 F.2d 1317, 209 USPQ 40, 43 (CCPA 1981);
Miller Brewing Co. v. Anheuser-Busch Inc., 27 USPQ2d 1711, 1714 (TTAB 1993).
Respondent filed its application for registration on September 25, 2006. It began using the mark in the United States just prior
to filing the application.
Q. And this date that you put in the use of commerce, August, 2008 [sic]; correct?
A. That's correct.
Q. Now, at that date, and when you filed this application, were you selling products under the pro-audio equipment - - under
the mark, C-Mark?
A. That's correct. As soon as it was approved, I think it was almost simultaneously at the same time. 11
Accordingly, for purposes of determining priority of use, we will use the filing date of respondent's application, September 25,
2006, because it is the most reliable date available.
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Petitioner must prove it has a proprietary interest in C-MARK that predates September 25, 2006. However, this case differs
from the typical case where the petitioner asserts abandonment as a ground for cancellation. In this case, respondent is asserting
abandonment against petitioner which serves as a defense to petitioner's claim of prior use. West Florida Seafood Inc. v. Jet
Restaurants Inc., 31 F.3d 1122, 31 USPQ2d 1660, 1666 (Fed. Cir. 1994) (“The abandonment allegation is, in effect, in the
stance of a defense to a prior use assertion).
A. Testimony and Evidence Regarding Petitioner's First Use and Continuous Use.
Li Gong, the owner and President of petitioner, testified on behalf of petitioner. A summary of Li Gong's testimony and other
evidence regarding petitioner's first use and continuous use is set forth below:
1. Li Gong established C-Mark Light and Sound, Inc., a California corporation, in 1993. He was the owner and President of
that company. C-Mark Light and Sound manufactured audio speakers displaying the mark C-MARK; 12
*4 2. Li Gong established petitioner in 1996. Petitioner manufactures audio speakers. Petitioner's audio speakers display the
mark C-MARK; 13
3. Li Gong closed C-Mark Light and Sound, Inc. and established petitioner “because of the internal management operating
issues.” 14
4. C-Mark Light and Sound, Inc. first used the mark C-MARK on speakers in 1993. 15
5. Petitioner began using the mark C-MARK on speakers when it began operations in 1996. 16
6. Petitioner places the mark “[i]n the front and the back and inside of the speaker.” 17
7. Li Gong Deposition Exhibit 2 is a brochure dated 1997. C-MARK is prominently displayed on the cover. The brochure
contains photographs of speakers displaying the mark C-MARK.
8. Li Gong Deposition Exhibit 4 is the January 15-18, 2004 NAMM Show directory. The 2004 NAMM trade show was held
in Anaheim, California. In the brochure, C-MARK has a separate listing and is identified as an affiliate of petitioner who is
also identified as an exhibitor.
9. Li Gong Deposition Exhibit 39 is a photograph of a banner petitioner displayed at the 2004 NAMM trade show that said,
“C-Mark change to CSP in the world.” 18
Q. Now, you admitted that this banner was also shown the U.S. at the NAMM show, which is typically in Anaheim, California;
correct?
A. Yes.
Q. So it was shown in the U.S.?
A. Two different things.
I mentioned earlier, because Baoning Zhou booth was right next to us. Anyway - because Baoning Zhou needs to take pictures
to China, stating whatever. That's why we put banner, for him. It was solely for the purpose to let them see it. 19
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Q. And you also state in your testimony that you told your U.S. customers and distributors that its as only meant for - - China.
A. Yes.
Q. Now, do you have any evidence of what you told your distributors in the U.S.? Did you write any letters to them? Did you - A. I have told all the customers how Chinese could copy and falsify products. 20
***
Q. Now, regarding this banner, NAMM 2004, you previously stated that this banner was meant for your customers in China
to see; correct?
A. Yes.
Q. But you stated in your previous testimony that but you -- you told your U.S.A. customers that it was just for Chinese
customers; correct?
A. Okay. Okay. This is 2004 NAMM show material. And our company is listed as C-Mark.
Q. Okay.
A. I didn't have to notify them that I changed it.
Also, my company here also put listed as Paul Audio, Inc. So in China, will tell the customer that China had changed to CSP.
But in the United States, in the U.S. market, we still use C-Mark as the name of the company. We didn't change the company's
name to CSP. 21
***
Q. Now, other than at the NAMM show, would your customers outside of the NAMM show have reason to believe that you had
changed C-Mark or have reason believe that you have made the statement C-Mark changed to CSP?
*5 A. No, they don't know, because the name of my company is C-Mark. 22

9. Li Gong testified that petitioner has never stopped selling C-MARK audio speakers in the United States. 23
Q. From your understanding, from 2006 to 2008 you sold products with the C-Mark name on it.
A. Yes. 24

10. Li Gong Deposition Exhibits 11 - 28 are invoices. None of the invoices display the mark C-MARK. Nevertheless, Li Gong
testified that Exhibits 11, 12, 18, 19, 21, 25, and 27-32 represented sales of C-MARK branded products. 25 According to his
testimony, the invoices identify export products displaying the C-MARK brand. By looking at the customer address, he knew
whether the product identified on the invoice displayed the mark C-MARK. 26 On cross-examination, Li Gong explained that
not every export product displays the mark C-MARK; however, the products listed on the invoices introduced into evidence
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were export products bearing the mark C-MARK. 27 Although petitioner has invoices that display the mark C-Mark, 28 Li Gong
provided an incomprehensible and unconvincing explanation regarding why petitioner did not produce any invoices displaying
the mark C-MARK. 29
Q. I'm asking, can you show me anywhere on these invoices that you testified to, can you show me anywhere that it says C-Mark?
***
A. No.
Q. So you can't show me one invoice that has the mark C-Mark?
A. Okay. I have to explain it.
Like here. Because it was computer generated, it's our system. For example, if we type this invoice today and it's issued as CSP,
the invoice will indicate as CSP. If I have issued invoice on behalf of C-Mark, on that day it will show C-Mark.
This is our system design, automatic. Because C-Mark CSP and Paul Audio are all our name, our company as dba.
***
Q. Do you have any invoices from the year 2006 to 2008 that has the mark C-Mark on there?
A. Yes.
Q. Have you provided it to our office?
A. I will produce next time, but not this time.
***
Q. Mr. Gong, you are saying that you do have invoices that have the - - the trademark C-Mark on there?
A. We have a lot. But I have to think about it, whether I'm going to produce it or how many, because I know there are some
issues. I have to think about it.
Q. What do you have to think about?
A. Because I have to say of all the documents, I didn't produce them. It was produced by our secretary. If I knew this document
may have possibility to be passed on to Baoning Zhou, there are so many information, address and phone number. 30
***
Q. Mr. Gong, this case is about the C-Mark trademark; correct?
A. Yes.
Q. Correct. And we've asked for evidence for invoices showing that you sell the C-Mark product.
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A. I believe I could only produce two or three. I didn't have to produce every one of them. I think one is good enough. 31
***
Q. Mr. Gong, don't you think it's odd that this case about the C-Mark trademark, and all the documents that you produced to show
that you're using the C-Mark name, all say “CSP”? Not one document here of all your invoices even show the C-Mark name.
*6 A. Okay. I have explained that already. This was automatic generated. This is our computer design. 32
***
Q. So you are saying you have a computer system; correct? That automatically prints “CSP”?
A. Yes. Including C-Mark too - - automatic.
Q. Could you explain, when does it automatically print CSP and when does it automatically print C-Mark?
A. For example, if you're buying C-Mark product today, we will change that into C-Mark. and that's when the invoices were
printed, it will show C-Mark.
But if you're buying CSP today, and it will change to CSP. We used one system. And I design the system.
Q. I understand.
But then my question, again, is how come your didn't produce any invoices showing C-Mark then, if it's an automatic system
that you created?
A. Just like I mentioned, why do I have to produce all of the invoices? I have to check with my employee.
Q. Mr. Gong, I -- we are not asking for you to produce all of it. But you haven't even produced one invoice that has C-Mark.
Could you explain why not one invoice has the mark C-Mark?
A. Are you referring to if we didn't have C-Mark on those invoices, that does - - does not mean that we didn't sell any CMark products?
Q. I'm asking you the question, Mr. Gong.
A. And I told you I'm going to check. I need to go back and check on my - my secretary, and that's her mistake. 33

B. Analysis
Li Gong testified that petitioner began using C-Mark in 1996. Li Gong's testimony regarding petitioner's priority was
corroborated by the 1997 brochure (Li Gong Dep. Exhibit 2) and the 2004 NAMM Show directory (Li Gong Dep. Exhibit 4).
Although we find that petitioner has priority, that finding of fact does not end the inquiry.
With respect to petitioner's continuous use of C-MARK, petitioner relied on Li Gong's testimony. The only evidence
corroborating Li Gong's testimony regarding the continuous use were the 1997 advertising brochure (Li Gong Dep., Exhibit
2), the 2004 NAMM Show directory and the sales invoices (Li Gong Dep., Exhibits 11-32). As recounted above, Li Gong's
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testimony regarding the invoices was incomprehensible and unconvincing. In fact, it was so lacking in credulity as to throw
into question Li Gong's testimony regarding petitioner's continuous use of C-MARK subsequent to the 2004 NAMM Show.
According to the record, the last credible evidence regarding petitioner's use of C-MARK was the 2004 NAMM trade show.
See Cerveceria Centroamericana v. Cerveceria India, 892 F.2d 1021, 13 USPQ2d 1307, 1312 (Fed. Cir. 1989) (the testimony
of the witness regarding use was afforded little weight because it was “to say the least, vague.”); Cerveceria Modelo S.A. de
C.V. v. R.B. Marco & Sons, 55 USPQ2d 1298, 1303 (TTAB 2000) (“where the record contains suspicious documents, and
where answers given under oath seem disingenuous and are intentionally vague or unclear, we must necessarily draw inferences
adverse to respondent.”).
*7 In his rebuttal testimony deposition, Li Gong introduced a “cease and desist” letter dated February 13 2006 from
respondent's prior counsel as evidence that petitioner was using C-MARK as of the date of the letter. 34 However, the letter
accused petitioner of making “false representations and defamatory statements on [petitioner's] website (www.c-mark.com)
about [respondent]” (e.g., “C-Mark (China) was misappropriated by unlawful businessmen” and “All of the American CMark products sold in Chinese market today are counterfeits with poor quality”). There is no acknowledgement on the part of
respondent that as of February 13, 2006, petitioner was using C-MARK to identify petitioner's products.
Section 45 of the Trademark Act of 1946, 15 U.S.C. §1127, provides that a mark has been abandoned under the following
circumstances:
(1) When its use has been discontinued with intent not to resume such use. Intent not to resume may be
inferred from circumstances. Nonuse for 3 consecutive years shall be prima facie evidence of abandonment.
“Use” of a mark means the bona fide use of such mark made in the ordinary course of trade, and not made
merely to reserve a right in a mark.

There are two elements to an abandonment claim that the party asserting abandonment must prove: non-use of the mark and
an intent not to resume use. The party claiming that its adversary's mark has been abandoned bears the burden of proving a
prima facie case. Cf. Quality Candy Shoppes/Buddy Squirrel of Wisconsin Inc. v. Grande Foods, 90 USPQ2d 1389, 1393 (TTAB
2007) citing On-Line Careline Inc. v. America Online Inc., 229 F.3d 1080, 56 USPQ2d 1471, 1476 (Fed. Cir. 2000). If the party
asserting abandonment can show three consecutive years of nonuse, it has established a prima facie showing of abandonment,
creating a rebuttable presumption that the defending party has abandoned the mark without intent to resume use. The burden
of production (i.e., going forward) then shifts to the defending party to produce evidence that it has either used the mark or
that it intends to resume use. The burden of persuasion remains with the party asserting abandonment to prove abandonment
by a preponderance of the evidence. See On-line Careline Inc. v. America Online Inc., 229 F.3d 1080, 56 USPQ2d at 1476;
Cerveceria Centroamericana, S.A. v. Cerveceria India, Inc., 13 USPQ2d at 1310.
The threshold inquiry in this case is whether petitioner has discontinued use of C-MARK in connection with stereo equipment
for a period in excess of three years. If so, the burden shifts to petitioner to show that it has an intention to resume use of the
mark. Only when a prima facie showing of abandonment has been made does the burden of proof shift to the party contesting
the abandonment, who must then rebut the inference of abandonment by making a convincing demonstration of “excusable nonuse” that would negate any intent not to resume use of the mark. J.G. Hook, Inc. v. David H. Smith, Inc., 214 USPQ 662, 665
(TTAB 1982) citing Burroughs Wellcome Co. v. Warner-Lambert Co., 203 USPQ 191 (TTAB 1979), and cases cited therein.
*8 As indicated above, the last documented use of the mark C-MARK by petitioner was at the 2004 NAMM Show. Based on
record before us, there is more than three years of nonuse and no evidence by petitioner of an intent to resume use. Accordingly,
on the record before us, petitioner has abandoned its mark. In view thereof, petitioner's claim of priority fails because it is based
on a mark that has been abandoned.
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Whether the respondent's registration “is void ab initio because Respondent
was not the owner of the mark at the time the application was filed”?
We next consider petitioner's claim that respondent's registration is void ab initio because respondent was not the owner of the
mark at the time the application was filed.
A. Testimony and Evidence Regarding Respondent's Use of the mark C-MARK.
Baoning Zhou testified on behalf of himself as respondent.
1. Baoning Zhou is the Chairman of the Board of Shenzhen Bao Ye Heng Industrial Development Company Limited. 35 Baoning
Zhou testified that he is the owner of Shenzhen Bao Ye Heng Industrial Development Company Limited. 36
2. From 1994 to 1998, prior to when Baoning Zhou started working at Shenzhen Bao Ye Heng Industrial development Company
Limited, Baoning Zhou was the General Manager of Shenzhen Ao Chuang Company. 37
3. When Baoning Zhou worked at Shenzhen Ao Chuang Company, that company distributed C-MARK branded products for
Shenzhen World Music. 38 On cross-examination, petitioner elicited the following testimony:
Q. If you have never owned the China Trademark Registration personally, you, Baoning Zhou, then how could you say [in the
U.S. Trademark Application] that you have some right to it in 1993?
A. It's like this. I, in 1993, was already working as a distributor for selling this product, and this product was C-Mark product.
So at that time, it was already used.
Q. So you're saying this use here does not represent your use of it?
A. So I should say that the products that I was distributing, the products that I possessed - that I had possession of, carried in
this trademark, C-Mark trademark.
Q. Were those products that you made your products?
A. That was the products that I was - that I was distributing.
***
Q. Were they Baoning Zhou products? …
A. Yes.
Q. Didn't you say you worked for Ao Chuang at that time?
A. That's correct.
Q. So if you worked for - - although you weren't working for yourself; right - - I'm sorry.
A. I was - - that's correct. However, I was also a shareholder, and I also used money to purchase this product. And if I purchased
products, then it's your product.
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Q. So it is your testimony now that you used it because you're a distributor for Ao Chuang. And you purchased this in 1993;
is that correct?
A. That's correct.
Q. But you previously testified that you didn't start working at Ao Chuang until 1994 and that, prior to 1994, you worked at a
performing arts company as a sound person; isn't that true?
*9 A. That's correct. 39

4. As a result of legal dispute between Shenzhen World Music and Shenzhen Hongda Development Company, on August
17, 1998, Shenzhen World Music assigned the ownership of the Chinese registration for C-MARK to Shenzhen Hongda
Development Company. 40
5. In or around August 28, 2000, Shenzhen Hongda Development Company assigned the ownership of the Chinese registration
for C-MARK to Shenzhen Bao Ye Heng Industrial Development Company Limited. 41
6. Baoning Zhou Deposition Exhibit 9 is a document verifying the assignment of the Chinese trademark registration to Shenzhen
Bao Ye Heng Industrial Development Company Limited. On cross-examination, petitioner elicited the following testimony:
Q. You have previously provided us, or you have previously attempted to put into evidence, documents which purportedly show
an assignment of the Chinese C-Mark trademark from World Music to Hongda, and from Hongda to Bao Ye.
Has Bao Ye ever assigned the rights and the Chinese trademark to you, personally, Baoning Zhou?
A. No. 42

7. Shenzhen Bao Ye Heng Industrial Development Company Limited “officially became the owner” of the Chinese registration
for C-MARK on August 28, 2000 and since that date the company has continuously sold audio equipment bearing the mark
C-MARK in China. 43
8. At the time respondent filed the application for the registration at issue in this proceeding, respondent believed that he was
the owner of the mark in the United States.
Q. And could you explain why you believed that you were the only person whom had ownership rights to the C-Mark, including
the United States?
A. Because we discovered the C-Mark trademark on the internet. And, also, we had always been selling products carrying the
C-Mark trademark.
Q. When you say “always,” are you referring to your use of the C-Mark in China by your entity, Shenzhen Bao Ye Heng
Industrial Development Company Limited?
A. Yes, we have always been selling?
Q. So based on your ownership rights and use in China, you believed you were the sole owner of the C-Mark in the United
States; correct?
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A. Because before anybody else - - before there were any other owners, we were the world - - in the world, in the entire world,
who owned this particular trademark. 44

9. Baoning Zhou Deposition Exhibit 11 consists of two bills of lading for C-MARK products sold by Shenzhen Bao Ye Heng
Industrial Development Company Limited to companies in the United States in 2007.
10. Shenzhen Bao Ye Heng Industrial Development Company Limited established U.S.A. C-Mark Light and Audio, Inc. in the
United States to sell C-MARK products in the United States. 45 The date was that U.S.A. C-Mark Light and Audio, Inc. was
set-up was not identified. U.S.A. C-Mark Light and Audio, Inc. was a wholly-owned subsidiary of Shenzhen Bao Ye Heng
Industrial Development Company Limited. 46
*10 11. Baoning Zhou Exhibit 13 is excerpts from respondent's catalogs [undated]. The catalogs identify the source of the CMARK products as U.S.A. C-Mark Light & Audio, Inc. and Shenzhen Bao Ye Heng Industrial Development Company Limited.
12. Baoning Zhou Exhibit 14 is excerpts from respondent's website displaying photographs from NAMM trade shows.
Document No. CMARK-00072 identifies Shenzhen Bao Ye Heng Industrial Development Company Limited as the source.
13. Zhou Baoning Exhibit 18 are excerpts from respondent's owner's manuals. Document No. CMARK-00216 displays the
following statement:
“C-MARK” is a registered trademark of Shenzhen Bao Ye Heng Industrial Development Company
Limited.

14. At a trade show in Beijing in 2002, Baoning saw petitioner's exhibition booth displaying C-MARK speakers. 47 Baoning
Zhou Deposition Exhibit 20 is a verified statement by respondent memorializing petitioner's purported infringement of
respondent's C-MARK made before a notary in Beijing. In the document, respondent stated that Paul Audio, Inc. “infringed the
rights of Shenzhen Bao Ye Heng Industrial Development Company Limited.” The document is dated May 23, 2002.
15. When asked on cross-examination whether respondent licensed the use of C-Mark to Shenzhen Bao Ye Heng Industrial
Development Company Limited, respondent testified that “I am the shareholder to begin with. So the trademark was owned
by me, is owned by me, so I have the full right of giving the usage right to the company.” 48 Baoning Zhou further testified
as follows:

… I actually own this trademark, and I, as the Chairman of the Board of this Company, and I am actually
the shareholder of this company - so of course, by all reasons, that Shenzhen Bao Ye Heng Industrial
Development Company Limited will be the company who will manufacture and sell this product. 49

B. Analysis.
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Section 1 of the Trademark Act of 1946, 15 U.S.C. §1051, provides as follows (emphases added):
The owner of a trademark used in commerce may request registration of its trademark on the principal
register by paying the prescribed fee and filing in the Patent and Trademark Office an application and a
verified statement …

Accordingly, only the owner of the mark may file an application. Great Seats Ltd. v. Great Seats Inc., 84 USPQ2d 1235, 1239
(TTAB 2007). “It is fundamental that ownership of a mark is acquired by use, not by registration.” Holiday Inn v. Holiday Inns,
Inc., 534 F.2d 312, 189 USPQ 630, 635 n.6 (CCPA 1976). See also Huang v. Tzu Wei Chen Food, 849 F.2d 1458, 7 USPQ2d
1335, 1336 (Fed. Cir. 1988) (application filed in the name of an individual affiliated with a corporation and not in the name of
the corporation, which was at the time the application was filed, the owner of the mark is void); American Forests v. Sanders,
54 USPQ2d 1860 (TTAB 1999) (intent-to-use application filed by individual void where the actual entity possessing the bona
fide intention to use the mark was a partnership comprised of the individual and her husband); In re Tong Yang Cement Corp.,
19 USPQ2d 1689, 1690 (TTAB 1991) (application filed by corporation void where owner of mark was joint venture of which
applicant corporation was member). Thus, the issue before us is whether Baoning Zhou who filed the application is the owner
of the mark rather than Shenzhen Bao Ye Heng Industrial Development Company Limited, the entity that used the mark when
the application for Registration No. 3252760 was filed. For the reasons discussed below, we find that respondent was not the
owner of the mark; we find, rather, that the owner of the mark as of the application filing date was the actual user of the mark,
Shenzhen Bao Ye Heng Industrial Development Company Limited.
*11 As of the September 25, 2006 filing date of the application for Registration No. 3252760, Baoning Zhou himself was not
using and had not used the mark sought to be registered. All use of the mark prior to and as of the filing date was by Shenzhen
Bao Ye Heng Industrial Development Company Limited both in the United States and in China. Therefore, there was no use
of the mark by Baoning Zhou upon which he can rely as a basis for establishing that he was the owner of the mark and thus
that he was entitled to file the application for registration of the mark.
Respondent argues, however, that “Baoning Zhou is a majority shareholder of his company Shenzhen Bao” 50 and that Baoning
Zhou “actively participates in the control of the nature and quality of the C-mark goods in the United States.” 51 In other words,
respondent is the owner of the mark because he is the majority shareholder and he is actively involved in quality control. Similar
arguments were rejected in Huang v. Tzu Wei Chen Food, 7 USPQ2d at 1336 and American Forests v. Sanders, 54 USPQ2d at
1862. In Huang, the application was filed in the name of an individual affiliated with the corporation and not in the name of the
corporation itself. The court held that the application was void ab initio because the owner of the mark was the corporation, not
the individual named in the application. 7 USPQ at 1336. Applying a similar analysis in American Forests, the Board held “if
it is a corporation or partnership which has the bona fide intention to use a particular mark, and yet the intent-to-use application
is filed in the name of an individual, the said application will be deemed to be void ab initio.” 54 USPQ2d at 1862. In this
case, we find that because Boning Zhou and Shenzhen Bao Ye Heng Industrial Development Company Limited are distinctly
different entities, Baoning Zhou had never used the mark in his capacity as an individual, and the mark had always been used
by Shenzhen Bao Ye Heng Industrial Development Company Limited, the company is the owner of the mark. In this regard,
we note that Shenzhen Bao Ye Heng Industrial Development Company Limited is the owner of the Chinese Registration No.
752764 for the C-MARK trademark. 52
To the extent that respondent may be arguing that his ownership of Shenzhen Bao Ye Heng Industrial Development Company
Limited is so complete that Shenzhen Bao Ye Heng Industrial Development Company Limited is the alter ego of Baoning Zhou
(i.e., the two are one-and-the same), there is insufficient evidence to support that argument. Moreover, the fact that respondent
may be the majority shareholder of Shenzhen Bao Ye Heng Industrial Development Company Limited does not prove that
respondent and the company constitute a single entity such that respondent may claim ownership of the mark through the
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company's use of the mark. With respect to respondent's claim that he actively participates in the control of the nature and
quality of the goods is insufficient in and of itself to demonstrate that he is the owner of the mark, and moreover his statements
regarding control is conclusory and unsupported by any facts or evidence.
*12 The facts before us are similar to the facts in Smith v. Coahoma Chemical Co. Inc., 264 F.2d 916, 121 USPQ 215 (CCPA
1959). The following facts were developed in Smith:
1. Smith was the president and principal stockholder of a North Carolina corporation that used the mark at issue;
2. Smith filed the application to register the mark at issue which was granted on the basis of the ownership and use by Smith
as an individual and not on use by the corporation;
3. The record failed to show any use of the mark by Smith; and
4. Smith asserted that the corporation was a related company based on his status as the principal and controlling shareholder.
The court found that the Smith failed to present evidence sufficient to establish the extent of his holding in the corporation
and that Smith failed to establish that his ownership of the corporation was so complete that he and the corporation equitably
constituted a single entity. Smith v. Coahoma Chemical Co. Inc., 121 USPQ at 218. Accordingly, the court affirmed the
Commissioner's holding that “[s]ince Smith never used the ‘Black Panther’ marks as an individual, his registration …, which is
based on an allegation of such use, is invalid and should be cancelled.” Smith v. Coahoma Chemical Co. Inc., 121 USPQ at 217.
Accordingly, the mere fact that an individual, such as Baoning Zhou, is a controlling shareholder and officer in a corporation
does not necessarily establish that individual's rights in a mark where the only use of the mark is by the corporation. See also
Intermed Communications, Inc. v. Chaney, 197 USPQ 501 (TTAB 1977) (application was void because there was no use of
the mark by the applicant in his capacity as an individual; all the activity was conducted by the applicant as an officer of the
foundation); Monorail Car Wash, Inc. v. McCoy, 178 USPQ 434, 437 (TTAB 1973) (“It is an accepted principle that the fact that
an individual is the controlling stockholder and principal officer of a corporation is not, in and of itself, sufficient to establish
ownership in a mark which only a corporation has used.”).
Respondent's argument that Shenzhen Bao Ye Heng Industrial Development Company Limited should be considered a related
company under Section 5 of the Trademark Act, 15 U.S.C. §1055, 53 is not well taken because, as indicated above, the evidence
of record is not sufficient to show that respondent is the owner of the mark with an interest in the mark that he could license
to another.
For the preceding reasons, we find that Shenzhen Bao Ye Heng Industrial Development Company Limited, not Baoning Zhou,
was the owner of the mark C-MARK at the time the application for Registration No. 325760 was filed. The application filed
by Baoning Zhou is, therefore, void ab initio.
Fraud
*13 “Fraud in procuring a trademark registration or renewal occurs when an applicant knowingly makes false, material
representations of fact in connection with his application.” Torres v. Cantine Torresella S.r.l., 808 F.2d 46, 1 USPQ2d 1483, 1484
(Fed. Cir. 1986). See also In re Bose Corp., 580 F.3d 1240, 91 USPQ2d 1938, 1939 (Fed. Cir. 2009). A trademark is obtained
fraudulently under the Trademark Act only if the applicant or registrant knowingly makes a false, material representation with
the intent to deceive the PTO. In re Bose Corp., 91 USPQ2d at 1941. Thus, absent intent to mislead the PTO, even a material
misrepresentation would not qualify as fraud under the Lanham Act warranting cancellation. In re Bose Corp., 91 USPQ2d at
1940. Subjective intent to deceive, however difficult it may be to prove, is an indispensable element in the analysis. Of course,
“because direct evidence of deceptive intent is rarely available, such intent can be inferred from indirect and circumstantial
evidence. But such evidence must still be clear and convincing, and inferences drawn from lesser evidence cannot satisfy the
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deceptive intent requirement.” In re Bose Corp., 91 USPQ2d at 1941, quoting Star Scientific, Inc. v. R.J. Reynolds Tobacco Co.,
537 F.3d 1357, 88 USPQ2d 1001, 1007 (Fed. Cir. 2008). When drawing an inference of intent, “the involved conduct, viewed
in light of all the evidence … must indicate sufficient culpability to require a finding of intent to deceive.” In re Bose Corp.,
91 USPQ2d at 1941, quoting Kingsdown Med. Consultants, Ltd. v. Hollister Inc., 863 F.2d 867, 9 USPQ2d 1384, 1392(Fed.
Cir. 1988).
Despite the holding by the Federal Circuit that intent to deceive is an indispensable element of fraud, petitioner incorrectly
argued that “fraud occurs when applicant or respondent makes a false material representation that applicant or respondent knew
of should have known was false.” 54 In Bose, the Federal Circuit expressly rejected the “knew of should have known” standard.
By equating “should have known” of the falsity with a subjective intent, the Board erroneously lowered the fraud standard to
a simple negligence standard. …
We have previously stated that “[m]ere negligence is not sufficient to infer fraud or dishonesty.” … We even held that “a
finding that particular conduct amounts to ‘gross negligence’ does not of itself justify an inference of intent to deceive.” … The
principle that the standard for finding intent to deceive is stricter than the standard for negligence or gross negligence, even
though announced in patent inequitable conduct cases, applies with equal force to trademark fraud cases. After all, an allegation
of fraud in a trademark case, as in any other case, should not be taken lightly. … Thus, we hold that a trademark is obtained
fraudulently under the Lanham Act only if the applicant or registrant knowingly makes a false, material representation with
the intent to deceive the PTO.
*14 In re Bose Corp., 91 USPQ2d at 1940 (internal citations omitted). Thus, it is not surprising that petitioner has not pointed
to any evidence or any set of facts, and we have not found any, demonstrating that respondent knowingly made false material
representations with the intent to deceive the PTO. The record as recounted in part above is replete with instances where
respondent made misrepresentations occasioned by his misunderstanding of the law or through inadvertence, not with a willful
intent to deceive. For example, petitioner alleged that respondent committed fraud on the PTO because respondent had not used
C-MARK on all the goods listed in his description when he filed his application. However, respondent testified that it was his
understanding that he was selling goods in that market.
Q. In looking at [Registration No. 352760], I see that you listed a lot of different goods, or products; correct?
A. That's correct.
Q. Why did you choose to make a list like this?
A. Because these were the products that - - to different degrees that market would have been in for.
Q. And with this list of goods, did you sell goods under the C-Mark brand that included these products listed here? … In the
United States?
A. Yes.
Q. But you testified that you had put some these goods, also, as examples of goods that fall under the proaudio equipment;
is that correct?
A. That's correct.
Q. But at the time of filing this application, you were selling goods under the pro-audio class of goods with the mark, C-Mark;
correct?
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A. That's correct. 55
***
Q. Upon the date of filing that registration for C-Mark in the United States to the present date, have you continuously sold
products under the brand C-Mark under pro-audio equipment?

A. Yes. 56
Because petitioner has not pointed to any evidence supporting an inference of deceptive intent, it has failed to satisfy the clear
and convincing standard required to establish fraud.
In view of the foregoing, petitioner's fraud claim is dismissed.
Decision: The petition for cancellation is dismissed with respect to the grounds of priority of use and likelihood of confusion
based on petitioner's abandonment of its trademark, and fraud.
The petition for cancellation is granted with respect to the ground that the application for registration filed by respondent is void
ab initio and, therefore, Registration No. 3252760 will be cancelled in due course.
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Registration No. 3252760, issued June 19, 2007.
Petition for cancellation ¶¶2 and 3.
Id. at ¶17.
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Filed October 24, 2007.
Trade show directories are not printed publications in general circulation within the meaning of Trademark Rule 2.122(e).
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Baoning Zhou Dep., p. 195. See also Zhou Dep., p. 66 (when asked to clarify when respondent started selling C-MARK
stereo equipment in the United States, Mr. Zhou replied, “I believe it was after 2006 … it was in 2006”). There is some
contradictory testimony that respondent may have used the mark in the United States in 2005. See Zhou Dep., p. 60 and
Exhibit 15 (a sales summary report) and p. 62 (a leading question by respondent's counsel). However, we do not find the
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Li Gong Dep., p. 16.
Li Gong Dep., p. 17.
Li Gong Dep., p. 21.
Li Gong Dep., p. 21.
Li Gong Dep., pp. 106-107. See also petitioner's responses to respondent's requests for admissions (No. 4). (Li Gong
Dep. Exhibit 38).
This petition for cancellation is one battle in a worldwide trademark dispute between the parties. The record indicates
that respondent owns the rights to C-MARK in China.
Li gong Dep., p. 107.
Li Gong Dep., pp. 109-110
Li Gong Dep., p. 138.
Li Gong Dep., p. 43.
Li gong Dep., p. 131.
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Li Gong Rebuttal Dep., pp. 37-39 and Exhibit 9.
Baoning Zhou Dep., p. 11.
Baoning Zhou Dep., p. 32.
Baoning Zhou Dep., pp. 12 and 94.
Baoning Zhou Dep., pp. 18, 101 and 112. Gong Li testified that he was the General Manager and owner of Shenzhen
World Music from 1991 through 1996 or 1997. The General Manager position is similar to the president of the company.
(Gong Li Dep., pp. 83 and 86). Also, Gong Li testified that he created C-Mark in 1989 (Gong Li Dep., 87).
Baoning Zhou Dep., pp. 190-192.
Baoning Zhou Dep., pp. 20-29 and Exhibits 3 - 6
Baoning Zhou Dep., pp. 29 -31 and Exhibits 7 and 9.
Baoning Zhou Dep. 187.
Baoning Zhou Dep., pp. 34-36.
Baoning Zhou Dep., pp. 38-39.
Baoning Zhou Dep., pp. 51-52, 147.
Baoning Zhou Dep., pp. 147-148 and 175.
Baoning Zhou Dep., pp. 71-72
Baoning Zhou Dep., p. 180.
Baoning Zhou Dep., p. 185.
Respondent's Brief, p. 19. Respondent cited Li Gong Rebuttal Deposition Exhibit 13 to support his contention that
respondent is the majority shareholder. Despite respondent's reliance on Exhibit 13, respondent objected to that exhibit,
and renewed the objection in his brief, on the ground that Li Gong is not competent to testify regarding the source of
the exhibit and that the exhibit is hearsay. Regardless of its admissibility, the exhibit is not probative of the ownership
of Shenzhen Bao Ye Heng Industrial Development Company Limited as of the filing date of the application. As best we
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can tell, Exhibit 13 provides the ownership of Shenzhen Bao Ye Heng Industrial Development Company Limited as of
December 31, 2010, the date it was printed. Nevertheless, we will take respondent's statement in his brief that he is the
majority shareholder of Shenzhen Bao Ye Heng Industrial Development Company Limited at face value.
Id.
Baoning Zhou Dep. Exhibit 9.
Respondent's Brief, p. 21.
Petitioner's Brief, p. 40.
Baoning Zhou Dep., pp. 40-41.
Baoning Zhou Dep., p. 42.
2011 WL 6780740 (Trademark Tr. & App. Bd.)
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2017 WL 3102597 (Trademark Tr. & App. Bd.)
THIS ORDER IS NOT A PRECEDENT OF THE TTAB
Trademark Trial and Appeal Board
Patent and Trademark Office (P.T.O.)
VICTORIA KHEEL
v.
LIONS GATE ENTERTAINMENT INC.
Opposition No. 91222461
June 28, 2017
*1 Before Kuhlke, Wellington, and Greenbaum
Administrative Trademark Judges
By the Board:
This case now comes up on the parties' cross-motions for summary judgment, filed March 1, 2017, and Opposer's cross-motion
for discovery under Fed. R. Civ. P. 56(d), filed March 31, 2017. Opposer's motion for summary judgment and cross-motion for
Fed. R. Civ. P. 56(d) discovery are fully briefed.
Background
Applicant seeks registration of the mark POPI, in standard character format, for “cosmetics; cosmetic preparations for body
care; nail polish; nail decals; bath crystals; bath gel; bath oil; bath salts; body lotion; cream soaps; fragrances; moisturizing
creams; shaving soap; soaps for personal use.” 1
In her amended notice of opposition, Opposer alleges prior use and registration of the mark POPPY'S for “all-purpose
cleaning preparations; all-purpose cleaners; bath soaps; carpet cleaning preparations; cleaning agents and preparations; cleaning
preparations; cleaning preparations for household purposes; dish detergents; general purpose cleaning, polishing, and abrasive
liquids and powders; glass cleaning preparations; granulated soaps; hand soaps; household cleaning preparations; laundry soap;
leather cleaning preparations; liquid soaps for hands, face and body; odor removers for pets; oven cleaners; pet stain removers;
powder cleaners for metals, ceramics and carpets; soap powder; soaps for household use; soaps for personal use; soaps for toilet
purposes.” 2 As grounds for opposition, Opposer alleges likelihood of confusion and fraud.
In its amended answer, Applicant denies the salient allegations in the amended notice of opposition that are pertinent to the
parties' cross-motions for summary judgment, and counterclaims to cancel Opposer's pleaded registration as void ab initio on
the ground that Opposer did not own the mark POPPY'S when she filed the underlying use-based application. Opposer denies
the salient allegations in the counterclaim.
Summary
Applicant moves for summary judgment on Opposer's fraud claim, and Opposer cross-moves for discovery under Fed. R. Civ.
P. 56(d) arguing that she needs discovery to respond to Applicant's motion. Opposer seeks summary judgment on Applicant's
counterclaim.
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For the reasons discussed below: (1) Applicant's motion for summary judgment on the ground of fraud is denied; (2) Opposer's
cross-motion for discovery under Fed. R. Civ. p. 56(d) is moot and will be given no further consideration; and (3) Opposer's
motion for summary judgment is granted and Applicant's counterclaim for non-ownership is dismissed.
Summary Judgment Standard
*2 Summary judgment is appropriate only where there are no genuine disputes as to any material facts, thus allowing the case
to be resolved as a matter of law. Fed. R. Civ. P. 56(a). The party seeking summary judgment bears the burden of demonstrating
the absence of any genuine dispute of material fact, and that it is entitled to judgment under the applicable law. See Celotex Corp.
v. Catrett, 477 U.S. 317, 323 (1986); Sweats Fashions, Inc. v. Pannill Knitting, 833 F.2d 1560, 4 USPQ2d 1793, 1796 (Fed. Cir.
1987). A factual dispute is genuine if, on the evidence of record, a reasonable fact finder could resolve the matter in favor of
the non-moving party. See Opryland USA Inc. v. Great Am. Music Show Inc., 970 F.2d 847, 23 USPQ2d 1471, 1472 (Fed. Cir.
1992); Olde Tyme Foods, Inc. v. Roundy's, Inc., 961 F.2d 200, 22 USPQ2d 1542, 1544 (Fed. Cir. 1992). Evidence on summary
judgment must be viewed in a light most favorable to the non-movant, and all justifiable inferences are to be drawn in the nonmovant's favor. Lloyd's Food Prods., Inc. v. Eli's, Inc., 987 F.2d 766, 25 USPQ2d 2027, 2029 (Fed. Cir. 1993); Opryland USA,
23 USPQ2d at 1472. The Board may not resolve genuine disputes as to material facts; it may only ascertain whether genuine
disputes as to material facts exist. See Lloyd's Food Prods., 25 USPQ2d at 2029; Olde Tyme Foods, 22 USPQ2d at 1544.
Applicant's Motion for Summary Judgment on Fraud and Opposer's Cross-Motion for Discovery under Fed. R. Civ. P. 56(d)
Opposer's fraud claim is grounded in allegations that the Examining Attorney refused registration of Applicant's mark based
on a likelihood of confusion with Opposer's mark under Section 2(d) of the Trademark Act; that in arguing against the
refusal, Applicant intentionally omitted material facts and made misleading arguments based on the omitted facts; that the
Examining Attorney relied on Applicant's “half-truths” and withdrew the Section 2(d) refusal; and that but for the material
misrepresentations in Applicant's Office action response, the Examining Attorney would not have withdrawn the Section 2(d)
refusal and approved Applicant's mark for publication.
In its motion for summary judgment, Applicant parses out various statements that it made in its Office action response and
argues that these statements are not statements of fact, but rather are attorney argument, are not false statements, and/or were not
material to the Examining Attorney's decision to withdraw the Section 2(d) refusal. The essence of Opposer's fraud claim is that
Applicant omitted information and made arguments that, in the aggregate, misled the Examining Attorney and were material to
the Examining Attorney's decision to withdraw the Section 2(d) refusal. Accordingly, we will not consider Applicant's alleged
fraudulent statements in isolation. Having considered Applicant's alleged fraudulent statements in the aggregate, we find that
Applicant has not met its burden of demonstrating the absence of any genuine dispute of material fact regarding whether
Applicant's alleged omissions and arguments predicated thereon, taken as a whole, were false and whether they were material
to the Examining Attorney's decision to withdraw the Section 2(d) refusal and approve Applicant's mark for publication.
*3 Because Applicant has not met its burden on summary judgment, Applicant's motion is denied, and we need not consider
Opposer's cross-motion for discovery under Fed. R. Civ. P. 56(d), which is moot. See Land O' Lakes, Inc. v. Hugunin, 88
USPQ2d 1957, 1960 (TTAB 2008) (treating motion for discovery pursuant to Fed. R. Civ. P. 56(f) (now Fed. R. Civ. P. 56(d))
moot where applicant did not meet its burden on summary judgment).
Opposer's Motion for Summary Judgment on Non-Ownership
Applicant alleges that on October 12, 2013, when Opposer filed the use-based application underlying the pleaded registration,
the mark POPPY'S was owned by Poppy's Pantry, Inc., a corporation that Opposer formed in September 2009. In her motion
for summary judgment, Opposer argues that at all times, including when she filed her application, she has owned the mark
POPPY'S. 31 TTABVUE 2. More specifically, Opposer asserts that “Poppy's Pantry is a related company, wholly-owned and
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controlled by Opposer ... and its use inures to her benefit and does not affect the validity of [the] registration as a matter of
law.” Id. at 2-3.
Applicant argues that there is a genuine dispute of material fact regarding Opposer's sole ownership and control of Poppy's
Pantry, 40 TTABVUE 13-14; that “[t]here is no evidence of record of a license agreement (oral or written) or any other document
existing between Opposer and Poppy's Pantry that amounts to a license to use the mark under Opposer's control,” id. at 13; that
Opposer's “intention in creating the mark was for the purposes of use by Poppy's Pantry,” id. at 12-13; and that when Opposer
formed Poppy's Pantry in 2009, which was prior to the filing date of the underlying application, “there was a presumptive
transfer of ownership” of the mark to Poppy's Pantry. Id. at 21-22.
Under Section 1(a) of the Trademark Act, only the owner of a mark is entitled to registration. 15 U.S.C. § 1051(a); see also In
re Wella A.G., 787 F.2d 1549, 229 USPQ 274, 277 (Fed. Cir. 1986) (C.J. Nies concurring) (“Under section 1 of the Lanham Act,
only the owner of a mark is entitled to apply for registration.”) (emphasis in original); Holiday Inn v. Holiday Inns, Inc., 534 F.2d
312, 189 USPQ 630, 635 n.6 (CCPA 1976) (“One must be the owner of a mark before it can be registered.”). Accordingly, “[a]n
application filed by one who is not the owner of the mark sought to be registered is a void application.” In re Tong Yang Cement
Corp., 19 USPQ2d 1689, 1690 (TTAB 1991) (citing In re Techsonic Indus., Inc., 216 USPQ 619 (TTAB 1982)); see also Great
Seats Ltd. v. Great Seats Inc., 84 USPQ2d 1235, 1239 (TTAB 2007) (“In a use-based application under Trademark Act Section
1(a), only the owner of the mark may file the application for registration of the mark; if the entity filing the application is not
the owner of the mark as of the filing date, the application is void ab initio.”); Trademark Rule 2.71(d) (“An application filed
in the name of an entity that did not own the mark as of the filing date of the application is void.”).
*4 Ownership of a mark may be based on a related company's use of a mark. Id. at § 1055 (“Where a registered mark or a
mark sought to be registered is or may be used legitimately by related companies, such use shall inure to the benefit of the
registrant or applicant for registration, and such use shall not affect the validity of such mark or of its registration[.]”). The term
“related company” is defined as “any person whose use of a mark is controlled by the owner of the mark with respect to the
nature and quality of the goods or services on or in connection with which the mark is used.” Id. at § 1127. “The essence of
‘related company’ is the control of the nature and quality of the goods, and this is the basis for allowing an applicant to claim
ownership of a mark based on the use by a related company.” In re Pharmacia Inc., 2 USPQ2d 1883, 1884 (TTAB 1987).
Where the facts demonstrate that an individual owns a corporation, and the ownership is so complete that “the two legal entities
‘equitably constitute a single entity,’ then the individual will be found in sufficient control of the mark such that use by the
corporation inures to the benefit of the individual.” In re Hand, 231 USPQ 487 (TTAB 1986) 3 (explaining Smith v. Coahoma
Chemical Co. Inc., 264 F.2d 916, 121 USPQ 215 (CCPA 1959)); see also Quality Candy Shoppes/Buddy Squirrel of WI Inc. v.
Grande Foods, 90 USPQ2d 1389, 1392 (TTAB 2007) (“[Y]ears of precedent make it very clear that proper use of a mark by a
trademark owner's licensee or related company constitutes ‘use’ of that mark attributable to the trademark owner.”).
In support of her motion, Opposer avers that: (1) “[i]n early 2009 [she] coined the mark Poppy's, naming it after [her] English
bull-dog Poppy” and “began development of [her] all-natural soap products to help [her] family get rid of toxins in their
environment,” 31 TTABVUE 20, Kheel Declaration, ¶ 2; (2) “in September 2009 [she] formed Poppy's Pantry as a corporation,”
id. ¶ 3; (3) “[a]t the time of the formation of the corporation, and at all times to the present, Poppy's Pantry is and was [her]
wholly-owned and wholly-controlled company,” id. at ¶ 5; (4) she has “always been and [is] 100% owner of Poppy's Pantry
Inc., dba Poppy's Naturally Clean. There are no other owners or shareholders, and there never have been,” id.; and (5) “at all
times [she] has controlled the nature and quality of the goods under the mark POPPY's” including “the formulation, labeling,
marketing, advertising and sales, etc., of all goods bearing the mark POPPY's” and “[e]very decision concerning the mark, its
use or the goods sold under [the] mark is made solely and exclusively by [her].” Id. at 23 ¶ 17.
*5 Applicant argues that “Opposer has not established an absence of a genuine [dispute] of material fact regarding her sole
control and ownership of Poppy's Pantry because the evidence reflects that she alone does not run Poppy's Pantry, but instead
does so with her sons.” 40 TTABVUE 10. In support of this position, Applicant points to:
• Opposer's statement in a brief that she filed in this proceeding that she “along with one of her sons ... run[s] the company”;
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• evidence that Opposer's sons “represented Poppy's Pantry at the Arroyo Food Co-op grand opening”; and
• evidence that one of Opposer's sons “has created marketing content for Poppy's Pantry, including a video promoting the
products that is displayed on Facebook and YouTube, in which Opposer Victoria Kheel is credited as an Executive Producer.”
Id. at 14.
Running a company is not the same as owning a company. The actions of Opposer's sons are typical of a company employee
and are not sufficient to create a genuine dispute of material fact regarding ownership of Poppy's Pantry. Opposer's averments
of ownership are clear and convincing and uncontradicted by Applicant. 4 GAF Corp. v. Amatol Analytical Servs., Inc., 192
USPQ 576, 577 (TTAB 1976) (“It is established that ownership of a trademark and of a trademark registration as well as use
of a mark may be established by the oral testimony of a single witness where such testimony is clear, consistent, convincing,
circumstantial and uncontradicted.”). Opposer's declaration also is corroborated by the clear and convincing declarations of her
sons who each aver that they have worked for Poppy's Pantry as an employee, and have never had an ownership interest in
Poppy's Pantry or controlled the business. 43 TTABVUE 16-17.
Because there is no genuine dispute of material fact that Opposer is the sole owner of Poppy's Pantry, there is no genuine dispute
of material fact that Poppy's Pantry is a related company whose use of the POPPY'S mark inures to the benefit of Opposer.
Accordingly, we need not consider whether Opposer has licensed the mark to Poppy's Pantry.
Finally, the case law does not support Applicant's arguments that in 2009, when Poppy's Pantry was incorporated, “there was
a presumptive transfer of ownership” to Poppy's Pantry, and that because Opposer intended that Poppy's Pantry use the mark,
Poppy's Pantry is the owner of the mark.
With respect to the first argument, Applicant cites to Huang v. Tzu Wei Chen Food Co. Ltd., 849 F.2d 1458, 7 USPQ2d 1335
(Fed. Cir. 1988) and Am. Mnfg. Co., v. Phase Indus. Inc., 192 USPQ 498 (TTAB 1976). In Huang, both parties and the Board
agreed that “in accordance with the terms of incorporation, ownership of the trademark passed” from the individual applicant
to the newly formed corporation. Huang, 7 USPQ2d at 1335-36. In Am. Mnfg. Co., the Board held that “[a] merger of one
corporation into another effects a transfer of all of the business, assets and liabilities of the acquired corporation into the surviving
corporation.” 192 USPQ at 500. Here, there is no evidence that the terms of incorporation for Poppy's Pantry transferred
ownership of the mark POPPY'S from Opposer to Poppy's Pantry. Nor does this case involve a merger of companies.
*6 In support of its argument that Opposer is not the owner of the POPPY'S mark because she intended that Poppy's Pantry
use the mark, Applicant cites Am. Forests v. Sanders, 54 USPQ2d 1860 (TTAB 1999). In that case, the Board found that an
intent-to-use application filed under Section 1(b) of the Trademark Act was void ab initio because when the application was
filed, it was a partnership consisting of the applicant and her husband who had a bona fide intent to use the mark rather than
applicant as an individual. This case is distinguishable because Opposer filed her underlying application based on a claim of
use under Section 1(a) of the Trademark Act, which does not require an allegation of intent, but instead requires only that the
owner of the mark file the application and allege use in commerce.
In view of the foregoing, we find no genuine disputes of material fact that: (1) Opposer is, and was when the underlying
application was filed, the sole owner of Poppy's Pantry; (2) Poppy's Pantry is a related company under 15 U.S.C. § 1127; (3)
use of the POPPY'S mark by Poppy's Pantry inures to the benefit of Opposer; and (4) Opposer is, and was when she filed the
application, the owner of the POPPY'S mark. Accordingly, Opposer's motion for summary judgment is granted and Applicant's
counterclaim for non-ownership is dismissed.
Proceedings are resumed and dates are reset as follows:
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Plaintiff's Pretrial Disclosures Due

July 10, 2017

Plaintiff's 30-day Trial Period Ends

August 24, 2017

Defendant's Pretrial Disclosures Due

September 8, 2017

Defendant's 30-day Trial Period Ends

October 23, 2017

Plaintiff's Rebuttal Disclosures Due

November 7, 2017

Plaintiff's 15-day Rebuttal Period Ends

December 7, 2017

BRIEFS SHALL BE DUE AS FOLLOWS:
Plaintiff's Main Brief Due

February 5, 2018

Defendant's Main Brief

Due March 7, 2018

Plaintiff's Reply Brief

Due March 22, 2018

Generally, the Federal Rules of Evidence apply to Board trials. Trial testimony is taken and introduced out of the presence of
the Board during the assigned testimony periods. The parties may stipulate to a wide variety of matters, and many requirements
relevant to the trial phase of Board proceedings are set forth in Trademark Rules 2.121 through 2.125. These include pretrial
disclosures, the manner and timing of taking testimony, matters in evidence, and the procedures for submitting and serving
testimony and other evidence, including affidavits, declarations, deposition transcripts and stipulated evidence. Trial briefs shall
be submitted in accordance with Trademark Rules 2.128(a) and (b). Oral argument at final hearing will be scheduled only upon
the timely submission of a separate notice as allowed by Trademark Rule 2.129(a).
***

Footnotes
1
2
3

4

Application Serial No. 86346513; filed July 24, 2014 based on an allegation of a bona fide intent to use the mark in
commerce under Section 1(b) of the Trademark Act, 15 U.S.C. § 1051(b).
Registration No. 4537279, filed October 12, 2013, issued May 27, 2014, claiming July 12, 2010 as the date of first use
of the mark and first use of the mark in commerce.
In In re Hand, the Board held that if “an applicant states that use of [a] mark is by a related company which is a whollyowned subsidiary of applicant, and there is no information in the application which is inconsistent with such a claim, the
applicant's claim of ownership of the mark can be accepted as correct by the Examining Attorney” regardless of whether
the applicant is an individual, corporation or some other entity. Id. at 488 and n.2. The Board limited this holding to
the ex parte prosecution context, and as such, Applicant argues that In re Hand is not applicable here. This argument is
unpersuasive. In re Hand is limited to ex parte prosecution to the extent that an individual applicant's claim of ownership
can be accepted as true if there is no information in the application inconsistent with such a claim. The proposition that
use of a mark by a corporation inures to the benefit of an individual where the facts demonstrate that the individual and
the corporation “equitably constitute a single entity” applies equally in ex parte and inter partes cases.
Opposer attached to her declaration a Fictitious Business Name Statement and three Schedule K-1 tax forms. 31
TTABVUE 26-27, 32-33 and 41-44. Applicant objects to these documents on the ground that Applicant requested such
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documents, but Opposer did not produce them, and because the documents are incomplete and unsigned. 40 TTABVUE
14-15 and 19. We need not address Applicant's evidentiary objections because Opposer's uncontradicted declaration is
sufficient, on its own, to establish the absence of any genuine dispute of material fact regarding her sole ownership of
Poppy's Pantry.
2017 WL 3102597 (Trademark Tr. & App. Bd.)
End of Document
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2015 WL 12862708
Only the Westlaw citation is currently available.
United States District Court, C.D. California.

Plaintiff avers that Mr. Perner then assigned the trademark
to Plaintiff. (FAC ¶ 14.) According to the FAC, Plaintiff
has “extensively” used the trademark ULIFT® “as a source
indicator” for its pre-workout powders since at least May 1,
2013. (FAC ¶ 12.) The FAC further claims:

LIFTAG SPORT, LLC
v.
NUTREX RESEARCH, INC.

Prior to the trademark-in-suit being
registered, Perner had total control
over the nature and quality of the
goods rendered under the mark, and
used the mark himself and on behalf of
Liftag, and was the alter ego of Liftag.
Use of the mark by Liftag inured to the
benefit of Perner until all rights were
assigned to Liftag.

Case No. CV 15–07354–BRO (AFMx)
|
Filed 12/29/2015
Attorneys and Law Firms
Attorneys Present for Plaintiffs: Not Present
Attorneys Present for Defendants: Not Present
(FAC ¶ 15.)
Proceedings: (IN CHAMBERS)
BEVERLY REID O’CONNELL, United States District Judge
ORDER DENYING DEFENDANT’S
MOTION TO DISMISS PLAINTIFF’S
FIRST AMENDED COMPLAINT [21]
I. INTRODUCTION
*1 Pending before the Court is Defendant Nutrex Research,
Inc.’s Motion to Dismiss Plaintiff Lifted Sport, LLC’s
First Amended Complaint (“FAC”). (Dkt. No. 21.) After
considering the papers filed in support of and in opposition to
the instant Motion, the Court deems this matter appropriate
for resolution without oral argument of counsel. See Fed. R.
Civ. P. 78; C.D. Cal. L.R. 7–15. For the reasons discussed
below, the Court DENIES Defendant’s Motion.
II. FACTUAL AND PROCEDURAL BACKGROUND
Plaintiff, a small Los Angeles-based company, sells preworkout powder under the mark ULIFT®. (FAC ¶¶ 11, 12.)
On March 12, 2013, Plaintiff’s principal, Markus Perner (“Mr.
Perner” or “Perner”), filed a federal trademark application
with the United States Patent and Trademark Office
(“USPTO”) for goods including “nutritional supplements in
the form of powder.” (FAC ¶ 14.) Over two years later,
on September 8, 2015, the USPTO issued a Registration
Certificate, Registration No. 4,809,073. (FAC ¶ 14; see also
Decl. of Michael A. Trauben (“Trauben Decl.”) ¶ 4, Ex. A.)

Plaintiff claims that Defendant’s use of the mark OUTLIFT®
on Defendant’s pre-workout powder product has resulted
in actual confusion between Plaintiff’s and Defendant’s
products. (FAC ¶ 17.) Plaintiff’s FAC provides pictures of the
products, side-by-side:

(FAC ¶¶ 17, 18.) Plaintiff maintains that it “is losing
substantial sales, including an inability to sell its ULIFT®
pre-workout powder product given the OUTLIFT® preworkout powder product in the similar package already on
sale.” (FAC ¶ 19.) Moreover, Plaintiff alleges that “Plaintiff
has been accused of having knocked off Defendant’s
product.” (Id.)
Plaintiff filed its original Complaint with this Court
on September 18, 2015, alleging Federal Trademark
Infringement and violation of California’s Unfair
Competition Law. (Dkt. No. 1.) Defendant subsequently filed
a Motion to Dismiss Plaintiff’s original Complaint on October
28, 2015. (Dkt. No. 17.) The Court vacated the hearing
because Plaintiff filed a FAC pursuant to Federal Rule of Civil
Procedure 15(1)(B) (Amending as a Matter of Course). (Dkt.
No. 20.) Plaintiff’s FAC included additional causes of action
for false designation of origin under
15 U.S.C. § 1125(a),
and common law trademark infringement. (FAC ¶¶ 30–41.)
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Defendant filed the instant Motion to Dismiss Plaintiff’s
FAC on November 30, 2015. (Dkt. No. 21.) Plaintiff timely
opposed Defendant’s Motion on December 14, 2015, (Dkt.
No. 22), and Defendant timely replied on December 21, 2015,
(Dkt. No. 23).
III. REQUEST FOR JUDICIAL NOTICE
*2 When considering a motion to dismiss, a court typically
does not look beyond the complaint in order to avoid
converting a motion to dismiss into a motion for summary
judgment. See Mack v. S. Bay Beer Distribs., Inc., 798 F.2d
1279, 1282 (9th Cir. 1986), overruled on other grounds by
Astoria Fed. Sav. & Loan Ass’n v. Solimino, 501 U.S. 104
(1991). Notwithstanding this precept, a court may properly
take judicial notice of (1) material which is included as part of
the complaint or relied upon by the complaint, and, (2) matters
in the public record. See

Marder v. Lopez, 450 F.3d 445,

Lee v. City of Los Angeles, 250 F.3d
448 (9th Cir. 2006);
668, 688–89 (9th Cir. 2001).
A court also may take judicial notice pursuant to Federal
Rule of Evidence 201(b). Under the rule, a judicially noticed
fact must be one that is “not subject to reasonable dispute
because it: (1) is generally known within the trial court’s
territorial jurisdiction; or (2) can be accurately and readily
determined from sources whose accuracy cannot reasonably
be questioned.” Fed. R. Evid. 201(b). A court “must take
judicial notice if a party requests it and the court is supplied
with the necessary information.” See Fed. R. Evid. 201(c)(2);
In re Icenhower, 755 F.3d 1130, 1142 (9th Cir. 2014).
Defendant requests—in a footnote—that the Court take
judicial notice of Exhibits A and B to the Trauben Declaration
filed in support of its Motion to Dismiss Plaintiff’s
FAC. (Mot. at 6 n.3; see also Dkt. No. 21–1 (Trauben
Decl.).) Exhibit A to the Trauben Declaration is a copy of
U.S. Trademark Registration No. 4,809,073—the ULIFT®
Registration Certificate. (Trauben Decl. ¶ 4, Ex. A.) Exhibit
B is a copy of U.S. Trademark Registration No. 4,646,744—
the OUTLIFT® Registration Certificate. (Trauben Decl. ¶ 5,
Ex. B.) Plaintiff refers to the ULIFT® Registration Certificate
in its FAC, (see FAC ¶ 14), and both documents are matters
of public record because they are filed with the USPTO and
Lee,
available to the public on the USPTO’s website. See
250 F.3d at 689. As such, the Court takes judicial notice of
Exhibits A and B to the Trauben Declaration.

Moreover, the Court sua sponte takes judicial notice
of the Statement of Use filed in connection with U.S.
Registration No. 4,809,073 (the ULIFT® Registration) on
July 27, 2015, as it is a matter of public record and
is not subject to reasonable dispute. See Fed. R. Evid.
201(c)(1) (“The court ... may take judicial notice on
its own ....”); Trademark Status & Document Retrieval
(TSDR), Statement of Use for U.S. Registration No.
4,809,073 (July 27, 2015) (hereinafter, “ULIFT® Statement
of Use”), available at http://tsdr.uspto.gov/documentviewer?
caseId=sn85983715&docId=SOU215073111454 9; see also
Pollution Denim & Co. v. Pollution Clothing Co., 547 F. Supp.
2d 1132, 1135–36 nn. 11–13, 15–16 (C.D. Cal. 2007) (taking
judicial notice of facts from online records maintained by the
United States Patent and Trademark Office).
IV. LEGAL STANDARD
Under Rule 8(a), a complaint must contain a “short and plain
statement of the claim showing that the [plaintiff] is entitled
to relief.” Fed. R. Civ. P. 8(a). If a complaint fails to do this,
the defendant may move to dismiss it under Rule 12(b)(6).
Fed. R. Civ. P. 12(b)(6). “To survive a motion to dismiss, a
complaint must contain sufficient factual matter, accepted as
true, to ‘state a claim to relief that is plausible on its face.’
”

Ashcroft v. Iqbal, 556 U.S. 662, 678 (2009) (quoting

Bell Atl. Corp. v. Twombly, 550 U.S. 544, 570 (2007)). A
claim is plausible on its face “when the plaintiff pleads factual
content that allows the court to draw the reasonable inference
that the defendant is liable for the misconduct alleged.” Id.
“Factual allegations must be enough to raise a right to relief
Twombly, 550 U.S. at 555.
above the speculative level.”
Thus, there must be “more than a sheer possibility that a
defendant has acted unlawfully.”
Iqbal, 556 U.S. at 678.
“Where a complaint pleads facts that are ‘merely consistent
with’ a defendant’s liability, it ‘stops short of the line between
possibility and plausibility’ ” that the plaintiff is entitled to
relief. Id.
*3 Where a district court grants a motion to dismiss,
it should provide leave to amend unless it is clear that
the complaint could not be saved by any amendment.
Manzarek v. St. Paul Fire & Marine Ins. Co., 519 F.3d
1025, 1031 (9th Cir. 2008) (“Dismissal without leave to
amend is improper unless it is clear, upon de novo review, that
the complaint could not be saved by any amendment.”). Leave

© 2020 Thomson Reuters. No claim to original U.S. Government Works.

2

Liftag Sport, LLC v. Nutrex Research, Inc., Not Reported in Fed. Supp. (2015)

to amend, however, “is properly denied ... if amendment
Carrico v. City & Cty. of San Francisco,
would be futile.”
656 F.3d 1002, 1008 (9th Cir. 2011).
V. DISCUSSION
As discussed above, Plaintiff’s FAC alleges four causes
of action: (1) federal trademark infringement under

15

U.S.C. § 1114(1); (2) false designation of origin under
15
U.S.C. § 1125(a); (3) common law trademark infringement;
and, (4) violation of California’s Unfair Competition Law,
California Business & Professions Code section 17200 et
seq. (FAC ¶¶ 20–46.)
To prove a claim of trademark infringement, a plaintiff must
show: (1) that it has a valid, protectable trademark; and,
(2) that the defendant’s use of the mark is likely to cause
confusion.

The Lanham Act defines a “related company” as “any person
whose use of a mark is controlled by the owner of the mark
with respect to the nature and quality of the goods or services
on or in connection with which the mark is used.” 15 U.S.C.
§ 1127. Section 5 of the Lanham Act explains:

Applied Info. Scis. Corp. v. eBay, Inc., 511 F.3d

966, 969 (9th Cir. 2007) (citing
Brookfield Commc’ns,
Inc. v. W. Coast Entm’t Corp., 174 F.3d 1036, 1053 (9th Cir.
1999)).
The Parties dispute the validity of the federal trademark
registration. Defendant argues that “[t]he registration for the
asserted ULIFT® mark is ... void ab initio because Mr. Perner
was never the owner of the mark.” (Mot. at 5.) Defendant
further contends that without a valid federal registration,
Plaintiff’s remaining causes of action (Counts II through IV)
also fail. (Mot. at 6.) Plaintiff responds that Mr. Perner had
“total control over the licensee and the quality of the goods”
and thus “as the licensor was the owner of the mark, until it
was assigned to Liftag.” (Opp’n at 4.) “One must be the owner
of a mark before it can be registered.” Holiday Inn v. Holiday
Inns, Inc., 534 F.2d 312, 319 n.6 (C.C.P.A. 1976). To conclude
whether Plaintiff states a claim under
15 U.S.C. § 1114(1)
for Infringement of a Federally Registered Trademark, the
Court must thus determine whether the FAC properly alleges
that Mr. Perner owned the UPLIFT mark.
A. Plaintiff Properly Asserts the Existence of a Valid
Federal Trademark Registration for the ULIFT®
Mark
“It is fundamental that ownership of a mark is acquired
by use, not by registration.” Holiday Inn, 534 F.2d at 319
n.6; see

1217, 1219 (9th Cir. 1996) (“It is axiomatic in trademark
law that the standard test of ownership is priority of use. To
acquire ownership of a trademark it is not enough to have
invented the mark first or even to have registered it first;
the party claiming ownership must have been the first to
actually use the mark in the sale of goods or services.”).
Plaintiff’s FAC alleges that Mr. Perner is the proper trademark
applicant. Plaintiff theorizes that Mr. Perner owned the mark
because Mr. Perner’s related company—Plaintiff—used the
mark under Mr. Perner’s “total control,” and such “[u]se of
the mark by [Plaintiff] inured to the benefit of Perner.” (FAC
¶ 15.)

Sengoku Works Ltd. v. RMC Int’l, Ltd., 96 F.3d

*4 Where a registered mark or a
mark sought to be registered is or
may be used legitimately by related
companies, such use shall inure to the
benefit of the registrant or applicant
for registration, and such use shall not
affect the validity of such mark or of
its registration, provided such mark is
not used in such manner as to deceive
the public. If first use of a mark by a
person is controlled by the registrant or
applicant for registration of the mark
with respect to the nature and quality
of the goods or services, such first
use shall inure to the benefit of the
registrant or applicant, as the case may
be.

15 U.S.C. § 1055. 1 The Ninth Circuit has recognized the
“related companies doctrine” and explained that the doctrine
“requires a showing of a substantial relationship between” the
entities. Secular Organizations for Sobriety, Inc. v. Ulrich,
213 F.3d 1125, 1131 (9th Cir. 2000). In fact, “[i]f the mark
is not being used by the applicant but is being used by one
or more related companies whose use inures to the benefit of
the applicant under § 5 of the Act, then these facts must be
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disclosed in the application.” Trademark Man. of Exam. Proc.
1201.03(a) (5th ed. 2007) (citing 37 C.F.R. § 2.38(b)). 2
The Statement of Use filed with the United States Patent
and Trademark Office in connection with Registration No.
4,809,073 (the ULIFT® Mark Registration) indicates:

The mark was first used by the
applicant, or the applicant’s related
company, licensee, or predecessor in
interest at least as early as 08/15/2014,
and first used in commerce at least as
early as 08/15/2014, and is now in use
in such commerce. The applicant is
submitting one specimen for the class
showing the mark as used in commerce
on or in connection with any item in
the class, consisting of a(n) web page
showing the mark in use.

ULIFT® Statement of Use. Mr. Perner attached a one-page
screen shot of a web page which refers to the related company,
“Liftag Sport,” on at least three occasions, including reference
to “Liftag Sport ULIFT®” and a prominent “Liftag Sport”
logo. The Court finds that Plaintiff’s FAC, as well as
the judicially-noticed documents, sufficiently allege the
existence of a valid federal trademark registration.
Defendant cites three cases to suggest that Plaintiff’s federal
registration is invalid in this case. (Mot. at 4–5.) These cases
are inapplicable to the instant case, however, particularly
at the pleading stage. In Paul Audio, Inc. v. Baoning
Zhou, the Trademark Trial and Appeal Board (“TTAB”
or “Board”) held that the individual and the company
were “distinctly different entities.” 2011 TTAB LEXIS 386,
at *34 (Trademark Tr. & App. Bd. Dec. 7, 2011). But
the facts alleged in the FAC suggest that Mr. Perner,
Plaintiff’s principal, and Plaintiff are related, not “distinctly
different.” (FAC ¶¶ 14, 15.) Moreover, the record before
the Board in Paul Audio “include[d] the pleadings and the
registration file for [the] mark” as well as testimony and
evidence. 2011 TTAB LEXIS 386, at *3. (See also Reply at 5
(referencing “the evidence before the Board in Paul Audio”).)
*5 Similarly, in American Forests v. Sanders, the Board
had the benefit of testimony and evidence to determine

54 U.S.P.Q.2d 1860
the trademark applicant’s intent.
(Trademark Tr. & App. Bd. Sept. 23, 1999), aff’d, 232 F.3d
907 (Fed. Cir. 2000). Relying on the evidence before it, the
Board held “if it is a corporation or partnership which has the
bona fide intention to use a particular mark, and yet the intentto-use application is filed in the name of an individual, the
said application will be deemed to be void ab initio.”
at 1862.

Id.

Finally, in Huang v. Tzu Wei Chen Food Co. Ltd., the Federal
Circuit acknowledged the “unusual circumstances of [the]
849 F.2d 1458, 1460 (Fed. Cir.
case” before the court.
1988). An individual filed an application for registration
of a trademark; before applying, however, he had applied
for incorporation.
Id. at 1459. In accordance with the
terms of incorporation, ownership of the trademark would
pass to the newly-formed corporation. Id. The application
for incorporation was granted two days before the individual
filed his application for registration of the trademark. Id. The
Federal Circuit thus affirmed the Board’s holding that the
individual did not own the mark at the time he applied to
register the mark.

Id. at 1460.

None of the three cases, Paul Audio, American Forests, or
Huang, discuss the related companies doctrine that Plaintiff
asserts—and the Court finds—is applicable to the facts
alleged here. Unlike Paul Audio and American Forests,
the Court does not have evidence and testimony before it
(beyond the judicially-noticed documents and an attorney
declaration). At the motion to dismiss stage the Court must
accept Plaintiff’s factual allegations as true, and make all
reasonable inferences in Plaintiff’s favor.
at 678.

Iqbal, 556 U.S.

Taking into account Plaintiff’s factual allegations in the FAC,
along with the judicially-noticed documents, the Court finds
that Plaintiff sufficiently pleads a claim under
15 U.S.C.
§ 1114(1). Plaintiff adequately alleges that it has a valid,
protectable trademark, (FAC ¶¶ 14, 15; see also Trauben Decl.
¶ 4, Ex. A), and that Defendant’s use of the mark is likely
to cause confusion, (FAC ¶¶ 17, 18 (including side-by-side
photographs of the products)).
B. Defendant’s Argument Fails in Regard to Plaintiff’s
Three Additional Causes of Action for the Same
Reason
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As discussed above, Defendant claims that without a
valid federal registration, Plaintiff’s remaining causes of

650 F. Supp. 1166, 1173 (C.D. Cal. 1986) (“The tests for
infringement of a federally registered mark under § 32(1),

15 U.S.C. § 1125, common law trademark
action under
infringement, and California’s UCL also fail. (Mot. at 6.)
Because the Court finds that Plaintiff adequately alleges
a valid federal registration here, Defendant’s argument

15 U.S.C. § 1114(1), infringement of a common law

regarding Counts II through IV fails. See
S. Cal. Darts
Ass’n v. Zaffina, 762 F.3d 921, 926 (9th Cir. 2014) (discussing
15 U.S.C. § 1125 protects against infringement of
that
unregistered marks as well as registered marks (quoting
Brookfield Commc’ns, 174 F.3d at 1046 n.8)); Kythera
Biopharmaceuticals, Inc. v. Lithera, Inc., 998 F. Supp. 2d
890, 897 (C.D. Cal. 2014) (“A claim for false designation
15 U.S.C. § 1125 requires proof of the
of origin under
same elements as a claim for trademark infringement under
15 U.S.C. § 1114.” (citing
174 F.3d at 1046 n.6));

Brookfield Commc’ns, Inc.,

trademark, unfair competition under § 43(a),
15 U.S.C.
§ 1125(a), and common law unfair competition involving
trademarks are the same.”).
VI. CONCLUSION
*6 For the foregoing reasons, the Court DENIES
Defendant’s Motion to Dismiss Plaintiff’s FAC. 3 The
hearing set for January 4, 2016 is VACATED.
IT IS SO ORDERED.
All Citations
Not Reported in Fed. Supp., 2015 WL 12862708

Grey v. Campbell Soup Co.,

Footnotes
1

2

3

Defendant argues that Plaintiff’s reliance on this provision is “misplaced” because
§ 1055 “makes sense
in the types of contexts in which it usually arises, including a manufacturer seeking to own trademark rights
in a product first sold by its distributor or a franchisor seeking to own rights in a mark first used by its
franchisee.” (Reply at 7.) Defendant cites to no authority to support this argument, and the Court finds no
reason to conclude that
§ 1055 does not apply here.
Defendant also argues that Plaintiff insufficiently pleads an “alter ego” theory of trademark rights. (Mot. at
2–4; Reply at 3.) Because the Court finds that an alter ego relationship is not required under the related
companies doctrine, the Court declines to address this argument.
As stated in Plaintiff’s Opposition, “Plaintiff also requests that the attached [Proposed] Second–Amended
Complaint be entered to more clearly state the underlying facts that Perner adopted the mark and licensed it
to Liftag.” (Opp’n at 5–6.) Because the Court denies Defendant’s Motion to Dismiss Plaintiff’s FAC, the Court
DENIES Plaintiff’s request as MOOT.

End of Document
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