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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party has filed a petition to cancel the registration indicated below.

Petitioner Information

Name Tiff's Treats Holdings, Inc.
Entity Corporation Citizenship Texas
Address 8310-1 N. Capital of Texas Hwy, Ste. 110

Austin, TX 78731
UNITED STATES

Attorney informa- | Alicia Morris Groos

tion Norton Rose Fulbright US LLP

98 San Jancinto Blvd., Suite 1100

Austin, TX 78701

UNITED STATES

aoipdocket@nortonrosefulbright.com, alicia.groos@nortonrosefulbright.com,
stephanie.schmidt@nortonrosefulbright.com, sta-
cey.rearick@nortonrosefulbright.com

512-536-3091

Registration Subject to Cancellation

Registration No. 5425530 | Registration date | 03/13/2018

Registrant Warm Cookie Company

1720 S Pea Ridge Rd.

Temple, TX 76502

UNITED STATES

Email: Warmcookiecompany@gmail.com

Goods/Services Subject to Cancellation

Class 030. First Use: 2017/02/16 First Use In Commerce: 2017/02/27
All goods and services in the class are subject to cancellation, namely: Warm freshly baked cookies

Grounds for Cancellation

Priority and likelihood of confusion Trademark Act Sections 14(1) and 2(d)
Deceptiveness Trademark Act Sections 14(3) and 2(a)

Marks Cited by Petitioner as Basis for Cancellation

U.S. Registration | 5351251 Application Date 03/17/2016
No.

Registration Date | 12/05/2017 Foreign Priority NONE



http://estta.uspto.gov

Date

Word Mark

#WARMCOOKIEMOMENT

Design Mark

#warmcookiemoment

Description of
Mark

NONE

Goods/Services

Class 030. First use: First Use: 2017/04/18 First Use In Commerce: 2017/04/18
Bakery goods, bakery desserts

Class 039. First use: First Use: 2017/04/18 First Use In Commerce: 2017/04/18
Restaurant delivery services

U.S. Registration | 5382771 Application Date 07/27/2017

No.

Registration Date | 01/16/2018 Foreign Priority NONE
Date

Word Mark BAKED TO ORDER. DELIVERED WARM.

Design Mark

BAKED TO ORDER. DELIVERED
WARM.

Description of
Mark

NONE

Goods/Services

Class 030. First use: First Use: 2003/00/00 First Use In Commerce: 2003/00/00
Bakery goods; bakery desserts

Class 039. First use: First Use: 2003/00/00 First Use In Commerce: 2003/00/00
Delivery of food, namely, bakery goods,bakery desserts

Attachments 86943638#TMSN.png( bytes )

87545036#TMSN.png( bytes )

TIFF.TO0O89US.CA_Petition for Cancellation_5425530.pdf(71870 bytes )
Signature /Alicia Morris Groos/
Name Alicia Morris Groos

Date

06/13/2019




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Registration No: 5,425,530
By Warm Cookie Company for the Mark: WARM COOKIE COMPANY
Registered: March 13, 2018
Tiff’s Treats Company,
Petitioner,
V. Cancellation No.

Warm Cookie Company,

Respondent.

NoclivecliVecliVecliVecliVecliive cliive cliV o iV cliv el

PETITION FOR CANCELLATION

Petitioner, Tiff’s Treats Holdings, Inc., a Texas corporation having its principal place of
business at 8310-1 N. Capital of Texas Hwy, Ste. 110, Austin, TX 78731 (“Tiff’s Treats” or
“Petitioner”) believes that it is being and will continue to be damaged by U.S. Trademark Registration
No. 5,425,530 (the “Registration”) and hereby petitions for cancellation of the same under the

provisions of 15 U.S.C. § 1064.

As grounds for this cancellation, Petitioner asserts that:

1. Tiff’s Treats is the owner of the #WARMCOOKIEMOMENT trademark
(“4WARMCOOKIEMOMENT Mark”) for bakery goods and restaurant delivery services. Tiff’s
Treats has used the mark in its advertisements since at least as early as November 21, 2015.

2. In addition to its common law rights, Tiff’s Treats owns U.S. Registration No.

5,351,251 for the #WARMCOOKIEMOMENT Mark for “Bakery goods, bakery desserts” in
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International Class 30 and “Restaurant delivery services” in International Class 39. Tiff’s Treats
applied to register the #W ARMCOOKIEMOMENT Mark on March 16, 2016. A copy of the status
printout from TSDR for this registration is attached as Exhibit 1.

3. The #WARMCOOKIEMOMENT Mark is inherently distinctive.

4. As a result of Tiff’s Treats’ extensive use and promotion of the
#WARMCOOKIEMOMENT mark, the #WARMCOOKIEMOMENT Mark has become
distinctive to designate Tiff’s Treats, to distinguish Tiff’s Treats and its products from the products
of other businesses, and to distinguish the source or origin of Tiff’s Treats’ products. As a result
of Tiff’s Treats’ efforts, the consuming public throughout the United States widely recognizes and
associates the #WARMCOOKIEMOMENT Mark with Tiff’s Treats and its products.

5. Tiff’s Treats pioneered the concept of a business centered on cookies baked to order
and delivered warm. Tiff’s Treats also owns U.S. Reg. No. 5,382,771 for BAKED TO ORDER.
DELIVERED WARM, and has used the mark extensively since 2003. Copies of the status
printouts from TSDR for these registrations are attached as Exhibit 2. Its longstanding use of the
BAKED TO ORDER. DELIVERED WARM Mark and the #WARMCOOKIEMOMENT Mark
reinforce the association between Tiff’s Treats and the delivery of warm cookies.

6. On Oct. 06, 2017, Warm Cookie Company (“Respondent”) filed U.S. Trademark
Application Serial No. 87/636,022 which matured into U.S. Registration No. 5,425,530 for the
mark WARM COOKIE COMPANY (“Respondent’s Mark™) registered in International Class 30
for “Warm freshly baked cookies” (“Respondent’s Goods™) on the Supplemental Register.

7. Under its #WARMCOOKIEMOMENT Mark, Tiff’s Treats sells goods that are

complementary, competing and related to the goods identified as Respondent’s Goods.
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8. Respondent’s Mark so resembles the #WARMCOOKIEMOMENT Mark as to be
likely, when used on or in connection with Respondent’s Goods, to cause confusion, or to cause
mistake, or to deceive. Specifically, Purchasers and prospective purchasers are likely to mistakenly
believe that the goods offered under Respondent’s Mark are sponsored, endorsed, or approved by
Tiff’s Treats, or are in some way affiliated, connected, or associated with Tiff’s Treats. Generally,
consumers who encounter the WARM COOKIE COMPANY mark that is the subject of this action
are likely to think of Tiff’s Treats as the pioneer and leader in the industry rather than Respondent.

9. The continued existence of Respondent’s Mark on the register will harm Tiff’s
Treats. Respondent’s Mark has been cited in a final refusal against Tiff’s Treat’s Application to
register the mark THE ORIGINAL WARM COOKIE DELIVERY (U.S. Ser. No. 87/502,395).
Tiff’s Treats has been and will continue to be damaged by registration of Respondent’s Mark,
because the Registration provides Respondent with certain statutory presumptions and such
Registration is a source of damage to Tiff’s Treats based on Tiff’s Treats’ extensive use and
promotion of the #WARMCOOKIEMOMENT Mark and its goodwill in that mark as described
above.

WHEREFORE, Tiff’s Treats believes that it is being, and will continue to be, damaged by
the continuing existence of Respondent’s Registration.

WHEREFORE, pursuant to 15 U.S.C. §§ 1052(d), 1064, and 1125, Petitioner requests that
U.S. Registration No. 5,428,458 be cancelled, and that this Petition for Cancellation be sustained.

The filing fee in the amount of $400.00 required by 37 C.F.R. § 2.6(a)(16) is being paid
electronically via credit card with this Petition to Cancel. The Commissioner is authorized to draw

on the deposit account of Norton Rose Fulbright US LLP Account No. 50-
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1212/1001072760/AMG, in the event that anything prevents the successful completion of

electronic payment of the filing fee.

Date: June 13, 2019 Respectfully submitted,

/s/ Christopher M. Weimer

Christopher M. Weimer
Alicia Morris Groos
NORTON ROSE FULBRIGHT US LLP

98 San Jacinto Blvd, Suite 1100
Austin, TX 78701-4255
Telephone: (512) 536-3091
Facsimile: (512) 536-4598

ATTORNEYS FOR PETITIONERS
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EXHIBIT “A”



Generated on:
Mark:

US Serial Number:

US Registration
Number:

Filed as TEAS RF:
Register:

Mark Type:
Status:

Status Date:

Publication Date:

This page was generated by TSDR on 2019-06-13 13:47:16 EDT
#WARMCOOKIEMOMENT

#warmcookiemoment

86943638 Application Filing Mar. 17,2016
Date:

5351251 Registration Date: Dec. 05, 2017

Yes Currently TEAS RF: Yes

Principal

Trademark, Service Mark
Registered. The registration date is used to determine when post-registration maintenance documents are due.
Dec. 05, 2017

Aug. 08, 2017 Notice of Oct. 03, 2017

Allowance Date:

Mark Information

Mark Literal
Elements:

Standard Character
Claim:

Mark Drawing
Type:

#WARMCOOKIEMOMENT

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

4 - STANDARD CHARACTER MARK

Goods and Services

Note:

The following symbols indicate that the registrant/owner has amended the goods/services:
e Brackets [..] indicate deleted goods/services;
e Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
e Asterisks *..* identify additional (new) wording in the goods/services.

For: Bakery goods, bakery desserts
International 030 - Primary Class U.S Class(es): 046
Class(es):
Class Status: ACTIVE
Basis: 1(a)
First Use: Apr. 18,2017 Use in Commerce: Apr. 18,2017
For: Restaurant delivery services
International 039 - Primary Class U.S Class(es): 100, 105
Class(es):
Class Status: ACTIVE
Basis: 1(a)
First Use: Apr. 18,2017 Use in Commerce: Apr. 18, 2017
Basis Information (Case Level)
Filed Use: Yes Currently Use: Yes Amended Use: No
Filed ITU: No Currently ITU: No Amended ITU: Yes
Filed 44D: No Currently 44D: No Amended 44D: No
Filed 44E: No Currently 44E: No Amended 44E: No
Filed 66A: No Currently 66A: No
Filed No Basis: No Currently No Basis: No



Current Owner(s) Information

Owner Name: Tiff's Treats Holdings, Inc.
Owner Address: 8310-1 N. Capital of Texas Hwy, Ste. 110

Austin, TEXAS 78731
UNITED STATES

Legal Entity Type: CORPORATION State or Country TEXAS

Where Organized:

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Alicia Morris Groos Docket Number: TIFF.TO037US
Attorney Primary alicia.groos@nortonrosefulbright.com Attorney Email Yes
Email Address: Authorized:
Correspondent

Correspondent ALICIA MORRIS GROOS
Name/Address: NORTON ROSE FULBRIGHT US LLP

98 SAN JANCINTO BLVD. SUITE 1100
AUSTIN, TEXAS 78701
UNITED STATES

Phone: 512-536-3091

Correspondent e- aoipdocket@nortonrosefulbright.com alicia.groos Correspondent e- Yes

mail: @nortonrosefulbright.com stacey.rearick@nortonr mail Authorized:

osefulbright.com
Domestic Representative - Not Found

Prosecution History

Date

Oct. 31, 2018
Dec. 05, 2017
Nov. 27, 2017
Nov. 27, 2017
Oct. 28, 2017
Oct. 27, 2017
Oct. 19, 2017
Oct. 18, 2017
Oct. 10, 2017
Oct. 18, 2017
Oct. 10, 2017
Oct. 18, 2017
Oct. 10, 2017
Oct. 10, 2017
Oct. 03, 2017
Aug. 08, 2017
Aug. 08, 2017
Jul. 19, 2017

Jul. 06, 2017

Jun. 26, 2017
Jun. 13, 2017
Jun. 13, 2017
Jun. 08, 2017
May 15, 2017
Dec. 29, 2016
Dec. 29, 2016
Dec. 29, 2016

Description

ASSIGNMENT OF OWNERSHIP NOT UPDATED AUTOMATICALLY
REGISTERED-PRINCIPAL REGISTER
APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED
TEAS CHANGE OF OWNER ADDRESS RECEIVED

NOTICE OF ACCEPTANCE OF STATEMENT OF USE E-MAILED
ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED
STATEMENT OF USE PROCESSING COMPLETE

USE AMENDMENT FILED

EXTENSION 1 GRANTED

EXTENSION 1 FILED

CASE ASSIGNED TO INTENT TO USE PARALEGAL

TEAS EXTENSION RECEIVED

TEAS STATEMENT OF USE RECEIVED

NOA E-MAILED - SOU REQUIRED FROM APPLICANT
OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED
PUBLISHED FOR OPPOSITION

NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

LAW OFFICE PUBLICATION REVIEW COMPLETED
APPROVED FOR PUB - PRINCIPAL REGISTER

TEAS/EMAIL CORRESPONDENCE ENTERED
CORRESPONDENCE RECEIVED IN LAW OFFICE

ASSIGNED TO LIE

TEAS REQUEST FOR RECONSIDERATION RECEIVED
NOTIFICATION OF FINAL REFUSAL EMAILED

FINAL REFUSAL E-MAILED

FINAL REFUSAL WRITTEN

Proceeding
Number

88888

71906
71906
71906
71906
71906

66121
66121

66121
66121

74887



Dec. 09, 2016 TEAS/EMAIL CORRESPONDENCE ENTERED

Dec. 09, 2016 CORRESPONDENCE RECEIVED IN LAW OFFICE

Dec. 09, 2016 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Jul. 18, 2016 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED
Jul. 18, 2016 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Jun. 09, 2016 NOTIFICATION OF NON-FINAL ACTION E-MAILED

Jun. 09, 2016 NON-FINAL ACTION E-MAILED
Jun. 09, 2016 NON-FINAL ACTION WRITTEN

Jun. 08, 2016 ASSIGNED TO EXAMINER

Mar. 23, 2016 NOTICE OF PSEUDO MARK E-MAILED

Mar. 22, 2016 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Mar. 21, 2016 NEW APPLICATION ENTERED IN TRAM

88889
88889

88888

6325
6325
74887
74887

TM Staff and Location Information

Current Location:

PUBLICATION AND ISSUE SECTION

TM Staff Information - None
File Location
Date in Location: Oct. 27, 2017

Assignment Abstract Of Title Information

Summary

Total Assignments:

Registrant: Tiff's Treats Holdings, Inc.

Assignment 1 of 1

Conveyance:
Reel/Frame:
Date Recorded:

Supporting
Documents:

Name:

Legal Entity Type:

Name:

Legal Entity Type:

Address:

Correspondent
Name:

Correspondent
Address:

NOTICE OF PLEDGE OF COPYRIGHTS, PATENTS, TRADEMARKS AND APPLICATIONS FOR SAME

6466/0478
Sep. 17, 2018

assignment-tm-6466-0478.pdf

TIFF'S TREATS HOLDINGS, INC.

CORPORATION

PIONEER BANK, SSB

TEXAS SAVINGS BANK

623 W. 38TH STREET
SUITE 100

AUSTIN, TEXAS 78705

COTI HEUSMANN

303 COLORADO
SUITE 2300
AUSTIN, TX 78701

Pages: 31

Assignor
Execution Date: Sep. 13,2018

State or Country TEXAS
Where Organized:

Assignee

State or Country TEXAS
Where Organized:

Correspondent

Domestic Representative - Not Found



EXHIBIT “B”



Generated on:
Mark:

US Serial Number:

US Registration
Number:

Filed as TEAS RF:
Register:
Mark Type:

Amended to
Principal Register:

Status:

Status Date:

This page was generated by TSDR on 2019-06-13 13:47:58 EDT
BAKED TO ORDER. DELIVERED WARM.

BAKED TO ORDER. DELIVEREL
WARM.

87545036 Application Filing Jul. 27,2017
Date:

5382771 Registration Date: Jan. 16, 2018

Yes Currently TEAS RF: Yes

Supplemental
Trademark, Service Mark

No Date Amended to Nov. 27, 2017
Current Register:

Registered. The registration date is used to determine when post-registration maintenance documents are due.

Jan. 16, 2018

Mark Information

Mark Literal
Elements:

Standard Character
Claim:

Mark Drawing
Type:

BAKED TO ORDER. DELIVERED WARM.

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

4 - STANDARD CHARACTER MARK

Goods and Services

Note:

The following symbols indicate that the registrant/owner has amended the goods/services:
e Brackets [..] indicate deleted goods/services;
e Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
e Asterisks *..* identify additional (new) wording in the goods/services.

For: Bakery goods; bakery desserts
International 030 - Primary Class U.S Class(es): 046
Class(es):
Class Status: ACTIVE
Basis: 1(a)
First Use: 2003 Use in Commerce: 2003
For: Delivery of food, namely, bakery goods, bakery desserts
International 039 - Primary Class U.S Class(es): 100, 105
Class(es):
Class Status: ACTIVE
Basis: 1(a)
First Use: 2003 Use in Commerce: 2003
Basis Information (Case Level)
Filed Use: Yes Currently Use: Yes Amended Use: No
Filed ITU: No Currently ITU: No Amended ITU: No
Filed 44D: No Currently 44D: No Amended 44D: No
Filed 44E: No Currently 44E: No Amended 44E: No
Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No



Current Owner(s) Information

Owner Name: Tiff's Treats Holdings, Inc.

Owner Address: 8310-1 N. Capital of Texas Hwy, Ste. 110

Austin, TEXAS 78731
UNITED STATES

Legal Entity Type: CORPORATION State or Country TEXAS

Where Organized:

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Alicia Morris Groos Docket Number: 11705583
Attorney Primary alicia.groos@nortonrosefulbright.com Attorney Email Yes
Email Address: Authorized:
Correspondent

Correspondent ALICIA MORRIS GROOS
Name/Address: NORTON ROSE FULBRIGHT US LLP

98 SAN JACINTO BLVD., SUITE 1100
AUSTIN, TEXAS 78701
UNITED STATES

Phone: 512-536-3091

Correspondent e- aoipdocket@nortonrosefulbright.com alicia.groos Correspondent e- Yes
mail: @nortonrosefulbright.com stacey.rearick@nortonr mail Authorized:
osefulbright.com andrea.shannon@nortonrosefulb
right.com
Domestic Representative - Not Found
Prosecution History
Date Description nmﬁgg‘:mg
Oct. 31,2018 ASSIGNMENT OF OWNERSHIP NOT UPDATED AUTOMATICALLY
Jan. 16, 2018 REGISTERED-SUPPLEMENTAL REGISTER
Dec. 13,2017 LAW OFFICE PUBLICATION REVIEW COMPLETED 68552
Dec. 06, 2017 APPROVED FOR REGISTRATION SUPPLEMENTAL REGISTER
Dec. 06, 2017 TEAS/EMAIL CORRESPONDENCE ENTERED 68552
Dec. 06, 2017 CORRESPONDENCE RECEIVED IN LAW OFFICE 68552
Dec. 05, 2017 ASSIGNED TO LIE 68552
Nov. 27, 2017 TEAS RESPONSE TO OFFICE ACTION RECEIVED
Nov. 27, 2017 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888
Nov. 27, 2017 TEAS CHANGE OF OWNER ADDRESS RECEIVED
Sep. 22, 2017 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325
Sep. 22, 2017 NON-FINAL ACTION E-MAILED 6325
Sep. 22, 2017 NON-FINAL ACTION WRITTEN 90288
Sep. 19, 2017 ASSIGNED TO EXAMINER 90288
Aug. 01, 2017 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM
Jul. 31, 2017 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

Current Location: PUBLICATION AND ISSUE SECTION

TM Staff Information - None
File Location

Date in Location: Jan. 16, 2018

Assignment Abstract Of Title Information

Summary

Total Assignments: 1

Registrant: Tiff's Treats Holdings, Inc.




Assignment 1 of 1

Conveyance: NOTICE OF PLEDGE OF COPYRIGHTS, PATENTS, TRADEMARKS AND APPLICATIONS FOR SAME
Reel/Frame: 6466/0478 Pages: 31
Date Recorded: Sep. 17,2018
Supporting assignment-tm-6466-0478.pdf

Documents:
Assignor
Name: TIFF'S TREATS HOLDINGS, INC. Execution Date: Sep. 13,2018
Legal Entity Type: CORPORATION State or Country TEXAS
Where Organized:
Assignee
Name: PIONEER BANK, SSB
Legal Entity Type: TEXAS SAVINGS BANK State or Country TEXAS
Where Organized:
Address: 623 W. 38TH STREET
SUITE 100
AUSTIN, TEXAS 78705
Correspondent

Correspondent COTI HEUSMANN
Name:

Correspondent 303 COLORADO
Address: SUITE 2300
AUSTIN, TX 78701

Domestic Representative - Not Found
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