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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE 

TRADEMARK TRIAL AND APPEAL BOARD 

GLOBEFILL INCORPORATED, 

 

Petitioner, 

 

v. 

CALAVERA TEQUILA COMPANY LLC 

 

Registrant. 

 

  

Reg. No.: 4580425 

Registered: August 5, 2014 

Mark: SKULL 

 

 

Cancellation No.: 92071386 

Petitioner's Docket Number: 

045275.021007 

 

SECOND AMENDED PETITION FOR CANCELLATION 

 

Petitioner, Globefill Incorporated, a Canadian corporation with its principal place of 

business at 1810 Avenue Road, Suite 300, Toronto, Ontario M5M 3Z2, Canada ("Petitioner"), 

believes that it is being damaged by Registration No. 4580425 for the trademark SKULL, 

registered on the Principal Register on August 5, 2014 for use in association with "distilled 

spirits" in international class 033, and hereby petitions for cancellation of same. 

As grounds for cancellation, it is alleged that:  

1. Registrant has not used Registrant’s SKULL trademark during the three-year 

period preceding the date of this petition and has no intention to use and/or resume use.  

2. Registrant submitted fraudulent Statements of Use and specimen of use to the 

USPTO, stating that the mark was in use in commerce, when in fact it was not.  
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3. Petitioner is being damaged by continued registration of the SKULL mark because: 

a.  Globefill produces and sells CRYSTAL HEAD vodka that is sold in a unique 

skull-shaped bottle (the “Skull Product Packaging”). 

b. The Skull Product Packaging is the subject of U.S. Reg. Nos. 4043730, 4195505, 

4218759, 3942593 (with the word element CRYSTAL HEAD), 3933245 (with 

the word element CRYSTAL HEAD), and 4488813, in class 33 for distilled 

spirits including vodka. (See Exs. 1-6, TSDR Records.) 

c. Consumers refer to Globefill’s Skull Product Packaging and CRYSTAL HEAD 

vodka as the “Skull bottle.” 

d. Globefill applied to register the marks SKULL and SKULL BOTTLE, but those 

applications were refused registration on the basis of Registrant’s Reg. No. 

4580425. (See Exs. 7-8, TSDR Records and Excerpts of September 26, 2014 

Office Actions for App. Serial No. 77961465 and App. Serial No. 77961530.) 

COUNT I – CANCELLATION OF MARK BASED ON ABANDONMENT/NON-USE 

4. The allegations of paragraphs 1-3 are re-alleged and incorporated as if fully set 

forth herein. 

5. Upon information and belief, Registrant has never used Registrant’s SKULL 

trademark in commerce, and in the alternative, has not used Registrant’s SKULL trademark 

during the three-year period preceding the date of this petition and has no intention to use and/or 

resume use. 

6. As a result of its non-use of Registrant’s SKULL trademark in connection with 

the goods identified in U.S. Trademark Registration No. 4580425 and with no intention to begin 

and or resume use, Registrant has abandoned the Registrant’s Skull Bottle within the meaning of 

15 U.S.C. § 1127. 
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COUNT II – FRAUD ON THE USPTO 

7. The allegations of paragraphs 1-6 are re-alleged and incorporated as if fully set 

forth herein. 

8. On April 8, 2013, Registrant submitted a Statement of Use, attesting under 

penalty of perjury that the SKULL mark had been first used anywhere and first used in 

commerce on April 7, 2013. The specimen submitted in connection with this Statement of Use 

was a mere standard-character representation of the SKULL mark. 

9. In a May 9, 2013 Office Action, the USPTO indicated that the specimen of use is 

not acceptable because it is merely a photocopy of the drawing or a picture or rendering of the 

applied-for mark and did not show the applied-for mark in actual use in commerce on the goods. 

10. On November 8, 2013, Registrant submitted a “Response to Office Action” with a 

substitute specimen, declaring that the SKULL mark was first used in commerce and anywhere 

in connection with the applied-for goods “distilled spirits” “at least as early as 08/30/2013.” 

11. The November 8, 2013 filing included a substitute specimen described as a 

“vodka bottle with the mark in use on its label.” 

12. The Applicant’s signatory, James Robb, the owner of Registrant, declared under 

penalty of perjury that the representations made in the filing were true. 

13. In reliance on Registrant’s November 8, 2013 filing, the USPTO accepted the 

Statement of Use and approved the mark for registration. The SKULL mark was registered on 

August 5, 2014. 

14. In fact, Registrant has never used the SKULL mark in commerce in connection 

with distilled spirits. 
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15. Registrant has admitted in response to Requests for Admission that it had not sold 

an alcoholic beverage under Registrant’s SKULL mark on or before August 30, 2013, as alleged 

in the Statement of Use it had filed with the USPTO. 

16. In its submission of the November 8, 2013 “Response to Office Action,” 

Registrant knowingly made false and material representations of fact that the SKULL trademark 

was in bona fide use in commerce in the ordinary course of trade when, in fact, no such use 

existed. 

17. Registrant intended to mislead the USPTO into accepting the Statement of Use 

and approving the SKULL mark for registration. 

18. On July 3, 2014, the USPTO accepted Registrant’s Statement of Use. 

19. The USPTO relied upon Registrant’s November 8, 2013 “Response to Office 

Action” in determining that Registrant was using the mark in commerce, as required by the 

Trademark Act. 

20. By its conduct, Registrant has committed a fraud upon the USPTO. 

21. But for Registrant’s fraudulent conduct, the USPTO would not have issued Reg. 

No. 4580425. 

22. Reg. No. 4580425 should be cancelled under Section 14 of the Trademark Act, 15 

U.S.C. § 1064, because it was obtained by fraud on the USPTO. 

 

WHEREFORE, Globefill Incorporated requests that Reg. No. 4580425 be cancelled and 

that judgment be entered for Petitioner. 
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Dated: October 9, 2020 

 

Respectfully submitted, 

BAKER & HOSTETLER 

 /John H. Weber/ 

 John H. Weber 

Baker Hostetler LLP 

1050 Connecticut Avenue, N.W. 

Suite 1100 

Washington, DC 20036 

jweber@bakerlaw.com 

Telephone: 202.861.1500 

Facsimile: 202.861.1783 

 

Lesley M. Grossberg 

Lisa Bollinger Gehman 

2929 Arch Street, Cira Centre, 12th Floor 

Philadelphia, PA 19104 

(215) 568-3100 

lgrossberg@bakerlaw.com 

lgehman@bakerlaw.com 

 
Attorneys for Petitioner 
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Mark Information

Mark Literal
Elements:

None

Standard Character
Claim:

No

Mark Drawing
Type:

2 - AN ILLUSTRATION DRAWING WITHOUT ANY WORDS(S)/ LETTER(S)/NUMBER(S)

Description of
Mark:

The mark consists of a configuration of a bottle in the shape of a skull. The bottle cap is shown in dotted lines and is not a part of the
mark.

Color(s) Claimed: Color is not claimed as a feature of the mark.

Design Search
Code(s):

02.11.10 - Skulls, human; Bones, human; Human skeletons, parts of skeletons, bones, skulls
19.09.25 - Other bottles, jars or flasks

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: alcoholic beverages, namely, vodka

International
Class(es):

033 - Primary Class U.S Class(es): 047, 049

Class Status: ACTIVE

Basis: 1(a)

First Use: Sep. 2008 Use in Commerce: Sep. 2008

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes

Filed ITU: No Currently ITU: No

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Generated on: This page was generated by TSDR on 2020-10-07 16:44:17 EDT

Mark:

US Serial Number: 77967530 Application Filing
Date:

Mar. 24, 2010

US Registration
Number:

4043730 Registration Date: Oct. 25, 2011

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: A Sections 8 and 15 combined declaration has been accepted and acknowledged.

Status Date: Jan. 03, 2017

Publication Date: Aug. 09, 2011



Current Owner(s) Information

Owner Name: Globefill Incorporated

Owner Address: 309 Alfred Street
Kingston, Ontario CANADA K7L3S4

Legal Entity Type: CORPORATION State or Country
Where Organized:

CANADA

Attorney/Correspondence Information

Attorney of Record

Attorney Name: John H. Weber Docket Number: 83108.000055

Attorney Primary
Email Address:

bhipdocket@bakerlaw.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

John H. Weber
BAKER HOSTETLER LLP
1050 CONNECTICUT AVE NW
WASHINGTON SQUARE SUITE 1100
WASHINGTON, DISTRICT OF COLUMBIA UNITED STATES 20036-5304

Phone: 202-861-1500 Fax: 202-861-1783

Correspondent e-
mail:

bhipdocket@bakerlaw.com

jweber@bakerlaw.com jcoles@bakerlaw.com den

yart@bakerlaw.com mtidman@bakerlaw.com

Correspondent e-
mail Authorized:

Yes

Domestic Representative

Domestic
Representative

Name:

John H. Weber Phone: 202-861-1500

Fax: 202-861-1783

Domestic
Representative e-

mail:

trademarks@bakerlaw.com Domestic
Representative e-
mail Authorized:

Yes

Prosecution History

Date Description
Proceeding
Number

Jul. 31, 2020 NOTICE OF SUIT

May 28, 2020 NOTICE OF SUIT

May 13, 2020 NOTICE OF SUIT

May 22, 2017 NOTICE OF SUIT

May 22, 2017 NOTICE OF SUIT

May 22, 2017 NOTICE OF SUIT

Jan. 03, 2017 NOTICE OF ACCEPTANCE OF SEC. 8 & 15 - E-MAILED

Jan. 03, 2017 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 77315

Jan. 03, 2017 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 77315

Oct. 25, 2016 TEAS SECTION 8 & 15 RECEIVED

Oct. 25, 2016 COURTESY REMINDER - SEC. 8 (6-YR) E-MAILED

Apr. 07, 2015 NOTICE OF SUIT

Feb. 18, 2015 NOTICE OF SUIT

Jan. 05, 2015 NOTICE OF SUIT

Dec. 05, 2014 NOTICE OF SUIT

Jul. 07, 2013 TTAB RELEASE CASE TO TRADEMARKS 55857

Jul. 07, 2013 CANCELLATION TERMINATED NO. 999999 55857

Jul. 07, 2013 CANCELLATION DENIED NO. 999999 55857

Apr. 02, 2013 NOTICE OF SUIT

Jul. 16, 2012 CANCELLATION INSTITUTED NO. 999999 55857

Oct. 25, 2011 REGISTERED-PRINCIPAL REGISTER



Aug. 09, 2011 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Aug. 09, 2011 PUBLISHED FOR OPPOSITION

Jul. 06, 2011 LAW OFFICE PUBLICATION REVIEW COMPLETED 73787

Jul. 05, 2011 APPROVED FOR PUB - PRINCIPAL REGISTER

Jun. 30, 2011 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Jun. 30, 2011 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Jun. 30, 2011 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Jun. 28, 2011 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Jun. 28, 2011 NON-FINAL ACTION E-MAILED 6325

Jun. 28, 2011 NON-FINAL ACTION WRITTEN 81875

Jun. 28, 2011 PREVIOUS ALLOWANCE COUNT WITHDRAWN

Jun. 21, 2011 WITHDRAWN FROM PUB - OG REVIEW QUERY 76621

Jun. 08, 2011 LAW OFFICE PUBLICATION REVIEW COMPLETED 73787

Jun. 02, 2011 ASSIGNED TO LIE 73787

May 18, 2011 APPROVED FOR PUB - PRINCIPAL REGISTER

Apr. 26, 2011 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Apr. 26, 2011 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Apr. 26, 2011 TEAS RESPONSE TO SUSPENSION INQUIRY RECEIVED

Apr. 07, 2011 NOTIFICATION OF LETTER OF SUSPENSION E-MAILED 6332

Apr. 07, 2011 LETTER OF SUSPENSION E-MAILED 6332

Apr. 07, 2011 SUSPENSION LETTER WRITTEN 81875

Feb. 17, 2011 REPORT COMPLETED SUSPENSION CHECK CASE STILL SUSPENDED

Feb. 17, 2011 REPORT COMPLETED SUSPENSION CHECK CASE STILL SUSPENDED

Aug. 17, 2010 NOTIFICATION OF LETTER OF SUSPENSION E-MAILED 6332

Aug. 17, 2010 LETTER OF SUSPENSION E-MAILED 6332

Aug. 17, 2010 SUSPENSION LETTER WRITTEN 81875

Jul. 27, 2010 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Jul. 27, 2010 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Jul. 27, 2010 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Jun. 26, 2010 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Jun. 26, 2010 NON-FINAL ACTION E-MAILED 6325

Jun. 26, 2010 NON-FINAL ACTION WRITTEN 81875

Jun. 18, 2010 ASSIGNED TO EXAMINER 81875

Apr. 01, 2010 NOTICE OF DESIGN SEARCH CODE MAILED

Mar. 31, 2010 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Mar. 27, 2010 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: TMO LAW OFFICE 110 Date in Location: Jan. 03, 2017

Proceedings

Summary

Number of
Proceedings:

5

Type of Proceeding: Cancellation

Proceeding
Number:

92071921 Filing Date: Jul 31, 2019

Status: Terminated Status Date: May 28, 2020

Interlocutory
Attorney:

LAWRENCE (LARRY) T STANLEY

Defendant

Name: Azul Imports Exports, LLC



Correspondent
Address:

MIGUEL VILLARREAL JR
GUNN LEE & CAVE PC
8023 VANTAGE DR SUITE 1500
SAN ANTONIO TX UNITED STATES , 78230

Correspondent e-
mail:

mvillarreal@gunn-lee.com , bcook@gunn-lee.com , rmaldonado@gunn-lee.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

Cancellation Terminated - See TTAB Records 86518389 4790619

Plaintiff(s)

Name: Globefill Incorporated

Correspondent
Address:

JOHN H WEBER
BAKER HOSTETLER LLP
1050 CONNECTICUT AVENUE NW
WASHINGTON DC UNITED STATES , 20036

Correspondent e-
mail:

jweber@bakerlaw.com , lgrossberg@bakerlaw.com , lgehman@bakerlaw.com , skim@bakerlaw.com , bhipdocket@bakerlaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

Section 8 and 15 - Accepted and Acknowledged 77967530 4043730

Section 8 and 15 - Accepted and Acknowledged 85309028 4488813

Section 8 and 15 - Accepted and Acknowledged 85286668 4195505

Section 8 and 15 - Accepted and Acknowledged 85286674 4218759

CRYSTAL HEAD Section 8 and 15 - Accepted and Acknowledged 77693594 3942593

CRYSTAL HEAD Section 8 and 15 - Accepted and Acknowledged 77693600 3933245

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jul 31, 2019

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 06, 2019 Sep 15, 2019

3 INSTITUTED Aug 06, 2019

4 ANSWER Aug 30, 2019

5 D MOT FOR SUMMARY JUDGMENT Aug 30, 2019

6 SUSP PEND DISP OF OUTSTNDNG MOT Sep 10, 2019

7 P OPP/RESP TO MOTION Sep 30, 2019

8 D REPLY IN SUPPORT OF MOTION Oct 14, 2019

9 RESPONSE DUE Jan 28, 2020

10 D EVIDENTIARY SUPPLEMENT TO #5 Jan 29, 2020

11 FINAL DECISION ON SJ: CAN DENIED Feb 05, 2020

12 DELETE ENTRY Feb 05, 2020

13 TERMINATED May 28, 2020

Type of Proceeding: Cancellation

Proceeding
Number:

92070414 Filing Date: Jan 17, 2019

Status: Terminated Status Date: May 20, 2020

Interlocutory
Attorney:

LAWRENCE (LARRY) T STANLEY

Defendant

Name: Anthony Capomaccio

Correspondent
Address:

ANTHONY CAPOMACCIO
13194 US HWY 301 S , STE 198
RIVERVIEW FL UNITED STATES , 33578

Correspondent e-
mail:

tony@247imports.com , tony.capomaccio@gmail.com

Associated marks

Serial Registration



Mark Application Status
Number Number

CANCELLED - SECTION 7 86275048 5251488

Plaintiff(s)

Name: Globefill Incorporated

Correspondent
Address:

JOHN H WEBER
BAKER & HOSTETLER LLP
1050 CONNECTICUT AVENUE NW, SUITE 1100
WASHINGTON DC UNITED STATES , 20036

Correspondent e-
mail:

bhipdocket@bakerlaw.com , jweber@bakerlaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

Section 8 and 15 - Accepted and Acknowledged 77967530 4043730

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jan 17, 2019

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jan 24, 2019 Mar 05, 2019

3 INSTITUTED Jan 24, 2019

4 D MOT FOR EXT W/ CONSENT Mar 04, 2019

5 EXTENSION OF TIME GRANTED Mar 11, 2019

6 ANSWER Apr 04, 2019

7 D CHANGE OF CORRESP ADDRESS Apr 04, 2019

8 DUPLICATE FILING (NOT CONSIDERED) Apr 08, 2019

9 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Dec 11, 2019

10 SUSPENDED Dec 11, 2019

11 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Feb 18, 2020

12 SUSPENDED Feb 18, 2020

13 VOLUNTARY SURRENDER OF REGISTRATION Apr 06, 2020

14 BD DECISION: CAN DENIED W/O PREJ Apr 08, 2020

15 COMMR ORDER CANCELLING REG May 20, 2020

16 TERMINATED May 20, 2020

Type of Proceeding: Cancellation

Proceeding
Number:

92068871 Filing Date: Jun 28, 2018

Status: Terminated Status Date: Jan 17, 2019

Interlocutory
Attorney:

MARY B MYLES

Defendant

Name: Capital Brands, LLC

Correspondent
Address:

ANTHONY CAPOMACCIO
CAPITAL BRANDS LLC
13194 US HWY 301 S
RIVERVIEW FL UNITED STATES , 33578

Correspondent e-
mail:

tony@247imports.com , TONY.CAPOMACCIO@GMAIL.COM

Associated marks

Mark Application Status
Serial
Number

Registration
Number

Section 8 and 15 - Accepted and Acknowledged 85309028 4488813

Plaintiff(s)

Name: Globefill Incorporated

Correspondent
Address:

JOHN H WEBER
BAKER HOSTETLER LLP
WASHINGTON SQUARE SUITE 1100, 1050 CONNECTICUT AVENUE NW
WASHINGTON DC UNITED STATES , 20036

Correspondent e- bhipdocket@bakerlaw.com , jweber@bakerlaw.com



mail:

Associated marks

Mark Application Status
Serial
Number

Registration
Number

Section 8 and 15 - Accepted and Acknowledged 77967530 4043730

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jun 28, 2018

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jul 03, 2018 Aug 12, 2018

3 PENDING, INSTITUTED Jul 03, 2018

4 D MOT FOR EXT W/ CONSENT Aug 07, 2018

5 EXTENSION OF TIME GRANTED Aug 07, 2018

6 D MOT FOR EXT W/ CONSENT Sep 11, 2018

7 D CHANGE OF CORRESP ADDRESS Sep 11, 2018

8 ANSWER Sep 21, 2018

9 EXTENSION OF TIME GRANTED Sep 21, 2018

10 D REQ FOR DISCOVERY CONFERENCE-PHONE Oct 22, 2018

11 TRIAL DATES RESET Oct 27, 2018

12 AMENDED ANSWER Nov 14, 2018

13 W/DRAW OF PET FOR CANCELLATION Dec 14, 2018

14 RESPONSE DUE 30 DAYS (DUE DATE) Dec 21, 2018 Jan 20, 2019

15 W/DRAW OF PET FOR CANCELLATION Dec 21, 2018

16 BD DECISION: CAN DENIED W/O PREJ Jan 17, 2019

17 TERMINATED Jan 17, 2019

Type of Proceeding: Opposition

Proceeding
Number:

91231050 Filing Date: Nov 07, 2016

Status: Terminated Status Date: May 03, 2018

Interlocutory
Attorney:

KATIE W MCKNIGHT

Defendant

Name: David Hodge and Thomas Dominic Russo Jr.

Correspondent
Address:

BRADLEY K DESANDRO
DESANDRO LAW GROUP PLLC
9635 NORTH SEVENTH ST, PO BOX 26262
PHOENIX AZ UNITED STATES , 85068-6262

Correspondent e-
mail:

Brad@DESANDROLAWGROUP.com , PatentAttorney1@Cox.net , CertifiedLicensingProfessional@GMail.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

Abandoned - After Inter-Partes Decision 85560722

Plaintiff(s)

Name: Globefill Incorporated

Correspondent
Address:

MARGARET A ABERNATHY
BAKER & HOSTETLER LLP
1050 CONNECTICUT AVE NW, SUITE 1100
WASHINGTON DC UNITED STATES , 20036

Correspondent e-
mail:

bhipdocket@bakerlaw.com , maabernathy@bakerlaw.com , jweber@bakerlaw.com , jcoles@bakerlaw.com , jwatkins@bakerlaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

Section 8 and 15 - Accepted and Acknowledged 77967530 4043730

Prosecution History

Entry Number History Text Date Due Date



1 FILED AND FEE Nov 07, 2016

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Nov 07, 2016 Dec 17, 2016

3 PENDING, INSTITUTED Nov 07, 2016

4 ANSWER Dec 14, 2016

5 P MOT TO AMEND PLEADING/AMENDED PLEADING Feb 07, 2017

6 TRIAL DATES REMAIN AS SET Feb 13, 2017

7 P MOT TO AMEND PLEADING/AMENDED PLEADING Feb 13, 2017

8 TRIAL DATES RESET Mar 23, 2017

9 AMENDED ANSWER Apr 19, 2017

10 P MOT TO COMPEL DISCOVERY Nov 21, 2017

11 P MOT DENIED; TRIAL DATES RESET Nov 30, 2017

12 P MOT TO COMPEL DISCOVERY Dec 11, 2017

13 SUSP PEND DISP OF OUTSTNDNG MOT Dec 12, 2017

14 PROCEEDINGS RESUMED Feb 01, 2018

15 P MOT FOR DISCOVERY SANCTIONS Mar 29, 2018

16 SUSP PEND DISP OF OUTSTNDNG MOT Apr 03, 2018

17 BD DECISION: SUSTAINED May 03, 2018

18 TERMINATED May 03, 2018

Type of Proceeding: Cancellation

Proceeding
Number:

92055857 Filing Date: Jul 12, 2012

Status: Terminated Status Date: Jul 07, 2013

Interlocutory
Attorney:

ELIZABETH A DUNN

Defendant

Name: Globefill Incorporated

Correspondent
Address:

JOHN H WEBER
BAKER HOSTETLER LLP
1050 CONNECTICUT AVE NW, WASHINGTON SQUARE SUITE 1100
WASHINGTON DC UNITED STATES , 20036 5304

Correspondent e-
mail:

trademarks@bakerlaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

Section 8 and 15 - Accepted and Acknowledged 77967530 4043730

Plaintiff(s)

Name: Elements Spirits Inc.

Correspondent
Address:

STEVEN M WEINBERG
HOLMES WEINBERG PC
30765 PACIFIC COAST HIGHWAY , SUITE 411
MALIBU CA UNITED STATES , 90265

Correspondent e-
mail:

hwtrademarks@gmail.com , msalvatore@holmesweinberg.com

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jul 12, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jul 16, 2012 Aug 25, 2012

3 PENDING, INSTITUTED Jul 16, 2012

4 P'S MOTION TO AMEND PLEADING/AMENDED PLEADING Jul 25, 2012

5 D'S UNDELIVERABLE Aug 06, 2012

6 ANSWER Aug 24, 2012

7 INSTITUTION ORDER REMAILED AND THE TRIAL DATES REMAIN AS SET Sep 05, 2012

8 D'S MOTION FOR JUDGMENT ON PLEADINGS Sep 10, 2012

9 D'S AFFIDAVIT OF KELU L. SULLIVAN Sep 10, 2012

10 EXHIBITS TO MOT FOR JOTP (COURT FILINGS/ORDERS) Sep 10, 2012



11 P'S MOT TO SUSP PEND DISP CIV ACTION Sep 24, 2012

12 D'S OPPOSITION/RESPONSE TO MOTION Sep 25, 2012

13 P'S OPPOSITION/RESPONSE TO MOTION Oct 01, 2012

14 P'S OPPOSITION/RESPONSE TO MOTION Oct 01, 2012

15 P'S OPPOSITION/RESPONSE TO MOTION Oct 01, 2012

16 P'S OPPOSITION/RESPONSE TO MOTION Oct 02, 2012

17 P'S OPPOSITION/RESPONSE TO MOTION Oct 02, 2012

18 P'S OPPOSITION/RESPONSE TO MOTION Oct 02, 2012

19 P'S OPPOSITION/RESPONSE TO MOTION Oct 01, 2012

20 P'S OPPOSITION/RESPONSE TO MOTION Oct 02, 2012

21 P'S OPPOSITION/RESPONSE TO MOTION Oct 01, 2012

22 P'S OPPOSITION/RESPONSE TO MOTION Oct 02, 2012

23 P'S OPPOSITION/RESPONSE TO MOTION Oct 02, 2012

24 P'S OPPOSITION/RESPONSE TO MOTION Oct 01, 2012

25 P'S OPPOSITION/RESPONSE TO MOTION Oct 01, 2012

26 P'S OPPOSITION/RESPONSE TO MOTION Oct 01, 2012

27 D'S REPLY IN SUPPORT OF MOTION Oct 05, 2012

28 P'S MOT TO SUSP PEND DISP CIV ACTION Oct 15, 2012

29 SUSPENDED PENDING DISP OF CIVIL ACTION Dec 31, 2012

30 CHANGE OF CORRESPONDENCE ADDRESS Jan 30, 2013

31 DEF'S MOT TO RESUME Feb 22, 2013

32 PROCEEDINGS RESUMED Apr 29, 2013

33 BD DECISION: DISMISSED W/ PREJ Jul 07, 2013

34 TERMINATED Jul 07, 2013
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Mark Information

Mark Literal
Elements:

None

Standard Character
Claim:

No

Mark Drawing
Type:

2 - AN ILLUSTRATION DRAWING WITHOUT ANY WORDS(S)/ LETTER(S)/NUMBER(S)

Description of
Mark:

The mark consists of a stylized design, not being a configuration of the goods or packaging for the goods, comprised of a side view of a
bottle in the shape of a skull with a bottle cap on top.

Color(s) Claimed: Color is not claimed as a feature of the mark.

Disclaimer: THE DESCRIPTIVE DESIGN OF THE BOTTLE CAP

Design Search
Code(s):

02.11.10 - Human skeletons, parts of skeletons, bones, skulls; Skulls, human; Bones, human
19.09.02 - Flasks with bulging or protruding sides; Jars with bulging or protruding sides; Bottles, jars or flasks with bulging, protruding
or rounded sides

Related Properties Information

Claimed Ownership
of US

Registrations:

3933245, 3942593 and others

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: vodka

International
Class(es):

033 - Primary Class U.S Class(es): 047, 049

Class Status: ACTIVE

Basis: 1(a)

First Use: Sep. 2008 Use in Commerce: Sep. 2008

Basis Information (Case Level)

Generated on: This page was generated by TSDR on 2020-10-07 16:44:36 EDT

Mark:

US Serial Number: 85286668 Application Filing
Date:

Apr. 05, 2011

US Registration
Number:

4195505 Registration Date: Aug. 21, 2012

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: A Sections 8 and 15 combined declaration has been accepted and acknowledged.

Status Date: Oct. 07, 2017

Publication Date: Nov. 22, 2011 Notice of
Allowance Date:

Jan. 17, 2012



Filed Use: No Currently Use: Yes

Filed ITU: Yes Currently ITU: No

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: Globefill Incorporated

Owner Address: Suite 320
366 King Street East
Kingston, ON CANADA K7K6Y3

Legal Entity Type: CORPORATION State or Country
Where Organized:

CANADA

Attorney/Correspondence Information

Attorney of Record

Attorney Name: John Weber Docket Number: 45275-20004

Attorney Primary
Email Address:

trademarks@bakerlaw.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

JOHN WEBER
BAKER& HOSTETLER
1050 CONNECTICUT AVE NW STE 1100
WASHINGTON, DISTRICT OF COLUMBIA UNITED STATES 20036-5304

Phone: 202.861.1500 Fax: 202.861.1783

Correspondent e-
mail:

trademarks@bakerlaw.com Correspondent e-
mail Authorized:

Yes

Domestic Representative

Domestic
Representative

Name:

John Weber Phone: 202.861.1500

Fax: 202.861.1783

Domestic
Representative e-

mail:

trademarks@bakerlaw.com Domestic
Representative e-
mail Authorized:

Yes

Prosecution History

Date Description
Proceeding
Number

Oct. 07, 2017 NOTICE OF ACCEPTANCE OF SEC. 8 & 15 - E-MAILED

Oct. 07, 2017 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 70132

Oct. 05, 2017 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 70132

Sep. 06, 2017 TEAS SECTION 8 & 15 RECEIVED

Aug. 21, 2017 COURTESY REMINDER - SEC. 8 (6-YR) E-MAILED

Aug. 21, 2012 REGISTERED-PRINCIPAL REGISTER

Jul. 18, 2012 NOTICE OF ACCEPTANCE OF STATEMENT OF USE E-MAILED

Jul. 17, 2012 LAW OFFICE REGISTRATION REVIEW COMPLETED 70997

Jul. 10, 2012 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Jun. 19, 2012 STATEMENT OF USE PROCESSING COMPLETE 66230

May 18, 2012 USE AMENDMENT FILED 66230

Jun. 13, 2012 CASE ASSIGNED TO INTENT TO USE PARALEGAL 66230

May 18, 2012 TEAS STATEMENT OF USE RECEIVED

Jan. 17, 2012 NOA E-MAILED - SOU REQUIRED FROM APPLICANT

Nov. 22, 2011 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED



Nov. 22, 2011 PUBLISHED FOR OPPOSITION

Nov. 02, 2011 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Oct. 17, 2011 LAW OFFICE PUBLICATION REVIEW COMPLETED 70997

Oct. 14, 2011 ASSIGNED TO LIE 70997

Sep. 23, 2011 APPROVED FOR PUB - PRINCIPAL REGISTER

Sep. 23, 2011 EXAMINER'S AMENDMENT ENTERED 88888

Sep. 23, 2011 CORRESPONDENCE E-MAILED

Sep. 23, 2011 EXAMINERS AMENDMENT -WRITTEN 74677

Sep. 23, 2011 TEAS REQUEST FOR RECONSIDERATION RECEIVED

Sep. 22, 2011 NOTIFICATION OF FINAL REFUSAL EMAILED

Sep. 22, 2011 FINAL REFUSAL E-MAILED

Sep. 22, 2011 FINAL REFUSAL WRITTEN 74677

Aug. 10, 2011 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Aug. 10, 2011 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Aug. 10, 2011 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Jul. 14, 2011 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Jul. 14, 2011 NON-FINAL ACTION E-MAILED 6325

Jul. 14, 2011 NON-FINAL ACTION WRITTEN 74677

Jun. 30, 2011 ASSIGNED TO EXAMINER 74677

Apr. 09, 2011 NOTICE OF DESIGN SEARCH CODE MAILED

Apr. 08, 2011 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Apr. 08, 2011 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: TMO LAW OFFICE 112 Date in Location: Oct. 07, 2017

Proceedings

Summary

Number of
Proceedings:

1

Type of Proceeding: Cancellation

Proceeding
Number:

92071921 Filing Date: Jul 31, 2019

Status: Terminated Status Date: May 28, 2020

Interlocutory
Attorney:

LAWRENCE (LARRY) T STANLEY

Defendant

Name: Azul Imports Exports, LLC

Correspondent
Address:

MIGUEL VILLARREAL JR
GUNN LEE & CAVE PC
8023 VANTAGE DR SUITE 1500
SAN ANTONIO TX UNITED STATES , 78230

Correspondent e-
mail:

mvillarreal@gunn-lee.com , bcook@gunn-lee.com , rmaldonado@gunn-lee.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

Cancellation Terminated - See TTAB Records 86518389 4790619

Plaintiff(s)

Name: Globefill Incorporated

Correspondent
Address:

JOHN H WEBER
BAKER HOSTETLER LLP
1050 CONNECTICUT AVENUE NW



WASHINGTON DC UNITED STATES , 20036

Correspondent e-
mail:

jweber@bakerlaw.com , lgrossberg@bakerlaw.com , lgehman@bakerlaw.com , skim@bakerlaw.com , bhipdocket@bakerlaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

Section 8 and 15 - Accepted and Acknowledged 77967530 4043730

Section 8 and 15 - Accepted and Acknowledged 85309028 4488813

Section 8 and 15 - Accepted and Acknowledged 85286668 4195505

Section 8 and 15 - Accepted and Acknowledged 85286674 4218759

CRYSTAL HEAD Section 8 and 15 - Accepted and Acknowledged 77693594 3942593

CRYSTAL HEAD Section 8 and 15 - Accepted and Acknowledged 77693600 3933245

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jul 31, 2019

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 06, 2019 Sep 15, 2019

3 INSTITUTED Aug 06, 2019

4 ANSWER Aug 30, 2019

5 D MOT FOR SUMMARY JUDGMENT Aug 30, 2019

6 SUSP PEND DISP OF OUTSTNDNG MOT Sep 10, 2019

7 P OPP/RESP TO MOTION Sep 30, 2019

8 D REPLY IN SUPPORT OF MOTION Oct 14, 2019

9 RESPONSE DUE Jan 28, 2020

10 D EVIDENTIARY SUPPLEMENT TO #5 Jan 29, 2020

11 FINAL DECISION ON SJ: CAN DENIED Feb 05, 2020

12 DELETE ENTRY Feb 05, 2020

13 TERMINATED May 28, 2020



EXHIBIT 3 



Mark Information

Mark Literal
Elements:

None

Standard Character
Claim:

No

Mark Drawing
Type:

2 - AN ILLUSTRATION DRAWING WITHOUT ANY WORDS(S)/ LETTER(S)/NUMBER(S)

Description of
Mark:

The mark consists of a stylized design, not being a configuration of the goods or packaging for the goods, comprised of a front side
view of a bottle in the shape of a skull with a bottle cap on top.

Color(s) Claimed: Color is not claimed as a feature of the mark.

Disclaimer: THE DESCRIPTIVE DESIGN OF THE BOTTLE CAP

Design Search
Code(s):

02.11.10 - Human skeletons, parts of skeletons, bones, skulls; Skulls, human; Bones, human
19.09.02 - Flasks with bulging or protruding sides; Jars with bulging or protruding sides; Bottles, jars or flasks with bulging, protruding
or rounded sides

Related Properties Information

Claimed Ownership
of US

Registrations:

3933245, 3942593 and others

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: vodka

International
Class(es):

033 - Primary Class U.S Class(es): 047, 049

Class Status: ACTIVE

Basis: 1(a)

First Use: Sep. 2008 Use in Commerce: Sep. 2008

Basis Information (Case Level)

Generated on: This page was generated by TSDR on 2020-10-07 16:44:47 EDT

Mark:

US Serial Number: 85286674 Application Filing
Date:

Apr. 05, 2011

US Registration
Number:

4218759 Registration Date: Oct. 02, 2012

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: A Sections 8 and 15 combined declaration has been accepted and acknowledged.

Status Date: Oct. 24, 2017

Publication Date: Nov. 22, 2011 Notice of
Allowance Date:

Jan. 17, 2012



Filed Use: No Currently Use: Yes

Filed ITU: Yes Currently ITU: No

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: Globefill Incorporated

Owner Address: Suite 320
366 King Street East
Kingston, ON CANADA K7K6Y3

Legal Entity Type: CORPORATION State or Country
Where Organized:

CANADA

Attorney/Correspondence Information

Attorney of Record

Attorney Name: John Weber Docket Number: 83108-20003

Attorney Primary
Email Address:

trademarks@bakerlaw.com Attorney Email
Authorized:

No

Correspondent

Correspondent
Name/Address:

JOHN WEBER
BAKER& HOSTETLER
1050 CONNECTICUT AVE NW STE 1100
WASHINGTON, DISTRICT OF COLUMBIA UNITED STATES 20036-5304

Phone: 202.861.1500 Fax: 202.861.1783

Correspondent e-
mail:

trademarks@bakerlaw.com Correspondent e-
mail Authorized:

Yes

Domestic Representative

Domestic
Representative

Name:

John Weber Phone: 202.861.1500

Fax: 202.861.1783

Domestic
Representative e-

mail:

trademarks@bakerlaw.com Domestic
Representative e-
mail Authorized:

Yes

Prosecution History

Date Description
Proceeding
Number

Oct. 24, 2017 NOTICE OF ACCEPTANCE OF SEC. 8 & 15 - E-MAILED

Oct. 24, 2017 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 74886

Oct. 24, 2017 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 74886

Oct. 02, 2017 TEAS SECTION 8 & 15 RECEIVED

Oct. 02, 2017 COURTESY REMINDER - SEC. 8 (6-YR) E-MAILED

Oct. 02, 2012 REGISTERED-PRINCIPAL REGISTER

Aug. 31, 2012 NOTICE OF ACCEPTANCE OF STATEMENT OF USE E-MAILED

Aug. 30, 2012 LAW OFFICE REGISTRATION REVIEW COMPLETED 70997

Aug. 27, 2012 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Aug. 02, 2012 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Aug. 02, 2012 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Aug. 02, 2012 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Jul. 10, 2012 NOTIFICATION OF NON-FINAL ACTION E-MAILED

Jul. 10, 2012 NON-FINAL ACTION E-MAILED

Jul. 10, 2012 SU - NON-FINAL ACTION - WRITTEN 74677



Jun. 19, 2012 STATEMENT OF USE PROCESSING COMPLETE 66230

May 18, 2012 USE AMENDMENT FILED 66230

Jun. 13, 2012 CASE ASSIGNED TO INTENT TO USE PARALEGAL 66230

May 18, 2012 TEAS STATEMENT OF USE RECEIVED

Jan. 17, 2012 NOA E-MAILED - SOU REQUIRED FROM APPLICANT

Nov. 22, 2011 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Nov. 22, 2011 PUBLISHED FOR OPPOSITION

Nov. 02, 2011 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Oct. 17, 2011 LAW OFFICE PUBLICATION REVIEW COMPLETED 70997

Oct. 14, 2011 ASSIGNED TO LIE 70997

Sep. 23, 2011 APPROVED FOR PUB - PRINCIPAL REGISTER

Sep. 23, 2011 EXAMINER'S AMENDMENT ENTERED 88888

Sep. 23, 2011 NOTIFICATION OF EXAMINERS AMENDMENT E-MAILED 6328

Sep. 23, 2011 EXAMINERS AMENDMENT E-MAILED 6328

Sep. 23, 2011 EXAMINERS AMENDMENT -WRITTEN 74677

Sep. 22, 2011 NOTIFICATION OF FINAL REFUSAL EMAILED

Sep. 22, 2011 FINAL REFUSAL E-MAILED

Sep. 22, 2011 FINAL REFUSAL WRITTEN 74677

Aug. 10, 2011 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Aug. 10, 2011 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Aug. 10, 2011 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Aug. 10, 2011 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Jul. 14, 2011 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Jul. 14, 2011 NON-FINAL ACTION E-MAILED 6325

Jul. 14, 2011 NON-FINAL ACTION WRITTEN 74677

Jun. 30, 2011 ASSIGNED TO EXAMINER 74677

Apr. 09, 2011 NOTICE OF DESIGN SEARCH CODE MAILED

Apr. 08, 2011 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Apr. 08, 2011 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: TMO LAW OFFICE 112 Date in Location: Oct. 24, 2017

Proceedings

Summary

Number of
Proceedings:

1

Type of Proceeding: Cancellation

Proceeding
Number:

92071921 Filing Date: Jul 31, 2019

Status: Terminated Status Date: May 28, 2020

Interlocutory
Attorney:

LAWRENCE (LARRY) T STANLEY

Defendant

Name: Azul Imports Exports, LLC

Correspondent
Address:

MIGUEL VILLARREAL JR
GUNN LEE & CAVE PC
8023 VANTAGE DR SUITE 1500
SAN ANTONIO TX UNITED STATES , 78230

Correspondent e-
mail:

mvillarreal@gunn-lee.com , bcook@gunn-lee.com , rmaldonado@gunn-lee.com

Associated marks



Mark Application Status
Serial
Number

Registration
Number

Cancellation Terminated - See TTAB Records 86518389 4790619

Plaintiff(s)

Name: Globefill Incorporated

Correspondent
Address:

JOHN H WEBER
BAKER HOSTETLER LLP
1050 CONNECTICUT AVENUE NW
WASHINGTON DC UNITED STATES , 20036

Correspondent e-
mail:

jweber@bakerlaw.com , lgrossberg@bakerlaw.com , lgehman@bakerlaw.com , skim@bakerlaw.com , bhipdocket@bakerlaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

Section 8 and 15 - Accepted and Acknowledged 77967530 4043730

Section 8 and 15 - Accepted and Acknowledged 85309028 4488813

Section 8 and 15 - Accepted and Acknowledged 85286668 4195505

Section 8 and 15 - Accepted and Acknowledged 85286674 4218759

CRYSTAL HEAD Section 8 and 15 - Accepted and Acknowledged 77693594 3942593

CRYSTAL HEAD Section 8 and 15 - Accepted and Acknowledged 77693600 3933245

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jul 31, 2019

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 06, 2019 Sep 15, 2019

3 INSTITUTED Aug 06, 2019

4 ANSWER Aug 30, 2019

5 D MOT FOR SUMMARY JUDGMENT Aug 30, 2019

6 SUSP PEND DISP OF OUTSTNDNG MOT Sep 10, 2019

7 P OPP/RESP TO MOTION Sep 30, 2019

8 D REPLY IN SUPPORT OF MOTION Oct 14, 2019

9 RESPONSE DUE Jan 28, 2020

10 D EVIDENTIARY SUPPLEMENT TO #5 Jan 29, 2020

11 FINAL DECISION ON SJ: CAN DENIED Feb 05, 2020

12 DELETE ENTRY Feb 05, 2020

13 TERMINATED May 28, 2020



EXHIBIT 4 



Mark Information

Mark Literal
Elements:

CRYSTAL HEAD

Standard Character
Claim:

No

Mark Drawing
Type:

3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of
Mark:

The mark consists of the side view of a bottle in the shape of a skull with a topper on the top of the bottle with the words "CRYSTAL
HEAD" shown below it.

Color(s) Claimed: Color is not claimed as a feature of the mark.

Disclaimer: "THE BOTTLE CAP"

Design Search
Code(s):

02.11.10 - Skulls, human; Bones, human; Human skeletons, parts of skeletons, bones, skulls
19.09.25 - Other bottles, jars or flasks

Related Properties Information

Claimed Ownership
of US

Registrations:

3602523

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Vodka

International
Class(es):

033 - Primary Class U.S Class(es): 047, 049

Class Status: ACTIVE

Basis: 1(a)

First Use: Sep. 2008 Use in Commerce: Sep. 2008

Basis Information (Case Level)

Generated on: This page was generated by TSDR on 2020-10-07 16:45:01 EDT

Mark: CRYSTAL HEAD

US Serial Number: 77693594 Application Filing
Date:

Mar. 18, 2009

US Registration
Number:

3942593 Registration Date: Apr. 12, 2011

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: A Sections 8 and 15 combined declaration has been accepted and acknowledged.

Status Date: Mar. 08, 2017

Publication Date: Jan. 25, 2011



Filed Use: No Currently Use: Yes

Filed ITU: Yes Currently ITU: No

Filed 44D: Yes Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: Globefill Incorporated

Owner Address: 309 Alfred Street
Kingston, Ontario CANADA K7L3S4

Legal Entity Type: CORPORATION State or Country
Where Organized:

CANADA

Attorney/Correspondence Information

Attorney of Record

Attorney Name: John H. Weber Docket Number: 83108-49

Attorney Primary
Email Address:

bhipdocket@bakerlaw.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

JOHN H. WEBER
Baker & Hostetler LLP
1050 CONNECTICUT AVE NW STE 1100
Washington Square, Suite 1100
WASHINGTON, DISTRICT OF COLUMBIA UNITED STATES 20036-5304

Phone: 202.861.1500 Fax: 202.861.1783

Correspondent e-
mail:

bhipdocket@bakerlaw.com mtidman@bakerlaw.c

om jweber@bakerlaw.com jcoles@bakerlaw.com

denyart@bakerlaw.com

Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Apr. 12, 2020 COURTESY REMINDER - SEC. 8 (10-YR)/SEC. 9 E-MAILED

Mar. 08, 2017 NOTICE OF ACCEPTANCE OF SEC. 8 & 15 - E-MAILED

Mar. 08, 2017 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 77315

Mar. 07, 2017 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 77315

Jan. 04, 2017 TEAS SECTION 8 & 15 RECEIVED

Jul. 14, 2011 NOTICE OF SUIT

Apr. 12, 2011 REGISTERED-PRINCIPAL REGISTER

Jan. 25, 2011 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Jan. 25, 2011 PUBLISHED FOR OPPOSITION

Dec. 22, 2010 LAW OFFICE PUBLICATION REVIEW COMPLETED 73797

Dec. 20, 2010 ASSIGNED TO LIE 73797

Dec. 17, 2010 APPROVED FOR PUB - PRINCIPAL REGISTER

Dec. 17, 2010 EXAMINER'S AMENDMENT ENTERED 88888

Dec. 17, 2010 NOTIFICATION OF EXAMINERS AMENDMENT E-MAILED 6328

Dec. 17, 2010 EXAMINERS AMENDMENT E-MAILED 6328

Dec. 17, 2010 EXAMINERS AMENDMENT -WRITTEN 74673

Dec. 16, 2010 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Dec. 16, 2010 NON-FINAL ACTION E-MAILED 6325

Dec. 16, 2010 NON-FINAL ACTION WRITTEN 74673

Dec. 13, 2010 PREVIOUS ALLOWANCE COUNT WITHDRAWN

Dec. 13, 2010 WITHDRAWN FROM PUB - OG REVIEW QUERY 60756



Nov. 29, 2010 LAW OFFICE PUBLICATION REVIEW COMPLETED 67287

Nov. 23, 2010 APPROVED FOR PUB - PRINCIPAL REGISTER

Nov. 03, 2010 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Nov. 03, 2010 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Nov. 03, 2010 TEAS RESPONSE TO OFFICE ACTION RECEIVED

May 04, 2010 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

May 04, 2010 NON-FINAL ACTION E-MAILED 6325

May 04, 2010 NON-FINAL ACTION WRITTEN 74673

Apr. 16, 2010 DATA MODIFICATION COMPLETED 67287

Apr. 16, 2010 TEAS/EMAIL CORRESPONDENCE ENTERED 67287

Apr. 16, 2010 CORRESPONDENCE RECEIVED IN LAW OFFICE 67287

Apr. 16, 2010 ASSIGNED TO LIE 67287

Apr. 06, 2010 TEAS RESPONSE TO SUSPENSION INQUIRY RECEIVED

Mar. 23, 2010 NOTICE OF ACCEPTANCE OF AMENDMENT TO ALLEGE USE E-MAILED

Mar. 22, 2010 USE AMENDMENT ACCEPTED 74673

Mar. 18, 2010 AMENDMENT TO USE PROCESSING COMPLETE 88889

Mar. 18, 2010 USE AMENDMENT FILED 88889

Mar. 17, 2010 TEAS AMENDMENT OF USE RECEIVED

Jan. 07, 2010 NOTIFICATION OF LETTER OF SUSPENSION E-MAILED 6332

Jan. 07, 2010 LETTER OF SUSPENSION E-MAILED 6332

Jan. 07, 2010 SUSPENSION LETTER WRITTEN 74673

Dec. 17, 2009 TEAS/EMAIL CORRESPONDENCE ENTERED 71441

Dec. 17, 2009 CORRESPONDENCE RECEIVED IN LAW OFFICE 71441

Dec. 17, 2009 ASSIGNED TO LIE 71441

Dec. 09, 2009 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Jun. 10, 2009 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Jun. 10, 2009 NON-FINAL ACTION E-MAILED 6325

Jun. 10, 2009 NON-FINAL ACTION WRITTEN 74673

Jun. 09, 2009 ASSIGNED TO EXAMINER 74673

Mar. 24, 2009 NOTICE OF DESIGN SEARCH CODE MAILED

Mar. 23, 2009 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Mar. 21, 2009 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: TMEG LAW OFFICE 106 Date in Location: Mar. 08, 2017

Proceedings

Summary

Number of
Proceedings:

1

Type of Proceeding: Cancellation

Proceeding
Number:

92071921 Filing Date: Jul 31, 2019

Status: Terminated Status Date: May 28, 2020

Interlocutory
Attorney:

LAWRENCE (LARRY) T STANLEY

Defendant

Name: Azul Imports Exports, LLC

Correspondent
Address:

MIGUEL VILLARREAL JR
GUNN LEE & CAVE PC
8023 VANTAGE DR SUITE 1500
SAN ANTONIO TX UNITED STATES , 78230



Correspondent e-
mail:

mvillarreal@gunn-lee.com , bcook@gunn-lee.com , rmaldonado@gunn-lee.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

Cancellation Terminated - See TTAB Records 86518389 4790619

Plaintiff(s)

Name: Globefill Incorporated

Correspondent
Address:

JOHN H WEBER
BAKER HOSTETLER LLP
1050 CONNECTICUT AVENUE NW
WASHINGTON DC UNITED STATES , 20036

Correspondent e-
mail:

jweber@bakerlaw.com , lgrossberg@bakerlaw.com , lgehman@bakerlaw.com , skim@bakerlaw.com , bhipdocket@bakerlaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

Section 8 and 15 - Accepted and Acknowledged 77967530 4043730

Section 8 and 15 - Accepted and Acknowledged 85309028 4488813

Section 8 and 15 - Accepted and Acknowledged 85286668 4195505

Section 8 and 15 - Accepted and Acknowledged 85286674 4218759

CRYSTAL HEAD Section 8 and 15 - Accepted and Acknowledged 77693594 3942593

CRYSTAL HEAD Section 8 and 15 - Accepted and Acknowledged 77693600 3933245

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jul 31, 2019

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 06, 2019 Sep 15, 2019

3 INSTITUTED Aug 06, 2019

4 ANSWER Aug 30, 2019

5 D MOT FOR SUMMARY JUDGMENT Aug 30, 2019

6 SUSP PEND DISP OF OUTSTNDNG MOT Sep 10, 2019

7 P OPP/RESP TO MOTION Sep 30, 2019

8 D REPLY IN SUPPORT OF MOTION Oct 14, 2019

9 RESPONSE DUE Jan 28, 2020

10 D EVIDENTIARY SUPPLEMENT TO #5 Jan 29, 2020

11 FINAL DECISION ON SJ: CAN DENIED Feb 05, 2020

12 DELETE ENTRY Feb 05, 2020

13 TERMINATED May 28, 2020



EXHIBIT 5



Mark Information

Mark Literal
Elements:

CRYSTAL HEAD

Standard Character
Claim:

No

Mark Drawing
Type:

3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of
Mark:

The mark consists of the front view of a bottle in the shape of a skull with a topper on the top of the bottle with the words "CRYSTAL
HEAD" shown below it.

Color(s) Claimed: Color is not claimed as a feature of the mark.

Design Search
Code(s):

02.11.10 - Human skeletons, parts of skeletons, bones, skulls; Skulls, human; Bones, human
19.09.02 - Flasks with bulging or protruding sides; Jars with bulging or protruding sides; Bottles, jars or flasks with bulging, protruding
or rounded sides

Related Properties Information

Claimed Ownership
of US

Registrations:

3602523

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Vodka

International
Class(es):

033 - Primary Class U.S Class(es): 047, 049

Class Status: ACTIVE

Basis: 1(a)

First Use: Sep. 2008 Use in Commerce: Sep. 2008

Basis Information (Case Level)

Filed Use: No Currently Use: Yes

Generated on: This page was generated by TSDR on 2020-10-07 16:45:13 EDT

Mark: CRYSTAL HEAD

US Serial Number: 77693600 Application Filing
Date:

Mar. 18, 2009

US Registration
Number:

3933245 Registration Date: Mar. 22, 2011

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: A Sections 8 and 15 combined declaration has been accepted and acknowledged.

Status Date: Mar. 08, 2017

Publication Date: Jan. 04, 2011



Filed ITU: Yes Currently ITU: No

Filed 44D: Yes Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: Globefill Incorporated

Owner Address: 309 Alfred Street
Kingston, Ontario CANADA K7L3S4

Legal Entity Type: CORPORATION State or Country
Where Organized:

CANADA

Attorney/Correspondence Information

Attorney of Record

Attorney Name: John H. Weber Docket Number: 83108-50

Attorney Primary
Email Address:

bhipdocket@bakerlaw.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

JOHN H. WEBER
Baker & Hostetler LLP
1050 CONNECTICUT AVE NW STE 1100
Washington Square, Suite 1100
WASHINGTON, DISTRICT OF COLUMBIA UNITED STATES 20036-5304

Phone: 202.861.1500 Fax: 202.861.1783

Correspondent e-
mail:

bhipdocket@bakerlaw.com mtidman@bakerlaw.c

om jweber@bakerlaw.com jcoles@bakerlaw.com

denyart@bakerlaw.com

Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Mar. 22, 2020 COURTESY REMINDER - SEC. 8 (10-YR)/SEC. 9 E-MAILED

Mar. 08, 2017 NOTICE OF ACCEPTANCE OF SEC. 8 & 15 - E-MAILED

Mar. 08, 2017 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 77315

Mar. 07, 2017 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 77315

Jan. 04, 2017 TEAS SECTION 8 & 15 RECEIVED

Jul. 14, 2011 NOTICE OF SUIT

Mar. 22, 2011 REGISTERED-PRINCIPAL REGISTER

Jan. 04, 2011 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Jan. 04, 2011 PUBLISHED FOR OPPOSITION

Nov. 29, 2010 LAW OFFICE PUBLICATION REVIEW COMPLETED 67287

Nov. 23, 2010 APPROVED FOR PUB - PRINCIPAL REGISTER

Nov. 03, 2010 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Nov. 03, 2010 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Nov. 03, 2010 TEAS RESPONSE TO OFFICE ACTION RECEIVED

May 04, 2010 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

May 04, 2010 NON-FINAL ACTION E-MAILED 6325

May 04, 2010 NON-FINAL ACTION WRITTEN 74673

Apr. 16, 2010 DATA MODIFICATION COMPLETED 67287

Apr. 16, 2010 TEAS/EMAIL CORRESPONDENCE ENTERED 67287

Apr. 16, 2010 CORRESPONDENCE RECEIVED IN LAW OFFICE 67287

Apr. 16, 2010 ASSIGNED TO LIE 67287

Apr. 06, 2010 TEAS RESPONSE TO SUSPENSION INQUIRY RECEIVED



Mar. 23, 2010 NOTICE OF ACCEPTANCE OF AMENDMENT TO ALLEGE USE E-MAILED

Mar. 22, 2010 USE AMENDMENT ACCEPTED 74673

Mar. 18, 2010 AMENDMENT TO USE PROCESSING COMPLETE 88889

Mar. 18, 2010 USE AMENDMENT FILED 88889

Mar. 17, 2010 TEAS AMENDMENT OF USE RECEIVED

Jan. 07, 2010 NOTIFICATION OF LETTER OF SUSPENSION E-MAILED 6332

Jan. 07, 2010 LETTER OF SUSPENSION E-MAILED 6332

Jan. 07, 2010 SUSPENSION LETTER WRITTEN 74673

Dec. 17, 2009 TEAS/EMAIL CORRESPONDENCE ENTERED 71441

Dec. 17, 2009 CORRESPONDENCE RECEIVED IN LAW OFFICE 71441

Dec. 17, 2009 ASSIGNED TO LIE 71441

Dec. 09, 2009 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Jun. 10, 2009 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Jun. 10, 2009 NON-FINAL ACTION E-MAILED 6325

Jun. 10, 2009 NON-FINAL ACTION WRITTEN 74673

Jun. 09, 2009 ASSIGNED TO EXAMINER 74673

Mar. 24, 2009 NOTICE OF DESIGN SEARCH CODE MAILED

Mar. 23, 2009 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Mar. 21, 2009 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: TMEG LAW OFFICE 106 Date in Location: Mar. 08, 2017

Proceedings

Summary

Number of
Proceedings:

1

Type of Proceeding: Cancellation

Proceeding
Number:

92071921 Filing Date: Jul 31, 2019

Status: Terminated Status Date: May 28, 2020

Interlocutory
Attorney:

LAWRENCE (LARRY) T STANLEY

Defendant

Name: Azul Imports Exports, LLC

Correspondent
Address:

MIGUEL VILLARREAL JR
GUNN LEE & CAVE PC
8023 VANTAGE DR SUITE 1500
SAN ANTONIO TX UNITED STATES , 78230

Correspondent e-
mail:

mvillarreal@gunn-lee.com , bcook@gunn-lee.com , rmaldonado@gunn-lee.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

Cancellation Terminated - See TTAB Records 86518389 4790619

Plaintiff(s)

Name: Globefill Incorporated

Correspondent
Address:

JOHN H WEBER
BAKER HOSTETLER LLP
1050 CONNECTICUT AVENUE NW
WASHINGTON DC UNITED STATES , 20036

Correspondent e-
mail:

jweber@bakerlaw.com , lgrossberg@bakerlaw.com , lgehman@bakerlaw.com , skim@bakerlaw.com , bhipdocket@bakerlaw.com

Associated marks



Mark Application Status
Serial
Number

Registration
Number

Section 8 and 15 - Accepted and Acknowledged 77967530 4043730

Section 8 and 15 - Accepted and Acknowledged 85309028 4488813

Section 8 and 15 - Accepted and Acknowledged 85286668 4195505

Section 8 and 15 - Accepted and Acknowledged 85286674 4218759

CRYSTAL HEAD Section 8 and 15 - Accepted and Acknowledged 77693594 3942593

CRYSTAL HEAD Section 8 and 15 - Accepted and Acknowledged 77693600 3933245

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jul 31, 2019

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 06, 2019 Sep 15, 2019

3 INSTITUTED Aug 06, 2019

4 ANSWER Aug 30, 2019

5 D MOT FOR SUMMARY JUDGMENT Aug 30, 2019

6 SUSP PEND DISP OF OUTSTNDNG MOT Sep 10, 2019

7 P OPP/RESP TO MOTION Sep 30, 2019

8 D REPLY IN SUPPORT OF MOTION Oct 14, 2019

9 RESPONSE DUE Jan 28, 2020

10 D EVIDENTIARY SUPPLEMENT TO #5 Jan 29, 2020

11 FINAL DECISION ON SJ: CAN DENIED Feb 05, 2020

12 DELETE ENTRY Feb 05, 2020

13 TERMINATED May 28, 2020



EXHIBIT 6 



Mark Information

Mark Literal
Elements:

None

Standard Character
Claim:

No

Mark Drawing
Type:

2 - AN ILLUSTRATION DRAWING WITHOUT ANY WORDS(S)/ LETTER(S)/NUMBER(S)

Description of
Mark:

The mark consists of a three-dimensional generally cylindrical bottle representing the packaging for the identified goods, the top portion
of the bottle being molded into a skull shape such that the width and depth of the skull is greater than the diameter of the bottle and
having the bottle cap being located at the top of the skull. The features in broken lines, namely, the base, stem and bottle cap are not
part of the mark and serve only to show the position or placement of the mark.

Color(s) Claimed: Color is not claimed as a feature of the mark.

Design Search
Code(s):

02.11.10 - Skulls, human; Bones, human; Human skeletons, parts of skeletons, bones, skulls
19.09.04 - Bottles, jars or flasks with concave sides; Flasks with concave sides; Jars with concave sides
26.19.02 - Cylinders (geometric)

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Distilled Spirits; Tequila

International
Class(es):

033 - Primary Class U.S Class(es): 047, 049

Class Status: ACTIVE

Basis: 1(a)

First Use: May 06, 2013 Use in Commerce: May 10, 2013

Basis Information (Case Level)

Filed Use: No Currently Use: Yes

Filed ITU: Yes Currently ITU: No

Generated on: This page was generated by TSDR on 2020-10-07 17:04:50 EDT

Mark:

US Serial Number: 85309028 Application Filing
Date:

Apr. 29, 2011

US Registration
Number:

4488813 Registration Date: Feb. 25, 2014

Filed as TEAS
Plus:

Yes Currently TEAS
Plus:

Yes

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: A Sections 8 and 15 combined declaration has been accepted and acknowledged.

Status Date: Jan. 17, 2019

Publication Date: Mar. 19, 2013 Notice of
Allowance Date:

May 14, 2013



Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: GLOBEFILL INCORPORATED

Owner Address: 1810 AVENUE ROAD
SUITE 300
TORONTO CANADA M5M 3Z2

Legal Entity Type: CORPORATION State or Country
Where Organized:

CANADA

Attorney/Correspondence Information

Attorney of Record

Attorney Name: John H. Weber Docket Number: 45275.021004

Attorney Primary
Email Address:

bhipdocket@bakerlaw.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

John H. Weber
Baker Hostetler LLP
1050 Connecticut Avenue, NW
Suite 1100
Washington, DISTRICT OF COLUMBIA UNITED STATES 20036

Phone: 2028611500

Correspondent e-
mail:

bhipdocket@bakerlaw.com Correspondent e-
mail Authorized:

Yes

Domestic Representative

Domestic
Representative

Name:

John H. Weber Phone: 2028611500

Domestic
Representative e-

mail:

bhipdocket@bakerlaw.com Domestic
Representative e-
mail Authorized:

Yes

Prosecution History

Date Description
Proceeding
Number

Mar. 30, 2019 NOTICE OF ACCEPTANCE OF SEC. 8 & 15 - E-MAILED

Mar. 30, 2019 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 68973

Mar. 30, 2019 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 68973

Feb. 25, 2019 TEAS SECTION 8 & 15 RECEIVED

Feb. 25, 2019 COURTESY REMINDER - SEC. 8 (6-YR) E-MAILED

Feb. 21, 2019 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Feb. 21, 2019 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Feb. 13, 2019 AUTOMATIC UPDATE OF ASSIGNMENT OF OWNERSHIP

Jan. 17, 2019 TTAB RELEASE CASE TO TRADEMARKS 68871

Jan. 17, 2019 CANCELLATION TERMINATED NO. 999999 68871

Jan. 17, 2019 CANCELLATION DENIED NO. 999999 68871

Jul. 03, 2018 CANCELLATION INSTITUTED NO. 999999 68871

Nov. 11, 2014 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

Nov. 11, 2014 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Nov. 05, 2014 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Feb. 25, 2014 REGISTERED-PRINCIPAL REGISTER

Jan. 23, 2014 NOTICE OF ACCEPTANCE OF STATEMENT OF USE E-MAILED

Jan. 22, 2014 LAW OFFICE REGISTRATION REVIEW COMPLETED 70138



Jan. 19, 2014 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Jan. 12, 2014 STATEMENT OF USE PROCESSING COMPLETE 61813

Nov. 13, 2013 USE AMENDMENT FILED 61813

Dec. 09, 2013 CASE ASSIGNED TO INTENT TO USE PARALEGAL 61813

Nov. 13, 2013 TEAS STATEMENT OF USE RECEIVED

May 14, 2013 NOA E-MAILED - SOU REQUIRED FROM APPLICANT

Mar. 19, 2013 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Mar. 19, 2013 PUBLISHED FOR OPPOSITION

Feb. 27, 2013 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Feb. 08, 2013 LAW OFFICE PUBLICATION REVIEW COMPLETED 70138

Feb. 07, 2013 ASSIGNED TO LIE 70138

Jan. 28, 2013 APPROVED FOR PUB - PRINCIPAL REGISTER

Jan. 25, 2013 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Jan. 25, 2013 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Jan. 25, 2013 TEAS REQUEST FOR RECONSIDERATION RECEIVED

Dec. 26, 2012 NOTIFICATION OF FINAL REFUSAL EMAILED

Dec. 26, 2012 FINAL REFUSAL E-MAILED

Dec. 26, 2012 FINAL REFUSAL WRITTEN 82430

Dec. 22, 2012 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Dec. 21, 2012 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Dec. 21, 2012 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Aug. 17, 2012 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Aug. 17, 2012 NON-FINAL ACTION E-MAILED 6325

Aug. 17, 2012 NON-FINAL ACTION WRITTEN 82430

Aug. 15, 2012 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Aug. 15, 2012 NOTICE OF REVIVAL - E-MAILED

Aug. 15, 2012 PETITION TO REVIVE-GRANTED 88889

Aug. 15, 2012 TEAS PETITION TO REVIVE RECEIVED

Jul. 11, 2012 ABANDONMENT NOTICE MAILED - FAILURE TO RESPOND

Jul. 11, 2012 ABANDONMENT - FAILURE TO RESPOND OR LATE RESPONSE

Dec. 14, 2011 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Dec. 14, 2011 NON-FINAL ACTION E-MAILED 6325

Dec. 14, 2011 NON-FINAL ACTION WRITTEN 82430

Dec. 01, 2011 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Nov. 30, 2011 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Nov. 30, 2011 TEAS RESPONSE TO OFFICE ACTION RECEIVED

May 31, 2011 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

May 31, 2011 NON-FINAL ACTION E-MAILED 6325

May 31, 2011 NON-FINAL ACTION WRITTEN 82430

May 31, 2011 ASSIGNED TO EXAMINER 82430

May 06, 2011 NOTICE OF DESIGN SEARCH CODE MAILED

May 05, 2011 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

May 03, 2011 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: TMEG LAW OFFICE 109 Date in Location: Mar. 30, 2019

Assignment Abstract Of Title Information

Summary

Total Assignments: 1 Registrant: Capital Brands, LLC

Assignment 1 of 1



Conveyance: ASSIGNS THE ENTIRE INTEREST

Reel/Frame: 6554/0898 Pages: 3

Date Recorded: Dec. 13, 2018

Supporting
Documents:

assignment-tm-6554-0898.pdf 

Assignor

Name: CAPITAL BRANDS, LLC Execution Date: Dec. 13, 2018

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

NEVADA

Assignee

Name: GLOBEFILL INCORPORATED 

Legal Entity Type: CORPORATION State or Country
Where Organized:

CANADA

Address: 1810 AVENUE ROAD
SUITE 300
TORONTO, CANADA M5M 3Z2

Correspondent

Correspondent
Name:

JOHN H. WEBER

Correspondent
Address:

1050 CONNECTICUT AVENUE, NW
SUITE 1100
WASHINGTON, DC 20036

Domestic Representative

Domestic
Representative

Name:

JOHN H. WEBER

Domestic
Representative

Address:

1050 CONNECTICUT AVENUE, NW
SUITE 1100
WASHINGTON, DC 20036

Proceedings

Summary

Number of
Proceedings:

2

Type of Proceeding: Cancellation

Proceeding
Number:

92071921 Filing Date: Jul 31, 2019

Status: Terminated Status Date: May 28, 2020

Interlocutory
Attorney:

LAWRENCE (LARRY) T STANLEY

Defendant

Name: Azul Imports Exports, LLC

Correspondent
Address:

MIGUEL VILLARREAL JR
GUNN LEE & CAVE PC
8023 VANTAGE DR SUITE 1500
SAN ANTONIO TX UNITED STATES , 78230

Correspondent e-
mail:

mvillarreal@gunn-lee.com , bcook@gunn-lee.com , rmaldonado@gunn-lee.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

Cancellation Terminated - See TTAB Records 86518389 4790619

Plaintiff(s)

Name: Globefill Incorporated

Correspondent
Address:

JOHN H WEBER
BAKER HOSTETLER LLP
1050 CONNECTICUT AVENUE NW
WASHINGTON DC UNITED STATES , 20036



Correspondent e-
mail:

jweber@bakerlaw.com , lgrossberg@bakerlaw.com , lgehman@bakerlaw.com , skim@bakerlaw.com , bhipdocket@bakerlaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

Section 8 and 15 - Accepted and Acknowledged 77967530 4043730

Section 8 and 15 - Accepted and Acknowledged 85309028 4488813

Section 8 and 15 - Accepted and Acknowledged 85286668 4195505

Section 8 and 15 - Accepted and Acknowledged 85286674 4218759

CRYSTAL HEAD Section 8 and 15 - Accepted and Acknowledged 77693594 3942593

CRYSTAL HEAD Section 8 and 15 - Accepted and Acknowledged 77693600 3933245

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jul 31, 2019

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 06, 2019 Sep 15, 2019

3 INSTITUTED Aug 06, 2019

4 ANSWER Aug 30, 2019

5 D MOT FOR SUMMARY JUDGMENT Aug 30, 2019

6 SUSP PEND DISP OF OUTSTNDNG MOT Sep 10, 2019

7 P OPP/RESP TO MOTION Sep 30, 2019

8 D REPLY IN SUPPORT OF MOTION Oct 14, 2019

9 RESPONSE DUE Jan 28, 2020

10 D EVIDENTIARY SUPPLEMENT TO #5 Jan 29, 2020

11 FINAL DECISION ON SJ: CAN DENIED Feb 05, 2020

12 DELETE ENTRY Feb 05, 2020

13 TERMINATED May 28, 2020

Type of Proceeding: Cancellation

Proceeding
Number:

92068871 Filing Date: Jun 28, 2018

Status: Terminated Status Date: Jan 17, 2019

Interlocutory
Attorney:

MARY B MYLES

Defendant

Name: Capital Brands, LLC

Correspondent
Address:

ANTHONY CAPOMACCIO
CAPITAL BRANDS LLC
13194 US HWY 301 S
RIVERVIEW FL UNITED STATES , 33578

Correspondent e-
mail:

tony@247imports.com , TONY.CAPOMACCIO@GMAIL.COM

Associated marks

Mark Application Status
Serial
Number

Registration
Number

Section 8 and 15 - Accepted and Acknowledged 85309028 4488813

Plaintiff(s)

Name: Globefill Incorporated

Correspondent
Address:

JOHN H WEBER
BAKER HOSTETLER LLP
WASHINGTON SQUARE SUITE 1100, 1050 CONNECTICUT AVENUE NW
WASHINGTON DC UNITED STATES , 20036

Correspondent e-
mail:

bhipdocket@bakerlaw.com , jweber@bakerlaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

Section 8 and 15 - Accepted and Acknowledged 77967530 4043730



Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jun 28, 2018

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jul 03, 2018 Aug 12, 2018

3 PENDING, INSTITUTED Jul 03, 2018

4 D MOT FOR EXT W/ CONSENT Aug 07, 2018

5 EXTENSION OF TIME GRANTED Aug 07, 2018

6 D MOT FOR EXT W/ CONSENT Sep 11, 2018

7 D CHANGE OF CORRESP ADDRESS Sep 11, 2018

8 ANSWER Sep 21, 2018

9 EXTENSION OF TIME GRANTED Sep 21, 2018

10 D REQ FOR DISCOVERY CONFERENCE-PHONE Oct 22, 2018

11 TRIAL DATES RESET Oct 27, 2018

12 AMENDED ANSWER Nov 14, 2018

13 W/DRAW OF PET FOR CANCELLATION Dec 14, 2018

14 RESPONSE DUE 30 DAYS (DUE DATE) Dec 21, 2018 Jan 20, 2019

15 W/DRAW OF PET FOR CANCELLATION Dec 21, 2018

16 BD DECISION: CAN DENIED W/O PREJ Jan 17, 2019

17 TERMINATED Jan 17, 2019



EXHIBIT 7 



Mark Information

Mark Literal
Elements:

SKULL

Standard Character
Claim:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing
Type:

4 - STANDARD CHARACTER MARK

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: alcoholic beverages, namely, vodka

International
Class(es):

033 - Primary Class U.S Class(es): 047, 049

Class Status: ACTIVE

Basis: 1(b)

Basis Information (Case Level)

Filed Use: No Currently Use: No

Filed ITU: Yes Currently ITU: Yes

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: Globefill Incorporated

Owner Address: 309 Alfred Street
Kingston, Ontario CANADA K7L3S4

Legal Entity Type: CORPORATION State or Country CANADA

Generated on: This page was generated by TSDR on 2020-10-07 16:42:47 EDT

Mark: SKULL

US Serial Number: 77961465 Application Filing
Date:

Mar. 17, 2010

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

DEAD/APPLICATION/Refused/Dismissed or Invalidated

This trademark application was refused, dismissed, or invalidated by the Office
and this application is no longer active.

Status: Abandoned because the applicant failed to respond or filed a late response to an Office action. To view all documents in this file, click
on the Trademark Document Retrieval link at the top of this page.

Status Date: Apr. 24, 2015

Date Abandoned: Mar. 27, 2015



Where Organized:

Attorney/Correspondence Information

Attorney of Record

Attorney Name: John H. Weber Docket Number: 083108-

Attorney Primary
Email Address:

trademarks@bakerlaw.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

JOHN H. WEBER
BAKER & HOSTETLER LLP
1050 CONNECTICUT AVE NW STE 1100
WASHINGTON, DISTRICT OF COLUMBIA UNITED STATES 20036-5304

Phone: 202-861-1500 Fax: 202-861-1783

Correspondent e-
mail:

trademarks@bakerlaw.com Correspondent e-
mail Authorized:

Yes

Domestic Representative

Domestic
Representative

Name:

John H. Weber Phone: 202-861-1500

Fax: 202-861-1783

Domestic
Representative e-

mail:

trademarks@bakerlaw.com Domestic
Representative e-
mail Authorized:

Yes

Prosecution History

Date Description
Proceeding
Number

Apr. 24, 2015 ABANDONMENT NOTICE MAILED - FAILURE TO RESPOND

Apr. 24, 2015 ABANDONMENT - FAILURE TO RESPOND OR LATE RESPONSE

Sep. 26, 2014 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Sep. 26, 2014 NON-FINAL ACTION E-MAILED 6325

Sep. 26, 2014 NON-FINAL ACTION WRITTEN 81875

Sep. 05, 2014 LIE CHECKED SUSP - TO ATTY FOR ACTION 68552

Mar. 03, 2014 REPORT COMPLETED SUSPENSION CHECK CASE STILL SUSPENDED 68552

Aug. 19, 2013 REPORT COMPLETED SUSPENSION CHECK CASE STILL SUSPENDED 68552

Feb. 11, 2013 REPORT COMPLETED SUSPENSION CHECK CASE STILL SUSPENDED 68552

Aug. 01, 2012 REPORT COMPLETED SUSPENSION CHECK CASE STILL SUSPENDED 68552

Feb. 01, 2012 REPORT COMPLETED SUSPENSION CHECK CASE STILL SUSPENDED

Aug. 01, 2011 REPORT COMPLETED SUSPENSION CHECK CASE STILL SUSPENDED 68552

Aug. 01, 2011 ASSIGNED TO LIE 68552

Jan. 31, 2011 REPORT COMPLETED SUSPENSION CHECK CASE STILL SUSPENDED

Jul. 30, 2010 NOTIFICATION OF LETTER OF SUSPENSION E-MAILED 6332

Jul. 30, 2010 LETTER OF SUSPENSION E-MAILED 6332

Jul. 30, 2010 SUSPENSION LETTER WRITTEN 81875

Jul. 27, 2010 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Jul. 27, 2010 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Jul. 27, 2010 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Jun. 26, 2010 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Jun. 26, 2010 NON-FINAL ACTION E-MAILED 6325

Jun. 26, 2010 NON-FINAL ACTION WRITTEN 81875

Jun. 18, 2010 ASSIGNED TO EXAMINER 81875

Mar. 23, 2010 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Mar. 20, 2010 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information



TM Attorney: BENJAMIN, SARA NICOLE Law Office
Assigned:

LAW OFFICE 110

File Location

Current Location: TMO LAW OFFICE 110 - EXAMINING
ATTORNEY ASSIGNED

Date in Location: Apr. 24, 2015



To: Globefill Incorporated (trademarks@bakerlaw.com)
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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

U.S. APPLICATION SERIAL NO.  77961465

MARK: SKULL

*77961465*
CORRESPONDENT ADDRESS:

 JOHN H. WEBER

 BAKER & HOSTETLER LLP

    1050 CONNECTICUT AVE NW STE 1100

 WASHINGTON, DC 20036-5304

CLICK HERE TO RESPOND TO THIS

LETTER:

http://www.uspto.gov/trademarks/teas/response_forms.jsp

VIEW YOUR APPLICATION FILE

APPLICANT: Globefill Incorporated

CORRESPONDENT’S REFERENCE/DOCKET

NO:  

       083108-

CORRESPONDENT E-MAIL ADDRESS: 

       trademarks@bakerlaw.com

OFFICE ACTION

STRICT DEADLINE TO RESPOND TO THIS LETTER

TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO MUST RECEIVE APPLICANT’S

COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS OF THE ISSUE/MAILING DATE BELOW.

ISSUE/MAILING DATE: 9/26/2014
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Removal from Suspension

On July 30, 2010, action on this application was suspended pending the disposition of U.S. Application Serial Nos. 77505790, 77870815, and

77937339.  The referenced pending applications have abandoned and are no longer a potential bar to the registration of applicant’s mark.  

Application Serial No. 77245380, which was inadvertently left off of the suspension notice, has since registered as U.S. Registration No.

4080332 and must be cited as a bar to registration.  In addition, Application Serial No. 4580425, which registered from an application filed after

applicant’s application, must also be cited as a bar to registration.   The examining attorney sincerely apologizes to the applicant.  The Section

2(d) refusal based on U.S. Registration Nos. 2615375 and 2540723 is withdrawn. 

Likelihood of Confusion

Registration of the applied-for mark is refused because of a likelihood of confusion with the marks in U.S. Registration Nos. 4080332 and

4580425.  Trademark Act Section 2(d), 15 U.S.C. §1052(d); see TMEP §§1207.01 et seq.  See the enclosed registrations.

Trademark Act Section 2(d) bars registration of an applied-for mark that so resembles a registered mark that it is likely a potential consumer

would be confused, mistaken, or deceived as to the source of the goods and/or services of the applicant and registrant.  See 15 U.S.C. §1052(d). 

A determination of likelihood of confusion under Section 2(d) is made on a case-by case basis and the factors set forth in In re E. I. du Pont de

Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (C.C.P.A. 1973) aid in this determination.  Citigroup Inc. v. Capital City Bank Grp., Inc., 637

F.3d 1344, 1349, 98 USPQ2d 1253, 1256 (Fed. Cir. 2011) (citing On-Line Careline, Inc. v. Am. Online, Inc., 229 F.3d 1080, 1085, 56 USPQ2d

1471, 1474 (Fed. Cir. 2000)).  Not all the du Pont factors, however, are necessarily relevant or of equal weight, and any one of the factors may

control in a given case, depending upon the evidence of record.  Citigroup Inc. v. Capital City Bank Grp., Inc., 637 F.3d at 1355, 98 USPQ2d at

1260; In re Majestic Distilling Co., 315 F.3d 1311, 1315, 65 USPQ2d 1201, 1204 (Fed. Cir. 2003); see In re E. I. du Pont de Nemours & Co., 476

F.2d at 1361-62, 177 USPQ at 567.

In this case, the following factors are the most relevant:  similarity of the marks, similarity and nature of the goods and/or services, and similarity

of the trade channels of the goods and/or services.  See In re Viterra Inc., 671 F.3d 1358, 1361-62, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012); In

re Dakin’s Miniatures Inc. , 59 USPQ2d 1593, 1595-96 (TTAB 1999); TMEP §§1207.01 et seq.

In any likelihood of confusion determination, two key considerations are similarity of the marks and similarity or relatedness of the goods and/or

services.  Syndicat Des Proprietaires Viticulteurs De Chateauneuf-Du-Pape v. Pasquier DesVignes, 107 USPQ2d 1930, 1938 (TTAB 2013)

(citing Federated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 1103, 192 USPQ 24, 29 (C.C.P.A. 1976)); In re Iolo Techs., LLC, 95

USPQ2d 1498, 1499 (TTAB 2010); see TMEP §1207.01.  That is, the marks are compared in their entireties for similarities in appearance,

sound, connotation, and commercial impression.  In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012) (quoting In

re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 1361, 177 USPQ 563, 567 (C.C.P.A. 1973)); TMEP §1207.01(b)-(b)(v).  Additionally, the

goods and/or services are compared to determine whether they are similar or commercially related or travel in the same trade channels.  See

Coach Servs., Inc. v. Triumph Learning LLC, 668 F.3d 1356, 1369-71, 101 USPQ2d 1713, 1722-23 (Fed. Cir. 2012); Herbko Int’l, Inc. v. Kappa

Books, Inc., 308 F.3d 1156, 1165, 64 USPQ2d 1375, 1381 (Fed. Cir. 2002); TMEP §1207.01, (a)(vi).

Facts

Applicant proposes SKULL for use in connection with alcoholic beverages, namely, vodka.

Registrant, which owns both of the cited registrations, provides alcoholic beverages, namely, tequila and prepared alcoholic cocktails in

connection with the mark CALAVERA (U.S. Registration No. 4080332) and distilled spirits in connection with the mark SKULL (U.S.

Registration No. 4580425).  

Similarity of the Marks

Marks are compared in their entireties for similarities in appearance, sound, connotation, and commercial impression.  In re Viterra Inc., 671

F.3d 1358, 1362, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012) (quoting In re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 1361, 177 USPQ 563,

567 (C.C.P.A. 1973)); TMEP §1207.01(b)-(b)(v).  Similarity in any one of these elements may be sufficient to find the marks confusingly

similar.  In re White Swan Ltd., 8 USPQ2d 1534, 1535 (TTAB 1988); see In re 1st USA Realty Prof’ls , Inc., 84 USPQ2d 1581, 1586 (TTAB

2007); TMEP §1207.01(b).

Applicant’s mark and the mark in U.S. Registration No. 4580425 are identical.   Where the marks of the respective parties are identical or

virtually identical, the relationship between the relevant goods need not be as close to support a finding of likelihood of confusion.  See In re

Shell Oil Co., 992 F.2d 1204, 1207, 26 USPQ2d 1687, 1689 (Fed. Cir. 1993); In re Davey Prods. Pty Ltd., 92 USPQ2d 1198, 1202 (TTAB 2009);

In re Thor Tech, Inc., 90 USPQ2d 1634, 1636 (TTAB 2009); TMEP §1207.01(a).

Applicant’s mark is SKULL and the mark in U.S. Registration No. 4080332 translates to SKULL.   Under the doctrine of foreign equivalents, a

mark in a foreign language and a mark that is its English equivalent may be held to be confusingly similar.  TMEP §1207.01(b)(vi); see, e.g., In

re Thomas, 79 USPQ2d 1021, 1025 (TTAB 2006); In re Hub Distrib., Inc., 218 USPQ 284 (TTAB 1983).  Therefore, marks comprised of foreign

words are translated into English to determine similarity in meaning and connotation with English word marks.  See Palm Bay Imps., Inc. v.



Veuve Clicquot Ponsardin Maison Fondee en 1772, 396 F.3d 1369, 1377, 73 USPQ2d 1689, 1696 (Fed. Cir. 2005).  Equivalence in meaning and

connotation can be sufficient to find such marks confusingly similar.  See In re Thomas, 79 USPQ2d at 1025.

The doctrine is applicable when it is likely that an ordinary American purchaser would “stop and translate” the foreign term into its English

equivalent.  Palm Bay, 396 F.3d at 1377, 73 USPQ2d at 1696; TMEP §1207.01(b)(vi)(A).  The ordinary American purchaser refers to “all

American purchasers, including those proficient in a non-English language who would ordinarily be expected to translate words into English.”  

In re Spirits Int’l, N.V. , 563 F.3d 1347, 1352, 90 USPQ2d 1489, 1492 (Fed. Cir. 2009); see In re Thomas, 79 USPQ2d at 1024 (citing J. Thomas

McCarthy, McCarthy on Trademarks and Unfair Competition §23:26 (4th ed. 2006), which states “[t]he test is whether, to those American

buyers familiar with the foreign language, the word would denote its English equivalent.”).

Generally, the doctrine is applied when the English translation is a literal and exact translation of the foreign wording.  See In re Thomas, 79

USPQ2d at 1021 (holding MARCHE NOIR for jewelry likely to be confused with the cited mark BLACK MARKET MINERALS for retail

jewelry and mineral store services where evidence showed that MARCHE NOIR is the exact French equivalent of the English idiom “Black

Market,” and the addition of MINERALS did not serve to distinguish the marks); In re Ithaca Indus., Inc., 230 USPQ 702 (TTAB 1986)

(holding applicant’s mark LUPO for men’s and boys’ underwear likely to be confused with the cited registration for WOLF and design for

various clothing items, where LUPO is the Italian equivalent of the English word “wolf”); In re Hub Distrib., Inc., 218 USPQ at 284 (holding

the Spanish wording EL SOL for clothing likely to be confused with its English language equivalent SUN for footwear where it was determined

that EL SOL was the “direct foreign language equivalent” of the term SUN).

Relatedness of the Goods

The goods of the parties need not be identical or even competitive to find a likelihood of confusion.  See On-line Careline Inc. v. Am. Online Inc.,

229 F.3d 1080, 1086, 56 USPQ2d 1471, 1475 (Fed. Cir. 2000); Recot, Inc. v. Becton, 214 F.3d 1322, 1329, 54 USPQ2d 1894, 1898 (Fed. Cir.

2000) (“[E] ven if the goods in question are different from, and thus not related to, one another in kind, the same goods can be related in the mind

of the consuming public as to the origin of the goods.”); TMEP §1207.01(a)(i).  

The respective goods need only be “related in some manner and/or if the circumstances surrounding their marketing [be] such that they could

give rise to the mistaken belief that [the goods] emanate from the same source.”   Coach Servs., Inc. v. Triumph Learning LLC, 668 F.3d 1356,

1369, 101 USPQ2d 1713, 1722 (Fed. Cir. 2012) (quoting 7-Eleven Inc. v. Wechsler, 83 USPQ2d 1715, 1724 (TTAB 2007)); Gen. Mills Inc. v.

Fage Dairy Processing Indus. SA, 100 USPQ2d 1584, 1597 (TTAB 2011); TMEP §1207.01(a)(i).

As shown by the attached dictionary definition from The American Heritage® Dictionary of the English Language, Fifth Edition, VODKA is

“an alcoholic liquor originally distilled from fermented wheat mash but now also made from a mash of rye, corn, or potatoes.”   The “distilled

spirits” of U.S. Registration No. 4580425 thus encompass the goods of the applicant, as a SPIRIT is “an alcoholic beverage, especially distilled

liquor.”   Applicant’s goods and the goods in U.S. Registration No. 4080332 are related because the goods are alcoholic beverages that would be

sold together at bars and liquor stores. 

Various alcoholic beverages have been shown to be related goods for purposes of a Trademark Act Section 2(d) analysis.  In re Chatam Int’l

Inc., 380 F.3d 1340, 71 USPQ2d 1944 (Fed. Cir. 2004) (holding GASPAR’S ALE for beer and ale likely to be confused with JOSE GASPAR

GOLD for tequila); In re Majestic Distilling Co., 315 F.3d 1311, 65 USPQ2d 1201 (Fed. Cir. 2003) (holding RED BULL for tequila likely to be

confused with RED BULL for malt liquor); In re Salierbrau Franz Sailer, 23 USPQ2d 1719 (TTAB 1992) (holding CHRISTOPHER

COLUMBUS for beer likely to be confused with CRISTOBAL COLON & design for sweet wine); Somerset Distilling, Inc. v. Speymalt Whiskey

Distribs. Ltd., 14 USPQ2d 1539 (TTAB 1989) (holding JAS. GORDON and design for scotch whiskey likely to be confused with GORDON’S

for distilled gin and vodka); Schieffelin & Co. v. Molson Cos., 9 USPQ2d 2069 (TTAB 1989) (holding BRAS D’OR for brandy likely to be

confused with BRADOR for beer); Bureau Nat’l Interprofessionnel Du Cognac v. Int’l Better Drinks Corp ., 6 USPQ2d 1610 (TTAB 1988)

(holding trademark COLAGNAC for cola flavored liqueur likely to be confused with certification mark COGNAC for brandy).

The trademark examining attorney has attached evidence from the USPTO’s X-Search database consisting of a number of third-party marks

registered for use in connection with the same or similar goods as those of both applicant and registrant in this case.  This evidence shows that the

goods listed therein, namely, vodka, tequila, and alcoholic cocktails are of a kind that may emanate from a single source under a single mark.  See

In re Anderson, 101 USPQ2d 1912, 1919 (TTAB 2012); In re Albert Trostel & Sons Co., 29 USPQ2d 1783, 1785-86 (TTAB 1993); In re Mucky

Duck Mustard Co., 6 USPQ2d 1467, 1470 n.6 (TTAB 1988); TMEP §1207.01(d)(iii).

The overriding concern is not only to prevent buyer confusion as to the source of the goods, but to protect the registrant from adverse commercial

impact due to use of a similar mark by a newcomer.  See In re Shell Oil Co., 992 F.2d 1204, 1208, 26 USPQ2d 1687, 1690 (Fed. Cir. 1993). 

Therefore, any doubt regarding a likelihood of confusion determination is resolved in favor of the registrant.  TMEP §1207.01(d)(i); see Hewlett-

Packard Co. v. Packard Press, Inc., 281 F.3d 1261, 1265, 62 USPQ2d 1001, 1003 (Fed. Cir. 2002); In re Hyper Shoppes (Ohio), Inc., 837 F.2d

463, 464-65, 6 USPQ2d 1025, 1026 (Fed. Cir. 1988).

Accordingly, because confusion as to source is likely, registration is refused under Section 2(d) of the Trademark Act.



Applicant May Respond

Although applicant’s mark has been refused registration, applicant may respond to the refusal by submitting evidence and arguments in support

of registration.

/Sara N. Benjamin/

Examining Attorney

Law Office 110

571.272.8847

sara.benjamin@uspto.gov

TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please wait 48-72 hours from the

issue/mailing date before using the Trademark Electronic Application System (TEAS), to allow for necessary system updates of the application. 

For technical assistance with online forms, e-mail TEAS@uspto.gov.  For questions about the Office action itself, please contact the assigned

trademark examining attorney.  E-mail communications will not be accepted as responses to Office actions; therefore, do not respond to

this Office action by e-mail.

All informal e-mail communications relevant to this application will be placed in the official application record.

WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant or someone with legal authority to bind an

applicant (i.e., a corporate officer, a general partner, all joint applicants).  If an applicant is represented by an attorney, the attorney must sign the

response. 

PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does not miss crucial deadlines or official

notices, check the status of the application every three to four months using the Trademark Status and Document Retrieval (TSDR) system at

http://tsdr.uspto.gov/.  Please keep a copy of the TSDR status screen.  If the status shows no change for more than six months, contact the

Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-9199.  For more information on checking

status, see http://www.uspto.gov/trademarks/process/status/.

TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at http://www.uspto.gov/trademarks/teas/correspondence.jsp.

http://www.uspto.gov/trademarks/teas/response_forms.jsp
mailto:TEAS@uspto.gov
http://tsdr.uspto.gov/
mailto:TrademarkAssistanceCenter@uspto.gov
http://www.uspto.gov/trademarks/process/status/
http://www.uspto.gov/trademarks/teas/correspondence.jsp






To: Globefill Incorporated (trademarks@bakerlaw.com)

Subject: U.S. TRADEMARK APPLICATION NO. 77961465 - SKULL - 083108-

Sent: 9/26/2014 4:49:02 PM

Sent As: ECOM110@USPTO.GOV

Attachments:

 

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

 

 

IMPORTANT NOTICE REGARDING YOUR

U.S. TRADEMARK APPLICATION

 
USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED

ON 9/26/2014 FOR U.S. APPLICATION SERIAL NO. 77961465

 
Please follow the instructions below:

 

(1)  TO READ THE LETTER:  Click on this link or go to http://tsdr.uspto.gov, enter the U.S. application serial number, and click on

“Documents.”

 

The Office action may not be immediately viewable, to allow for necessary system updates of the application, but will be available within 24

hours of this e-mail notification.

 

(2)  TIMELY RESPONSE IS REQUIRED:  Please carefully review the Office action to determine (1) how to respond, and (2) the applicable

response time period.  Your response deadline will be calculated from 9/26/2014 (or sooner if specified in the Office action).  For information

regarding response time periods, see http://www.uspto.gov/trademarks/process/status/responsetime.jsp. 

 

Do NOT hit “Reply” to this e-mail notification, or otherwise e-mail your response because the USPTO does NOT accept e-mails as

responses to Office actions.  Instead, the USPTO recommends that you respond online using the Trademark Electronic Application System

(TEAS) response form located at http://www.uspto.gov/trademarks/teas/response_forms.jsp.

 

(3)  QUESTIONS:  For questions about the contents of the Office action itself, please contact the assigned trademark examining attorney.  For

technical assistance in accessing or viewing the Office action in the Trademark Status and Document Retrieval (TSDR) system, please e-mail

TSDR@uspto.gov.

 

WARNING

 
Failure to file the required response by the applicable response deadline will result in the ABANDONMENT of your application.  For

more information regarding abandonment, see http://www.uspto.gov/trademarks/basics/abandon.jsp.

 

PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION:  Private companies not associated with the USPTO are

using information provided in trademark applications to mail or e-mail trademark-related solicitations.  These companies often use names that

closely resemble the USPTO and their solicitations may look like an official government document.  Many solicitations require that you pay

“fees.”  

 

Please carefully review all correspondence you receive regarding this application to make sure that you are responding to an official document

from the USPTO rather than a private company solicitation.  All official USPTO correspondence will be mailed only from the “United States

Patent and Trademark Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.”   For more information on how to handle

private company solicitations, see http://www.uspto.gov/trademarks/solicitation_warnings.jsp.

 

 

mailto:trademarks@bakerlaw.com
http://tsdr.uspto.gov/view.action?sn=77961465&type=OOA&date=20140926#tdrlink
http://tsdr.uspto.gov/
http://www.uspto.gov/trademarks/process/status/responsetime.jsp
http://www.uspto.gov/trademarks/teas/response_forms.jsp
mailto:TSDR@uspto.gov
http://www.uspto.gov/trademarks/basics/abandon.jsp
http://www.uspto.gov/trademarks/solicitation_warnings.jsp


EXHIBIT 8 



 

Mark Information

Mark Literal
Elements:

SKULL BOTTLE

Standard Character
Claim:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing
Type:

4 - STANDARD CHARACTER MARK

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: alcoholic beverages, namely, vodka

International
Class(es):

033 - Primary Class U.S Class(es): 047, 049

Class Status: ACTIVE

Basis: 1(b)

Basis Information (Case Level)

Filed Use: No Currently Use: No

Filed ITU: Yes Currently ITU: Yes

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: Globefill Incorporated

Owner Address: 309 Alfred Street
Kingston, Ontario CANADA K7L3S4

Legal Entity Type: CORPORATION State or Country CANADA

Generated on: This page was generated by TSDR on 2020-10-07 16:43:34 EDT

Mark: SKULL BOTTLE

US Serial Number: 77961530 Application Filing
Date:

Mar. 17, 2010

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

DEAD/APPLICATION/Refused/Dismissed or Invalidated

This trademark application was refused, dismissed, or invalidated by the Office
and this application is no longer active.

Status: Abandoned because the applicant failed to respond or filed a late response to an Office action. To view all documents in this file, click
on the Trademark Document Retrieval link at the top of this page.

Status Date: Apr. 24, 2015

Date Abandoned: Mar. 27, 2015



Where Organized:

Attorney/Correspondence Information

Attorney of Record

Attorney Name: John H. Weber Docket Number: 083108-

Attorney Primary
Email Address:

trademarks@bakerlaw.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

JOHN H. WEBER
BAKER & HOSTETLER LLP
1050 CONNECTICUT AVE NW STE 1100
WASHINGTON, DISTRICT OF COLUMBIA UNITED STATES 20036-5304

Phone: 202-861-1500 Fax: 202-861-1783

Correspondent e-
mail:

trademarks@bakerlaw.com Correspondent e-
mail Authorized:

Yes

Domestic Representative

Domestic
Representative

Name:

John H. Weber Phone: 202-861-1500

Fax: 202-861-1783

Domestic
Representative e-

mail:

trademarks@bakerlaw.com Domestic
Representative e-
mail Authorized:

Yes

Prosecution History

Date Description
Proceeding
Number

Apr. 24, 2015 ABANDONMENT NOTICE MAILED - FAILURE TO RESPOND

Apr. 24, 2015 ABANDONMENT - FAILURE TO RESPOND OR LATE RESPONSE

Sep. 26, 2014 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Sep. 26, 2014 NON-FINAL ACTION E-MAILED 6325

Sep. 26, 2014 NON-FINAL ACTION WRITTEN 81875

Sep. 05, 2014 LIE CHECKED SUSP - TO ATTY FOR ACTION 68552

Mar. 03, 2014 REPORT COMPLETED SUSPENSION CHECK CASE STILL SUSPENDED 68552

Aug. 19, 2013 REPORT COMPLETED SUSPENSION CHECK CASE STILL SUSPENDED 68552

Feb. 11, 2013 REPORT COMPLETED SUSPENSION CHECK CASE STILL SUSPENDED 68552

Aug. 01, 2012 REPORT COMPLETED SUSPENSION CHECK CASE STILL SUSPENDED 68552

Feb. 01, 2012 REPORT COMPLETED SUSPENSION CHECK CASE STILL SUSPENDED

Aug. 01, 2011 REPORT COMPLETED SUSPENSION CHECK CASE STILL SUSPENDED 68552

Aug. 01, 2011 ASSIGNED TO LIE 68552

Jan. 31, 2011 REPORT COMPLETED SUSPENSION CHECK CASE STILL SUSPENDED

Jul. 30, 2010 NOTIFICATION OF LETTER OF SUSPENSION E-MAILED 6332

Jul. 30, 2010 LETTER OF SUSPENSION E-MAILED 6332

Jul. 30, 2010 SUSPENSION LETTER WRITTEN 81875

Jul. 27, 2010 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Jul. 27, 2010 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Jul. 27, 2010 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Jun. 26, 2010 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Jun. 26, 2010 NON-FINAL ACTION E-MAILED 6325

Jun. 26, 2010 NON-FINAL ACTION WRITTEN 81875

Jun. 18, 2010 ASSIGNED TO EXAMINER 81875

Mar. 23, 2010 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Mar. 20, 2010 NEW APPLICATION ENTERED IN TRAM
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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
U.S. APPLICATION SERIAL NO.  77961530

 

MARK: SKULL BOTTLE

 

 

        

*77961530*
CORRESPONDENT ADDRESS:

       JOHN H. WEBER

       BAKER & HOSTETLER LLP

       1050 CONNECTICUT AVE NW STE 1100

       WASHINGTON, DC 20036-5304

       

 
CLICK HERE TO RESPOND TO THIS

LETTER:

http://www.uspto.gov/trademarks/teas/response_forms.jsp

 
VIEW YOUR APPLICATION FILE

 

APPLICANT: Globefill Incorporated

 

 

 

CORRESPONDENT’S REFERENCE/DOCKET

NO:  

       083108-

CORRESPONDENT E-MAIL ADDRESS: 

       trademarks@bakerlaw.com

 

 

 

OFFICE ACTION
 

STRICT DEADLINE TO RESPOND TO THIS LETTER

TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO MUST RECEIVE APPLICANT’S

COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS OF THE ISSUE/MAILING DATE BELOW.

 

ISSUE/MAILING DATE: 9/26/2014
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Removal from Suspension

On July 30, 2010, action on this application was suspended pending the disposition of U.S. Application Serial Nos. 77505790, 77870815, and

77937339.  The referenced pending applications have abandoned and are no longer a potential bar to the registration of applicant’s mark.  

Application Serial No. 77245380, which was inadvertently left off of the suspension notice, has since registered as U.S. Registration No.

4080332 and must be cited as a bar to registration.  In addition, Application Serial No. 4580425, which registered from an application filed after

applicant’s application, must also be cited as a bar to registration.   The examining attorney sincerely apologizes to the applicant.  The Section

2(d) refusal based on U.S. Registration Nos. 2615375 and 2540723 is withdrawn.  The requirement for a disclaimer of BOTTLE is maintained

and continued.

 

Likelihood of Confusion

Registration of the applied-for mark is refused because of a likelihood of confusion with the marks in U.S. Registration Nos. 4080332 and

4580425.  Trademark Act Section 2(d), 15 U.S.C. §1052(d); see TMEP §§1207.01 et seq.  See the enclosed registrations.

 

Trademark Act Section 2(d) bars registration of an applied-for mark that so resembles a registered mark that it is likely a potential consumer

would be confused, mistaken, or deceived as to the source of the goods and/or services of the applicant and registrant.  See 15 U.S.C. §1052(d). 

A determination of likelihood of confusion under Section 2(d) is made on a case-by case basis and the factors set forth in In re E. I. du Pont de

Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (C.C.P.A. 1973) aid in this determination.  Citigroup Inc. v. Capital City Bank Grp., Inc., 637

F.3d 1344, 1349, 98 USPQ2d 1253, 1256 (Fed. Cir. 2011) (citing On-Line Careline, Inc. v. Am. Online, Inc., 229 F.3d 1080, 1085, 56 USPQ2d

1471, 1474 (Fed. Cir. 2000)).  Not all the du Pont factors, however, are necessarily relevant or of equal weight, and any one of the factors may

control in a given case, depending upon the evidence of record.  Citigroup Inc. v. Capital City Bank Grp., Inc., 637 F.3d at 1355, 98 USPQ2d at

1260; In re Majestic Distilling Co., 315 F.3d 1311, 1315, 65 USPQ2d 1201, 1204 (Fed. Cir. 2003); see In re E. I. du Pont de Nemours & Co., 476

F.2d at 1361-62, 177 USPQ at 567.

 

In this case, the following factors are the most relevant:  similarity of the marks, similarity and nature of the goods and/or services, and similarity

of the trade channels of the goods and/or services.  See In re Viterra Inc., 671 F.3d 1358, 1361-62, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012); In

re Dakin’s Miniatures Inc. , 59 USPQ2d 1593, 1595-96 (TTAB 1999); TMEP §§1207.01 et seq.

 

In any likelihood of confusion determination, two key considerations are similarity of the marks and similarity or relatedness of the goods and/or

services.  Syndicat Des Proprietaires Viticulteurs De Chateauneuf-Du-Pape v. Pasquier DesVignes, 107 USPQ2d 1930, 1938 (TTAB 2013)

(citing Federated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 1103, 192 USPQ 24, 29 (C.C.P.A. 1976)); In re Iolo Techs., LLC, 95

USPQ2d 1498, 1499 (TTAB 2010); see TMEP §1207.01.  That is, the marks are compared in their entireties for similarities in appearance,

sound, connotation, and commercial impression.  In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012) (quoting In

re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 1361, 177 USPQ 563, 567 (C.C.P.A. 1973)); TMEP §1207.01(b)-(b)(v).  Additionally, the

goods and/or services are compared to determine whether they are similar or commercially related or travel in the same trade channels.  See

Coach Servs., Inc. v. Triumph Learning LLC, 668 F.3d 1356, 1369-71, 101 USPQ2d 1713, 1722-23 (Fed. Cir. 2012); Herbko Int’l, Inc. v. Kappa

Books, Inc., 308 F.3d 1156, 1165, 64 USPQ2d 1375, 1381 (Fed. Cir. 2002); TMEP §1207.01, (a)(vi).

 

Facts

Applicant proposes SKULL BOTTLE for use in connection with alcoholic beverages, namely, vodka.

 

Registrant, which owns both of the cited registrations, provides alcoholic beverages, namely, tequila and prepared alcoholic cocktails in

connection with the mark CALAVERA (U.S. Registration No. 4080332) and distilled spirits in connection with the mark SKULL (U.S.

Registration No. 4580425).  

 

Similarity of the Marks

Marks are compared in their entireties for similarities in appearance, sound, connotation, and commercial impression.  In re Viterra Inc., 671

F.3d 1358, 1362, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012) (quoting In re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 1361, 177 USPQ 563,

567 (C.C.P.A. 1973)); TMEP §1207.01(b)-(b)(v).  Similarity in any one of these elements may be sufficient to find the marks confusingly

similar.  In re White Swan Ltd., 8 USPQ2d 1534, 1535 (TTAB 1988); see In re 1st USA Realty Prof’ls , Inc., 84 USPQ2d 1581, 1586 (TTAB

2007); TMEP §1207.01(b).

 

Applicant’s mark and the mark i n U.S. Registration No. 4580425 each include and begin with the term SKULL.  Marks may be confusingly

similar in appearance where similar terms or phrases or similar parts of terms or phrases appear in the compared marks and create a similar

overall commercial impression.  See Crocker Nat’l Bank v. Canadian Imperial Bank of Commerce , 228 USPQ 689, 690-91 (TTAB 1986), aff’d

sub nom. Canadian Imperial Bank of Commerce v. Wells Fargo Bank, Nat’l Ass’n , 811 F.2d 1490, 1495, 1 USPQ2d 1813, 1817 (Fed. Cir.

1987) (finding COMMCASH and COMMUNICASH confusingly similar); In re Corning Glass Works, 229 USPQ 65, 66 (TTAB 1985) (finding

CONFIRM and CONFIRMCELLS confusingly similar); In re Pellerin Milnor Corp., 221 USPQ 558, 560 (TTAB 1983) (finding MILTRON and

MILLTRONICS confusingly similar); TMEP §1207.01(b)(ii)-(iii).

 



Applicant’s mark is SKULL BOTTLE and the mark in U.S. Registration No. 4080332 translates to SKULL.   Under the doctrine of foreign

equivalents, a mark in a foreign language and a mark that is its English equivalent may be held to be confusingly similar.  TMEP

§1207.01(b)(vi); see, e.g., In re Thomas, 79 USPQ2d 1021, 1025 (TTAB 2006); In re Hub Distrib., Inc., 218 USPQ 284 (TTAB 1983). 

Therefore, marks comprised of foreign words are translated into English to determine similarity in meaning and connotation with English word

marks.  See Palm Bay Imps., Inc. v. Veuve Clicquot Ponsardin Maison Fondee en 1772, 396 F.3d 1369, 1377, 73 USPQ2d 1689, 1696 (Fed. Cir.

2005).  Equivalence in meaning and connotation can be sufficient to find such marks confusingly similar.  See In re Thomas, 79 USPQ2d at

1025.

 

The doctrine is applicable when it is likely that an ordinary American purchaser would “stop and translate” the foreign term into its English

equivalent.  Palm Bay, 396 F.3d at 1377, 73 USPQ2d at 1696; TMEP §1207.01(b)(vi)(A).  The ordinary American purchaser refers to “all

American purchasers, including those proficient in a non-English language who would ordinarily be expected to translate words into English.”  

In re Spirits Int’l, N.V. , 563 F.3d 1347, 1352, 90 USPQ2d 1489, 1492 (Fed. Cir. 2009); see In re Thomas, 79 USPQ2d at 1024 (citing J. Thomas

McCarthy, McCarthy on Trademarks and Unfair Competition §23:26 (4th ed. 2006), which states “[t]he test is whether, to those American

buyers familiar with the foreign language, the word would denote its English equivalent.”).

 

Generally, the doctrine is applied when the English translation is a literal and exact translation of the foreign wording.  See In re Thomas, 79

USPQ2d at 1021 (holding MARCHE NOIR for jewelry likely to be confused with the cited mark BLACK MARKET MINERALS for retail

jewelry and mineral store services where evidence showed that MARCHE NOIR is the exact French equivalent of the English idiom “Black

Market,” and the addition of MINERALS did not serve to distinguish the marks); In re Ithaca Indus., Inc., 230 USPQ 702 (TTAB 1986)

(holding applicant’s mark LUPO for men’s and boys’ underwear likely to be confused with the cited registration for WOLF and design for

various clothing items, where LUPO is the Italian equivalent of the English word “wolf”); In re Hub Distrib., Inc., 218 USPQ at 284 (holding

the Spanish wording EL SOL for clothing likely to be confused with its English language equivalent SUN for footwear where it was determined

that EL SOL was the “direct foreign language equivalent” of the term SUN).

 

Although applicant’s proposed mark includes an additional term relative to both of the registered marks, adding a term to a registered mark

generally does not obviate the similarity between the compared marks, as in the present case, nor does it overcome a likelihood of confusion

under Section 2(d).  See Coca-Cola Bottling Co. v. Jos. E. Seagram & Sons, Inc., 526 F.2d 556, 557, 188 USPQ 105, 106 (C.C.P.A. 1975)

(finding BENGAL and BENGAL LANCER and design confusingly similar); In re Toshiba Med. Sys. Corp., 91 USPQ2d 1266, 1269 (TTAB

2009) (finding TITAN and VANTAGE TITAN confusingly similar); In re El Torito Rests., Inc., 9 USPQ2d 2002, 2004 (TTAB 1988) (finding

MACHO and MACHO COMBOS confusingly similar); TMEP §1207.01(b)(iii). 

 

Moreover, the additional term BOTTLE is merely descriptive must be disclaimed.  Although marks are compared in their entireties, one feature

of a mark may be more significant or dominant in creating a commercial impression.  See In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d

1905, 1908 (Fed. Cir. 2012); In re Nat’l Data Corp. , 753 F.2d 1056, 1058, 224 USPQ 749, 751 (Fed. Cir. 1985); TMEP §1207.01(b)(viii),

(c)(ii).  Disclaimed matter that is descriptive of or generic for an applicant’s goods and/or services is typically less significant or less dominant

when comparing marks.  See In re Dixie Rests., Inc., 105 F.3d 1405, 1407, 41 USPQ2d 1531, 1533-34 (Fed. Cir. 1997); In re Nat’l Data Corp. ,

753 F.2d at 1060, 224 USPQ at 752 ; TMEP §1207.01(b)(viii), (c)(ii).

 

Because the term SKULL or the foreign equivalent thereof is the dominant term in the marks of applicant and registrant, the marks create the

same overall commercial impression.  When comparing marks, the test is not whether the marks can be distinguished in a side-by-side

comparison, but rather whether the marks are sufficiently similar in their entireties that confusion as to the source of the goods offered under

applicant’s and registrant’s marks is likely to result.   Midwestern Pet Foods, Inc. v. Societe des Produits Nestle S.A., 685 F.3d 1046, 1053, 103

USPQ2d 1435, 1440 (Fed. Cir. 2012); Edom Labs., Inc. v. Lichter, 102 USPQ2d 1546, 1551 (TTAB 2012); TMEP §1207.01(b).  The focus is on

the recollection of the average purchaser, who normally retains a general rather than specific impression of trademarks.  L’Oreal S.A. v. Marcon,

102 USPQ2d 1434, 1438 (TTAB 2012); Sealed Air Corp. v. Scott Paper Co., 190 USPQ 106, 108 (TTAB 1975); TMEP §1207.01(b).

 

Relatedness of the Goods

The goods of the parties need not be identical or even competitive to find a likelihood of confusion.  See On-line Careline Inc. v. Am. Online Inc.,

229 F.3d 1080, 1086, 56 USPQ2d 1471, 1475 (Fed. Cir. 2000); Recot, Inc. v. Becton, 214 F.3d 1322, 1329, 54 USPQ2d 1894, 1898 (Fed. Cir.

2000) (“[E] ven if the goods in question are different from, and thus not related to, one another in kind, the same goods can be related in the mind

of the consuming public as to the origin of the goods.”); TMEP §1207.01(a)(i).  

 

The respective goods need only be “related in some manner and/or if the circumstances surrounding their marketing [be] such that they could

give rise to the mistaken belief that [the goods] emanate from the same source.”   Coach Servs., Inc. v. Triumph Learning LLC, 668 F.3d 1356,

1369, 101 USPQ2d 1713, 1722 (Fed. Cir. 2012) (quoting 7-Eleven Inc. v. Wechsler, 83 USPQ2d 1715, 1724 (TTAB 2007)); Gen. Mills Inc. v.

Fage Dairy Processing Indus. SA, 100 USPQ2d 1584, 1597 (TTAB 2011); TMEP §1207.01(a)(i).

 

As shown by the attached dictionary definition from The American Heritage® Dictionary of the English Language, Fifth Edition, VODKA is

“an alcoholic liquor originally distilled from fermented wheat mash but now also made from a mash of rye, corn, or potatoes.”   The “distilled

spirits” of U.S. Registration No. 4580425 thus encompass the goods of the applicant, as a SPIRIT is “an alcoholic beverage, especially distilled



liquor.”   Applicant’s goods and the goods in U.S. Registration No. 4080332 are related because the goods are alcoholic beverages that would be

sold together at bars and liquor stores. 

 

Various alcoholic beverages have been shown to be related goods for purposes of a Trademark Act Section 2(d) analysis.  In re Chatam Int’l

Inc., 380 F.3d 1340, 71 USPQ2d 1944 (Fed. Cir. 2004) (holding GASPAR’S ALE for beer and ale likely to be confused with JOSE GASPAR

GOLD for tequila); In re Majestic Distilling Co., 315 F.3d 1311, 65 USPQ2d 1201 (Fed. Cir. 2003) (holding RED BULL for tequila likely to be

confused with RED BULL for malt liquor); In re Salierbrau Franz Sailer, 23 USPQ2d 1719 (TTAB 1992) (holding CHRISTOPHER

COLUMBUS for beer likely to be confused with CRISTOBAL COLON & design for sweet wine); Somerset Distilling, Inc. v. Speymalt Whiskey

Distribs. Ltd., 14 USPQ2d 1539 (TTAB 1989) (holding JAS. GORDON and design for scotch whiskey likely to be confused with GORDON’S

for distilled gin and vodka); Schieffelin & Co. v. Molson Cos., 9 USPQ2d 2069 (TTAB 1989) (holding BRAS D’OR for brandy likely to be

confused with BRADOR for beer); Bureau Nat’l Interprofessionnel Du Cognac v. Int’l Better Drinks Corp ., 6 USPQ2d 1610 (TTAB 1988)

(holding trademark COLAGNAC for cola flavored liqueur likely to be confused with certification mark COGNAC for brandy).

 

The trademark examining attorney has attached evidence from the USPTO’s X-Search database consisting of a number of third-party marks

registered for use in connection with the same or similar goods as those of both applicant and registrant in this case.  This evidence shows that the

goods listed therein, namely, vodka, tequila, and alcoholic cocktails are of a kind that may emanate from a single source under a single mark.  See

In re Anderson, 101 USPQ2d 1912, 1919 (TTAB 2012); In re Albert Trostel & Sons Co., 29 USPQ2d 1783, 1785-86 (TTAB 1993); In re Mucky

Duck Mustard Co., 6 USPQ2d 1467, 1470 n.6 (TTAB 1988); TMEP §1207.01(d)(iii).

 

The overriding concern is not only to prevent buyer confusion as to the source of the goods, but to protect the registrant from adverse commercial

impact due to use of a similar mark by a newcomer.  See In re Shell Oil Co., 992 F.2d 1204, 1208, 26 USPQ2d 1687, 1690 (Fed. Cir. 1993). 

Therefore, any doubt regarding a likelihood of confusion determination is resolved in favor of the registrant.  TMEP §1207.01(d)(i); see Hewlett-

Packard Co. v. Packard Press, Inc., 281 F.3d 1261, 1265, 62 USPQ2d 1001, 1003 (Fed. Cir. 2002); In re Hyper Shoppes (Ohio), Inc., 837 F.2d

463, 464-65, 6 USPQ2d 1025, 1026 (Fed. Cir. 1988).

 

Accordingly, because confusion as to source is likely, registration is refused under Section 2(d) of the Trademark Act.

 

Applicant May Respond

Although applicant’s mark has been refused registration, applicant may respond to the refusal by submitting evidence and arguments in support

of registration.

 

If applicant responds to the refusal, applicant must also respond to the requirement set forth below.

 

Disclaimer

Applicant must disclaim the wording “ BOTTLE” because it merely describes an ingredient, quality, characteristic, function, feature, purpose, or

use of applicant’s goods, and thus is an unregistrable component of the mark.  See 15 U.S.C. §§1052(e)(1), 1056(a); DuoProSS Meditech Corp.

v. Inviro Med. Devices, Ltd., 695 F.3d 1247, 1251, 103 USPQ2d 1753, 1755 (Fed. Cir. 2012) (quoting In re Oppedahl & Larson LLP, 373 F.3d

1171, 1173, 71 USPQ2d 1370, 1371 (Fed. Cir. 2004)); TMEP §§1213, 1213.03(a). 

 

Applicant should submit a disclaimer in the following standardized format:

 

No claim is made to the exclusive right to use “BOTTLE” apart from the mark as shown.

 

For an overview of disclaimers and instructions on how to satisfy this disclaimer requirement online using the Trademark Electronic Application

System (TEAS) form, please go to http://www.uspto.gov/trademarks/law/disclaimer.jsp.

 

This requirement is maintained and continued.

 

 

/Sara N. Benjamin/

Examining Attorney

Law Office 110

571.272.8847

sara.benjamin@uspto.gov

 

TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please wait 48-72 hours from the

issue/mailing date before using the Trademark Electronic Application System (TEAS), to allow for necessary system updates of the application. 

For technical assistance with online forms, e-mail TEAS@uspto.gov.  For questions about the Office action itself, please contact the assigned

trademark examining attorney.  E-mail communications will not be accepted as responses to Office actions; therefore, do not respond to

http://www.uspto.gov/trademarks/law/disclaimer.jsp
http://www.uspto.gov/trademarks/teas/response_forms.jsp
mailto:TEAS@uspto.gov


this Office action by e-mail.

 

All informal e-mail communications relevant to this application will be placed in the official application record.

 

WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant or someone with legal authority to bind an

applicant (i.e., a corporate officer, a general partner, all joint applicants).  If an applicant is represented by an attorney, the attorney must sign the

response. 

 

PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does not miss crucial deadlines or official

notices, check the status of the application every three to four months using the Trademark Status and Document Retrieval (TSDR) system at

http://tsdr.uspto.gov/.  Please keep a copy of the TSDR status screen.  If the status shows no change for more than six months, contact the

Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-9199.  For more information on checking

status, see http://www.uspto.gov/trademarks/process/status/.

 

TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at http://www.uspto.gov/trademarks/teas/correspondence.jsp.

 

 

http://tsdr.uspto.gov/
mailto:TrademarkAssistanceCenter@uspto.gov
http://www.uspto.gov/trademarks/process/status/
http://www.uspto.gov/trademarks/teas/correspondence.jsp






To: Globefill Incorporated (trademarks@bakerlaw.com)

Subject: U.S. TRADEMARK APPLICATION NO. 77961530 - SKULL BOTTLE - 083108-

Sent: 9/26/2014 5:03:29 PM

Sent As: ECOM110@USPTO.GOV

Attachments:

 

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

 

 

IMPORTANT NOTICE REGARDING YOUR

U.S. TRADEMARK APPLICATION

 
USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED

ON 9/26/2014 FOR U.S. APPLICATION SERIAL NO. 77961530

 
Please follow the instructions below:

 

(1)  TO READ THE LETTER:  Click on this link or go to http://tsdr.uspto.gov, enter the U.S. application serial number, and click on

“Documents.”

 

The Office action may not be immediately viewable, to allow for necessary system updates of the application, but will be available within 24

hours of this e-mail notification.

 

(2)  TIMELY RESPONSE IS REQUIRED:  Please carefully review the Office action to determine (1) how to respond, and (2) the applicable

response time period.  Your response deadline will be calculated from 9/26/2014 (or sooner if specified in the Office action).  For information

regarding response time periods, see http://www.uspto.gov/trademarks/process/status/responsetime.jsp. 

 

Do NOT hit “Reply” to this e-mail notification, or otherwise e-mail your response because the USPTO does NOT accept e-mails as

responses to Office actions.  Instead, the USPTO recommends that you respond online using the Trademark Electronic Application System

(TEAS) response form located at http://www.uspto.gov/trademarks/teas/response_forms.jsp.

 

(3)  QUESTIONS:  For questions about the contents of the Office action itself, please contact the assigned trademark examining attorney.  For

technical assistance in accessing or viewing the Office action in the Trademark Status and Document Retrieval (TSDR) system, please e-mail

TSDR@uspto.gov.

 

WARNING

 
Failure to file the required response by the applicable response deadline will result in the ABANDONMENT of your application.  For

more information regarding abandonment, see http://www.uspto.gov/trademarks/basics/abandon.jsp.

 

PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION:  Private companies not associated with the USPTO are

using information provided in trademark applications to mail or e-mail trademark-related solicitations.  These companies often use names that

closely resemble the USPTO and their solicitations may look like an official government document.  Many solicitations require that you pay

“fees.”  

 

Please carefully review all correspondence you receive regarding this application to make sure that you are responding to an official document

from the USPTO rather than a private company solicitation.  All official USPTO correspondence will be mailed only from the “United States

Patent and Trademark Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.”   For more information on how to handle

private company solicitations, see http://www.uspto.gov/trademarks/solicitation_warnings.jsp.

 

 

mailto:trademarks@bakerlaw.com
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http://www.uspto.gov/trademarks/basics/abandon.jsp
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE 

TRADEMARK TRIAL AND APPEAL BOARD 

GLOBEFILL INCORPORATED, 

 

Petitioner, 

 

v. 

CALAVERA TEQUILA COMPANY LLC 

 

Registrant. 

 

  

Reg. No.: 4580425 

Registered: August 5, 2014 

Mark: SKULL 

 

 

Cancellation No.: 92071386 

Petitioner's Docket Number: 

045275.021007 

 

SECOND AMENDED PETITION FOR CANCELLATION 

 

Petitioner, Globefill Incorporated, a Canadian corporation with its principal place of 

business at 1810 Avenue Road, Suite 300, Toronto, Ontario M5M 3Z2, Canada ("Petitioner"), 

believes that it is being damaged by Registration No. 4580425 for the trademark SKULL, 

registered on the Principal Register on August 5, 2014 for use in association with "distilled 

spirits" in international class 033, and hereby petitions for cancellation of same. 

As grounds for cancellation, it is alleged that:  

1. Registrant has not used Registrant’s SKULL trademark during the three-year 

period preceding the date of this petition and has no intention to use and/or resume use.  

2. Registrant submitted fraudulent Statements of Use and specimen of use to the 

USPTO, stating that the mark was in use in commerce, when in fact it was not.  
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3. Petitioner is being damaged by continued registration of the SKULL mark because: 

a.  Globefill produces and sells CRYSTAL HEAD vodka that is sold in a unique 

skull-shaped bottle (the “Skull Product Packaging”). 

b. The Skull Product Packaging is the subject of U.S. Reg. Nos. 4043730, 4195505, 

4218759, 3942593 (with the word element CRYSTAL HEAD), 3933245 (with 

the word element CRYSTAL HEAD), and 4488813, in class 33 for distilled 

spirits including vodka. (See Exs. 1-6, TSDR Records.) 

c. Consumers refer to Globefill’s Skull Product Packaging and CRYSTAL HEAD 

vodka as the “Skull bottle.” 

d. Globefill applied to register the marks SKULL and SKULL BOTTLE, but those 

applications were refused registration on the basis of Registrant’s Reg. No. 

4580425. (See Exs. 7-8, TSDR Records and Excerpts of September 26, 2014 

Office Actions for App. Serial No. 77961465 and App. Serial No. 77961530.) 

COUNT I – CANCELLATION OF MARK BASED ON ABANDONMENT/NON-USE 

4. The allegations of paragraphs 1-3 are re-alleged and incorporated as if fully set 

forth herein. 

5. Upon information and belief, Registrant has never used Registrant’s SKULL 

trademark in commerce, and in the alternative, has not used Registrant’s SKULL trademark 

during the three-year period preceding the date of this petition and has no intention to use and/or 

resume use. 

6. As a result of its non-use of Registrant’s SKULL trademark in connection with 

the goods identified in U.S. Trademark Registration No. 4580425 and with no intention to begin 

and or resume use, Registrant has abandoned the Registrant’s Skull Bottle within the meaning of 

15 U.S.C. § 1127. 
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COUNT II – FRAUD ON THE USPTO 

7. The allegations of paragraphs 1-6 are re-alleged and incorporated as if fully set 

forth herein. 

8. On April 8, 2013, Registrant submitted a Statement of Use, attesting under 

penalty of perjury that the SKULL mark had been first used anywhere and first used in 

commerce on April 7, 2013. The specimen submitted in connection with this Statement of Use 

was a mere standard-character representation of the SKULL mark. 

9. In a May 9, 2013 Office Action, the USPTO indicated that the specimen of use is 

not acceptable because it is merely a photocopy of the drawing or a picture or rendering of the 

applied-for mark and did not show the applied-for mark in actual use in commerce on the goods. 

10. On November 8, 2013, Registrant submitted a “Response to Office Action” with a 

substitute specimen, declaring that the SKULL mark was first used in commerce and anywhere 

in connection with the applied-for goods “distilled spirits” “at least as early as 08/30/2013.” 

11. The November 8, 2013 filing included a substitute specimen described as a 

“vodka bottle with the mark in use on its label.” 

12. The Applicant’s signatory, James Robb, the owner of Registrant, declared under 

penalty of perjury that the representations made in the filing were true. 

13. In reliance on Registrant’s November 8, 2013 filing, the USPTO accepted the 

Statement of Use and approved the mark for registration. The SKULL mark was registered on 

August 5, 2014. 

14. In fact, Registrant has never used the SKULL mark in commerce in connection 

with distilled spirits. 
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15. Registrant has admitted in response to Requests for Admission that it had not sold 

an alcoholic beverage under Registrant’s SKULL mark on or before August 30, 2013, as alleged 

in the Statement of Use it had filed with the USPTO. 

16. In its submission of the November 8, 2013 “Response to Office Action,” 

Registrant knowingly made false and material representations of fact that the SKULL trademark 

was in bona fide use in commerce in the ordinary course of trade when, in fact, no such use 

existed. 

17. Registrant intended to mislead the USPTO into accepting the Statement of Use 

and approving the SKULL mark for registration. 

18. On July 3, 2014, the USPTO accepted Registrant’s Statement of Use. 

19. The USPTO relied upon Registrant’s November 8, 2013 “Response to Office 

Action” in determining that Registrant was using the mark in commerce, as required by the 

Trademark Act. 

20. By its conduct, Registrant has committed a fraud upon the USPTO. 

21. But for Registrant’s fraudulent conduct, the USPTO would not have issued Reg. 

No. 4580425. 

22. Reg. No. 4580425 should be cancelled under Section 14 of the Trademark Act, 15 

U.S.C. § 1064, because it was obtained by fraud on the USPTO. 

 

WHEREFORE, Globefill Incorporated requests that Reg. No. 4580425 be cancelled and 

that judgment be entered for Petitioner. 
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Dated: October 9, 2020 

 

Respectfully submitted, 

BAKER & HOSTETLER 

 /John H. Weber/ 

 John H. Weber 

Baker Hostetler LLP 

1050 Connecticut Avenue, N.W. 

Suite 1100 

Washington, DC 20036 

jweber@bakerlaw.com 

Telephone: 202.861.1500 

Facsimile: 202.861.1783 

 

Lesley M. Grossberg 

Lisa Bollinger Gehman 

2929 Arch Street, Cira Centre, 12th Floor 

Philadelphia, PA 19104 

(215) 568-3100 

lgrossberg@bakerlaw.com 

lgehman@bakerlaw.com 

 
Attorneys for Petitioner 
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CERTIFICATE OF SERVICE 

 

 The undersigned hereby certifies that on October 9, 2020, a true and correct copy of the 

foregoing Petitioner’s Second Amended Petition for Cancellation, and a redline showing changes 

from Petitioner’s Amended Petition for Cancellation, was served upon Registrant’s counsel, 

Jeffrey L.Van Hoosear and Brian M.Z. Reece, at the following email addresses: 

 

Jeff.VanHoosear@knobbe.com 

Brian.Reece@knobbe.com 

Sarah.Couvillion@knobbe.com 

Betty.DeLaTorre@knobbe.com 

 

 

       /Lesley M. Grossberg/ 
     Lesley M. Grossberg 
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