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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Cancellation No. 92071133

GOCO.IO, INC.,

Registration No. 5338791

Petitioner,
v.

Mark:
Registration Date: November 21, 2017

COADVANTAGE CORPORATION,
Respondent.

GOCO’S MOTION FOR SANCTIONS
Because CoAdvantage Corporation (“Respondent”) committed numerous violations of
the Board’s Order granting GoCo’s motion to compel (TTABVUE 21) by failing to provide
additional discovery pertaining to its pleaded priority date as set forth in its third affirmative
defense and in many other ways, Petitioner GoCo.Io, Inc. (“GoCo” or “Petitioner”) respectfully
requests that at a minimum the Board sanction Respondent by precluding it from introducing any
evidence at trial regarding its alleged priority, including as an affirmative defense. Additionally,
GoCo respectfully requests the Board sanction Respondent by precluding it from submitting or
relying on as evidence at trial any information or documents that have not been produced or
verified as of the filing date of this motion.
GoCo has expended extensive effort at great cost to obtain information through discovery
to prosecute its case but Respondent’s obstinance and defiance of the Board’s rules, procedures,
and orders has made this task impossible. Having had every opportunity to satisfy its obligations
and play by the rules, Respondent has instead continuously acted with irreverence for the process
as well as the Board’s authority and GoCo’s resources. Respondent should be sanctioned
appropriately.
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I.

FACTUAL BACKGROUND
On April 18, 2019, based on GoCo’s prior rights in the mark GOCO for human resource

and related offerings, GoCo filed its Petition to Cancel Registration No. 5338791 for the mark

covering services in Classes 35, 36, and 41. (1 TTABVUE.)
On December 16, 2019, GoCo served its first set of Interrogatories, Requests for
Production, and Requests for Admission. (Declaration of Danny Awdeh, executed
November 13, 2020 (“Awdeh Decl.”), ¶ 2.) As detailed in GoCo’s motion to compel, after
receiving two extensions, Respondent finally served responses to GoCo’s discovery requests on
February 21, 2020, without producing any responsive documents (despite service of GoCo’s
requests three months prior), with numerous inappropriate objections, and with numerous
incomprehensible, incomplete, unresponsive, confusing, and/or otherwise problematic responses.
(16 TTABVUE 2-3; Awdeh Decl., ¶ 3.) Notwithstanding GoCo’s detailed March 9, 2020
discovery deficiency letter and several detailed follow-up emails outlining Respondent’s
continued deficiencies, Respondent refused to address any of these deficiencies, supplement its
interrogatory responses, or complete its production. (16 TTABVUE 4-6; Awdeh Decl., ¶ 4.) To
address Respondent’s blatant disregard for its discovery obligations, GoCo filed a Motion to
Compel Complete Responses to Interrogatories and Document Requests. (16 TTABVUE;
Awdeh Decl., ¶ 5.) It was only after GoCo filed its Motion to Compel that Respondent provided
some supplemental discovery, which, as explained in GoCo’s reply in support of its motion to
compel, remained deficient. (19 TTABVUE; Awdeh Decl., ¶ 5, Exs. B and C.)
After fully briefing GoCo’s motion to compel, on September 21, 2020, the Board granted
GoCo’s motion and ordered that “Respondent is allowed until THIRTY DAYS from the date of
this order in which to:
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1.

Provide supplemental written interrogatory and request for production responses,
and copy and produce all unproduced non-privileged documents, to the extent
Respondent withheld any responsive information or documents on the basis of the
overruled objections as set forth by this order;

2.

Provide full and complete written and verified responses to Petitioner’s
Interrogatory Nos 1, 3-6, 10, 12-17, and 19, as set forth by this order;

3.

Complete its investigation, serve supplemental written responses, and copy and
produce all unproduced non-privileged documents responsive to Petitioner’s
Request for Production Nos. 5, 9, 13-18, 28, and 30, as set forth by this order.
a. If Respondent has no non-privileged documents in its possession, custody
or control that are responsive to any of the above-identified requests for
production of documents, Respondent must so state affirmatively in its
responses to the corresponding request.
b. To the extent Respondent has already fully searched for and produced
documents responsive to any of the above-identified requests for
production of documents, Respondent must so state in its response to the
particular request and identify, by Bates number, the documents that are
responsive to each request; and
4. Provide Petitioner with a privilege log, to the extent Respondent claims privilege
to any of Petitioner’s written discovery requests, if it has not already done so.

(21 TTABVUE 25-26 (emphasis in original)) (the “Board’s Order”). The Board also held that
“[s]hould Respondent not comply with the Board’s orders herein, Petitioner may seek
appropriate sanctions.” (21 TTABVUE 26.) The Board also reminded Respondent that “it may,
upon timely objection from Petitioner, be precluded from relying at trial upon information or
documents that were properly sought, but not disclosed, during discovery, unless such failure to
disclose ‘was substantially justified or is harmless.’” (21 TTABVUE 26.) The Board suspended
the proceeding for all purposes “[o]ther than Respondent’s compliance with this order” until
October 26, 2020. (21 TTABVUE 27.)
Despite the Board’s clear directive that the case would remain suspended until
October 26, 2020 for all purposes except Respondent’s compliance with the Board’s Order,
Respondent nevertheless served additional (and excessive) Interrogatories and Requests for
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Production on GoCo on October 5, 2020. (Awdeh Decl., ¶ 7.) GoCo emailed Respondent on
October 8, 2020, explaining that these additional discovery requests were improper and
reminding Respondent that the proceeding remained suspended except for Respondent’s
compliance with the Board’s Order. (Id., ¶ 8.) Respondent never responded. (Id.)
On October 21, 2020, just a few days before its deadline to satisfy the many issues raised
in the Board’s Order, Respondent served incomplete and unverified supplemental written
responses to GoCo’s interrogatories and document requests and made a small and also
incomplete supplemental production. (Id., ¶ 9, Exs. D and E.) It did nothing to further to
comply with the Board’s Order.
II.

ARGUMENT
A.

Respondent’s Continued Deficiencies and Violation of the Board’s Order

Here, in violation of the Board’s Order on GoCo’s motion to compel, and in continued
disregard for its discovery obligations, Respondent has still failed to provide full and complete
responses to the document requests and interrogatories cited in GoCo’s motion to compel (16
TTABVUE) and the Board’s Order (21 TTABVUE).
Specifically, Respondent’s discovery responses remain deficient and in violation of the
Board’s Order in the following ways:
Language from the
Board’s Order

Respondent’s Continued
Deficiency and Violation

Respondent must “[p]rovide full and complete
written and verified responses to Petitioner’s
Interrogatory Nos. 1, 3-6, 10, 12-17, and 19, as
set forth by this order.” (21 TTABVUE 25
(emphasis added).)

Respondent’s second supplemental
interrogatory responses provided on October
21, 2020 were not verified. (Awdeh Decl.,
¶ 9, Ex. D at p. 8.)

“Petitioner asserts that Respondent’s answers
to Interrogatory Nos. 6, 15, 16, 17, and 19 are
deficient because they improperly rely on Fed.
R. Civ. P. 33(d). … Respondent fails to specify

Despite clear instruction from the Board,
Respondent did not provide any
supplemental responses to GoCo’s
Interrogatory Nos. 15, 16, and 17. (See
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Language from the
Board’s Order

Respondent’s Continued
Deficiency and Violation

why providing written responses would
impose a significant burden. … Accordingly,
Respondent must provide sworn, complete,
and narrative responses to each of these
interrogatories by the deadline set at the end of
this order.” (21 TTABVUE 9-10.)
Respondent must “[p]rovide full and complete
written … responses to Petitioner’s
Interrogatory Nos. … 12-17 …, as set forth by
this order.” (21 TTABVUE 25.)

Awdeh Decl. ¶ 9, Ex. D; ¶ 5, Ex. B.)
Instead, Respondent maintains its
inappropriate reliance on Rule 33(d). (Id.)
Respondent’s continued violation of the
Board’s Order is particularly egregious here,
as Interrogatory No. 15 requests monthly
sales figures in 2015 (Respondent’s alleged
first use date) related to Respondent’s mark;
No. 16 requests annual sales figures from
Respondent’s first-use date onward related to
Respondent’s mark, and No. 17 requests
annual advertising spend related to
Respondent’s mark. Rather than provide
GoCo the requested information, Respondent
improperly relied on Rule 33(d) without
even specifying what records it is allegedly
relying on. Regardless, the burden on GoCo
to try and ascertain this information from
unidentified records that GoCo may not even
understand far outweighs the burden on
Respondent to provide this information in
response to these interrogatories.
Respondent’s sales and advertising related to
Respondent’s mark are central to this
proceeding, without which, GoCo is left
completely in the dark as to what sales and
advertising were tied to Respondent’s mark
at any point in time, including when
Respondent allegedly first began using its
mark in May 2015. Respondent’s failure to
provide this essential information is a clear
attempt to obfuscate the priority issue at the
center of this case and prevent GoCo from
obtaining the information it needs to
demonstrate it, not Respondent, is the senior
user.

“Petitioner contends Respondent’s response to
Interrogatory No. 12 is insufficient because
while the interrogatory seeks the identification
and detailed description of Respondent’s
advertising and promotional campaigns,

Respondent’s insufficient response to
GoCo’s Interrogatory No. 12 was as follows:
“Registrant has both online and print
advertising campaigns using the mark
5

Language from the
Board’s Order

Respondent’s Continued
Deficiency and Violation

Respondent has only stated that it has both
online and print advertising campaigns. …
Respondent’s response [including its
supplemental May 27, 2020 response] is
evasive and non-responsive. The interrogatory
seeks the identification, and detailed
description, of all advertising and promotional
campaigns Respondent has ever run, or
intended to run, in connection with its mark. It
is not clear from Respondent’s answer if it has
identified, let alone described all of the
advertising and promotional campaigns as
requested. Accordingly, Petitioner’s motion is
granted with respect to Interrogatory No. 12.”
(21 TTABVUE 15-16 (emphasis added).)

GOCO. Supplemental Response:
Registrant has produced the non-privileged
responsive documents at COADVANTAGE599-699.”
(Awdeh Decl., ¶ 5, Ex. B at p. 4.)
Respondent’s supplemental response after
the Board’s Order granting GoCo’s motion
to compel is as follows:
“Registrant has used both online and print
advertising and/or promotional campaigns.
Copies of documents representative of the
online print advertising and/or promotion
campaigns run or intended to run in
connection with the Mark have been
produced the [sic] non-privileged responsive
documents at COADVANTAGE-599-699.”
(Awdeh Decl., ¶ 9, Ex. D at p. 5.)
Respondent’s supplemental response after
the Board’s Order only adds that the
document range previously identified by
Respondent (and deemed insufficient for
purposes of this response by the Board)
includes representative examples of
advertising. This supplemental response still
completely fails to provide any description,
let alone a detailed description, of all of
advertising and promotional campaigns, as
Respondent was ordered by the Board to
provide.
This continued deficiency and violation of
the Board’s Order is particularly egregious
because Respondent alleges that its first use
of its registered mark is tied to an advertising
campaign run on Facebook in May 2015.
(Id., ¶ 9, Ex. D at pp. 6-7.) Despite that,
Respondent has now three times, including
once in violation of the Board’s Order,
refused to provide any description of this
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Language from the
Board’s Order

Respondent’s Continued
Deficiency and Violation
alleged advertising campaign (or any other
advertising campaign, for that matter). This
failure is yet another clear attempt by
Respondent to shirk its discovery obligations
and hinder GoCo’s ability to adequately
argue priority over Respondent.

“Petitioner contends Respondent’s response to
Interrogatory No. 10 is insufficient because
while the interrogatory seeks a description in
detail of ‘all investigations, clearance searches,
studies, surveys, or reports,’ Respondent’s
response only refers to a clearance search and
does not provide any detail about the report. …
Respondent’s response [including its
supplemental May 27, 2020 response] is
evasive and nonresponsive. It is not clear from
Respondent’s answer if no other clearance, and
no investigations, searches, studies, survey, or
reports, were ever conducted by or on behalf
of Respondent. Accordingly, Petitioner’s
motion is granted with respect to Interrogatory
No. 10.” (21 TTABVUE 14-15).

Respondent’s supplemental response to
Interrogatory No. 10 after the Board’s Order
granting GoCo’s motion to compel is as
follows:

“Respondent raises the objections of workproduct and attorney-client privilege in
response to Interrogatory Nos. 2, 3, 10, and 12
…. Respondent must amend its responses [to
these interrogatories] to specifically state
whether it is withholding any otherwise
discoverable information or documents on the
basis of a claim of privilege, and, if so, then
Respondent must provide Petitioner with a
privilege log in accordance with Fed. R. Civ.
P. 26(b)(5)(A)(i)-(ii) within thirty days from
the date of this order.” (21 TTABVUE 5-6.)

Respondent’s supplemental responses to
Interrogatories No. 2, 3, 10, and 12 fail to
“specifically state whether it is withholding
any otherwise discoverable information” on
the basis of privilege. (Awdeh Decl., ¶ 9,
Ex. D at pp. 1-5.) Indeed, in response to
Interrogatories Nos. 2 and 3, Respondent
reiterates its objections based on workproduct and attorney-client privilege in its
supplemental responses, but does not
mention what information is being withheld
based on that objection. (Id., ¶ 9, Ex. D at
pp. 1-3.) As for Interrogatories Nos. 10 and
12, Respondent states that it has provided
“non-privileged responsive documents,”
implying that documents have been withheld
based on privilege. (Id., ¶ 9, Ex. D at pp. 47

“Registrant has produced the non-privileged
responsive documents at COADVANTAGE00700-701, 00705-743.”
(Awdeh Decl., ¶ 9, Ex. D at pp. 4-5.)
Respondent’s response still does not clarify
whether any other clearance searches,
investigations, studies, surveys, or reports
were conducted by or on behalf of
Respondent. As such, Respondent’s
response to Interrogatory No. 10 remains
“evasive and nonresponsive” and does not
comply with the Board’s Order.

Language from the
Board’s Order

Respondent’s Continued
Deficiency and Violation
5.) But, as with its supplemental responses
to Interrogatory Nos. 2 and 3, Respondent
again fails to identify what has been
withheld. (Id.) As such, Respondent has not
complied with the Board’s Order in
supplementing its responses to these
interrogatories.

“Provide Petitioner with a privilege log, to the
extent Respondent claims privilege to any of
Petitioner’s written discovery requests, if it has
not already done so.” (21 TTABVUE 26
(emphasis in original).)

In response to Document Request Nos. 19,
21, 25, 32, and 34, Respondent responded as
follows:
“Registrant objects based on work-product
and attorney-client privilege to the extent
this request seeks information contained in
privileged communications. Other than this
proceeding, none known beyond privileged
materials associated with this action.”
(Awdeh Decl., ¶ 3, Ex. A at pp. 9-10, 12.)
In responses to Document Request No. 31,
Respondent responded as follows:
“Registrant objects based on work-product
and attorney-client privilege to the extent
this request seeks information contained in
privileged communications. Registrant will
search for and documents [sic] associated
with learning of Petitioner and produce any
non-privileged documents located.”
(Id., ¶ 3, Ex. A at p. 11.)
In response to Document Request No. 33,
Respondent responded as follows:
“Registrant objects based on work-product
and attorney-client privilege to the extent
this request seeks information contained in
privileged communications. Registrant will
produce non-privileged documents
supporting its pleadings.”

8

Language from the
Board’s Order

Respondent’s Continued
Deficiency and Violation
(Id., ¶ 3, Ex. A at p. 12.)
Based on these responses, it is clear that
Respondent has withheld production of
documents responsive to Interrogatory Nos.
19, 21, 25, 31, 32, 33, and 34 on the basis of
privilege without providing a privilege log to
GoCo, despite the Board’s explicit order to
do so for any written discovery request
where information was withheld based on
privilege. (See id., ¶ 5, Ex. C; ¶ 9, Ex. E;
¶ 10.) As such, Respondent has not
complied with the Board’s Order regarding
production of a privilege log.

“Petitioner argues that Respondent’s objections
to Interrogatory Nos. 2 and 18, and Request for
Production Nos. 2, 6, 7, 10, 12-16, 18, 26-29,
and 37 should be overruled because they lack the
required specificity and are boilerplate. …
Respondent’s boilerplate objections are improper
and accordingly overruled. … Provide
supplemental written interrogatory and request
for production responses, and copy and
produce all unproduced non-privileged
documents, to the extent Respondent withheld
any responsive information or documents on
the basis of the overruled objections as set
forth by this order.” (21 TTABVUE 4-5, 25.)

Despite the Board’s clear order that
Respondent’s boilerplate objections to the
listed interrogatories and requests for
production are overruled and Respondent
must provide supplemental responses to
these interrogatories and requests,
Respondent explicitly “restates” its overruled
boilerplate objections in its Supplemental
responses to Request for Production Nos. 2
and 27 (and fails to address these Requests
again in its Second Supplemental Responses)
and entirely fails to address any of its
improper and overruled boilerplate
objections in response to Request for
Productions Nos. 6, 7, 10, 12, 26 and 29 in
either its Supplemental or Second
Supplemental Responses. (Awdeh Decl.,
¶ 5, Ex. C at pp. 3-4; ¶ 9, Ex. E.)

“Other than Respondent’s compliance with
this order, proceedings remain suspended until
October 26, 2020.” (21 TTABVUE 27
(emphasis in original).)

Despite the fact that the proceeding remained
suspended for all purposes except
Respondent’s compliance with the Board’s
Order, Respondent served additional (and
excessive) Interrogatories and Requests for
Production on GoCo on October 5, 2020,
before Respondent made any effort to
comply with the Board’s Order. (Awdeh
Decl., ¶ 7.) Respondent’s refusal to comply
with the Board’s Order even with respect to
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Language from the
Board’s Order

Respondent’s Continued
Deficiency and Violation
scheduling further supports the entry of
sanctions against it. See SFM, LLC v.
Corcamore, LLC, Cancellation No.
92060308, 2018 WL 69229684, at *5
(TTAB Dec. 21, 2018) (precedential)
(finding Respondent’s disobedience to the
Board’s order not to file papers germane to
pending motion supported entry of sanction)
aff’d Corcamore, LLC v. SFM, LLC, --- F.3d
---, 2020 WL 6277738 (Fed. Cir. 2020).

B.

Respondent’s Continued Deficiencies and Violations of the Board’s Order
Warrant Sanctions

Trademark Rule 2.120(h) provides that if a party violates the Board’s discovery related
order, including orders granting motions to compel, the Board may impose any appropriate
sanction, including sanctions as severe as rendering judgment against a party. Trademark Trial
and Appeal Board Manual of Procedure (“TBMP”) § 527.01(a). Appropriate sanctions include,
inter alia, “striking all or part of the pleadings of the disobedient party; refusing to allow the
disobedient party to support or oppose designated claims or defenses; prohibiting the disobedient
party from introducing designated matters in evidence; and entering judgment against the
disobedient party.” Id.. “Unlike a motion to compel discovery, there is no requirement to make
a good faith effort to resolve the parties’ disputes prior to filing a motion for discovery
sanctions. Id.
The Board regularly orders sanctions limiting a party’s ability to rely on certain evidence
(and often more extreme sanctions, such as judgment against the disobedient party) in cases
where, like here, a party failed to comply with the Board’s order on a motion to compel and/or
did not provide complete discovery responses. See, e.g., M.C.I. Foods, Inc. v. Bunte, 86
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USPQ2d 1044, 1048 (TTAB 2008) (issuing sanctions against party “prohibit[ing] [party] from
relying at trial on any documents requested [] during discovery but not produced” after party
failed to fully comply with Board’s order compelling supplemental discovery responses and
production); HighBeam Mktg., LLC v. Highbeam Rsch., LLC, 85 USPQ2d 1902, 1905 (TTAB
2008) (issuing sanctions against party preventing party from using any information or documents
at trial related to certain topics that was/were not produced or provided prior to filing of motion
for sanctions after party failed to fully comply with Board’s order compelling supplemental
discovery responses and production).1 It is also an appropriate sanction to limit a party to a
specific first-use date for purposes of priority when that party has failed to fully comply with the
Board’s order compelling discovery related to priority. See Nautica Apparel, Inc. v. Grow Mktg.,
LLC, Cancellation No. 92064768, 2020 WL 6255441, at *2 (TTAB Oct. 21, 2020) (granting
motion for sanctions limiting registrant to a date of first use of May 1, 2016).
Here, in violation and defiance of the Board’s Order, and in continued disregard for its
discovery obligations, Respondent has still failed to provide full and complete responses to
GoCo’s discovery requests, as outlined above. Respondent’s irreverence for the Board’s rules
and procedures has delayed this case significantly and required Respondent to expend
considerable time and money seeking documents and information to which it is clearly entitled.

1

See also Baron Philippe de Rothchild S.A. v. Styl-Rite Optical Mfg. Co., 55 USPQ2d 1848,
1854 (TTAB 2000) (entering judgment based on pattern of dilatory conduct and willful disregard
of Board’s order); MHW Ltd. v. Simex, Aussenhandelsgesellschaft Savelsberg KG, 59 USPQ2d
1477 (TTAB 2000) (repeated failure to comply with orders and unpersuasive reasons for delay
resulted in entry of judgment); Unicut Corp. v. Unicut, Inc., 222 USPQ 341, 344 (TTAB 1984)
(entering judgment against party evading discovery); Caterpillar Tractor Co. v. Catfish Anglers
Together, Inc., 194 USPQ 99, 100 (TTAB 1976) (entering default judgment against party for
failing to answer interrogatories).
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Moreover, despite significant expenditures of time and money by both GoCo and the
Board in attempting to get Respondent to comply with its discovery obligations, GoCo still lacks
crucial responsive information from Respondent related to, among other things, Respondent’s
alleged priority date. Specifically, as explained above, because of Respondent’s continued
failure to describe in detail its advertising campaigns in response to Interrogatory No. 12, as
ordered by the Board (see 21 TTABVUE 15-16), Petitioner is left with no information other than
a single vague document appearing to be a mockup of a Facebook ad that Respondent allegedly
ran in May 2015, which is Respondent’s sole basis for priority dating back to 2015. (Awdeh
Decl., ¶ 9, Ex. D at pp. 6-7.) Moreover, by failing to supplement its responses to Interrogatory
Nos. 15, 16, and 17 regarding Petitioner’s sales and advertising related to its registered mark,
including when the mark was first used in commerce, Petitioner is left to guess at what sales, if
any, were attributable to Registrant’s mark in 2015, 2016, or any other year, all of which further
obscures the priority issue and prevents Petitioner from evaluating information to which it
is entitled.
As a result of Respondent’s violation of the Board’s Order, GoCo still lacks (1) verified
supplemental interrogatory responses; (2) a clear breakdown of Respondent’s sales made in
connection with Respondent’s registered mark from the first-use date onward, including monthly
sales for 2015; (3) a clear breakdown of Respondent’s advertising expenditures related to
Respondent’s registered mark;2 (4) a detailed description of the advertising campaign that

2

To the extent Respondent claims that these deficiencies are harmless because it has produced
some financial documents, such argument fails for two reasons. First, Respondent has not
pointed GoCo to any such documents in its responses to GoCo’s Interrogatory Nos. 15, 16, and
17, so GoCo has no indication where to look for this information. Second, Respondent cannot
pass on its burden of distilling the relevant information from its own financial documents to
GoCo, particularly when GoCo has explicitly requested a description of Respondent’s relevant
sales and advertising figures in several interrogatories. Indeed, the Board acknowledged this in
12

Respondent claims occurred in May 2015 and on which Respondent bases its alleged first-use
date; and (5) information as to what documents Respondent is withholding on privilege grounds
related to its knowledge of GoCo, GoCo’s business, and GoCo’s marks. By withholding this
relevant information, Respondent substantially impedes GoCo’s ability to prosecute this case,
including by hindering GoCo’s ability to understand and rebut the evidence related to
Respondent’s alleged first-use date, which Respondent claims predates GoCo’s first use. As
such, GoCo is substantially prejudiced by Respondent’s failure to comply with the Board’s Order
and its discovery obligations and sanctions are thus warranted.
In the Board’s Order, the Board stated that “[s]hould Respondent not comply with the
Board’s order herein, Petitioner may seek appropriate sanctions.” Given Respondent’s continued
failure to produce the evidence and information supporting its May 2015 first-use date despite
the Board’s Order compelling Respondent to do so and despite numerous requests from GoCo to
obtain this information, at a minimum Respondent should be sanctioned by being precluded from
introducing any evidence related to its priority defense at trial and limiting Respondent to its
constructive first-use date, i.e. March 27, 2017. See Nautica Apparel, 2020 WL 6255441, at *2
(granting motion for sanctions limiting registrant to a date of first use of May 1, 2016); 37 C.F.R.
§ 2.122 (“The allegation in an application for registration, or in a registration, of a date of use is
not evidence on behalf of the applicant or registrant; a date of use of a mark must be established
by competent evidence.”). In addition, Respondent should at a minimum be prohibited from
relying at trial on any documents or information requested by GoCo during discovery but not
produced or verified by Respondent within the time set for complying with the Board’s Order

its Order, stating that “[R]espondent fails to specify why providing written responses would
impose a significant burden.” (21 TTABVUE 10.)
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granting GoCo’s motion to compel, i.e. October 21, 2020. See M.C.I. Foods, 86 USPQ2d at
1048 (“prohibit[ing] [party] from relying at trial on any documents requested [] during discovery
but not produced”); HighBeam Mktg., 85 USPQ2d at 1905 (prohibiting party from using any
information or documents at trial related to certain topics that was/were not produced or provided
prior to filing of motion for sanctions). GoCo requests all other sanctions that the Board deems
appropriate.
C.

Suspension Is Appropriate

The Board has broad power to suspend proceedings at its discretion. TBMP § 510.01
(“Flowing from the Board’s inherent power to schedule disposition of the cases on its docket is
the power to stay proceedings, which may be exercised by the Board upon its own initiative,
upon motion, or upon stipulation of the parties approved by the Board.”). Trademark Rule
2.117(c) and TBMP § 510.03(a) further provide that proceedings may be suspended upon a
showing of good cause. GoCo’s instant motion for sanctions justifies suspension because
suspension will save the time and resources of both the parties and the Board. Absent further
suspension of the proceeding, and given the December 19, 2020 deadline for the close of
GoCo’s discovery period, GoCo will be forced to move forward and complete discovery without
the benefit of Respondent’s complete discovery responses. Accordingly, GoCo respectfully
requests that the Board suspend proceedings and provide GoCo with at least sixty (60) days to
complete discovery once the case resumes; such suspension should not toll the time for any party
to respond to outstanding discovery requests.
III.

CONCLUSION
For the foregoing reasons, GoCo respectfully requests that the Board enter sanctions

against Respondent that at a minimum (1) limit it to a first-use date equal to Respondent’s
constructive first use date, i.e. March 27, 2020, (2) prohibit Respondent from relying at trial on
14

any documents or information requested by GoCo during discovery but not produced by
Respondent within the time set for complying with the Board’s Order granting GoCo’s motion to
compel, i.e. October 21, 2020; and (3) prohibit Respondent from relying at trial on any
unverified information. GoCo respectfully requests entry of all other sanctions that the Board
deems appropriate.
Dated: November 13, 2020

By: /Danny M. Awdeh/
Danny M. Awdeh
Katie McKnight
Patrick J. Rodgers
Finnegan, Henderson, Farabow,
Garrett & Dunner, L.L.P.
901 New York Ave., N.W.
Washington, D.C. 20001-4413
Telephone: 202-408-4000
docketing@finnegan.com
danny.awdeh@finnegan.com
katie.mcknight@finnegan.com
patrick.rodgers@finnegan.com
TTAB-Legal-Assistants@finnegan.com
Attorneys for Petitioner
GOCO.IO, INC.
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CERTIFICATE OF SERVICE
I certify that a true and accurate copy of the foregoing GOCO’S MOTION FOR
SANCTIONS was served by e-mail on November 13, 2020, on counsel for Registrant at the
following address of record:
RYAN T SANTURRI
ALLEN DYER DOPPELT & GILCHRIST PA
255 S ORANGE AVE, SUITE 1401
ORLANDO, FL 32801
rsanturri@allendyer.com

/Judy Valusek/
____
Trademark Legal Assistant
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

GOCO.IO, INC.,

Cancellation No. 92071133
Petitioner,

Registration No. 5338791

v.
COADVANTAGE CORPORATION,

Mark:
Registration Date: November 21, 2017

Respondent.

DECLARATION OF DANNY M. AWDEH IN SUPPORT OF
GOCO’S MOTION FOR SANCTIONS
I, Danny Awdeh, declare as follows:
1.

I am a partner at Finnegan, Henderson, Farabow, Garrett & Dunner LLP and am

counsel for Petitioner GoCo.Io, Inc. in this action. I make this declaration in support of GoCo’s
Motion for Sanctions. This declaration is based on my personal knowledge.
2.

On December 16, 2019, GoCo served its first set of Interrogatories, Requests for

Production, and Requests for Admission.
3.

After receiving two extensions, Respondent served responses to GoCo’s

discovery requests on February 21, 2020, without producing any responsive documents, with
numerous inappropriate objections, and with numerous incomprehensible, incomplete,
unresponsive, confusing, and/or otherwise problematic responses. Respondent’s Response to
GoCo’s First Set of Requests for the Production of Documents and Things is attached to this
declaration as Exhibit A.
4.

On March 9, 2020, GoCo sent Respondent a detailed discovery deficiency letter

and several detailed follow-up emails outlining Respondent’s continued deficiencies.

Respondent refused to address any of these deficiencies, supplement its interrogatory responses,
or complete its production.
5.

As a result, on May 21, 2020, GoCo filed a Motion to Compel Complete

Responses to Interrogatories and Document Requests. (16 TTABVUE.) After GoCo filed its
Motion to Compel, Respondent provided some supplemental discovery, which, as explained in
GoCo’s reply in support of its motion to compel (19 TTABVUE), remained deficient.
Respondent’s Supplemental Answers to GoCo’s First Set of Interrogatories served on
May 27, 2020 is attached to this declaration as Exhibit B. Respondent’s Supplemental
Responses to GoCo’s First Set of Requests for the Production of Documents and Things is
attached to this declaration as Exhibit C.
6.

On September 21, 2020, the Board granted GoCo’s motion to compel (the

“Board’s Order”). (21 TTABUVE.)
7.

On October 5, 2020, while the proceeding remained suspended pursuant to the

Board’s Order, Respondent served additional (and excessive) Interrogatories and Requests for
Production on GoCo.
8.

My colleague Katie McKnight, also counsel for GoCo, emailed Respondent with

me copied on October 8, 2020, explaining that these additional discovery requests were improper
and reminding Respondent that the proceeding remained suspended except for Respondent’s
compliance with the Board’s Order. Respondent never responded to that email.
9.

On October 21, 2020, Respondent served supplemental written responses to

GoCo’s interrogatories and document requests and made a small supplemental production.
Respondent’s Second Supplemental Answers to GoCo’s First Set of Interrogatories is attached to
this declaration as Exhibit D. Respondent’s Second Supplemental Response to GoCo’s First Set
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of Requests for the Production of Documents and Things is attached to this declaration as
Exhibit E.
10.

Other than the privilege log provided in connection with Respondent’s second

supplemental discovery responses attached as Exhibits D and E to this declaration, Respondent
has not provided any other privilege log.
11.

The Board’s precedential decision in SFM, LLC v. Corcamore, LLC, Cancellation

No. 92060308, 2018 WL 69229684 (TTAB Dec. 21, 2018) is attached to this declaration as
Exhibit F.
12.

The Board’s decision in Nautica Apparel, Inc. v. Grow Marketing, LLC,

Cancellation No. 92064768, 2020 WL 6255441 (TTAB Oct. 21, 2020) is attached to this
declaration as Exhibit G.
I declare under penalty of perjury of the laws of the United States that the foregoing
is true and correct pursuant to 28 U.S.C. § 1746. This declaration was executed on
November 13, 2020 in Washington, DC.

Danny Awdeh
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CERTIFICATE OF SERVICE
I certify that a true and accurate copy of the foregoing DECLARATION OF DANNY M.
AWDEH IN SUPPORT OF GOCO’S MOTION FOR SANCTIONS was served by e-mail on
November 13, 2020, on counsel for Registrant at the following address of record:
RYAN T SANTURRI
ALLEN DYER DOPPELT & GILCHRIST PA
255 S ORANGE AVE, SUITE 1401
ORLANDO, FL 32801
rsanturri@allendyer.com

/Judy Valusek/
Trademark Legal Assistant

Cancellation No. 92071133
DECLARATION OF DANNY M. AWDEH
IN SUPPORT OF GOCO’S MOTION FOR SANCTIONS

Exhibit A

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
GOCO.IO, INC.,
Petitioner,

Cancellation No. 92071133
Registration No. 5338791
Issued: November 21, 2017

v.
COADVANTAGE CORPORATION,
Registrant.

Mark:

COADVANTAGE’S RESPONSE TO GOCO’S FIRST SET OF
REQUESTS FOR THE PRODUCTION OF DOCUMENTS AND THINGS
Registrant, CoAdvantage Corporation (“CoAdvantage” or “Registrant/Respondent”),
hereby responds to GoCo.io, Inc.’s (“GoCo”) First Set of Requests for the Production of
Documents and Things as follows:
1.

Registrant objects to objects to the Requests to the extent that they exceed the

permissible scope of discovery or seek to impose obligations or requirements beyond those set
forth in the Federal Rules of Civil Procedure and applicable TTAB rules.
2.

Registrant objects to any discovery directed at information or documentation

protected by the attorney-client privilege, the attorney work product immunity, the joint
defense/common interest doctrine and/or any other applicable privilege or immunity. To the extent
that any information protected by the attorney-client privilege or the work product immunity or by
any other applicable privilege is inadvertently produced, Registrant has not authorized such
production, and no waiver of any privilege shall be inferred from such inadvertent production.
3.

Registrant objects to the Definitions that accompany the Requests to the extent that

they (a) change the common meaning of the English language with regard to any word or phrase,

(b) alter the scope of discovery under the Federal Rules of Civil Procedure and applicable TTAB
rules, and/or (c) define terms differently from the way such terms are defined under federal or
common law. Registrant further objects to the Definitions to the extent that they are overly broad,
argumentative, prejudicial, improper, incorrect, vague, and/or ambiguous.
4.

Registrant objects to the Requests to the extent that they are vague, overly broad,

duplicative, unduly burdensome, not relevant to a claim or defense of any party, not relevant and/or
proportional to the needs of the case, or otherwise exceed the scope of permissible discovery.
5.

Registrant’s responses to these Requests do not constitute acquiescence or

agreement with respect to any definition proposed by Applicant.
6.

Registrant objects to the Requests to the extent that they seek information that (a)

is unreasonably cumulative or duplicative, or obtainable from some other source that is more
convenient, less burdensome, or less expensive; or (b) Applicant has had opportunity to obtain
from other sources, such as information and documents in the public domain
7.

Registrant objects to the Requests as premature to the extent that they seek expert

discovery.
8.

Registrant objects to the Requests to the extent that they require Registrant to render

legal conclusions regarding the relationship of certain information or documents to contested legal
or factual issues. By responding to these Requests, Registrant makes no representation as to
whether or not such information or documents tend to prove or disprove any factual or legal issue.
9.

Registrant does not admit that any document identified in response to Applicant’s

Requests is relevant or admissible at a hearing or trial of this action. Registrant’s responses are
subject to all objections as to competence, relevance, materiality, and admissibility. Registrant
reserves the right to make all such objections at trial.
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10.

Pursuant to Federal Rule of Civil Procedure 26(e), Registrant reserves the right to

supplement its responses if it learns of additional responsive information. Registrant incorporates
the General Objections as though set forth fully in response to each Request below and, to the
extent that they are not raised by any specific response, Registrant does not waive those objections.
RESPONSES
1.

All documents identified or requested to be identified in GoCo’s First Set of

Interrogatories.
Response: Registrant will produce the documents identified in response to Petitioner’s
interrogatories.

2.

All documents referring or relating to Respondent’s selection, adoption, and

clearance of Respondent’s Mark(s) (including searches, investigations, reports, opinions, and
communications containing other proposed or alternative Marks).
Response: Registrant objects to this request on the grounds that it is overbroad, unduly
burdensome, vague, ambiguous, not relevant, and/or not proportional to the needs of the
case. Registrant further objects based on work-product and attorney-client privilege to the
extent this request seeks information contained in privileged communications.
Subject to these objections, the non-privileged searches performed prior to Registrant’s
application will be produced.

3.

Documents sufficient to show or identify each of Respondent’s Products.

Response: Registrant will produce the documents identifying services offered under its
Mark.
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4.

Documents referring or relating to Respondent’s date of first use anywhere and date

of first use in commerce of Respondent’s Mark(s) for each of Respondent’s Products.
Response: To the extent Registrant is still in possession of the requested documents, it will
produce those in its customer or control.

5.

Documents sufficient to identify all outlets (physical or online) through which

Respondent’s Products have been offered or sold, are offered or sold, and/or are intended to be
offered or sold (including all retail points of sale where Respondent’s Products have been offered
and/or are intended to be offered).
Response: Registrant objects to this request on the grounds that it is overbroad, unduly
burdensome, vague, ambiguous, not relevant, and/or not proportional to the needs of the
case because it appears tailored to the sale of physical goods rather than services. To the
extent Registrant is in possession of documents evidencing the manner in which Registrant
advertises and provides services under the Mark, it will produce representative documents
in its customer or control.

6.

Documents sufficient to identify the nature, identity, and characteristics of each

class or type of purchaser to whom Respondent currently markets, offers, or sells; has marketed,
offered, or sold; and/or intends to market, offer, or sell Respondent’s Products.
Response: Registrant objects to this request on the grounds that it is overbroad, unduly
burdensome, vague, ambiguous, not relevant, and/or not proportional to the needs of the
case. To the extent Registrant is in possession of documents evidencing the target
customers to whom Registrant advertises and provides services under the Mark, it will
produce representative documents.

7.

Representative advertising, promotional, and marketing materials in each media

utilized or intended to be utilized (e.g., print, television, radio, Internet, direct mail, billboards)
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featuring, displaying, and/or containing Respondent’s Mark(s), including in connection with each
of Respondent’s Products.
Response: Registrant objects to this request on the grounds that it is overbroad, unduly
burdensome, vague, ambiguous, not relevant, and/or not proportional to the needs of the
case. To the extent Registrant is in possession of documents evidencing the manner in
which Registrant advertises and provides services under the Mark, it will produce
representative documents.

8.

Documents sufficient to show all forms in which Respondent’s Mark(s) or any

variations thereof has been, or will be, depicted, displayed, or used.
Response: To the extent Registrant is in possession of documents evidencing different
forms of the Mark as it has been used to advertise and provide services, it will produce
representative documents.

9.

Representative press releases, articles, and clippings regarding Respondent’s

Mark(s) and/or Respondent’s Products.
Response: To the extent Registrant is in possession of documents evidencing publications
depicting the Mark as it has been used to advertise and provide services, it will produce
representative documents.

10.

To the extent not already produced in response to other requests, representative

materials (including sales literature) showing Respondent’s Mark(s) or regarding Respondent’s
Products.
Response: Registrant objects to this request on the grounds that it is overbroad, unduly
burdensome, vague, ambiguous, not relevant, and/or not proportional to the needs of the
case. See responses to prior requests.
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11.

Documents sufficient to identify all current or planned Internet websites owned or

operated by or on behalf of Respondent that contain or display Respondent’s Mark(s) or refer or
relate to Respondent’s Products, and representative pages from each such Internet website(s)
showing Respondent’s Mark(s) or Products.
Response: Registrant objects to this request on the grounds that it is overbroad, unduly
burdensome, vague, ambiguous, not relevant, and/or not proportional to the needs of the
case in seeking future promotional material. To the extent Registrant is in possession copies
of websites on which Registrant advertises and provides services under the Mark, it will
produce a representative copy.

12.

Documents sufficient to show all media (e.g., newspapers, magazines, radio,

television, Internet) in which Respondent has advertised or promoted Respondent’s Mark(s) and/or
Respondent’s Products, including media schedules, advertising plans, etc.
Response: Registrant objects to this request on the grounds that it is overbroad, unduly
burdensome, vague, ambiguous, not relevant, and/or not proportional to the needs of the
case. To the extent Registrant is in possession of documents evidencing the manner in
which Registrant advertises and provides services under the Mark, it will produce
representative documents.

13.

Documents sufficient to identify all trade shows that Respondent has attended or

participated in (in connection with Respondent’s Mark(s) and/or Respondent’s Products) and/or
that Respondent plans to attend or participate in (in connection with Respondent’s Mark(s) and/or
Respondent’s Products).
Response: Registrant objects to this request on the grounds that it is overbroad, unduly
burdensome, vague, ambiguous, not relevant, and/or not proportional to the needs of the
case. To the extent Registrant is in possession of documents evidencing the manner in
which Registrant advertises and provide services under the Mark at trade shows, it will
produce representative documents.
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14.

All documents comprising, referring, or relating to trademark searches, reports,

research, or investigations concerning Respondent’s Mark(s).
Response: Registrant objects to this request on the grounds that it is overbroad, unduly
burdensome, vague, ambiguous, not relevant, and/or not proportional to the needs of the
case. Registrant further objects based on work-product and attorney-client privilege to the
extent this request seeks information contained in privileged communications.
Subject to these objections, the non-privileged searches performed prior to Registrant’s
application will be produced.

15.

All documents referring or relating to any communications, research,

investigations, reports, polls, surveys, opinions, or studies regarding consumer or customer
perception of Respondent’s Mark(s).
Response: Registrant objects to this request on the grounds that it is overbroad, unduly
burdensome, vague, ambiguous, not relevant, and/or not proportional to the needs of the
case. Registrant further objects based on work-product and attorney-client privilege to the
extent this request seeks information contained in privileged communications.
Subject to these objections, to the extent such documents exist and are not otherwise
privileged, the non-privileged such documents will be produced.

16.

All documents referring or relating to the perception and/or recognition of any

Mark comprised of or containing Respondent’s Mark(s) (including any study, survey, or other
analysis (formal or informal) performed by or on behalf of Respondent).
Response: Registrant objects to this request on the grounds that it is overbroad, unduly
burdensome, vague, ambiguous, not relevant, and/or not proportional to the needs of the
case. To the extent Registrant is in possession of surveys specific to the Mark, those will
be produced.
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17.

All documents referring or relating to business or marketing plans regarding

Respondent’s Mark(s) and/or Respondent’s Products.
Response: Registrant objects to this request on the grounds that it is overbroad, unduly
burdensome, vague, ambiguous, not relevant, and/or not proportional to the needs of the
case to the extent it seeks plans for future use of the Mark. To the extent Registrant has
plans specific to the Mark, representative documents will be produced.

18.

Documents sufficient to identify the prices for each of Respondent’s Products or, if

given away, the retail value of such Products.
Response: Registrant objects to this request on the grounds that it is overbroad, unduly
burdensome, vague and ambiguous, and/or not proportional to the needs of the case.
Respondents business is service based, and pricing is dependent upon the services offered
and accepted by its customers and the customer profile. Respondent does not have a pricing
list.

19.

All documents referring or relating to objections Respondent has made against third

parties based on Respondent’s Mark(s), in whole or in part.
Response: Registrant objects based on work-product and attorney-client privilege to the
extent this request seeks information contained in privileged communications. Other than
this proceeding, none known beyond privileged materials associated with this action.

20.

All documents referring or relating to objections Respondent has received from any

third party regarding the use and/or registration of Respondent’s Mark(s), not including this
proceeding.
Response: Registrant objects based on work-product and attorney-client privilege to the
extent this request seeks information contained in privileged communications. Other than
this proceeding, none known beyond privileged materials associated with this action.
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21.

All documents in Respondent’s possession, custody, or control that refer or relate

to Petitioner, Petitioner’s GOCO Marks, and/or any of Petitioner’s Products.
Response: Registrant objects based on work-product and attorney-client privilege to the
extent this request seeks information contained in privileged communications. Other than
this proceeding, none known beyond privileged materials associated with this action.

22.

All agreements (e.g., license agreements, coexistence agreements, assignments,

consent agreements, and settlement agreements) between Respondent and any person concerning
the use and/or registration of Respondent’s Mark(s).
Response: None.

23.

All documents referring or relating to all judicial and administrative proceedings in

any forum, including the U.S. Patent and Trademark Office, federal court, state court, agency or
other forum, involving or relating to Respondent’s Mark(s) other than this proceeding.
Response: None.

24.

All documents referring or relating to any and all instances in which a person has

confused the parties, their Marks, and/or their Products.
Response: None.
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25.

All documents comprised of or referring or relating to all inquiries/comments

Respondent has received referring or relating to GoCo, Petitioner’s GOCO Marks, and/or any of
Petitioner’s Products.
Response: Registrant objects based on work-product and attorney-client privilege to the
extent this request seeks information contained in privileged communications. Other than
this proceeding, none known beyond privileged materials associated with this action.

26.

Documents sufficient to identify the annual sales revenues in units and dollars of

each of Respondent’s Products.
Response: Registrant objects to this request on the grounds that it is overbroad, unduly
burdensome, vague and ambiguous, and/or not proportional to the needs of the case.
Objection is further made to the extent that Registrant does not offer “Products”, but rather
provides services. Subject to these objections, and an agreed upon protective order, a
summary documents evidencing revenue for services offered under the Mark will be
produced.

27.

Documents sufficient to identify the monthly sales revenues in units and dollars of

each of Respondent’s Products for 2015.
Response: Registrant objects to this request on the grounds that it is overbroad, unduly
burdensome, vague and ambiguous, and/or not proportional to the needs of the case.
Objection is further made to the extent that Registrant does not offer “Products” bur rather
provides services. Subject to these objections, and an agreed upon protective order,
summary documents evidencing revenue for services offered under the Mark will be
produced.

28.

Documents sufficient to identify the actual or planned annual advertising and/or

promotional expenditures for each of Respondent’s Products.
Response: Registrant objects to this request on the grounds that it is overbroad, unduly
burdensome, vague and ambiguous, and/or not proportional to the needs of the case.
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Subject to these objections, to the extent they exist documents evidencing past advertising
expenses associated specifically with the Mark exist they will be produced.

29.

Documents sufficient to identify monthly advertising and/or promotional

expenditures for each of Respondent’s Products for 2015.
Response: Registrant objects to this request on the grounds that it is overbroad, unduly
burdensome, vague and ambiguous, and/or not proportional to the needs of the case.
Subject to these objections, to the extent they exist documents evidencing past advertising
expenses associated specifically with the Mark exist they will be produced.

30.

All documents referring or relating to Registration No. 5338791, including all

documents referring or relating to the prosecution of the application before the U.S. Patent and
Trademark Office.
Response: Registrant objects based on work-product and attorney-client privilege to the
extent this request seeks information contained in privileged communications. Subject to
these objections, Registrant has already produced the non-privileged prosecution files.

31.

All documents referring or relating to the circumstances under which Respondent

first became aware of GoCo, Petitioner’s GOCO Marks, and any of Petitioner’s Products,
including the date when and how Respondent became aware of the foregoing and the persons most
knowledgeable about the foregoing.
Response: Registrant objects based on work-product and attorney-client privilege to the
extent this request seeks information contained in privileged communications. Registrant
will search for and documents associated with learning of Petitioner and produce any nonprivileged documents located.
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32.

To the extent not already produced in response to other requests, all documents in

Respondent’s possession, custody, or control that refer or relate to any third-party use or
registration of any mark upon which Respondent will rely on in this proceeding.
Response: Registrant objects based on work-product and attorney-client privilege to the
extent this request seeks information contained in privileged communications. Other than
this proceeding, none known beyond privileged materials associated with this action.

33.

All documents evidencing, reflecting, or supporting the allegations, claims, and

denials in Respondent’s Answers to Petition to Cancel in this case.
Response: Registrant objects based on work-product and attorney-client privilege to the
extent this request seeks information contained in privileged communications. Registrant
will produce non-privileged documents supporting its pleadings.

34.

All documents referring or relating to any comparison between Respondent and

Petitioner (including similarities or differences in their Marks and/or Products).
Response: Registrant objects based on work-product and attorney-client privilege to the
extent this request seeks information contained in privileged communications. Other than
this proceeding, none known beyond privileged materials associated with this action.

35.

All communications with third parties regarding Petitioner’s objection to

Respondent’s Mark(s) and/or this case.
Response: None known.
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36.

All documents supporting Respondent’s contention that “Registrant has offered the

services set forth in the registration under the Registered mark in commerce throughout the United
States since at least May 2015.”
Response: Registrant will produce non-privileged and responsive documents.

37.

All documents not already provided in response to these Requests upon which

Respondent will rely in this proceeding.
Response: Registrant objects to this request on the grounds that it is overbroad, unduly
burdensome, vague, ambiguous, not relevant, and/or not proportional to the needs of the
case. To the extent Registrant intends to rely on a document as evidence in this proceeding
it will be produced.

Respectfully submitted February 21, 2020.
/s/Ryan T. Santurri
Ryan T. Santurri
Florida Bar No. 015698
rsanturri@allendyer.com
Allen, Dyer, Doppelt & Gilchrist P.A.
255 South Orange Avenue, Suite 1401
Orlando, FL 32801
Telephone: (407) 841-2330
Facsimile: (407) 841-2343
Attorneys for Registrant,
CoAdvantage Corporation
CERTIFICATE OF SERVICE
I HEREBY CERTIFY that a true and complete copy of the foregoing has been served by
email on February 21, 2020 to:
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Danny M. Awdeh, Esq.
Patrick J. Rodgers, Esq.
Finnegan Henderson Farabow Garrett
& Dunner, LLP
901 New York Avenue, NW
Washington, DC 20001-4413
danny.awdeh@finnegan.com
patrick.rodgers@finnegan.com
docketing@finnegan.com
TTAB-Legal-Assistants@finnegan.com
/s/Ryan T. Santurri
Ryan T. Santurri
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Cancellation No. 92071133
DECLARATION OF DANNY M. AWDEH
IN SUPPORT OF GOCO’S MOTION FOR SANCTIONS

Exhibit B

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
GOCO.IO, INC.,
Petitioner,

Cancellation No. 92071133
Registration No. 5338791
Issued: November 21, 2017

v.
COADVANTAGE CORPORATION,
Registrant.

Mark:

COADVANTAGE’S SUPPLEMENTAL ANSWERS TO GOCO’S FIRST SET OF
INTERROGATORIES
Registrant, CoAdvantage Corporation (“CoAdvantage” or “Registrant/Respondent”),
hereby provides supplemental responses to GoCo.io, Inc.’s (“GoCo”) First Set of Interrogatories
as follows:
1.

Registrant objects to objects to the Requests to the extent that they exceed the

permissible scope of discovery or seek to impose obligations or requirements beyond those set
forth in the Federal Rules of Civil Procedure and applicable TTAB rules.
2.

Registrant objects to any discovery directed at information or documentation

protected by the attorney-client privilege, the attorney work product immunity, the joint
defense/common interest doctrine and/or any other applicable privilege or immunity. To the extent
that any information protected by the attorney-client privilege or the work product immunity or by
any other applicable privilege is inadvertently produced, Registrant has not authorized such
production, and no waiver of any privilege shall be inferred from such inadvertent production.
3.

Registrant objects to the Definitions that accompany the Requests to the extent that

they (a) change the common meaning of the English language with regard to any word or phrase,

(b) alter the scope of discovery under the Federal Rules of Civil Procedure and applicable TTAB
rules, and/or (c) define terms differently from the way such terms are defined under federal or
common law. Registrant further objects to the Definitions to the extent that they are overly broad,
argumentative, prejudicial, improper, incorrect, vague, and/or ambiguous.
4.

Registrant objects to the Requests to the extent that they are vague, overly broad,

duplicative, unduly burdensome, not relevant to a claim or defense of any party, not relevant and/or
proportional to the needs of the case, or otherwise exceed the scope of permissible discovery.
5.

Registrant’s responses to these Requests do not constitute acquiescence or

agreement with respect to any definition proposed by Applicant.
6.

Registrant objects to the Requests to the extent that they seek information that (a)

is unreasonably cumulative or duplicative, or obtainable from some other source that is more
convenient, less burdensome, or less expensive; or (b) Applicant has had opportunity to obtain
from other sources, such as information and documents in the public domain
7.

Registrant objects to the Requests as premature to the extent that they seek expert

discovery.
8.

Registrant objects to the Requests to the extent that they require Registrant to render

legal conclusions regarding the relationship of certain information or documents to contested legal
or factual issues. By responding to these Requests, Registrant makes no representation as to
whether or not such information or documents tend to prove or disprove any factual or legal issue.
9.

Registrant does not admit that any document identified in response to Applicant’s

Requests is relevant or admissible at a hearing or trial of this action. Registrant’s responses are
subject to all objections as to competence, relevance, materiality, and admissibility. Registrant
reserves the right to make all such objections at trial.
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10.

Pursuant to Federal Rule of Civil Procedure 26(e), Registrant reserves the right to

supplement its responses if it learns of additional responsive information. Registrant incorporates
the General Objections as though set forth fully in response to each Request below and, to the
extent that they are not raised by any specific response, Registrant does not waive those objections.

INTERROGATORY NO. 6
State the time period(s) in which Respondent’s Mark(s) has/have been used for each of
Respondent’s Products (including the date of first use anywhere and date of first use in commerce).
Response: Because of the delay in bringing this action by Petitioner, the VP of marketing
who was directly involved in the selection of the Mark is no longer with Registrant.
Registrant is currently searching its records but has identified use of the Mark in connection
with the services listed on the registration certificate at least as early as May 4, 2015 in
Florida, Texas, Arizona and Colorado. Records reflecting the use will be produced under
Rule 33(d).
Supplemental Response: Registrant began using the Mark in connection with the services
listed on the registration certificate in interstate commerce at least as early as May 4, 2015,
and has continued to use the Mark in connection with all of the services.

INTERROGATORY NO. 10
Describe in detail all investigations, clearance searches, studies, surveys, or reports conducted by
or on behalf of Respondent relating to the parties’ Marks or Products at issue in this proceeding
(including those concerning the availability for use and/or registration of Respondent’s Mark(s)).
Response: Registrant objects based on attorney-client privilege to the extent this
interrogatory seeks information contained in privileged communications.
Subject to this objection, Registrant’s clearance search did not locate Petitioner, and the
non-privileged searches themselves will be produced under Rule 33(d).
Supplemental Response: Registrant has produced the non-privileged responsive
documents at COADVANTAGE-00700-701, 00705-743.
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INTERROGATORY NO. 12
Identify and describe in detail all advertising and/or promotional campaigns that Respondent has
ever run (or intended to run) in connection with Respondent’s Mark(s).
Response: Registrant objects to this interrogatory on the grounds that it is overbroad,
unduly burdensome, vague, ambiguous, not relevant, and/or not proportional to the needs
of the case. The interrogatory seemingly requests both past and conceivable future
advertising.
Subject to these objections, and to the extent it is understood, Registrant has both online
and print advertising campaigns using the mark GOCO.
Supplemental Response: Registrant has produced the non-privileged responsive
documents at COADVANTAGE-599-699.

INTERROGATORY NO. 13
Identify all outlets and Internet websites through which Respondent’s Products have been offered
and sold and/or are intended to be offered and sold.
Response: Registrant objects to this interrogatory on the grounds that it vague and
ambiguous, because it asks for conceivable future use, which is not relevant to these
proceedings. Based on Registrant’s understanding of this interrogatory, Registrant has
offered its services through its website and social media accounts. Registrants’ services
may also be referenced by channel and vendor partners, chambers of commerce and local
organizations.
Supplemental Response: Registrant reasserts its objections as if set forth here. Registrant
cannot attest to all outlets and websites used by others, but Registrant uses at least the
following outlets: Facebook (https://www.facebook.com/coadvantage/), Linkedin
(https://www.linkedin.com/company/coadvantage/),
Twitter
(https://twitter.com/CoAdvantage), YouTube (http://www.youtube.com/c/coadvantage),
Instagram
(https://www.instagram.com/coadcares/),
CoAdvantage’s
website
(www.coadvantage.com) and CoAdvantage Business Insider Magazine.
INTERROGATORY NO. 15
For 2015, state the monthly sales figures in units and dollars for Respondent’s Products sold in
connection with Respondent’s Mark(s) in the United States.
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Response: Records reflecting the use will be produced under Rule 33(d).
Supplemental Response: Registrant has produced consolidated statements showing
revenue attributable to the services offered under the Mark. These records are at
COADVANTAGE-00531-597.

INTERROGATORY NO. 16
For each year following the first-use date of Respondent’s Mark(s), state the annual sales figures
in units and dollars for Respondent’s Products sold in connection with Respondent’s Mark(s) in
the United States.
Response: Records reflecting the use will be produced under Rule 33(d).
Supplemental Response: Registrant has produced consolidated financial statements
showing revenue attributable to the services offered under the Mark. These records are at
COADVANTAGE-00531-597.

INTERROGATORY NO. 17
State the amount of money Respondent has spent (and/or intends to spend) annually on advertising
and/or promoting Respondent’s Products in connection with Respondent’s Mark(s) in the United
States.
Response: Records reflecting the use will be produced under Rule 33(d).
Supplemental Response: Registrant has produced consolidated financial statements
documenting expenses. In terms of its marketing expenses associated with promoting the
Mark and services offered under the Mark, below provides the marketing expenses for
2015-2019, and the projection for 2020:
2015

2016

2017

2018

2020
(Projected)
299,367.00 416,299.96 760,861.11 527,450.00 630,742.45 807,033.00
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2019

INTERROGATORY NO. 19
Describe in detail the basis for Respondent’s statement in its third affirmative defense that
“Registrant has offered the services set forth in the registration under the Registered mark in
commerce throughout the United States since at least May 2015,” including the specific instances
in which and circumstances under which Respondent has offered Respondent’s Products in
connection with Respondent’s Mark(s) since at least May 2015.
Response: Because of the delay in bringing this action by Petitioner, the VP of marketing
who was directly involved in the selection of the Mark is no longer with Registrant.
Registrant is currently searching its records but has identified use of the Mark in connection
with the services listed on the registration certificate at least as early as May 4, 2015 in
Florida, Texas, Arizona and Colorado. Records reflecting the use will be produced under
Rule 33(d).
Supplemental Response: Registrant has produced COADVANTAGE-00080, which
evidences the use of the mark GOCO on Facebook ads that ran from May 4, 2015 in metro
areas of multiple states in the United States and were viewed nearly 50,000 times. The use
of the GOCO mark was expanded nationwide in 2016 and has continued since that time.
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Respectfully submitted this May 27, 2020.
/s/Ryan T. Santurri
Ryan T. Santurri
Florida Bar No. 015698
rsanturri@allendyer.com
Allen, Dyer, Doppelt & Gilchrist P.A.
255 South Orange Avenue, Suite 1401
Orlando, FL 32801
Telephone: (407) 841-2330
Facsimile: (407) 841-2343
Attorneys for Registrant,
CoAdvantage Corporation
CERTIFICATE OF SERVICE
I HEREBY CERTIFY that a true and complete copy of the foregoing has been served by
email on May 27, 2020 to:
Danny M. Awdeh, Esq.
Patrick J. Rodgers, Esq.
Finnegan Henderson Farabow Garrett
& Dunner, LLP
901 New York Avenue, NW
Washington, DC 20001-4413
danny.awdeh@finnegan.com
patrick.rodgers@finnegan.com
docketing@finnegan.com
TTAB-Legal-Assistants@finnegan.com

/s/Ryan T. Santurri
Ryan T. Santurri
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Cancellation No. 92071133
DECLARATION OF DANNY M. AWDEH
IN SUPPORT OF GOCO’S MOTION FOR SANCTIONS

Exhibit C

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
GOCO.IO, INC.,
Petitioner,

Cancellation No. 92071133
Registration No. 5338791
Issued: November 21, 2017

v.
COADVANTAGE CORPORATION,
Registrant.

Mark:

COADVANTAGE’S SUPPLEMENTAL RESPONSE TO GOCO’S FIRST SET OF
REQUESTS FOR THE PRODUCTION OF DOCUMENTS AND THINGS
Registrant, CoAdvantage Corporation (“CoAdvantage” or “Registrant/Respondent”),
hereby provides supplemental responses to GoCo.io, Inc.’s (“GoCo”) First Set of Requests for the
Production of Documents and Things as follows:
1.

Registrant objects to objects to the Requests to the extent that they exceed the

permissible scope of discovery or seek to impose obligations or requirements beyond those set
forth in the Federal Rules of Civil Procedure and applicable TTAB rules.
2.

Registrant objects to any discovery directed at information or documentation

protected by the attorney-client privilege, the attorney work product immunity, the joint
defense/common interest doctrine and/or any other applicable privilege or immunity. To the extent
that any information protected by the attorney-client privilege or the work product immunity or by
any other applicable privilege is inadvertently produced, Registrant has not authorized such
production, and no waiver of any privilege shall be inferred from such inadvertent production.
3.

Registrant objects to the Definitions that accompany the Requests to the extent that

they (a) change the common meaning of the English language with regard to any word or phrase,

(b) alter the scope of discovery under the Federal Rules of Civil Procedure and applicable TTAB
rules, and/or (c) define terms differently from the way such terms are defined under federal or
common law. Registrant further objects to the Definitions to the extent that they are overly broad,
argumentative, prejudicial, improper, incorrect, vague, and/or ambiguous.
4.

Registrant objects to the Requests to the extent that they are vague, overly broad,

duplicative, unduly burdensome, not relevant to a claim or defense of any party, not relevant and/or
proportional to the needs of the case, or otherwise exceed the scope of permissible discovery.
5.

Registrant’s responses to these Requests do not constitute acquiescence or

agreement with respect to any definition proposed by Applicant.
6.

Registrant objects to the Requests to the extent that they seek information that (a)

is unreasonably cumulative or duplicative, or obtainable from some other source that is more
convenient, less burdensome, or less expensive; or (b) Applicant has had opportunity to obtain
from other sources, such as information and documents in the public domain
7.

Registrant objects to the Requests as premature to the extent that they seek expert

discovery.
8.

Registrant objects to the Requests to the extent that they require Registrant to render

legal conclusions regarding the relationship of certain information or documents to contested legal
or factual issues. By responding to these Requests, Registrant makes no representation as to
whether or not such information or documents tend to prove or disprove any factual or legal issue.
9.

Registrant does not admit that any document identified in response to Applicant’s

Requests is relevant or admissible at a hearing or trial of this action. Registrant’s responses are
subject to all objections as to competence, relevance, materiality, and admissibility. Registrant
reserves the right to make all such objections at trial.
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10.

Pursuant to Federal Rule of Civil Procedure 26(e), Registrant reserves the right to

supplement its responses if it learns of additional responsive information. Registrant incorporates
the General Objections as though set forth fully in response to each Request below and, to the
extent that they are not raised by any specific response, Registrant does not waive those objections.
RESPONSES
2.

All documents referring or relating to Respondent’s selection, adoption, and

clearance of Respondent’s Mark(s) (including searches, investigations, reports, opinions, and
communications containing other proposed or alternative Marks).
Response: Registrant objects to this request on the grounds that it is overbroad, unduly
burdensome, vague, ambiguous, not relevant, and/or not proportional to the needs of the
case. Registrant further objects based on work-product and attorney-client privilege to the
extent this request seeks information contained in privileged communications.
Subject to these objections, the non-privileged searches performed prior to Registrant’s
application will be produced.
Supplemental Response: Registrant restates its prior objections as if set forth herein.
Subject to these objections Registrant has searched for documents referring to the selection
and adoption of Registrant’s mark and produced those searches. Registrant has also
produced the search reports but will not produce the attorney-client correspondence
associated with the search.

5.

Documents sufficient to identify all outlets (physical or online) through which

Respondent’s Products have been offered or sold, are offered or sold, and/or are intended to be
offered or sold (including all retail points of sale where Respondent’s Products have been offered
and/or are intended to be offered).
Response: Registrant objects to this request on the grounds that it is overbroad, unduly
burdensome, vague, ambiguous, not relevant, and/or not proportional to the needs of the
case because it appears tailored to the sale of physical goods rather than services. To the
extent Registrant is in possession of documents evidencing the manner in which Registrant
advertises and provides services under the Mark, it will produce representative documents
in its customer or control.
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Supplemental Response: Registrant restates its prior objections as if set forth herein.
Subject to these objections Registrant will search for documents identifying outlets.

14.

All documents comprising, referring, or relating to trademark searches, reports,

research, or investigations concerning Respondent’s Mark(s).
Response: Registrant objects to this request on the grounds that it is overbroad, unduly
burdensome, vague, ambiguous, not relevant, and/or not proportional to the needs of the
case. Registrant further objects based on work-product and attorney-client privilege to the
extent this request seeks information contained in privileged communications.
Subject to these objections, the non-privileged searches performed prior to Registrant’s
application will be produced.
Supplemental Response: Registrant restates its prior objections as if set forth herein.
Subject to these objections Registrant has produced the search reports but will not produce
the attorney-client correspondence associated with the search.

27.

Documents sufficient to identify the monthly sales revenues in units and dollars of

each of Respondent’s Products for 2015.
Response: Registrant objects to this request on the grounds that it is overbroad, unduly
burdensome, vague and ambiguous, and/or not proportional to the needs of the case.
Objection is further made to the extent that Registrant does not offer “Products” bur rather
provides services. Subject to these objections, and an agreed upon protective order,
summary documents evidencing revenue for services offered under the Mark will be
produced.
Supplemental Response: Registrant restates its prior objections as if set forth herein, and
has produced summary financial documents showing revenue associated with the Mark,
however such financial documents are not available monthly.

Respectfully submitted May 27, 2020.
/s/Ryan T. Santurri
Ryan T. Santurri
Florida Bar No. 015698
rsanturri@allendyer.com
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Allen, Dyer, Doppelt & Gilchrist P.A.
255 South Orange Avenue, Suite 1401
Orlando, FL 32801
Telephone: (407) 841-2330
Facsimile: (407) 841-2343
Attorneys for Registrant,
CoAdvantage Corporation
CERTIFICATE OF SERVICE
I HEREBY CERTIFY that a true and complete copy of the foregoing has been served by
email on May 27, 2020 to:
Danny M. Awdeh, Esq.
Patrick J. Rodgers, Esq.
Finnegan Henderson Farabow Garrett
& Dunner, LLP
901 New York Avenue, NW
Washington, DC 20001-4413
danny.awdeh@finnegan.com
patrick.rodgers@finnegan.com
docketing@finnegan.com
TTAB-Legal-Assistants@finnegan.com

/s/Ryan T. Santurri
Ryan T. Santurri
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Cancellation No. 92071133
DECLARATION OF DANNY M. AWDEH
IN SUPPORT OF GOCO’S MOTION FOR SANCTIONS

Exhibit D

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
GOCO.IO, INC.,
Petitioner,

Cancellation No. 92071133
Registration No. 5338791
Issued: November 21, 2017

v.
COADVANTAGE CORPORATION,
Registrant.

Mark:

COADVANTAGE’S SUPPLEMENTAL ANSWERS TO GOCO’S FIRST SET OF
INTERROGATORIES
Registrant, CoAdvantage Corporation (“CoAdvantage” or “Registrant/Respondent”),
hereby provides supplemental responses to GoCo.io, Inc.’s (“GoCo”) First Set of Interrogatories
as follows:
INTERROGATORY NO. 1
Identify all of Respondent’s Mark(s) that Respondent has used or registered (and/or ever intended
to use or register).
Response: Registrant objects to this interrogatory on the grounds that it is overbroad,
unduly burdensome, vague, ambiguous, not relevant, and/or not proportional to the needs
of the case. The interrogatory asks for both past use and conceivably future use and is not
limited to the Mark at issue in this case.
Subject to these objections, Registrant has not registered any other form of the mark
GOCO.
Supplemental Response: Registrant has used the mark GOCO in the form shown at
Coadvantage-00001 without color, in the form shown on Coadvantage-00062 with color,
and in the form Go Co shown on Coadvantage-00069 and Coadvantage-00080 without the
green “Co” or the dot under the green “o”.
INTERROGATORY NO. 2

Describe in detail the circumstances surrounding the selection and clearance of Respondent’s
Mark(s) (including the reason(s) Respondent selected the Mark(s), when Respondent selected and
cleared the Mark(s), all persons involved in the selection and clearance of the Mark(s), and all
other Marks considered).
Response: Registrant objects to this interrogatory on the grounds that it is not relevant
and/or not proportional to the needs of the case. Respondent further objects based on workproduct and attorney-client privilege to the extent this interrogatory seeks information
contained in privileged communications.
Subject to these objections, because of the delay in bringing this action by Petitioner, the
VP of marketing who was directly involved in the selection of the Mark is no longer with
Registrant. Based on the information currently available, the Mark is intended to reflect the
suggestion that customers should “go” with “Co”Advantage Corporation for its services,
and incorporates the design mark of the letter “O” as reflected in Registration Nos. 3275287
and 3320247. The results of Registrant’s clearance search did not locate Petitioner, and the
non-privileged searches themselves will be produced under Rule 33(d).
Supplemental Response: Respondent further objects based on work-product and attorneyclient privilege to the extent this interrogatory seeks information contained in privileged
communications. The “Co” was utilized for its dual-meaning, with “Co” reflecting both a
partner and the word “company,” to appeal to the mindset of small business owners
utilizing alliteration. The resulting concept artfully described why a small business owner
got into business to begin with and what they want to do – keep growing and eliminate
tasks that take their time away from customers. The Mark is also intended to reflect the
suggestion that customers should “go” with “Co”Advantage Corporation for its services,
and incorporates the design mark of the letter “O” as reflected in Registration Nos. 3275287
and 3320247. It was originally created on or about July 15, 2014, as shown at Coadvantage00529-00530. The results of Registrant’s clearance search did not locate Petitioner, and the
non-privileged searches themselves are found at Coadvantage-00700-701, CoAdvantage00705-00743.
INTERROGATORY NO. 3
Describe in detail the circumstances under which Respondent first became aware of Petitioner,
Petitioner’s GOCO Marks, and Petitioner’s Products (including the date(s) when Respondent
became aware of each of the foregoing and the person(s) most knowledgeable of the foregoing).
Response: Registrant objects based on work-product and attorney-client privilege to the
extent this interrogatory seeks information contained in privileged communications.
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Based on the information currently available Registrant became aware of Petitioner
sometime in 2018.
Supplemental Response: Registrant objects based on work-product and attorney-client
privilege to the extent this interrogatory seeks information contained in privileged
communications. Based on the information currently available, Registrant became aware
of Petitioner at least as of July 2018, based on an email from John Harman of Integra to
Kimberley Robbins, as shown at Coadvantage-00703-00704. It is possible there were prior
discussions between Petitioner and former employees of CoAdvantage, but CoAdvantage’s
records do not provide further details.
INTERROGATORY NO. 4
Identify each Product ever promoted, offered, or sold in connection with Respondent’s Mark(s).
Response: Registrant directs Petitioner to the registration certificate for the identification
of services offered in association with the Mark.
Supplemental Response: CoAdvantage has used the Mark with all services as described
in the Registration, in association with its co-employer or Professional employer
organization services offerings. As a Professional employer organization, CoAdvantage
offers bundled human resource services for offsite human resources, including serving as
a human resources department for others, administering, preparing, filing and issuing
payroll and remitting and reporting taxes, human resource management and benefit
training, administration of unemployment claims, the provision and administration of
employee benefits, health insurance and workers compensation. CoAdvantage’s bundled
human resource services can also include employment hiring, recruiting, placement,
staffing and career networking services, as well as human resources consulting to provide
cost management for health benefit plans. CoAdvantage’s bundled human resource
services can also include consulting and training in human resources and benefits
management.
INTERROGATORY NO. 5
Identify each Product Respondent has ever considered or planned promoting or offering in
connection with Respondent’s Mark(s).
Response: Registrant objects to this interrogatory on the grounds that it is overbroad,
unduly burdensome, vague, ambiguous, not relevant, and/or not proportional to the needs
of the case. The interrogatory asks for conceivable future use, which is not relevant to
these proceedings.
Subject to this objection, Registrant has used the mark in connection with the services
identified in the registration certificate and intends to do so in the foreseeable future.
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Supplemental Response: Other than those services under which the Mark has been used
as set forth in the Registration and in response to Interrogatory No. 4, CoAdvantage has
not considered or planned to use the Mark on other services, nor has CoAdvantage
considered or planned to offer software as a service.
INTERROGATORY NO. 6
State the time period(s) in which Respondent’s Mark(s) has/have been used for each of
Respondent’s Products (including the date of first use anywhere and date of first use in commerce).
Response: Because of the delay in bringing this action by Petitioner, the VP of marketing
who was directly involved in the selection of the Mark is no longer with Registrant.
Registrant is currently searching its records but has identified use of the Mark in connection
with the services listed on the registration certificate at least as early as May 4, 2015 in
Florida, Texas, Arizona and Colorado. Records reflecting the use will be produced under
Rule 33(d).
Supplemental Response: Registrant began using the Mark in connection with the services
listed on the registration certificate in interstate commerce at least as early as May 4, 2015,
and has continued to use the Mark in connection with all of the services.
Supplemental Response: Registrant began using the Mark in connection with all services
listed on the registration certificate and identified response to Interrogatory No. 4 anywhere
and in interstate commerce at least as early as May 4, 2015, and has continued to use the
Mark in connection with all of the services.
INTERROGATORY NO. 7
Describe the classes of purchasers to whom Respondent has marketed or sold, and/or intends to
market or sell, Respondent’s Products.
Response: Registrant objects to this interrogatory on the grounds that it vague and
ambiguous, because Registrant cannot possibly classify its potential customers in a specific
manner and because it asks for conceivable future use, which is not relevant to these
proceedings. Based on Registrant’s understanding of this interrogatory, Registrant markets
to small to mid-size companies across the country, typically with less than 2,500
employees.
Supplemental Response: After further review of its marketing and documentation,
Registrant typically markets to small to mid-size companies across the country with
employees ranging from 1-200.
INTERROGATORY NO. 10
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Describe in detail all investigations, clearance searches, studies, surveys, or reports conducted by
or on behalf of Respondent relating to the parties’ Marks or Products at issue in this proceeding
(including those concerning the availability for use and/or registration of Respondent’s Mark(s)).
Response: Registrant objects based on attorney-client privilege to the extent this
interrogatory seeks information contained in privileged communications.
Subject to this objection, Registrant’s clearance search did not locate Petitioner, and the
non-privileged searches themselves will be produced under Rule 33(d).
Supplemental Response: Registrant has produced the non-privileged responsive
documents at COADVANTAGE-00700-701, 00705-743.

INTERROGATORY NO. 12
Identify and describe in detail all advertising and/or promotional campaigns that Respondent has
ever run (or intended to run) in connection with Respondent’s Mark(s).
Response: Registrant objects to this interrogatory on the grounds that it is overbroad,
unduly burdensome, vague, ambiguous, not relevant, and/or not proportional to the needs
of the case. The interrogatory seemingly requests both past and conceivable future
advertising.
Subject to these objections, and to the extent it is understood, Registrant has both online
and print advertising campaigns using the mark GOCO.
Supplemental Response: Registrant has produced the non-privileged responsive
documents at COADVANTAGE-599-699.
Second Supplemental Response: Registrant has used both online and print advertising
and/or promotional campaigns. Copies of documents representative of the online and print
advertising and/or promotional campaigns run or intended to run in connection with the
Mark have been produced the non-privileged responsive documents at COADVANTAGE599-699.
INTERROGATORY NO. 13
Identify all outlets and Internet websites through which Respondent’s Products have been offered
and sold and/or are intended to be offered and sold.
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Response: Registrant objects to this interrogatory on the grounds that it vague and
ambiguous, because it asks for conceivable future use, which is not relevant to these
proceedings. Based on Registrant’s understanding of this interrogatory, Registrant has
offered its services through its website and social media accounts. Registrants’ services
may also be referenced by channel and vendor partners, chambers of commerce and local
organizations.
Supplemental Response: Registrant reasserts its objections as if set forth here. Registrant
cannot attest to all outlets and websites used by others, but Registrant uses at least the
following outlets: Facebook (https://www.facebook.com/coadvantage/), Linkedin
(https://www.linkedin.com/company/coadvantage/),
Twitter
(https://twitter.com/CoAdvantage), YouTube (http://www.youtube.com/c/coadvantage),
Instagram
(https://www.instagram.com/coadcares/),
CoAdvantage’s
website
(www.coadvantage.com) and CoAdvantage Business Insider Magazine.
Second Supplemental Response: Registrant cannot attest to outlets and websites used by
others that may have promoted Registrant’s Mark. Registrant has reviewed the outlets and
websites where it has offered and sold or intended to offer and sell services with the Mark
and identifies the following outlets: Facebook (https://www.facebook.com/coadvantage/),
Linkedin
(https://www.linkedin.com/company/coadvantage/),
Twitter
(https://twitter.com/CoAdvantage), YouTube (http://www.youtube.com/c/coadvantage),
Instagram
(https://www.instagram.com/coadcares/),
CoAdvantage’s
website
(www.coadvantage.com) and CoAdvantage Business Insider Magazine.
INTERROGATORY NO. 19
Describe in detail the basis for Respondent’s statement in its third affirmative defense that
“Registrant has offered the services set forth in the registration under the Registered mark in
commerce throughout the United States since at least May 2015,” including the specific instances
in which and circumstances under which Respondent has offered Respondent’s Products in
connection with Respondent’s Mark(s) since at least May 2015.
Response: Because of the delay in bringing this action by Petitioner, the VP of marketing
who was directly involved in the selection of the Mark is no longer with Registrant.
Registrant is currently searching its records but has identified use of the Mark in connection
with the services listed on the registration certificate at least as early as May 4, 2015 in
Florida, Texas, Arizona and Colorado. Records reflecting the use will be produced under
Rule 33(d).
Supplemental Response: Registrant has produced COADVANTAGE-00080, which
evidences the use of the mark GOCO on Facebook ads that ran from May 4, 2015 in metro
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areas of multiple states in the United States and were viewed nearly 50,000 times. The use
of the GOCO mark was expanded nationwide in 2016 and has continued since that time.
Second Supplemental Response: Registrant has produced COADVANTAGE-00080,
which evidences the use of the mark GOCO for all services offered under the Mark (as
identified in the Registration and Interrogatory No. 4 above) on four Facebook ads that ran
beginning on May 4, 2015 in metro areas of Florida, Texas, Arizona and Colorado and
were viewed nearly 50,000 times. The use of the GOCO mark for all services identified in
the Registration and Interrogatory No. 4 was expanded to nationwide in or around May
2016, including on Registrant’s website (see August 25, 2016 archive of Registrant’s
website at COADVANTAGE-00702), and has continued uninterrupted since that time.
Examples of the use of GOCO in the nationwide market includes documents produced at
COADVANTAGE-00600-661.
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COADVANTAGE CORPORATION

By: _________________________________
Print Name: _____________________
Title: ___________________________

STATE OF ____________
COUNTY OF ___________
BEFORE ME, the undersigned authority, this ______ day of ___________, 20___
personally appeared _____________, who after being first duly sworn, states that __he is the
person who provided the supplemental answers to the GoCo’s First Set of Interrogatories, and that
the answers provided therein are true and correct, and who is personally known to me or who has
produced _____________________ as identification and who did (did not) take an oath.
(SEAL)
_______________________________
Notary Public (signature)
______________________________
(Typed/Printed name of Notary Public)
Commission No. ________________
My Commission Expires:
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Respectfully submitted this October 21, 2020.
/s/Ryan T. Santurri
Ryan T. Santurri
Florida Bar No. 015698
rsanturri@allendyer.com
Allen, Dyer, Doppelt & Gilchrist P.A.
255 South Orange Avenue, Suite 1401
Orlando, FL 32801
Telephone: (407) 841-2330
Facsimile: (407) 841-2343
Attorneys for Registrant,
CoAdvantage Corporation
CERTIFICATE OF SERVICE
I HEREBY CERTIFY that a true and complete copy of the foregoing has been served by
email on October 21, 2020 to:
Danny M. Awdeh, Esq.
Patrick J. Rodgers, Esq.
Finnegan Henderson Farabow Garrett
& Dunner, LLP
901 New York Avenue, NW
Washington, DC 20001-4413
danny.awdeh@finnegan.com
patrick.rodgers@finnegan.com
docketing@finnegan.com
TTAB-Legal-Assistants@finnegan.com
/s/Ryan T. Santurri
Ryan T. Santurri
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Exhibit E

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
GOCO.IO, INC.,

Cancellation No. 92071133
Registration No. 5338791
Issued: November 21, 2017

Petitioner,
v.
COADVANTAGE CORPORATION,
Registrant.

Mark:

COADVANTAGE’S SUPPLEMENTAL RESPONSE TO GOCO’S FIRST SET OF
REQUESTS FOR THE PRODUCTION OF DOCUMENTS AND THINGS
Registrant, CoAdvantage Corporation (“CoAdvantage” or “Registrant/Respondent”),
hereby provides supplemental responses to GoCo.io, Inc.’s (“GoCo”) First Set of Requests for the
Production of Documents and Things as follows:
RESPONSES
5.

Documents sufficient to identify all outlets (physical or online) through which

Respondent’s Products have been offered or sold, are offered or sold, and/or are intended to be
offered or sold (including all retail points of sale where Respondent’s Products have been offered
and/or are intended to be offered).
Response: Registrant objects to this request on the grounds that it is overbroad, unduly
burdensome, vague, ambiguous, not relevant, and/or not proportional to the needs of the
case because it appears tailored to the sale of physical goods rather than services. To the
extent Registrant is in possession of documents evidencing the manner in which Registrant
advertises and provides services under the Mark, it will produce representative documents
in its customer or control.
Supplemental Response: Registrant restates its prior objections as if set forth herein.
Subject to these objections Registrant will search for documents identifying outlets.
Second Supplemental Response: Registrant’s marketing is primarily through websites
and social media, including located at the following websites: Facebook

(https://www.facebook.com/coadvantage/),
Linkedin
(https://www.linkedin.com/company/coadvantage/),
Twitter
(https://twitter.com/CoAdvantage), YouTube (http://www.youtube.com/c/coadvantage),
Instagram
(https://www.instagram.com/coadcares/),
CoAdvantage’s
website
(www.coadvantage.com) and CoAdvantage Business Insider Magazine. Documents
sufficient to identify these channels include those produced at COADVANTAGE-0006677, COADVANTAGE-00646-661.
9. Representative press releases, articles, and clippings regarding Respondent’s Mark(s)
and/or Respondent’s Products.
Response: To the extent Registrant is in possession of documents evidencing publications
depicting the Mark as it has been used to advertise and provide services, it will produce
representative documents.
Supplemental Response: Registrant has searched for responsive documents but none have
been found.
13. Documents sufficient to identify all trade shows that Respondent has attended or
participated in (in connection with Respondent’s Mark(s) and/or Respondent’s Products) and/or
that Respondent plans to attend or participate in (in connection with Respondent’s Mark(s) and/or
Respondent’s Products).
Response: Registrant objects to this request on the grounds that it is overbroad, unduly
burdensome, vague, ambiguous, not relevant, and/or not proportional to the needs of the
case. To the extent Registrant is in possession of documents evidencing the manner in
which Registrant advertises and provide services under the Mark at trade shows, it will
produce representative documents.
Supplemental Response: Registrant has produced a spreadsheet of trade shows
attended by Registrant and/or that Registrant plans to attend at COADVANTAGE00744-45.
14.

All documents comprising, referring, or relating to trademark searches, reports,

research, or investigations concerning Respondent’s Mark(s).
Response: Registrant objects to this request on the grounds that it is overbroad, unduly
burdensome, vague, ambiguous, not relevant, and/or not proportional to the needs of the
case. Registrant further objects based on work-product and attorney-client privilege to the
extent this request seeks information contained in privileged communications.

2

Subject to these objections, the non-privileged searches performed prior to Registrant’s
application will be produced.
Supplemental Response: Registrant restates its prior objections as if set forth herein.
Subject to these objections Registrant has produced the search reports but will not produce
the attorney-client correspondence associated with the search.
Second Supplemental Response: Registrant has produced the search reports, which are
found at Coadvantage-00700-701 and Coadvantage-00705-00743. The only document
withheld pursuant to this request is the following:
Document
From
Email regarding David Sigalow
the preliminary
search for the
mark GOCO

To/CC
Date
Privilege
Kimberly Robbins; Elizabeth 3/24/2017 Attorney-client
Toney;
Dolly
Martinez;
Sonya Trezavant

15. All documents referring or relating to any communications, research, investigations,
reports, polls, surveys, opinions, or studies regarding consumer or customer perception of
Respondent’s Mark(s).
Response: Registrant objects to this request on the grounds that it is overbroad, unduly
burdensome, vague, ambiguous, not relevant, and/or not proportional to the needs of the
case. Registrant further objects based on work-product and attorney-client privilege to the
extent this request seeks information contained in privileged communications. Subject to
these objections, to the extent such documents exist and are not otherwise privileged, the
non-privileged such documents will be produced.
Supplemental Response: Registrant has searched for responsive documents but none have
been found.
16. All documents referring or relating to the perception and/or recognition of any Mark
comprised of or containing Respondent’s Mark(s) (including any study, survey, or other analysis
(formal or informal) performed by or on behalf of Respondent).
Response: Registrant objects to this request on the grounds that it is overbroad, unduly
burdensome, vague, ambiguous, not relevant, and/or not proportional to the needs of the
case. To the extent Registrant is in possession of surveys specific to the Mark, those will
be produced.
Supplemental Response: Registrant has searched for responsive documents but none have
been found.
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17. All documents referring or relating to business or marketing plans regarding
Respondent’s Mark(s) and/or Respondent’s Products.
Response: Registrant objects to this request on the grounds that it is overbroad, unduly
burdensome, vague, ambiguous, not relevant, and/or not proportional to the needs of the
case to the extent it seeks plans for future use of the Mark. To the extent Registrant has
plans specific to the Mark, representative documents will be produced.
Supplemental Response: Registrant has searched for responsive documents but none have
been found.
18. Documents sufficient to identify the prices for each of Respondent’s Products or, if
given away, the retail value of such Products.
Response: Registrant objects to this request on the grounds that it is overbroad, unduly
burdensome, vague and ambiguous, and/or not proportional to the needs of the case.
Respondents business is service based, and pricing is dependent upon the services offered
and accepted by its customers and the customer profile. Respondent does not have a pricing
list.
Supplemental Response: Registrant has produced exemplar documents sufficient to
identify pricing for its services, which are found at COADVANTAGE-00748-903.
28. Documents sufficient to identify the actual or planned annual advertising and/or
promotional expenditures for each of Respondent’s Products.
Response: Registrant objects to this request on the grounds that it is overbroad, unduly
burdensome, vague and ambiguous, and/or not proportional to the needs of the case.
Supplemental Response: Registrant has produced financial statements and produced a the
actual/planned marketing budget documenting advertising expenditures at
COADVANTAGE-00746-47.
30. All documents referring or relating to Registration No. 5338791, including all
documents referring or relating to the prosecution of the application before the U.S. Patent and
Trademark Office.
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Response: Registrant objects based on work-product and attorney-client privilege to the
extent this request seeks information contained in privileged communications. Subject to
these objections, Registrant has already produced the non-privileged prosecution files.
Supplemental Response: Registrant has already produced the non-privileged prosecution
files. The following privileged documents have been withheld through the date of the
petition for cancellation:
Document
Email
chain
regarding the
preliminary
search for the
mark GOCO
Email
chain
regarding
application for
mark GOCO
Email
chain
regarding
application for
mark GOCO
Email
chain
regarding
application for
mark GOCO
Email
chain
regarding
application for
mark GOCO
Email
chain
regarding
application for
mark GOCO
Email
chain
regarding the
filing of the
application for
mark GOCO
Email
chain
regarding
application for
mark GOCO
Email
chain
regarding

From
David Sigalow

To/CC
Date
Privilege
Kimberly Robbins; Elizabeth 3/24/2017 Attorney-client
Toney;
Dolly
Martinez;
Sonya Trezavant

Sonya
Trezavant

Kimberly Robbins; Elizabeth 3/24/2017 Attorney-client
Toney; Dolly Martinez; David
Sigalow

David Sigalow

Kimberly Robbins; Elizabeth 3/24/2017 Attorney-client
Toney;
Dolly
Martinez;
Sonya Trezavant

Kimberly
Robbins

Elizabeth
Toney;
Dolly 3/24/2017 Attorney-client
Martinez; David Sigalow;
Sonya Trezavant

David Sigalow

Kimberly Robbins; Elizabeth 3/27/2017 Attorney-client
Toney;
Dolly
Martinez;
Sonya Trezavant

Sonya
Trezavant

Kimberly Robbins; Elizabeth 3/27/2017 Attorney-client
Toney; Dolly Martinez; David
Sigalow

Elizabeth
Toney

Kimberly Robbins

Kimberly
Robbins

Elizabeth
Toney;
Dolly 7/10/2017 Attorney-client
Martinez; David Sigalow;
Sonya Trezavant; Nancy
Morales
Elizabeth
Toney;
Dolly 7/10/2017 Attorney-client
Martinez; Kimberly Robbins;

David Sigalow

5

3/28/2017 Attorney-client

application for
mark GOCO
Email
chain
regarding the
filing of the
application for
mark GOCO
Email
chain
regarding
application for
mark GOCO
Email
chain
regarding the
filing of the
application for
mark GOCO
Email
chain
regarding the
filing of the
application for
mark GOCO
Email
chain
regarding
application for
mark GOCO
Email
chain
regarding
application for
mark GOCO
Email
chain
regarding
application for
mark GOCO
Email
chain
regarding
application for
mark GOCO
Email
chain
regarding
application for
mark GOCO
Email
chain
regarding
application for
mark GOCO

Sonya Trezavant; Nancy
Morales
Nancy Morales Kimberly Robbins; David 7/10/2017 Attorney-client
Sigalow

Sonya
Trezavant

Kimberly Robbins; Elizabeth 7/16/2017 Attorney-client
Toney; Dolly Martinez; David
Sigalow; Nancy Morales

Elizabeth
Toney

Kimberly Robbins

7/25/2017 Attorney-client

Elizabeth
Toney

Kimberly Robbins

7/26/2017 Attorney-client

Dolly Martinez Kimberly Robbins;
Trezavant

Sonya 8/21/2017 Attorney-client

David Sigalow

Kimberly Robbins; Dolly 7/30/2018 Attorney-client
Martinez; Elizabeth Toney

Kimberly
Robbins

David
Sigalow;
Dolly 7/30/2018 Attorney-client
Martinez; Elizabeth Toney

David Sigalow

Kimberly Robbins; Dolly 7/31/2018 Attorney-client
Martinez; Elizabeth Toney

Kimberly
Robbins

David
Sigalow;
Dolly 1/24/2019 Attorney-client
Martinez; Elizabeth Toney

David Sigalow

Kimberly Robbins; Dolly 1/24/2019 Attorney-client
Martinez; Elizabeth Toney
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Email
chain Kimberly
Robbins
regarding
application for
mark GOCO
Email
chain David Sigalow
regarding
application for
mark GOCO

David
Sigalow;
Dolly 1/25/2019 Attorney-client
Martinez; Elizabeth Toney
Kimberly Robbins; Dolly 1/25/2019 Attorney-client
Martinez; Elizabeth Toney

Respectfully submitted October 21, 2020.
/s/Ryan T. Santurri
Ryan T. Santurri
Florida Bar No. 015698
rsanturri@allendyer.com
Allen, Dyer, Doppelt & Gilchrist P.A.
255 South Orange Avenue, Suite 1401
Orlando, FL 32801
Telephone: (407) 841-2330
Facsimile: (407) 841-2343
Attorneys for Registrant,
CoAdvantage Corporation
CERTIFICATE OF SERVICE
I HEREBY CERTIFY that a true and complete copy of the foregoing has been served by
email on October 21, 2020 to:
Danny M. Awdeh, Esq.
Patrick J. Rodgers, Esq.
Finnegan Henderson Farabow Garrett
& Dunner, LLP
901 New York Avenue, NW
Washington, DC 20001-4413
danny.awdeh@finnegan.com
patrick.rodgers@finnegan.com
docketing@finnegan.com
TTAB-Legal-Assistants@finnegan.com
/s/Ryan T. Santurri
Ryan T. Santurri
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Cancellation No. 92071133
DECLARATION OF DANNY M. AWDEH
IN SUPPORT OF GOCO’S MOTION FOR SANCTIONS

Exhibit F

SFM, LLC v. CORCAMORE, LLC, 2018 WL 6929684 (2018)

2018 WL 6929684 (Trademark Tr. & App. Bd.)
THIS ORDER IS A PRECEDENT OF THE TTAB
Trademark Trial and Appeal Board
Patent and Trademark Office (P.T.O.)
SFM, LLC
v.
CORCAMORE, LLC
Cancellation No. 92060308
December 21, 2018
*1 Before Lykos, Adlin, and Pologeorgis
Administrative Trademark Judges
By the Board:
This case now comes up for consideration of SFM, LLC's (“Petitioner”) contested motion (filed April 30, 2018) for judgment
as a discovery sanction. Petitioner's motion is fully briefed.
Relevant Background
Petitioner filed this case over four years ago, requesting cancellation of Respondent's registration for the mark SPROUT, 1 in
standard characters, for “vending machine services” in International Class 35 on the sole ground of likelihood of confusion
under Section 2(d) of the Trademark Act, 15 U.S.C. § 1052(d). Specifically, Petitioner alleges prior use and registration of
SPROUTS in standard characters 2 and SPROUTS FARMERS MARKET in standard characters 3 and with design, 4 each for
“retail grocery store services” in International Class 35. 5 In its answer, Respondent denies the salient allegations in the petition
to cancel, and asserts a defense seeking to restrict Petitioner's pleaded Registration No. 3322841 for the standard character mark
SPROUTS under Trademark Rule 2.133(d), 37 C.F.R. § 2.133(d), which is not relevant to Petitioner's motion. 6
After the Board determined, by order dated December 30, 2015, that Respondent had filed an “inordinate number of motions
(all of which have been denied) at a very early stage in this proceeding,” 7 the Board prohibited Respondent from filing any
additional unconsented motions without first obtaining Board permission. The Board warned Respondent that this kind of
practice has no place in any Board proceeding. 8 After the parties' discovery conference in which the Board participated, the
Board lifted the prohibition on filing unconsented motions, but indicated that it may impose future sanctions, as necessary. 9
Despite this reprieve and warning, Respondent resumed filing unnecessary or procedurally improper motions, resulting in
another prohibition on filing unconsented motions without first obtaining Board permission. 10 This time, Respondent was
“required to contact by telephone the Board interlocutory attorney assigned to this case to conduct a case conference with
counsel for Petitioner also present.” 11 Thereafter, Respondent began filing materials not provided for or permitted under the
Trademark Rules, including an “objection” to the Board's February 27, 2018 order and several requests to file a variety of
different procedurally impermissible motions, 12 but did not, at any time, “contact by telephone the Board interlocutory attorney
assigned to this case to conduct a case conference with counsel for Petitioner also present.” 13 Accordingly, the Board denied
Respondent's unapproved filings for failure to comply with the procedural sanctions imposed in the February 27, 2018 order. 14
© 2020 Thomson Reuters. No claim to original U.S. Government Works.
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Later that day, inexplicably but unsurprisingly, Respondent filed another procedurally impermissible request, again violating
the Board's order. 15
Board Orders Relating To Discovery
*2 On November 13, 2017, Respondent filed an eleventh-hour motion for a protective order in which it requested to defer
the deposition of its Fed. R. Civ. P. 30(b)(6) witness, properly noticed by Petitioner on October 25, 2017 and scheduled for
November 14, 2017, until the Board had ruled on Respondent's untimely motion (filed October 30, 2017) to compel. 16 The
Board denied Respondent's motion for a protective order the same day, 17 ordering Respondent's witness to appear the following
day as noticed, “failing which the Board may entertain an appropriate motion for relief.” 18
Also on October 25, 2017, Petitioner filed a motion to compel supplemental responses to certain document requests and
interrogatories. 19 The Board granted the motion and ordered Respondent to:
1) Provide amended responses to Petitioner's first set of document requests without objection on the merits and produce nonprivileged responsive documents within thirty days (52 TTABVUE 21);
2) Provide supplemental responses to Interrogatory Nos. 1, 2 and 6-17 within thirty days (id.); 20
3) Provide a privilege log, to the extent Respondent contends that documents responsive to Petitioner's first set of document
requests are privileged, within thirty days (id.);
4) Organize and label, by Bates Stamp number, the documents responsive to each of Petitioner's first set of document requests
(id.);
5) State whether or not any non-privileged, responsive documents are in Respondent's possession, custody or control with
respect to each document request and, if there are responsive documents, state whether they will be produced within thirty days
or withheld on a claim of privilege (id. at 8.); and
6) Identify, by Bates Stamp number, the documents which are responsive to each request, to the extent Respondent has already
fully produced documents responsive to any document request (id. at 22).
The Board further reminded Respondent that an evasive or incomplete response is the equivalent of a failure to disclose, and
advised Petitioner that it may seek appropriate sanctions if Respondent fails to comply with the order. 21
Available Sanctions
Although the Board does not impose monetary sanctions or award attorneys' fees or other expenses, it has authority to enter
other appropriate sanctions, up to and including judgment, against a party under Fed. R. Civ. P. 11; Trademark Rule 2.120(h),
37 C.F.R. § 2.120(h); and Fed. R. Civ. P. 37(b)(2) governing discovery; or the Board's inherent authority. 22
*3 Under Fed. R. Civ. P. 11, made applicable to this proceeding under Trademark Rule 2.116(a), 37 C.F.R. § 2.116(a), the
Board has discretion to impose sanctions for, among other things, filings with “any improper purpose, such as to harass, cause
unnecessary delay, or needlessly increase the cost of litigation.” 23 The Board may find a Fed. R. Civ. P. 11 violation, and
impose an appropriate sanction, not only upon motion, but also upon its own initiative, following issuance of an order to show
cause and an opportunity for the party to be heard. 24

© 2020 Thomson Reuters. No claim to original U.S. Government Works.
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Sanctions provided under Fed. R. Civ. P. 37(b)(2), including judgment, may also be appropriate under Trademark Rule 2.120(h)
(1), 37 C.F.R. § 2.120(h)(1), if a party fails to comply with a Board order relating to discovery, including an order compelling
discovery. 25 Under Trademark Rule 2.120(h)(2), 37 C.F.R. § 2.120(h)(2), if a party witness fails to attend a discovery deposition
after receiving proper notice, and the party indicates that the witness will not attend, the Board may enter any of the sanctions
provided under Fed. R. Civ. P. 37(b)(2). 26 Judgment is a harsh remedy, but it is appropriate where a less drastic remedy would
not be effective and there is strong evidence that a party has willfully evaded Board orders, rules and procedures. See Benedict v.
Superbakery Inc., 665 F.3d 1263, 101 USPQ2d 1089, 1093 (Fed. Cir. 2011) (judgment entered where plaintiff failed to comply
with discovery requests and orders); aff'g 96 USPQ2d 1134 (TTAB 2010); MHW Ltd., 59 USPQ2d at 1478-79 (repeated failure
to comply with discovery requests and orders, and unpersuasive reasons for delay, resulted in entry of judgment); Baron Philippe
de Rothschild S.A. v. Styl-Rite Optical Mfg. Co., 55 USPQ2d 1848, 1854 (TTAB 2000) (failure to comply with Board order to
produce a witness and compelling discovery responses, and to submit a protective order, resulted in entry of judgment).
When misconduct does not squarely fall within the reach of Fed. R. Civ. P. 11, Fed. R. Civ. P. 37(b)(2) or Trademark Rule
2.120(h), the Board may invoke its inherent authority to enter sanctions. 27 This inherent authority derives from the Board's
authority to control its cases and docket, which necessarily includes the inherent power to sanction. Carrini, 57 USPQ2d at 1071.
Analysis
*4 Petitioner seeks judgment under Trademark Rule 2.120(h)(1) and the Board's inherent authority to sanction. 28 Respondent
argues that Petitioner is not entitled to judgment as a sanction because “[t]he undercurrent of [Petitioner's motion] is that
[Petitioner] lacks proof and prays to get it from respondent, who does not have it, and so, [Petitioner] cannot prove the material
allegations in its amended petition.” 29 Respondent further contends that Petitioner has not demonstrated that a failure to produce
discoverable information has materially affected Petitioner and is prejudicial to the presentation of Petitioner's case. 30
The Board has considered the parties' briefs in connection with Petitioner's motion, but does not repeat or discuss all of
the arguments and submissions, and does not address irrelevant arguments. 31 Guess? IP Holder L.P. v. Knowluxe LLC, 116
USPQ2d 2018, 2019 (TTAB 2015).
A. Sanctions for Failure to Comply with Board Discovery Orders
Respondent violated the November 13, 2017 and February 27, 2018 Board orders relating to discovery in a number of ways,
as set forth below:
Board Order

Respondent's Noncompliance

November 13, 2017 Order:

Respondent did not appear for the deposition
and did not notify counsel for Petitioner that it

would not appear. 32 55 TTABVUE 34, 89-91.
When Petitioner attempted to reschedule the
deposition, Respondent served objections and
again refused to appear. 55 TTABVUE 103.
“Respondent's 30(b)(6) witness is expected to
appear for its noticed deposition tomorrow,
failing which the Board may entertain an
appropriate motion for relief.” 41 TTABVUE
2-3.
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February 27, 2018 Order:

Respondent failed to timely serve supplemental
responses by e-mail, as required under
Trademark Rule 2.119. 33 55 TTABVUE 35.
Petitioner also did not receive Respondent's
supplemental responses via U.S. Mail. Id.

“Within thirty days of the mailing date of
this order, Respondent is ordered to serve on
Petitioner amended responses to Petitioner's
first set of document requests without
objection on the merits, and to produce nonprivileged documents responsive to Petitioner's
first set of document requests.” 52 TTABVUE
7-8; see also 52 TTABVUE 21.

Respondent continued to assert a
proportionality objection (i.e. an objection on
the merits) in response to Document Request
No. 10, and what is effectively a vagueness
(merits) objection in response to Document
Request Nos. 6-8, 11-15, 17-22, 25, 26, 29-36.
55 TTABVUE 125-127.

“Respondent is allowed until thirty days
from the mailing date of this order in which
to provide: ... (2) supplemental responses
to Interrogatory Nos. 1, 2 and 6-17.” 52
TTABVUE 21.
February 27, 2018 Order:

In response to Petitioner's Document Request
Nos. 6, 7, 10-15, 18, 19, 25, 26, 29-33, 35 and
36, Respondent's supplemental responses state
that “[a]dditional documents may be available
for inspection at the offices of Corcamore
LLC.” 55 TTABVUE 125-127. Respondent's
supplemental responses do not specify whether
or not there are responsive documents.

“A proper response should state whether or not
there are responsive documents and, if there
are responsive documents, whether they will be
produced by the deadline set forth in this order
or withheld on a claim of privilege. If accurate,
Respondent may respond that the requested
documents are not in existence.” 52 TTABVUE
8.

February 27, 2018 Order:

Respondent did not identify, by Bates Stamp
number, the documents responsive to each
request. 55 TTABVUE 125-127.

“To the extent Respondent has already fully
produced documents responsive to any
document request, Respondent must so state
in its response to the particular document
request and identify, by Bates Stamp number,
the documents which are responsive to each
request.” 52 TTABVUE 21-22.
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*5 Respondent has refused to cooperate in the discovery process for over sixteen months. Respondent's discovery violations
are repeated, egregious and demonstrate Respondent's intent to thwart Petitioner's discovery of information and documents the
Board has already determined are discoverable. 34 There is no reason to assume that, given additional opportunities, Respondent
will fulfill its obligations under the Federal and Trademark Rules and the Board's orders. Accordingly, Petitioner's motion for
discovery sanctions in the form of judgment is granted under Trademark Rule 2.120(h).
B. The Board's Inherent Authority to Sanction
In addition to its numerous discovery violations, Respondent has repeatedly ignored other Board orders, rules and procedures.
This conduct, taken as a whole, also warrants the sanction of judgment pursuant to the Board's inherent authority to enter
sanctions. In assessing sanctions under our inherent authority, we consider: (1) bad faith conduct; (2) willful disobedience of
Board orders; (3) length of delay or clear pattern of delay; (4) due warning that sanctions may be entered; (5) reasons for noncompliance; and (6) effectiveness of lesser or alternative sanctions. 35 We have carefully considered each of these factors.
Respondent's conduct has been particularly egregious. Respondent made good on its promise to impose a “procedural
Rubicon” 36 in this proceeding with Respondent's campaign of filing frivolous motions, 37 by, inter alia, refusing to meet and
confer with counsel for Petitioner regarding Respondent's discovery responses, 38 hanging up on counsel for Petitioner during a
meet and confer telephone conference on two separate occasions, 39 outright refusing to “read or open” emails from Petitioner's
counsel of record for years, 40 and refusing to work with counsel for Petitioner to reschedule depositions of its Fed. R. Civ. P.
30(b)(6) and 30(b)(1) witnesses. 41 In violation of Patent and Trademark Office Rule 11.402(a), counsel for Respondent also
communicated directly with Petitioner about this case, without authorization to do so, knowing that Petitioner was represented
by counsel. 42
Respondent also willfully disobeyed Board orders directing the parties not to file any paper that is not germane to pending
motions, 43 and to serve documents on Petitioner via email as opposed to U.S. Mail pursuant to Trademark Rule 2.119, 37 C.F.R.
§ 2.119. 44 Respondent was repeatedly warned that its continued misconduct may result in sanctions, 45 and the lesser sanctions
previously imposed have not been effective. 46 In fact, Respondent filed at least six papers without obtaining the required prior
Board permission. 47 Respondent considers its bad faith conduct to be “mere technicalities” 48 and, instead of giving reasons
for its non-compliance, argues that it did comply with Board procedure and orders, and its motion practice could have been
avoided had Petitioner conducted a pre-filing investigation or provided support for its claims. 49 Respondent's conduct indicates
that entry of any sanction short of judgment would be futile.
*6 It is obvious from a review of the record that Respondent has been engaging for years in delaying tactics, including the
willful disregard of Board orders, taxing Board resources and frustrating Petitioner's prosecution of this case. In view thereof,
Petitioner's motion for sanctions in the form of judgment against Respondent also is granted pursuant to the Board's inherent
authority to sanction.
Accordingly, judgment is hereby entered against Respondent, the petition for cancellation is granted, and Registration No.
3708453 will be cancelled in due course.

Footnotes
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1
2
3
4
5
6

7
8
9
10

11
12
13
14
15
16
17

18
19
20

21
22

23
24

Registration No. 3708453, issued November 10, 2009 on the Principal Register; Sections 8 and 15 affidavits
acknowledged and accepted.
Registration No. 3322841, issued October 30, 2007 on the Principal Register; Sections 8 and 15 affidavits acknowledged
and accepted; renewed.
Registration No. 2798632, issued December 23, 2003 on the Principal Register; Sections 8 and 15 affidavits
acknowledged and accepted; renewed.
Registration No. 4002187, issued July 26, 2011 on the Principal Register; Sections 8 and 15 affidavits acknowledged
and accepted.
First Amended Petition to Cancel, ¶5; 6 TTABVUE 3.
Under Trademark Rule 2.133(d), “[a] plaintiff's pleaded registration will not be restricted in the absence of a counterclaim
to cancel the registration in whole or in part, except that a counterclaim need not be filed if the registration is the subject
of another proceeding between the same parties or anyone in privity therewith.” A party alleged to be in privity with
Respondent has filed a Section 18 counterclaim for restriction of Petitioner's Registration No. 3322841 in Cancellation
No. 92061193. 36 TTABVUE 4; see also 13 and 16 TTABVUE in Cancellation No. 92061193. Also, to the extent
Respondent maintains its “defense” that the amended petition to cancel was not timely filed, we have previously
determined that the defense is inapposite. 14 TTABVUE 3.
28 TTABVUE 8-9.
Id.
36 TTABVUE 6.
52 TTABVUE 22. To the extent Respondent argues that the “interlocutory attorney has taken action on a dispositive
motion by limiting respondent from filing the appropriate response to petitioner's motion for entry of judgment,” it
is mistaken. The sanctions imposed in the February 27, 2018 order prohibit Respondent from filing “unconsented or
unstipulated motions without first obtaining prior Board permission”; the sanctions do not prohibit Respondent from
filing a response to Petitioner's dispositive motion. Id. at 23.
Id. at 23.
53 TTABVUE; 54 TTABVUE; 56-58 TTABVUE.
52 TTABVUE 23.
59 TTABVUE 5-6.
60 TTABVUE.
40 TTABVUE; 41 TTABVUE 1.
To the extent Respondent argues that it was not given proper notice of a telephone conference requested by Petitioner
for that same day, Respondent's arguments are not well-taken, inasmuch as it was Respondent that created the urgency
for resolution of its last-minute motion.
41 TTABVUE 2-3.
37 TTABVUE.
The Board also overruled Respondent's boilerplate objections (for example, that Petitioner's requests were overly broad,
unduly burdensome, not proportional to the needs of the case, and impose burdens beyond those allowed by the
applicable rules) made in response to Petitioner's interrogatories. Id. at 12.
Id.
See MHW Ltd. v. Simex, Aussenhandelsgesellschaft Savelsberg KG, 59 USPQ2d 1477, 1478 (TTAB 2000); Carrini Inc.
v. Carla Carini S.R.L., 57 USPQ2d 1067, 1071 (TTAB 2000). A party is generally bound by the acts or omissions of
its attorney, including the consequences of sanctions. See Fed. R. Civ. P. 11; Link v. Wabash R.R. Co., 370 U.S. 626,
633-34 (1962), (citing Smith v. Ayer, 101 U.S. 320, 326 (1880)); Johnson v. Dep't of Treasury, 721 F.2d 361, 365 (Fed.
Cir. 1983) (having voluntarily chosen counsel as his representative, petitioner cannot avoid the consequences of the acts
or omissions of his freely selected agent).
See Fed. R. Civ. P. 11(b)(1); Trademark Rule 2.116, 37 C.F.R. § 2.116.
Fed. R. Civ. P. 11(c)(2) and (3). See also 37 C.F.R. 11.18(b)-(c) (authorizing Director to impose sanctions for, among
other things, submitting a paper to the Office for an improper purpose).
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25
26
27

28
29
30
31

32

33

34
35
36
37
38
39
40
41
42
43
44

45
46
47
48
49

See MHW Ltd, 59 USPQ2d at 1478; see also TRADEMARK TRIAL AND APPEAL BOARD MANUAL OF
PROCEDURE (“TBMP”) § 527.01(a) (2018).
See HighBeam Mktg., LLC v. Highbeam Research, LLC, 85 USPQ2d 1902, 1906 (TTAB 2008); see also TBMP §
527.01(b).
See Carrini, 57 USPQ2d at 1071; Central Mfg. Inc. v. Third Millennium Tech., Inc., 61 USPQ2d 1210, 1212 (TTAB 2001)
(“it is clear that Rule 11 does not displace the Board's inherent authority to sanction bad-faith conduct.”); HighBeam
Mktg., 85 USPQ2d at 1907. We also note that the Office's rules authorize the Director to impose sanctions, including
termination of proceedings, when papers are submitted in a Board proceeding in violation of Rule 11.18(b)-(c). 37 C.F.R.
11.18(b)-(c).
55 TTABVUE at 2.
61 TTABVUE 9, 13, 25.
Id. at 10-11.
The majority of Respondent's arguments made in response to Petitioner's motion attempt to re-litigate matters already
decided and no longer subject to reconsideration under Trademark Rule 2.127(b). The Board will not address any such
arguments on the merits of Petitioner's claims.
Respondent argues that it did not produce a witness for its noticed deposition pursuant to the November 13, 2017 order
because it did not see the order until the following business day. 61 TTABVUE 19. Respondent's argument is not well
taken in view of the request for reconsideration of the November 13, 2017 order Respondent filed on November 13,
2017, the day before the deposition was scheduled to take place. See 42 TTABVUE.
See also TBMP § 403.03 (“Service must be made by email, unless otherwise stipulated, or if the serving party attempted
service by email, but service could not be made due to technical problems or extraordinary circumstances, by the manner
described in 37 C.F.R. § 2.119(b)(1) -- 37 C.F.R. § 2.119(b)(4).”).
As noted above, this cancellation proceeding has been pending for over four years and remains in the pre-trial phase.
See Carrini, 57 USPQ2d 1071-72.
55 TTABVUE 27.
55 TTABVUE 27; see, e.g., 15 TTABVUE; 20 TTABVUE; 21 TTABVUE; 23 TTABVUE.
See 37 TTABVUE 158.
See 37 TTABVUE 31-32; 63 TTABVUE 95.
64 TTABVUE 3 (confidential).
55 TTABVUE 35.
64 TTABVUE 5 (confidential).
Compare 38 TTABVUE 1 with 39-40 TTABVUE and 42-46 TTABVUE; 52 TTABVUE 5-6.
Compare 59 TTABVUE 1-2 with 62 TTABVUE 2, 65 TTABVUE 2, 66 TTABVUE 2, and 67 TTABVUE 2; compare
36 TTABVUE 3 with 37 TTABVUE 100, 128, 150; compare 36 TTABVUE 3 with 50 TTABVUE 2, 53 TTABVUE
4, 56 TTABVUE 11.
28 TTABVUE 6; 28 TTABVUE 8-9; 36 TTABVUE 6; 52 TTABVUE 11, 22.
52 TTABVUE 23.
See 31 TTABVUE; 53 TTABVUE; 54 TTABVUE; 56 TTABVUE; 57 TTABVUE; 58 TTABVUE.
61 TTABVUE 12.
Id. at 8, 11, 13, 20-21, 23, 25.
2018 WL 6929684 (Trademark Tr. & App. Bd.)

End of Document

© 2020 Thomson Reuters. No claim to original U.S. Government Works.

© 2020 Thomson Reuters. No claim to original U.S. Government Works.

7

Cancellation No. 92071133
DECLARATION OF DANNY M. AWDEH
IN SUPPORT OF GOCO’S MOTION FOR SANCTIONS

Exhibit G

NAUTICA APPAREL, INC. v. GROW MARKETING, LLC, 2020 WL 6255441 (2020)

2020 WL 6255441 (Trademark Tr. & App. Bd.)
THIS OPINION IS NOT A PRECEDENT OF THE TTAB
Trademark Trial and Appeal Board
Patent and Trademark Office (P.T.O.)
NAUTICA APPAREL, INC.
v.
GROW MARKETING, LLC
Cancellation No. 92064768
October 21, 2020
*1 John M. Rannells of Baker and Rannells PA for Nautica Apparel, Inc.
Grow Marketing, LLC, pro se
Before Bergsman, Wolfson, and Larkin
Administrative Trademark Judges
Opinion by Larkin
Administrative Trademark Judge:
Grow Marketing, LLC (“Respondent”) owns Registration No. 4894811 of the standard character mark NAUTIGUY for “Tshirts; T-shirts for Men; Tee shirts,” in International Class 25. 1 Nautica Apparel, Inc. (“Petitioner”) seeks cancellation of the
registration on two grounds: (1) under Section 2(d) of the Trademark Act, 15 U.S.C. § 1052(d), on the ground that the registered
NAUTIGUY mark so resembles Petitioner's registered NAUTICA and NAUTICA-formative marks for clothing and other goods
and services as to be likely, when used in connection with the goods identified in the registration, to cause confusion, to cause
mistake, or to deceive; and (2) under Section 1(a) of the Trademark Act, 15 U.S.C. § 1051(a), on the ground that Respondent's
mark was not in use in commerce prior to the filing of the use -based application that matured into Respondent's registration.
The case is fully briefed. 2 We grant the Amended Petition for Cancellation on the basis of Petitioner's Section 2(d) claim and
do not reach its Section 1(a) claim. 3
I. Background
We briefly summarize below the history of this case because it provides useful background to our discussion of the record and
our analysis of the issues.
Petitioner filed this proceeding in November 2016, nine months after Respondent's registration issued, seeking cancellation
under Sections 2(a), 2(d), and 43(c) of the Trademark Act, 15 U.S.C. §§ 1052(a) and (d), and 1125(c). 1 TTABVUE 24-30. 4
Respondent answered through counsel and denied the salient allegations of the petition for cancellation. 5 TTABVUE 2-6.
Respondent's counsel then moved to withdraw, 6 TTABVUE 2-3, and Respondent's owner, Susan Laudwig, advised the Board
that Respondent would represent itself. 8 TTABVUE 3. The Board acknowledged Respondent's new pro se status and set new
case management dates. 9 TTABVUE 1-2. 5
Respondent then sought an extension of those dates to engage new counsel under an insurance policy. 10 TTABVUE 2. Over
Petitioner's objection, 11 TTABVUE 2-3, the Board granted a 30-day extension. 12 TTABVUE 5-6. Respondent's former counsel
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then reappeared in the case on Respondent's behalf, 13 TTABVUE 2, and promptly moved for summary judgment on all of
Petitioner's claims. 14 TTABVUE 2-18. The Board denied the motion. 18 TTABVUE 11.
*2 Respondent's counsel then moved to withdraw a second time. 19 TTABVUE 2-3. Petitioner objected and moved for the
entry of judgment against Respondent based on Respondent's alleged loss o f interest in the case or, in the alternative, for
(1) summary judgment on its Section 2(d) claim based on Respondent's deemed admissions of various requests for admission
to which Respondent had served no responses, or (2) an order compelling Respondent to respond without objection to all of
Petitioner's outstanding discovery requests. 20 TTABVUE 2-8.
Ms. Laudwig again advised the Board that Respondent would represent itself, 21 TTABVUE 3, and she responded to Petitioner's
motion on Respondent's behalf. 22 TTABVUE 2-25. The Board denied Petitioner's motion for the entry of judgment for loss of
interest in the case, 24 TTABVUE 2-3, allowed Respondent to withdraw its deemed admissions and denied Petitioner's motion
for summary judgment, id. at 4-9, but ordered Respondent to respond to all of Petitioner's discovery requests within 20 days of
the mailing date of the Board's order . Id. at 8-10. The Board admonished Respondent as follows:
If Respondent fails to serve responses as directed herein, Petitioner's remedy lies in a motion for sanctions,
as appropriate, pursuant to Trademark Rule 2.120(h)(1). Furthermore, under certain circumstances, a party
may be barred by its own objections or responses from later introducing the information sought in the
request as part of its evidence on the case. Similarly, a party that fails to provide information, or provides
an untimely supplement, may be precluded from using that information or witness at trial.

Id. at 10-11.
Petitioner next moved to compel discovery and for sanctions, requesting that the Board restrict Respondent to a first use date
of May 1, 2016, grant Petitioner leave to amend its petition for cancellation to include allegations that the involved registration
is void, and compel further responses to certain interrogatories and requests for production of documents. 25 TTABVUE 2-12.
Respondent did not respond to the motion, and the Board granted the sanctions motion as conceded for “relief in the form of
a Board order restricting Respondent to a date of first use of May 1, 2016, based on its response and attachment to Document
Request No. 5” and for leave to “amend its Petition to Cancel to include allegations that Respondent's Registration No. 4894811
is void and/or invalid.” 28 TTABVUE 1-2. The Board also ordered Respondent to respond to the cited discovery requests
without objections within 20 days, id., and again noted that in the event of a failure to comply with the order, “Petitioner's
remedy may lie on a motion for sanctions, as appropriate.” Id.
Petitioner then filed (1) an Amended Petition for Cancellation that included a new Section 1(a) claim that the involved
registration was void because Respondent did not use the registered mark in commerce prior to the May 20, 2015 filing date of
the underlying application, 29 TTABVUE 2-9, and (2) another motion for discovery sanctions based on Respondent's failure
to respond sufficiently to the discovery requests at issue on Petitioner's prior motion. 31 TTABVUE 2-12. Respondent once
again did not respond to the motion, and the Board granted it as conceded, 33 TTABVUE 1, ordering that “Respondent is
restricted from submitting any evidence of use of its mark in commerce, including any evidence of extent of sales or advertising
and promotion of goods bearing the mark,” id. at 1-2, and that Respondent was required to answer the amended petition for
cancellation within 30 days. Id. at 2.
*3 Accordingly, Respondent was precluded at trial from asserting a date of first use of its mark prior to May 1, 2016, 6 and
from introducing any evidence of use of its mark in commerce, including any evidence of the extent of sales or advertising and
promotion of goods bearing the mark.
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II. The Record and Evidentiary Matters
A. Record
The record consists of the pleadings, 7 the file history of Respondent's registration, by operation of Trademark Rule 2.122(b)
(1), 37 C.F.R. § 2.122(b)(1), and the following materials submitted by the parties:
Petitioner:
• The testimony declaration of Naushaba Moeen (“Moeen Decl.”), the Senior Vice President of Authentic Brands Group, the
owner of Petitioner, and Exhibits 1-13 thereto (39 TTABVUE 1-486); 8
• Petitioner's Notice of Reliance covering pages from the Trademark Electronic Search System (“TESS”) of the United States
Patent and Trademark Office (“USPTO”) regarding Petitioner's pleaded registrations (37 TTABVUE 2-202); and
• Petitioner's Rebuttal Notice of Reliance and Exhibits 1-3 thereto, consisting of Google search engine results and materials
from a Facebook page (48 TTABVUE 2-18).

Respondent:
• The testimony declaration of Ms. Laudwig (“Laudwig Decl.”) (44 TTABVUE 3-4); 9 and
• Respondent Notice of Reliance (46 TTABVUE 3-4; 47 TTABVUE 2-17).

B. Evidentiary Objections 10
Petitioner asserts a number of evidentiary objections in an Appendix to its main brief. 49 TTABVUE 37-40. On the basis of
the Board's August 31, 2019 preclusion order, which restricted Respondent “from submitting any evidence of use of its mark in
commerce, including any evidence of the extent of sales or advertising and promotion of goods bearing the mark,” 33 TTABVUE
1-2, Petitioner moves to strike “any and all references to any testimony or other evidence of ‘use’ of [Respondent's] mark or
any evidence of sales, advertising or promotion of goods bearing [Respondent's] mark.” 49 TTABVUE 37. Petitioner objects
specifically to one sentence in paragraph five of Ms. Laudwig's declaration, one sentence in paragraph a) and one sentence in
paragraph c) of Respondent's Notice of Reliance, and statements in two pages of the exhibit to the Notice of Reliance. Id. at
37-38. The two sentences and the statements pertain to The Water Soul, an entity that Respondent claims sells its goods under
the NAUTIGUY mark.
Petitioner also objects on hearsay grounds “to all references and other evidence submitted by [Respondent] to support thirdparty use of the term ‘naut’ or ‘nauti’ to the extent that the references are submitted for the truth of any matter set forth in
the documents,” id. at 38, and objects alternatively to Respondent's submission of Internet search summaries as part of its
attachments to its Notice of Reliance. Id. at 39. Petitioner specifically requests that the Board strike search summaries regarding
four Missouri businesses that use the term “nauti,” as well as summaries for searches regarding “nauti,” “nauti stores,” “nauti
restaurants,” “nauti apparel,” and “nauti clothing.” Id. 11 (citing 47 TTABVUE 4-7, 11-12, 14-17).
*4 Respondent does not address Petitioner's objections in its brief. Instead, Respondent argues that it “proved that if a true
‘incognito’ search was done via Google with searches like ‘Nauti Apparel’, The Water Soul Website that has NautiGuy apparel
on their website, is organically found on the first page of Google along with several other ‘Nauti’ brands that are not owned
by Nautica,” 50 TTABVUE 3, and that “if Google doesn't even recognize Nautica as the root of Nauti, the public doesn't as
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their searches are based on data collected from organic searches,” which “proves that the public doesn't associate any ‘Nauti’
businesses with ‘Nautica.”’ Id. at 4. 12
We overrule as moot Petitioner's hearsay objections to Respondent's third-party use evidence. As Petitioner itself notes, we
always consider such Internet evidence only for “‘what the documents show on their face,”’ not “to demonstrate the truth of
what has been printed.”' 49 TTABVUE 38 (quoting TBMP Section 704.08(b)). We also overrule as moot Petitioner's objections
to the statements in paragraphs a) and c) of Respondent's Notice of Reliance because such statements are not evidence.
As context for our disposition of Petitioner's remaining objections to Ms. Laudwig's statement that “However, several businesses
do come up including The Water Soul, where NautiGuy is sold,” Laudwig Decl. ¶ 5, to the statements in the Notice of Reliance
regarding The Water Soul, 46 TTABVUE3, and to the results of the Google search engine searches attached to Respondent's
Notice of Reliance at 47 TTABVUE 4-7, 11-17, we display below the page of results from Respondent's search of the term
“nauti stores”:

Id. at 4. These results, and the others in the record like them, are “inadmissible because [they] merely offer[ ] links to information
not otherwise of record.” Edom Labs., Inc. v. Lichter, 102 USPQ2d 1546, 1550 (TTAB 2012) (quoting Calypso Tech., Inc. v.
Calypso Capital Mgmt., 100 USPQ2d 1213, 1219 (TTAB 2011) (“Google search results summaries ‘which are more in the
nature of listings of documents, i.e., the website pages that the summary links to, than to the documents per se,’ may not be
made of record by notice of reliance.”)). 13 We sustain Petitioner's objection to the search results at 47 TTABVUE 4-7, 11-17,
and to Ms. Laudwig's and Respondent's related statements, and have given them no consideration in our decision.
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III. Entitlement to a Statutory Cause of Action 14
To establish entitlement to a statutory cause of action under Section 13 or 14, a plaintiff must demonstrate a real interest in the
proceeding and a reasonable belief of damage. Australian Therapeutic Supplies Pty Ltd. v. Naked TM, LLC, 965 F.3d 1370, 2020
USPQ2d 10837, *3 (Fed. Cir. 2020); see also Empresa Cubana Del Tabaco v. Gen. Cigar Co., 753 F.2d 1270, 111 USPQ2d
1058, 1061 (Fed. Cir. 2014); Coach Servs. Inc. v. Triumph Learning LLC, 668 F.3d 1356, 101 USPQ2d 1713, 1727 (Fed. Cir.
2012); Ritchie v. Simpson, 170 F.3d 1092, 50 USPQ2d 1023, 1025 (Fed. Cir. 1999)). 15
*5 Petitioner properly made of record its numerous pleaded registrations of its various NAUTICA and NAUTICA-formative
marks pursuant to Trademark Rules 2.122(d)(1) and (2), 37 C.F.R. § 2.122(d)(1) and (2). Because Petitioner's pleaded
registrations are of record, Petitioner has established a real interest in the proceeding and a reasonable belief of damage. New Era,
2020 USPQ2d 10596 at *6 (citing Lipton Indus. Inc. v. Ralston Purina Co., 670 F.2d 1024, 213 USPQ 185, 189 (CCPA 1982)).
IV. Petitioner's Section 2(d) Claim
Section 2(d) of the Trademark Act prohibits the registration of a mark that “[c]onsists of or comprises a mark which so resembles
a mark registered in the Patent and Trademark Office, or a mark or trade name previously used in the United States by another
and not abandoned, as to be likely, when used on or in connection with the goods of the applicant, to cause confusion, or to cause
mistake, or to deceive.” 15 U.S.C. § 1052(d). To prevail on its Section 2(d) claim, Petitioner must prove, by a preponderance
of the evidence, 16 that it has priority in the use of its marks, and that Respondent's use of its mark is likely to cause confusion,
mistake, or deception as to the source or sponsorship of the goods identified in the application. Cunningham v. Laser Golf Corp.,
222 F.3d 943, 55 USPQ2d 1842, 1848 (Fed. Cir. 2000); New Era, 2020 USPQ2d 10596 at *2-3.
A. Priority
“Merely because [Petitioner] properly submitted its [NAUTICA] registration[s] into evidence does not mean that it has
established priority on its likelihood of confusion claim. ‘In a cancellation proceeding such as this one where both parties own
registrations, priority is in issue.”’ Double Coin Holdings Ltd. v. Tru Dev., 2019 USPQ2d 377409, *4 (TTAB 2019) (quoting
Couch/Braudsdorf Affinity, Inc. v. 12 Interactive, LLC, 110 USPQ2d 1458, 1474 (TTAB 2014)).
As discussed below, we focus in our analysis of Petitioner's Section 2(d) claim on the NAUTICA, NAUTICA BOYS, NAUTICA
GIRLS, and NAUTICAKIDS marks in four of Petitioner's 47 pleaded registrations. Petitioner may establish priority by showing
that the constructive use filing dates of the applications that matured into these four registrations precede May 1, 2016, the
deemed first use date under the Board's preclusion order, 28 TTABVUE 1-2, 17 or that it has priority of actual use of the marks.
Double Coin Holdings, 2019 USPQ2d 377409 at *5. The applications that matured into the four registrations were all filed
before May 1, 2016. 37 TTABVUE 9-16, 29-32, 111-14. Moreover, Ms. Moeen testified that “the information set forth in
each of the [pleaded] registrations is true and accurate according to [Petitioner's] corporate business records which I personally
reviewed,” Moeen Decl. ¶ 13, and the claimed dates of first use in each of the four registrations vouched for by Ms. Moeen
long pre-date May 1, 2016. 37 TTABVUE 9-16, 29-32, 111-14. We find that Petitioner proved its priority of use with respect
to the four marks on which we focus. Id.
B. Likelihood of Confusion
*6 Our determination of the issue of likelihood of confusion is based on an analysis of all probative facts in evidence that
are relevant to the factors set forth in In re E.I. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563, 567 (CCPA 1973)
(“DuPont”). See Cai v. Diamond Hong, Inc., 901 F.3d 1367, 127 USPQ2d 1797, 1800 (Fed. Cir. 2018) (DuPont “articulated
thirteen factors to consider when determining likelihood of confusion”). “‘Not all of the DuPont factors are relevant to every
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case, and only factors of significance to the particular mark need be considered,”’ id. (quoting In re Mighty Leaf Tea, 601 F.3d
1342, 94 USPQ2d 1257, 1259 (Fed. Cir. 2010)), but all factors “‘must be considered’ when [they] are of record.” In re Guild
Mortg. Co., 912 F.3d 1376, 129 USPQ2d 1160, 1162-63 (Fed. Cir. 2019) (quoting In re Dixie Rests, Inc., 105 F.3d 1405, 41
USPQ2d 1531, 1533 (Fed. Cir. 1997) (internal quotation omitted)).
In every Section 2(d) case, two key factors are the similarity or dissimilarity of the marks and the goods or services. Federated
Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976) (“The fundamental inquiry mandated by
§ 2(d) goes to the cumulative effect of differences in the essential characteristics of the goods and differences in the marks.”).
Petitioner discusses these two key factors, as well as the third, fourth, fifth, sixth, seventh, eighth, tenth, eleventh, and twelfth
factors. 49 TTABVUE 19-36. Petitioner claims that the
primary, controlling factors of record are (1) that the marks in issue are very similar; (2) the parties' respective goods are legally
identical and otherwise highly similar; (3) [Petitioner's] NAUTICA marks and name are well-known and famous; and (4) for
purposes of this proceeding, the parties' respective goods are considered sold to and through many of the same channels of
trade, and to the same potential customers for the goods.

Id. at 19-20.
As noted above, Petitioner made of record 47 registrations of its NAUTICA and NAUTICA-formative marks. 49 TTABVUE
8-9. We need not consider each pleaded mark, however, because we may focus in our analysis of likelihood of confusion only
on “the most relevant of [Petitioner's] pleaded registrations.” Fiserv, Inc. v. Elec. Transaction Sys. Corp., 113 USPQ2d 1913,
1917 (TTAB 2015) (citing In re Max Capital Grp., Ltd., 93 USPQ2d 1243, 1245 (TTAB 2010)). We will confine our analysis
to the marks in the following registrations (collectively the “Nautica Marks”):
*7 • Registration No. 3837562 of NAUTICA for “T-shirts” and other goods in Class 25 (37 TTABVUE 111-14);
• Registration No. 5048453 of NAUTICA BOYS (BOYS disclaimed) for “shirts” and other goods in Class 25 (37 TTABVUE
9-12);
• Registration No. 5048446 of NAUTICA GIRLS (GIRLS disclaimed) for “shirts” and other goods in Class 25 (37 TTABVUE
13-16); and
• Registration No. 3168753 of NAUTICAKIDS for “T-shirts” and other goods in Class 25 (37 TTABVUE 29-32).

If we find a likelihood of confusion as to any of the Nautica Marks, and the goods identified in the respective registration(s),
we need not find it as to Petitioner's other pleaded NAUTICA and NAUTICAKIDS marks for other goods and services, or as to
Petitioner's other pleaded marks NAUTICA LIFE, NAUTICA COMPETITION, NAUTICA BERMUDA BLUE, NAUTICA
ISLAND, NAUTICA VOYAGE, NAUTICA BLUE, NAUTICA GOLF, PURE NAUTICA, NAUTICA OCEANS, NAUTICA
JEANS, and NAUTICA JEANS COMPANY. Conversely, if we do not find a likelihood of confusion as to any of the Nautica
Marks, we would not find it as to the other marks. Fiserv, 113 USPQ2d at 1917.
1. The Fifth and Sixth DuPont Factors
To determine the strength of Petitioner's NAUTICA house mark, we may consider the fifth DuPont factor, the “fame of the
prior mark (sales, advertising, length of use),” DuPont, 177 USPQ at 567, in tandem with the sixth DuPont factor, the “number
and nature of similar marks in use on similar goods.” Id. See Bell's Brewery, Inc. v. Innovation Brewing, 125 USPQ2d 1340,
1345 (TTAB 2017).
a. The Fifth DuPont Factor
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We begin with the fifth DuPont factor because the “[f]ame of [a plaintiff's] mark, if it exists, plays a ‘dominant role in the
process of balancing the DuPont factors.”’ Palm Bay Imps. v. Veuve Cliquot Ponsardin Maison Fondee en 1772, 396 F.3d 1369,
73 USPQ2d 1689, 1694 (Fed. Cir. 2005) (quoting Recot, Inc. v. M.C. Becton, 214 F.3d 1322, 54 USPQ2d 1894, 1897 (Fed. Cir.
2000)). “A mark ‘with extensive public recognition and renown deserves and receives more legal protection than an obscure or
weak mark,” Omaha Steaks, 128 USPQ2d at 1689 (quoting Kenner Parker Toys Inc. v. Rose Art Indus., Inc., 963 F.2d 350, 22
USPQ2d 1453, 1456 (Fed. Cir. 1992)), and a “very strong mark receives a wider latitude of legal protection in the likelihood
of confusion analysis.” Tao Licensing, LLC v. Bender Consulting Ltd., 125 USPQ2d 1043, 1056 (TTAB 2017) (citing Palm
Bay Imps., 73 USPQ2d at 1694).
*8 Unlike dilution fame, which Petitioner does not claim, and which “is an either/or proposition--fame either does or does not
exist--likelihood of confusion fame ‘varies along a spectrum from very strong to very weak.”’ Joseph Phelps Vineyards, LLC
v. Fairmont Holdings, LLC, 857 F.3d 1323, 122 USPQ2d 1733, 1734 (Fed. Cir. 2017) (quoting Palm Bay Imps., 73 USPQ2d
at 1694). In placing Petitioner's NAUTICA mark on that spectrum, our “applicable viewpoint is that of the relevant market,”
not necessarily that of the general public. Id. (citing Palm Bay Imps., 73 USPQ2d at 1694 (“Fame for confusion purposes
arises as long as a significant portion of the relevant consuming public . . . recognizes the mark as a source indicator,” and “a
mark's renown within a specific product market is the proper standard.”)). “Because of the wide latitude of legal protection
accorded a famous mark and the dominant role fame plays in the likelihood of confusion analysis, the party asserting fame must
clearly prove it.” Weider Publ'ns, LLC v. D & D Beauty Care Co., 109 USPQ2d 1347, 1353 (TTAB 2014), appeal dismissed
per stipulation, No. 14-1461 (Fed. Cir. 2014).
“In determining the strength of a mark, we consider both its inherent strength, based on the nature of the mark itself, and,
if there is evidence in the record of marketplace recognition of the mark, its commercial strength.” New Era, 2020 USPQ2d
10596 at *10.
i. Inherent Strength
Petitioner does not address the inherent strength of the Nautica Marks, but their “inherent or conceptual strength . . . is not
seriously at issue.” Id. The Nautica Marks are “inherently distinctive as evidenced by [their] registration on the Principal Register
without a claim of acquired distinctiveness under Section 2(f) of the Trademark Act.” Id. (citing Tea Bd. of India v. Republic
of Tea, Inc., 80 USPQ2d 1881, 1889 (TTAB 2006)).
ii. Commercial Strength
The commercial strength of a mark “may be measured indirectly by the volume of sales and advertising expenditures in
connection with the goods or services sold under the mark,” and may be “supported by other indicia such as length of time of use
of the mark; widespread critical assessments; notice by independent sources of the goods or services identified by the marks;
and the general reputation of the goods or services.” Id. at *10-11. “‘Direct evidence of fame, for example from widespread
consumer polls, rarely appears in contests of over likelihood of confusion,” id. at *12 (quoting Bose Corp. v. QSC Audio Prods.,
293 F.3d 1367, 63 USPQ2d 1303, 1308 (Fed. Cir. 2002)), but Petitioner offers it here.
*9 Petitioner argues that its “marks and name have achieved a remarkable public recognition and renown and are famous,
at least as regards the 5 th DuPont factor,” 49 TTABVUE 27, 18 citing the length, extent, and geographic scope of sales of
apparel under the NAUTICA mark; Petitioner's prominence in the apparel business in the United States; the extent and scope
of Petitioner's advertising under the NAUTICA mark; consumer studies regarding brand awareness; Petitioner's charitable and
sponsorship activities; prior Board decisions in which the NAUTICA mark has been found to be famous; and Petitioner's
policing efforts. Id. at 27-32. Respondent does not dispute the fame of the NAUTICA mark, but claims that “Petitioner only has
proven that they are famous, but famous for being NAUTICA, not NAUTI . . .” 50 TTABVUE 4. Notwithstanding Respondent's
concession, we will examine the record to determine whether Petitioner clearly proved the fame of its mark.
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(a) Sales, Advertising, and Promotion Under the NAUTICA Mark
The NAUTICA mark was first used in 1983 in connection with coats, and the line of NAUTICA products has since expanded
into a variety of clothing and other goods. Moeen Decl. ¶ 9. Ms. Moeen characterized the NAUTICA mark as a “lifestyle
brand” selling “lifestyle products,” Moeen Decl. ¶ 9, which she defined as “the variety of products one uses in normal life.”
Moeen Decl. ¶ 10.
Petitioner's NAUTICA products are sold throughout the United States in hundreds of department stores such as Macy's, Dillard's,
and Bed Bath & Beyond, and “big box” stores such as Costco, in specialty stores and in Petitioner's company stores, and over
the Internet. Moeen Decl. ¶ 15. Petitioner realized combined wholesale and retail sales in the United States well in excess of
$8 billion between 2011 and 2019. Moeen Decl. ¶¶ 19-20. 19
Petitioner expended in excess of $170 million between 2011 and 2019 in advertising and promotional expenditures for goods
bearing all of Petitioner's marks. Moeen Decl. ¶ 19. Petitioner's print advertising has appeared in publications such as GQ, In
Style, People, Sports Illustrated, Men's Health, Elle Decor, and House Beautiful, Moeen Decl. ¶ 27, and Petitioner's television
advertising has appeared on programs such as NCIS, Friends, Everybody Loves Raymond, Grey's Anatomy, and Ugly Betty.
Moeen Decl. ¶ 28. Petitioner's licensees also advertise and promote products bearing the NAUTICA mark in multiple media,
including print, outdoor, radio, television, digital online, social media, email blasts, and mall advertising. Moeen Decl. ¶ 26.
Petitioner has sponsored various athletic events at which the NAUTICA mark has been exposed. Moeen Decl. ¶¶ 36-38; Exs. 6-7.
(b) Print and Social Media Exposure
*10 Petitioner's NAUTICA mark is prominently featured on Petitioner's website at nautica.com, Moeen Decl. ¶ 25; Ex. 1 (39
TTABVUE 16-47), and Ms. Moeen testified that Petitioner “receives daily unsolicited and unpaid media attention . . . in various
media channels as it relates to our products, our events, and our brand story,” on the order of “over 1,000 such references each
year.” Moeen Decl. ¶ 42. 20 Some of the unsolicited electronic, print, and social media coverage pertains to events and athletes
sponsored by Petitioner. Moeen Decl. ¶¶ 37, 41; Exs. 6, 8 (39 TTABVUE 79-115, 124-33). 21
(c) Consumer Research
Petitioner offers two consumer studies in support of its fame argument. Ms. Moeen described the first as “a global consumer
segmentation project with the well-known research firm Rosetta to identify consumer segments in the U.S. and other markets
that [Petitioner] trades in and the consumer who purchase Nautica products in those markets.” Moeen Decl. ¶¶ 33-34; Ex. 5
(39 TTABVUE 77-78). According to Ms. Moeen, this study “evidenc[es] a very high awareness for our Nautica brand,” Moeen
Decl. ¶ 34, and “the fame and notoriety of the brand over a spread of many different product types.” Moeen Decl. ¶ 35.
The chart page from the study attached to Ms. Moeen's declaration and shown below purports to show how many NAUTICA
products were purchased in various categories by various types of consumers familiar with the brand:
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Ms. Moeen testified that the study “was sent out to the general populatio n” and that “[t]here was a list of 40-plus well-known
brands including brands like Levi's, Ralph Lauren, Nautica, Tommy Bahama, and many others” shown to the respondents, who
“had to have purchased at least one of those brands in the past 12 months .” Moeen Decl. ¶ 34. She claimed that “the awareness
of the Nautica brand among the qualified segments was 82 percent for all men, and 90 percent for all women,” Moeen Decl. ¶
34, but we have no explanation of how these figures were derived, what questions the respondents were asked to derive them,
or what information they were provided as the basis for their conclusions, and we have no information regarding the study's
methodology. Because Ms. Moeen neither provided the results of the entire study, including its methodology, nor showed that
she was competent to interpret its results, we give no weight to her testimony regarding the study's findings or their impact on
the strength of Petitioner's NAUTICA mark.
Ms. Moeen testified that a second study was commissioned in 2016 and conducted by Robert L. Klein of Applied Marketing
Science. Moeen Decl. ¶ 45. Mr. Klein authored an expert report dated November 9, 2016, and entitled “Nautica Apparel, Inc.
Fame Survey Methodology and Results,” regarding the survey. Moeen Decl. ¶ 45; Ex. 11 (39 TTABVUE 164-76). 22 He stated
in his report that the survey, conducted over the Internet, was designed to “measure the degree of recognition of the NAUTICA
word mark by the general consuming public of the United States in order to access whether or not NAUTICA is a famous mark
as defined by the Trademark Dilution Revision Act of 2006, 15 U.S.C. Sec. 1125(c)(2)(A).” 39 TTABVUE 167. His “Summary
of Opinion” stated that based on the survey of a sample of the population of the United States ages 18 and over, it was his
“opinion to a reasonable degree of professional certainty that the NAUTICA mark is famous among the general population of
consumers in the U.S.,” id., because “after controlling for the level of guessing, 87.6% of survey respondents indicated that
they recognized the NAUTICA mark.” Id.
*11 Mr. Klein's survey was an “aided-awareness” study, in which respondents were “exposed to a series of brand names in an
aided test, which allows a respondent to show familiarity with a brand name based on recognition, without requiring unaided
recall of the brand name.” Id. at 170. 23 He explained that “[a]fter each word mark [was] shown, [respondents were] asked
a close-ended question to indicate their recognition of that brand name,” id., and that “[a]fter accounting for the two control
clothing brands, the net measure of recognition for the NAUTICA mark was 87.6%,” id. at 174, which was tied with the IZOD
brand for third in the degree of recognition of the marks, after Calvin Klein and J. Crew. Id. at 175.
“In general, the Board has discouraged heavy reliance on aided awareness to prove fame.” ProMark Brands Inc. v. GFA Brands,
Inc., 114 USPQ2d 1232, 1247 (TTAB 2015) (finding that survey showing 82% aided awareness of opposers' mark “lack[ed]
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significant evidentiary value on the question of fame.”) (citing Carefirst of Md., Inc. v. FirstHealth of the Carolinas, Inc., 77
USPQ2d 1492, 1507 (TTAB 2005)). 24 The Klein survey is also somewhat stale, having been executed a little more than three
years before Ms. Moeen's declaration. Nevertheless, because the survey was designed and interpreted by a qualified expert
and followed the general protocols for litigation surveys set forth in the Federal Judicial Center's MANUAL FOR COMPLEX
LITIGATION, we will give it some weight in our analysis of the strength of the NAUTICA mark.
(d) Prior Decisions
Petitioner cites four prior non-precedential Board decisions in which panels found that the NAUTICA mark was famous. 49
TTABVUE 31 (citing Moeen Decl. ¶ 46; Ex. 12 (39 TTABVUE 177-281)). 25 Respondent references Petitioner's success in the
Carlucci decision, noting that “the Board sided with them over NautiGirl; however, that case was terminated,” 50 TTABVUE
4-5, but argues that in “[t]he more recent NautiGirl case, the Board sided with NautiGirl, not” Petitioner.” Id. at 5.
Non-precedential decisions are not binding on this panel, Stawski v. Lawson, 129 USPQ2d 1036, 1048 (TTAB 2018), and while
we have reviewed the decisions cited by Petitioner, we must determine the strength of the NAUTICA mark as of the time of
trial based on the record in this case, not the records in other cases to which we are not privy.
(e) Petitioner's Policing Efforts
*12 Petitioner has aggressively policed the Nautica Marks, having brought more than 60 inter partes proceedings before the
Board, including those that went to final decision in the non-precedential cases discussed immediately above. Moeen Decl. ¶
47; Ex. 13 (39 TTABVUE 282-383). These efforts appear to have succeeded because, as discussed below, the record is devoid
of third-party registrations of NAUTI-formative marks in Class 25.
iii. Summary Regarding Fifth DuPont Factor
Petitioner's sales and advertising are very substantial and establish that there has been widespread and sustained exposure of the
NAUTICA mark for a substantial period of time to United States consumers of the various apparel products for which the mark
is registered. We infer from this exposure of the mark that Petitioner has achieved a high degree of recognition for the mark,
and our inference is corroborated to some extent by the results of the Klein aided-awareness survey. We find that Petitioner
clearly proved that its NAUTICA mark for clothing falls “on the much higher end of the commercial strength spectrum ‘from
very strong to very weak.”’ New Era, 2020 USPQ 2d 10596 at *12 (quotation and citation omitted). The fifth DuPont factor
strongly supports a finding of a likelihood of confusion.
b. The Sixth DuPont Factor
The sixth DuPont factor considers “‘[t]he number and nature of similar marks in use on similar goods.”’ Omaha Steaks, 128
USPQ2d at 1693 (quoting DuPont, 177 USPQ at 567). “The purpose of introducing evidence of third-party use is ‘to show that
customers have become so conditioned by a plethora of such similar marks that customers ‘have been educated to distinguish
between different [such] marks on the bases of minute distinctions.’” Id. (quoting Palm Bay Imps., 73 USPQ2d at 1694). “The
Federal Circuit has held that evidence of the extensive registration and use of a term by others can be powerful evidence of
the term's weakness.” Tao Licensing, 125 USPQ2d at 1075 (citing Jack Wolfskin Ausrustung Fur Draussen GmbH & Co. v.
Millennium Sports, S.L.U., 797 F.3d 1363, 116 USPQ2d 1129, 1136 (Fed. Cir. 2015); Juice Generation, Inc. v. GS Enters. LLC,
794 F.3d 1334, 115 USPQ2d 1671, 1674 (Fed. Cir. 2015)). “Use evidence may reflect commercial weakness, while third-party
registration evidence that does not equate to proof of third-party use may bear on conceptual weakness if a term is commonly
registered for similar goods or services.” Id. The “controlling inquiry is the extent of third-party marks in use on ‘similar’ goods
or services.” Omaha Steaks, 128 USPQ2d at 1694 (citing Century 21 Real Estate Corp. v. Century Life of Am., 970 F.2d 874,
23 USPQ2d 1698, 1701 (Fed. Cir. 1992)).
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*13 Petitioner correctly notes that Respondent “did not submit any third - party U.S. trademark registrations for marks
containing ‘naut’ or ‘nauti’ prefixes including no such evidence for the mark ‘nautica,”’ 49 TTABVUE 32, and as discussed
above, Petitioner successfully objected to most of Respondent's proffered evidence of third - party use of such marks.
Petitioner did not object, however, to a listing of the results of a search on the website of the Missouri Secretary of State for
the term “nauti,” id. at 39, that was made of record under Respondent's Notice of Reliance, 47 TTABVUE 9-10, so we will
consider these results for whatever probative value they may have. Petitioner itself also made of record under its Rebuttal Notice
of Reliance the results of its own Google search engine search for the term “nauti store,” 48 TTABVUE 6-9, and we will also
consider those results for whatever probative value they may have.
As discussed below in connection with the second DuPont factor, the involved goods, T-shirts and shirts, are actually or legally
identical, and the Federal Circuit has held that where identical goods are involved, only third-party uses of marks for similarly
related goods are probative of the possible weakness of the plaintiff's mark. Omaha Steaks, 128 USPQ2d at 1695. The list of
about 20 Missouri companies formed under “Nauti”-formative trade names made of record by Respondent does not include a
description of the businesses in which the companies are engaged, although we can probably safely assume from the listings of
“Nauti Cantina,” “Nauti Girl Fitness LLC,” “Nauti Nordi Marine LLC,” “Nauti Renovations LLC,” “Nauti Rooster Hen House
Group LP,” “Nauti Tattoo L.L.C.,” “Nauti Wings Seaplane Tours, LLC,” “NautiAuto” and “NautiAuto, LLC,” and “Nautifish
Rum Bar” that those companies are in businesses other than apparel. 26 In any event, because we cannot determine from the
list itself, or from other record evidence, how many, if any, of the listed Missouri companies sell clothing under a NAUTIformative mark, the list has no probative value regarding the weakness of Petitioner's NAUTICA mark. Aerodyne Dev. Corp.
v. Aerodyne Mach. Corp., 176 USPQ 94, 95 (TTAB 1972) (listings in a trade name search report were “manifestly insufficient”
to show weakness of common term in subject marks “since we have no testimony regarding the fields of trade in which these
third parties are engaged.”).
The Google search results made of record by Petitioner include a “Nauti Chic” clothing store in New York, New York, and a
“NAUTI Store by Skip Town,” 48 TTABVUE 6-9, but the results provide no additional information. These two listings have
little or no probative value regarding the weakness of the NAUTI-prefix in Petitioner's NAUTICA mark, as they are “a far cry
from the large quantum of evidence of third-party use and third-party registrations that was held to be significant” in both Jack
Wolfskin and Juice Generation. In re Inn at St. John's, LLC, 126 USPQ2d 1742, 1746 (TTAB 2018), aff'd mem., 777 F. App'x
516 (Fed. Cir. 2019). 27 The sixth DuPont factor is neutral in our analysis of the likelihood of confusion.
2. The Second and Third DuPont Factors
*14 The second DuPont factor “considers ‘[t]he similarity or dissimilarity and nature of the goods or services as described
in an application or registration,”’ while the third DuPont factor considers “the similarity or dissimilarity of established, likely
-to-continue trade channels.” In re Detroit Athletic Co., 903 F.3d 1297, 128 USPQ2d 1047, 1051 (Fed. Cir. 2018) (quoting
DuPont, 177 USPQ at 567); see also Stone Lion Capital Partners, LP v. Lion Capital LLP, 746 F.3d 1317, 110 USPQ2d 1157,
1161-63 (Fed. Cir. 2014).
The goods identified in Respondent's registration are “T-shirts; T-shirts for Men; Tee shirts.” The goods identified in Petitioner's
registrations of the NAUTICA and NAUTICAKIDS marks include “T-shirts,” while the goods identified in Petitioner's
registrations of the NAUTICA BOYS and NAUTICA GIRLS marks include “shirts.” 28
The “T-shirts” identified in Respondent's registration are identical to the “T-shirts” identified in Petitioner's registrations of
NAUTICA and NAUTICAKIDS. With respect to the goods broadly identified in Petitioner's NAUTICA BOYS and NAUTICA
GIRLS registrations as “shirts,” we must presume that those goods encompass all goods of the type identified. Sw. Mgmt.,
Inc. v. Ocinomled, Ltd., 115 USPQ2d 1007, 1025 (TTAB 2015); In re Hughes Furniture Indus., Inc., 114 USPQ2d 1134, 1137
(TTAB 2015); In re Jump Designs, LLC, 80 USPQ3d 1370, 1374 (TTAB 2006). Because a “T-shirt” is, by definition, a form of
“shirt,” Petitioner is “entitled to the presumption for purposes herein that such ‘shirts' include T-shirts,” Varsity Pajamas, Inc.
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v. Schackne, 143 USPQ 428, 430 (TTAB 1964), and Petitioner's “shirts” are legally identical to Respondent's “T-shirts.” The
second DuPont factor strongly supports a finding of a likelihood of confusion.
“As for channels of trade, the third DuPont factor, the legally identical goods in the parties' registrations are construed to
include all goods of the type identified,” and “‘[i]t is well established that absent restrictions in the application and registration,
[identical] goods and services are presumed to travel in the same channels of trade to the same classes of purchasers.”’ Double
Coin Holdings, 2019 USPQ2d 377409 at *6 (quoting Cai, 127 USPQ2d at 1801 (internal quotation omitted)). Respondent also
acknowledges that Petitioner “has proven we sell in the same channels . . . .” 50 TTABVUE 4. The third DuPont factor also
strongly supports a finding of a likelihood of confusion.
3. The First DuPont Factor
*15 Under the first DuPont factor, we consider “the similarity or dissimilarity of the marks in their entireties as to appearance,
sound, connotation and commercial impression.” Palm Bay Imps., 73 USPQ2d at 1691 (quoting DuPont, 177 USPQ at 567).
“Similarity in any one of these elements may be sufficient to find the marks confusingly similar.” Inn at St. John's, 126 USPQ2d
at 1746 (quoting In re Davia, 110 USPQ2d 1810, 1812 (TTAB 2014)).
The proper test regarding similarity “is not a side-by-side comparison of the marks, but instead whether the marks are sufficiently
similar in terms of their commercial impression such that persons who encounter the marks would be likely to assume a
connection between the parties.” Cai, 127 USPQ2d at 1801 (quoting Coach Servs., 101 USPQ2d at 1721 (internal quotation
marks and citation omitted)). “The proper perspective on which the analysis must focus is on the recollection of the average
customer, who retains a general rather than specific impression of marks.” In re i.am.symbolic, llc, 127 USPQ2d 1627, 1630
(TTAB 2018) (citations omitted). Because the goods at issue are “t-shirts” and “shirts” without any restrictions or limitations
as to channels of trade, classes of consumers, or price, the average customer is an ordinary consumer.
Because the marks are used “on substantially identical go ods, ‘the degree of similarity necessary to support a conclusion of
likely confusion declines.”’ Double Coin Holdings, 2019 USPQ2d 377409 at *6. See also In re Viterra, Inc., 671 F.3d 1358,
101 USPQ2d 1905, 1912 (Fed. Cir. 2012) (citing Century 21 Real Estate Corp. 23 USPQ2d at 1700).
Petitioner's arguments for similarity mention most of its pleaded marks, 49 TTABVUE 20, but they focus on the NAUTICA,
NAUTICA BOYS, NAUTICA GIRLS, and NAUTICAKIDS marks. Id. Petitioner argues that the “dominant element of
[Respondent's] mark is the prefix ‘NAUT’ or ‘NAUTI”’ because the “later portion of [Respondent's] mark is the descriptive
term ‘GUY’.” Id. at 21. Petitioner further argues that “[c]omparing the dominant portion of the parties' respective marks, one
is encountered with the identical prefixes, namely ‘NAUT’ and/or ‘NAUTI’ which look the same, are pronounced the same
and share similar meanings and commercial impressions,” id., and that the “remaining portion of [Respondent's] mark is the
term ‘GUY’ having the obvious highly descriptive or generic connotation of clothing directed to boys and men.” Id. Petitioner
claims that Respondent's “mark is synonymous and conceptually indistinguishable from [Petitioner's] NAUTICA BOYS mark
and is closely synonymous with [Petitioner's] NAUTICAL GIRLS and NAUTICAKIDS marks.” Id.
*16 Petitioner contends that Respondent “adopted the [NAUTIGUY] mark for its nautical meaning, and its goods are directed
to the boating community,” id., 29 and that the record does not support a claim that NAUTI is a double entendre with the word
“naughty.” Id. at 21-22. Petitioner notes that Respondent's Google search for the term “nauti' disclosed a reference to Petitioner,
and requests that the Board take judicial notice of a definition of “naut” as an abbreviation for “nautical” from the MERRIAMWEBSTER DICTIONARY. Id. at 22. We grant Petitioner's request. See, e.g., In re Omniome, Inc., 2020 USPQ2d 3222, *2
n.17 (TTAB 2019); In re Cordua Rests., LP, 110 USPQ2d 1227, 1229 n.4 (TTAB 2014), aff'd, 823 F.3d 594, 118 USPQ2d
1632 (Fed. Cir. 2016). 30 Petitioner concludes that “[a]t the very least, the parties' respective marks share a nautical meaning
and commercial impression.” Id. at 24.
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In its brief, Respondent does not directly address the issue of the similarity of the marks. Respondent argues variously that
Petitioner “lost control of the root ‘Nauti’ long before NautiGuy applied for their mark,” 50 TTABVUE 3, that “[t]here are
thousands of businesses that play on the ‘Nauti’ word and there is no confusion in the public domain,” id. at 4, and that Petitioner
has “sited [sic] the same old and dated material like the urban dictionary that you can submit your own definition and has zero
meaning in today's internet world.” Id.
In her declaration, Ms. Laudwig claims that NAUTIGUY is a double entendre, testifying that she chose the NAUTIGUY mark
“based on my t-shirt design being on the naughty side with boating sayings and the fact that the boating community was using
the word ‘Nauti’ to really mean ‘naughty,” 31 Laudwig Decl. ¶ 3, and that “[t]here is [sic] way too many businesses, brands,
memes, etc using ‘Nauti’ to mean ‘Naughty’ to argue otherwise.” Laudwig Decl. ¶ 5.
The marks must be considered in their entireties, but “in articulating reasons for reaching a conclusion on the issue of confusion,
there is nothing improper in stating that, for rational reasons, more or less weight has been given to a particular feature of a mark,
provided the ultimate conclusion rests on consideration of the marks in their entireties.” Detroit Athletic Co., 128 USPQ2d at
1051 (quoting In re Nat'l Data Corp., 753 F.2d 1056, 224 USPQ 749, 751 (Fed. Cir. 1985)). In Petitioner's marks NAUTICA
BOYS, NAUTICA GIRLS, and NAUTICAKIDS, we give greater weight to the house mark NAUTICA than to the disclaimed
words BOYS and GIRLS and the suffix -KIDS because NAUTICA is the first element of these marks and the words BOYS,
GIRLS, and KIDS describe the intended wearers of the clothing for which the marks are registered. See id. at 1049.
*17 Petitioner's marks NAUTICA, NAUTICA BOYS, NAUTICA GIRLS, and NAUTICAKIDS are similar in appearance
and sound to Respondent's mark NAUTIGUY because they all share the NAUTI- prefix, which, as the first element in the mark,
is “most likely to be impressed upon the mind of a purchaser and remembered.” Presto Prods., Inc. v. Nice-Pak Prods., Inc.,
9 USPQ2d 1895, 1897 (TTAB 1988). Those similarities outweigh the differences in appearance and sound resulting from the
differences in the marks' suffix elements.
With respect to meaning, Petitioner's marks NAUTICA, NAUTICA BOYS, NAUTICA GIRLS, and NAUTICAKIDS, and
Respondent's mark NAUTIGUY, all have a maritime connotation. The NAUT- particle in the marks is an abbreviation of
the word “nautical,” which we judicially notice means “of, relating to, or associated with, seamen, navigation, or ships.” 32
Although Ms. Laudwig argues that Respondent's mark is a double entendre, Respondent's specimen of use for what Ms. Laudwig
described as “boating shirts,” Laudwig Decl. ¶ 3, shown below:

expressly promotes the maritime connotation of Respondent's mark through its formation of the letter “i” in “Nauti” by a ship's
wheel and an anchor. Neither the standard character NAUTIGUY mark per se, nor the mark as displayed by Respondent in its
specimen, promotes or reinforces the claimed double entendre.
As noted above, Respondent argues in its brief that in the “more recent NautiGirl case, the Board sided with NautiGirl not
Nautica.” 50 TTABVUE 5. This appears to be a reference to the Board's non-precedential decision in Nautica Apparel, Inc. v.
Palmerton, Cancellation No. 92056754 (TTAB Oct. 21, 2015), in which the Board found no likelihood of confusion between
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Petitioner's various NAUTICA-formative marks, and the respondent's mark shown below for various goods in Classes 18, 21,
and 28:

The Board found that in the respondent's mark, the “NAUTI prefix interacts with the design elements-the sailor's cap, the ship's
helm, the water background -to reinforce the nautical theme,” but also interacts “with the slogan DARE TO BE NAUGHTY,
which makes express its double entendre.” 139 TTABVUE 26 (Cancellation No. 92056754). Here, by contrast, the NAUTIGUY
standard character mark is unaccompanied by a slogan or any other element to create its claimed double entendre. Even if
such a double entendre would be understood by some consumers, however, we find that the nautical theme of the mark is
predominant, and that NAUTIGUY is similar in connotation and commercial impression to Petitioner's house mark NAUTICA
and its combination marks NAUTICA BOYS, NAUTICA GIRLS, and NAUTICAKIDS.
*18 While there are differences between Petitioner's marks NAUTICA, NAUTICA BOYS, NAUTICA GIRLS, and
NAUTICAKIDS, and Respondent's mark NAUTIGUY, we find that their similarities outweigh their differences, especially
taking into account that Petitioner's NAUTICA mark has a high degree of public recognition and renown and that the involved
marks are used on identical goods. Given the fame of the NAUTICA mark and its use in Petitioner's combination marks
NAUTICA BOYS, NAUTICA GIRLS, and NAUTICAKIDS, some consumers may readily believe that NAUTIGUY T-shirts
are the latest expansion of Petitioner's clothing line into Tshirts specifically for “guys.” We find that the first DuPont factor
supports a finding of a likelihood of confusion.
4. The Fourth DuPont Factor
The fourth DuPont factor considers “‘[t]he conditions under which and buyers to whom sales are made, i.e., ‘impulse’ vs.
careful, sophisticated purchasing.”' Sock It to Me, Inc. v. Fan, 2020 USPQ2d 10611, *7 (TTAB 2020) (quoting DuPont, 177
USPQ at 567). Petitioner argues that the “Board must find that [Respondent's] goods and [Petitioner's] goods are provided under
all marketing conditions, and are provided to and purchased by all classes of consumers appropriate to the goods identified (i.e.,
T-shirts and related clothing products),” 49 TTABVUE 26, and that “the parties' respective legally identical goods (i.e., t-shirts)
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cannot reasonably be considered goods subject to ‘careful and/or sophisticated purchasing,”’ concluding that this “DuPont
factor entirely and unequivocally favors” Petitioner. Id. at 27.
We agree with Petitioner that there is no record evidence supporting “careful and/or sophisticated purchasing” of T-shirts. We
must read Respondent's unrestricted identification of “T-shirts” to cover all such goods “without limitation as to their nature and
price,” and “to include [T-shirts] that are relatively inexpensive.” Sock It to Me, 2020 USPQ2d 10611 at *8 (finding that “socks”
include low-priced socks that may be purchased on impulse). “Because the buyers to whom sales are made are all general
consumers, and the goods at issue are relatively low-priced and subject to impulse buying, we find that the fourth DuPont factor
weighs in favor of finding a likelihood of confusion.” Id.
5. The Seventh and Eighth DuPont Factors
The seventh DuPont factor considers “the nature and extent of any actual confusion,” DuPont, 177 USPQ at 567, while the
eighth DuPont factor considers “the length of time during and conditions under which there has been concurrent use without
evidence of actual confusion.” In re Guild Mortg. Co., 2020 USPQ2d 10279, *6 (TTAB 2020) (quoting DuPont, 177 USPQ
at 567).
*19 Without specifically invoking these factors, Respondent argues that “there is no strong evidence showing NautiGuy is in
fact confused by the public with any of Nautica's marks,” 50 TTABVUE 3, and that “Petitioner hasn't offered any burden of
proof that there is truly any confusion with the marks.” Id. at 4. Respondent also proffers what it seems to suggest is evidence
of little or no actual confusion in the form of responses to a “poll” posted by Respondent on the Water Soul Facebook page
that asked “Have you as a Consumer confused NautiGuy with the Nautica Trademark?” 33 Laudwig Decl. ¶ 6; 47 TTABVUE
8. The page is displayed below:
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With respect to the eighth factor, Petitioner argues that because Respondent has been precluded from “‘submitting any evidence
of use of its marks in commerce, including any evidence of the extent of sales or advertising and promotion of goods bearing the
mark,”’ 49 TTABVUE 34 (citing 33 TTABVUE 1-2), “as a matter of law, there has not been opportunity for actual confusion
to have occurred.” Id. With respect to Respondent's poll, Petitioner argues that it “is fatally flawed” because it is “completely
biased without a scintilla of objectivity” and “did not comply with any of the criteria for a valid likelihood-of-confusion survey.”
Id. (citing the Federal Judicial Center's MANUAL FOR COMPLEX LITIGATION). Petitioner argues specifically that
[t]he universe was inappropriate (limited to users of Registrant's own Facebook site), there is no description of the survey
construction except that it seems to have been limited to a single biased and non-objective leading question, namely “Have
you as a Consumer ever confused NautiGuy with the Nautica trademark”. There is no description of how the survey data was
compiled; there is no analysis based upon accepted survey practices; it was not conducted by qualified persons using proper
interviewing procedures (generally an expert); and nothing in the survey procedure insured objectivity. As regards the sole
question asked, the question contained, within itself, the clear idea that [Respondent's] mark and the Nautica mark are different
and originate from different sources. Notwithstanding the same, 3% of the respondents indicated that they were confused.

Id.
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With respect to the absence of actual confusion, the Board recently held that “our analysis as to the second, third, and fourth du
Pont factors . . . is based, as dictated by precedent from the Federal Circuit, on the identifications as set forth in the application,”
Guild Mortg., 2020 USPQ2d 10279 at *6 (emphasis in original), but that the “eighth du Pont factor, by contrast . . . requires us to
look at actual market conditions, to the extent there is evidence of such conditions of record.” Id. (emphasis in original). “The
absence of any reported instances of confusion is meaningful only if the record indicates appreciable and continuous use by
[Respondent] of its mark for a significant period of time in the same markets as those served by [Petitioner] under its mark.” New
Era, 2020 USPQ2d 10596 at *17 (citing Citigroup Inc. v. Capital City Bank Grp., 94 USPQ2d 1645, 1660 (TTAB 2010), aff'd,
637 F.3d 1344, 98 USPQ2d 1253 (Fed. Cir. 2011)); see also Gillette Can. Inc. v. Ranir Corp., 23 USPQ2d 1768, 1774 (TTAB
1992)). “In other words, for the absence of actual confusion to be probative, there must have been a reasonable opportunity for
confusion to have occurred.” New Era, 2020 USPQ2d 10596 at *17 (citing Barbara's Bakery, Inc. v. Landesman, 82 USPQ2d
1283, 1287 (TTAB 2007)). We agree with Petitioner that the record does not show that there has been such an opportunity.
*20 With respect to the Facebook poll, “[s]urvey results may act as circumstantial evidence of likelihood of confusion, if the
survey is designed and conducted using generally accepted principles and methodology,” ProMark Brands, 114 USPQ2d at
1247, but we also agree with Petitioner that Respondent's poll did not meet these standards. See also Anheuser-Busch, LLC v.
Innvopak Sys. Pty Ltd., 115 USPQ2d 1816, 1828-29 (TTAB 2015). We give Respondent's poll no weight as evidence of the
absence of actual confusion, and we find that the seventh and eighth DuPont factors are neutral in our analysis of the likelihood
confusion.
6. The Tenth DuPont Factor
The tenth DuPont factor involves the
market interface between applicant and the owner of a prior mark:
(a) a mere “consent” to register or use.
(b) agreement provisions designed to preclude confusion, i.e. limitations on continued use of the marks by each party.
(c) assignment of mark, application, registration and good will of the related business.
(d) laches and estoppel attributable to owner of prior mark and indicative of lack of confusion.

DuPont, 177 USPQ at 567. Petitioner argues that the “registration and any use by [Respondent] of its mark at any time is
without the consent or permission of” Petitioner, and that “[t]here are no agreements or understandings between the parties to
the contrary. Accordingly, this DuPont factor favors [Petitioner].” 49 TTABVUE 35. We disagree. The “tenth DuPont factor
argued by [Petitioner] regarding the market interface between [Petitioner] and [Respondent] -- is also neutral” because “[t]here
is no evidence that there has been any interface between the parties.” DeVivo v. Ortiz, 2020 USPQ2d 10153, *15 (TTAB 2020).
7. The Eleventh DuPont Factor
The eleventh DuPont factor involves “the extent to which applicant has the right to exclude others from use of its mark on
its goods.” Id. Petitioner argues that this “factor strongly favors [Petitioner]” because of the fame of its NAUTICA mark, the
similarity of the marks, the identity of the goods, and the overlap of trade channels. 49 TTABVUE 35. We again disagree. In
the context of a cancellation proceeding, this factor focuses on Respondent's right to exclude others from the use of its mark,
see McDonald's Corp. v. McSweet, LLC, 112 USPQ2d 1268, 1284-85 (TTAB 2014), and the record is devoid of evidence on
that issue. We find that the eleventh DuPont factor is neutral in our analysis of the likelihood of confusion.
8. The Twelfth DuPont Factor
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*21 The twelfth DuPont factor concerns the extent of potential confusion, “i.e. whether de minimis or substantial.” DuPont,
177 USPQ at 567. Petitioner essentially reprises its argument under the eleventh factor in claiming that “the Board can only
conclude, based upon the evidence of record, that there is a likelihood of confusion.” 49 TTABVUE 36. Petitioner's argument
is not directed to the extent of potential confusion, “i.e. whether de minimis or substantial,” DuPont, 177 USPQ at 567, and
we have no information regarding the extent of Respondent's use of its mark, which is a necessary element in determining the
extent of potential confusion under the forward confusion theory asserted by Petitioner. We find that the twelfth DuPont factor
is also neutral in our analysis of the likelihood of confusion.
9. Conclusion
The first, second, third, fourth, and fifth DuPont factors support a finding of a likelihood of confusion, and the other DuPont
factors are not to the contrary. Petitioner's NAUTICA mark is quite strong; the involved goods, channels of trade, and classes of
consumers are actually or legally identical; there is similarity in appearance, sound, and connotation and commercial impression
between Petitioner's NAUTICA, NAUTICA BOYS, NAUTICA GIRLS, and NAUTICAKIDS marks, and Respondent's mark
NAUTIGUY; and the involved goods may be subject to impulse purchase. We find, on the basis of the record as a whole,
that Petitioner proved by a preponderance of the evidence that it is entitled to bring a statutory cause of action under the
Trademark Act, that it has priority of use of its marks, and that consumers familiar with Petitioner's NAUTICA, NAUTICA
BOYS, NAUTICA GIRLS, and NAUTICAKIDS marks for T-shirts and shirts who encounter Respondent's mark NAUTIGUY
for T-shirts are likely to believe mistakenly that such goods originate with, or are authorized or sponsored by, Petitioner.
Decision: Petitioner's Amended Petition for Cancellation is granted and Registration No. 4894811 will be cancelled in due
course.

Footnotes
1

2

3

4
5

6

Respondent's registration issued on February 2, 2016. Respondent's mark is shown in the registration as “NautiGuy,”
but “this does not change the nature of the mark from standard character to special form.” New Era Cap Co. v. Pro Era,
LLC, 2020 USPQ2d 10596, *2 n.1 (TTAB 2020) (citing In re Calphalon Corp., 122 USPQ2d 1153, 1154 n.1 (TTAB
2017) (internal citation omitted)). Our reference in this opinion to the NAUTIGUY “mark in all uppercase letters reflects
the fact that [a registered mark] in standard character form is not limited to any particular font style, size, or color.”
Id. (citing 37 C.F.R. § 2.52.)
Citations in this opinion to the briefs, the record, and other filings in the case refer to TTABVUE, the Board's online
docketing system. Turdin v. Tribolite, Ltd., 109 USPQ2d 1473, 1476 n.6 (TTAB 2014). Specifically, the number
preceding TTABVUE corresponds to the docket entry number, and any numbers following TTABVUE refer to the page
number(s) of the docket entry where the cited materials appear.
See, e.g., Tivo Brands LLC v. Tivoli, LLC, 129 USPQ2d 1097, 1118 (TTAB 2018); Azeka Bldg. Corp. v. Azeka, 122
USPQ2d 1477, 1478 (TTAB 2017) (the Board has “discretion to decide only those claims necessary to enter judgment
and dispose of the case.”).
As discussed below, Petitioner elected not to proceed on its claims under Sections 2(a) and 43(c), and was granted leave
to add the Section 1(a) claim.
In the March 20, 2017 order allowing Respondent time to appoint new counsel or state that it intended to represent
itself, the Board “strongly” advised Respondent to secure the services of an attorney familiar with Board inter partes
proceedings. 7 TTABVUE 2.
Respondent's predicament is entirely of its own making. By its own admission, it finds itself subject to the preclusion
order due to its sloppiness in responding to discovery, compounded by its failure to respond to the subsequent sanctions
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7

8
9
10

11

12

13

14

15

motion or to seek reconsideration of the Board's order. The Board has long held that “[s]trict compliance with the
Trademark Rules of Practice and, where applicable, the Federal Rules of Civil Procedure, is expected of all parties
before the Board, whether or not they are represented by counsel.” McDermott v. S.F. Women's Motorcycle Contingent,
81 USPQ2d 1212, 1212 n.2 (TTAB 2006). This message was delivered to Respondent at the outset of this case, 2
TTABVUE 5, but was never heeded.
The operative pleadings are Petitioner's Amended Petition for Cancellation, 29 TTABVUE 2-10, and Respondent's
Answer to Amended Petition for Cancellation. 36 TTABVUE 3 -6. Petitioner's Amended Petition adds a new claim under
Section 1(a) of the Trademark Act, and re-pleads claims of likelihood of confusion, a false suggestion of a connection
under Section 2(a) of the Trademark Act, and dilution under Section 43(c) of the Act, but Petitioner stated in its main
brief that it is not proceeding on the claims under Sections 2(a) and 43(c). 49 TTABVUE 7 n.2. Respondent's Answer
denied most of the salient allegations of the Amended Petition, and did not assert any affirmative defenses.
We will cite Ms. Moeen's declaration by paragraph and exhibit number (e.g., “Moeen Decl. ¶ 41; Ex. 8”) and, where
useful in following our analysis, by TTABVUE pages as well.
We will cite Ms. Laudwig's declaration in the manner of Ms. Moeen's declaration.
In its reply brief, Petitioner moves to strike Respondent's brief in its entirety because Respondent filed it one day late
under the Board's January 21, 2020 order extending various case management dates. 51 TTABVUE 2-3. Petitioner
moves in the alternative to strike certain portions of the brief. Id. at 3-4. “If a brief on the case is not timely filed . . . it
may be stricken or given no consideration by the Board.” TRADEMARK TRIAL AND APPEAL BOARD MANUAL
OF PROCEDURE (“TBMP”) Section 539 (June 2020). Although the untimely filing of Respondent's brief is merely the
last in a series of failures by Respondent to comply with the applicable rules and the Board's orders, we will exercise our
discretion to consider Respondent's brief. Cf. Ariola-Eurodisc GmbH v. Eurotone Int'l Ltd., 175 USPQ 250 (TTAB 1972)
(brief filed three weeks late and 11 days prior to an oral hearing stricken). We deny Petitioner's alternative motion to
strike certain portions of the brief, which Petitioner characterizes as “narratives” offered by Respondent, 51 TTABVUE
3 - 4, because those portions amplify Respondent's denials of a likelihood of confusion and do not involve the submission
of evidence in potential violation of the Board's August 31, 2019 preclusion order. 33 TTABVUE 1-2. See generally
TBMP Section 539 (“Subject to the provisions of Fed. R. Civ. P. 11, a party is entitled to offer in its brief on the case
any argument it believes will be to its advantage.”)
Petitioner objects to Ms. Laudwig's statement in her declaration that “due to my limiting sanctions due to my laymen
attempt at defending myself.” This statement is the preamble to her statement that she will “rely that the Board will
make Nautica prove without a reasonable doubt that consumer's would really confuse NautiGuy with Nautica.” Laudwig
Decl. ¶ 7. 49 TTABVUE 39. We overrule Petitioner's objection to this statement. See TBMP Section 539. As discussed
below, however, we disregard Respondent's several requests that we impose on Petitioner a burden of proof higher than
the applicable preponderance of the evidence standard.
We decline Respondent's request in its brief that the Board “open their computers, click on Google . . . and do a search
for a few terms such as ‘Nauti Apparel,’ ‘Nauti Clothes,’ ‘Nauti businesses.”’ 50 TTABVUE 4. Each party is responsible
for the submission of evidence to support its arguments.
As the Board noted in Edom Labs., even if the results were admissible, many of “the web pages have limited probative
value” because they appear to pertain to businesses selling goods other than those at issue here. Edom Labs., 102 USPQ2d
at 1550 n.10. See Omaha Steaks Int'l, Inc. v. Greater Omaha Packing Co., 908 F.3d 1315, 128 USPQ2d 1686, 1695
(Fed. Cir. 2018) (where involved goods are identical, third-party uses “on unrelated goods are properly understood as
having no real probative” value on the issue of the strength of the plaintiff's mark).
Our decisions have previously analyzed the requirements of Sections 13 and 14 of the Trademark Act, 15 U.S.C. §§
1063-64, under the rubric of “standing.” The parties here have done so as well. 49 TTABVUE 13; 50 TTABVUE 4.
We now refer to this inquiry as entitlement to a statutory cause of action. Despite the change in nomenclature, our prior
decisions and those of the Federal Circuit interpreting Sections 13 and 14 remain equally applicable.
Respondent argues that Petitioner does “not have a true belief that they will suffer damages by the confusion of the
marks or they would have opposed the mark in the given timeframe of the notice of publication period or the 30 day
extension of time that the Board granted them.” 50 TTABVUE 4. Respondent claims that Petitioner “has no respect for
the Board's time or small business owners and the time and money spent to develop a brand name with limited resources
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or the Petitioner would have filed their cancellation immediately if they truly felt it was in conflict with their trademark.”
Id. According to Respondent, the “fact that they terminated the 30 day window shows that it wasn't of importance to
their company. To the defendant, it is everything.” Id. Petitioner's election to petition to cancel Respondent's registration
rather than to oppose its issuance has no bearing on whether Petitioner is entitled to bring a statutory cause of action
in this proceeding. See TPI Holdings, Inc. v. TrailerTrader.com, LLC, 126 USPQ2d 1409, 1413 (TTAB 2018) (pleaded
laches defense considered separately from threshold issue of standing). To the extent that Respondent's argument is
construed as an assertion of the equitable defense of laches, see, e.g., Kemi Organics, LLC v. Gupta, 126 USPQ2d 1601,
1609-12 (TTAB 2018), Respondent did not plead laches as an affirmative defense in its Answer to Petitioner's Amended
Petition for Cancellation, and we can give no consideration to an unpleaded defense. See, e.g., Moreno v. Pro Boxing
Supplies, Inc., 124 USPQ2d 1028, 1030 n.9 (TTAB 2017) (unpleaded claim of laches given no consideration); H.D. Lee
Co. v. Maidenform, Inc., 87 USPQ2d 1715, 1720 (TTAB 2008).
In its brief, Respondent argues that it “does not feel that the Petitioner has proven its burden of proof as there is no strong
evidence showing NautiGuy is in fact confused by the public with any of [sic] Nautica marks,” 50 TTABVUE 3, and
that “[i]f the Board is going to allow the Petitioner to cancel another's trademark, they must have undeniable evidence
that the public would be confused by these two marks.” Id. at 5. As noted above, Ms. Laudwig states in her declaration
that she “will rely that the Board will make [Petitioner] prove without a reasonable doubt that consumers would really
confuse NautiGuy with Nautica.” Laudwig Decl. ¶ 7. We reject, as unfounded under the controlling law, all of these
suggestions that we impose a higher burden of proof on Petitioner than a preponderance of the evidence.
Respondent complains in its brief that “NautiGuy was in use May 1st 2015 as the Defendant put on the application for
the trademark,” 50 TTABVUE 3, and that “Petitioner took advantage of a mistype and the laymen defendant in one of the
proceedings as the mistype [sic] later date would not be possible as a website was presented at the time of the application
that had ecommerce proof that NautiGuy apparel along with a specimen to prove its use at that date.” Id. Respondent
claims that “all parties including the Board know that [the mark] was in use May 1st, 2015,” and concludes that the
“fact that the defendant doesn't have the resources or legal know how to properly handle these proceedings shouldn't
negate the fact that the evidence speaks for itself.” Id. Separate and apart from the effect of the preclusion order, the
application file evidence cited by Respondent, specifically the May 1, 2015 claimed date of first use, does not “speak[ ]
for itself” to establish Respondent's first use of its mark because the “allegation in an application for registration, or in
a registration, of a date of use is not evidence on behalf of the applicant or registrant; a date of use of a mark must be
established by competent evidence.” 37 C.F.R. § 2.122(b)(2). The specimen to which Respondent refers is also not such
evidence, as “[s]pecimens in the file of an application for registration, or in the file of a registration, are not evidence
on behalf of the applicant or registrant unless identified and introduced in evidence as exhibits during the period for
the taking of testimony.” Id.
Petitioner purports to combine its argument under the fifth DuPont factor with its argument under the ninth DuPont
factor, the “variety of goods on which a mark is or is not used (house mark, ‘family mark’, product mark,” DuPont, 177
USPQ at 567, 49 TTABVUE 27, but does not separately discuss the ninth factor. We thus find that the ninth factor is
neutral in our analysis of the likelihood of confusion.
Petitioner introduced evidence regarding its market share in various channels of trade in the apparel business in the
United States between 2004 and 2007, and in 2012. Moeen Decl. ¶¶ 29-32; Ex. 4. This stale evidence has no probative
value regarding Petitioner's market share at the time of trial, and little, if any, probative value regarding the strength of its
NAUTICA mark today. Cf. Royal Crown Co. v. Coca-Cola Co., 892 F.3d 1358, 127 USPQ2d 1041, 1049 (Fed. Cir. 2018)
(acquired distinctiveness survey conducted more than five years before the close of trial found to have questionable
probative value on the issue of whether the involved mark had acquired distinctiveness at the time of trial).
Petitioner introduced evidence in tabular form regarding “Unsolicited Media Commercial Impressions” showing the
impressions achieved in 2007 and 2013. Moeen Decl. ¶ 43; Ex. 9. As with Petitioner's market share evidence, this stale
media evidence has little, if any, probative value regarding the strength of the NAUTICA mark today.
Some of the articles are stale and accordingly have little, if any, probative value regarding the strength of the NAUTICA
mark today.
The study was commissioned for some unidentified litigation, as Mr. Klein's expert report bears the designation “Trade
Secret/Commercially Sensitive” and a document production number on each page, 39 TTABVUE 165-76, and refers to
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the standards for litigation surveys set forth in the MANUAL FOR COMPLEX LITIGATION published by the Federal
Judicial Center in 2004. Id. at 163.
The names included actual brands such as Calvin Klein, IZOD, DKNY, and Lacoste, as well as two fictitious brands,
Nova East and FlagHeart, that were intended to act as “controls” to filter out survey “noise” (guessing). 39 TTABVUE
174-75.
An “unaided awareness” survey asks respondents to list marks that come to their minds when they think about brands
for particular goods or services. See ProMark Brands, 114 USPQ2d at 1246 n.65.
Nautica Apparel, Inc. v. Crain, Opposition No. 91113893 (TTAB Sept. 21, 2001); Nautica Apparel, Inc. v. Carlucci,
Opposition No. 91165909 (TTAB Dec. 18, 2007); Nautica Apparel, Inc. v. Martanna LLC, Opposition No. 91177192
(TTAB Jan. 22, 2010); Nautica Apparel, Inc. v. Nauti Marine, Opposition No. 91205138 (TTAB June 16, 2014).
Ms. Laudwig testified that there are businesses called “Nautifish Rum Bar,” “Nauti Tattoo,” “Nauti Rooster Bar & Grill,”
and “Nauti Cantina” where she lives in Lake of the Ozarks, Missouri. Laudwig Decl. ¶ 3. On the basis of their trade
names, these businesses also do not appear to be in the apparel business.
In Juice Generation, there were approximately 26 third-party uses and registrations of marks containing the words
“Peace” and “Love” for restaurant services and food products that showed the weakness of the opposer's “Peace &
Love” marks for restaurant services, 115 USPQ2d at 1673 & n.1, while in Jack Wolfskin, there were at least 14 thirdparty uses and registrations of paw print marks for clothing that showed the weakness of the opposer's paw print marks
for the same goods. 116 USPQ2d at 1136 & n.2.
We need not consider the relatedness of each form of T-shirt identified in Respondent's registration to each good
identified in Petitioner's registrations. “[I]t is sufficient if likelihood of confusion is found with respect to any product
recited in [Petitioner's] registrations[s].” Double Coin Holdings, 2019 USPQ2d 377409 at *6 (citing Tuxedo Monopoly,
Inc. Gen. Mills Fun Grp., 648 F.2d 1335, 209 USPQ 986, 988 (CCPA 1981)).
As discussed below, Ms. Laudwig testified that she created “boating shirts” with “boating sayings,” and she referred to
the “boating community” in her discussion of the meaning of “Nauti.” Laudwig Decl. ¶ 3.
MERRIAM-WEBSTER DICTIONARY (merriam-webster.com, last accessed October 21, 2020).
We take judicial notice that “naughty” means, among other things, “lacking in taste or propriety.” MERRIAMWEBSTER DICTIONARY (merriam-webster.com, last accessed October 21, 2020).
MERRIAM-WEBSTER DICTIONARY (merriam-webster.com, last accessed on October 21, 2020).
Petitioner describes this page as Respondent's “own Facebook page.” 49 TTABVUE 34. That is not apparent from the
record, but for the reasons discussed below, the identity of the situs of the poll is ultimately of no moment.
2020 WL 6255441 (Trademark Tr. & App. Bd.)
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