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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party has filed a petition to cancel the registration indicated below.

Petitioner Information

Name International Association of Healthcare Central Service Materiel Management

Entity Not-for-Profit Corporation Citizenship Illinois

Address 55 West Wacker Drive, Suite 501
Chicago, IL 60601
UNITED STATES

Correspondence
information

Ashly I. Boesche
Pattishall, McAuliffe, Newbury, Hilliard & Geraldson LLP
200 South Wacker Drive, Suite 2900
Chicago, IL 60606
UNITED STATES
aib@pattishall.com, jrp@pattishall.com, cas@pattishall.com
(312) 554-8000

Registration Subject to Cancellation

Registration No. 2965795 Registration date 07/12/2005

Registrant AMERICAN HOSPITAL ASSOCIATION
155 N. Wacker Drive, Suite 400
Chicago, IL 60606
UNITED STATES

Goods/Services Subject to Cancellation

Class 035. First Use: 1999/08/00 First Use In Commerce: 1999/08/00
All goods and services in the class are subject to cancellation, namely: Association services, namely,
promotingthe interests of health care resource and materials management professionals inthe health-
care industry, including providing information on the trends and issues relating to materials manage-
ment

Grounds for Cancellation

Abandonment Trademark Act Section 14(3)

Attachments Petition to Cancel - AHRMM - Reg. No. 2965795.pdf(954446 bytes )

Signature /Jacquelyn R. Prom/

Name Jacquelyn R. Prom

Date 03/25/2019
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE TRADEMARK TRIAL AND APPEAL BOARD 

In re Registration No. 2,965,795:  
INTERNATIONAL ASSOCIATION OF   ) 
HEALTHCARE CENTRAL SERVICE   ) 
MATERIEL MANAGEMENT,   ) 
       ) 
   Petitioner,   ) 
       ) 
 v.      ) Cancellation No. _____________ 
       ) 
AMERICAN HOSPITAL ASSOCIATION,  ) 
       ) 
   Registrant.   ) 

 
PETITION TO CANCEL 

 
 International Association of Healthcare Central Service Materiel Management 

(“Petitioner”), an Illinois not-for-profit corporation, believes it is and will continue to be 

damaged by Registration No. 2,965,795 on the Principal Register and hereby petitions for 

cancellation of the same. 

 In support thereof, Petitioner states as follows: 

1. On May 25, 2018, Petitioner filed a Section 1(a) use-based application for the 

trademark INTERNATIONAL ASSOCIATION OF HEALTHCARE CENTRAL SERVICE 

MATERIEL MANAGEMENT (Ser. No. 87/936,329) for the following goods and services:  

“Pre-recorded DVDs and CDs featuring educational and informative content in the field 
and profession of healthcare Central Service (CS) materiel management” in Class 9;  

“Printed materials, textbooks, workbooks and lesson plans in the field and profession of 
healthcare Central Service (CS) materiel management” in Class 16;   

“Association services, namely, promoting the field and profession of healthcare Central 
Service (CS) materiel management on an international, national, state and local level and 
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to support issues that promote Central Service (CS) professionals and patient safety by 
providing educational, professional development, certification, communication, and 
representation opportunities for healthcare Central Service (CS) materiel management 
professionals” in Class 35;   

“Educational services, namely, providing continuing education on industry standards, 
best practices, and technical and managerial acumen through textbooks, bi-monthly 
electronic newsletters, educational videos, courses, training, online lesson plans, online 
discussion forums, quizzes, examinations, conferences, seminars, web-based learning and 
flash cards in the field and profession of healthcare Central Service (CS) materiel 
management” in Class 41; and  

“Testing and evaluation of the knowledge, skills and abilities of others in the field and 
profession of healthcare Central Service (CS) materiel management to determine 
conformity with certification standards” in Class 42,  

all with a claimed first use date of July 5, 1989 (“Petitioner’s Application”).  See Exhibit A, a 

printout of the TESS records for Petitioner’s Application. 

2. On September 24, 2018, Petitioner’s Application to register its 

INTERNATIONAL ASSOCIATION OF HEALTHCARE CENTRAL SERVICE MATERIEL 

MANAGEMENT mark was refused registration under Section 2(d) of the Trademark Act on the 

ground that it is likely to cause confusion with Respondent’s  mark 

, which is the subject of U.S. Trademark Registration 

No. 2,965,795 for “association services, namely, promoting the interests of health care resource 

and materials management professionals in the healthcare industry, including providing 

information on the trends and issues relating to materials management” in Class 35.  
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COUNT ONE: ABANDONMENT 

3. On information and belief, Respondent has ceased all use of the mark 

 in connection with “association services, namely, 

promoting the interests of health care resource and materials management professionals in the 

healthcare industry, including providing information on the trends and issues relating to 

materials management.” 

4. On information and belief, Respondent has no intention to resume use of the mark 

in connection with “association services, namely, 

promoting the interests of health care resource and materials management professionals in the 

healthcare industry, including providing information on the trends and issues relating to 

materials management.”   

5. Therefore, Respondent has abandoned the mark 

for “association services, namely, promoting the 

interests of health care resource and materials management professionals in the healthcare 

industry, including providing information on the trends and issues relating to materials 

management” in Class 35 identified in Registration No. 2,965,795. 
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WHEREFORE, Petitioner respectfully requests that Registration No. 2,965,795 be 

cancelled on the grounds of abandonment.   

Opposer submits the requisite filing fee of $400.00.  Please debit any deficiency from or 

credit any overpayment to Account No. 16-0650, and address all correspondence to Ashly I. 

Boesche, Pattishall, McAuliffe, Newbury, Hilliard & Geraldson LLP, 200 South Wacker Drive, 

Suite 2900, Chicago, Illinois 60606. 

Dated: March 25, 2019    Respectfully submitted, 

       PATTISHALL, MCAULIFFE, NEWBURY, 
         HILLIARD & GERALDSON LLP 
       
       By:  /Jacquelyn R. Prom/  
         
        Ashly I. Boesche 
        Jacquelyn R. Prom 
        200 South Wacker Drive 

Suite 2900 
        Chicago, Illinois 60606 
        (312) 554-8000 
        
       Attorneys for International Association of  
       Healthcare Central Service Materiel   
       Management  

 
 



EXHIBIT A 



United States Patent and Trademark Office

Home|Site Index|Search|FAQ|Glossary|Guides|Contacts|eBusiness|eBiz alerts|News|Help

Trademarks > Trademark Electronic Search System (TESS)

TESS was last updated on Mon Mar 25 04:52:27 EDT 2019

 Please logout when you are done to release system resources allocated for you.

Record 1 out of 1

 ( Use the "Back" button of the Internet Browser to return
to TESS)

Word Mark INTERNATIONAL ASSOCIATION OF HEALTHCARE CENTRAL SERVICE MATERIEL MANAGEMENT

Goods and
Services

IC 009. US 021 023 026 036 038. G & S: Pre-recorded DVDs and CDs featuring educational and informative
content in the field and profession of healthcare Central Service (CS) materiel management. FIRST USE:
19890705. FIRST USE IN COMMERCE: 19890705

IC 016. US 002 005 022 023 029 037 038 050. G & S: Printed materials, textbooks, workbooks and lesson
plans in the field and profession of healthcare Central Service (CS) materiel management. FIRST USE:
19890705. FIRST USE IN COMMERCE: 19890705

IC 035. US 100 101 102. G & S: Association services, namely, promoting the field and profession of healthcare
Central Service (CS) materiel management on an international, national, state and local level and to support
issues that promote Central Service (CS) professionals and patient safety by providing educational,
professional development, certification, communication, and representation opportunities for healthcare
Central Service (CS) materiel management professionals. FIRST USE: 19890705. FIRST USE IN
COMMERCE: 19890705

IC 041. US 100 101 107. G & S: Educational services, namely, providing continuing education on industry
standards, best practices, and technical and managerial acumen through textbooks, bi-monthly electronic
newsletters, educational videos, courses, training, online lesson plans, online discussion forums, quizzes,
examinations, conferences, seminars, web-based learning and flash cards in the field and profession of
healthcare Central Service (CS) materiel management. FIRST USE: 19890705. FIRST USE IN COMMERCE:
19890705

IC 042. US 100 101. G & S: Testing and evaluation of the knowledge, skills and abilities of others in the field
and profession of healthcare Central Service (CS) materiel management to determine conformity with
certification standards. FIRST USE: 19890705. FIRST USE IN COMMERCE: 19890705

Standard
Characters
Claimed

Mark Drawing
Code

(4) STANDARD CHARACTER MARK

Serial
Number

87936329

http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4809:u5z9vn.2.1 3/25/2019, 3:31 PM



Filing Date May 25, 2018

Current Basis 1A

Original Filing
Basis

1A

Owner (APPLICANT) International Association of Healthcare Central Service Materiel Management Not-for-Profit
Corporation ILLINOIS 55 West Wacker Drive, Suite 501 Chicago ILLINOIS 60601

Attorney of
Record

Kimberly A. Pendo

Type of Mark TRADEMARK. SERVICE MARK

Register PRINCIPAL

Live/Dead
Indicator

LIVE

|.HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY
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