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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

ICware Systems, Inc. dba BatchTest

Corporation and BatchTest Corporation ; Cancellation No.: 92070823
Petitioner, ; Registration No.: 4499170
V. ; Mark: BATCHTEST
Ikonix USA LLC ; International Class: 9
Registrant. )

OPPOSITION TO REGISTRANT'S MOTION TO SUBSTITUTE AND PETITIONER'S

STATUS REPORT

BatchTest Corporation (“BatchTest”) and Dinesh Patel (“Mr. Patel”) oppose (the “Opposition”)
registrant Ikonix USA LLC’s (“Registrant”) RESPONDENT’S MOTION TO SUBSTITUTE (the
“Motion”) and submit Petitioner’s Status Report of settlement efforts during the suspension ordered
by the Board on January 5, 2022. ' BatchTest and Mr. Patel are collectively referred to as “Petitioner”
in this Opposition.

Opposition to the Motion

On April 2, 2022, BatchTest Corporation (‘“BatchTest”) assigned Trademark Application No.
88723304 (the ““304 Application”) for the “BATCHTEST” mark to Mr. Patel (the “Assignment”),
and the Assignment was recorded by the Assignment Recordation Branch of the USPTO at
Reel/Frame: 7684/0839 (Exhibit A). BatchTest is still in business and continues its operations under
its trade name ‘“BatchTest Corporation.” On April 12, 2022, Mr. Patel emailed a copy of the
Assignment to Registrant’s attorney, while also stating that he “will be requesting the Board to join

[Dinesh Patel] in the proceeding.” Emphasis added.
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Petitioner opposes Registrant’s Motion to substitute Mr. Patel in the current proceeding “as the
sole Petitioner in this cancellation”, and instead respectfully requests the Board to join Dinesh Patel
in the current proceeding. Since BatchTest is still in business under its trade name “BatchTest
Corporation”, joining Mr. Patel in the current proceeding will facilitate Registrant’s discovery from
BatchTest pursuant to TBMP § 512.01 (“... ordinarily substituted ... [if] the assignor is no longer in
existence, ... otherwise, the assignee will be joined, rather than substituted, to facilitate discovery.”
Emphasis added.)

Petitioner consents to Registrant’s request for deletion of “ICware Systems, Inc. dba BatchTest
Corporation” from the title of the current proceeding.

Petitioner also opposes Registrant’s request for “additional time for discovery after the Board
acts on the present motion, in view of the change in ownership of Petitioner’s asserted trademark.”
The current proceeding was instituted over 3 years ago on March 12, 2019, and the discovery opened
on October 2, 2020. Yet, Registrant has not requested any discovery so far; Registrant is requesting
additional discovery time even before it starts to request discovery from Petitioner. Registrant should
not have waited until now to request additional time, only weeks before the close of discovery,
especially when it has not requested any discovery so far; see TBMP § 403.03 (“[D]iscovery must be
served early enough in the discovery period ...”) Since Registrant does not have any pending
discovery request, it does not need to amend them due to the Assignment. Further, Petitioner had
served its Initial Disclosure to Registrant on the opening day of discovery (October 2, 2020), and it
lists Mr. Patel as the person who knows most about Petitioner’s use of its BATCHTEST trade name
and trademark for more than the past 15 years. In fact, Mr. Patel is also the same person who has
prepared and filed every document so far on behalf of BatchTest in the current proceeding. Since
Registrant has submitted the Assignment to the Board without any objections, and since the

Assignment does not materially affect anything pertaining to Registrant’s discovery requests, there is
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no justification for enlarging discovery time this late. Petitioner submits that Registrant is merely
attempting to once again stall, while ignoring Petitioner’s repeated requests to discuss possibility of
an ACR or to discuss matters on which the parties could stipulate to (see Petitioner’s Status Report;
Exhibit B). As such, the Board should deny Registrant’s request for additional time for discovery.

Petitioner’s Status Report towards settlement efforts

Since Petitioner is not requesting any extension or suspension or resumption of the proceeding,
and in fact since Petitioner opposes any enlargement of time for discovery requested by Registrant,
the Board’s order dated January 5, 2022 does not require Petitioner to submit any status report.2
However, since Registrant’s status report is missing some of Petitioner’s communications towards
settlement efforts, and since today (April 25, 2022) is the last day for Petitioner to submit any such
status report to the Board, Petitioner is submitting its Status Report attached herewith as Exhibit B.

1

For the foregoing reasons, Petitioner respectfully requests that the Board deny Registrant’s
Motion for substituting Mr. Patel as the sole petitioner in the current proceeding and instead join
Dinesh Patel, grant deletion of “ICware Systems, Inc. dba BatchTest Corporation” from the title of

the current proceeding, and deny any additional time for discovery.

Respectfully submitted,

Dated: April 25, 2022 /Dinesh Patel/

Dinesh Patel
2118 Walsh Ave, Suite 240

Santa Clara, CA 95050
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@ United States Patent and Trademark Office
Home | Site Index | Search | Guides | Contacts | eBusiness | eBiz alerts | News | Help
Electronic Trademark Assignment System

Confirmation Receipt

Your assignment has been received by the USPTO.
The coversheet of the assignment is displayed below:

I TRADEMARK ASSIGNMENT COVER SHEET I

Electronic Version v1.1
Stylesheet Version v1.2

SUBMISSION TYPE: NEW ASSIGNMENT

NATURE OF CONVEYANCE: || ASSIGNMENT OF THE ENTIRE INTEREST AND THE

GOODWILL
CONVEYING PARTY DATA
E ti .
Name Formerly x%cal:elon Entity Type

. FORMERLY ICware I
BatchTest Corporation Systems, Inc. 04/02/2022 |[Corporation: CALIFORNIA
RECEIVING PARTY DATA
Name: |[Dinesh Patel
Street
Address: 2118 WALSH AVE
Internal .
Address: Suite 240
City: Santa Clara
State/Country: ||CALIFORNIA
Postal Code: ||95050
Entity Type: INDIVIDUAL: UNITED STATES

PROPERTY NUMBERS Total: 2

Property Type | Number ‘ Word Mark |
Serial Number: (88723304 ||[BATCHTEST |
Serial Number: (88750323 ||[BATCHTEST |

CORRESPONDENCE DATA

Phone: 4084548378

Email: btcroot@gmail.com

Correspondence will be sent to the e-mail address first; if that is unsuccessful, it will be
sent using a fax number, if provided; if that is unsuccessful, it will be sent via US Mail.

Correspondent Name: Dinesh Patel

Address Line 1: 2118 WALSH AVE

Address Line 2: Suite 240

Address Line 4: SANTA CLARA, CALIFORNIA 95050
NAME OF SUBMITTER: Dinesh Patel

Signature: /Dinesh Patel/

Date: 04/07/2022

Total Attachments: 1
source=Trademark Assignment - BATCHTEST#page1.tif

RECEIPT INFORMATION

ETAS ID: TM719739
Receipt Date: 04/07/2022
Fee Amount: $65

Return to ETAS home page
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TRADEMARK ASSIGNMENT

For good and valuable consideration, the receipt and sufficiency of which are hereby
acknowledged, and intending to be legally bound hereby, BatchTest Corporation (“Assignor”), a
California corporation having an address at 2118 Walsh Ave, Suite 240, Santa Clara, CA 95050, for
itself and its successors and assigns, hereby assigns to Dinesh Patel, a United States citizen with his
address at 2118 Walsh Ave, Suite 240, Santa Clara, CA 95050 (“Assignee”), his successors and
assigns, all right, title, interest in and to the mark “BATCHTEST” with respect to the United States of
America, its territories and possessions, including U.S. Trademark Applications No. 88723304 and
88750323, for the mark “BATCHTEST”, together with all goodwill associated therewith.

This Trademark Assignment includes the right to claim for any and all damages by reasons of
past infringement of such mark, with the right to sue for and collect the same for Assignee’s own use
and enjoyment and for the use and enjoyment of its successors and assigns.

IN WITNESS WHEREOF, Assignor has caused this Trademark Assignment to be executed

by its duly authorized representative as of this 2nd day of April 2022.

BatchTest Corporation

A

Name: Dinesh Patel

Dated: _April 2, 2022 By:

Title: President

TRADEMARK ASSIGNMENT
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PETITIONER’S REPORT ON SETTLEMENT EFFORTS

Petitioner provides the following status report (the “Status Report”) towards the parties’
settlement efforts until Registrant rejected Petitioner’s last draft proposal towards a settlement on
April 22, 2022. Petitioner BatchTest Corporation (“BatchTest”) was represented by its President,
Dinesh Patel (“Mr. Patel”), and Registrant Ikonix USA LLC (‘“Registrant”) was represented by its
attorneys Mr. Thomas Moore (“Mr. Moore”) and Mr. Johnathan C. Miller (“Mr. Miller.”) in the
parties’ settlement efforts. Although Petitioner is not required to file this Status Report per
requirements of the Board’s January 5, 2022 order (58 TTABVUE), it does so because some
important items are missing in the report filed today by Registrant (60 TTABVUE), including
Petitioner’s requests to Registrant for discussing ACR and for limiting the scope of the trial.

In addition to settlement efforts, Petitioner also requested Registrant in writing on April 1, 2022
and April 12, 2022 for discussing ACR and any matters on which parties could stipulate/agree on, in
order to limit the scope of the trial. However, Petitioner has not received any response on the said
requests from Registrant as of the filing of this Opposition. As such, Petitioner does not believe that
Registrant is interested in ACR or in limiting the scope of the upcoming trial.

Lastly, Registrant knew of BatchTest’s assignment of the BATCHTEST mark and Trademark
Application No. 88723304 to Mr. Patel (the “Assignment”) at least as early as April 12, 2022 when
Petitioner had also proposed its last settlement offer to Registrant, and ten days later Registrant
rejected Petitioner’s said settlement proposal on April 22, 2022 (the last day of the Board’s ordered
suspension.) As such Petitioner does not agree with Registrant’s conclusion that the Assignment
might facilitate any further negotiation efforts between the parties. After initiating and diligently
making several attempts to propose settlement terms based on Registrant’s own previously proposed

terms, Petitioner does not believe that any further settlement negotiation is likely at this point.



Status Report:

On December 14, 2021, on behalf of BatchTest, Mr. Patel called Registrant’s attorney Mr.
Moore but reached voicemail and did not leave a message. Mr. Patel then sent an email to Mr. Moore

about a possible settlement based upon terms previously proposed by Registrant.

On December 15, 2021, Mr. Moore responded with an email that his client would “reply

substantively in the near future.”

On December 17, 2021, Registrant filed its Motion for Enlargement of Time without consent,

and also moved for a final judgment to dismiss the cancellation with prejudice.

On December 22, 2021, Mr. Moore emailed Mr. Patel to request clarification on one of the
aspects of Petitioner’s proposed settlement. Mr. Patel responded to Mr. Moore on the same day with
an email clarifying the requested details. Mr. Moore acknowledged Mr. Patel’s email and thanked

Mr. Patel for consent to a suspension of the proceeding.

On December 23, 2021, Registrant’s filed a Consent Motion for Enlargement of Time to
respond to Petitioner’s Motion to Compel and a Consent Motion to suspend proceeding for 30 days.
Mr. Moore also emailed Mr. Patel to confirm Registrant’s consent for Petitioner’s enlargement of

time to respond to 54 TTABVUE (Registrant’s Motion for Enlargement of Time without consent).

On December 28, 2021, Mr. Moore emailed Mr. Patel to clarify his client’s listing of software

drivers on National Instruments (“NI”’) website; Mr. Patel emailed back the same day to further



clarify Petitioner’s proposal terms in regards to Registrant’s any listing or advertisements on NI

website(s). Petitioner also filed its Consent Motion for Enlargement of Time to respond to

Registrant’s Motion for Enlargement of Time without consent (54 TTABVUE).

On January 5, 2022, the Board suspended the current proceeding for 120 days (58 TTABVUE).

On January 11, 2022, Mr. Patel again emailed Mr. Moore to check if Registrant had any

response to BatchTest’s offer or any counter-offer towards a potential settlement.

On January 13, 2022, Mr. Moore responded to Mr. Patel with an email that he would send a

draft counter-proposal “in the near future” for BatchTest’s review.

On January 14, 2022, Mr. Patel responded to Mr. Moore with an email to thank him for the

response and that he looked forward to hearing back from Mr. Moore.

On January 20, 2022, Mr. Moore emailed a draft counter-proposal to Mr. Patel.

On January 21, 2022, Mr. Patel emailed to Mr. Moore to acknowledge Registrant’s counter-

proposal and stated that he would respond with Petitioner’s feedback in the near future.

On January 25, 2022, Mr. Patel emailed to Mr. Moore to request clarification on unexpected

name(s) in his client’s counter-proposal; Mr. Moore emailed back the same day with his client’s

corrected counter-proposal.



On January 26, 2022, Mr. Patel emailed to Mr. Moore to acknowledge his client’s corrected

counter-propos al.

On February 9, 2022, Mr. Moore emailed to Mr. Patel to check on the status of Petitioner’s
review of the draft of Registrant’s counter-proposal. Mr. Patel emailed back the same day and stated
that Registrant’s counter-proposal draft did not cover the original terms which Registrant had
previously proposed, and also stated that Mr. Patel was still working on details of Petitioner’s draft

proposal towards a potential settlement.

On February 14, 2022, Mr. Patel emailed to Mr. Moore to notify that Mr. Patel was still

working on Petitioner’s detailed proposal, and that it was taking longer time than anticipated to

ensure that the said proposal would not be considered a “naked consent.”

On February 15, 2022, Mr. Moore emailed back to acknowledge Mr. Patel’s email.

On February 28, 2022, Mr. Patel emailed a draft of Petitioner’s 15-page (single spaced) mutual

coexistence and consent settlement proposal to Mr. Moore which included detailed terms and

restrictions of trademark use by the parties. Mr. Moore emailed back the same day to acknowledge

Mr. Patel’s email.

On March 21, 2022, Mr. Moore emailed to Mr. Patel and presented Registrant’s redlined

counter-proposal based on Petitioner’s draft proposal, while partially agreeing or disagreeing to some



terms. Mr. Patel emailed back the same day to acknowledge Mr. Moore’s email.

On March 24, 2022, Mr. Patel emailed to Mr. Moore with Petitioner’s redline draft of

Registrant’s March 21 counter-proposal while partially agreeing or disagreeing to some terms.

On March 25, 2022, Mr. Moore responded with an email to acknowledge Mr. Patel’s March 24

email.

On Friday, April 8, 2022, Mr. Moore emailed Registrant’s redline counter-proposal of

Petitioner’s March 24 draft proposal while disagreeing to a majority of terms Registrant seemed

amenable to previously.

On Monday, April 11, 2022, Mr. Patel emailed back to Mr. Moore to acknowledge his email.

On April 12, 2022, Mr. Patel emailed his last redlined draft proposal to Mr. Moore, which was

based on Registrant’s April 8 counter-proposals.

On April 19, 2022, after not receiving any response from Mr. Moore in a week, Mr. Patel once

again emailed Mr. Moore to inquire about Registrant’s response. Mr. Moore emailed back the same

day that he would respond back after speaking with his client on April 20, 2022. Mr. Patel did not
hear back from Mr. Moore on April 20, 2022 despite a request by Mr. Patel to finally let him know

either way.



On April 22, 2022, Registrant’s attorney Mr. Johnathan C. Miller emailed a letter by Mr. Moore

to Mr. Patel in which Mr. Moore stated that his client had rejected Petitioner’s draft proposal towards

a settlement, and that the proceeding was going to continue as it was the last day of the Board’s

suspension.

In conclusion, both parties made several attempts but could not each any settlement.

Additionally, Petitioner does not believe Registrant has any interest in ACR or any limited scope trial.

Respectfully submitted,
/Dinesh Patel/

Dinesh Patel

2118 Walsh Ave, Suite 240

Santa Clara, CA 95050



CERTIFICATE OF SERVICE
I hereby certify that the foregoing document “OPPOSITION TO REGISTRANT'S MOTION
TO SUBSTITUTE AND PETITIONER'S STATUS REPORT” was served upon the attorney for the

other party by email on April 25, 2022 at the following email address(es):

THOMAS J MOORE

BACON & THOMAS PLLC

201 N UNION ST STE 430

ALEXANDRIA, VA 22314-2649

UNITED STATES

mail@baconthomas.com, tjmoore@baconthomas.com, jmiller@baconthomas.com,
Phone: 703-683-0500

By:

Signature: /Dinesh Patel/
Name: Dinesh Patel

Date: April 25, 2022
Email: btcroot@gmail.com

CC: BatchTest_ TM@BatchTest.com



