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ICware Systems, Inc. dba BatchTest
Corporation

v.

Tkonix USA LLC
M. Catherine Faint,
Interlocutory Attorney:

This case now comes up on Petitioner’s motion, filed April 30, 2019 to strike
Respondent’s affirmative defenses of undue delay and laches. The motion is fully
briefed.

Petitioner filed on March 12, 2019 its petition to cancel Respondent’s registration
for the mark BATCHTEST,! registered March 18, 2014 on the Principal Register,

Respondent answered? denying the salient allegations of the complaint, or stating

1 Registration No. 85784793 for, “software for use in testing electrical safety products to
ensure compliance with regulations, and to set up electrical safety products for their intended
use, and to analyze the results of the tests of electrical safety products; computer software
for recording test data, archiving test data, importing test data into a spreadsheet or
database, logging test data, statistically analyzing test data, and reviewing test data” in
Class 9 claiming dates of first use of July 8, 2013.

2 The notice appearance for Respondent’s counsel, filed April 22, 2019, is noted an entered.
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that it lacks sufficient information to admit or deny the allegations which serves as a
denial, and pleading the following Affirmative defenses:

44. There was undue or unreasonable delay by Petitioner in asserting
its rights, and prejudice to Respondent resulting from the delay.

45. The equitable doctrine of laches bars any and all relief.3

Petitioner moves to strike the affirmative defenses arguing undue delay is merely
an element of laches and not a separate defense, the defenses do not meet the
standards established by Fed. R. Civ. P. 8(d) as they lack specificity and laches is not
available against a petition for cancellation based on likelihood of confusion when
confusion is inevitable.

By its response, Respondent argues it has provided enough factual detail of the
affirmative defense of laches on the face of its pleading because Respondent admitted
in its answer Petitioner’s assertions in paragraphs 10 and 11 of the petition to cancel
that:

10. On October 24, 2013, ARI filed a Statement of Use claiming the Date
of First Use in commerce as dJuly 8, 2013 (“ARI’s First Use in

Commerce”.)

11. The Registration was issued to ARI on March 18, 2014 (the
“Registration Date”).

Respondent argues that a finding confusion is inevitable has also not been made in
this case. Thus, Respondent argues, laches has a clear bearing on the issues in this

proceeding.

34 TTABVUE 8.
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In reply, Petitioner argues the majority of district courts would find that
Respondent has not provided sufficient factual detail and raises for the first time that
the defense of laches is not available against a claim of fraud as has been alleged in
the petition to cancel.

Pursuant to Fed. R. Civ. P. 12(f), the Board may order stricken from a pleading
any insufficient or impermissible defense, or any redundant, immaterial, impertinent
or scandalous matter. See also Trademark Rule 2.116(a); and TBMP § 506 (June
2019). Motions to strike are not favored, and matter will not be stricken unless it
clearly has no bearing upon the issues in the case. See, e.g., Ohio State Univ. v. Ohio
Univ., 51 USPQ2d 1289, 1293 (TTAB 1999); and Harsco Corp. v. Elec. Sci., Inc., 9
USPQ2d 1570 (TTAB 1988). Inasmuch as the primary purpose of pleadings under the
Federal Rules of Civil Procedure is to give fair notice of the claims or defenses
asserted, the Board may decline to strike even objectionable pleadings where their
inclusion will not prejudice the adverse party, but rather will provide fuller notice of
the basis for a claim or defense. See, e.g., Order of Sons of Italy v. Profumi Fratelli
Nostra AG, 36 USPQ2d 1221, 1223 (TTAB 1995) (amplification of applicant’s denial
of opposer’s claims not stricken). Further, a defense will not be stricken as insufficient
if the insufficiency is not clearly apparent, or if it raises factual issues that should be
determined on the merits. See generally, 5C Wright & Miller, Fed. Prac. & Pro. Civ.
3d § 1381 (Westlaw 2019). Nonetheless, the Board grants motions to strike in

appropriate instances.
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An affirmative defense is a defendant’s assertion raising new facts and
arguments that, if true, will defeat the plaintiff’s claim, even if all allegations in the
complaint are true. See H.D. Lee Co. v. Maidenform Inc., 87 USPQ2d 1715, 1720
(TTAB 2008). A legally sufficient pleading of each defense must include enough
factual detail to provide Opposer fair notice of the basis for the defense. Fed. R. Civ.
P. 8(b)(1) and 12(f). See e.g., IdeasOne, Inc. v. Nationwide Better Health, Inc., 89
USPQ2d 1952, 1953 (TTAB 2009); Midwest Plastic Fabricators, Inc. v. Underwriters
Labs., Inc., 5 USPQ2d 1067, 1069 (TTAB 1980). A party must allege sufficient facts
beyond a tender of “naked assertion[s]” devoid of “further factual enhancement,” to
support its claims or defenses. Ashcroft v. Igbal, 556 U.S. 662, 663 (2009), quoting
Bell Atl. Corp. v. Twombly, 550 U.S. 544, 570 (2007).

In this instance, Respondent’s admission is merely that its own registration
was issued nearly five years ago. Mere passage of time does not constitute laches. See
Bridgestone/Firestone Research, Inc. v. Automobile Club de l'Ouest de la France, 245
F.3d 1359, 58 USPQ2d 1460, 1462 (Fed. Cir. 2001) (“Mere delay in asserting a
trademark related right does not necessarily result in changed conditions sufficient
to support the defense of laches. There must also have been some detriment due to
the delay.”). Respondent’s defense at paragraph 44 is merely an element of a laches
defense, and the defense at paragraph 45 does provide any factual detail to support
laches.

Accordingly, Petitioner’s motion to strike Respondent’s affirmative defenses is

granted and paragraphs 44 and 45 are hereby stricken.
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Proceedings are resumed. Dates are reset as set out below.

Deadline for Discovery Conference 10/8/2019
Discovery Opens 10/8/2019
Initial Disclosures Due 11/7/2019
Expert Disclosures Due 3/6/2020
Discovery Closes 4/5/2020
Plaintiff's Pretrial Disclosures Due 5/20/2020
Plaintiff's 30-day Trial Period Ends 7/4/2020

Defendant's Pretrial Disclosures Due 7/19/2020
Defendant's 30-day Trial Period Ends 9/2/2020

Plaintiff's Rebuttal Disclosures Due 9/17/2020
Plaintiff's 15-day Rebuttal Period Ends 10/17/2020
Plaintiff's Opening Brief Due 12/16/2020
Defendant's Brief Due 1/15/2021
Plaintiff's Reply Brief Due 1/30/2021

Request for Oral Hearing (optional) Due  2/9/2021

Generally, the Federal Rules of Evidence apply to Board trials. Trial testimony
1s taken and introduced out of the presence of the Board during the assigned
testimony periods. The parties may stipulate to a wide variety of matters, and many
requirements relevant to the trial phase of Board proceedings are set forth in
Trademark Rules 2.121 through 2.125. These include pretrial disclosures, the
manner and timing of taking testimony, matters in evidence, and the procedures for
submitting and serving testimony and other evidence, including affidavits,
declarations, deposition transcripts and stipulated evidence. Trial briefs shall be
submitted in accordance with Trademark Rules 2.128(a) and (b). Oral argument at
final hearing will be scheduled only upon the timely submission of a separate notice

as allowed by Trademark Rule 2.129(a).



