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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party has filed a petition to cancel the registration indicated below.

Petitioner Information

Name Daniel Hernandez

Entity Individual Citizenship United States

Address c/o 1650 Broadway, Suite 505A
New York, NY 10019
UNITED STATES

Attorney informa-
tion

William R. Samuels
SCARINCI HOLLENBECK, LLC
3 Park Avenue, 15th Floor
New York, NY 10016
UNITED STATES
ip@sh-law.com
2122860747

Registration Subject to Cancellation

Registration No. 5052994 Registration date 10/04/2016

Registrants Rodgers, Peter A.
360 E. 234th Street Apt 5F
New York, NY 10026
UNITED STATES

Foster, Relva Chad
350A Quincy Street
New York, NY 11216
UNITED STATES

Goods/Services Subject to Cancellation

Class 041. First Use: 2014/09/23 First Use In Commerce: 2014/09/23
All goods and services in the class are subject to cancellation, namely: Entertainment services,
namely, audio recording in the field of music; Audio and video production, namely, mastering sequen-
cing, editing and mixing of compact discs, phono records, cassettes, electronic recordings and other
mediums of recording music; Production of music and sound recordings both domestically and inter-
nationally; Production of television programs; Production of motion pictures; Arranging and conduct-
ing of concerts; Production of musical sound recordings; Music composition for others; Music publish-
ing; Entertainment services, namely, live, televised and movie appearances by a professional enter-
tainer; Entertainment services by a musical artist and producer, namely, musical composition for oth-
ers and production of musical sound recordings

Grounds for Cancellation

Priority and likelihood of confusion Trademark Act Sections 14(1) and 2(d)

http://estta.uspto.gov


No use of mark in commerce before application,
amendment to allege use, or statement of use
was filed

Trademark Act Sections 14(1) and 1(a), (c), and
(d)

Abandonment Trademark Act Section 14(3)

Registrant not rightful owner of mark for identi-
fied goods or services

Trademark Act Sections 14(1) and 1

Consists of or comprises a name, portrait, or sig-
nature of a living individual without written con-
sent, or the name, portrait, or signature of a de-
ceased president without the written consent of
the surviving spouse

Trademark Act Sections 14(1) and 2(c)

Fraud on the USPTO Trademark Act Section 14(3); In re Bose Corp.,
580 F.3d 1240, 91 USPQ2d 1938 (Fed. Cir.
2009)

Mark Cited by Petitioner as Basis for Cancellation

U.S. Application/ Registra-
tion No.

NONE Application Date NONE

Registration Date NONE

Word Mark TEKASHI69 6IX9INE

Goods/Services entertainment, live performances, music and music recordings

Attachments Tekashi69 Petition to Cancel 10.11.18.pdf(208628 bytes )
Tekashi69 Canc. Exhibit A.pdf(2276554 bytes )
Tekashi69 Canc. Exhibit B.pdf(5875094 bytes )

Signature /William R. Samuels/

Name William R. Samuels

Date 10/11/2018



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 
 
       
DANIEL HERNANDEZ                                ) 
      ) 
    Petitioner, ) 
      ) 
  v.    ) 
      ) 
PETER A. RODGERS,                                  )  
RELVA CHAD FOSTER                              )              
      ) 
    Respondents. ) 
       

  
 
Cancellation No. __________________ 
 
In the matter of trademark registration  
Registration No. 5052994 
 
For the mark TEKASHI69  
 
Registered on October 4, 2016 

Daniel Hernandez (“Mr. Hernandez” or “Petitioner”), believes that it is being damaged 

by the continued registration of U.S. Trademark Registration No. 5052994 (“the `994 

Registration”) owned by Peter A. Rodgers and Relva Chad Foster (“Registrants” or 

“Respondents”) for the TEKASHI69 mark (“TEKASHI69 Mark”), and hereby petitions to 

cancel the same.  As grounds for its Petition to Cancel, Petitioner alleges the following.       

Petitioner’s Rights in TEKASHI69  

1. Mr. Hernandez is the owner of all right, title, and interest in and to the 

TEKASHI69 Mark, which he has continuously used since at least January 2014. 

2. Mr. Hernandez is the recording artist professionally known as 6ix9ine and 

Tekashi69 and Petitioner has used the 6ix9ine and Tekashi69 marks (the “Petitioner’s 

Marks”) with entertainment, live performances, music and music recordings since 2014. 

Mr. Hernandez has given the exclusive right to Strainge Entertainment, LLC a.k.a 

Tenthousand Projects, LLC to use his name/aliases, likeness, biography or other personal 

indicia in connection with the label’s distribution, promotion and other exploitation of his 

master recordings. See Exhibit A. 



3. To be clear, Petitioner’s Marks have been continuously and extensively used, 

advertised and promoted nationwide and internationally for more than 4 years, in 

connection with various of Mr. Hernandez’s entertainment-related goods and services, 

including music composition, recording and performances, as well as for merchandise, 

including clothing. 

4. During the last 4 years, Mr. Hernandez has made a strong public impact as an 

artist and performer under the 6ix9ine Marks that goes beyond the music industry. Mr. 

Hernandez has sold more than 4 million records in the U.S. and worldwide under the 6ix9ine 

Marks. His collaboration with culturally significant artists and musical acts, including Nicky 

Minaj, Kanye West, and the recording artist known as 50 Cent, demonstrates and confirms Mr. 

Hernandez’s fame and success.  

Petitioner’s Right of Publicity 

5. Mr. Hernandez has exclusive right to commercialize his name(s), images, 

signature, likenesses, and other indicia, including specifically his names 6ix9ine and 

Tekashi69 (the “Right of Publicity”).  

6. Use of any element of Mr. Hernandez’s Right of Publicity without his 

permission constitutes a violation of those rights.  

7. Mr. Hernandez currently has more than 12 million followers on Instagram under 

the handle “@6ix9ine”; 278,000 followers on Twitter under the handle @6ix9ine; and his 

official Facebook page has 732,244 followers under the name Tekashi 6ix9ine and Facebook 

Messenger handle @Official6ix9ine. This further proves Mr. Hernandez being commonly 

recognized and identified as 6ix9ine and Tekashi69.  See Exhibit A.  

 



PETITIONER HOLDS PRIORITY 

8.          Petitioner’s Marks have been continuously and extensively used, advertised and 

promoted in interstate commerce in connection with the entertainment-related goods and 

services, including music composition, recording and performances, as well as for 

merchandise including clothing, from a date prior to November 5, 2015, the filing date of the 

underlying application Ser. No. 86810352 (“Application”) for the ̀ 994 Registration, and October 

4, 2016, the registration date of the `994 Registration, as well as September 23, 2014, the alleged 

first use date from the `994 Registration. 

9. As a result of Petitioner’s widespread use, advertising, and promotion of 

Petitioner’s Marks in connection with the entertainment-related goods and services, including 

music composition, recording and performances, as well as for merchandise including 

clothing, such marks have become a distinctive indicator of the origin of Petitioner’s goods and 

services, have acquired a favorable reputation among relevant members of the purchasing 

public, and have become a valuable symbol of Petitioner’s goodwill. 

10. The Petitioner’s Marks became famous as a source identifier denoting a 

connection with Mr. Hernandez at least as early as January 2014, before the filing date of the 

Application. 

11. Notwithstanding Petitioner’s prior rights in the Petitioner’s Marks – derived 

from its use in connection with entertainment-related goods and services, including music 

composition, recording and performances, as well as for merchandise including clothing – 

and notwithstanding Petitioner’s prior rights in the name “Tekashi69”, Respondents, on 

November 5, 2015, filed the Application seeking registration of an exclusive right to use the 

TEKASHI69 Mark in connection with: Entertainment services, namely, audio recording in the 



field of music; Audio and video production, namely, mastering sequencing, editing and mixing 

of compact discs, phono records, cassettes, electronic recordings and other mediums of 

recording music; Production of music and sound recordings both domestically and 

internationally; Production of television programs; Production of motion pictures; Arranging 

and conducting of concerts; Production of musical sound recordings; Music composition for 

others; Music publishing; Entertainment services, namely, live, televised and movie 

appearances by a professional entertainer; Entertainment services by a musical artist and 

producer, namely, musical composition for others and production of musical sound recordings. 

ADDITIONAL FACTS REGARDING RESPONDENTS 

12. In support of the application for the `994 Registration (“Application”) 

Respondents’ allegation that the mark TEKASHI69 was in use, Respondents provided 

screenshots showing use of the TEKASHI69 Mark by Mr. Hernandez. All the screenshots refer 

to Mr. Hernandez’s musical work, performances and recordings, namely screenshot of a video 

and audio recordings of Mr. Hernandez’s song titled “Scumlife”, a collaboration video of the 

Petitioner with Bodega BAMZ, new video for “69”, and a digital track for the song titled 

“Pimpin’” (“Specimen”). Upon information and belief, the Specimen does not reflect any bona 

fide commercial use of the mark by Respondents but instead demonstrates use by The Petitioner 

and was fraudulently created by Respondents solely to be submitted as proof of use with the 

Application for the purpose of obtaining registered rights in the mark TEKASHI69. See Exhibit 

B. 

13. Upon information and belief, neither Respondents nor any other entity have used 

the mark TEKASHI69 in bona fide commerce in connection with the applied-for services by the 

date of first use claimed in the Application. 



14. Upon information and belief, neither Respondents nor any other entity have ever 

used the mark TEKASHI69 in bona fide commerce in connection with the applied-for services. 

COUNT I 

Likelihood of Confusion 

15. Petitioner realleges and incorporates by reference the allegations contained in 

paragraphs 1 through 14, above, as if set forth in their entirety herein. 

16. The mark in the `994 Registration is so similar or identical to Petitioner’s Marks 

in appearance, sound, meaning and commercial impression that the use and registration thereof 

by Respondents for and in connection with the services listed in the `994 Registration is likely 

to cause confusion, mistake, and deception as to the source or origin of Respondents’ services 

and will injure and damage Petitioner and the goodwill and reputation symbolized by Petitioner’s 

Marks. 

17. Respondents’ services are so closely related to goods and services provided by 

Petitioner under and by reference to the Petitioner’s Marks and to entertainment goods and 

services provided by Petitioner under and by reference to the TEKASHI69 Mark that relevant 

consumers and others are likely to be confused, to be deceived, and to assume erroneously that 

Respondents’ services are those of Petitioner or that Respondents are in some way connected 

with, sponsored by or affiliated with Petitioner, all to Petitioner’s irreparable damage and injury. 

18. Under the circumstances, continued registration of the mark in the `994 

Registration for the claimed services is likely to cause Petitioner to lose control over the goodwill 

and valuable reputation represented by and derived from the TEKASHI69 Mark and the use in 

relation to overlapping and closely related goods and services. 



19. Registration of the mark in the `994 Registration, in light of the prior rights of 

Petitioner in its TEKASHI69 Mark, is therefore likely to cause confusion, mistake and/or 

deception among members of the relevant purchasing public, resulting in damage and injury to 

Petitioner in violation of Section 2(d) of the Trademark Act. 15 U.S.C. §1052(d). 

COUNT II 

15 U.S.C.  §1125(a)  

20. Petitioner realleges and incorporates by reference the allegations contained in 

paragraphs 1 through 19, above, as if set forth in their entirety herein. 

21. Respondents’ Mark so resembles to Petitioner’s Marks in appearance, sound, 

meaning and commercial impression that the continued use and registration thereof by 

Respondents for and in connection with the services listed in the `994 Registration constitutes a 

false designation of origin, false and/or misleading description of fact, and a false and/or 

misleading representation of fact, which is likely to cause confusion, or to cause mistake, or to 

deceive as to the affiliation, connection, or association of Respondents with Mr. Hernandez 

and/or origin, sponsorship, and/or approval of Respondents’ services and commercial activities 

by Mr. Hernandez, and/or to cause confusion, mistake, and deception as to the source or origin 

of Respondents’ services, and will injure and damage Petitioner and the goodwill and reputation 

symbolized by the name TEKASHI69 and Petitioner’s Marks. 

COUNT III 

Dilution - 15 U.S.C.  §1125(c )  

22. Petitioner realleges and incorporates by reference the allegations contained in 

paragraphs 1 through 21 as if set forth in their entirety herein. 

23. Through considerable investment and promotion by Petitioner, the TEKASHI69 

Mark has become famous for entertainment services. 



24. The TEKASHI69 Mark became famous prior to November 5, 2015, the filing 

date of the Application. 

25. Because the mark in the `994 Registration is identical to Petitioner’s Marks, its 

continued registration is likely to trade on the considerable goodwill associated therewith and 

dilute their distinctiveness. 

26. Registration of the TEKASHI69 Mark for the services listed in the `994 

Registration is therefore likely to cause dilution by blurring and by tarnishment of the 

Petitioner’s famous TEKASHI69 mark, resulting in damage and injury to Petitioner in violation 

of Section 43(c) of the Trademark Act. 15 U.S.C. §1125(c). 

COUNT IV 

15 U.S.C. §1052(c) 

27. Petitioner realleges and incorporates by reference the allegations contained in 

paragraphs 1 through 26, above, as if set forth in their entirety herein. 

28. The TEKASHI69 Mark is comprised of a name that identifies a particular living 

individual, namely Mr. Hernandez, without his written consent. 

29. Mr. Hernandez is so well known that consumers will assume a connection 

between Mr. Hernandez and the services bearing his name, resulting in damage and injury to 

Petitioner, in violation of Section 2(c) of the Trademark Act (15 U.S.C. §1052(c). 

COUNT V 

Wrong Party Identified As The Respondents 

30. Petitioner realleges and incorporates by reference the allegations contained in 

paragraphs 1 through 29, above, as if set forth in their entirety herein. 



31. Upon information and belief, and based on the results of thorough investigation, 

Respondents had not used the mark identified in the `994 Registration for the services claimed 

therein as of the date of the Application, despite the Application being based upon the 

provisions of Section 1(a) of the Trademark Act (15 U.S.C. §1051(a)). 

32. Accordingly, Respondents had not derived any rights in the TEKASHI69 Mark 

at the time of their Application, and therefore could not be construed to be its “owner.” 

33. The `994 Registration is therefore void. 15 U.S.C. §1051(a). 

COUNT VI 

Lack of Commercially Bona Fide Use 

34. Petitioner realleges and incorporates by reference the allegations contained in 

paragraphs 1 through 33, above, as if set forth in their entirety herein. 

35. Upon information and belief, and based on the results of thorough investigation, 

Respondents had not initiated use of the TEKASHI69 Mark in commerce for the services 

claimed in the Application as of the filing date of the Application, November 5, 2015. 

36. Registration of the TEKASHI69 Mark therefore violates 15 U.S.C. §1051(a). 

37. Based upon the foregoing, the `994 Registration is void. 15 U.S.C. §1051(a). 

COUNT VII 

Respondents Does Not Offer the Claimed Goods 

38. Petitioner realleges and incorporates by reference the allegations contained in 

paragraphs 1 through 37, above, as if set forth in their entirety herein. 

39. On information and belief, and based upon the results of thorough investigation, 

Respondents do not and, at all times relevant to this proceeding, have not offered the services 

claimed in the Application, and registration should be denied as a result. 15 U.S.C. §1051(a). 



40. Based on the foregoing, the `994 Registration should be canceled. 

COUNT VIII 

Specimen Not in Use 

41. Petitioner realleges and incorporates by reference the allegations contained in 

paragraphs 1 through 40, above, as if set forth in their entirety herein. 

42. In support of their Application, Respondents submitted therewith screenshots 

showing use of the TEKASHI69 Mark. All the screenshots refer to and depict Mr. Hernandez’s 

use of the TEKASHI69 Mark with musical work, performances and recordings, including 

screenshot of a video and audio recordings of Mr. Hernandez’s song titled “Scumlife”, a 

collaboration video of Petitioner with Bodega BAMZ, a new video for “69”,  a digital track for 

the song titled “Pimpin’” (“Specimen”) and represented that the Specimen had been used in 

commerce at least as early as the filing date of the November 5, 2015 by Respondents. 

43. Upon information and belief, that representation regarding the Specimen was 
false. 

44. Upon information and belief, Respondents had not used their Specimen in 

commerce in relation to the services claimed in the Application by the date of their application, 

nor by the date of first use claimed in the Application. In fact, Respondents have never used 

the TEKASHI69 Mark at all. 

45. Registration of the TEKASHI69 Mark therefore violates 15 U.S.C. §1051(a), and 
should be cancelled.  

COUNT IX 

Fraud on the USPTO – Lack of Ownership 

46. Petitioner realleges and incorporates by reference the allegations contained in 

paragraphs 1 through 45, above, as if set forth in their entirety herein. 



47. In support of the Application, Ser. No. 8681035, the Respondents signed and 

submitted the following declaration: 

The undersigned, being hereby warned that willful false statements and 

the like so made are punishable by fine or imprisonment, or both, under 

18 U.S.C. Section 1001, and that such willful false statements, and the 

like, may jeopardize the validity of the application or any resulting 

registration, declares that he/she is properly authorized to execute this 

application on behalf of the Respondents; he/she believes the 

Respondents to be the owner of the trademark/service mark sought to 

be registered, or, if the application is being filed under 15 U.S.C. 

Section 1051(b), he/she believes Respondents to be entitled to use such 

mark in commerce; to the best of his/her knowledge and belief no other 

person, firm, corporation, or association has the right to use the mark 

in commerce, either in the identical form thereof or in such near 

resemblance thereto as to be likely, when used on or in connection with 

the goods/services of such other person, to cause confusion, or to cause 

mistake, or to deceive; and that all statements made of his/her own 

knowledge are true; and that all statements made on information and 

belief are believed to be true.  

48. Upon information and belief, and based on the results of thorough 

investigation, Respondents were not the owner of the TEKASHI69 Mark sought to be 

registered at the time of the Application, Ser. No. 8681035. 

49. Upon information and belief, and based on the results of thorough investigation, 

there was no use in commerce from which rights could have arisen, and the supporting 

declaration is therefore false; 

50. Nonetheless, upon information and belief, the signatory for Respondents 

represented Respondents as owner of the TEAKSHI69 Mark in order to deceive the USPTO 

into allowing the Application, Ser. No. 8681035 to proceed to registration. 



51. These falsehoods are material to the registrability of the mark because if 

Respondents did not hold any rights based upon use in commerce or caused the Application, 

Ser. No. 8681035 to be executed by an unauthorized or non-existent person, the Application, 

Ser. No. 8681035 is void. 15 U.S.C. §1051. 

52. Respondents’ fraudulent representations effectively deny Petitioner the rights to 

which it is entitled, resulting in cognizable damage and injury to Petitioner. 

53. Based upon the foregoing, the Application, Ser. No. 8681035 is void. 15 U.S.C. 

§1051(a). 

COUNT X 

Fraud on the USPTO – Lack of Bona Fide Use 

54. Petitioner realleges and incorporates by reference the allegations contained in 

paragraphs 1 through 53, above, as if set forth in their entirety herein. 

55. In the Application, Ser. No. 8681035, Respondents submitted that they have 

used the TEKASHI69 Mark in commerce for the goods claimed in the Application since at 

least as early as September 23, 2014. 

56. Upon information and belief, that representation was false. 

57. Upon information and belief, Respondents had not used the TEKASHI69 Mark 

in commerce by the date of their application, nor by the date of first use claimed in the 

Application. 

58. In fact, Respondents have never used the TEKASHI69 Mark at all. 

59. Respondents’ false representations as to use of the TEKASHI69 Mark are 

material to the registrability of the TEKASHI69 Mark because if Respondents had not used 

the TEKASHI69 Mark by the filing date of the Application, Ser. No. 8681035, then registration 

would violate Section 15 U.S.C. §1051(a). 



60. Upon information and belief, Respondents knew of the falsity of their 

representation. 

61. Upon information and belief, Respondents represented themselves as having 

used the TEKASHI69 Mark in order to deceive the USPTO into allowing the Application, Ser. 

No. 8681035 to proceed to registration. 

62. Respondents’ fraudulent representation, if accepted, would effectively deny 

Petitioner the rights to which it is entitled, resulting in cognizable damage and injury to 

Petitioner. 

63. Based upon the foregoing, the `994 Registration must be cancelled. 

COUNT XI 

Fraud on the USPTO – Services Not Offered 

64. Petitioner realleges and incorporates by reference the allegations contained in 

paragraphs 1 through 63, above, as if set forth in their entirety herein. 

65. In support of the Application, Ser. No. 8681035, Respondents represented that 

they had offered the services claimed therein. 

66. Upon information and belief, and based on the results of thorough investigation, 

that representation was false. 

67. Upon information and belief, Respondents had not offered the services as of the 

claimed date of first use, nor by the date of the Application, Ser. No. 8681035. 

68. In fact, Respondents have never used the TEKASHI69 Mark at all. 

69. Respondents’ false representations as to providing of their purported services 

under the TEKASHI69 Mark are material to the registrability of the mark because if 



Respondents had not offered their services by the filing date of the Application, Ser. No. 

8681035, then registration violates Section 15 U.S.C. §1051(a)(1). 

70. Upon information and belief, Respondents knew of the falsity of their 

representations. 

71. Upon information and belief, Respondents represented themselves as having 

offered the services listed in the ̀ 994 Registration in order to deceive the USPTO into allowing 

the Application, Ser. No. 8681035 to proceed to registration. 

72. Respondents’ fraudulent representations effectively deny Petitioner the rights to 

which it is entitled, resulting in cognizable damage and injury to Petitioner. 

73. Based upon the foregoing, the `994 Registration must be cancelled. 

COUNT XII 

Fraud on the USPTO – Specimen 

74. Petitioner realleges and incorporates by reference the allegations contained in 

paragraphs 1 through 73, above, as if set forth in their entirety herein. 

75. In support of the Application, Ser. No. 8681035, Respondents submitted 

therewith a specimen bearing the TEKASHI69 Mark and represented that the Specimen had 

been used in commerce at least as early as the filing date of the Application, Ser. No. 8681035. 

76. Upon information and belief, that representation was false. 

77. Upon information and belief, Respondents had not used the TEKASHI69 Mark 

in commerce in relation to the services listed in the `994 Registration by the date of their 

application, nor by the date of first use claimed in the Application, Ser. No. 8681035. 

78. Respondents’ false representations as to their Specimen, as stated, are material 

to the registrability of the mark because if Respondents had not used the TEKASHI69 Mark 



by the filing date of the Application, Ser. No. 8681035, then registration violates Section 15 

U.S.C. §1051(a)(1). 

79. Upon information and belief, Respondents knew of the falsity of their 

representation. 

80. Upon information and belief, Respondents represented themselves as having 

used the Specimen in order to deceive the USPTO into allowing the Application to proceed 

to registration. 

81. Respondents’ fraudulent representations effectively deny Petitioner the rights to 

which it is entitled, resulting in cognizable damage and injury to Petitioner. 

82. If the TEKASHI69 Mark remains registered, it will be a source of impairment 

and injury to Petitioner’s rights to Petitioner’s Marks and Petitioner’s Right of Publicity. 

83. Accordingly, Petitioner will be damaged by the continued registration of 

Registration No. 5052994, which should be cancelled in its entirety on the grounds that it has 

been abandoned, was never actually used, and/or was secured based on fraud. 

The required fee has been provided. 
 

WHEREFORE, Petitioner prays that Registration No. 5052994 be cancelled with 

prejudice, that this Petition to Cancel be sustained in Petitioner’s favor, and for such other and 

further relief as the Board deems just and proper. The cancellation fee in the amount of $400 is 

submitted herewith. 

 Date: October 9, 2018     Respectfully Submitted, 

        William R. Samuels  

        / William R. Samuels /        



         
 

Scarinci Hollenbeck 
        3 Park Avenue 
        15th Floor 
        New York, NY 10016 
        (212) 784-6929 
        wsamuels@sh-law.com  

        Attorneys for Petitioner 

mailto:wsamuels@sh-law.com
















































































 

 

 

EXHIBIT B 


































