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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  

BEFORE THE TRADEMARK AND TRIAL APPEAL BOARD 

  

  

In the Matter of the United States Trademark Registration No. 5,011,948 

Registered August 2, 2016 for the mark UTOPIA KITCHEN  

 --------------------------------------------------------------------------x                

        :   

UTOPIA TABLEWARE, LTD.,           :                  

        :      

    Petitioner,           :                

        :   Cancellation No.: 92068784    

 v.                   :                

        :                

        : 

UTOPIA TOWELS, INC.              :               

        :       

    Registrant.           :         

        :  

---------------------------------------------------------------------------x 

 

REGISTRANT’S MOTION FOR LEAVE TO AMEND  
ANSWER TO PETITION FOR CANCELLATION 

 

TO THE COMMISSIONER OF PATENTS AND TRADEMARKS:  

 Pursuant to Rule 15(a) of the Federal Rules of Civil Procedure and Section 507.02 of the 

Trademark Trial and Appeal Board Manual of Procedure (“TBMP”), Registrant respectfully 

requests that the Trademark Trial and Appeal Board (the “Board”) enter an order granting 

Registrant leave to file an Amended Answer to Petition for Cancellation, in the form attached 

hereto to remove Paragraph 1 from the affirmative defenses. 

 Rule 15(a) of the Federal Rules of Civil Procedure provides that leave to amend a 

pleading “shall be freely given when justice so requires.” Fed. R. Civ. P. 15(a). Consistent with 

this rule, the Board liberally grants leave to amend pleadings at any stage of a proceeding when 

justice so requires, unless entry of the proposed amendment would violate settled law or be 

prejudicial to the rights of the adverse party or parties. See TBMP § 507.02   There is no 
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conceivable prejudice to Petitioner from granting Registrant leave to amend to remove an 

affirmative defense.  Petitioner, through counsel, has also consented to the filing of the Amended 

Answer.  Accordingly, Registrant should be granted leave to file an Amended Answer to 

Petitioner for Cancellation. 

 

Dated: October 30, 2018 

       Respectfully submitted, 

       ____/Sejal Rajan/___________________ 

       Sejal Rajan, Esq. 

 

       F. CHAU & ASSOCIATES, LLC 

       Attorneys for Registrant 

       UTOPIA TOWELS, INC. 

       130 Woodbury Road 

       Woodbury, NY 11797 

       P: (516) 692-8888 

       F: (516) 692-8889 

       E: mail@chauiplaw.com 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  

BEFORE THE TRADEMARK AND TRIAL APPEAL BOARD 

  

  

In the Matter of the United States Trademark Registration No. 5,011,948 

Registered August 2, 2016 for the mark UTOPIA KITCHEN  

 --------------------------------------------------------------------------x                

        :   

UTOPIA TABLEWARE, LTD.,           :                  

        :      

    Petitioner,           :                

        :   Cancellation No.: 92068784    

 v.                   :                

        :                

        : 

UTOPIA TOWELS, INC.              :               

        :       

    Registrant.           :         

        :  

---------------------------------------------------------------------------x 

 

 

AMENDED ANSWER TO PETITION FOR CANCELLATION 

 

 

 Registrant, Utopia Towels, Inc., through counsel, hereby submits its Amended Answer to 

the Petition for Cancellation for U.S. Registration No. 5,011,948 filed by Petitioner, Utopia 

Tableware, Ltd., as follows, with the following numbered paragraphs corresponding to the 

numbers of the paragraphs of the Petition for Cancellation. 

1. Registrant is without knowledge or information sufficient to form a belief as to the 

allegations of Paragraph 1 and therefore denies the same. 

2. Registrant is without knowledge or information sufficient to form a belief as to the 

allegations of Paragraph 2 and therefore denies the same. 

3. Registrant is without knowledge or information sufficient to form a belief as to the 

allegations of Paragraph 3 and therefore denies the same. 
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AFFIRMATIVE DEFENSES 

1. Petitioner’s claims are barred by the doctrine of laches.  Registrant’s mark has been on 

the Principal Register since August 6, 2016, which is the operative date for calculating 

laches in this case, barring even earlier knowledge of the mark by Petitioner.  Further, 

Petitioner was aware of Registrant’s mark just two months later, on October 23, 2016, 

when it was cited against Petitioner’s application for its UTOPIA design mark. Petitioner 

did not file its Petition for Cancellation until June 21, 2018.  Petitioner’s nearly two year 

delay in bringing forth this proceeding was unreasonable and has greatly prejudiced the 

Registrant, which has invested significant time and money into its mark and expanding its 

product line sold in connection with its mark during this time.   

 

 WHEREFORE, Registrant requests that the Board dismiss the Petition and strike the 

Petition for Cancellation. 

 

Dated: October 30, 2018 

       Respectfully submitted, 

       ____/Sejal Rajan/___________________ 

       Sejal Rajan, Esq. 

 

       F. CHAU & ASSOCIATES, LLC 

       Attorneys for Registrant 

       UTOPIA TOWELS, INC. 

       130 Woodbury Road 

       Woodbury, NY 11797 

       P: (516) 692-8888 

       F: (516) 692-8889 

       E: mail@chauiplaw.com 
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CERTIFICATE OF SERVICE 

 

I hereby certify that on October 30, 2018 a true and complete copy of the foregoing 

MOTION FOR LEAVE TO AMEND ANSWER TO PETITION FOR CANCELLATION has 

been served on Petitioner via electronic mail, to the following e-mail addresses: 

Andrew Dorisio 

KING & SCHICKLI PLLC 

 800 Corporate Drive, Suite 200  

 Lexington, KY 40503 

 

Email: Andrew@iplaw1.net, uspto@iplaw1.net, 

 heather@iplaw1.net  

  

 

 

Dated: October 30, 2018 

 

 

          

                 _______/Sejal Rajan/____________ 

         Sejal Rajan, Esq. 
 

 


