
Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA950236

Filing date: 01/27/2019

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 92068784

Party Plaintiff
Utopia Tableware Ltd.

Correspondence
Address

ANDREW D DORISIO
KING & SCHICKLI PLLC
800 CORPORATE DRIVE SUITE 200
LEXINGTON, KY 40503
UNITED STATES
andrew@iplaw1.net, uspto@iplaw1.net
859-252-0889

Submission Motion to Amend Pleading/Amended Pleading

Filer's Name Andrew D. Dorisio

Filer's email andrew@iplaw1.net, heather@iplaw1.net

Signature /add/

Date 01/27/2019

Attachments Motion to Amend Claim for Cancellation.pdf(23065 bytes )
Exhibit A - Amended Cancellation.pdf(16375 bytes )

http://estta.uspto.gov


1 

 

 IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

 BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 In the Matter of U.S. Reg. No. 5,011,948 

 For the mark Utopia Kitchen 

 Registered August 2, 2016 

 

UTOPIA TABLEWARE LTD. : 

: 

Petitioner, : 

 : 

         v.     :     CANCELLATION NO. 92068784 

: 

UTOPIA TOWELS INC., :  

: 

Registrant. : 

 

 PETITIONER’S MOTION FOR LEAVE TO FILE AMENDED  

CLAIM FOR CANCELLATION OF PLEADED REGISTRATION 

 

 Petitioner Utopia Tableware, Ltd., Inc. (“Petitioner”), by and through its undersigned 

counsel, hereby moves pursuant to Fed. R. Civ. P. 15(a)(2) and 37 C.F.R.§§ 2.107 and 2.115, to 

amend its claim for cancellation of the pleaded registration.  Petitioner’s proposed amended 

Answer and Counterclaim is tendered herewith as Exhibit A.  Specifically, Petitioner seeks to 

amend the claim for cancellation to include a partial cancellation claim in light of responses 

provided by Utopia Towels, Inc. (“Registrant”) to the First Set of Interrogatories served by 

Petitioner.  

FACTUAL BACKGROUND 

 Petitioner filed an application to register the UTOPIA and design mark in on July 8, 2016, 

in the U.S. Patent and Trademark Office which was designated Reg. App. Ser. No. 87/097748 

(“the ‘748 Application”). The mark in the ‘748 Application is presently under refusal based on a 

likelihood of confusion with Registrant’s UTOPIA KITCHEN mark of U.S. Registration No. 

5,011,948 (the “‘948 Registration”). 

On June 21, 2018, Petitioner filed a Petition for Cancellation of Registration for the ‘948 



2 

 

Registration. Registrant submitted an answer to Petitioner’s Petition for Cancellation on August 

28, 2018, alleging that Registrant’s use of the ‘948 mark predated any use of Petitioner’s ‘748 

Application. Registrant further asserted that the Petitioner’s claims were barred by the doctrine of 

laches. On October 30, 2018, Registrant filed a motion to amend the Answer, specifically 

requesting that priority be removed from the affirmative defenses asserted. The Board granted this 

motion on December 14, 2018. The parties are engaged in discovery and the discovery period 

remains open through February 26, 2019. 

 Petitioner currently seeks leave to amend its claim of cancellation to include a partial 

cancellation claim, and specifically requests cancellation of the goods “knife sharpeners” from 

International Class 008 of the ‘948 Registration.  

ARGUMENT 

Once a responsive pleading has been served and the time period set forth in FED. R. CIV. 

P. 15(a)(1)(B) has passed, TBMP § 507.01, FED. R. CIV. P. 15(a)(2), and 37 C.F.R. §§ 2.107 and 

2.115 allow a party to amend its pleading only upon written consent of the adverse party, or by 

leave of the court (or, in this instance, the Board). Rule 15 “was designed to facilitate the 

amendment of pleadings except where prejudice to the opposing party would result.” United States 

v. Houghman, 364 U.S. 310, 316 (1960). As further stated in the Rule, leave of court to amend 

pleadings should be freely given “when justice so requires.” 

In view of this standard and as expressly noted in TBMP §507.02, “the Board liberally 

grants leave to amend pleadings at any stage of a proceeding when justice so requires, unless entry 

of the proposed amendment would violate settled law or be prejudicial to the rights of the adverse 

party or parties.” See Zanella Ltd. v. Nordstrom Inc., 90 USPQ2d 1758, 1759 (TTAB 2008). TBMP 

§507.02 further provides that “[t]his is so even when a plaintiff seeks to amend its complaint to 

plead a claim other than those stated in the original complaint . . . .” Van Dyne-Crotty Inc. v. Wear-
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Guard Corp., 926 F.2d 1156, 17 USPQ2d 1866, 1867 (Fed. Cir. 1991) (amendment to add later-

acquired registration to tack on prior owner's use). 

Applying this standard to the present case, Petitioner respectfully submits it should be 

granted leave to amend its claim for cancellation of the ‘948 Registration to add the additional 

partial cancellation claim regarding the goods “knife sharpeners” in International Class 008.  On 

November 30, 2018, in response to Petitioner’s First Set of Interrogatories, Registrant conceded 

that the ‘948 Registration was not used in connection with “knife sharpeners” until July 25, 2016. 

This date is later than the filing date of the application that matured into the ‘948 Registration, 

which was filed on the basis of actual use under Section 1(a) as of November 25, 2015.  

Consequently, the registration is void as to the identified goods upon which Registrant did not 

have use as of the filing date, namely, knife sharpeners. Grand Canyon West Ranch, LLC v. 

Hualapai Tribe, 78 USPQ2d 1696 (TTAB 2006). 

This case is still in an open discovery period, and grant of this Motion is believed to require 

no further discovery.  Accordingly, there is no undue delay or prejudice to Registrant in the 

addition of the amendment of the claim  

CONCLUSION 

In view of the foregoing, it is submitted that the motion to amend is well taken and that the 

Board should grant Petitioner’s Motion for Leave to File Amended Claim for Cancellation and 

accept the amended pleading submitted herewith. 

 Respectfully submitted, 

 

Dated: January 27, 2019   By:   /Andrew D. Dorisio/   

 Andrew D. Dorisio 

 KING & SCHICKLI, PLLC 

 800 Corporate Drive, Suite 200 

 Lexington, KY 40503 

 Telephone: (859) 252-0889 
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 ATTORNEYS FOR PETITIONER 

 UTOPIA TABLEWARE, LTD. 

CERTIFICATE OF SERVICE 

 

 I hereby certify that on this the 27th day of January 2019, a true and complete copy of the 

foregoing PETITIONER’S MOTION FOR LEAVE TO FILE AMENDED CLAIM FOR 

CANCELLATION OF PLEADED REGISTRATION has been served via email to: 

 

Sejal Rajan, Esq. 

F. CHAU & ASSOCIATES, LLC 

Attorneys for Registrant 

UTOPIA TOWELS, INC. 

130 Woodbury Road 

Woodbury, NY 11797 

rajan@chauiplaw.com 

 

      

Signature: /Andrew D. Dorisio/    

    Andrew D. Dorisio 

 

Dated: January 27, 2019 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In the Matter of U.S. Reg. No. 5,011,948 

For the mark UTOPIA KITCHEN 

Registered August 2, 2016 

 

UTOPIA TABLEWARE LTD. : 

: 

Petitioner, : 

: 

v. : 

: 

UTOPIA TOWELS INC., : 

: 

Registrant. : 

 

AMENDED PETITION FOR CANCELLATION 
 

Utopia Tableware Ltd. (“Petitioner”) hereby petitions for both full and partial cancellation 

or restriction of the UTOPIA KITCHEN mark of U.S. Registration No. 5,011,948 (the “‘948 

Registration”).   

As grounds for partial cancellation, it is alleged that: 

 

1. Petitioner is a British limited company, and the applicant for U.S. Reg. Appl. Ser. No. 

 

87/097748, for the mark UTOPIA & Design, which is presently under refusal based on a likelihood 

of confusion with the UTOPIA KITCHEN mark of the ‘948 Registration. 

2. Petitioner has used, or caused to be used, the mark or trade name UTOPIA in connection 

with housewares and, in particular, tableware, sold or transported in U.S. commerce at least as 

early as March 30, 2015, Registrant’s claimed date of first use in the ‘948 Registration, and before 

the filing date of the same.  

3.  Registrant’s UTOPIA KITCHEN mark of the ‘948 Registration so resembles the 

Petitioner’s UTOPIA mark or trade name, as used in connection with Petitioner’s goods, as to be 

likely, when used on or in connection with the goods of the ‘948 Registration, to cause confusion,to 

cause mistake, and/or to deceive under Section 2(d) of the Lanham Act, 15 U.S.C. § 1052(d). 

4. Petitioner hereby requests that, pursuant to Section 18 of the Trademark Act, the 

identification of goods of the ‘948 Registration be partially cancelled or restricted in International 

Class 008 as follows (proposed language for deletion stricken through):  
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Can openers; Cleavers; Cutlery; Flatware, namely, forks, knives, and spoons; Hand-

operated choppers; Hand-operated slicers; Kitchen knives; Knife sharpeners; Non-

electric fruit peelers; Non-electric garlic peelers; Non-electric vegetable peelers; Pizza 

cutters; Scissors for kitchen use; Tool aprons 

 

5.  As grounds for this partial cancellation, Petitioner states that the ‘948 Registration is based 

on use of the applied-for mark.  However, according to Registrant’s discovery responses, the 

UTOPIA KITCHEN mark was not used in connection with “knife sharpeners” until July 25, 2016, 

which is after the filing date of the application filed under Section 1(a) of the Trademark Act that 

matured into the ‘948 Registration.  

WHEREFORE, Petitioner prays for full and partial cancellation of the ‘948 Registration 

on the foregoing grounds, and for any and all other relief as the Board deems proper. 

Respectfully submitted, 

 

Dated: January 27, 2019 By:  /Andrew D. Dorisio/ 

Andrew D. Dorisio 

KING & SCHICKLI, PLLC 

800 Corporate Drive, Suite 200 

Lexington, KY 40503 

Telephone: (859) 252-0889 

Facsimile: (859) 252-0779 

 

ATTORNEYS FOR PETITIONER 

UTOPIA TABLEWARE LTD. 
 


