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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

WEST, TARA )
)
Petitioner, )
) Cancellation No. 92,068,776
V. ) Registration No. 4,835,290
)  Mark: KINDERREADING (Design)
OWEN, JAN )
)
Registrant )
)

AMENDED PETITION TO CANCEL

Petitioner, Tara West, believes that she is being harmed by the registration of Registration
No. 4,835,290 for the KINDERREADING design mark, registered October 20, 2015 on the
Principal Registry by Jan Owen, and hereby petitions for its cancellation. As ground for cancelling,
Petitioner alleges as follows:

Registrant’s Initial Application

1. Registrant, Jan Owen, is an individual residing in Florida (“Registrant”).

2. Registrant claims ownership of a special form trademark consisting of a design of
a book with a child and hearts on top of the book and the stylized text “KinderReading” to the
right (“Registrant’s Mark”).

3. Registrant filed a Section 1(a) application with the USPTO on February 2, 2015 for
Registrant’s Mark, claiming a first use in commerce date of August 20, 2014 (the “Application”).

4. After an examiner’s amendment to the Application on May 7, 2015, Registrant’s
services were specified as “Educational services, namely, conducting mentoring, tutoring,

workshops, classes, seminars and online instruction in the field of early childhood education,



namely, in the fields of reading and writing, and distribution of curriculum and course materials in
connection therewith” in class 41 (“Registrant’s Services”).

5. The specimen submitted by Registrant in the Application was an electronic screen
capture of Registrant’s website (the “Specimen”).

6. Registrant signed a sworn declaration, submitted to the USPTO with the
Application, stating that *“...the applicant is the owner of the trademark/service mark sought to be
registered...”

7. Registrant signed a sworn declaration, submitted to the USPTO with the
Application, stating that “...the applicant or the applicant's related company or licensee is using
the mark in commerce on or in connection with the goods/services in the application, and such use
by the applicant's related company or licensee inures to the benefit of the applicant...”

8. Registrant signed a sworn declaration, submitted to the USPTO with the
Application, stating that ““...the specimen(s) shows the mark as used on or in connection with the

goods/services in the application...”

Registrant’s Activity

9. As of the date of the Application, Registrant had not offered any of Registrant’s
Services in commerce in connection with Registrant’s Mark.

10. As of the date of the Application, Registrant was not offering anything for sale on
the website submitted as the Specimen in the Application.

11. As of the date of the Application, Registrant had not conducted any mentoring in
connection with Registrant’s Mark.

12. As of the date of the Application, Registrant had not offered any tutoring in

connection with Registrant’s Mark.



13. As of the date of the Application, Registrant had not offered any workshops in
connection with Registrant’s Mark.

14. As of the date of the Application, Registrant had not offered any classes in
connection with Registrant’s Mark.

15. As of the date of the Application, Registrant had not offered any seminars and
online instruction in connection with Registrant’s Mark.

16. The Specimen did not show Registrant’s Mark being used in connection with
Registrant’s Services.

17. Registrant knew she was not using Registrant’s Mark in commerce on or in
connection with Registrant’s Services.

18. Registrant knew the Specimen did not show Registrant’s Mark being used on or in
connection with Registrant’s Services.

19. Registrant’s sworn statement to the USPTO that “the applicant or the applicant's
related company or licensee is using the mark in commerce on or in connection with the
goods/services in the application, and such use by the applicant's related company or licensee
inures to the benefit of the applicant” was false.

20. Registrant’s sworn statement to the USPTO that “the specimen(s) shows the mark
as used on or in connection with the goods/services in the application” was false.

21. Registrant knowingly made the false sworn statement to the USPTO that “the
applicant or the applicant's related company or licensee is using the mark in commerce on or in
connection with the goods/services in the application, and such use by the applicant's related

company or licensee inures to the benefit of the applicant.”



22. Registrant knowingly made the false sworn statement to the USPTO that “the
specimen(s) shows the mark as used on or in connection with the goods/services in the
application.”

23. These false statements were made knowingly by Registrant with the intent to
deceive the USPTO into allowing the Application.

24. These false statements were material in that the USPTO would have refused the
Application if Registrant’s Mark was not being used in commerce on or in connection with
Registrant’s Services or if the Specimen was not showing such use.

25. Registrant knew that the USPTO would have refused the Application if Registrant’s
Mark was not being used in commerce on or in connection with Registrant’s Services or if the

Specimen was not showing such use.

Registrant’s Office Action Response

26. In the May 7, 2015 examiner’s amendment, the trademark examining attorney
refused registration because the specimen showed that Registrant’s Mark had not yet been used in
commerce. Specifically, the examiner noted “the website screen shot submitted as a specimen
states ‘this site is still in the process of being built’, which indicates that the services were not
rendered in commerce as of the filing date” (the “Office Action”).

217. On June 15, 2015, the trademark examining attorney added a note to the
Application’s file stating that the examiner had a phone call with Registrant and noted that:
“Applicant indicates that the specimen (website) was in use at the time of the filing date and the
reference to ‘process of being built’ and ‘check often to see our progress’ indicates applicant is

continually adding new content to the website” (the Office Action Response”).



28. Registrant’s statements to the trademark examining attorney were made in order to
further support Registrant’s knowingly false statements made in the Application.

29. The UPSTO relied on these sworn statements to allow the Application.

30. Registrant’s statement to the trademark examining attorney indicating that
Registrant’s Mark was being used in commerce on or in connection with Registrant’s Services is
false.

31. Registrant’s statement “that the specimen (website) was in use at the time of the
filing date” was false.

32. Registrant knowingly made the false statement to the USPTO indicating that
Registrant’s Mark was being used in commerce on or in connection with Registrant’s Services.

33. Registrant knowingly made the false statement to the USPTO that “the specimen
(website) was in use at the time of the filing date”.

34, These additional false statements were made knowingly by Registrant with the
intent to further deceive the trademark examining attorney, and thus the USPTO, into allowing the
Application.

35. These additional false statements further indicate and support that Registrant’s
intent in knowingly making the false statements in the Application were to deceive the USPTO
into allowing the Application.

36. These false statements were also material in that the trademark examining attorney
would not have withdrawn his refusal to register Registrant’s Mark unless Registrant indicated
that Registrant’s Mark was being used in commerce on or in connection with Registrant’s Services

and that the Specimen was showing such use.



37. Registrant knew that the trademark examining attorney would not have withdrawn
his refusal to register Registrant’s Mark unless Registrant indicated that Registrant’s Mark was
being used in commerce on or in connection with Registrant’s Services and that the Specimen was
showing such use.

38. Registrant’s Mark was registered on October 20, 2015 on the principal registry (the
“Registration”).

39. Registrant’s Mark would not have registered but for the knowingly false sworn

statements made by Registrant with the intent to deceive the USPTO.

Registrant’s Subsequent Lack of Use

40. Alternatively, Registrant has abandoned use of Registrant’s Mark.

41. The website which was submitted in the Specimen (the “Website™) is currently
incomplete and contains numerous instances of placeholder language.

42. Registrant does not currently use the Website.

43. Registrant has not used the Website since the Registration was issued.

44. Registrant has no bona fide intent to begin using the Website.

45. Registrant does not currently offer anything for sale on the Website.

46. Registrant has not sold anything on the website since the Registration was issued.
47. Registrant has no bona fide intent to sell anything on the website.

48. Registrant does not currently offer any of Registrant’s Services in commerce in

connection with Registrant’s Mark.
49. Registrant has not offered any of Registrant’s Services in commerce in connection

with Registrant’s Mark since the Registration issued.



50. Registrant does not have a bona fide intent to offer any of Registrant’s Services in
commerce in connection with Registrant’s Mark.

51. Registrant does not currently conduct any mentoring in connection with
Registrant’s Mark.

52. Registrant has not conducted any mentoring in connection with Registrant’s Mark
since the Registration issued.

53. Registrant does not have a bona fide intent to conduct any mentoring in connection
with Registrant’s Mark.

54. Registrant does not currently offer any tutoring in connection with Registrant’s
Mark.

55. Registrant has not offered any tutoring in connection with Registrant’s Mark since
the Registration issued.

56. Registrant does not have a bona fide intent to offer any tutoring in connection with
Registrant’s Mark.

57. Registrant does not currently offer any workshops in connection with Registrant’s
Mark.

58. Registrant has not offered any workshops in connection with Registrant’s Mark
since the Registration issued.

59. Registrant does not have a bona fide intent to offer any workshops in connection
with Registrant’s Mark.

60. Registrant does not currently offer any classes in connection with Registrant’s

Mark.



61. Registrant has not offered any classes in connection with Registrant’s Mark since
the Registration issued.

62. Registrant does not have a bona fide intent to offer any classes in connection with
Registrant’s Mark.

63. Registrant does not currently offer any seminars and online instruction in
connection with Registrant’s Mark.

64. Registrant has not offered any seminars and online instruction in connection with
Registrant’s Mark since the Registration issued.

65. Registrant does not have a bona fide intent to offer any seminars and online

instruction in connection with Registrant’s Mark.

Petitioner’s Background

66. Petitioner, Tara West, is an individual residing in Kansas (“Petitioner”).
67. Petitioner is the owner of a family of trademarks, for which she owns numerous
trademark registrations, which all contain the prefix “KINDER” and are used in connection with

her services:

TRADEMARK REG. NO./ APPLICATION SERIAL NO.

KINDERLITERACY Reg. No. 4,901,475
KINDERMATH Reg. No. 4,967,197
KINDERSTART Reg. No. 5,133,041
KINDERPHONICS Reg. No. 5,252,681
KINDERHEALTH Reg. No. 5,309,899
KINDERWORDFAMILIES Reg. No. 5,371,344
KINDERWORDBUILDING Reg. No. 5,371,345
KINDERREADERS App. Serial No. 87,352,346
KINDERSCIENCE App. Serial No. 87,761,759
KINDERWRITING App. Serial No. 87,764,401




68. On February 28, 2017 Petitioner filed an application with the USPTO for her
KINDERREADERS trademark (“Petitioner’s Application”).

69. On May 25, 2017, Petitioner’s Application received a section 2(d) refusal because
of a likelihood of confusion with the Registration.

70. Despite an office action response, on February 19, 2018, Petitioner’s Application
received a second section 2(d) refusal because of a likelihood of confusion with the Registration.

71. The section 2(d) refusal is the only grounds for refusal in the February 19, 2018
office action.

72. Petitioner is being harmed by the Registration because it is preventing Petitioner
from registering her own KINDERREADING trademark.

73. Petitioner will continue to be harmed if Registrant’s Mark is not cancelled.

CLAIM 1
Cancellation — No Use in Commerce
(15 U.S.C. § 1(a))

74. Petitioner incorporates by reference its answers to the previous allegations as if

fully set forth herein.

75. Registrant filed a 1(a) application with the USPTO which requires use in
commerce.

76. At the time of Registrant’s 1(a) application, Registrant was not using Registrant’s
Services in commerce on or in connection with Registrant’s Services.

77. Registrant’s Mark should not have been allowed to register because it was not in
use in commerce on or in connection with Registrant’s Services at the time of the application as

required by 15 U.S.C. § 1051(a).



78. The Registration should therefore be cancelled under 15 U.S.C. § 1051(a) and 15

U.S.C. § 1064.
CLAIM III
Cancellation — Fraud in the Procurement
(15 U.S.C. § 1064(3))
79. Petitioner incorporates by reference its answers to the previous allegations as if

fully set forth herein.

80. Registrant made multiple false sworn statements in procuring the Registration.

81. In Registrant’s Application, Registrant falsely swore that Registrant’s Mark was
being used in commerce on or in connection with Registrant’s Services at the time of the
application.

82.  In Registrant’s Application, Registrant falsely swore that the Specimen showed
Registrant’s Mark as used on or in connection with Registrant’s Services.

83.  In the Office Action Response, Registrant again falsely stated that Registrant’s
Mark was being used in commerce on or in connection with Registrant’s Services at the time of
the application.

84. In the Office Action Response, Registrant again falsely stated that the Specimen
showed Registrant’s Mark as used on or in connection with Registrant’s Services.

85.  Registrant knew all of these statements were false but made them knowingly with
the intent to deceive the USPTO into allowing the Registration.

86. The false statements factored materially into the USPTQO’s decision to allow the
Registration.

87. Registrant knew the Registration would not have been allowed without the

knowingly false statements.
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88. Therefore, Registrant knowingly made false, material representations in a sworn
declaration submitted to the USPTO with the intent to deceive the Office into allowing the
Registration.

89. Registrant committed fraud on the USPTO in procuring the Registration.

90. The Registration should therefore be cancelled under 15 U.S.C. § 1064.

CLAIM 1V
Cancellation — Abandonment
(15 U.S.C. § 1064(3))

91.  Petitioner incorporates by reference its answers to the previous allegations as if
fully set forth herein.

92. Registrant does not currently offer any of Registrant’s Services in commerce in
connection with Registrant’s Mark.

93. Registrant has not offered any of Registrant’s Services in commerce in connection
with Registrant’s Mark since the Registration issued.

94.  Registrant does not have a bona fide intent to offer any of Registrant’s Services in
commerce in connection with Registrant’s Mark.

95. Registrant has abandoned Registrant’s Mark and has no intent to resume use of
Registrant’s Mark.

96. The Registration should therefore be cancelled under 15 U.S.C. § 1064.

11



WHEREFORE, Petitioner prays that said Registration No. 4,835,290 be cancelled.

Dated: June 20, 2018
Respectfully submitted,

By: /s/ Arthur K. Shaffer

Arthur K. Shaffer USPTO #50,257
INTELLECTUAL PROPERTY CENTER, LLC
7101 College Blvd, Suite 1520

Overland Park, Kansas 66210

Telephone: 913-345-0900

Facsimile: 913-345-0903

Attorney for Registrant

12



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

WEST, TARA )
)
Petitioner, )
) Cancellation No. 92,068,776
V. ) Registration No. 4,835,290
) Mark: KINDERREADING (Design)
OWEN, JAN )
)
Registrant )
)

SUGGESTIONS IN OPPOSITION TO DISMISSAL

COMES NOW, Petitioner Tara West, and states the following in opposition to the Board’s
sua sponte dismissal of the Petition to Cancel:
L. STANDARD

Notably, the Board raised the issues of sufficiency of Petitioner’s Petition sua sponte.
Nonetheless, to survive dismissal, all a Petition must contain is “sufficient factual matter, accepted
as true, to ‘state a claim to relief that is plausible on its face.”” Ashcroft v. Igbal, 556 U.S. 662
(2009)(quoting Bell Atlantic Corp. v. Twombly, 550 U.S. 544, 570 (2007)). The pleading must be
examined in its entirety, construing the allegations therein liberally, as required by Fed. R. Civ. P.
8(f), to determine whether it contains any allegations which, if proved, would entitle the petitioner
to the relief sought. See Lipton Industries, Inc. v. Ralston Purina Co., 670 F.2d 1024, 213 USPQ
185 (CCPA 1982); Kelly Services Inc. v. Greene's Temporaries Inc., 25 USPQ2d 1460 (TTAB
1992); and TBMP § 503.02 (2d. ed. rev. 2004). All of the petitioner's well-pleaded allegations
must be accepted as true, and the petition must be construed in the light most favorable to the
petitioner. See Advanced Cardiovascular Systems Inc. v. SciMed Life Systems Inc., 988 F.2d 1157,

26 USPQ2d 1038 (Fed. Cir. 1993); SA Wright & Miller, Federal Practice And Procedure: Civil



2d § 1357 (1990). Dismissal for insufficiency is appropriate only if it appears certain that petitioner
is entitled to no relief under any set of facts which could be proved in support of its claim. See Fair
Indigo LLC v. Style Conscience, 85 U.S.P.Q.2D (BNA) 1536, 1538, 2007 TTAB LEXIS 89, *4-5
(Trademark Trial & App. Bd. November 21, 2007); Stanspec Co. v. American Chain & Cable

Company, Inc., 531 F.2d 563, 189 USPQ 420 (CCPA 1976).

II. AMENDMENTS

In its September 4, 2018 order, the Board gave Petitioner leave to file amended pleadings.
Therefore, Petitioner has filed an Amended Petition contemporaneously herewith. Below,
Petitioner explains the differences between the Amended Petition and the Petition as filed
originally.

As an initial note, Petitioner has amended the Petition to remove all “information and
belief” clauses. The Board appears to disfavor the language, and all of the allegations in
Petitioner’s complaint are supported without the language. This should fix many of the Boards
issues with the Petition.

Additionally, Petitioner has entirely removed Claim II for cancellation based upon an
improper specimen. As discussed in more detail below, Petitioner accepts the Boards ruling and
has agreed to remove the relevant claim. However, the insufficient specimen is still relevant in this
case and therefore any allegations relating to the specimen not showing use have been retained.

The one exception to this is paragraph 77 which has been removed. While logically an
“extra” or nonmaterial allegation could never render a sufficiently pled claim insufficient,
Petitioner has decided to remove the paragraph anyway for clarity. See Lipton Industries, 670 F.2d

1024)(Petition must only contain any allegation which, if proved, would entitle petitioner to



relief). This should make it clear that Claim I is related to Registrant’s total lack of use period and

is not just limited to its failure to show use with its specimen.

III. ARGUMENTS

i. Sufficiency of the Specimen is not a Ground for Cancellation

Petitioner concedes that an insufficient specimen alone is not grounds for cancellation. As
a result, Petitioner has removed Claim II from its Amended Petition. However, the allegations that
Registrant’s specimen does not show use is still relevant to Petitioner’s proper claim of nonuse. If
Registrant’s specimen in her application did show use then it would follow that Registrant’s mark
was in use in commerce. Therefore, Petitioner has logically pled facts to allege that Registrant’s
specimen does not show use and that it couldn’t possibly show use because Registrant’s mark was
not in use in commerce. Additionally, even now it appears that Registrant’s only supposed use is
the website which was submitted as the specimen. Consequently, Petitioner has alleged facts that
the website does not constitute use in commerce. Again, while an insufficient specimen alone is
not grounds for cancellation, an insufficient specimen — particularly when it shows a website
which Registrant is relying on to show use — is still a relevant fact for a claim of nonuse. Below,

Petitioner will detail the additional allegations which make its claim of nonuse sufficient.

il. Claim of nonuse
In its Order, The Board was fixated on one paragraph of Petitioner’s complaint which has
now been removed for clarifying purposes: paragraph 77. Petitioner would like to point to just
some of the many other paragraphs of the Petition which support the claim of nonuse but, for some

reason, where not considered by the Board: Paragraphs 9-16. As discussed, Petitioner has amended



such paragraphs to remove “Upon information and belief.” However, even before such qualifier
was removed, Petitioner clearly pled a claim of non-use and is frankly confounded as to why the
Board appeared to entirely ignore the part of the Petition which put forth the facts relating to non-
use. Inexplicably, the Board did not even refer to or consider these paragraphs in its discussion
regarding the sufficiency of Petitioner’s non-use claim, despite the fact such paragraphs are
certainly the most relevant. Specifically, Paragraphs 9-16 state:

9. As of the date of the Application, Registrant had not offered any of Registrant’s
Services in commerce in connection with Registrant’s Mark.

10. As of the date of the Application, Registrant was not offering anything for sale on
the website submitted as the Specimen in the Application.

11. As of the date of the Application, Registrant had not conducted any mentoring in
connection with Registrant’s Mark.

12. As of the date of the Application, Registrant had not offered any tutoring in
connection with Registrant’s Mark.

13. As of the date of the Application, Registrant had not offered any workshops in
connection with Registrant’s Mark.

14. As of the date of the Application, Registrant had not offered any classes in
connection with Registrant’s Mark.

15. As of the date of the Application, Registrant had not offered any seminars and
online instruction in connection with Registrant’s Mark.

16. The Specimen did not show Registrant’s Mark being used in connection with

Registrant’s Services.



Paragraph 9 alone, if proven true, would be sufficient to support Petitioner’s claim of non-
use. Nonetheless, Petitioner laid out other allegations to support the claim. Petitioner specifically
alleged that Registrant was not offering any of the individual services it claimed to offer in
connection with its mark at the time of the application. Petitioner also alleged that Registrant’s
website did not offer anything for sale. And yes, Petitioner alleged that Registrant’s specimen did
not show use as this is a supporting fact, but again, it is not the meat or crux of the claim. Petitioner
goes into even more detail later in the Petition about Registrant’s lack of use of the mark and the
services at the time of the application, and even into details about how Registrant knew it was not
using the mark in connection with the services.

Again, it is bewildering to Petitioner that the Board only considered one paragraph of the
over 100 when considering whether or not Petitioner’s claim of non-use was sufficiently pled. The
Board completely ignored the most relevant paragraphs, instead picking out one specific and only
tangentially relevant paragraph to attack. Such analysis is frankly not proper as the Petition must
be examined in its entirety for any allegations that would entitle Petitioner to relief. See, e.g.,
Lipton Industries, 670 F.2d 1024. Petitioner pled that Registrant was not using its mark in
commerce in connection with its services at the time of the application. If such allegations were

proven true, Petitioner is undoubtedly entitled to relief.

iii. Claim of Abandonment is not Sufficiently Pled
Petitioner is again perplexed by the Board’s continued fixation on the specimen and its
assertion that “Petitioner has not expressly alleged either at least three consecutive years of nonuse
or facts that show a period of nonuse less than three years coupled with an intent not to resume

use, focusing instead on whether the specimen shows use.” (emphasis added). Once again,



Petitioner did allege facts that the specimen does not show use but this is simply done in a few of
the over 100 paragraph Petition. Petitioner certainly did not “focus on this” and even if Petitioner
had, it is irrelevant. All that matters is that somewhere in the Petition — which must be considered
by the board in its entirety — there is any single allegation which, if proved, would entitle Petitioner
to relief. See Lipton Industries, 670 F.2d 1024. In the other 100 paragraphs of the Petition which
do not focus on the specimen, those which the Board has improperly disregarded, Petitioner has
alleged “facts that show a period of nonuse less than three years coupled with an intent not to
resume use.” Most of these facts are under the suitably titled section “Registrant’s Subsequent
Lack of Use.”

Most to the point, Petitioner alleges the following in Paragraphs 48 and 50 (as mentioned
above, all “upon information and belief” clauses have been removed):

48. Registrant does not currently offer any of Registrant’s Services in commerce in
connection with Registrant’s Mark.

50. Registrant does not have a bona fide intent to offer any of Registrant’s Services in
commerce in connection with Registrant’s Mark.

These allegations clearly allege “a period of nonuse less than three years” (paragraph 48)
coupled with “an intent not to resume use” (paragraph 50). Petitioner believes these two allegations
alone support a claim of abandonment. Nonetheless, in the Petition, Petitioner goes on to allege
abandonment specifically for each individual service offered. These paragraphs are reproduced
below (as mentioned above, all “upon information and belief” clauses have been removed):

51. Registrant does not currently conduct any mentoring in connection with

Registrant’s Mark.



53. Registrant does not have a bona fide intent to conduct any mentoring in connection
with Registrant’s Mark.

54. Registrant does not currently offer any tutoring in connection with Registrant’s
Mark.

56. Registrant does not have a bona fide intent to offer any tutoring in connection with
Registrant’s Mark.

57. Registrant does not currently offer any workshops in connection with Registrant’s
Mark.

59. Registrant does not have a bona fide intent to offer any workshops in connection
with Registrant’s Mark.

60. Registrant does not currently offer any classes in connection with Registrant’s
Mark.

62. Registrant does not have a bona fide intent to offer any classes in connection with
Registrant’s Mark.

63. Registrant does not currently offer any seminars and online instruction in
connection with Registrant’s Mark.

65. Registrant does not have a bona fide intent to offer any seminars and online
instruction in connection with Registrant’s Mark.

Additionally, Petitioner makes allegations that Registrant has not offered any of its services
in commerce in connection with its mark whatsoever since the Registration issued. For example,
Paragraph 49 (as mentioned above, all “upon information and belief” clauses have been removed):

49. Registrant has not offered any of Registrant’s Services in commerce in connection

with Registrant’s Mark since the Registration issued.



Petitioner also makes an analogous allegation for each individual service. Registrant’s
registration issued on October 20, 2015. Therefore, Petitioner has ultimately alleged, with precise
detail for each individual service, that Registrant has had a specific and lengthy period of nonuse,
albeit slightly less than three years: the period from October 20, 2015 to today. And, as discussed
above, Petitioner has alleged that Registrant has no bona fide intention of offering any of its
services in connection with its mark in the future. In addition to these already numerous
allegations, the Petition contains even more allegations which support the claim for abandonment
such as the allegations that Registrant is not currently using its website which it has previously
relied on for showing use. See Paragraphs 41-47. Clearly, if all these facts are proven true,
Petitioner would be entitled to relief relating to Registrant’s abandonment of the mark. Therefore,

Petitioner has properly pled its claim for abandonment.

iv. Claim of Fraud
While Petitioner does not concede that its use of “upon information and belief” renders its
fraud claim insufficient, Petitioner has amended its Petition to remove the qualifier from the
relevant paragraphs. An applicant or registrant commits fraud when it knowingly makes a false,
material representation in any sworn declaration submitted to the USPTO with the intent to deceive
the Office. In re Bose Corp., 91 U.S.P.Q.2d 1938, 1939-1941 (Fed. Cir. 2009).

1. The Representations in Sworn Declarations

In paragraphs 6-8, Petitioner specifically lists the relevant sworn declarations and quoted

the representations which will make up the basis of the fraud claim:



6. Registrant signed a sworn declaration, submitted to the USPTO with the
Application, stating that *“...the applicant is the owner of the trademark/service mark sought to be
registered...”

7. Registrant signed a sworn declaration, submitted to the USPTO with the
Application, stating that “...the applicant or the applicant's related company or licensee is using
the mark in commerce on or in connection with the goods/services in the application, and such use
by the applicant's related company or licensee inures to the benefit of the applicant...”

8. Registrant signed a sworn declaration, submitted to the USPTO with the
Application, stating that ““...the specimen(s) shows the mark as used on or in connection with the
goods/services in the application...”

2. The Representations were False

Petitioner has already discussed the allegations in a section ii above which, if accepted as
true, prove that Registrant was not using the mark in commerce in connection with its services and
therefore was not the owner of the mark and could not and did not submit a specimen which
showed use. In other words, Petitioners sufficiently pled facts which, if proven true, show that
Registrant made sworn statements which were false: the mark was not being used in commerce,
Registrant was not the owner of the mark, and the specimen did not show use. For greater
emphasis, Petitioner specifically pled this:

19. Registrant’s sworn statement to the USPTO that “the applicant or the applicant's
related company or licensee is using the mark in commerce on or in connection with the
goods/services in the application, and such use by the applicant's related company or licensee

inures to the benefit of the applicant” was false.



20. Registrant’s sworn statement to the USPTO that “the specimen(s) shows the mark
as used on or in connection with the goods/services in the application” was false.
Again, Paragraphs 19 and 20 themselves are further supported by the same facts supporting
Petitioner’s claim for non-use. As discussed in section ii above, Petitioner sufficiently pled that
Registrant was not using the mark in commerce and that the specimen did not show use. Therefore,
Petitioner sufficiently pled that the relevant declarations were false.

3. The Representations were Material

Additionally, Petitioner properly alleged that such false statements were material for
registration. It is inherent that the use of the mark in commerce is material because registration
could not happen without use. In that vein, Petitioner pled:

24. These false statements were material in that the USPTO would have refused the
Application if Registrant’s Mark was not being used in commerce on or in connection with
Registrant’s Services or if the Specimen was not showing such use.

Frankly, it cannot be disputed that a false representation about use of the mark is material.
Nonetheless, Petitioner has explicitly and properly pled this.

4. The Representations were made Knowingly

Next, Petitioner made numerous allegations which support the fact that the false
representations were made knowingly by Registrant. More broadly, Petitioner pled the following
in paragraphs 17, 18, 21, and 22:

17. Registrant knew she was not using Registrant’s Mark in commerce on or in
connection with Registrant’s Services.

18. Registrant knew the Specimen did not show Registrant’s Mark being used on or in

connection with Registrant’s Services.
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21. Registrant knowingly made the false sworn statement to the USPTO that “the
applicant or the applicant's related company or licensee is using the mark in commerce on or in
connection with the goods/services in the application, and such use by the applicant's related
company or licensee inures to the benefit of the applicant.”

22. Registrant knowingly made the false sworn statement to the USPTO that “the
specimen(s) shows the mark as used on or in connection with the goods/services in the
application.”

However, Petitioner also pled many particular facts to further support these contentions. It
has been alleged throughout the Petition that Registrant has relied on her website to show use of
her mark in connection with her services. See Paragraphs 5, 26, 27. Indeed it is alleged that the
specimen consists solely of this website. See Id. To support its allegations that the Registrant
knowingly made the false statements related to 1) use of the mark in commerce and 2) the specimen
showing use, Petitioner pled facts which noted that the website in question stated “this site is still
in the process of being built.” See Paragraph 26. As alleged, Registrant told the examiner that the
website did in fact show use and the “under construction” language merely referred to the fact the
website was being continuously updated, but Petitioner alleges that this is false and that Registrant
knew the website was not complete and did not offer anything for sale. See Paragraphs 30-35.
Furthermore, it has already been discussed that Petitioner pled that Registrant was not offering any
of its services. See Paragraphs 9-18.

In other words, the allegations, if proven true, would establish that Registrant claimed use
based upon her website but that Registrant in fact knew the website was still under construction
and that she was not currently offering any services in connection with the mark on the website or

anywhere else. Clearly this allegation supports that Registrant knowingly made a false statement
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that the website showed use. It also provides specific facts that support that the Registrant knew
the mark was not in use whatsoever. These allegations, if proven true, would establish that
Registrant knew she was not using the mark with the services but nonetheless stated she was
anyway in the application; and that the she knew the website in the specimen did not show use but
she nonetheless stated it did anyway in the application. In short, Petitioner pled that Registrant
made the false statements knowingly, and pled additional facts for which that allegation is
reasonably based on.

5. Intent to Deceive the Office

Finally, Petitioner properly pled that Registrant’s intent was to deceive the Office. The
details surrounding Registrant’s Office Action Response (Paragraphs 26-39) provide allegations
that the Registrant knew, based upon the office action she received and her conversations with the
examiner, that her mark would not be allowed to register unless she made a sworn declaration that
her mark was being used with the specified services in commerce and that the specimen showed
use. Additionally, it was alleged that Registrant knew she was not offering the services and that
she knew the website in the specimen was not complete or in use. These facts form the basis for
the allegation that Registrant’s false statements were made with the intent to deceive the Office
into believing that the mark was in use in commerce and that the specimen showed use so that the
Office would allow the registration.

Overall, and particularly throughout paragraphs 1-39, Petitioner pled that Registrant made
sworn declarations which were false and material and that Registrant knew these declarations were
false but made them nonetheless to deceive the Office into allowing the registration. Particular
facts supporting these allegations were also pled, including the website’s “under construction”

language, the Registrant’s conversation with the examiner, the Registrant’s office action response,
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and the Registrant’s complete lack of use. All of these allegations, if proven true, would establish
that Registrant was not using the mark in commerce with all the specified services and that it
obviously follows that her specimen containing her website could not be showing use either. It
would establish that Registrant knew based upon her conversation with the examiner and her office
action that her website had to show use to serve as a valid specimen and that she had to be offering
all of the services in commerce in connection with the mark at the time of the application if she
wanted to have her application approved. It would establish that as a result she misled the examiner
about the meaning of the “under construction” language on the website and falsely stated that she
was in fact offering the services in commerce in connection with the mark. More importantly, it
would establish that the representations made in the sworn declaration regarding use in commerce
and use in the specimen were knowingly made and were false, material representations made with
the intent to deceive the Office. Ultimately, if Petitioner’s allegations were taken as true and

construed liberally, Petitioner would prevail on its fraud claim.

IvVv. CONCLUSION

In closing, Petitioner again reiterates that the entire Petition must be viewed in its entirety
for any allegation which, if proven true, would entitle Petitioner to relief. Simply pointing to one
or two allegations which when viewed alone would not entitle Petitioner to relief is an insufficient
basis for dismissal. In its Order, the Board continuously ignored the most relevant portions of the
Petition instead dismissing the claims based upon one or two paragraphs which discussed the
specimen. When the Petition is considered in its entirety, with all allegations construed liberally
in Petitioner’s favor and accepted as true, Petitioner is entitled to relief for each of its remaining

three claims.
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WHEREFORE, Petitioner moves this Board to rescind its dismissal of Claims I, III, and IV and

allow the proceeding to continue.

Dated: October 1, 2018
Respectfully submitted,

By: /s/ Scott J. Strohm

Scott J. Strohm MO #68,424

Arthur K. Shaffer ~ USPTO #50,257
INTELLECTUAL PROPERTY CENTER, LLC
7101 College Blvd, Suite 1520

Overland Park, Kansas 66210

Telephone: 913-345-0900

Facsimile: 913-345-0903

Attorneys for Petitioner
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Certificate of Service

I hereby certify that on October 1, 2018, a copy of the foregoing Suggestions in Opposition
to Dismissal and the accompanying Amended Petition were sent to all parties of record via email

and via the Electronic System for Trademark Trials and Appeals

Dated: October 1, 2018

INTELLECTUAL PROPERTY CENTER, LLC

By: /s/ Scott J. Strohm

Scott J. Strohm
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