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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

OPAL LABS, INC., ) Cancellation Proceeding No. 92068742
an Oregon corporation, ) Mark: OPAL
) Registration No.: 5,407,139
Petitioner, ) Registration Date: February 20, 2018
)
V. ) RESPONDENT’S APPLICATION FOR
) VOLUNTARY CANCELLATION OF
SERVICELOGIX, INC., ) REGISTRATION
a Colorado corporation, )
)
Registrant. )
)
)

Commissioner for Trademarks
Trademark Trial and Appeal Board
U.S. Patent and Trademark Office
P.O. Box 1451

Alexandria, Virginia 22313-1451

RESPONDENT’S APPLICATION FOR

VOLUNTARY CANCELLATION OF REGISTRATION

On June 143, 2018, Opal Labs, Inc. (“Petitioner”), filed a Petition to Cancel
ServiceLogix, Inc.’s (“Respondent”) registered mark “Opal”, U.S. Serial No. 87/546,892, Reg.
No. 5,407,139. Following settlement negotiations by and through their respective attorneys of
record, Petitioner and Respondent entered into a Settlement and Co-Existence Agreement
effective November 5, 2018 that includes Respondent’s agreement to voluntarily cancel its
registered mark “Opal” Reg. No. 5,407,139 in its entirety. Respondent now requests pursuant to
37 CFR § 2.134(a) and TMEP 602.02(a), that the Trademark Trial and Appeal Board process its
cancellation request.

As evidenced by the executed Co-Existence and Settlement Agreement signed by Petition|

and Respondent, a true and correct copy of which is attached hereto as Exhibit A, Respondent
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has secured written consent for this request from all adverse parties to the cancellation

proceeding, and thus, requests the cancellation be processed without entry of judgment.

RESPECTFULLY SUBMITTED this 27% day of December, 2018.

R

RESPONDENT’S APPLICATION FOR VOLUNTARY CANCELLATION OF REGISTRATION

SIMPSON DELMORE GREENE LLP

By:
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Elizabeth Donovan, Esq.
Email: edonovan@sdgllp.com
California Bar Member

and Attorney for Respondent
with Power of Attorney




EXHIBIT “A”



SETTLEMENT AND CO-EXISTENCE AGREEMENT

This Settlement and Co-Existence Agreement (the “Agreement”) is effective this 5th day of
November, 2018 (the “Effective Date™) by and between ServiceLogix, Inc., a Colorado corporation with
an address of 10652 Leonardo Place, Littleton, Colorado 80125 (“ServiceLogix”), and Opal Labs Inc., an
Oregon corporation with an address of 1060 NW 9" Avenue, Portland, Oregon 97209 (“Opal Labs”)
(individually a “Party”, collectively the “Parties”), as follows:

WHEREAS, ServiceLogix owns U.S. Registration No. 5,407,139 in class 42 for the mark “OPAL”
for “software as a service (SAAS) services featuring software for application development”;

WHEREAS, ServiceLogix also owns U.S. Serial No. 88/028,564 in class 9 for the mark “OPAL”
in connection with “computer software development tools; computer software for building web
applications; and website development software™;

WHEREAS, Opal Labs owns U.S. Registration No. 4,546,836 in class 42 for the mark “OPAL”
for use with “computer services, namely, non-downloadable computer software for collecting, editing,
organizing, modifying, book marking, transmission, storage and sharing of data information; application
service provider featuring application programming interface (API) software for hosting digital content,
including audio, visual, and graphic files, personal and business profiles, information, chat, and other
multimedia files for business and commercial applications”;

WHEREAS, on June 13,2018, Opal Labs filed a Petition for Cancellation of ServiceLogix’s us.
Registration No. 5,407,139 for the mark “OPAL” on the grounds of likelihood of confusion and false
statements made in connection with its application (the “Dispute”); and

WHEREAS, following negotiations through their counsel of record, the Parties have elected to put
an end to any controversy between them and to resolve and terminate the Dispute pursuant to the terms and
conditi.ons stated in this Agreement;

NOW, THEREFORE, in consideration of the mutual promises contained in this Agreement, which

the Parties acknowledge constitutes good and valuable consideration, the Parties agree as follows:



1. The Parties agree that the above Recitals are true and correct and incorporated into this
Agreement.

2 ServiceLogix agrees to cancel its U.S. Registration 5,407,139 in class 42 for the mark
“OPAL?” within three (3) business days of full execution of this Agreement. ServiceLogix further agrees
not to seek to register the mark “OPAL” in class 42 unless and until Opal Labs cancels, abandons, or
otherwise ceases using its U.S. Registration No. 4,546,836.

3: Upon receipt of confirmation that ServiceLogix has filed its request to cancel its U.S.
Registration No. 5,407,139, Opal Labs shall promptly file a Notice of Dismissal of its Petition for
Cancellation.

4. Following cancellation of its U.S. Registration 5,407,139, ServiceLogix may continue to
use the mark “OPAL” in connection with SAAS services for application development on a common law
basis consistent with its use prior to the Effective Date of this Agreement, and Opal Labs agrees not to take
any action to assert its trademark rights against ServiceLogix in relation to such use absent evidence of
actual confusion. If actual confusion occurs between the Parties’ respective use, the Parties agree to consult
with one another in good faith on means of alleviating such confusion.

St Opal Labs shall be permitted to file an application with the U.S. Patent and Trademark
Office for the mark “OPAL” pursuant to the Consent Agreement attached hereto as Exhibit A which is
incorporated herein by reference pursuant to the following specific description:

“Computer software for marketing collaboration, namely, enterprise software
used to manage campaigns, deliver approvals, provide analytics, coordinate with
partners, and tell stories; computer software for marketing program
management; computer software for storing transmitting, and analyzing graphic,
audio, visual, business, and personal contact, business and personal profile
organization hierarchy, workflow, preference, and relationship data in the field
of enterprise marketing.”
If the U.S. Patent and Trademark Office refuses to accept the Parties’ conclusion in their Consent

Agreement that confusion is not likely to arise from Opal Labs’ proposed registration in class 9, and the

Parties’ expected use of their respective marks, and instead maintains that ServiceLogix’s registered mark



should bar registration to Opal Labs’ proposed registration, the Parties agree to negotiate in good faith to
see if they can draft a new agreement that will be acceptable to the U.S. Patent and Trademark Office. In
the unlikely event that actual confusion occurs between the Parties’ respective marks, the Parties agree to
consult with one another in good faith on means of alleviating such confusion.

6. ServiceLogix shall not object to, and agrees not to oppose, petition to cancel, or otherwise
challenge Opal Labs’ proposed application in class 9.

U Opal Labs shall not object to, and agrees not to oppose, petition to cancel, or otherwise

challenge ServiceLogix’s pending application, U.S. Serial No. 88/028,564.

8. The geographic scope of this Agreement is limited to the United States, its territories, and
possessions.
9. This Agreement and the attached Exhibit A constitutes the entire agreement between the

Parties and supersedes and any all prior understandings whether written or oral.

10. This Agreement may only be amended in writing signed by the Parties.

1l This Agreement is binding on the Parties’ successors, subsidiaries, licensees, and assigns.

123 This Agreement is governed by the laws of the state of Oregon.

13¢ Any notices required pursuant to this Agreement shall be sent via overnight courier to the
address for the receiving Party listed in the opening paragraph or such other address as the Parties may
designate in writing as its current mailing address, and shall be deemed delivered upon verification of
receipt.

14. This Agreement may be executed in counterparts that when taken together constitute one
and the same agreement. Facsimile and/or signatures sent electronically (.pdf) shall have the same force

and effect as originals.

[Signature Page Follows]



IN WITNESS WHEREOQF, the Parties have executed this Agreement as of the Effective Date.
SERVICELOGIX, INC. | OPAL LLABS INC.
By® Andrew Jamés Thomson, President By: Robert Scott, Vice President &
General Counsel




EXHIBIT A

CONSENT AGREEMENT

This Consent Agreement (“Agreement”) is effective as of November 5, 2018 (the “Effective
Date”) by and between ServiceLogix, Inc., a Colorado corporation with an address of 10652 Leonardo
Place, Littleton, Colorado 80125 (“ServiceLogix”), and Opal Labs Inc., an Oregon corporation with an
address of 1060 NW 9" Avenue, Portland, Oregon 97209 (“Opal Labs”) (individually a “Party”,
collectively the “Parties™), as follows:

WHEREAS, ServiceLogix owns U.S. Serial No. 88/028,564 in class 9, an in use application for
the mark “OPAL” in connection with “Computer software development tools; computer software for
building web applications; website development software” (“ServiceLogix’s Mark”); and

WHEREAS, Opal Labs currently uses and intends register the mark “OPAL” in class 9 in
connection with “Computer software for marketing collaboration, namely, enterprise software used to
manage campaigns, deliver approvals, provide analytics, coordinate with partners, and tell stories;
computer software for marketing program management; computer software for storing transmitting,
and analyzing graphic, audio, visual, business, and personal contact, business and personal profile
organization hierarchy, workflow, preference, and relationship data in the field of enterprise marketing”
(“Opal Labs’ Mark”).

NOW, THEREFORE, the Parties agree as follows:

1. Consent. ServiceLogix consents to Opal Labs’ use and registration of the Opal Labs’ Mark.

2. No Likelihood of Confusion. ServiceLogix’s Mark and Opal Labs’ Mark have both been in
use in commerce prior to the date of this Consent Agreement and there has been no evidence of actual
confusion between the two to date. In view of the differences between the goods, and the nature of the
uses of the marks, the Parties do not believe consumer confusion between ServiceLogix’s Mark and Opal

Labs’ Mark will occur.



3.  Future Cooperation. Although the Parties believe that the possibility of consumer
confusion is remote, should actual confusion occur at any point in the future, they agree to consult with
one another on the means to alleviate such confusion, and take all reasonable steps necessary to prevent
the consumer confusion.

IN WITNESS WHEREOF, the Parties intending to be mutually bound, have caused this Consent

Agreement to be executed on the Effective Date.

SERVICELQGIX, INC. OPAL LABS INC.
By: Andrew James Thomson, President By: Robert Scott, Vice President &

General Counsel



