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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party has filed a petition to cancel the registration indicated below.

Petitioner Information

Name SOUTH BAY MENTAL HEALTH CENTER INC.

Entity Corporation Citizenship Massachusetts

Address 1115 West Chestnut Street
Brockton, MA 02301
UNITED STATES

Attorney informa-
tion

Lauren Spahn
Shackelford, Bowen, McKinley & Norton, LLP
47 Music Square East
Nashville, TN 37203
UNITED STATES
Email: lspahn@shackelfordlaw.net, trademark@shackelfordlaw.net
Phone: 615-256-7200

Registration Subject to Cancellation

Registration No. 5488370 Registration date 06/05/2018

Registrant SOUTH BAY COMMUNITY SERVICES
c/o THE MAXHAM FIRM
11682 El Camino Real, Suite 100
San Diego, CA 92130
UNITED STATES

Goods/Services Subject to Cancellation

Class 041. First Use: 1982/11/08 First Use In Commerce: 1982/11/08
All goods and services in the class are subject to cancellation, namely: community services for famil-
ies, namely, in home parent instruction and parenting classes; visitation coaching in the nature of de-
veloping and coordinating child-parent visit plans with parents; providing therapeutic preschool ser-
vices forchildren who have been traumatized by domestic violence, namely, operation of therapeutic
preschool facility; before and after school educational and sports programs for children in grades one
through 12; academic interventions, namely, tutoring and mentorship in the fields of mathematics,
sciences, social sciences, and English; educational, school- based, and U.S. Department of Educa-
tion PromiseNeighborhoods services, namely, school readiness programs, in the nature of pre-school
instruction, counseling for children, youth, at-risk youth and whole families to assist students in plan-
ning andpreparing for further education; first generation college student support, in the nature of aca-
demic advising, assistance with college applications for the purpose of facilitating educational oppor-
tunities; Educational curriculum training and coaching for professionals, in the fields of general com-
munity and social services, namely, juvenile delinquency prevention and intervention, early childhood
development services, trauma informed care, and domestic violence support services; developing in-
home visitation curriculum for at-risk families, including parenting training, home safety and child-
health issues, child abuse prevention and intervention; support services in thenature of conducting
classes and workshops in the field of independent living skills, and job readiness; providing com-
munity street outreach to at-risk youth, namely, providing educational information in the field of inde-
pendent living skills, and how to navigate the transportation system; school delinquency prevention
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and intervention, in the nature of providing services to divert at- risk youthfrom entering the juvenile
justice system, re-offending in the nature of educational courses in the field of life skills and anger
management

Class 044. First Use: 1982/11/08 First Use In Commerce: 1982/11/08
All goods and services in the class are subject to cancellation, namely: clinical medical and mental
health assessments for diagnostic or treatment purposes; parent and partner supportive services in
the nature of providing psychological counseling, psychological assessments and treatment; develop-
mental, behavioral, clinical, and school readiness assessments in the nature of providing psycholo-
gical and behavioral assessments; crisis intervention in the nature of psychological counseling ser-
vices; providing psychological counseling services in thenature of individual counseling, group coun-
seling, and parent groups; school-based and children's mental health services, namely, Educationally
Related Mental Health Services (EHRMS) in the nature of, individual psychological therapy, group
psychological therapy, family psychological therapy, child psychiatry; conducting psychological devel-
opmental and behavioral assessments; adult psychological assessments; healthy developmental ser-
vices for children, namely, newborn home visiting to ensure medical health; healthy development ser-
vices, namely, medical screenings for children; child welfare home care program in the nature of
providing information regarding psychological and medical health of children; general mental health
services, namely, individual therapy, group therapy, family therapy, mental health assessment and
treatment planning; child psychiatry services; psychological group counseling; individual family, and
group psychological counseling; youth and teen services, namely, youth diversion services in the
nature ofmental health treatment and psychological family counseling; therapeutic psychological
group counseling for perpetrators of domestic violence

Class 045. First Use: 1982/11/08 First Use In Commerce: 1982/11/08
All goods and services in the class are subject to cancellation, namely: community services for chil-
dren, youth and families, namely, providing support services to survivors of domestic and family viol-
ence, namely, case management consisting of coordination of social and psychological services; as-
sistance with safety planning in the nature of providing information regarding domestic abuse preven-
tion and personal safety measures;restraining order assistance in the nature of general legal advice
and emotional support services consisting of court appearance accompaniment; crisis intervention in
the nature of supportive emotional counseling, emergency response teams to domestic violence and
juvenile intervention calls in the nature of accompaniment of or follow-up of law enforcement re-
sponse to provide emotional support; emotional counseling services in the fieldof appropriate in-
home parenting; facilitating parent group emotional counseling sessions; assessment and emotional
counseling service planning in the nature of coordinating assessment and counselingservices for at
risk youth, victims of abuse and their families; providing information in the field of child abuse preven-
tion and intervention; delinquency prevention and intervention, in the nature of working with the ju-
venile justice system to provide alternatives to detentionby providing services in the nature of serving
as a liaison between juvenile offenders and their families and probationofficers, assessment of pro-
tective and risk factors in determining whether a juvenile offender should be detained and criminal
case advocacy

Grounds for Cancellation

The mark is merely descriptive Trademark Act Sections 14(1) and 2(e)(1)

The mark is primarily geographically descriptive Trademark Act Sections 14(1) and 2(e)(2)

The mark is not inherently distinctive and has not
acquired distinctiveness

Trademark Act Sections 14(1) and 1,2 and 45;
and Section 2(f)

Attachments TTAB Petition for Cancellation South Bay Community Services FINAL
6.5.18.pdf(104257 bytes )
Exhibits to South Bay Petition for Cancellation 6.5.18.pdf(2505755 bytes )

Signature /Lauren Spahn/

Name Lauren Spahn

Date 06/05/2018





 

 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In the Matter of Registration No. 5488370 

For the Mark: SOUTH BAY COMMUNITY SERVICES 

Registered: June 5, 2018 

______________________________________________ 

                                               

SOUTH BAY MENTAL HEALTH CENTER INC.,     

                                               

       Petitioner,                                

  

  v.                                                  Cancellation No._______ 

 

SOUTH BAY COMMUNITY SERVICES, 

      

       Respondent. 

________________________________________________ 

PETITION FOR CANCELLATION 

SOUTH BAY MENTAL HEALTH CENTER INC. (“Petitioner”), a Corporation 
organized and existing under the laws of Massachusetts with a principal place of business at 1115 

West Chestnut Street, Brockton, MA 02301-7501, reasonably believes that it will be damaged by 

the continued registration of U.S. Trademark Registration No. 5488370 for the mark “SOUTH 
BAY COMMUNITY SERVICES” (the “Mark”), and hereby petitions for cancellation of the Mark 
pursuant to Section 24 of the Lanham Trademark Act of 1946 (”Lanham Act”), 15 U.S.C. 1092. 

As grounds for cancellation, Petitioner alleges as follows: 

 

FACTS & BACKGROUND 

 

1. Petitioner is a community-based, behavioral health care organization offering a continuum 

of services including adult behavioral health, substance abuse counseling, children’s 
behavioral health, day services, autism services and early childhood services. Petitioner’s 
services originate in Brockton, Massachusetts, a town in the South Bay area of Boston. 

 

2. Petitioner has used the term “SOUTH BAY COMMUNITY SERVICES” in interstate 

commerce in the United States continuously since 2016 in connection with the promotion 



 

 

of services. 

 

3. Through the protections afforded by the Lanham Act, Petitioner has the continued right to 

use the term “SOUTH BAY COMMUNITY SERVICES”. Petitioner has built a reputation 

in the South Bay community through use of the term to describe their services. 

 

4. Respondent, with an address of 430 F St, Chula Vista, CA 91910, is the current listed owner 

of the Mark. 

 

5. SOUTH BAY COMMUNITY SERVICES (“Respondent”) is a community-based 

nonprofit that provides a comprehensive range of services and programs for children, 

youth, and families in the South Bay area of San Diego County. 

 

6. On June 10, 2016 Respondent applied for the Service Mark “SOUTH BAY COMMUNITY 
SERVICES” in classes 041, 044, and 045 on the Principal Register. On October 7, 2016 
the United States Patent and Trademark Office (“USPTO”) issued an Office Action 
refusing registration, namely, because the Mark is primarily geographically descriptive of 

the origin of the Respondent’s services. 15 U.S.C. §1052(e)(2).  

 

7. On April 6, 2017 Respondent responded to the Office Action stating that: (a) “South Bay” 
does not primarily indicate or reference San Diego; (b) outside of Florida, there are no 

actual South Bay locations; and (c) “COMMUNITY SERVICES” would be disclaimed as 

generic.  

 

8. On July 20, 2017 the USPTO responded, accepting the disclaimer of generic wording 

“COMMUNITY SERVICES,” but refusing registration, again, because the Mark is 

primarily geographically descriptive. 

 

9. On January 18, 2018 the Mark was amended to the Supplemental Register. On June 5, 2018 

the Mark was registered, disclaiming “COMMUNITY SERVICES”.  

 

GROUNDS FOR CANCELLATION 

 

10. Respondent’s Mark is merely descriptive, as “South Bay” describes the area south of a bay, 

such as the location in San Diego, and “Community Services” describes a service that is 

provided. As such, Respondent performs the described service in the described geographic 

location.  

 

11. Respondent’s Mark does not have a secondary meaning. The Mark does not signify or 
identify to consumers a source or meaning other than what the Mark specifically describes. 

  

12. Petitioner will be harmed by registration of Respondent’s Mark because “South Bay” 
describes Petitioner’s location and “Community Services” describes Petitioner’s services.  

 

13. Respondent’s Mark is also primarily geographic. The primary significance of 

Respondent’s Mark is the generally known location South Bay, San Diego, California. 



 

 

South Bay is a well-known, real and significant geographic location located in 

Southwestern San Diego County, California, with a population of 453,901 people. South 

Bay, San Diego consists of Chula Vista, Bonita, Imperial Beach, Lincoln Acres, National 

City, and South San Diego. This is further evidenced in Exhibit A, attached hereto and 

incorporated herein. This evidence refutes Respondent’s statement in its Office Action 

Response to the USPTO that there is not a South Bay area of San Diego. 

 

14. Respondent’s services originate in the geographic location identified in the Mark, as 
Respondent’s office is located at 430 F St, Chula Vista, California, which is located in 
South Bay, San Diego, California. 

 

15. Consumers would be likely to form a services/place association, as detailed in the 

Trademark Manual of Examining Procedure §1210.04, with Respondent’s Mark, as they 

will likely assume that the services originate in the place identified in the Mark. Because 

Respondent is a non-profit organization providing community services, it would likely be 

inferred that the community receiving the Respondent’s services is South Bay. Other Chula 

Vista businesses with names including “South Bay” also serve the South Bay community, 
as detailed in Exhibit B, attached hereto and incorporated herein. Accordingly, registration 

of this Mark will likely cause harm to both consumers and businesses in this South Bay 

community. 

 

16. The registration of Respondent’s Mark harms Petitioner for a number of reasons, including 

the fact that it opens the door for Respondent to potentially limit Petitioner’s use of the 
Mark. Petitioner has used the Mark to describe their services and has built a reputation 

within their South Bay community by using the Mark. The Mark is necessary to describe 

the services and location related to Petitioner, as Petitioner provides community services 

in a “South Bay” area, just like Respondent. 

 

17. Respondent’s Mark also harms businesses in various “South Bay” communities. 

Respondent’s Mark proceeds to allow a geographic location to be federally trademarked, 

ultimately harming third parties who promote services or goods located in “South Bay” 

communities nation-wide through their use of the term “South Bay”. Registration on the 

Supplemental Register allows for heightened federal trademark protection while the mark 

acquires the distinctiveness requirement that is necessary to amend the Mark to the 

Principal Register. There are many businesses in Chula Vista, as evidenced in Exhibit B, 

that use “South Bay” in their name to indicate their location. There are many “South Bay” 
areas across the country, as evidenced in Exhibit C, as well as many businesses in those 

areas that use “South Bay” in their names. The continued registration of the Mark will 

cause great harm to these third parties, as Respondent will gain superior and federal 

enforcement and protection rights in the Mark. 

 

18. Respondent’s Mark harms the intent and purpose of federal trademark law. The Lanham 

Act is intended to protect the goodwill created by a business through the use of their mark 

as an indication of source. The Lanham Act creates boundaries by which those in 

commerce can protect, enforce, and restrict their mark. The registration of a geographically 

descriptive mark overreaches these boundaries by protecting the use of a geographic 



 

 

identifier as a source. “South Bay” describes the area south of a bay and as such is 

geographically descriptive. Allowing registration of geographically descriptive marks 

limits the use of geographically descriptive terms by third parties, creating less options and 

opportunities for third parties to describe their goods or services in their business’s name. 

This restriction sets an unwarranted precedent by limiting how third parties can describe 

their goods and services. The continued registration of Respondent’s Mark distorts 
trademark law and harms the intent set forth in the Lanham Act.  

 

19. Petitioner has a real interest in the outcome of the proceeding because Petitioner provides 

community services in the South Bay area of Massachusetts.  

 

20. Petitioner reasonably believes that it will suffer damage because Petitioner will be affected 

by limitations on the descriptive “South Bay” and “Community Services” terms. 
 

21. Petitioner believes that they will be harmed by Respondent’s use of the descriptive mark 
SOUTH BAY COMMUNITY SERVICES and respectfully prays that Respondent’s 
Registration No. 5488370 in classes 041, 044, and 045 be cancelled. 

 

 

    Respectfully submitted,  

 

Dated: June 5, 2018    __/s/ Lauren M. Spahn________  

      Lauren M. Spahn, Esq. 

TN BPR No. 032377 

Shackelford, Bowen, McKinley & Norton, LLP  

47 Music Square East 

Nashville, Tennessee 37203 

      Telephone: 615-256-7200 

Facsimile: 615-256-7106 

 

 

Attorney for Petitioner, SOUTH BAY MENTAL 

HEALTH CENTER, INC. 

 

 

 

 

 

 

 

 

 

 



 

 

 

CERTIFICATE OF SERVICE 

 

I hereby certify that on this the 5th day of June, 2018, a copy of the foregoing PETITION FOR 

CANCELLATION was served upon the correspondent of record for applicant via U.S. mail, 

postage prepaid, and addressed as follows: 

 

Lawrence A. Maxham 

The Maxham Firm 

11682 El Camino Real, Suite 100 

San Diego, California United States 92130 

 

/s/ Lauren M. Spahn 

Lauren M. Spahn  

Attorney for Petitioner  

 

 



EXHIBIT A 

SOUTH BAY, SAN DIEGO 

 

 

http://www.globest.com/2018/03/21/inside-the-development-boom-in-san-diegos-south-bay/?slreturn=20180417164209 

 

 
http://www.sandiegossouthbay.com 



 

 
https://www.sandiego.org/explore/coastal/south-bay.aspx 

 

 
https://www.10best.com/destinations/california/san-diego/restaurants/south-bays-best-restaurants/  



 
http://www.chulavistaca.gov/departments/clean/south-bay-earth-day 
 



http://www.chulavistaca.gov/home/showdocument?id=12217  



EXHIBIT B 

SOUTH BAY AS INDICATION OF SOURCE IN CHULA VISTA 

 

 
https://www.southbaymotors1.com 

 

 
http://southbaypostacute.com/contact/ 

 

 
https://www.ymca.org/locations/south-bay-family-ymca 

 



 
https://www.southbayxeriscape.com/about-us 

 

 
 

https://www.google.com/maps/search/south+bay+/@32.6534267,-117.1211282,12z 

  



EXHIBIT C 

SOUTH BAY 

 
https://en.wikipedia.org/wiki/South_Bay  
 



 
http://maps.latimes.com/neighborhoods/region/south-bay/ 

 
https://www.thepalmbeaches.com/explore-cities/south-bay 



 
http://coastalbendfishing.com/fishing-location/south-bay 
 

 
South Bay, New York https://www.google.com/maps/search/south+bay+new+york/@43.2038442,-76.0436328,11z 



 
http://www.bostonplans.org/projects/development-projects/south-bay-mixed-use-town-center-project 
 
 

 
 
 
 
 


