Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA900967
Filing date: 06/05/2018

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party has filed a petition to cancel the registration indicated below.

Petitioner Information

Name SOUTH BAY MENTAL HEALTH CENTER INC.
Entity Corporation Citizenship Massachusetts
Address 1115 West Chestnut Street

Brockton, MA 02301
UNITED STATES

Attorney informa- | Lauren Spahn

tion Shackelford, Bowen, McKinley & Norton, LLP

47 Music Square East

Nashville, TN 37203

UNITED STATES

Email: Ispahn@shackelfordlaw.net, trademark@shackelfordlaw.net
Phone: 615-256-7200

Registration Subject to Cancellation

Registration No. 5488370 | Registration date | 06/05/2018

Registrant SOUTH BAY COMMUNITY SERVICES
¢/o THE MAXHAM FIRM

11682 El Camino Real, Suite 100

San Diego, CA 92130

UNITED STATES

Goods/Services Subject to Cancellation

Class 041. First Use: 1982/11/08 First Use In Commerce: 1982/11/08

All goods and services in the class are subject to cancellation, namely: community services for famil-
ies, namely, in home parent instruction and parenting classes; visitation coaching in the nature of de-
veloping and coordinating child-parent visit plans with parents; providing therapeutic preschool ser-
vices forchildren who have been traumatized by domestic violence, namely, operation of therapeutic
preschool facility; before and after school educational and sports programs for children in grades one
through 12; academic interventions, namely, tutoring and mentorship in the fields of mathematics,
sciences, social sciences, and English; educational, school- based, and U.S. Department of Educa-
tion PromiseNeighborhoods services, namely, school readiness programs, in the nature of pre-school
instruction, counseling for children, youth, at-risk youth and whole families to assist students in plan-
ning andpreparing for further education; first generation college student support, in the nature of aca-
demic advising, assistance with college applications for the purpose of facilitating educational oppor-
tunities; Educational curriculum training and coaching for professionals, in the fields of general com-
munity and social services, namely, juvenile delinquency prevention and intervention, early childhood
development services, trauma informed care, and domestic violence support services; developing in-
home visitation curriculum for at-risk families, including parenting training, home safety and child-
health issues, child abuse prevention and intervention; support services in thenature of conducting
classes and workshops in the field of independent living skills, and job readiness; providing com-
munity street outreach to at-risk youth, namely, providing educational information in the field of inde-
pendent living skills, and how to navigate the transportation system; school delinquency prevention



http://estta.uspto.gov

and intervention, in the nature of providing services to divert at- risk youthfrom entering the juvenile
justice system, re-offending in the nature of educational courses in the field of life skills and anger
management

Class 044. First Use: 1982/11/08 First Use In Commerce: 1982/11/08

All goods and services in the class are subject to cancellation, namely: clinical medical and mental
health assessments for diagnostic or treatment purposes; parent and partner supportive services in
the nature of providing psychological counseling, psychological assessments and treatment; develop-
mental, behavioral, clinical, and school readiness assessments in the nature of providing psycholo-
gical and behavioral assessments; crisis intervention in the nature of psychological counseling ser-
vices; providing psychological counseling services in thenature of individual counseling, group coun-
seling, and parent groups; school-based and children's mental health services, namely, Educationally
Related Mental Health Services (EHRMS) in the nature of, individual psychological therapy, group
psychological therapy, family psychological therapy, child psychiatry; conducting psychological devel-
opmental and behavioral assessments; adult psychological assessments; healthy developmental ser-
vices for children, namely, newborn home visiting to ensure medical health; healthy development ser-
vices, namely, medical screenings for children; child welfare home care program in the nature of
providing information regarding psychological and medical health of children; general mental health
services, namely, individual therapy, group therapy, family therapy, mental health assessment and
treatment planning; child psychiatry services; psychological group counseling; individual family, and
group psychological counseling; youth and teen services, namely, youth diversion services in the
nature ofmental health treatment and psychological family counseling; therapeutic psychological
group counseling for perpetrators of domestic violence

Class 045. First Use: 1982/11/08 First Use In Commerce: 1982/11/08

All goods and services in the class are subject to cancellation, namely: community services for chil-
dren, youth and families, namely, providing support services to survivors of domestic and family viol-
ence, namely, case management consisting of coordination of social and psychological services; as-
sistance with safety planning in the nature of providing information regarding domestic abuse preven-
tion and personal safety measures;restraining order assistance in the nature of general legal advice
and emotional support services consisting of court appearance accompaniment; crisis intervention in
the nature of supportive emotional counseling, emergency response teams to domestic violence and
juvenile intervention calls in the nature of accompaniment of or follow-up of law enforcement re-
sponse to provide emotional support; emotional counseling services in the fieldof appropriate in-
home parenting; facilitating parent group emotional counseling sessions; assessment and emotional
counseling service planning in the nature of coordinating assessment and counselingservices for at
risk youth, victims of abuse and their families; providing information in the field of child abuse preven-
tion and intervention; delinquency prevention and intervention, in the nature of working with the ju-
venile justice system to provide alternatives to detentionby providing services in the nature of serving
as a liaison between juvenile offenders and their families and probationofficers, assessment of pro-
tective and risk factors in determining whether a juvenile offender should be detained and criminal
case advocacy

Grounds for Cancellation

The mark is merely descriptive Trademark Act Sections 14(1) and 2(e)(1)

The mark is primarily geographically descriptive Trademark Act Sections 14(1) and 2(e)(2)

The mark is not inherently distinctive and has not | Trademark Act Sections 14(1) and 1,2 and 45;
acquired distinctiveness and Section 2(f)

Attachments TTAB Petition for Cancellation South Bay Community Services FINAL
6.5.18.pdf(104257 bytes )
Exhibits to South Bay Petition for Cancellation 6.5.18.pdf(2505755 bytes )

Signature /Lauren Spahn/

Name Lauren Spahn

Date 06/05/2018







IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Registration No. 5488370

For the Mark: SOUTH BAY COMMUNITY SERVICES

Registered: June 5, 2018

SOUTH BAY MENTAL HEALTH CENTER INC,,
Petitioner,
V. Cancellation No.
SOUTH BAY COMMUNITY SERVICES,

Respondent.

PETITION FOR CANCELLATION

SOUTH BAY MENTAL HEALTH CENTER INC. (“Petitioner”), a Corporation
organized and existing under the laws of Massachusetts with a principal place of business at 1115
West Chestnut Street, Brockton, MA 02301-7501, reasonably believes that it will be damaged by
the continued registration of U.S. Trademark Registration No. 5488370 for the mark “SOUTH
BAY COMMUNITY SERVICES” (the “Mark”), and hereby petitions for cancellation of the Mark
pursuant to Section 24 of the Lanham Trademark Act of 1946 ("Lanham Act”), 15 U.S.C. 1092.
As grounds for cancellation, Petitioner alleges as follows:

FACTS & BACKGROUND

1. Petitioner is a community-based, behavioral health care organization offering a continuum
of services including adult behavioral health, substance abuse counseling, children’s
behavioral health, day services, autism services and early childhood services. Petitioner’s
services originate in Brockton, Massachusetts, a town in the South Bay area of Boston.

2. Petitioner has used the term “SOUTH BAY COMMUNITY SERVICES” in interstate
commerce in the United States continuously since 2016 in connection with the promotion



10.

11.

12.

13.

of services.

Through the protections afforded by the Lanham Act, Petitioner has the continued right to
use the term “SOUTH BAY COMMUNITY SERVICES”. Petitioner has built a reputation
in the South Bay community through use of the term to describe their services.

Respondent, with an address of 430 F St, Chula Vista, CA 91910, is the current listed owner
of the Mark.

SOUTH BAY COMMUNITY SERVICES (“Respondent”) is a community-based
nonprofit that provides a comprehensive range of services and programs for children,
youth, and families in the South Bay area of San Diego County.

On June 10, 2016 Respondent applied for the Service Mark “SOUTH BAY COMMUNITY
SERVICES” in classes 041, 044, and 045 on the Principal Register. On October 7, 2016
the United States Patent and Trademark Office (“USPTO”) issued an Office Action
refusing registration, namely, because the Mark is primarily geographically descriptive of
the origin of the Respondent’s services. 15 U.S.C. §1052(e)(2).

On April 6, 2017 Respondent responded to the Office Action stating that: (a) “South Bay”
does not primarily indicate or reference San Diego; (b) outside of Florida, there are no
actual South Bay locations; and (c) “COMMUNITY SERVICES” would be disclaimed as
generic.

On July 20, 2017 the USPTO responded, accepting the disclaimer of generic wording
“COMMUNITY SERVICES,” but refusing registration, again, because the Mark is
primarily geographically descriptive.

On January 18, 2018 the Mark was amended to the Supplemental Register. On June 5, 2018
the Mark was registered, disclaiming “COMMUNITY SERVICES”.

GROUNDS FOR CANCELLATION

Respondent’s Mark is merely descriptive, as “South Bay” describes the area south of a bay,
such as the location in San Diego, and “Community Services” describes a service that is
provided. As such, Respondent performs the described service in the described geographic
location.

Respondent’s Mark does not have a secondary meaning. The Mark does not signify or
identify to consumers a source or meaning other than what the Mark specifically describes.

Petitioner will be harmed by registration of Respondent’s Mark because “South Bay”
describes Petitioner’s location and “Community Services” describes Petitioner’s services.

Respondent’s Mark is also primarily geographic. The primary significance of
Respondent’s Mark is the generally known location South Bay, San Diego, California.



14.

15.

16.

17.

18.

South Bay is a well-known, real and significant geographic location located in
Southwestern San Diego County, California, with a population of 453,901 people. South
Bay, San Diego consists of Chula Vista, Bonita, Imperial Beach, Lincoln Acres, National
City, and South San Diego. This is further evidenced in Exhibit A, attached hereto and
incorporated herein. This evidence refutes Respondent’s statement in its Office Action
Response to the USPTO that there is not a South Bay area of San Diego.

Respondent’s services originate in the geographic location identified in the Mark, as
Respondent’s office is located at 430 F St, Chula Vista, California, which is located in
South Bay, San Diego, California.

Consumers would be likely to form a services/place association, as detailed in the
Trademark Manual of Examining Procedure §1210.04, with Respondent’s Mark, as they
will likely assume that the services originate in the place identified in the Mark. Because
Respondent is a non-profit organization providing community services, it would likely be
inferred that the community receiving the Respondent’s services is South Bay. Other Chula
Vista businesses with names including “South Bay” also serve the South Bay community,
as detailed in Exhibit B, attached hereto and incorporated herein. Accordingly, registration
of this Mark will likely cause harm to both consumers and businesses in this South Bay
community.

The registration of Respondent’s Mark harms Petitioner for a number of reasons, including
the fact that it opens the door for Respondent to potentially limit Petitioner’s use of the
Mark. Petitioner has used the Mark to describe their services and has built a reputation
within their South Bay community by using the Mark. The Mark is necessary to describe
the services and location related to Petitioner, as Petitioner provides community services
in a “South Bay” area, just like Respondent.

Respondent’s Mark also harms businesses in various “South Bay” communities.
Respondent’s Mark proceeds to allow a geographic location to be federally trademarked,
ultimately harming third parties who promote services or goods located in “South Bay”
communities nation-wide through their use of the term “South Bay”. Registration on the
Supplemental Register allows for heightened federal trademark protection while the mark
acquires the distinctiveness requirement that is necessary to amend the Mark to the
Principal Register. There are many businesses in Chula Vista, as evidenced in Exhibit B,
that use “South Bay” in their name to indicate their location. There are many “South Bay”
areas across the country, as evidenced in Exhibit C, as well as many businesses in those
areas that use “South Bay” in their names. The continued registration of the Mark will
cause great harm to these third parties, as Respondent will gain superior and federal
enforcement and protection rights in the Mark.

Respondent’s Mark harms the intent and purpose of federal trademark law. The Lanham
Act is intended to protect the goodwill created by a business through the use of their mark
as an indication of source. The Lanham Act creates boundaries by which those in
commerce can protect, enforce, and restrict their mark. The registration of a geographically
descriptive mark overreaches these boundaries by protecting the use of a geographic



identifier as a source. “South Bay” describes the area south of a bay and as such is
geographically descriptive. Allowing registration of geographically descriptive marks
limits the use of geographically descriptive terms by third parties, creating less options and
opportunities for third parties to describe their goods or services in their business’s name.
This restriction sets an unwarranted precedent by limiting how third parties can describe
their goods and services. The continued registration of Respondent’s Mark distorts
trademark law and harms the intent set forth in the Lanham Act.

19. Petitioner has a real interest in the outcome of the proceeding because Petitioner provides
community services in the South Bay area of Massachusetts.

20. Petitioner reasonably believes that it will suffer damage because Petitioner will be affected
by limitations on the descriptive “South Bay” and “Community Services” terms.

21. Petitioner believes that they will be harmed by Respondent’s use of the descriptive mark
SOUTH BAY COMMUNITY SERVICES and respectfully prays that Respondent’s
Registration No. 5488370 in classes 041, 044, and 045 be cancelled.

Respectfully submitted,

Dated: June 5, 2018 /s/ Lauren M. Spahn
Lauren M. Spahn, Esq.
TN BPR No. 032377
Shackelford, Bowen, McKinley & Norton, LLP
47 Music Square East
Nashville, Tennessee 37203
Telephone: 615-256-7200
Facsimile: 615-256-7106

Attorney for Petitioner, SOUTH BAY MENTAL
HEALTH CENTER, INC.



CERTIFICATE OF SERVICE

I hereby certify that on this the 5th day of June, 2018, a copy of the foregoing PETITION FOR
CANCELLATION was served upon the correspondent of record for applicant via U.S. mail,
postage prepaid, and addressed as follows:

Lawrence A. Maxham

The Maxham Firm

11682 El Camino Real, Suite 100

San Diego, California United States 92130

/s/ Lauren M. Spahn
Lauren M. Spahn
Attorney for Petitioner




EXHIBIT A
SOUTH BAY, SAN DIEGO
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SAN DIEGO | MULTIFAMILY

Inside The Development Boom In San Diego’s South Bay

MARCH 21,2018 = BY KELSI MAREE BORLAND

The area around Chula Vista is seeing a big increase in multifamily development following the
build out of areas to the north.
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The South Bay of San Diego is seeing increased development activity. The Chula Vista

Bayfront Master Plan is the driving force behind the development activity. The $1 For Mare Infarmation % TOWER

305.400,0760
billion, 535-acre project will revitalize the Chula Vista Waterfront and bring more retail e crc

and entertainment amenities to the market. LaTerra Development’s 97-unit LaTerra
Select Stone Creek apartment community is one of the latest properties in the
market. The developer has hired Sunrise Management to oversee preleasing and
operations at the property. The San Diego-based firm has seen the impact of the
development and the new demand from renters. To find out more about the increase
in development activity and the benefits of being in the market, we sat down with
Danielle Munoz, regional VP at Sunrise Management, for an exclusive interview. San Diego’s Industrial Activity Isn't
Tied to Ecommerce

MORE SAN DIEGO HEADLINES

Retail Investors Take a New
Approach

GlobeSt.com: Can you discuss apartment development in Chula Vista/the South
Bay, and what triggered it? Is Industrial Rising to the Top of

http:.//www.globest.com/2018/03/21/inside-the-development-boom-in-san-diegos-south-bay/?slreturn=20180417164209
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http.//www.sandiegossouthbay.com
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Explore > Coastal > South Bay

https://www.sandiégo.org/exp/ore/coastal/south-bay.aspx
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SAN DIEGO TRAVEL GUIDE // RESTAURANTS

10 THE WATERFRONT GRILL

: z ! 10 Best Restaurants in San Dlego S
FISH NOW South Bay

i @ BY KATIE DILLON
H v SAN DIEGO LOCAL EXPERT
Publix

e e e~y San Diego's South Bay represents National City, Chula Vista, Bonita, Imperial Beach and South San

Diego communities including San Ysidro. As you can imagine, an area this large is home to quite a

few restaurant choices. Because it's located near the Mexican border, of course, Mexican cuisine is
quite common and so good that people drive across San Diego County to eat it. However, diners can

EXPLORE SAN DIEGO

g find a wide range of cuisines.

https.//www. 10best.com/destinations/california/san-diego/restaurants/south-bays-best-restaurants/
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Departments » CLEAN

South Bay Earth Day

Font Size: = Share & Bookmark Feedback ¢ Print

Go Green | Go Clean | Go Bike

¥ CLEAN
CLEAN Videos Saturday, April 7, 2018 * 11 am -4 pm
Chula Vista Marina at Bayside Park » map it
CLEAN Fun for Kids
CLEAN Newslstior Join us for the South County's largest Earth Day
celebration!

» Conservation

http://www.chulavistaca.gov/departments/clean/south-bay-earth-day



South Bay Historical Society Bulletin

February 2016

Issue No. 11

In This Issue

New Museum Exhibit Opens .. ...... Page 1
Exhibit Contributors and Sponsors . .. . Page 3
The Great Flood of 1916, ........... Page 4

Bruhlmeier’s Good Drinking Water . . . .

Next meeting this Friday, Feb. 19 ... .. Page 16

Chula Vista Mayor Mary Salas helped Steve
Schoenherr and Betty Waznis cut the ribbon on the
new exhibit in the Chula Vista Library’s Heritage
Museum at 5:05 pm on January 27, 2016, exactly
100 years after the Otay Dam burst in 1916. The
exhibit marked the grand opening of the new

museum that has been built into the northwest corner

of the Civic Library. The original Heritage Museum
was located in the little building in the corner of

Memorial Park since 1993. That building was
constructed in 1946 for the Chamber of Commerce,
and has served over the years as a real estate office
and Bill's Drive-in, but it will soon be demolished to
expand the park. The Friends of the Library
maintained this building for the last 20 years, but last
year it had to be closed. Library Director Betty
Waznis offered space inside the Civic Library, and
the Friends joined with the city to construct the new
Heritage Museum. The South Bay Historical Society
has joined with the Friends of the Library to produce
exhibits that will be rotated at least once a year. The
curved wall on the outside of the exhibit space will
remain in place, featuring photographs that illustrate
a timeline of Chula Vista history.

In the photo above, courtesy of Steve Wood, some of
the crowd attending the grand opening are shown
looking at the curved wall and the alcoves and
artifact cases. Inside the museum, the display cases
and walls will feature artifacts and photos for the
rotating exhibits. For the Great Flood exhibit, each

http://www.chulavistaca.gov/home/showdocument?id=12217



EXHIBIT B
SOUTH BAY AS INDICATION OF SOURCE IN CHULA VISTA

SOUTH BAY MOTORS

SDUTH EAY MDTDHS 9 71 BROADWAY

Chula Vista, CA 91910
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0(619) 426-8400

https.//www.southbaymotors1.com

SOUTH BAY

f & =
Post Acute Care —~—~"
About Us Photos Blog Contact Us Q
Contact Info Map
South Bay
b Ae Ci OUR CONVENIENT LOCATION!
- < SN o o
553 F Street ‘ Map - == ) 505 ) e
Chula Vista, CA s oS
= 8 A
91910 i Q'f,,
st 2 5 TR
'San Diego. | g $ 3 _ ,;f
J Bay National ula Vista ¢ 5 .« & i
) Wildlife 5 % & = & n
(619) 426-8611 or Strand, Refuge 2 i)
te.Beach) & % ¢
6\ .
N~ 2
= - =
ot-Si el I v.Sk
L e . Google 5

Map data ©2018 Google Terms of Use  Report a map error

http://southbaypostacute.com/contact/

Ylocations ContactUs Donate Search LogIn

the MEMBERSHIP PROGRAMS CAMP COMMUNITY SUPPORT  GET INVOLVED GIVE TO THEY = ABOUT THEY

5
()
N

FOR YOUTH DEVELOPMENT ©
FOR HEALTHY LIVING
FOR SOCIAL RESPONSIBILITY

# / Locations

FIND THE RIGHT Y FOR YOU

Within | s miof 91910 n FILYER AMENITIES v Compare Up to Three Locations

Y Rvensirvony

$ Lakeside &
17. South Bay Family YMCA v YRS @ v
1201 Paseo Magda Wsotial - & \ .KE;M;”‘(E @)= Santee / Al
Chula Vista, CA 91910 (5} N ise i \ 4 Harbison
(619) 421-9622 v \/ ’,;";ng,’.";f ,Sg‘,‘,f Bogon® Canyon_ Alpine Hei¢
View Branch Page | Directions — < Crest

Compare FALKN Reabis g Granite Hills
\ . a El Cajon

https.://www.ymca.org/locations/south- bay-fam/ly ymca



=-SOUTH

BAY

XERISCAPE

LANDSCAPE AND BUILDING MATERIAL PRODUCTS

About Us

Product

Installation Guides Partners

https.//www.southbayxeriscape.com/about-us

South Bay Drive-In Theatre and Swap
Meet

4 Yk ok ko

South Bay Union School District

1.0 * % &

South Bay Community Services

* % % K ¥

Del Amo Motorsports of South Bay

4 ¥ K %

South Bay Sandblasting and Tank
Cleaning, Inc.

3 % kY

South Bay Sandblasting c@

and Tank Cleaning, Inc.

Days Inn by Wyndham
San Diego Chula Vista...
Modern hotel with free.

National University
- South Bay Campus...

(D) South Bay Drive-In

910 industrial Blvd,
Chula Vista CA 91911

(619) 872-5900

Location/Contact

Airport e o Spring Valley
San Diego Zoo @ (D)
San Diego Air & S
Waterfront Q Space Museum @
Park
= : @
San Diego @)
15 La Presa
D NAS North Island
— P South Bay )
Betonado @) (D) Rehabilitation Center
National City
Southbay Respite

Q South Bay Pioneers

South Bay Family YMCA

8054 :
@QQ 9 Nonprofit center for

classes & services

South Bay
Detention Facility

Q Q South Bay
Guidance Center

Del Amo Motorsports
of South Bay

Theatre and Swap Meet
Drive-in theater shows..

South Bay Union
School District

b

A S w
South Bay

Recreation Center

(305

https.//www.google.com/maps/search/south+bay+/@32.6534267,-117.1211282,12z

San Die¢

@)

Q Sky Zone

Trampolini



EXHIBIT C
SOUTH BAY

South Bay

From Wikipedia, the free encyclopedia

South Bay may refer to:
In the United States:

« South Bay, Los Angeles, region of Los Angeles County

« South Bay (San Francisco Bay Area), subregion of the San Francisco Bay Area

« South Bay, former name of Fields Landing, California

e South Bay, San Diego, region of San Diego County

« South Bay, Florida, city in Florida

« South Bay, Boston, planned development in Boston, Massachusetts

« South Bay (Texas), bay in the Laguna Madre in Texas separated from the Gulf of Mexico by Brazos Island
e Great South Bay on Long Island, New York

In the People's Republic of China:

e South Bay, Hong Kong
« Nam Wan on Tsing Yi Island, Hong Kong ("Nam Wan" literally means South Bay)
« Tai Nam Wan on Tsing Yi Island, Hong Kong ("Tai Nam Wan" literally means Great South Bay)

« Nam Van on the Macau Peninsula, an artificial lake ("Nam Van" literally means South Bay)
In Taiwan:

« South Bay (Taiwan) on Henchun Township, Pingtung County
In Canada:

e South Bay (Nunavut)
In Antarctica:

« South Bay (Doumer Island)
e South Bay (Livingston Island)

e South Bay (Ross Island)
https.//en.wikipedia.org/wiki/South _Bay
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Marine Conditions_| Fishing
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South Bay is in Redfish Bay just north of the Aransas Channel and Hwy 361. It is a relatively shallow bay that turns into grass flats on
the northeastern side. The grassy flats are productive for redfish targeting pot holes and grass lines. The open portion of the bay holds
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