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Cancellation No. 92068470
New Prime, Inc.

v.

Prime Cargo A/S

Yong Oh (Richard) Kim, Interlocutory Attorney:

Following Respondent’s filing of April 30, 2019, to amend subject Registration
No. 5221886, the Board paralegal assigned to this matter issued an order noting
Respondent’s failure to include a declaration in support of the proposed amendment
to its registration as required under Trademark Rule 2.173.1 On May 13, 2019,
Respondent filed a declaration in support of the amendment.2

For the convenience of the parties, the proposed amendment is reproduced below

(deletions underlined and additions bolded):

1 The paralegal failed to observe that the filing did not include proof of service on
Petitioner as required by Trademark Rule 2.119. Petitioner 1is referred to
http://ttabvue.uspto.gov/ttabvue/v?pno=92068470&pty=CAN&eno=17 to view and obtain a
copy of the filing.

2 Respondent again failed to include proof of service on Petitioner. Petitioner is referred to
http://ttabvue.uspto.gov/ttabvue/v?pno=92068470&pty=CAN&eno=19 to view and obtain a
copy of the filing. Respondent is placed on notice that strict compliance with Trademark
Rule 2.119 is required by Respondent in all future papers filed with the Board.
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From: Business consulting services relating to product distribution,
operations management services, logistics, reverse logistics, supply
chain, and production systems and distribution solutions;
Transportation logistics services, namely, arranging the
transportation of goods for others; Business consulting services
relating to product distribution, operations management services,
logistics, reverse logistics, supply chain, and production systems
and distribution solutions; in International Class 35.

Freight forwarding services; Supply chain logistics and reverse
logistics services, namely, storage, transportation and delivery of
documents, packages, raw materials, and other freight for others by
air, rail, ship or truck; Warehousing services; in International Class
39.

To: Business consulting services relating to product distribution,
operations management services, logistics, reverse logistics, supply
chain, and production systems and distribution solutions for
international freight forwarding, excluding distribution of
products by truck or rail in the United States; Transportation
logistics services, namely, arranging the transportation of goods for
others for international freight forwarding, excluding
transportation of goods by truck or rail in the United States;
Business consulting services relating to product distribution,
operations management services, logistics, reverse logistics, supply
chain, and production systems and distribution solutions for
international freight forwarding, excluding distribution of
products by truck or rail in the United States; in International
Class 35.

International  freight forwarding  services, excluding
transportation of goods by truck or rail in the United States;
Supply chain logistics and reverse logistics services, namely,
storage, transportation and delivery of documents, packages, raw
materials, and other freight for others by air or ship for
international freight forwarding, excluding transportation
of goods by truck or rail; Warehousing services for
international freight forwarding in the United States; in
International Class 39.

Inasmuch as the amendment complies with the requirements of Trademark Rule

2.173, is limiting in nature, and consented to by Petitioner, the amendment is
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hereby APPROVED. See Trademark Rule 2.133(a). The amendment will be
forwarded to the Post Registration Branch of this Office for entry in accordance
with Section 7(e) of the Trademark Act.3

If this resolves the dispute herein, Petitioner is allowed until AUGUST 8, 2019,
to file a withdrawal of the cancellation, failing which the proceeding will go forward

on the registration as amended in accordance with the following schedule:

Expert Disclosures Due 8/22/2019
Discovery Closes 9/21/2019
Plaintiff's Pretrial Disclosures Due 11/5/2019
Plaintiff's 30-day Trial Period Ends 12/20/2019
Defendant's Pretrial Disclosures Due 1/4/2020
Defendant's 30-day Trial Period Ends 2/18/2020
Plaintiff's Rebuttal Disclosures Due 3/4/2020
Plaintiff's 15-day Rebuttal Period Ends 4/3/2020
Plaintiff's Opening Brief Due 6/2/2020
Defendant's Brief Due 7/2/2020
Plaintiff's Reply Brief Due 7/17/2020
Request for Oral Hearing (optional) Due 7/27/2020

Generally, the Federal Rules of Evidence apply to Board trials. Trial testimony is
taken and introduced out of the presence of the Board during the assigned
testimony periods. The parties may stipulate to a wide variety of matters, and many
requirements relevant to the trial phase of Board proceedings are set forth in
Trademark Rules 2.121 through 2.125. These include pretrial disclosures, matters
in evidence, the manner and timing of taking testimony, and the procedures for
submitting and serving testimony and other evidence, including affidavits,

declarations, deposition transcripts and stipulated evidence.

3 Copies of the Board’s order granting the amendment and Respondent’s declaration will
be forwarded electronically for uploading to the record of the registration.



Cancellation No. 92068470

Trial briefs shall be submitted in accordance with Trademark Rules 2.128(a) and
(b). Oral argument at final hearing will be scheduled only upon the timely

submission of a separate notice as allowed by Trademark Rule 2.129(a).
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