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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party has filed a petition to cancel the registration indicated below.

Petitioner Information

Name New Prime, Inc.

Entity Corporation Citizenship Nebraska

Address 2740 North Mayfair Avenue
Springfield, MO 65803
UNITED STATES

Attorney informa-
tion

Amy Brozenic
Lathrop Gage LLP
10851 Mastin Blvd.
Building 82, Suite 1000
Overland Park, KS 66210
UNITED STATES
Email: abrozenic@lathropgage.com, tmccallon@lathropgage.com,
esidler@lathropgage.com, tmueller@lathropgage.com, ipdocket-
ing@lathropgage.com
Phone: 9134515103

Registration Subject to Cancellation

Registration No. 5221886 Registration date 06/13/2017

Registrant Prime Cargo A/S
Profilvej 4
Kolding, 6000
DENMARK

Goods/Services Subject to Cancellation

Class 035. First Use: 1998/04/01 First Use In Commerce: 2000/12/31
All goods and services in the class are subject to cancellation, namely: Business consulting services
relating to product distribution, operations management services, logistics, reverse logistics, supply
chain, and production systems and distribution solutions; Transportation logistics services, namely,
arranging the transportation of goods for others; Business consulting services relating to product dis-
tribution, operations management services, logistics, reverse logistics, supply chain, and production
systems and distribution solutions

Class 039. First Use: 1998/04/01 First Use In Commerce: 2000/12/31
All goods and services in the class are subject to cancellation, namely: Freight forwarding services;
Supply chain logistics and reverse logistics services, namely, storage, transportation anddelivery of
documents, packages, raw materials, and other freight for others byair, rail, ship or truck; Warehous-
ing services

Grounds for Cancellation

Priority and likelihood of confusion Trademark Act Sections 14(1) and 2(d)

False suggestion of a connection with persons, Trademark Act Sections 14(3) and 2(a)

http://estta.uspto.gov


living or dead, institutions, beliefs, or national
symbols, or bring them into contempt, or disrep-
ute

Marks Cited by Petitioner as Basis for Cancellation

U.S. Application
No.

87575242 Application Date 08/18/2017

Registration Date NONE Foreign Priority
Date

NONE

Word Mark PRIME INC.

Design Mark

Description of
Mark

NONE

Goods/Services Class 039. First use: First Use: 1980/01/30 First Use In Commerce: 1980/01/30
Transportation services by truck

U.S. Application
No.

87586259 Application Date 08/28/2017

Registration Date NONE Foreign Priority
Date

NONE

Word Mark PRIME LOGISTICS

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 1986/06/01 First Use In Commerce: 1986/06/01
Freight logistics management; transportation logistics services, namely, arran-
ging the transportation of goods for others; business management consultation
in the field of transportation logistics
Class 039. First use: First Use: 1986/06/01 First Use In Commerce: 1986/06/01
Supply chain logistics and reverse logistics services, namely, storage, transport-
ation and delivery of documents, packages, raw materials, and other freight for



others by air, rail, ship or truck; Supply chain logistics and reverse logistics ser-
vices, namely, storage, transportation and delivery of goods for others byair, rail,
ship or truck
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

In Re: Registration No. 5,221,886 
For the Mark:  PRIME CARGO (Standard Character Mark)   
Filed: October 6, 2016 
Registered: June 13, 2017 
________________________________________________ 

       ) 
New Prime, Inc.,       ) 
d/b/a Prime Inc.,      ) 

       ) 
 Petitioner     )  
       ) Cancellation No.  _________ 
  v.     ) 
       )    

Prime Cargo A/S,      ) 
       ) 
 Registrant.     ) 

        ) 
 
United States Patent and Trademark Office 
Trademark Trial and Appeal Board 
P.O. Box 1451 
Alexandria, VA 22313-1451 
 

PETITION FOR CANCELLATION 

 New Prime, Inc., d/b/a Prime Inc., a corporation organized and existing under the laws of 

the State of Nebraska, with its principal place of business located at 2740 North Mayfair Avenue, 

Springfield, Missouri 65803 (“Petitioner”), believes that it is being damaged and will continue to 

be damaged by the registration of the mark shown in Registration No. 5,221,886 and hereby 

petitions to cancel the same.  As grounds for its Petition for Cancellation, Petitioner alleges as 

follows: 

Petitioner’s PRIME INC. and PRIME LOGISTICS Marks 

1. Petitioner is a leading transportation and logistics company founded in 1970 that 

provides refrigerated, flatbed, tanker, and intermodal transportation, trucking, and shipping 
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services, as well as related supply chain logistics, freight logistics, and transportation logistics 

services, throughout the United States and internationally. 

2. Petitioner currently has more than 12,000 remotely-monitored, temperature-

controlled trailers in service throughout the United States and internationally and projects growth 

of 1,500 to 3,000 additional trailers per year. 

3. Since at least as early as January 30, 1980, Petitioner has continuously used the 

mark PRIME INC.—in both standard characters and stylized lettering—throughout the United 

States and internationally in connection with its transportation, trucking, and shipping services 

(the “PRIME INC. Mark”).  

4. Petitioner prominently displays the PRIME INC. Mark, for example, on the 

website www.primeinc.com, in written advertisements and promotional materials, and on each of 

Petitioner’s more than 12,000 trailers.  Representative specimens of Petitioner’s use of the 

PRIME INC. Mark in commerce are attached collectively as Exhibit A . 

5. Since at least as early as June 1, 1986, Petitioner has continuously used the mark 

PRIME LOGISTICS throughout the United States and internationally in connection with its 

supply chain logistics, freight logistics, and transportation logistics services, which it offers in 

conjunction with its transportation, trucking, and shipping services (the “PRIME LOGISTICS 

Mark”).  

6. Petitioner prominently displays the PRIME LOGISTICS Mark, for example, on 

the website www.primeload.com and in written advertisements and promotional materials.  

Representative specimens of Petitioner’s use of the PRIME LOGISTICS Mark in commerce are 

attached collectively as Exhibit B . 
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7. Petitioner has expended substantial sums in marketing, advertising, and 

promoting its transportation, trucking, and shipping services under the PRIME INC. Mark, and 

its supply chain logistics, freight logistics, and transportation logistics services under the PRIME 

LOGISTICS Mark, throughout the United States and internationally.  As a result, Petitioner has 

established substantial goodwill in and public recognition of the PRIME INC. and PRIME 

LOGISTICS Marks, which have become valuable assets of Petitioner.   

8. The PRIME INC. and PRIME LOGISTICS Marks are arbitrary, and therefore 

inherently distinctive, in that their dominant feature—the word “PRIME”—has a meaning that 

has no direct relation to Petitioner’s services.   

9. At the very least, as a result of Petitioner’s continuous use of the PRIME INC. 

and PRIME LOGISTICS Marks throughout the United States and internationally for over thirty 

years in connection with Petitioner’s transportation, trucking, shipping, and logistics services, the 

PRIME INC. and PRIME LOGISTICS Marks have acquired secondary meaning as symbols of 

Petitioner’s substantial goodwill associated with such services, including Petitioner’s widespread 

recognition as a leading service provider in the transportation, trucking, shipping, and logistics 

industries. 

10. For all of the foregoing reasons, Petitioner has established significant common 

law rights throughout the entire United States in the PRIME INC. and PRIME LOGISTICS 

Marks. 

Registrant’s PRIME CARGO Registration 

11. Prime Cargo A/S (“Registrant”) is listed as the owner of Registration No. 

5,221,886 (the “PRIME CARGO Registration”), registered on the Principal Register on June 13, 
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2017, for the PRIME CARGO Mark.  The PRIME CARGO Registration covers the following 

services in International Classes 35 and 39: 

Class 35: Business consulting services relating to product 
distribution, operations management services, logistics, reverse 
logistics, supply chain, and production systems and distribution 
solutions; Transportation logistics services, namely, arranging the 
transportation of goods for others; Business consulting services 
relating to product distribution, operations management services, 
logistics, reverse logistics, supply chain, and production systems 
and distribution solutions. 

 
Class 39: Freight forwarding services; Supply chain 

logistics and reverse logistics services, namely, storage, 
transportation and delivery of documents, packages, raw materials, 
and other freight for others by air, rail, ship or truck; Warehousing 
services. 

 
A copy of the certificate evidencing the PRIME CARGO Registration is attached as Exhibit C . 

12. Registrant filed the application that matured into the PRIME CARGO 

Registration—Application Serial No. 87/195,274—on October 6, 2016, under § 1(a) of the 

Lanham Act, 15 U.S.C. § 1051(a), alleging first use of the PRIME CARGO Mark anywhere on 

April 1, 1998, and first use of the PRIME CARGO Mark in commerce on December 31, 2000.  

A copy of Application Serial No. 87/195,274 and the supporting specimen and drawing are 

attached collectively as Exhibit D . 

13. In an Office Action dated January 23, 2017, the USPTO examining attorney 

assigned to Application Serial No. 87/195,274 found that Registrant “must disclaim the wording 

‘CARGO’ because it merely describes the key feature of [Registrant’s] services.”  Upon 

receiving Registrant’s express “authorization . . . on January 26, 2017,” the examining attorney 

adopted this disclaimer by way of an Examiner’s Amendment dated January 26, 2017.  The 

PRIME CARGO Registration ultimately issued with this disclaimer on June 13, 2017.  Copies of 

the Office Action and Examiner’s Amendment are attached as Exhibits E and F, respectively. 
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Petitioner’s Applications for Registration of the  
PRIME INC. and PRIME LOGISTICS Marks 

 
14. On August 18, 2017, Petitioner filed Application Serial No. 87/575,242 to register 

the standard character PRIME INC. Mark covering “[t]ransportation services by truck” in Class 

39 based on first use anywhere and first use in interstate commerce at least as early as January 

30, 1980.  A copy of Application Serial No. 87/575,242 and the supporting specimen and 

drawing are attached collectively as Exhibit G .   

15. In an Office Action dated October 31, 2017, the USPTO examining attorney 

assigned to Application Serial No. 87/575,242 refused registration of the standard character 

PRIME INC. Mark, citing to the PRIME CARGO Registration and finding a likelihood of 

confusion as between the PRIME INC. Mark and PRIME CARGO Mark based on the 

presumptive overlap in services offered in connection with the marks and the similarity of the 

marks “in sound, appearance and overall commercial impression.”  In comparing the services 

offered in connection with the marks, the examining attorney found that Petitioner’s 

“[t]ransportation services by truck” in Class 39 and Registrant’s services in Classes 35 and 39 

“are either similar by encompassment and/or relatedly similar.”  And in comparing the marks 

themselves, the examining attorney noted the identicality of their dominant and source-

identifying feature—the word “PRIME.”  The examining attorney also found that Petitioner 

“must disclaim the abbreviation ‘INC.’ because it designates the legal character or family 

business structure of an entity and does not indicate the source of [Petitioner’s] services.”  A 

copy of this Office Action is attached as Exhibit H .  

16. On August 28, 2017, Petitioner filed Application Serial No. 87/586,259 for the 

PRIME LOGISTICS Mark covering the following services in Classes 35 and 39 based on first 

use anywhere and first use in interstate commerce at least as early as June 1, 1986: 
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Class 35: Freight logistics management; transportation 
logistics services, namely, arranging the transportation of goods for 
others; business management consultation in the field of 
transportation logistics.  

 
Class 39: Supply chain logistics and reverse logistics 

services, namely, storage, transportation and delivery of 
documents, packages, raw materials, and other freight for others by 
air, rail, ship or truck; Supply chain logistics and reverse logistics 
services, namely, storage, transportation and delivery of goods for 
others by air, rail, ship or truck. 

 
A copy of Application Serial No. 87/586,259 and the supporting specimen and drawing are 

attached collectively as Exhibit I .   

17. In an Office Action dated October 31, 2017, the USPTO examining attorney 

assigned to Application Serial No. 87/586,259 refused registration of the PRIME LOGISTICS 

Mark, citing to the PRIME CARGO Registration and finding a likelihood of confusion as 

between the PRIME LOGISTICS Mark and PRIME CARGO Mark based on the presumptive 

overlap in services offered in connection with the marks and the similarity of the marks “in 

sound, appearance and overall commercial impression.”  In comparing the services offered in 

connection with the marks, the examining attorney found that Petitioner’s and Registrant’s Class 

35 and Class 39 services “are either similar by encompassment or they are identical.”  And in 

comparing the marks themselves, the examining attorney noted the identicality of their dominant 

and source-identifying feature—the word “PRIME.”  A copy of this Office Action is attached as 

Exhibit J . 

Priority of Use, Likelihood of Confusion, and False Suggestion of Connection 

18. Petitioner’s use of the PRIME INC. and PRIME LOGISTICS Marks in commerce 

has priority over and precedes Registrant’s use of the PRIME CARGO Mark. 
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19. The PRIME CARGO Mark so resembles Petitioner’s PRIME INC. and PRIME 

LOGISTICS Marks as to be likely, when used in connection with services that are identical or 

closely related to the transportation, trucking, shipping, and logistics services offered by 

Petitioner under the PRIME INC. and PRIME LOGISTICS Marks, to cause consumer confusion, 

mistake, and/or deception under § 2(d) of the Lanham Act, 15 U.S.C. § 1052(d), and to falsely 

suggest a connection between Registrant and Petitioner under § 2(a) of the Lanham Act, 15 

U.S.C. § 1052(a). 

20. The PRIME CARGO Mark is nearly identical in sound, appearance, meaning, and 

commercial impression when compared to the PRIME INC. and PRIME LOGISTICS Marks.  

Indeed, as the USPTO recognized, the dominant and source-identifying feature of all three 

marks—the word “PRIME”—is identical.  Accordingly, the PRIME CARGO Mark is the same 

as or a close approximation to the PRIME INC. and PRIME LOGISTICS Marks, and is likely to 

be recognized as such by consumers.   

21. The PRIME CARGO Mark is, will be, or could be used by Registrant in 

connection with services—namely, the Class 35 and 39 services described in paragraph 11 

above—that are identical or closely related to the transportation, trucking, shipping, and logistics 

services offered by Petitioner under the PRIME INC. and PRIME LOGISTICS Marks.   

22. Registrant’s Class 35 and 39 services contain no limitation as to their nature, type, 

channels of trade, or class of purchasers, and therefore it is presumed that these services are, will 

be, or could be offered or advertised by Registrant through the same channels of trade and to the 

same consumers as the transportation, trucking, shipping, and logistics services offered by 

Petitioner under the PRIME INC. and PRIME LOGISTICS Marks. 
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23. If Registrant is permitted to retain the PRIME CARGO Registration, consumer 

confusion, mistake, and/or deception under § 2(d) of the Lanham Act, 15 U.S.C. § 1052(d), is 

likely to result due to the similarity of the PRIME CARGO Mark and PRIME INC. and PRIME 

LOGISTICS Marks and the similarly of the services provided by Registrant and Petitioner under 

their respective marks.  Persons familiar with Petitioner and its transportation, trucking, shipping, 

and logistics services marketed under the PRIME INC. and PRIME LOGISTICS Marks would 

be likely to purchase and/or attribute goodwill to Registrant’s similar services marketed under 

the PRIME CARGO Mark based on the erroneous assumption that Registrant’s services are 

provided, authorized, sponsored, or endorsed by, or in some manner associated with, Petitioner’s 

services.  Further, such persons would be likely to associate any defect, objection, or fault found 

with Registrant’s services marketed under the PRIME CARGO Mark with Petitioner’s 

transportation, trucking, shipping, and logistics services marketed under the PRIME INC. and 

PRIME LOGISTICS Marks.  Any such confusion, mistake, or deception inevitably would result 

in the wrongful appropriation and/or tarnishment of Petitioner’s valuable goodwill associated 

with the PRIME INC. and PRIME LOGISTICS Marks, causing damage and injury to Petitioner. 

24. In addition, if Registrant is permitted to retain the PRIME CARGO Registration, 

consumers would be likely to falsely presume a connection between Petitioner and Registrant 

and their respective services under § 2(a) of the Lanham Act, 15 U.S.C. § 1052(a), when, in fact, 

no such connection exists.  Any such presumption inevitably would result in the wrongful 

appropriation and/or tarnishment of Petitioner’s valuable goodwill associated with the PRIME 

INC. and PRIME LOGISTICS Marks, causing damage and injury to Petitioner. 
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25. Moreover, if Registrant is permitted to retain the PRIME CARGO Registration, 

further damage and injury to Petitioner would result, as Registrant would continue to possess at 

least a prima facie exclusive right to use the PRIME CARGO Mark for Class 35 and 39 services. 

26. Petitioner already has suffered and continues to suffer damage and injury as a 

result of the PRIME CARGO Registration, as the USPTO cited the PRIME CARGO 

Registration as a basis for refusal of registration of the PRIME INC. and PRIME LOGISTICS 

Marks.  In addition, the USPTO cited the PRIME CARGO Registration as a basis for refusal of 

registration of Petitioner’s standard character mark PRIME INTERMODAL, Application Serial 

No. 87/586,271. 

27. For all of the foregoing reasons, Petitioner has been and will continue to be 

irreparably harmed by the PRIME CARGO Registration for Class 35 and 39 services. 

WHEREFORE, Petitioner respectfully prays that the Trademark Trial and Appeal Board 

sustain its Petition for Cancellation and cancel the registration of the mark shown in Registration 

No. 5,221,886 with prejudice. 
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Dated:  April 25, 2018 
 

Respectfully submitted, 
 
LATHROP GAGE LLP 
 
 

 /Amy Brozenic/   
Amy Brozenic  
10851 Mastin Boulevard 
Building 82, Suite 1000 
Overland Park, KS 66210-1669 
T: (913) 451-5103 
F: (913) 451-0875 
 
Travis W. McCallon 
Eric D. Sidler 
2345 Grand Boulevard 
Suite 2200 
Kansas City, MO 64108 
T: (816) 292-2000 
F: (816) 292-2001 
 
ipdocketing@lathropgage.com  
 
Attorneys for Petitioner 

 

CERTIFICATE OF ONLINE SUBMISSION 

 I hereby certify that a true and correct copy of this PETITION FOR CANCELLATION 
was filed online with the Trademark Trial and Appeal Board using the ESTTA this 25TH day of 
April, 2018. 

      /Amy Brozenic/   
      Amy Brozenic 
 



  

 
 
 
 
 
 

EXHIBIT A.1  
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­® °̄±̄²³°²±°²́µ²¶¶²®°·̧¯̄¶°¹²º®̄º°²¶°²µ̄»²¼̄°½¾°¿À°
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DGHBiFEOEIBuKvGMZBtK]BHTGBH]KBIMGBDIMMEGWB]EHTBIYBw kQGIMkKFWBWIUVTHGM̂BiFGxECBPGQGĴBIYWBHTGBSIDEFQBlU CHB
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XIEYĤBbBMGbBVTHGMBIYWBbBMGHMUOJBXTKHKVMIXTBWGOIFCB IYWBHTGBYIDGCBKSBIFFB{|{BbBMGbBVTHGMCB]TKBWEGWBKYB} ~ddB
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UVWXYZ[\ZV[]ẐŶ_̂̀aXbc[de4JIGMf
4
5g;g?:hFGQif4JAKM4jGHAMPQI4kGMQ4Aj4LIPDE4
G4MIlMKPQIMT4
Um\mc4nJ4jGHAMPQI4kGMQ4GLAKQ4LIPDE4G4MIlMKPQIM4
opqrstuovwqxrsqsyzoxs{svxq|}qtqvs~qrousq
EIQQPDE4MIG•J4QA4fQGMQ4G4DIB4lGMIIM4GD•4
AkkAMQKDPQJ€4nAfQ4Aj4GCC•4‚4CAHI4FIGMPDE4QFIPM4
GkkMIlPGQPAD4GD•4SIIQPDE4•MPHIMf4jMAS4GCC4
AHIM4QFI4BAMC•€
4
5g;g?4hFGQif4G4lASSAD4ƒKIfQPAD4JAK4EIQ4
GLAKQ4RMPSI•4GD•4BFGQ4Pf4JAKM4GDfBIM4jAM4PQT4
Um\mc[„FI4SAfQ4lASSAD4ƒKIfQPAD4‚4FIGM4Pf4Pj4
~sqrt…sqxutovovwqx|qwsxqtq†‡tpp̂‰q†Š‹Œq•Žuq
fQK•IDQ4kMAEMGS4Pf4CPNI4DA4AQFIM•4GD•4‚4GS4
t‡~t•pqsyzoxs•qx|qxs‡‡qxrs{qt‘|Žxqxrsq|’’|û
QKDPQJ4Aj4lASkGDJOkGP•4QMGPDPDE€

5g;g?4hFGQif4QFI4ADI4QFPDE4JAK4BGDQ4kIAkCI4
QA4NDAB4GLAKQ4RMPSIT
Um\mc4„FI4LIfQ4QFPDE4GLAKQ4RMPSI4Pf4QFI4
jGlQ4QFGQ4BI4GMI4fA4jGSPCJOAMPIDQI•€4“MAS4
PDOFAKfI4GffAlPGQIf4QA4AKM4•MPHIMf•4QFIMI4Pf4
GD4IDIMEJ4Aj4NPD•DIff4GD•4FGkkPDIff4QFGQ4
fkMIG•f4QFMAKEF4GCC4Aj4AKM4GffAlPGQIf€4hI4
GMI4GCC4PD4QFPf4Gf4G4QIGS•4GD•4PQ4fFABf4PD4AKM4
fKllIff€
4
5g;g?4hFGQ4GMI4JAKM4FALLPIf4AKQfP•I4Aj4BAMNT
Um\mc4hFID4DAQ4GQ4BAMN•4‚4fkID•4G4CAQ4Aj4QPSI4
GQ4fkAMQPDE4IHIDQf€4”IQBIID4fAllIM•4MKELJ•4
QMGlN4GD•4SAMI4BPQF4SJ4QFMII4QIIDGEIMf•4‚4
fQGJ4kMIQQJ4LKfJ•GD•4‚4CAHI4PQ–
4
5g;g?4hFGQ4NIIkf4JAK4lASPDE4LGlN4QA4BAMN4
IHIMJ4•GJT4
Um\mc4—AHPDE4BFGQ4‚4•A4SGNIf4PQ4MIGCCJ4IGfJ4QA4
BGCN4PDQA4BAMN4IHIMJ4•GJ€4„FI4lFGCCIDEIf4GMI4
lFGCCIDEPDE•4LKQ4QFI4MIBGM•4Pf4kMPlICIff€4

˜ ™š› œ˜ ™š› œ

56789:;<=>c4@AB4CADE4FGHI4JAK4LIID4BAMNPDE4GQ4RMPSI T44
•žŸ ¡V[¢XVŸYX£c4‚Q4BPCC4LI4jAKM4JIGMf4PD4¤IkQISLIM€

5g;g?4hFGQif4JAKM4jGHAMPQI4kGMQ4Aj4LIPDE4G4MIlMKPQI MT4
•m¢mcq¥rsqt‘o‡ox•qx|q|¦qsuq’s|’‡sqxrsq|’’|uxŽvox•qx |qwu|~qtv•qpŽzzss•§q‘|xrq’sû
fADGCCJ4GD•4kMAjIffPADGCCJ€4̈CfA•4fIIPDE4QFI4MIQIDQ PAD4BPQF4•MPHIMf4GD•4LIPDE4GLCI4
QA4LKPC•4MICGQPADfFPkf4BPQF4kIAkCI4jMAS4GCC4AHIM4QF I4lAKDQMJ4Pf4QMKCJ4GSG©PDE€

5g;g?4hFGQif4G4lASSAD4ƒKIfQPAD4JAK4EIQ4GLAKQ4RMPSI• 4GD•4BFGQ4Pf4JAKM4GDfBIMT
•m¢mc4“ACNf4QID•4QA4FGHI4G4CAQ4ƒKIfQPADf4GLAKQ4AKM4 fQK•IDQ4•MPHIM4kMAEMGS•4GD•4‚4
•|q{•q‘spxqx|qsy’‡tovqtv•qt•…|ztxsq}|uqxrsq’u|wut{Œ

5g;g?4hFGQif4QFI4ADI4QFPDE4JAK4BGDQ4kIAkCI4QA4NDAB4 GLAKQ4RMPSIT
•m¢mc4‚4BGDQ4kIAkCI4QA4NDAB4QFGQ4RMPSI4Pf4LJ4jGM4QF I4LIfQ4QMKlNPDE4lASkGDJ4QA4
•MPHI4jAM•4kIMPA•€4hFID4QGCNPDE4QA4•MPHIMf•4Pj4QFIJ 4FGHIDiQ4GCMIG•J4•ADI4QFIPM4
MIfIGMlF•4‚4GCBGJf4IDlAKMGEI4QFIS4QA4•A4fA4LIlGKfI4 QFI4QMKQF4Pf4PD4QFI4FPfQAMJ•4
fQGQPfQPlf4GD•4FIGMQ4Aj4QFI4lASkGDJ€444

5g;g?4hFGQ4GMI4JAKM4FALLPIf4AKQfP•I4Aj4BAMNT
•m¢mcqªt…ovwq}|Žuq«o•pq«ss’pq|Žuq}t{o‡•qsyxus{s‡•q‘ Žp•§q‘Žxqovq|Žuqp’tusqxo{sq
~sq‡|…sq~|u«ovwq|vq’u|¬szxp§qro«ovwqtv•qust‡‡•qtv•x rovwqxrtxq«ss’pqŽpq|Žx•||upŒq­q
{owrxqt‡p|qrt…sqtqp‡owrxq|‘psppo|vq~oxrq®|u{Ž‡tq•vs qutzovwŒ

5g;g?4hFGQ4NIIkf4JAK4lASPDE4LGlN4QA4BAMN4IHIMJ4•GJT 4
•m¢mcq­qsv¬|•q‘sovwqt‘‡sqx|q}Žuxrsuq{•qztussuqrsusq tv•qwtovqsy’suosvzsq~oxrqpŽzrqtq
MIkKQGLCI4lASkGDJ€4‚Qif4lFGCCIDEPDE4GQ4QPSIf•4LKQ4P Qif4GCfA4HIMJ4MIBGM•PDE€

(̄�°"#)±&#�'&²

³ #$&'³)

�³#) ³́'́-$́µ&¶

� !"#$%"&'( )*+,-./+-032.

RFA
QA4LJ4”MGD

•AD4̈CS
f

·̧¹º»¼½¾¿À Á ÁÂÃ



���������	��
���
�������
	��
��������	�
�����������
���������	�����	��
�������	�����		��
�����
	���������	���
�����	�����		�
����	��������	�	����
�������	��	���
��������
���������������������
��������������� ����!

"#$%&'(%)*+,, -./012.034.5

6
789:;<=>?@A6BCD6ECFG6HIJK6LCM6NKKF6DCOPQFG6
IR6SOQTKU66
VWXYZ[\]X̂_̀A6aKJKF6LKIObc
6
7d=de6fHIRgb6LCMO6hIJCOQRK6iIOR6Ch6NKQFG6
I6OKjOMQRKOU6
Vk]kA6l6ECR6Ch6CMO6mOQJKOb6jCTK6RC6Mb6HIJQFG6
nopqrstsrusvrwstxoyzt{op|t}u~•w€t•po‚yƒrt
TIPQFG6KFmb6TKKRc6„L6hIJCOQRK6iIOR6Ch6NKQFG6
I6OKjOMQRKO6Qb6bKKQFG6RHCbK6bITK6mOQJKOb6I6LKIO6
mCDF6RHK6EQFK6IFm6HKIOQFG6INCMR6HCD6DKEE6
RHKLgOK6mCQFG6FCDc6
6
7d=de6fHIRgb6I6jCTTCF6…MKbRQCF6LCM6GKR6INCMR6
SOQTK†6IFm6DHIR6Qb6LCMO6IFbDKO6hCO6QRU6
Vk]kA6‡6mC6GKR6I6jCTTCF6…MKbRQCF6INCMR6SOQTK̂6
‰lOK6LCM6GMLb6HQOQFGUŠ6lFm6LKb†6DK6IOKc

7d=de6fHIRgb6RHK6CFK6RHQFG6LCM6DIFR6iKCiEK6RC6
PFCD6INCMR6SOQTKU
Vk]kA6‹JKOLCFK6QF6RHK6jCTiIFL6Qb6iIQm6CF6IF6
•wŒrw••~r•Žpo•tsp•~rpzt•otprŒp‚••rpzt•ot•trr•t
TIFIGKOb‘bC6LCM6GKR6CMR6Ch6QR6DHIR6LCM6iMR6
QFRC6QRc6‡R6HIb6jOKIRKm6IF6IRTCbiHKOK6DHKOK6
KJKOLCFK6RIPKb6CDFKObHQi6QF6RHK6jCTiIFLc
6
7d=de6fHIR6IOK6LCMO6HCNNQKb6CMRbQmK6Ch6DCOPU
Vk]kA6‡6HIJK6I6’“LKIO“CEm6EQRREK6GQOE†6bC6‡6biKFm6I 6
ECR6Ch6RQTK6IR6”HMjP6‹c6”HKKbKgbc6‡6DIRjH6I6ECR6Ch6
biCORb†6IFm6‡6ROL6RC6GKR6RC6RHK6EIPK6KJKOL6jHIFjK6
‡6GKRc6
6
7d=de6fHIR6PKKib6LCM6jCTQFG6NIjP6RC6DCOP6
KJKOL6mILU6
Vk]kA6•HKOKgb6FC6NKRRKO6iEIjK6RC6DCOPc6‡6ECJK6RHK6
–ro–ƒrt—tnopqtn••}̃t—t–ƒu™tyuzqr•yuƒƒtoptršrpŒ•zrt
mMOQFG6TL6EMFjH6HCMOc6„L6mIMGHRKO6Qb6QF6SOQTK6
›Qmb6œKIOFQFG6”KFRKO6I6hKD6HMFmOKm6hKKR6IDIL6
hOCT6TKc6•HK6ITKFQRQKb6HKOK6IOK6OQmQjMECMbc6‡6
mCFgR6PFCD6DHIR6TCOK6‡6jCMEm6IbP6hCO•

žŸ ¡ ¢žŸ ¡ ¢

"#$%&'(%)*+ ,,-./012.03£¤3

789:;<=>?@e6BCD6ECFG6HIJK6LCM6NKKF6DCOPQFG6IR6SOQTK U66
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.U4U83V?@IWR-I?B-:=B-I?H=>-C:D-;@=I-XB:X<B-I:-G=:;- @E:DI-JFHKBL
MNONP-Q-[FHABF-K@C-;:FG-S:F-JFHKB\-EDI-I?BC-@FB-FBR XBYIB[-@R-:DF-X@FI=BF-H=-:DF-
Y:KKHIKB=I-I:-KBBIH=>-I?B-=BB[R-:S-:DF-YDRI:KBFRT
-
.U4U8-V?@I-@FB-C:DF-?:EEHBR-:DIRH[B-:S-;:FGL
MNONP~•:@[-EHGH=>\-R=:;-RGHH=>\-R@H<H=>-@=[-BABFC-Y :=YBFI-KC-;HSB-IB<<R-KB-I:-
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cwqq_cc̀dfg̀djje_qad]akfs`êar_̀]dv_c̀_yq_ll_f]q̀de _̀km̀]̂_aèj_kjl_s
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XLMYWSVNJPKJLHZV[J\NWJKLVNJRHIJWHJPJYHKJ
HUJXI]]MN̂_JKHH_JKHJKLH]VJ̀VH̀YVJTLHJWHNaKJ
ZHbVJHbVS[c

\JYHKJHUJKLVJWIHa]JSHPW]MWVJdHQ]JMNe
XYIWVJXLPN̂MN̂JKMSV]_JHNVJHUJTLMXLJKLVRJ
XLPN̂VWJUHSJfVP]VJgSMbVSJhVSSRJiĤVS]J
YP]KJ]IZZVSJTLVNJLVJLPWJPJQYHTHIKJHNJ
jVNNV]]VVa]JkNKVS]KPKVJlmn[JojLVRJTVSVJ
MNJpLVYQRbMYYV_JPYZH]KJKTHJLHIS]JPTPR_J
QIKJKLVRJXPZVJHIKJPNWJUMqVWJKLVJKMSVJPNWJ
ĤKJZVJÌJPNWĴHMN̂J̀SVKKRJrIMXO_cJiĤe
VS]J]PR][JjLM]JTP]NaKJPJHNVeKMZVJZVVKMN̂J

UHSJKLVJKLSVVsiĤVS]JPXKIPYYRJTHSO]JTMKLJ
KLVJWIHJHUKVN_JPNWJLVJLVỲ]JKLVZJHIKJP]J
TVYY[JokJ̀SHQPQYRJKPYOJKHJKLVZJPJUVTJKMZV]J
PJTVVO_cJ]PR]JiĤVS]_JTLHJSIN]JPJWVWMXPKe
VWJSHIKVJMNJZMWWYVJjVNNV]]VV[JojLVRJSINJ
PSHINWJKLM]JPSVPJPNWJUMqJKSPMYVS]_JQIKJMUJMKa]J
]HZVKLMN̂JKLVRJXPNaKJUMq_JkJTMYYJ]HZVKMZV]J
ZVVKJÌJTMKLJKLVZJPNWJKPOVJKLVMSJKSPMYVSJ
KHJKLVJ]LH̀JUHSJKLVZ[JkKa]JPJXHISKV]RJKLMN̂J
TVJLPbVJUHSJVPXLJHKLVS[JjLVRaSVJPYTPR]JP]J
LVỲUIYJP]J̀H]]MQYV[JjLVRaSVJNMXVĴIR]JKHJ
THSOJTMKL_JPNWJKLVRJTMYYJTHSOJTMKLJRHIJ
S̀VKKRJZIXLJPNRJTPRJKLVRJXPN[c

t uC;7v9<>w<Cx 9<
y 67B v
zLVNJMKa]JKMZVJUHSJPJWPRJHUU_JZPNRJ̀VHe
ỲVJWHNaKJTPNKJZIXLJKHJWHJTMKLJKLVMSJ
XHeTHSOVS][JjLM]JM]NaKJPYTPR]JKLVJXP]VJUHSJ
{VMVSJPNWJpVMQVS][JozVabVĴHKJVPXLJHKLe
VSa]JQPXO]JMN]MWVJHUJTHSOJPNWJHIK]MWVJHUJ
THSO_cJ{VMVSJ]PR]JHUJLMZ]VYUJPNWJpVMQVS][J
jLPNO]JKHJZPNRJRVPS]JHUJTHSOMN̂JMNJKLVJ
]LH̀JKĤVKLVSsPNWJNHTJLHIS]JPNWJLHIS]J
]̀VNKJWSMbMN̂JMNJKLVJ]VSbMXVJKSIXOsKLVJ
KTHJLPbVJWVbVYH̀VWJrIMKVJKLVJUSMVNWe
]LM̀[JopHZVKMZV]JTVaYYJKPYOJPQHIKJTHSO_J
]HZVKMZV]JTVaYYJKPYOJPQHIKJVPXLJHKLVSa]J
S̀HQYVZ]_cJ{VMVSJ]PR]JHUJKLVMSJKMZVJWSMbe
MN̂JWHTNJKLVJSHPW[JzLVNJKLVRJ]VVJHNVJ
PNHKLVSJHUUJKLVJXYHXO_JKLVRJZM̂LKJ]LPSVJ
PJUVTJQVVS]JHSJLVỲJVPXLJHKLVSJWHJdHQ]J
PSHINWJKLVMSJLHZV][J\NWJKLVRaYYJVbVNJ
XHZVJMNJHNJPJWPRJHUUJKHJLVỲJKLVJHKLVS_J
TLVNJNVVWVW[Jo\]JYHN̂JP]JKLVSVa]JNHKLMN̂J
]ÌVSJMZ̀HSKPNKĴHMN̂JHN_JMUJKLVSVa]J]HZVe
KLMN̂JTVJNVVWJKHJWHJTVJTMYYJLVỲJVPXLJHKLe
VSJHIK_cJ{VMVSJ]PR][JopHZVKMZV]JRHIJdI]KJ
WHNaKJLPbVJPJXLHMXV[JGHIĴHKJKHĴH[c
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EXHIBIT C  



Reg. No. 5,221,886 

Registered Jun. 13, 2017 

Int. Cl.: 35, 39

Service Mark

Principal Register 

Prime Cargo A/S (DENMARK aktieselskab (a/s) )
Profilvej 4
Kolding DENMARK 6000

CLASS 35: Business consulting services relating to product distribution, operations
management services, logistics, reverse logistics, supply chain, and production systems and
distribution solutions; Transportation logistics services, namely, arranging the transportation
of goods for others; Business consulting services relating to product distribution, operations
management services, logistics, reverse logistics, supply chain, and production systems and
distribution solutions

FIRST USE 4-1-1998; IN COMMERCE 12-31-2000

CLASS 39: Freight forwarding services; Supply chain logistics and reverse logistics services,
namely, storage, transportation and delivery of documents, packages, raw materials, and other
freight for others by air, rail, ship or truck; Warehousing services

FIRST USE 4-1-1998; IN COMMERCE 12-31-2000

THE MARK CONSISTS OF STANDARD CHARACTERS WITHOUT CLAIM TO ANY
PARTICULAR FONT STYLE, SIZE OR COLOR

No claim is made to the exclusive right to use the following apart from the mark as shown:
"CARGO"

SER. NO. 87-195,274, FILED 10-06-2016
TAMARA G FRAZIER, EXAMINING ATTORNEY
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Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB control number. 
PTO Form 1478 (Rev 09/2006)

OMB No. 0651-0009 (Exp 02/28/2018)

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 87195274
Filing Date: 10/06/2016

NOTE: Data fields with the *  are mandatory under TEAS Plus. The wording "(if applicable)" appears where the field is only mandatory
under the facts of the particular application.

The table below presents the data as entered.

Input Field Entered

TEAS Plus YES

MARK INFORMATION

* MARK PRIME CARGO

* STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

LITERAL ELEMENT PRIME CARGO

* MARK STATEMENT
The mark consists of standard characters, without claim to any particular font,
style, size, or color.

REGISTER Principal

APPLICANT INFORMATION

* OWNER OF MARK Prime Cargo A/S

* STREET Profilvej 4

* CITY Kolding

* COUNTRY Denmark

* ZIP/POSTAL CODE
(Required for U.S. applicants)

6000

LEGAL ENTITY INFORMATION

* TYPE aktieselskab (a/s)

*  STATE/COUNTRY WHERE LEGALLY
ORGANIZED

Denmark

GOODS AND/OR SERVICES AND BASIS INFORMATION

* INTERNATIONAL CLASS 035 

* IDENTIFICATION

Business consulting services relating to product distribution, operations
management services, logistics, reverse logistics, supply chain, and
production systems and distribution solutions; Transportation logistics
services, namely, arranging the transportation of goods for others; Business
consulting services relating to product distribution, operations management
services, logistics, reverse logistics, supply chain, and production systems and
distribution solutions



* FILING BASIS SECTION 1(a)

       FIRST USE ANYWHERE DATE At least as early as 04/01/1998

       FIRST USE IN COMMERCE DATE At least as early as 12/31/2000

       SPECIMEN FILE NAME(S)

       ORIGINAL PDF FILE SPE0-50244220-20161006144135362812_._PrimeCargoSpec.pdf

       CONVERTED PDF FILE(S)
       (1 page)

\\TICRS\EXPORT17\IMAGEOUT17\871\952\87195274\xml1\FTK0003.JPG

       SPECIMEN DESCRIPTION Website showing use of the mark in connection with the services.

* INTERNATIONAL CLASS 039 

* IDENTIFICATION

Freight forwarding services; Supply chain logistics and reverse logistics
services, namely, storage, transportation and delivery of documents, packages,
raw materials, and other freight for others by air, rail, ship or truck;
Warehousing services

* FILING BASIS SECTION 1(a)

       FIRST USE ANYWHERE DATE At least as early as 04/01/1998

       FIRST USE IN COMMERCE DATE At least as early as 12/31/2000

       SPECIMEN FILE NAME(S)

       ORIGINAL PDF FILE SPE0-1-50244220-20161006144135362812_._PrimeCargoSpec.pdf

       CONVERTED PDF FILE(S)
       (1 page)

\\TICRS\EXPORT17\IMAGEOUT17\871\952\87195274\xml1\FTK0004.JPG

       SPECIMEN DESCRIPTION Website showing use of the mark in connection with the services.

ADDITIONAL STATEMENTS INFORMATION

* TRANSLATION 
(if applicable)

 

* TRANSLITERATION 
(if applicable)

 

* CLAIMED PRIOR REGISTRATION
(if applicable)

 

* CONSENT (NAME/LIKENESS) 
(if applicable)

 

* CONCURRENT USE CLAIM 
(if applicable)

 

ATTORNEY INFORMATION

NAME Alan B. Samlan

ATTORNEY DOCKET NUMBER PrimeCargo

FIRM NAME Knechtel, Demeur & Samlan

INTERNAL ADDRESS Suite 2360

STREET 525 W. Monroe St.

CITY Chicago

STATE Illinois

COUNTRY United States

ZIP/POSTAL CODE 60661

PHONE 312-655-9900



FAX 312-655-1917

EMAIL ADDRESS asamlan@kdslaw.com

AUTHORIZED TO COMMUNICATE VIA EMAIL Yes

OTHER APPOINTED ATTORNEY David J. Hurley and Stephen B. Samlan

DOMESTIC REPRESENTATIVE INFORMATION

NAME Klaus U. Thiedmann

FIRM NAME Thiedmann & Edler

INTERNAL ADDRESS Suite 2360

STREET 525 W. Monroe St.

CITY Chicago

STATE Illinois

COUNTRY United States

ZIP CODE 60661

PHONE 312-831-4440

FAX 312-831-4447

CORRESPONDENCE INFORMATION

* NAME Alan B. Samlan

FIRM NAME Knechtel, Demeur & Samlan

INTERNAL ADDRESS Suite 2360

* STREET 525 W. Monroe St.

* CITY Chicago

* STATE 
(Required for U.S. addresses)

Illinois

* COUNTRY United States

* ZIP/POSTAL CODE 60661

PHONE 312-655-9900

FAX 312-655-1917

* EMAIL ADDRESS asamlan@kdslaw.com

* AUTHORIZED TO COMMUNICATE VIA EMAIL Yes

FEE INFORMATION

APPLICATION FILING OPTION TEAS Plus

NUMBER OF CLASSES 2

FEE PER CLASS 225

* TOTAL FEE PAID 450

SIGNATURE INFORMATION

*  SIGNATURE /Alan B. Samlan/

*  SIGNATORY'S NAME Alan B. Samlan

*  SIGNATORY'S POSITION Attorney of record, Illinois bar member



SIGNATORY'S PHONE NUMBER 312-655-9900

*  DATE SIGNED 10/06/2016



Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB control number. 
PTO Form 1478 (Rev 09/2006)

OMB No. 0651-0009 (Exp 02/28/2018)

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 87195274
Filing Date: 10/06/2016

To the Commissioner for Trademarks:

MARK:  PRIME CARGO (Standard Characters, see mark)
The literal element of the mark consists of PRIME CARGO.
The mark consists of standard characters, without claim to any particular font, style, size, or color.

The applicant, Prime Cargo A/S, a aktieselskab (a/s) legally organized under the laws of Denmark, having an address of
      Profilvej 4
      Kolding 6000
      Denmark

requests registration of the trademark/service mark identified above in the United States Patent and Trademark Office on the Principal Register
established by the Act of July 5, 1946 (15 U.S.C. Section 1051 et seq.), as amended, for the following:

For specific filing basis information for each item, you must view the display within the Input Table. 
       International Class 035:  Business consulting services relating to product distribution, operations management services, logistics, reverse
logistics, supply chain, and production systems and distribution solutions; Transportation logistics services, namely, arranging the transportation
of goods for others; Business consulting services relating to product distribution, operations management services, logistics, reverse logistics,
supply chain, and production systems and distribution solutions

Use in Commerce: The applicant is using the mark in commerce on or in connection with the identified goods/services. The applicant attaches, or
will later submit, one specimen as a JPG/PDF image file showing the mark as used in commerce on or in connection with any item in the class of
listed goods/services, regardless of whether the mark itself is in the standard character format or is a stylized or design mark. The specimen image
file may be in color, and the image must be in color if color is being claimed as a feature of the mark.

In International Class 035, the mark was first used by the applicant or the applicant's related company or licensee predecessor in interest at least
as early as 04/01/1998, and first used in commerce at least as early as 12/31/2000, and is now in use in such commerce. The applicant is
submitting one(or more) specimen(s) showing the mark as used in commerce on or in connection with any item in the class of listed
goods/services, consisting of a(n) Website showing use of the mark in connection with the services..

Original PDF file:
SPE0-50244220-20161006144135362812_._PrimeCargoSpec.pdf
Converted PDF file(s) (1 page)
Specimen File1

For specific filing basis information for each item, you must view the display within the Input Table. 
       International Class 039:  Freight forwarding services; Supply chain logistics and reverse logistics services, namely, storage, transportation
and delivery of documents, packages, raw materials, and other freight for others by air, rail, ship or truck; Warehousing services

Use in Commerce: The applicant is using the mark in commerce on or in connection with the identified goods/services. The applicant attaches, or
will later submit, one specimen as a JPG/PDF image file showing the mark as used in commerce on or in connection with any item in the class of
listed goods/services, regardless of whether the mark itself is in the standard character format or is a stylized or design mark. The specimen image
file may be in color, and the image must be in color if color is being claimed as a feature of the mark.

In International Class 039, the mark was first used by the applicant or the applicant's related company or licensee predecessor in interest at least
as early as 04/01/1998, and first used in commerce at least as early as 12/31/2000, and is now in use in such commerce. The applicant is
submitting one(or more) specimen(s) showing the mark as used in commerce on or in connection with any item in the class of listed
goods/services, consisting of a(n) Website showing use of the mark in connection with the services..



Original PDF file:
SPE0-1-50244220-20161006144135362812_._PrimeCargoSpec.pdf
Converted PDF file(s) (1 page)
Specimen File1

The applicant's current Attorney Information:
      Alan B. Samlan and David J. Hurley and Stephen B. Samlan of Knechtel, Demeur & Samlan
      Suite 2360
      525 W. Monroe St.
      Chicago, Illinois 60661
      United States
      312-655-9900(phone)
      312-655-1917(fax)
      asamlan@kdslaw.com (authorized)
The attorney docket/reference number is PrimeCargo.

The applicant hereby appoints Klaus U. Thiedmann of Thiedmann & Edler
      525 W. Monroe St.
      Suite 2360
      Chicago Illinois 60661
      United States
      312-831-4440(phone)
      312-831-4447(fax)
as applicant's representative upon whom notice or process in the proceedings affecting the mark may be served.
The applicant's current Correspondence Information:
      Alan B. Samlan
      Knechtel, Demeur & Samlan
      Suite 2360
      525 W. Monroe St.
      Chicago, Illinois 60661
      312-655-9900(phone)
      312-655-1917(fax)
      asamlan@kdslaw.com (authorized)
E-mail Authorization:  I authorize the USPTO to send e-mail correspondence concerning the application to the applicant or applicant's attorney
at the e-mail address provided above. I understand that a valid e-mail address must be maintained and that the applicant or the applicant's
attorney must file the relevant subsequent application-related submissions via the Trademark Electronic Application System (TEAS). Failure to
do so will result in an additional processing fee of $50 per international class of goods/services.

A fee payment in the amount of $450 has been submitted with the application, representing payment for 2 class(es).

Declaration

The signatory believes that: if the applicant is filing the application under 15 U.S.C. § 1051(a), the applicant is the owner of the
trademark/service mark sought to be registered; the applicant is using the mark in commerce on or in connection with the goods/services in the
application; the specimen(s) shows the mark as used on or in connection with the goods/services in the application; and/or if the applicant filed
an application under 15 U.S.C. § 1051(b), § 1126(d), and/or § 1126(e), the applicant has a bona fide intention, and is entitled, to use the mark in
commerce on or in connection with the goods/services in the application. The signatory believes that to the best of the signatory's knowledge and
belief, no other persons, except, if applicable, concurrent users, have the right to use the mark in commerce, either in the identical form or in such
near resemblance as to be likely, when used on or in connection with the goods/services of such other persons, to cause confusion or mistake, or
to deceive. The signatory being warned that willful false statements and the like are punishable by fine or imprisonment, or both, under 18 U.S.C.
§ 1001, and that such willful false statements and the like may jeopardize the validity of the application or any registration resulting therefrom,
declares that all statements made of his/her own knowledge are true and all statements made on information and belief are believed to be true.

Signature: /Alan B. Samlan/   Date Signed: 10/06/2016
Signatory's Name: Alan B. Samlan
Signatory's Position: Attorney of record, Illinois bar member



RAM Sale Number: 87195274
RAM Accounting Date: 10/07/2016

Serial Number: 87195274
Internet Transmission Date: Thu Oct 06 15:40:29 EDT 2016
TEAS Stamp: USPTO/FTK-XX.XXX.X.XX-201610061540298833
37-87195274-570a355431c3d96ce36823a48341
fd39bef1adaf531fec7af823d97b5eeacc6e3d-C
C-2481-20161006144135362812
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To: Prime Cargo A/S (asamlan@kdslaw.com)

Subject: U.S. TRADEMARK APPLICATION NO. 87195274 - PRIME CARGO - PrimeCargo

Sent: 1/23/2017 1:03:08 PM

Sent As: ECOM116@USPTO.GOV

Attachments: Attachment - 1
Attachment - 2
Attachment - 3
Attachment - 4
Attachment - 5
Attachment - 6
Attachment - 7
Attachment - 8
Attachment - 9

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
U.S. APPLICATION SERIAL NO.   87195274

 
MARK: PRIME CARGO
 

 
        

*87195274*
CORRESPONDENT ADDRESS:
       ALAN B. SAMLAN
       KNECHTEL, DEMEUR & SAMLAN
       525 W. MONROE ST.
       SUITE 2360
       CHICAGO, IL 60661

 
CLICK HERE TO RESPOND TO THIS LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp

 
VIEW YOUR APPLICATION FILE
 

APPLICANT: Prime Cargo A/S
 

 
 

CORRESPONDENT’S
REFERENCE/DOCKET NO:   
       PrimeCargo
CORRESPONDENT E-MAIL ADDRESS:  
       asamlan@kdslaw.com

 

 
 

PRIORITY ACTION
 

STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO MUST RECEIVE APPLICANT’S
COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS OF THE ISSUE/MAILING DATE BELOW.  A RESPONSE
TRANSMITTED THROUGH THE TRADEMARK ELECTRONIC APPLICATION SYSTEM (TEAS) MUST BE RECEIVED BEFORE
MIDNIGHT EASTERN TIME  OF THE LAST DAY OF THE RESPONSE PERIOD.
 
 
ISSUE/MAILING DATE: 1/23/2017
 
DATABASE SEARCH:   The trademark examining attorney has searched the USPTO’s database of registered and pending marks and has
found no conflicting marks that would bar registration under Trademark Act Section 2(d).  TMEP §704.02; see 15 U.S.C. §1052(d).
 
ISSUES APPLICANT MUST ADDRESS:  On January 23, 2017, the trademark examining attorney and Alan B. Samlan discussed the issues
below.  Applicant must timely respond to these issues.  See 15 U.S.C. §1062(b); 37 C.F.R. §2.62(a); TMEP §§708, 711.
 
Disclaimer Required
 
Applicant must disclaim the wording “CARGO” because it merely describes the key feature of applicant’s services, and thus is an unregistrable



component of the mark.  See 15 U.S.C. §§1052(e)(1), 1056(a); DuoProSS Meditech Corp. v. Inviro Med. Devices, Ltd., 695 F.3d 1247, 1251, 103
USPQ2d 1753, 1755 (Fed. Cir. 2012) (quoting In re Oppedahl & Larson LLP, 373 F.3d 1171, 1173, 71 USPQ2d 1370, 1371 (Fed. Cir. 2004));
TMEP §§1213, 1213.03(a). 
 
The wording “cargo” refers to “the goods or merchandise conveyed in a ship, airplane, or vehicle”.   Please see attached.  Please also refer to
applicant’s specimen which states:   Prime Cargo is an international forwarding company and we offer tailored freight, warehousing and
logistics solutions to both small and large companies. We take pride in taking an active responsibility for your value chain and always provide
the optimal logistic solutions that ensures that your company delivers the goods to the customers prime time, every time.  Therefore, the wording
“cargo” merely describes a feature of applicant’s services.   That is, applicant provides cargo logistics/transportation services and related
consultation. 
 
An applicant may not claim exclusive rights to terms that others may need to use to describe their goods and/or services in the marketplace.  See
Dena Corp. v. Belvedere Int’l, Inc., 950 F.2d 1555, 1560, 21 USPQ2d 1047, 1051 (Fed. Cir. 1991); In re Aug. Storck KG, 218 USPQ 823, 825
(TTAB 1983).  A disclaimer of unregistrable matter does not affect the appearance of the mark; that is, a disclaimer does not physically remove
the disclaimed matter from the mark.  See Schwarzkopf v. John H. Breck, Inc., 340 F.2d 978, 978, 144 USPQ 433, 433 (C.C.P.A. 1965); TMEP
§1213. 
 
If applicant does not provide the required disclaimer, the USPTO may refuse to register the entire mark.  See In re Stereotaxis Inc., 429 F.3d
1039, 1040-41, 77 USPQ2d 1087, 1088-89 (Fed. Cir. 2005); TMEP §1213.01(b).
 
Applicant should submit a disclaimer in the following standardized format:
 

No claim is made to the exclusive right to use “CARGO” apart from the mark as shown.
 
For an overview of disclaimers and instructions on how to satisfy this disclaimer requirement online using the Trademark Electronic Application
System (TEAS) form, please go to http://www.uspto.gov/trademarks/law/disclaimer.jsp.
 
Conclusion – Telephone or Email Response Suggested
 
Applicant is encouraged to telephone or e-mail the assigned trademark examining attorney to resolve the issues raised in this Office action by
examiner’s amendment. Although a formal response may never be submitted by e-mail, an applicant may communicate informally by phone or
e-mail with the trademark examining attorney to agree to a proposed amendment to the application that will immediately place the application in
condition for publication for opposition, issuance of a registration, or suspension. See TMEP §707.
 
 
TEAS PLUS OR TEAS REDUCED FEE (TEAS RF) APPLICANTS – TO MAINTAIN LOWER FEE, ADDITIONAL
REQUIREMENTS MUST BE MET, INCLUDING SUBMITTING DOCUMENTS ONLINE:  Applicants who filed their application
online using the lower-fee TEAS Plus or TEAS RF application form must (1) file certain documents online using TEAS, including responses to
Office actions (see TMEP §§819.02(b), 820.02(b) for a complete list of these documents); (2) maintain a valid e-mail correspondence address;
and (3) agree to receive correspondence from the USPTO by e-mail throughout the prosecution of the application. See37 C.F.R. §§2.22(b),
2.23(b); TMEP §§819, 820.  TEAS Plus or TEAS RF applicants who do not meet these requirements must submit an additional processing fee of
$125 per class of goods and/or services.  37 C.F.R. §§2.6(a)(1)(v), 2.22(c), 2.23(c); TMEP §§819.04, 820.04.  However, in certain situations,
TEAS Plus or TEAS RF applicants may respond to an Office action by authorizing an examiner’s amendment by telephone or e-mail without
incurring this additional fee.  
 

/tfrazier/
Tamara Frazier
Trademark Attorney
Law Office 116
(571) 272-8256
tamara.frazier@uspto.gov

 
TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please wait 48-72 hours from the
issue/mailing date before using the Trademark Electronic Application System (TEAS), to allow for necessary system updates of the application. 
For technical assistance with online forms, e-mail TEAS@uspto.gov.  For questions about the Office action itself, please contact the assigned
trademark examining attorney.  E-mail communications will not be accepted as responses to Office actions; therefore, do not respond to
this Office action by e-mail.
 
All informal e-mail communications relevant to this application will be placed in the official application record.
 
WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant or someone with legal authority to bind an



applicant (i.e., a corporate officer, a general partner, all joint applicants).  If an applicant is represented by an attorney, the attorney must sign the
response. 
 
PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does not miss crucial deadlines or official
notices, check the status of the application every three to four months using the Trademark Status and Document Retrieval (TSDR) system at
http://tsdr.uspto.gov/.  Please keep a copy of the TSDR status screen.  If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-9199.  For more information on checking
status, see http://www.uspto.gov/trademarks/process/status/.
 
TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at http://www.uspto.gov/trademarks/teas/correspondence.jsp.
 
 





















To: Prime Cargo A/S (asamlan@kdslaw.com)

Subject: U.S. TRADEMARK APPLICATION NO. 87195274 - PRIME CARGO - PrimeCargo

Sent: 1/23/2017 1:03:10 PM

Sent As: ECOM116@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
 
 

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION

 
USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED
ON 1/23/2017 FOR U.S. APPLICATION SERIAL NO. 87195274

 
Please follow the instructions below:
 
(1)  TO READ THE LETTER:   Click on this link or go to http://tsdr.uspto.gov, enter the U.S. application serial number, and click on
“Documents.”
 
The Office action may not be immediately viewable, to allow for necessary system updates of the application, but will be available within 24
hours of this e-mail notification.
 
(2)  TIMELY RESPONSE IS REQUIRED:   Please carefully review the Office action to determine (1) how to respond, and (2) the applicable
response time period.  Your response deadline will be calculated from1/23/2017(or sooner if specified in the Office action).  A response
transmitted through the Trademark Electronic Application System (TEAS) must be received before midnightEastern Time of the last day of the
response period.  For information regarding response time periods, see http://www.uspto.gov/trademarks/process/status/responsetime.jsp. 
 
Do NOT hit “Reply” to this e-mail notification, or otherwise e-mail your response because the USPTO does NOT accept e-mails as
responses to Office actions.  Instead, the USPTO recommends that you respond online using the TEAS response form located at
http://www.uspto.gov/trademarks/teas/response_forms.jsp.
 
(3)  QUESTIONS:  For questions about the contents of the Office action itself, please contact the assigned trademark examining attorney.  For
technicalassistance in accessing or viewing the Office action in the Trademark Status and Document Retrieval (TSDR) system, please e-mail
TSDR@uspto.gov.

 
WARNING

 
Failure to file the required response by the applicable response deadline will result in the ABANDONMENT of your application. For
more information regarding abandonment, see http://www.uspto.gov/trademarks/basics/abandon.jsp.
 
PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION:   Private companiesnot associated with the USPTO are
using information provided in trademark applications to mail or e-mail trademark-related solicitations.  These companies often use names that
closely resemble the USPTO and their solicitations may look like an official government document.  Many solicitations require that you pay
“fees.”  
 
Please carefully review all correspondence you receive regarding this application to make sure that you are responding to an official document
from the USPTO rather than a private company solicitation.  All officialUSPTO correspondence will be mailed only from the “United States
Patent and Trademark Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.”   For more information on how to handle
private company solicitations, see http://www.uspto.gov/trademarks/solicitation_warnings.jsp.
 
 



  

EXHIBIT F  



To: Prime Cargo A/S (asamlan@kdslaw.com)

Subject: U.S. TRADEMARK APPLICATION NO. 87195274 - PRIME CARGO - PrimeCargo

Sent: 1/26/2017 5:46:29 PM

Sent As: ECOM116@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
U.S. APPLICATION SERIAL NO.  87195274
 
MARK: PRIME CARGO
 

 
        

*87195274*
CORRESPONDENT ADDRESS:
       ALAN B. SAMLAN
       KNECHTEL, DEMEUR & SAMLAN
       525 W. MONROE ST.
       SUITE 2360
       CHICAGO, IL 60661

 
GENERAL TRADEMARK INFORMATION:
http://www.uspto.gov/trademarks/index.jsp
 
VIEW YOUR APPLICATION FILE
 

APPLICANT: Prime Cargo A/S
 

 

 

CORRESPONDENT’S REFERENCE/DOCKET
NO:  
       PrimeCargo
CORRESPONDENT E-MAIL ADDRESS:  
       asamlan@kdslaw.com

 

 
 

EXAMINER’S AMENDMENT
 
ISSUE/MAILING DATE: 1/26/2017
 
APPLICATION HAS BEEN AMENDED:   In accordance with the authorization granted by Alan B. Samlan on January 26, 2017, the
trademark examining attorney has amended the application as indicated below.  Please advise the undersigned immediately of any objections. 
Otherwise, no response is necessary.  TMEP §707.  Any amendments to the identification of goods and/or services may clarify or limit the goods
and/or services, but may not add to or broaden the scope of the goods and/or services.  37 C.F.R. §2.71(a); see TMEP §§1402.06 et seq.
 
Disclaimer
 
The following disclaimer statement is added to the record:
 
            No claim is made to the exclusive right to use “CARGO” apart from the mark as shown.
 
See 15 U.S.C. §1056(a); TMEP §§1213, 1213.08(a)(i).
 
Significance Statement
 
The following statement is added to the record:
 
            The wording “PRIME” has no meaning other than trademark significance.
 
See 37 C.F.R. §2.61(b); TMEP §808.01(a).
 
 

/tfrazier/
Tamara Frazier
Trademark Attorney
Law Office 116



(571) 272-8256
tamara.frazier@uspto.gov

 
PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does not miss crucial deadlines or official
notices, check the status of the application every three to four months using the Trademark Status and Document Retrieval (TSDR) system at
http://tsdr.uspto.gov/.  Please keep a copy of the TSDR status screen.  If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-9199.  For more information on checking
status, see http://www.uspto.gov/trademarks/process/status/.
 
TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:   Use the Trademark Electronic Application System (TEAS) form at
http://www.uspto.gov/trademarks/teas/correspondence.jsp. 
 
 
 
 



To: Prime Cargo A/S (asamlan@kdslaw.com)

Subject: U.S. TRADEMARK APPLICATION NO. 87195274 - PRIME CARGO - PrimeCargo

Sent: 1/26/2017 5:46:31 PM

Sent As: ECOM116@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
 
 

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION

 
USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED
ON 1/26/2017 FOR U.S. APPLICATION SERIAL NO.87195274

 
Please follow the instructions below:
 
(1)  TO READ THE LETTER:   Click on this link or go to http://tsdr.uspto.gov/, enter the U.S. application serial number, and click on
“Documents.”
 
The Office action may not be immediately viewable, to allow for necessary system updates of the application, but will be available within 24
hours of this e-mail notification.
 
(2)  QUESTIONS:  For questions about the contents of the Office action itself, please contact the assigned trademark examining attorney.  For
technicalassistance in accessing or viewing the Office action in the Trademark Status and Document Retrieval (TSDR) system, please e-mail
TSDR@uspto.gov.

 
WARNING

 
PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION:   Private companiesnot associated with the USPTO are
using information provided in trademark applications to mail or e-mail trademark-related solicitations.  These companies often use names that
closely resemble the USPTO and their solicitations may look like an official government document.  Many solicitations require that you pay
“fees.”  
 
Please carefully review all correspondence you receive regarding this application to make sure that you are responding to an official document
from the USPTO rather than a private company solicitation.  All officialUSPTO correspondence will be mailed only from the “United States
Patent and Trademark Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.”   For more information on how to handle
private company solicitations, see http://www.uspto.gov/trademarks/solicitation_warnings.jsp.
 
 



  

EXHIBIT G  









Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB control number. 
PTO Form 1478 (Rev 09/2006)

OMB No. 0651-0009 (Exp 02/28/2018)

Trademark/Service Mark Application, Principal Register

Serial Number: 87575242
Filing Date: 08/18/2017

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 87575242

MARK INFORMATION

* MARK PRIME INC.

STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

LITERAL ELEMENT PRIME INC.

MARK STATEMENT
The mark consists of standard characters, without claim to any particular font
style, size, or color.

REGISTER Principal

APPLICANT INFORMATION

* OWNER OF MARK New Prime, Inc.

DBA/AKA/TA/Formerly DBA Prime Inc.

* STREET 2740 North Mayfair

* CITY Springfield

* STATE
(Required for U.S. applicants)

Missouri

* COUNTRY United States

* ZIP/POSTAL CODE
(Required for U.S. applicants)

65803

LEGAL ENTITY INFORMATION

TYPE corporation

STATE/COUNTRY OF INCORPORATION Nebraska

GOODS AND/OR SERVICES AND BASIS INFORMATION

INTERNATIONAL CLASS 039 

* IDENTIFICATION Transportation services by truck

FILING BASIS SECTION 1(a)

       FIRST USE ANYWHERE DATE At least as early as 01/30/1980

       FIRST USE IN COMMERCE DATE At least as early as 01/30/1980

       SPECIMEN FILE NAME(S)

       ORIGINAL PDF FILE
SPE0-2041942071-20170816172936339978_._k__-
_Service_Mark_Application_-_Specimen_as_Filed_-_08-16-17.pdf



       CONVERTED PDF FILE(S)
       (2 pages)

\\TICRS\EXPORT17\IMAGEOUT17\875\752\87575242\xml1\RFA0003.JPG

        \\TICRS\EXPORT17\IMAGEOUT17\875\752\87575242\xml1\RFA0004.JPG

       SPECIMEN DESCRIPTION website screenshots of the mark being used in connection with the services

ATTORNEY INFORMATION

NAME Joseph L. Johnson

ATTORNEY DOCKET NUMBER 594085

FIRM NAME Lathrop Gage LLP

INTERNAL ADDRESS Suite 100

STREET 910 East St. Louis Street

CITY Springfield

STATE Missouri

COUNTRY United States

ZIP/POSTAL CODE 65806-2523

PHONE 417-886-2000

FAX 417-886-9126

EMAIL ADDRESS ipdocketing@lathropgage.com

AUTHORIZED TO COMMUNICATE VIA EMAIL Yes

OTHER APPOINTED ATTORNEY

the law firm of LATHROP GAGE LLP, with offices in Boston,
Massachusetts; Boulder, Colorado; Chicago, Illinois; Denver, Colorado;
Jefferson City, Missouri; Kansas City, Missouri; Los Angeles, California;
Overland Park, Kansas; Springfield, Missouri; and St. Louis, Missouri; which
has associated with it the following attorneys admitted to practice in their
respective states: Stephen B. Barone; Amy Brozenic; Gary B. Chapman; Sean
M. Coughlin; Michael J. Curtis; Giulio A. DeConti; Halina S. Dziewit; Palmer
Dzurella; Donna P. Gonzales; Stephen J. Horace; James H. Jeffries; Joseph L.
Johnson; Jacquelyn D. Knapp; Robert J. Lambrechts; Douglas Link; Brian R.
Mack; Julie N. Matthews; Gordon R. Moriarty; Ryan O'Grady, A. Justin
Poplin; Anna Quinn; William A. Scofield, Jr.; Mary Breen Smith; Sally A.
Sullivan; Curtis A. Vock

CORRESPONDENCE INFORMATION

NAME Joseph L. Johnson

FIRM NAME Lathrop Gage LLP

INTERNAL ADDRESS Suite 100

STREET 910 East St. Louis Street

CITY Springfield

STATE Missouri

COUNTRY United States

ZIP/POSTAL CODE 65806-2523

PHONE 417-886-2000

FAX 417-886-9126

* EMAIL ADDRESS
ipdocketing@lathropgage.com;jjohnson@lathropgage.com;
abrozenic@lathropgage.com;rpogrady@lathropgage.com;



johara@lathropgage.com

* AUTHORIZED TO COMMUNICATE VIA EMAIL Yes

FEE INFORMATION

APPLICATION FILING OPTION TEAS RF

NUMBER OF CLASSES 1

APPLICATION FOR REGISTRATION PER CLASS 275

* TOTAL FEE DUE 275

* TOTAL FEE PAID 275

SIGNATURE INFORMATION

SIGNATURE /Steve Crawford/

SIGNATORY'S NAME Steve Crawford

SIGNATORY'S POSITION Senior Legal Counsel

SIGNATORY'S PHONE NUMBER 417-521-3159

DATE SIGNED 08/18/2017



Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB control number. 
PTO Form 1478 (Rev 09/2006)

OMB No. 0651-0009 (Exp 02/28/2018)

Trademark/Service Mark Application, Principal Register

Serial Number: 87575242
Filing Date: 08/18/2017

To the Commissioner for Trademarks:

MARK:  PRIME INC. (Standard Characters, see mark)
The literal element of the mark consists of PRIME INC..
The mark consists of standard characters, without claim to any particular font style, size, or color.

The applicant, New Prime, Inc., DBA Prime Inc., a corporation of Nebraska, having an address of
      2740 North Mayfair
      Springfield, Missouri 65803
      United States

requests registration of the trademark/service mark identified above in the United States Patent and Trademark Office on the Principal Register
established by the Act of July 5, 1946 (15 U.S.C. Section 1051 et seq.), as amended, for the following:

       International Class 039:  Transportation services by truck

In International Class 039, the mark was first used by the applicant or the applicant's related company or licensee or predecessor in interest at
least as early as 01/30/1980, and first used in commerce at least as early as 01/30/1980, and is now in use in such commerce. The applicant is
submitting one(or more) specimen(s) showing the mark as used in commerce on or in connection with any item in the class of listed
goods/services, consisting of a(n) website screenshots of the mark being used in connection with the services.

Original PDF file:
SPE0-2041942071-20170816172936339978_._k__-_Service_Mark_Application_-_Specimen_as_Filed_-_08-16-17.pdf
Converted PDF file(s) (2 pages)
Specimen File1
Specimen File2

The applicant's current Attorney Information:
      Joseph L. Johnson and the law firm of LATHROP GAGE LLP, with offices in Boston, Massachusetts; Boulder, Colorado; Chicago, Illinois;
Denver, Colorado; Jefferson City, Missouri; Kansas City, Missouri; Los Angeles, California; Overland Park, Kansas; Springfield, Missouri; and
St. Louis, Missouri; which has associated with it the following attorneys admitted to practice in their respective states: Stephen B. Barone; Amy
Brozenic; Gary B. Chapman; Sean M. Coughlin; Michael J. Curtis; Giulio A. DeConti; Halina S. Dziewit; Palmer Dzurella; Donna P. Gonzales;
Stephen J. Horace; James H. Jeffries; Joseph L. Johnson; Jacquelyn D. Knapp; Robert J. Lambrechts; Douglas Link; Brian R. Mack; Julie N.
Matthews; Gordon R. Moriarty; Ryan O'Grady, A. Justin Poplin; Anna Quinn; William A. Scofield, Jr.; Mary Breen Smith; Sally A. Sullivan;
Curtis A. Vock of Lathrop Gage LLP
      Suite 100
      910 East St. Louis Street
      Springfield, Missouri 65806-2523
      United States
      417-886-2000(phone)
      417-886-9126(fax)
      ipdocketing@lathropgage.com (authorized)
The attorney docket/reference number is 594085.
The applicant's current Correspondence Information:
      Joseph L. Johnson
      Lathrop Gage LLP
      Suite 100
      910 East St. Louis Street
      Springfield, Missouri 65806-2523



      417-886-2000(phone)
      417-886-9126(fax)
      ipdocketing@lathropgage.com;jjohnson@lathropgage.com;abrozenic@lathropgage.com;rpogrady@lathropgage.com;
johara@lathropgage.com (authorized)
E-mail Authorization:  I authorize the USPTO to send e-mail correspondence concerning the application to the applicant, the applicant's
attorney, or the applicant's domestic representative at the e-mail address provided in this application. I understand that a valid e-mail address
must be maintained and that the applicant or the applicant's attorney must file the relevant subsequent application-related submissions via the
Trademark Electronic Application System (TEAS). Failure to do so will result in the loss of TEAS Reduced Fee status and a requirement to
submit an additional processing fee of $125 per international class of goods/services.

A fee payment in the amount of $275 has been submitted with the application, representing payment for 1 class(es).

Declaration

Basis:
If the applicant is filing the application based on use in commerce under 15 U.S.C. § 1051(a):

The signatory believes that the applicant is the owner of the trademark/service mark sought to be registered;
The mark is in use in commerce on or in connection with the goods/services in the application;
The specimen(s) shows the mark as used on or in connection with the goods/services in the application; and
To the best of the signatory's knowledge and belief, the facts recited in the application are accurate.

And/Or
If the applicant is filing the application based on an intent to use the mark in commerce under 15 U.S.C. § 1051(b), § 1126(d),
and/or § 1126(e):

The signatory believes that the applicant is entitled to use the mark in commerce;
The applicant has a bona fide intention to use the mark in commerce on or in connection with the goods/services in the
application; and
To the best of the signatory's knowledge and belief, the facts recited in the application are accurate.

To the best of the signatory's knowledge and belief, no other persons, except, if applicable, concurrent users, have the right to use the
mark in commerce, either in the identical form or in such near resemblance as to be likely, when used on or in connection with the
goods/services of such other persons, to cause confusion or mistake, or to deceive.

To the best of the signatory's knowledge, information, and belief, formed after an inquiry reasonable under the circumstances, the
allegations and other factual contentions made above have evidentiary support.

The signatory being warned that willful false statements and the like are punishable by fine or imprisonment, or both, under 18 U.S.C. §
1001, and that such willful false statements and the like may jeopardize the validity of the application or submission or any registration
resulting therefrom, declares that all statements made of his/her own knowledge are true and all statements made on information and
belief are believed to be true.

Declaration Signature

Signature: /Steve Crawford/   Date: 08/18/2017
Signatory's Name: Steve Crawford
Signatory's Position: Senior Legal Counsel
Payment Sale Number: 87575242
Payment Accounting Date: 08/21/2017

Serial Number: 87575242
Internet Transmission Date: Fri Aug 18 16:33:29 EDT 2017
TEAS Stamp: USPTO/BAS-XXX.XXX.XXX.X-2017081816332994
8367-87575242-510b599a85e6741b7fede44dda
4e7cb26e244061842326ec705cc6625a2f413a-D
A-3217-20170817145455792408









 

 

 

 

EXHIBIT H.1 



To: New Prime, Inc. (ipdocketing@lathropgage.com)

Subject: U.S. TRADEMARK APPLICATION NO. 87575242 - PRIME INC. - 594085

Sent: 10/31/2017 12:40:11 PM

Sent As: ECOM103@USPTO.GOV

Attachments: Attachment - 1
Attachment - 2
Attachment - 3
Attachment - 4
Attachment - 5
Attachment - 6
Attachment - 7
Attachment - 8
Attachment - 9
Attachment - 10
Attachment - 11
Attachment - 12
Attachment - 13
Attachment - 14
Attachment - 15
Attachment - 16
Attachment - 17
Attachment - 18
Attachment - 19
Attachment - 20
Attachment - 21
Attachment - 22
Attachment - 23
Attachment - 24
Attachment - 25
Attachment - 26
Attachment - 27
Attachment - 28
Attachment - 29
Attachment - 30
Attachment - 31
Attachment - 32
Attachment - 33
Attachment - 34
Attachment - 35
Attachment - 36
Attachment - 37
Attachment - 38
Attachment - 39
Attachment - 40
Attachment - 41
Attachment - 42
Attachment - 43
Attachment - 44



Attachment - 45
Attachment - 46
Attachment - 47
Attachment - 48
Attachment - 49
Attachment - 50
Attachment - 51
Attachment - 52
Attachment - 53
Attachment - 54
Attachment - 55
Attachment - 56
Attachment - 57
Attachment - 58
Attachment - 59
Attachment - 60
Attachment - 61
Attachment - 62
Attachment - 63
Attachment - 64
Attachment - 65
Attachment - 66
Attachment - 67
Attachment - 68
Attachment - 69
Attachment - 70
Attachment - 71
Attachment - 72
Attachment - 73
Attachment - 74
Attachment - 75
Attachment - 76
Attachment - 77
Attachment - 78
Attachment - 79
Attachment - 80
Attachment - 81
Attachment - 82
Attachment - 83
Attachment - 84
Attachment - 85
Attachment - 86
Attachment - 87
Attachment - 88
Attachment - 89
Attachment - 90
Attachment - 91
Attachment - 92
Attachment - 93

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)



OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
U.S. APPLICATION
SERIAL NO.  87575242

 

MARK: PRIME INC.

 

 

        

*87575242*
CORRESPONDENT
ADDRESS:
       JOSEPH L. JOHNSON

       LATHROP GAGE LLP

       910 EAST ST. LOUIS
STREET

       SUITE 100

       SPRINGFIELD, MO
65806-2523

 
CLICK HERE TO RESPOND TO THIS
LETTER:

http://www.uspto.gov/trademarks/teas/response_forms.jsp

 

VIEW YOUR APPLICATION FILE

 

APPLICANT: New Prime,
Inc.

 

 

 

CORRESPONDENT’S
REFERENCE/DOCKET
NO:  

       594085

CORRESPONDENT E-
MAIL ADDRESS:  

      
ipdocketing@lathropgage.com

 

 

 

OFFICE ACTION
 

STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO MUST RECEIVE APPLICANT’S
COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS OF THE ISSUE/MAILING DATE BELOW.  A RESPONSE
TRANSMITTED THROUGH THE TRADEMARK ELECTRONIC APPLICATION SYSTEM (TEAS) MUST BE RECEIVED BEFORE
MIDNIGHT EASTERN TIME  OF THE LAST DAY OF THE RESPONSE PERIOD.

 

 

ISSUE/MAILING DATE: 10/31/2017

 

The referenced application has been reviewed by the assigned trademark examining attorney.  Applicant must respond timely and completely to
the issue(s) below.  15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a), 2.65(a); TMEP §§711, 718.03.

 

SUMMARY OF ISSUES:

 

Likelihood of confusion;

Prior pending applications; and,

Disclaimer required

A.     SECTION 2(d) REFUSAL – LIKELIHOOD OF CONFUSION



 

Registration of the applied-for mark is refused because of a likelihood of confusion with the mark in U.S. Registration No. 5221886.  Trademark
Act Section 2(d), 15 U.S.C. §1052(d); see TMEP §§1207.01 et seq.  See the attached registration.

 

Applicant has applied for the mark “PRIME INC.” in standard character form in International Class 39 for:   “Transportation services by truck.”

 

Registrant’s mark is “PRIME CARGO” in standard character form, (with “CARGO” disclaimed), in International Class 35 for a variety of
transportation business logistics services and in International Class 39 for:  “Freight forwarding services; Supply chain logistics and reverse
logistics services, namely, storage, transportation and delivery of documents, packages, raw materials, and other freight for others by air, rail,
ship or truck; Warehousing services.”

 

Trademark Act Section 2(d) bars registration of an applied-for mark that so resembles a registered mark that it is likely a consumer would be
confused, mistaken, or deceived as to the source of the services of the applicant and registrant(s).  See 15 U.S.C. §1052(d).  Determining
likelihood of confusion is made on a case-by-case basis by applying the factors set forth in In re E. I. du Pont de Nemours & Co., 476 F.2d 1357,
1361, 177 USPQ 563, 567 (C.C.P.A. 1973).  In re i.am.symbolic, llc, 866 F.3d 1315, 1322, 123 USPQ2d 1744, 1747 (Fed. Cir. 2017).  However,
“[n]ot all of the [du Pont] factors are relevant to every case, and only factors of significance to the particular mark need be considered.”   Coach
Servs., Inc. v. Triumph Learning LLC, 668 F.3d 1356, 1366, 101 USPQ2d 1713, 1719 (Fed. Cir. 2012) (quoting In re Mighty Leaf Tea, 601. F.3d
1342, 1346, 94 USPQ2d 1257, 1259 (Fed. Cir 2010)).  The USPTO may focus its analysis “on dispositive factors, such as similarity of the
marks and relatedness of the services].”   In re i.am.symbolic, llc, 866 F.3d at 1322, 123 USPQ2d at 1747 (quoting Herbko Int’l, Inc. v. Kappa
Books, Inc., 308 F.3d 1156, 1164-65, 64 USPQ2d 1375, 1380 (Fed. Cir. 2002)); see TMEP §1207.01. 

 

Comparison of the Marks

 

Marks are compared in their entireties for similarities in appearance, sound, connotation, and commercial impression.  Stone Lion Capital
Partners, LP v. Lion Capital LLP, 746 F.3d 1317, 1321, 110 USPQ2d 1157, 1160 (Fed. Cir. 2014) (quoting Palm Bay Imps., Inc. v. Veuve
Clicquot Ponsardin Maison Fondee En 1772, 396 F.3d 1369, 1371, 73 USPQ2d 1689, 1691 (Fed. Cir. 2005)); TMEP §1207.01(b)-(b)(v). 
“Similarity in any one of these elements may be sufficient to find the marks confusingly similar.”   In re Davia, 110 USPQ2d 1810, 1812 (TTAB
2014) (citing In re 1st USA Realty Prof’ls, Inc., 84 USPQ2d 1581, 1586 (TTAB 2007)); In re White Swan Ltd., 8 USPQ2d 1534, 1535 (TTAB
1988)); TMEP §1207.01(b).

 

When comparing marks, the test is not whether the marks can be distinguished in a side-by-side comparison, but rather whether the marks are
sufficiently similar in terms of their overall commercial impression that confusion as to the source of the services offered under the respective
marks is likely to result.  Midwestern Pet Foods, Inc. v. Societe des Produits Nestle S.A., 685 F.3d 1046, 1053, 103 USPQ2d 1435, 1440 (Fed.
Cir. 2012); In re Bay State Brewing Co., 117 USPQ2d 1958, 1960 (TTAB 2016) (quoting Coach Servs., Inc. v. Triumph Learning LLC, 668 F.3d
1356, 1368, 101 USPQ2d 1713, 1721 (Fed. Cir. 2012)); TMEP §1207.01(b).  The proper focus is on the recollection of the average purchaser,
who retains a general rather than specific impression of trademarks.  In re Bay State Brewing Co., 117 USPQ2d at 1960 (citing Spoons Rests.
Inc. v. Morrison Inc., 23 USPQ2d 1735, 1741 (TTAB 1991), aff’d per curiam, 972 F.2d 1353 (Fed. Cir. 1992)); In re C.H. Hanson Co., 116
USPQ2d 1351, 1353 (TTAB 2015) (citing Joel Gott Wines LLC v. Rehoboth Von Gott Inc., 107 USPQ2d 1424, 1430 (TTAB 2013)); TMEP
§1207.01(b).

 

 

 

Although marks are compared in their entireties, one feature of a mark may be more significant or dominant in creating a commercial
impression.  See In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012); In re Nat’l Data Corp., 753 F.2d 1056,
1058, 224 USPQ 749, 751 (Fed. Cir. 1985); TMEP §1207.01(b)(viii), (c)(ii).  Disclaimed matter that is descriptive of or generic for a party’s
services is typically less significant or less dominant when comparing marks.  See In re Dixie Rests., Inc., 105 F.3d 1405, 1407, 41 USPQ2d
1531, 1533-34 (Fed. Cir. 1997); In re Nat’l Data Corp., 753 F.2d at 1060, 224 USPQ at 752; TMEP §1207.01(b)(viii), (c)(ii).  The same rule
applies to terms that are descriptive and/or generic.  See Anheuser-Busch, LLC v. Innvopak Sys. Pty Ltd., 115 USPQ2d 1816, 1824-25 (TTAB
2015).

 

In registrant’s mark, “CARGO” is accorded lesser weight as a disclaimed descriptive word, resulting in “PRIME” being dominant.   In
applicant’s mark, the term “INC.” is a designation for an incorporated business entity.   (See:
https://www.collinsdictionary.com/dictionary/english/inc).   Entity designations are not capable of acting as a source identifier.    TMEP
§1213.03(d); see, e.g., Goodyear’s India Rubber Glove Mfg. Co. v. Goodyear Rubber Co., 128 U.S. 598, 602-03 (1888); In re Piano Factory
Grp., Inc., 85 USPQ2d 1522, 1526 (TTAB 2006); In re Patent & Trademark Servs., Inc., 49 USPQ2d 1537, 1539-40 (TTAB 1998).    Thus, in



applicant’s mark, “INC.” is accorded little to no weight.

 

Both marks share the term “PRIME” and incorporate this term into the first word-dominant position where it focuses consumer attention.  
Consumers are generally more inclined to focus on the first word, prefix, or syllable in any trademark or service mark.  See Palm Bay Imps., Inc.
v. Veuve Clicquot Ponsardin Maison Fondee En 1772, 396 F.3d 1369, 1372, 73 USPQ2d 1689, 1692 (Fed. Cir. 2005) (“VEUVE . . . remains a
‘prominent feature’ as the first word in the mark and the first word to appear on the label”); In re Integrated Embedded, 120 USPQ2d 1504,
1513 (TTAB 2016) (“[T]he dominance of BARR in [a]pplicant’s mark BARR GROUP is reinforced by its location as the first word in the
mark.”); Presto Prods., Inc. v. Nice-Pak Prods., Inc., 9 USPQ2d 1895, 1897 (TTAB 1988) (“it is often the first part of a mark which is most
likely to be impressed upon the mind of a purchaser and remembered” when making purchasing decisions).   Thus, the wording’s dominance is
reinforced.

 

As the marks share dominant wording paired with disclaimed and/or non-source identifying terms, consumers are likely to find that they are
similar in sound, appearance and overall commercial impression.

 

Comparison of the Services

 

The compared services need not be identical or even competitive to find a likelihood of confusion.  See On-line Careline Inc. v. Am. Online Inc.,
229 F.3d 1080, 1086, 56 USPQ2d 1471, 1475 (Fed. Cir. 2000); Recot, Inc. v. Becton, 214 F.3d 1322, 1329, 54 USPQ2d 1894, 1898 (Fed. Cir.
2000); TMEP §1207.01(a)(i).  They need only be “related in some manner and/or if the circumstances surrounding their marketing are such that
they could give rise to the mistaken belief that[the services] emanate from the same source.”   Coach Servs., Inc. v. Triumph Learning LLC, 668
F.3d 1356, 1369, 101 USPQ2d 1713, 1722 (Fed. Cir. 2012) (quoting 7-Eleven Inc. v. Wechsler, 83 USPQ2d 1715, 1724 (TTAB 2007)); TMEP
§1207.01(a)(i).

 

 

 

When analyzing an applicant’s and registrant’s services for similarity and relatedness, that determination is based on the description of the
services stated in the application and registration at issue, not on extrinsic evidence of actual use.  See Stone Lion Capital Partners, LP v. Lion
Capital LLP, 746 F.3d 1317, 1323, 110 USPQ2d 1157, 1162 (Fed. Cir. 2014) (quoting Octocom Sys. Inc. v. Hous. Computers Servs. Inc., 918
F.2d 937, 942, 16 USPQ2d 1783, 1787 (Fed. Cir. 1990)). 

 

The application uses broad wording to describe generalized trucking transportation services, which presumably encompasses all services of the
type described, including registrant’s more narrow transportation services for documents, packages and raw materials by truck.   See, e.g., Sw.
Mgmt., Inc. v. Ocinomled, Ltd., 115 USPQ2d 1007, 1025 (TTAB 2015); In re N.A.D., Inc., 57 USPQ2d 1872, 1874 (TTAB 2000).  Additionally,
the services of the parties have no restrictions as to nature, type, channels of trade, or classes of purchasers and are “presumed to travel in the
same channels of trade to the same class of purchasers.”   In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012)
(quoting Hewlett-Packard Co. v. Packard Press, Inc., 281 F.3d 1261, 1268, 62 USPQ2d 1001, 1005 (Fed. Cir. 2002)).  Thus, these services are
similar by encompassment.

 

Registrant’s logistics services, warehousing services, and freight forwarding services are also relatedly similar to those of applicant’s
transportation services as the attached evidence demonstrates that they originate together from the same source and in the same channels of
trade.   See, e.g., In re Davey Prods. Pty Ltd., 92 USPQ2d 1198, 1202-04 (TTAB 2009); In re Toshiba Med. Sys. Corp., 91 USPQ2d 1266,
1268-69, 1271-72 (TTAB 2009).  See, e.g.:

 

·       Ryder, www.ryder.com;
 

·       Unigroup, www.unigrouplogistics.com; and,
 

·       GW Transportation Services, www.gwtransportation.com
 

Evidence obtained from the Internet may be used to support a determination under Section 2(d) that services are related.  See, e.g., In re G.B.I.
Tile & Stone, Inc., 92 USPQ2d 1366, 1371 (TTAB 2009); In re Paper Doll Promotions, Inc., 84 USPQ2d 1660, 1668 (TTAB 2007).  The
Internet has become integral to daily life in the United States, with Census Bureau data showing approximately three-quarters of American
households used the Internet in 2013 to engage in personal communications, to obtain news, information, and entertainment, and to do banking
and shopping.  See In re Nieves & Nieves LLC, 113 USPQ2d 1639, 1642 (TTAB 2015) (taking judicial notice of the following two official
government publications:  (1) Thom File & Camille Ryan, U.S. Census Bureau, Am. Cmty. Survey Reports ACS-28, Computer & Internet Use in



the United States:  2013 (2014), available athttp://www.census.gov/content/dam/Census/library/publications/2014/acs/acs-28.pdf, and (2) The
Nat’l Telecomms. & Info. Admin. & Econ. & Statistics Admin., Exploring the Digital Nation:  America’s Emerging Online Experience (2013),
available athttp://www.ntia.doc.gov/files/ntia/publications/exploring_the_digital_nation_-_americas_emerging_online_experience.pdf).  Thus,
the widespread use of the Internet in the United States suggests that Internet evidence may be probative of public perception in trademark
examination.

 

The trademark examining attorney has attached evidence from the USPTO’s X-Search database consisting of a number of third-party marks
registered for use in connection with the same or similar services as those of both applicant and registrant in this case.  This evidence shows that
the services listed therein, namely truck transportation services and transportation logistics services, are of a kind that may emanate from a single
source under a single mark.  See In re Aquamar, Inc., 115 USPQ2d 1122, 1126 n.5 (TTAB 2015) (citing In re Mucky Duck Mustard Co., 6
USPQ2d 1467, 1470 n.6 (TTAB 1988)); In re Albert Trostel & Sons Co., 29 USPQ2d 1783, 1785-86 (TTAB 1993); TMEP §1207.01(d)(iii).

 

Thus, the services at issue are either similar by encompassment and/or relatedly similar in that the evidence establishes that they are found to
originate under the same brand and are marketed to the same general class of consumers.  For these reasons, the services underlying the marks
are similar.

 

Conclusion

 

In sum, the marks are similar in sound, appearance and overall commercial impression.  The marks share the term “PRIME” in the first word
dominant position and pair this wording with either disclaimed descriptive matter or an entity designation which does not show origination of
source.  The underlying services are similar by encompassment or are relatedly similar as shown by the attached evidence and third-party
registrations.  Further, the similarity between the services diminishes differences between the marks in the minds of consumers.  In re J.M.
Originals Inc., 6 USPQ2d 1393, 1394 (TTAB 1987); see Shen Mfg. Co. v. Ritz Hotel Ltd., 393 F.3d 1238, 1242, 73 USPQ2d 1350, 1354 (Fed.
Cir. 2004); TMEP §1207.01(b).

 

Lastly, the overriding concern is not only to prevent buyer confusion as to the source of the services, but to protect the registrant from adverse
commercial impact due to use of a similar mark by a newcomer.  See In re Shell Oil Co., 992 F.2d 1204, 1208, 26 USPQ2d 1687, 1690 (Fed.
Cir. 1993).  Therefore, any doubt regarding a likelihood of confusion determination is resolved in favor of the registrant.  TMEP §1207.01(d)(i);
see Hewlett-Packard Co. v. Packard Press, Inc., 281 F.3d 1261, 1265, 62 USPQ2d 1001, 1003 (Fed. Cir. 2002); In re Hyper Shoppes (Ohio),
Inc., 837 F.2d 463, 464-65, 6 USPQ2d 1025, 1026 (Fed. Cir. 1988).

 

Taking all of these factors into account, consumers encountering both marks in the marketplace are likely to incur confusion as to source. 
Therefore, registration of the applied-for mark is refused under Section 2(d) of the Trademark Act.

 

Although applicant’s mark has been refused registration, applicant may respond to the refusal(s) by submitting evidence and arguments in
support of registration.

 

PRIOR PENDING APPLICATIONSB.
 

The filing dates of pending U.S. Application Serial Nos. 87562203, 87544177, 87394812, 87394793, 87177080 and 87033547 precede
applicant’s filing date.  See attached referenced applications.  If one or more of the marks in the referenced applications register, applicant’s
mark may be refused registration under Trademark Act Section 2(d) because of a likelihood of confusion with the registered mark(s).  See 15
U.S.C. §1052(d); 37 C.F.R. §2.83; TMEP §§1208 et seq.  Therefore, upon receipt of applicant’s response to this Office action, action on this
application may be suspended pending final disposition of the earlier-filed referenced applications.

 

In response to this Office action, applicant may present arguments in support of registration by addressing the issue of the potential conflict
between applicant’s mark and the marks in the referenced applications.  Applicant’s election not to submit arguments at this time in no way
limits applicant’s right to address this issue later if a refusal under Section 2(d) issues.

 

Applicant should note the additional requirement below.

 

DISCLAIMER REQUIREDC.
 



Applicant must disclaim the abbreviation “INC.” because it designates the legal character or family business structure of an entity and does not
indicate the source of applicant’s services; thus, it is an unregistrable component of the mark.   See 15 U.S.C. §§1051-1053, 1056(a), 1127; In re
Piano Factory Grp., Inc., 85 USPQ2d 1522, 1526 (TTAB 2006);In re Patent & Trademark Servs., Inc., 49 USPQ2d 1537, 1539-40 (TTAB
1998); TMEP §1213.03(d).

 

Business type designations and abbreviations such as “Corporation,” “Inc.,” “Company,” “LLC,” and “Ltd.” or family business designations
such as “& Sons” or “Bros.” must be disclaimed, because they merely indicate applicant’s business type or structure and generally have no
source-indicating capacity.  TMEP §1213.03(d); see, e.g., Goodyear’s India Rubber Glove Mfg. Co. v. Goodyear Rubber Co., 128 U.S. 598,
602-03 (1888); In re Piano Factory Grp., Inc., 85 USPQ2d at 1526;In re Patent & Trademark Servs., Inc., 49 USPQ2d at 1539-40. 

 

The examining attorney incorporates by reference the arguments and evidence from Section A infra showing that this term is shorthand for an
incorporated business entity.  Therefore, “INC.” must be disclaimed because is designates the legal nature of applicant’s business.

 

An applicant may not claim exclusive rights to an unregistrable component of a mark, such as matter that designates an applicant’s business
type or structure.  See 15 U.S.C. §1056(a); TMEP §1213.03(a), (b), (d).  A disclaimer of unregistrable matter does not affect the appearance of
the mark; that is, a disclaimer does not physically remove the disclaimed matter from the mark.  See Schwarzkopf v. John H. Breck, Inc., 340
F.2d 978, 978, 144 USPQ 433, 433 (C.C.P.A. 1965); TMEP §1213. 

 

If applicant does not provide the required disclaimer, the USPTO may refuse to register the entire mark.  See In re Stereotaxis Inc., 429 F.3d
1039, 1040-41, 77 USPQ2d 1087, 1088-89 (Fed. Cir. 2005); TMEP §1213.01(b).

 

Applicant should submit a disclaimer in the following standardized format:

 

No claim is made to the exclusive right to use “INC.” apart from the mark as shown.

 

For an overview of disclaimers and instructions on how to satisfy this disclaimer requirement online using the Trademark Electronic Application
System (TEAS) form, please go to http://www.uspto.gov/trademarks/law/disclaimer.jsp.

 

RESPONSE GUIDELINES

 

For this application to proceed further, applicant must explicitly address each refusal and/or requirement raised in this Office action.  If the
action includes a refusal, applicant may provide arguments and/or evidence as to why the refusal should be withdrawn and the mark should
register.  Applicant may also have other options specified in this Office action for responding to a refusal and should consider those options
carefully.  To respond to requirements and certain refusal response options, applicant should set forth in writing the required changes or
statements.  For more information and general tips on responding to USPTO Office actions, response options, and how to file a
response online, see “Responding to Office Actions” on the USPTO’s website.

 

If applicant does not respond to this Office action within six months of the issue/mailing date, or responds by expressly abandoning the
application, the application process will end and the trademark will fail to register.  See 15 U.S.C. §1062(b); 37 C.F.R. §§2.65(a), 2.68(a); TMEP
§§718.01, 718.02.  Additionally, the USPTO will not refund the application filing fee, which is a required processing fee.  See 37 C.F.R.
§§2.6(a)(1)(i)-(iv), 2.209(a); TMEP §405.04.

 

When an application has abandoned for failure to respond to an Office action, an applicant may timely file a petition to revive the application,
which, if granted, would allow the application to return to active status.  See 37 C.F.R. §2.66; TMEP §1714.  The petition must be filed within
two months of the date of issuance of the notice of abandonment and may be filed online via the Trademark Electronic Application System
(TEAS) with a $100 fee.  See 37 C.F.R. §§2.6(a)(15)(ii), 2.66(a)(1), (b)(1).

 

TEAS PLUS OR TEAS REDUCED FEE (TEAS RF) APPLICANTS – TO MAINTAIN LOWER FEE, ADDITIONAL
REQUIREMENTS MUST BE MET, INCLUDING SUBMITTING DOCUMENTS ONLINE:  Applicants who filed their application
online using the lower-fee TEAS Plus or TEAS RF application form must (1) file certain documents online using TEAS, including responses to
Office actions (see TMEP §§819.02(b), 820.02(b) for a complete list of these documents); (2) maintain a valid e-mail correspondence address;
and (3) agree to receive correspondence from the USPTO by e-mail throughout the prosecution of the application.  See 37 C.F.R. §§2.22(b),
2.23(b); TMEP §§819, 820.  TEAS Plus or TEAS RF applicants who do not meet these requirements must submit an additional processing fee of



$125 per class of goods and/or services.  37 C.F.R. §§2.6(a)(1)(v), 2.22(c), 2.23(c); TMEP §§819.04, 820.04.  However, in certain situations,
TEAS Plus or TEAS RF applicants may respond to an Office action by authorizing an examiner’s amendment by telephone or e-mail without
incurring this additional fee.  

 

 

/Robert Andrew Cohen/

Trademark Examining Attorney

Law Office 103

(571) 270-1389

robert.cohen@uspto.gov

 

TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please wait 48-72 hours from the
issue/mailing date before using the Trademark Electronic Application System (TEAS), to allow for necessary system updates of the application. 
For technical assistance with online forms, e-mail TEAS@uspto.gov.  For questions about the Office action itself, please contact the assigned
trademark examining attorney.  E-mail communications will not be accepted as responses to Office actions; therefore, do not respond to
this Office action by e-mail.

 

All informal e-mail communications relevant to this application will be placed in the official application record.
 

WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant or someone with legal authority to bind an
applicant (i.e., a corporate officer, a general partner, all joint applicants).  If an applicant is represented by an attorney, the attorney must sign the
response.  

 

PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does not miss crucial deadlines or official
notices, check the status of the application every three to four months using the Trademark Status and Document Retrieval (TSDR) system at
http://tsdr.uspto.gov/.  Please keep a copy of the TSDR status screen.  If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-9199.  For more information on checking
status, see http://www.uspto.gov/trademarks/process/status/.

 

TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at http://www.uspto.gov/trademarks/teas/correspondence.jsp.
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EXHIBIT H.3 
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EXHIBIT H.5 
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Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB control number. 
PTO Form 1478 (Rev 09/2006)

OMB No. 0651-0009 (Exp 02/28/2018)

Trademark/Service Mark Application, Principal Register

Serial Number: 87586259
Filing Date: 08/28/2017

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 87586259

MARK INFORMATION

* MARK PRIME LOGISTICS

STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

LITERAL ELEMENT PRIME LOGISTICS

MARK STATEMENT
The mark consists of standard characters, without claim to any particular font
style, size, or color.

REGISTER Principal

APPLICANT INFORMATION

* OWNER OF MARK New Prime, Inc.

DBA/AKA/TA/Formerly DBA Prime Inc.

* STREET 2740 North Mayfair

* CITY Springfield

* STATE
(Required for U.S. applicants)

Missouri

* COUNTRY United States

* ZIP/POSTAL CODE
(Required for U.S. applicants)

65803

LEGAL ENTITY INFORMATION

TYPE corporation

STATE/COUNTRY OF INCORPORATION Nebraska

GOODS AND/OR SERVICES AND BASIS INFORMATION

INTERNATIONAL CLASS 035 

* IDENTIFICATION
Freight logistics management; transportation logistics services, namely,
arranging the transportation of goods for others; business management
consultation in the field of transportation logistics

FILING BASIS SECTION 1(a)

       FIRST USE ANYWHERE DATE At least as early as 06/01/1986

       FIRST USE IN COMMERCE DATE At least as early as 06/01/1986

       SPECIMEN FILE NAME(S)

       ORIGINAL PDF FILE
SPE0-2041942071-20170823133153821735_._rk_Application_-



_IC_035_and_039_Specimen_as_Filed_-_08-23-17.pdf

       CONVERTED PDF FILE(S)
       (4 pages)

\\TICRS\EXPORT17\IMAGEOUT17\875\862\87586259\xml1\RFA0003.JPG

        \\TICRS\EXPORT17\IMAGEOUT17\875\862\87586259\xml1\RFA0004.JPG

        \\TICRS\EXPORT17\IMAGEOUT17\875\862\87586259\xml1\RFA0005.JPG

        \\TICRS\EXPORT17\IMAGEOUT17\875\862\87586259\xml1\RFA0006.JPG

       SPECIMEN DESCRIPTION website screenshots of the mark being used in connection with the services

INTERNATIONAL CLASS 039 

* IDENTIFICATION

Supply chain logistics and reverse logistics services, namely, storage,
transportation and delivery of documents, packages, raw materials, and other
freight for others by air, rail, ship or truck; Supply chain logistics and reverse
logistics services, namely, storage, transportation and delivery of goods for
others by air, rail, ship or truck

FILING BASIS SECTION 1(a)

       FIRST USE ANYWHERE DATE At least as early as 06/01/1986

       FIRST USE IN COMMERCE DATE At least as early as 06/01/1986

       SPECIMEN FILE NAME(S)

       ORIGINAL PDF FILE
SPE0-1-2041942071-20170823133153821735_._rk_Application_-
_IC_035_and_039_Specimen_as_Filed_-_08-23-17.pdf

       CONVERTED PDF FILE(S)
       (4 pages)

\\TICRS\EXPORT17\IMAGEOUT17\875\862\87586259\xml1\RFA0007.JPG

        \\TICRS\EXPORT17\IMAGEOUT17\875\862\87586259\xml1\RFA0008.JPG

        \\TICRS\EXPORT17\IMAGEOUT17\875\862\87586259\xml1\RFA0009.JPG

        \\TICRS\EXPORT17\IMAGEOUT17\875\862\87586259\xml1\RFA0010.JPG

       SPECIMEN DESCRIPTION website screenshots of the mark being used in connection with the services

ATTORNEY INFORMATION

NAME Joseph L. Johnson

ATTORNEY DOCKET NUMBER 594309

FIRM NAME Lathrop Gage LLP

INTERNAL ADDRESS Suite 100

STREET 910 East St. Louis Street

CITY Springfield

STATE Missouri

COUNTRY United States

ZIP/POSTAL CODE 65806-2523

PHONE 417-886-2000

FAX 417-886-9126

EMAIL ADDRESS ipdocketing@lathropgage.com

AUTHORIZED TO COMMUNICATE VIA EMAIL Yes

the law firm of LATHROP GAGE LLP, with offices in Boston,
Massachusetts; Boulder, Colorado; Chicago, Illinois; Denver, Colorado;



OTHER APPOINTED ATTORNEY

Jefferson City, Missouri; Kansas City, Missouri; Los Angeles, California;
Overland Park, Kansas; Springfield, Missouri; and St. Louis, Missouri; which
has associated with it the following attorneys admitted to practice in their
respective states: Stephen B. Barone; Amy Brozenic; Gary B. Chapman; Sean
M. Coughlin; Michael J. Curtis; Giulio A. DeConti; Halina S. Dziewit; Palmer
Dzurella; Donna P. Gonzales; Stephen J. Horace; James H. Jeffries; Joseph L.
Johnson; Jacquelyn D. Knapp; Robert J. Lambrechts; Douglas Link; Brian R.
Mack; Julie N. Matthews; Gordon R. Moriarty; Ryan O'Grady, A. Justin
Poplin; Anna Quinn; William A. Scofield, Jr.; Mary Breen Smith; Sally A.
Sullivan; Curtis A. Vock

CORRESPONDENCE INFORMATION

NAME Joseph L. Johnson

FIRM NAME Lathrop Gage LLP

INTERNAL ADDRESS Suite 100

STREET 910 East St. Louis Street

CITY Springfield

STATE Missouri

COUNTRY United States

ZIP/POSTAL CODE 65806-2523

PHONE 417-886-2000

FAX 417-886-9126

* EMAIL ADDRESS
ipdocketing@lathropgage.com;jjohnson@lathropgage.com;
abrozenic@lathropgage.com;rpogrady@lathropgage.com;
johara@lathropgage.com

* AUTHORIZED TO COMMUNICATE VIA EMAIL Yes

FEE INFORMATION

APPLICATION FILING OPTION TEAS RF

NUMBER OF CLASSES 2

APPLICATION FOR REGISTRATION PER CLASS 275

* TOTAL FEE DUE 550

* TOTAL FEE PAID 550

SIGNATURE INFORMATION

SIGNATURE /steve crawford/

SIGNATORY'S NAME Steve Crawford

SIGNATORY'S POSITION Senior Legal Counsel

SIGNATORY'S PHONE NUMBER 417-866-0001

DATE SIGNED 08/28/2017



Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB control number. 
PTO Form 1478 (Rev 09/2006)

OMB No. 0651-0009 (Exp 02/28/2018)

Trademark/Service Mark Application, Principal Register

Serial Number: 87586259
Filing Date: 08/28/2017

To the Commissioner for Trademarks:

MARK:  PRIME LOGISTICS (Standard Characters, see mark)
The literal element of the mark consists of PRIME LOGISTICS.
The mark consists of standard characters, without claim to any particular font style, size, or color.

The applicant, New Prime, Inc., DBA Prime Inc., a corporation of Nebraska, having an address of
      2740 North Mayfair
      Springfield, Missouri 65803
      United States

requests registration of the trademark/service mark identified above in the United States Patent and Trademark Office on the Principal Register
established by the Act of July 5, 1946 (15 U.S.C. Section 1051 et seq.), as amended, for the following:

       International Class 035:  Freight logistics management; transportation logistics services, namely, arranging the transportation of goods for
others; business management consultation in the field of transportation logistics

In International Class 035, the mark was first used by the applicant or the applicant's related company or licensee or predecessor in interest at
least as early as 06/01/1986, and first used in commerce at least as early as 06/01/1986, and is now in use in such commerce. The applicant is
submitting one(or more) specimen(s) showing the mark as used in commerce on or in connection with any item in the class of listed
goods/services, consisting of a(n) website screenshots of the mark being used in connection with the services.

Original PDF file:
SPE0-2041942071-20170823133153821735_._rk_Application_-_IC_035_and_039_Specimen_as_Filed_-_08-23-17.pdf
Converted PDF file(s) (4 pages)
Specimen File1
Specimen File2
Specimen File3
Specimen File4

       International Class 039:  Supply chain logistics and reverse logistics services, namely, storage, transportation and delivery of documents,
packages, raw materials, and other freight for others by air, rail, ship or truck; Supply chain logistics and reverse logistics services, namely,
storage, transportation and delivery of goods for others by air, rail, ship or truck

In International Class 039, the mark was first used by the applicant or the applicant's related company or licensee or predecessor in interest at
least as early as 06/01/1986, and first used in commerce at least as early as 06/01/1986, and is now in use in such commerce. The applicant is
submitting one(or more) specimen(s) showing the mark as used in commerce on or in connection with any item in the class of listed
goods/services, consisting of a(n) website screenshots of the mark being used in connection with the services.

Original PDF file:
SPE0-1-2041942071-20170823133153821735_._rk_Application_-_IC_035_and_039_Specimen_as_Filed_-_08-23-17.pdf
Converted PDF file(s) (4 pages)
Specimen File1
Specimen File2
Specimen File3
Specimen File4

The applicant's current Attorney Information:
      Joseph L. Johnson and the law firm of LATHROP GAGE LLP, with offices in Boston, Massachusetts; Boulder, Colorado; Chicago, Illinois;
Denver, Colorado; Jefferson City, Missouri; Kansas City, Missouri; Los Angeles, California; Overland Park, Kansas; Springfield, Missouri; and



St. Louis, Missouri; which has associated with it the following attorneys admitted to practice in their respective states: Stephen B. Barone; Amy
Brozenic; Gary B. Chapman; Sean M. Coughlin; Michael J. Curtis; Giulio A. DeConti; Halina S. Dziewit; Palmer Dzurella; Donna P. Gonzales;
Stephen J. Horace; James H. Jeffries; Joseph L. Johnson; Jacquelyn D. Knapp; Robert J. Lambrechts; Douglas Link; Brian R. Mack; Julie N.
Matthews; Gordon R. Moriarty; Ryan O'Grady, A. Justin Poplin; Anna Quinn; William A. Scofield, Jr.; Mary Breen Smith; Sally A. Sullivan;
Curtis A. Vock of Lathrop Gage LLP
      Suite 100
      910 East St. Louis Street
      Springfield, Missouri 65806-2523
      United States
      417-886-2000(phone)
      417-886-9126(fax)
      ipdocketing@lathropgage.com (authorized)
The attorney docket/reference number is 594309.
The applicant's current Correspondence Information:
      Joseph L. Johnson
      Lathrop Gage LLP
      Suite 100
      910 East St. Louis Street
      Springfield, Missouri 65806-2523
      417-886-2000(phone)
      417-886-9126(fax)
      ipdocketing@lathropgage.com;jjohnson@lathropgage.com;abrozenic@lathropgage.com;rpogrady@lathropgage.com;
johara@lathropgage.com (authorized)
E-mail Authorization:  I authorize the USPTO to send e-mail correspondence concerning the application to the applicant, the applicant's
attorney, or the applicant's domestic representative at the e-mail address provided in this application. I understand that a valid e-mail address
must be maintained and that the applicant or the applicant's attorney must file the relevant subsequent application-related submissions via the
Trademark Electronic Application System (TEAS). Failure to do so will result in the loss of TEAS Reduced Fee status and a requirement to
submit an additional processing fee of $125 per international class of goods/services.

A fee payment in the amount of $550 has been submitted with the application, representing payment for 2 class(es).

Declaration

Basis:
If the applicant is filing the application based on use in commerce under 15 U.S.C. § 1051(a):

The signatory believes that the applicant is the owner of the trademark/service mark sought to be registered;
The mark is in use in commerce on or in connection with the goods/services in the application;
The specimen(s) shows the mark as used on or in connection with the goods/services in the application; and
To the best of the signatory's knowledge and belief, the facts recited in the application are accurate.

And/Or
If the applicant is filing the application based on an intent to use the mark in commerce under 15 U.S.C. § 1051(b), § 1126(d),
and/or § 1126(e):

The signatory believes that the applicant is entitled to use the mark in commerce;
The applicant has a bona fide intention to use the mark in commerce on or in connection with the goods/services in the
application; and
To the best of the signatory's knowledge and belief, the facts recited in the application are accurate.

To the best of the signatory's knowledge and belief, no other persons, except, if applicable, concurrent users, have the right to use the
mark in commerce, either in the identical form or in such near resemblance as to be likely, when used on or in connection with the
goods/services of such other persons, to cause confusion or mistake, or to deceive.

To the best of the signatory's knowledge, information, and belief, formed after an inquiry reasonable under the circumstances, the
allegations and other factual contentions made above have evidentiary support.

The signatory being warned that willful false statements and the like are punishable by fine or imprisonment, or both, under 18 U.S.C. §
1001, and that such willful false statements and the like may jeopardize the validity of the application or submission or any registration
resulting therefrom, declares that all statements made of his/her own knowledge are true and all statements made on information and
belief are believed to be true.



Declaration Signature

Signature: /steve crawford/   Date: 08/28/2017
Signatory's Name: Steve Crawford
Signatory's Position: Senior Legal Counsel
Payment Sale Number: 87586259
Payment Accounting Date: 08/29/2017

Serial Number: 87586259
Internet Transmission Date: Mon Aug 28 14:54:38 EDT 2017
TEAS Stamp: USPTO/BAS-XXX.XXX.XXX.X-2017082814543858
6297-87586259-5106928c1723dfbfb12b7c0479
3bf24ed3a54f82e33e7e1aa337817c48283dff7a
9-DA-1426-20170823133153821735





















  

EXHIBIT J  



To: New Prime, Inc. (ipdocketing@lathropgage.com)

Subject: U.S. TRADEMARK APPLICATION NO. 87586259 - PRIME LOGISTICS - 594309

Sent: 10/31/2017 12:52:17 PM

Sent As: ECOM103@USPTO.GOV

Attachments: Attachment - 1
Attachment - 2
Attachment - 3
Attachment - 4
Attachment - 5
Attachment - 6
Attachment - 7
Attachment - 8
Attachment - 9
Attachment - 10
Attachment - 11
Attachment - 12
Attachment - 13
Attachment - 14
Attachment - 15
Attachment - 16
Attachment - 17
Attachment - 18
Attachment - 19
Attachment - 20
Attachment - 21
Attachment - 22
Attachment - 23
Attachment - 24
Attachment - 25
Attachment - 26
Attachment - 27
Attachment - 28
Attachment - 29
Attachment - 30
Attachment - 31
Attachment - 32
Attachment - 33
Attachment - 34
Attachment - 35
Attachment - 36
Attachment - 37
Attachment - 38
Attachment - 39
Attachment - 40
Attachment - 41
Attachment - 42

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)



OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
U.S. APPLICATION
SERIAL NO.  87586259

 

MARK: PRIME LOGISTICS

 

 

        

*87586259*
CORRESPONDENT
ADDRESS:
       JOSEPH L. JOHNSON

       LATHROP GAGE LLP

       910 EAST ST. LOUIS
STREET

       SUITE 100

       SPRINGFIELD, MO
65806-2523

 
CLICK HERE TO RESPOND TO THIS
LETTER:

http://www.uspto.gov/trademarks/teas/response_forms.jsp

 

VIEW YOUR APPLICATION FILE

 

APPLICANT: New Prime,
Inc.

 

 

 

CORRESPONDENT’S
REFERENCE/DOCKET
NO:  

       594309

CORRESPONDENT E-
MAIL ADDRESS:  

      
ipdocketing@lathropgage.com

 

 

 

OFFICE ACTION
 

STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO MUST RECEIVE APPLICANT’S
COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS OF THE ISSUE/MAILING DATE BELOW.  A RESPONSE
TRANSMITTED THROUGH THE TRADEMARK ELECTRONIC APPLICATION SYSTEM (TEAS) MUST BE RECEIVED BEFORE
MIDNIGHT EASTERN TIME  OF THE LAST DAY OF THE RESPONSE PERIOD.

 

 

ISSUE/MAILING DATE: 10/31/2017

 

The referenced application has been reviewed by the assigned trademark examining attorney.  Applicant must respond timely and completely to
the issue(s) below.  15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a), 2.65(a); TMEP §§711, 718.03.

 

SUMMARY OF ISSUES:

 

Likelihood of confusion;

Prior pending applications; and,

Disclaimer required

A.     SECTION 2(d) REFUSAL – LIKELIHOOD OF CONFUSION



 

Registration of the applied-for mark is refused because of a likelihood of confusion with the mark in U.S. Registration No. 5221886.  Trademark
Act Section 2(d), 15 U.S.C. §1052(d); see TMEP §§1207.01 et seq.  See the attached registration.

 

Applicant has applied for the mark “PRIME LOGISTICS.” in standard character form in International Class 35 for:   “Freight logistics
management; transportation logistics services, namely, arranging the transportation of goods for others; business management consultation in the
field of transportation logistics,” and in International Class 39 for:   “Supply chain logistics and reverse logistics services, namely, storage,
transportation and delivery of documents, packages, raw materials, and other freight for others by air, rail, ship or truck; Supply chain logistics
and reverse logistics services, namely, storage, transportation and delivery of goods for others by air, rail, ship or truck.”

 

Registrant’s mark is “PRIME CARGO” in standard character form, (with “CARGO” disclaimed), in International Class 35 for “Business
consulting services relating to product distribution, operations management services, logistics, reverse logistics, supply chain, and production
systems and distribution solutions; Transportation logistics services, namely, arranging the transportation of goods for others; Business
consulting services relating to product distribution, operations management services, logistics, reverse logistics, supply chain, and production
systems and distribution solutions,” and in International Class 39 for:   “Freight forwarding services; Supply chain logistics and reverse logistics
services, namely, storage, transportation and delivery of documents, packages, raw materials, and other freight for others by air, rail, ship or
truck; Warehousing services.”

 

Trademark Act Section 2(d) bars registration of an applied-for mark that so resembles a registered mark that it is likely a consumer would be
confused, mistaken, or deceived as to the source of the services of the applicant and registrant(s).  See 15 U.S.C. §1052(d).  Determining
likelihood of confusion is made on a case-by-case basis by applying the factors set forth in In re E. I. du Pont de Nemours & Co., 476 F.2d 1357,
1361, 177 USPQ 563, 567 (C.C.P.A. 1973).  In re i.am.symbolic, llc, 866 F.3d 1315, 1322, 123 USPQ2d 1744, 1747 (Fed. Cir. 2017).  However,
“[n]ot all of the [du Pont] factors are relevant to every case, and only factors of significance to the particular mark need be considered.”   Coach
Servs., Inc. v. Triumph Learning LLC, 668 F.3d 1356, 1366, 101 USPQ2d 1713, 1719 (Fed. Cir. 2012) (quoting In re Mighty Leaf Tea, 601. F.3d
1342, 1346, 94 USPQ2d 1257, 1259 (Fed. Cir 2010)).  The USPTO may focus its analysis “on dispositive factors, such as similarity of the
marks and relatedness of the services].”   In re i.am.symbolic, llc, 866 F.3d at 1322, 123 USPQ2d at 1747 (quoting Herbko Int’l, Inc. v. Kappa
Books, Inc., 308 F.3d 1156, 1164-65, 64 USPQ2d 1375, 1380 (Fed. Cir. 2002)); see TMEP §1207.01. 

 

Comparison of the Marks

 

Marks are compared in their entireties for similarities in appearance, sound, connotation, and commercial impression.  Stone Lion Capital
Partners, LP v. Lion Capital LLP, 746 F.3d 1317, 1321, 110 USPQ2d 1157, 1160 (Fed. Cir. 2014) (quoting Palm Bay Imps., Inc. v. Veuve
Clicquot Ponsardin Maison Fondee En 1772, 396 F.3d 1369, 1371, 73 USPQ2d 1689, 1691 (Fed. Cir. 2005)); TMEP §1207.01(b)-(b)(v). 
“Similarity in any one of these elements may be sufficient to find the marks confusingly similar.”   In re Davia, 110 USPQ2d 1810, 1812 (TTAB
2014) (citing In re 1st USA Realty Prof’ls, Inc., 84 USPQ2d 1581, 1586 (TTAB 2007)); In re White Swan Ltd., 8 USPQ2d 1534, 1535 (TTAB
1988)); TMEP §1207.01(b).

 

When comparing marks, the test is not whether the marks can be distinguished in a side-by-side comparison, but rather whether the marks are
sufficiently similar in terms of their overall commercial impression that confusion as to the source of the services offered under the respective
marks is likely to result.  Midwestern Pet Foods, Inc. v. Societe des Produits Nestle S.A., 685 F.3d 1046, 1053, 103 USPQ2d 1435, 1440 (Fed.
Cir. 2012); In re Bay State Brewing Co., 117 USPQ2d 1958, 1960 (TTAB 2016) (quoting Coach Servs., Inc. v. Triumph Learning LLC, 668 F.3d
1356, 1368, 101 USPQ2d 1713, 1721 (Fed. Cir. 2012)); TMEP §1207.01(b).  The proper focus is on the recollection of the average purchaser,
who retains a general rather than specific impression of trademarks.  In re Bay State Brewing Co., 117 USPQ2d at 1960 (citing Spoons Rests.
Inc. v. Morrison Inc., 23 USPQ2d 1735, 1741 (TTAB 1991), aff’d per curiam, 972 F.2d 1353 (Fed. Cir. 1992)); In re C.H. Hanson Co., 116
USPQ2d 1351, 1353 (TTAB 2015) (citing Joel Gott Wines LLC v. Rehoboth Von Gott Inc., 107 USPQ2d 1424, 1430 (TTAB 2013)); TMEP
§1207.01(b).

 

Although marks are compared in their entireties, one feature of a mark may be more significant or dominant in creating a commercial
impression.  See In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012); In re Nat’l Data Corp., 753 F.2d 1056,
1058, 224 USPQ 749, 751 (Fed. Cir. 1985); TMEP §1207.01(b)(viii), (c)(ii).  Disclaimed matter that is descriptive of or generic for a party’s
services is typically less significant or less dominant when comparing marks.  See In re Dixie Rests., Inc., 105 F.3d 1405, 1407, 41 USPQ2d
1531, 1533-34 (Fed. Cir. 1997); In re Nat’l Data Corp., 753 F.2d at 1060, 224 USPQ at 752; TMEP §1207.01(b)(viii), (c)(ii).  The same rule
applies to terms that are descriptive and/or generic.  See Anheuser-Busch, LLC v. Innvopak Sys. Pty Ltd., 115 USPQ2d 1816, 1824-25 (TTAB
2015).

 

In registrant’s mark, “CARGO” is accorded lesser weight as a disclaimed descriptive word, resulting in “PRIME” being dominant.   In
applicant’s mark, the term “LOGISTICS,” (which generally refers to the “handling of details of an operation,” see: https://www.merriam-



webster.com/dictionary/logistics), merely describes the nature and characteristics of the services and this wording appears in applicant’s
description of services in both classes.  Thus, “LOGISTICS” is likewise accorded lesser weight.

 

Both marks share the term “PRIME” and incorporate this term into the first word dominant position where it focuses consumer attention.  
Consumers are generally more inclined to focus on the first word, prefix, or syllable in any trademark or service mark.  See Palm Bay Imps., Inc.
v. Veuve Clicquot Ponsardin Maison Fondee En 1772, 396 F.3d 1369, 1372, 73 USPQ2d 1689, 1692 (Fed. Cir. 2005) (“VEUVE . . . remains a
‘prominent feature’ as the first word in the mark and the first word to appear on the label”); In re Integrated Embedded, 120 USPQ2d 1504,
1513 (TTAB 2016) (“[T]he dominance of BARR in [a]pplicant’s mark BARR GROUP is reinforced by its location as the first word in the
mark.”); Presto Prods., Inc. v. Nice-Pak Prods., Inc., 9 USPQ2d 1895, 1897 (TTAB 1988) (“it is often the first part of a mark which is most
likely to be impressed upon the mind of a purchaser and remembered” when making purchasing decisions).

 

As the marks share dominant wording paired with disclaimed and/or non-source identifying wording, consumers are likely to find that they are
similar in sound, appearance and overall commercial impression.

 

Comparison of the Services

 

The compared services need not be identical or even competitive to find a likelihood of confusion.  See On-line Careline Inc. v. Am. Online Inc.,
229 F.3d 1080, 1086, 56 USPQ2d 1471, 1475 (Fed. Cir. 2000); Recot, Inc. v. Becton, 214 F.3d 1322, 1329, 54 USPQ2d 1894, 1898 (Fed. Cir.
2000); TMEP §1207.01(a)(i).  They need only be “related in some manner and/or if the circumstances surrounding their marketing are such that
they could give rise to the mistaken belief that[the services] emanate from the same source.”   Coach Servs., Inc. v. Triumph Learning LLC, 668
F.3d 1356, 1369, 101 USPQ2d 1713, 1722 (Fed. Cir. 2012) (quoting 7-Eleven Inc. v. Wechsler, 83 USPQ2d 1715, 1724 (TTAB 2007)); TMEP
§1207.01(a)(i).

 

When analyzing an applicant’s and registrant’s services for similarity and relatedness, that determination is based on the description of the
services stated in the application and registration at issue, not on extrinsic evidence of actual use.  See Stone Lion Capital Partners, LP v. Lion
Capital LLP, 746 F.3d 1317, 1323, 110 USPQ2d 1157, 1162 (Fed. Cir. 2014) (quoting Octocom Sys. Inc. v. Hous. Computers Servs. Inc., 918
F.2d 937, 942, 16 USPQ2d 1783, 1787 (Fed. Cir. 1990)). 

 

Absent restrictions in an application and/or registration, the identified services are presumed to travel in the same channels of trade to the same
class of purchasers.  In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012) (quoting Hewlett-Packard Co. v. Packard
Press, Inc., 281 F.3d 1261, 1268, 62 USPQ2d 1001, 1005 (Fed. Cir. 2002)).  Additionally, unrestricted and broad identifications are presumed to
encompass all services of the type described.  See, e.g., Sw. Mgmt., Inc. v. Ocinomled, Ltd., 115 USPQ2d 1007, 1025 (TTAB 2015); In re
N.A.D., Inc., 57 USPQ2d 1872, 1874 (TTAB 2000). 

 

In this case, the identifications set forth in the application and registration(s) are identical in part for:  "transportation logistics services,
namely, arranging the transportation of goods for others” in Class 35, and “Supply chain logistics and reverse logistics services, namely,
storage, transportation and delivery of documents, packages, raw materials, and other freight for others by air, rail, ship or truck” in Class
39, and have no restrictions as to nature, type, channels of trade, or classes of purchasers.  Therefore, it is presumed that these services travel in
all normal channels of trade, and are available to the same class of purchasers.  See Midwestern Pet Foods, Inc. v. Societe des Produits Nestle
S.A., 685 F.3d 1046, 1053, 103 USPQ2d 1435, 1440 (Fed. Cir. 2012).  Accordingly, the services of applicant and the registrant(s) are considered
related for purposes of the likelihood of confusion analysis. 

 

Registrant’s broadly worded business consulting services are also similar to applicant’s more narrow identification for “business management
consultation in the field of transportation logistics” by way of encompassment.

 

Applicant’s identification for “[s]upply chain logistics and reverse logistics services, namely, storage, transportation and delivery of goods for
others by air, rail, ship or truck” is also similar by encompassment to registrant’s more narrowly tailored identification for these services
specific for packages, raw materials and other freight, which are all examples of goods that can be transported. 

 

Evidence obtained from the Internet may be used to support a determination under Section 2(d) that services are related.  See, e.g., In re G.B.I.
Tile & Stone, Inc., 92 USPQ2d 1366, 1371 (TTAB 2009); In re Paper Doll Promotions, Inc., 84 USPQ2d 1660, 1668 (TTAB 2007).  The
Internet has become integral to daily life in the United States, with Census Bureau data showing approximately three-quarters of American
households used the Internet in 2013 to engage in personal communications, to obtain news, information, and entertainment, and to do banking
and shopping.  See In re Nieves & Nieves LLC, 113 USPQ2d 1639, 1642 (TTAB 2015) (taking judicial notice of the following two official
government publications:  (1) Thom File & Camille Ryan, U.S. Census Bureau, Am. Cmty. Survey Reports ACS-28, Computer & Internet Use in



the United States:  2013 (2014), available athttp://www.census.gov/content/dam/Census/library/publications/2014/acs/acs-28.pdf, and (2) The
Nat’l Telecomms. & Info. Admin. & Econ. & Statistics Admin., Exploring the Digital Nation:  America’s Emerging Online Experience (2013),
available athttp://www.ntia.doc.gov/files/ntia/publications/exploring_the_digital_nation_-_americas_emerging_online_experience.pdf).  Thus,
the widespread use of the Internet in the United States suggests that Internet evidence may be probative of public perception in trademark
examination.

 

Thus, the services at issue are either similar by encompassment or they are identical.  For these reasons, the services underlying the marks are
similar for purposes of Section 2(d).  

 

Conclusion

 

In sum, the marks are similar in sound, appearance and overall commercial impression.  The marks share the term “PRIME” in the first word
dominant position and pair this wording with merely descriptive matter.  The underlying services are identical in-part and/or are otherwise
similar by encompassment.  Further, where the services of an applicant and registrant are identical or virtually identical, the degree of similarity
between the marks required to support a finding of likelihood of confusion is not as great as in the case of diverse services.  See In re Bay State
Brewing Co., 117 USPQ2d 1958, 1960 (TTAB 2016) (citing Coach Servs., Inc. v. Triumph Learning LLC, 668 F.3d 1356, 1368, 101 USPQ2d
1713, 1721 (Fed. Cir. 2012)); United Global Media Grp., Inc. v. Tseng, 112 USPQ2d 1039, 1049 (TTAB 2014) (quoting Century 21 Real Estate
Corp. v. Century Life of Am., 970 F.2d 874, 877, 23 USPQ2d 1698, 1701 (Fed. Cir. 1992)); TMEP §1207.01(b).

 

Lastly, the overriding concern is not only to prevent buyer confusion as to the source of the services, but to protect the registrant from adverse
commercial impact due to use of a similar mark by a newcomer.  See In re Shell Oil Co., 992 F.2d 1204, 1208, 26 USPQ2d 1687, 1690 (Fed.
Cir. 1993).  Therefore, any doubt regarding a likelihood of confusion determination is resolved in favor of the registrant.  TMEP §1207.01(d)(i);
see Hewlett-Packard Co. v. Packard Press, Inc., 281 F.3d 1261, 1265, 62 USPQ2d 1001, 1003 (Fed. Cir. 2002); In re Hyper Shoppes (Ohio),
Inc., 837 F.2d 463, 464-65, 6 USPQ2d 1025, 1026 (Fed. Cir. 1988).

 

Taking all of these factors into account, consumers encountering both marks in the marketplace are likely to incur confusion as to source. 
Therefore, registration of the applied-for mark is refused under Section 2(d) of the Trademark Act.

 

Although applicant’s mark has been refused registration, applicant may respond to the refusal(s) by submitting evidence and arguments in
support of registration.

 

PRIOR PENDING APPLICATIONSB.
 

The filing dates of pending U.S. Application Serial Nos. 87562203, 87544177, 87394812, 87394793, 87033547, and 87177080 precede
applicant’s filing date.  See attached referenced applications.  If one or more of the marks in the referenced applications register, applicant’s
mark may be refused registration under Trademark Act Section 2(d) because of a likelihood of confusion with the registered mark(s).  See 15
U.S.C. §1052(d); 37 C.F.R. §2.83; TMEP §§1208 et seq.  Therefore, upon receipt of applicant’s response to this Office action, action on this
application may be suspended pending final disposition of the earlier-filed referenced applications.

 

In response to this Office action, applicant may present arguments in support of registration by addressing the issue of the potential conflict
between applicant’s mark and the marks in the referenced applications.  Applicant’s election not to submit arguments at this time in no way
limits applicant’s right to address this issue later if a refusal under Section 2(d) issues.

 

Applicant should note the additional requirement below.

 

DISCLAIMER REQUIREDC.
 

Applicant must disclaim the wording “LOGISTICS” because it merely describes a characteristic of applicant’s services, and thus is an
unregistrable component of the mark.  See 15 U.S.C. §§1052(e)(1), 1056(a); DuoProSS Meditech Corp. v. Inviro Med. Devices, Ltd., 695 F.3d
1247, 1251, 103 USPQ2d 1753, 1755 (Fed. Cir. 2012) (quoting In re Oppedahl & Larson LLP, 373 F.3d 1171, 1173, 71 USPQ2d 1370, 1371
(Fed. Cir. 2004)); TMEP §§1213, 1213.03(a). 

 

The examining attorney incorporates by reference the arguments and evidence from Section A infra showing that this term refers to the handling



of an operation.  Therefore, “LOGISTICS.” must be disclaimed because it describes the nature and characteristics of applicant’s transport and
logistics services.

 

An applicant may not claim exclusive rights to terms that others may need to use to describe their services in the marketplace.  See Dena Corp.
v. Belvedere Int’l, Inc., 950 F.2d 1555, 1560, 21 USPQ2d 1047, 1051 (Fed. Cir. 1991); In re Aug. Storck KG, 218 USPQ 823, 825 (TTAB
1983).  A disclaimer of unregistrable matter does not affect the appearance of the mark; that is, a disclaimer does not physically remove the
disclaimed matter from the mark.  See Schwarzkopf v. John H. Breck, Inc., 340 F.2d 978, 978, 144 USPQ 433, 433 (C.C.P.A. 1965); TMEP
§1213. 

 

If applicant does not provide the required disclaimer, the USPTO may refuse to register the entire mark.  See In re Stereotaxis Inc., 429 F.3d
1039, 1040-41, 77 USPQ2d 1087, 1088-89 (Fed. Cir. 2005); TMEP §1213.01(b).

 

Applicant should submit a disclaimer in the following standardized format:

 

No claim is made to the exclusive right to use “LOGISTICS” apart from the mark as shown.

 

For an overview of disclaimers and instructions on how to satisfy this disclaimer requirement online using the Trademark Electronic Application
System (TEAS) form, please go to http://www.uspto.gov/trademarks/law/disclaimer.jsp.

 

RESPONSE GUIDELINES

 

For this application to proceed further, applicant must explicitly address each refusal and/or requirement raised in this Office action.  If the
action includes a refusal, applicant may provide arguments and/or evidence as to why the refusal should be withdrawn and the mark should
register.  Applicant may also have other options specified in this Office action for responding to a refusal and should consider those options
carefully.  To respond to requirements and certain refusal response options, applicant should set forth in writing the required changes or
statements.  For more information and general tips on responding to USPTO Office actions, response options, and how to file a
response online, see “Responding to Office Actions” on the USPTO’s website.

 

If applicant does not respond to this Office action within six months of the issue/mailing date, or responds by expressly abandoning the
application, the application process will end and the trademark will fail to register.  See 15 U.S.C. §1062(b); 37 C.F.R. §§2.65(a), 2.68(a); TMEP
§§718.01, 718.02.  Additionally, the USPTO will not refund the application filing fee, which is a required processing fee.  See 37 C.F.R.
§§2.6(a)(1)(i)-(iv), 2.209(a); TMEP §405.04.

 

When an application has abandoned for failure to respond to an Office action, an applicant may timely file a petition to revive the application,
which, if granted, would allow the application to return to active status.  See 37 C.F.R. §2.66; TMEP §1714.  The petition must be filed within
two months of the date of issuance of the notice of abandonment and may be filed online via the Trademark Electronic Application System
(TEAS) with a $100 fee.  See 37 C.F.R. §§2.6(a)(15)(ii), 2.66(a)(1), (b)(1).

 

TEAS PLUS OR TEAS REDUCED FEE (TEAS RF) APPLICANTS – TO MAINTAIN LOWER FEE, ADDITIONAL
REQUIREMENTS MUST BE MET, INCLUDING SUBMITTING DOCUMENTS ONLINE:  Applicants who filed their application
online using the lower-fee TEAS Plus or TEAS RF application form must (1) file certain documents online using TEAS, including responses to
Office actions (see TMEP §§819.02(b), 820.02(b) for a complete list of these documents); (2) maintain a valid e-mail correspondence address;
and (3) agree to receive correspondence from the USPTO by e-mail throughout the prosecution of the application.  See 37 C.F.R. §§2.22(b),
2.23(b); TMEP §§819, 820.  TEAS Plus or TEAS RF applicants who do not meet these requirements must submit an additional processing fee of
$125 per class of goods and/or services.  37 C.F.R. §§2.6(a)(1)(v), 2.22(c), 2.23(c); TMEP §§819.04, 820.04.  However, in certain situations,
TEAS Plus or TEAS RF applicants may respond to an Office action by authorizing an examiner’s amendment by telephone or e-mail without
incurring this additional fee.  

 

 

/Robert Andrew Cohen/

Trademark Examining Attorney

Law Office 103



(571) 270-1389

robert.cohen@uspto.gov

 

TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please wait 48-72 hours from the
issue/mailing date before using the Trademark Electronic Application System (TEAS), to allow for necessary system updates of the application. 
For technical assistance with online forms, e-mail TEAS@uspto.gov.  For questions about the Office action itself, please contact the assigned
trademark examining attorney.  E-mail communications will not be accepted as responses to Office actions; therefore, do not respond to
this Office action by e-mail.

 

All informal e-mail communications relevant to this application will be placed in the official application record.
 

WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant or someone with legal authority to bind an
applicant (i.e., a corporate officer, a general partner, all joint applicants).  If an applicant is represented by an attorney, the attorney must sign the
response. 

 

PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does not miss crucial deadlines or official
notices, check the status of the application every three to four months using the Trademark Status and Document Retrieval (TSDR) system at
http://tsdr.uspto.gov/.  Please keep a copy of the TSDR status screen.  If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-9199.  For more information on checking
status, see http://www.uspto.gov/trademarks/process/status/.

 

TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at http://www.uspto.gov/trademarks/teas/correspondence.jsp.

 

 























































































To: New Prime, Inc. (ipdocketing@lathropgage.com)

Subject: U.S. TRADEMARK APPLICATION NO. 87586259 - PRIME LOGISTICS - 594309

Sent: 10/31/2017 12:52:18 PM

Sent As: ECOM103@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

 

 

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION

 
USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED

ON 10/31/2017 FOR U.S. APPLICATION SERIAL NO. 87586259

 

Please follow the instructions below:

 

(1)  TO READ THE LETTER:   Click on this link or go to http://tsdr.uspto.gov, enter the U.S. application serial number, and click on
“Documents.”

 

The Office action may not be immediately viewable, to allow for necessary system updates of the application, but will be available within 24
hours of this e-mail notification.

 

(2)  TIMELY RESPONSE IS REQUIRED:   Please carefully review the Office action to determine (1) how to respond, and (2) the applicable
response time period.  Your response deadline will be calculated from10/31/2017(or sooner if specified in the Office action).  A response
transmitted through the Trademark Electronic Application System (TEAS) must be received before midnightEastern Time of the last day of the
response period.  For information regarding response time periods, see http://www.uspto.gov/trademarks/process/status/responsetime.jsp. 

 

Do NOT hit “Reply” to this e-mail notification, or otherwise e-mail your response because the USPTO does NOT accept e-mails as
responses to Office actions.  Instead, the USPTO recommends that you respond online using the TEAS response form located at
http://www.uspto.gov/trademarks/teas/response_forms.jsp.

 

(3)  QUESTIONS:  For questions about the contents of the Office action itself, please contact the assigned trademark examining attorney.  For
technicalassistance in accessing or viewing the Office action in the Trademark Status and Document Retrieval (TSDR) system, please e-mail
TSDR@uspto.gov.

 

WARNING

 
Failure to file the required response by the applicable response deadline will result in the ABANDONMENT of your application. For
more information regarding abandonment, see http://www.uspto.gov/trademarks/basics/abandon.jsp.

 

PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION:   Private companiesnot associated with the USPTO are
using information provided in trademark applications to mail or e-mail trademark-related solicitations.  These companies often use names that



closely resemble the USPTO and their solicitations may look like an official government document.  Many solicitations require that you pay
“fees.”  

 

Please carefully review all correspondence you receive regarding this application to make sure that you are responding to an official document
from the USPTO rather than a private company solicitation.  All officialUSPTO correspondence will be mailed only from the “United States
Patent and Trademark Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.”   For more information on how to handle
private company solicitations, see http://www.uspto.gov/trademarks/solicitation_warnings.jsp.

 

 


