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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE
TRADEMARK TRIAL AND APPEAL BOARD
In the matter of Registration No. 3,989,994, issued on July 5, 2011.
_________________________________
:
HOBOKEN FARM STAND INC.
:
:
Petitioner,
:
:
v.
:
:
:
QUALITY IS OUR RECIPE, LLC,
:
:
:
:
Registrant.
:
_________________________________

Cancellation No._________________

BOX TTAB FEE
Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451

PETITION FOR CANCELLATION
In the matter of the registration of the service mark IT’S SAUCESOME!,
Registration No. 3,989,994, issued on July 11, 2011 (hereinafter referred to as
“Registrant’s Mark”), owned via assignment by Quality Is Our Recipe, LLC, a limited
liability company organized under the laws of Delaware with a principal address of One
Dave Thomas Boulevard, Dublin, Ohio 43017 (“Registrant”), which registration covers
hot sauce in International Class 30; Hoboken Farm Stand Inc., a corporation organized
under the laws of the state of New Jersey with a principal address of 314 Colfax
Avenue, Clifton, New Jersey 07013 (hereinafter “Petitioner”), believes it is being
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damaged and will continue to be damaged by such registration and hereby petitions for
the cancellation thereof.
1.

Petitioner is the owner of the mark SAUCE-UM, which mark it has been

using since at least as early as April 30, 2012 in connection with sauce and pasta sauce
in International Class 30 (“Petitioner’s Mark.”)
2.

Petitioner is the owner of all right, title and interest in and to the use-based

United States Trademark Application for its SAUCE-UM mark, Serial No. 87/162,920, a
pending application in Class 30 for sauce; pasta sauce, which is presently valid and
subsisting in law.

Printouts from the United States Patent and Trademark Office’s

(“USPTO”) online database of Petitioner’s application and status and title information
from TSDR for its pleaded application are attached hereto at Exhibit A.
3.

Petitioner has invested substantial time, money and other resources in

connection with the provision of its goods, as well as the advertising, promotion and
marketing of its goods provided under Petitioner’s Mark. As a result of Petitioner’s
efforts, Petitioner’s Mark is an extremely valuable asset of Petitioner.
4.

Registrant is the listed owner of United States Trademark Registration No.

3,989,994 for the mark IT’S SAUCESOME! in Class 30 for hot sauce, via assignment
from the previous owner, an individual named Troy Miller.
5.

Petitioner will be damaged by the continued registration of Registration

No. 3,989,994 for the mark IT’S SAUCESOME! as it relates to hot sauce, because the
subject registration has been cited as a potential basis of refusal against Petitioner’s
above-referenced pending application for Petitioner’s Mark by the USPTO, and
Petitioner hereby petitions for cancellation of same on the grounds set forth herein.
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6.

The mark IT’S SAUCESOME! that is the subject of Registration No.

3,989,994 was abandoned by its prior owner before it was assigned to Registrant for
purposes of Section 45 of the Trademark Act. Accordingly, the cited mark should be
cancelled.
7.

By way of background, an individual named Troy Miller (“Miller”) obtained

United States Trademark Registration No. 3,989,994 for the mark IT’S SAUCESOME! in
Class 30 for hot sauce. The subject registration issued on July 5, 2011.
8.

On September 16, 2016, the subject registration was cited as a potential

basis of refusal against Petitioner’s above-referenced pending application for
Petitioner’s Mark by the USPTO.
9.

In light of this refusal, Petitioner conducted a thorough investigation into

Miller’s use of the cited mark. Petitioner’s investigation took place in late July of 2017,
after the July 5, 2017 initial one-year deadline expired for Miller to file a mandatory
Section 8 Declaration of Continued Use. At the time of Petitioner’s investigation, Miller
had not filed the requisite Declaration and was within the six-month grace period.
10.

Petitioner’s investigation into Miller’s use of the subject mark IT’S

SAUCESOME (or lack thereof) uncovered the following:
·

Miller’s website, located at www.troyshotsauce.com, was no longer active. Based
upon Petitioner’s review of the Internet Archive Wayback machine, Miller’s
website had not been active since March of 2016.

·

Miller’s “Troy’s Hot Sauce” Facebook page had not been updated since
December 15, 2016. The last time that the subject mark IT’S SAUCESOME
appeared in one of Miller’s Facebook posts or in an image of Miller’s hot sauce
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was October 26, 2015. In all of Miller’s posts on Facebook made between
October 26, 2015 and December 15, 2016 (the most recent post made by Miller),
the subject mark did not appear.
·

Miller was not selling hot sauce under the mark IT’S SAUCESOME and there
was no discernible manner in which to purchase Miller’s goods.

All of the foregoing strongly demonstrated that the subject mark had been abandoned
as of 2015 or 2016 at the very latest.
11.

Upon the conclusion of Petitioner’s investigation, Petitioner explained to

the Examining Attorney assigned to its application that it appeared as if the cited
registration had been abandoned and that it was likely that no Section 8 Declaration
would be filed during the grace period. Petitioner requested that its application be
suspended pending the close of the Section 8 grace period deadline filing for the cited
registration. The Examining Attorney granted Petitioner’s request and suspended
Petitioner’s application.
12.

In the interim, Petitioner learned that on July 11, 2017, Registrant Quality

Is Our Recipe, LLC (who does business as the well-known Wendy’s restaurant chain)
filed an intent to use based application Serial No. 87/523,845 for the mark SIDE OF
S'AWESOME in Class 30 for dipping sauces and in Class 43 for restaurant services,
namely, providing of food and beverages for consumption on and off the premises.
13.

On November 21, 2017, Petitioner sent Registrant a letter asserting its

rights in and to its SAUCE-UM mark and objecting to Registrant’s attempt to register the
mark SIDE OF S'AWESOME. On November 21, 2017, Petitioner obtained an Extension
of Time to Oppose Application Serial No. 87/523,845 until March 14, 2018. Prior to
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January 5, 2018, Petitioner did not receive a substantive response from Registrant to its
November 11, 2017 letter nor to a subsequently sent follow up correspondence dated
December 13, 2017. Copies of Petitioner’s aforementioned correspondence to
Registrant are attached hereto at Exhibits B and C.
14.

On December 26, 2017, just days before the January 5, 2018 close of

Miller’s Section 8 grace period, Miller caused a newly appointed attorney to file (and
sign) on behalf of Miller a Combined Declaration of Use and Incontestability under
Sections 8 & 15 wherein Miller’s newly appointed attorney (not Miller himself) declared
that the subject mark IT’S SAUCESOME! had been continuously in use in commerce for
five (5) consecutive years after the date of registration and was still in use in connection
with all of the goods as of the time of filing. A copy of the Combined Section 8 & 15
Declaration submitted by Miller’s new attorney is attached hereto at Exhibit D.
15.

On January 5, 2018, counsel for Petitioner spoke to the attorney who filed

and signed the Declaration contained in the Combined Section 8 & 15 Declaration on
behalf of Miller, Charles Long, Esq. Mr. Long explained that he had never spoken to or
worked with Miller until Miller indicated to Mr. Long that he had very recently received
an offer from a third party who was interested in purchasing the mark IT’S
SAUCESOME!, namely, a private investigation firm named Investigative Network, Inc.
The representative of Investigative Network, Inc. did not disclose to Miller who the
actual buyer of the mark would be. Mr. Long explained to Petitioner’s attorney that he
was not sure who the third party was who made the offer to purchase the mark, but that
he was under the impression that Miller intended to accept the offer. Later the same
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day, Mr. Long called Petitioner’s attorney back and confirmed that Miller had already
sold the registration to Investigative Network, Inc. for $6,000.
16.

On the last day of the six-month grace period (January 5, 2018),

Registrant Quality Is Our Recipe, LLC filed a Declaration of Use and/or Excusable
Nonuse of Mark in Commerce under Section 8 in connection with the subject
registration. In the Section 8 Declaration, Registrant indicates as follows: “Registration
No. 3,989,994 was assigned to Quality is Our Recipe, LLC (QIOR) on January 2, 2018.
Assignments reflecting the full chain of title of ownership of the registration have been
filed with the Office and are pending recordal. Copies of the filing receipts are attached.
QIOR is aware that previous registrant, Troy Miller, filed a Combined Section 8 & 15
Affidavit in connection with Registration No. 3,989,994 on December 26, 2017. QIOR
filed the current Section 8 Declaration to provide the Office with notice that QIOR
immediately commenced use of the subject "IT'S SAUCESOME!" mark upon its
acquisition and prior to the expiration of the grace period deadline.” A copy of the
Section 8 Declaration submitted by Registrant is attached hereto at Exhibit E.
17.

There are two Assignment Confirmation Receipts filed by Registrant

together with the Section 8 Declaration referred to above. The first receipt indicates that
the subject mark was assigned by Miller to an entity named Investigative Network, Inc.
on January 1, 2018, and the second Receipt indicates that the subject mark was as
assigned by Investigative Network, Inc. to Registrant on January 2, 2018.
18.

The specimen of use submitted by Registrant in connection with the

second Section 8 filing demonstrates Registrant’s use of the subject mark in connection
with its SIDE OF S’AWESOME dipping sauce, not hot sauce. Only hot sauce is covered
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by the subject registration. A copy of the specimen of use submitted by Registrant is
attached hereto at Exhibit F.
19.

Upon information and belief, the original registrant, Miller, discontinued

use of the mark IT’S SAUCESOME! in connection with the goods set forth in the subject
registration with an intent not to resume its use long prior to the last minute filing of a
Section 8 & 15 Declaration of Use and Incontestability at the close of the grace period
and long prior to the assignment of the subject registration to Investigative Network, Inc.
on January 1, 2018. Miller’s complete lack of active sales and lack of any continuing
online presence for his business for well over a year prior to filing the Combined Section
8 & 15 Declaration demonstrates that Miller had an intent not to resume use of the
subject mark and no intention of filing a Section 8 Declaration but for the last minute
offer from Registrant’s investigator to purchase the registration. The fact that Miller sold
the Registration for a mere $6,000 after receiving an unsolicited offer at the close of the
Section 8 grace period is ample proof that he would not have otherwise filed a
maintenance document and the registration would have expired. Indeed, Miller only
reached out to an attorney to file the Declaration after he received the anonymous
purchase offer just before the close of the grace period.
20.

Upon information and belief, the sole reason Miller hired an attorney to file

and sign a Combined Section 8 & 15 Declaration on his behalf in connection with the
subject registration was to maintain the registration so it could be sold to Registrant.
21.

Upon information and belief, the sole reason why Registrant purchased

the subject registration from Miller (via Investigative Network, Inc.) was to attempt a bad
faith, fatally flawed and transparent “end run” around Petitioner who had asserted
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superior rights over Registrant’s intent to use based application for Registrant’s SIDE
OF S’AWESOME mark.
22.

Registrant’s dipping sauce is not “hot sauce.” In fact, the following section

of an article in Food & Wine Magazine dated October 9, 2017 about the launch of
Registrant’s SIDE OF S'AWESOME sauce features Registrant’s description of its
dipping sauce as follows:
The real meat for fast food aficionados these days seems to
be brand-specific sauce, and the S'Awesome sauce is the
latest in a long line of sauces that may one day become the
focus of angry, sauce-demanding mobs. While the recipe
isn't clear yet, Wendy's says that "two years" of "perfecting"
lead to a sauce that "mixes crowd-favorite condiments"
to combine "tangy, sweet and smoky into one savory
flavor."
A printout of the October 9, 2017 article from Food & Wine Magazine is attached hereto
at Exhibit G. The dipping sauce Registrant describes in the Food & Wine Magazine
article is clearly not “hot sauce.” Rather, it is a sauce that is “tangy, sweet and smoky”
and served as a dipping sauce to be consumed together with Registrant’s chicken
tenders. Importantly, nowhere in this article is it mentioned that Registrant’s dipping
sauce is hot, spicy or to be perceived by consumers as hot sauce. Indeed, Registrant’s
pending intent to use based application for the mark SIDE OF S’AWESOME did not
include “hot sauce” in the identification of goods, but rather, covered “dipping sauce.”
This demonstrates that Registrant had no intention of marketing or selling hot sauce
under its SIDE OF S’AWESOME mark.
23.

The specimen of use Registrant submitted with its Section 8 Declaration

filed on January 5, 2017 is a marketing sign that is comprised of an image of
Registrant’s above-described dipping sauce depicted in a container next to a serving of
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chicken tenders; the words “SIDE OF S’AWESOME Sauce”; and at the bottom of the
sign the words “IT’S SAUCESOME®!”. Upon information and belief, this is the first and
only time Registrant has used the subject mark IT’S SAUCESOME! in connection with
any of its goods. The specimen is virtually identical to marketing materials that
Registrant had been using prior to the assignment of the subject Registration. The only
real difference between the submitted specimen and the marketing material Registrant
had been using is that Registrant merely added the words “IT’S SAUCESOME®!” at the
bottom of the poster in furtherance of its transparent and bad faith effort to purchase an
abandoned mark in order to attempt an end run around Petitioner. Before and after
images of Registrant’s marketing materials are depicted below:
Pre-Assignment Marketing Material

24.

Submitted Specimen

Since Registrant is using the subject mark solely in connection with its

dipping sauce and not hot sauce (which are the only goods identified in the subject
registration), Registrant cannot claim the benefit of the assignment of the mark from
Miller. Where there is a substantial change in the nature or quality of goods sold under
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a mark (notwithstanding the existence of an assignment), the change may so change
the nature of the good will symbolized by the mark that it results in a loss of trademark
rights. There is no association between Registrant’s dipping sauce and hot sauce, and
certainly not in the manner in which the consuming public understands and expects hot
sauce to be. The fact that Registrant is attempting to pass off its above-described
dipping sauce as “hot sauce” further demonstrates that the sole purpose of Registrant’s
purchase of Miller’s purported rights in the subject mark was a transparent attempt to
get ahead of Petitioner’s established rights in its SAUCE-UM mark.

Below is a

comparison of Miller’s product with Registrant’s pre-assignment marketing material
showing Registrant’s product, evidencing the stark differences between the goods:
Miller’s Product

Registrant’s Product

COUNT I – Abandonment
25.

Petitioner repeats and realleges each and every allegation contained in

paragraphs 1-24 of the Petition for Cancellation as if fully set forth herein.
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26.

Upon information and belief, Miller ceased use of the IT’S SAUCESOME!

mark in 2015 in connection with any goods or services.
27.

Upon information and belief, at the time of Miller’s filing of the Section 8 &

15 Declaration in connection with the IT’S SAUCESOME! mark, Miller had no current
plans to use the mark.
28.

Upon information and belief, at the time of Miller’s filing of the Section 8 &

15 Declaration in connection with the IT’S SAUCEOME! mark, Miller had no plans to
resume use of the mark in the future.
29.

As a result of Miller’s failure to use the mark IT’S SAUCESOME! in

connection with the goods covered by the subject registration and Miller’s intent not to
resume use of the mark in connection with such goods, the mark IT’S SAUCESOME!
that is the subject of Registration No. 3,989,994 was abandoned for purposes of Section
45 of the Trademark Act.
30.

Miller discontinued use of the mark that is the subject of Registration No.

3,989,994 in connection with any goods or services prior to his assignment of the rights
in said mark to Investigative Network, Inc. and prior to the assignment of rights in said
mark from Investigative Network, Inc. to Registrant.
31.

Because the abandonment of the subject mark took place prior to

Registrant’s purchase of the registration from Miller, the assignment of the subject mark
from Miller to Investigative Network, Inc., and the assignment of the subject mark from
Investigative Network, Inc. to Registrant, were both invalid assignments in gross.
32.

The subject registration covers “hot sauce.” The only goods Registrant

provides under its SIDE OF S'AWESOME mark are dipping sauces, in particular a
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signature sauce developed by Registrant that it serves together with chicken tenders at
its restaurants. Thus, to the extent that any valid rights may have been transferred to
Registrant from Miller, Registrant abandoned the mark due to its use of the subject
mark in connection with goods that are substantially distinct in character from those
listed in the registration.
33.

Since, upon information and belief, Miller abandoned the mark covered by

Registration No. 3,989,994 prior to either assignment discussed herein, the subject
registration should be cancelled.
34.

Moreover, since, upon information and belief, Registrant abandoned the

mark covered by Registration No. 3,989,994 following the assignment discussed herein,
the subject registration should be cancelled.
35.

Since, upon information and belief, both Miller and Registrant have

abandoned the mark that is the subject of Registration No. 3,989,994, the subject
registration should be cancelled

COUNT II – Registrant Is Not The Rightful Owner Of The Mark
36.

Petitioner repeats and realleges each and every allegation contained in

paragraphs 1-35 of the Petition for Cancellation as if fully set forth herein.
37.

As a result of his abandonment, Miller was not the owner of the IT’S

SAUCESOME! mark pursuant to Section 1 of the Lanham Act, 15 U.S.C. § 1051 at the
time he caused his attorney to file a Section 8 & 15 Declaration of Use and
Incontestability.
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38.

Miller’s attempt to assign his rights in and to the mark that is the subject of

Registration No. 3,989,994 to Investigative Network, Inc. took place after Miller had
abandoned the mark. Thus, the assignment of the mark was an invalid assignment in
gross, and Investigative Network, Inc. did not obtain ownership rights in and to the IT’S
SAUCESOME! mark.
39.

Because Investigative Network, Inc. did not obtain valid or transferable

ownership rights in and to the mark that is the subject of Registration No. 3,989,994,
Investigative Network, Inc. did not have any rights to assign to Registrant.
40.

Registrant never acquired ownership in the IT’S SAUCESOME! mark.

41.

Registrant was not the owner of the IT’S SAUCESOME! mark pursuant to

Section 1 of the Lanham Act, 15 U.S.C. § 1051 at the time it filed a Section 8
Declaration of Continued Use in connection with Registration No. 3,989,994, nor was it
the owner of the IT’S SAUCESOME! mark at the time that declaration was accepted.
42.

Registrant is not currently the owner of the IT’S SAUCESOME! mark

pursuant to Section 1 of the Lanham Act, 15 U.S.C. § 1051.
43.

Registrant is not entitled to registration of the IT’S SAUCESOME! mark

pursuant to Section 1 of the Lanham Act, 15 U.S.C. § 1051, and thus Registration No.
3,989,994 must be cancelled.

COUNT III – No Bona Fide Use
44.

Petitioner repeats and realleges each and every allegation contained in

paragraphs 1-43 of the Petition for Cancellation as if fully set forth herein.
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45.

Registrant was not using the IT’S SAUCESOME! mark in commerce in

connection with the goods identified in the Registration No. 3,989,994 at the time
Registrant filed the Declaration of Use in Commerce under Section 8 on January 5,
2018. The specimen submitted in connection with that Declaration does not show use
of the mark in connection with hot sauce, but instead shows use of the mark in
connection with a dipping sauce.
46.

Registrant is not currently using the IT’S SAUCESOME! mark in

connection with the goods identified in the Registration No. 3,989,994.
47.

Because Registrant was not using the IT’S SAUCESOME! mark in

commerce in connection with hot sauce at the time it filed the Declaration of Use in
Commerce under Section 8, Registration No. 3,989,994 must be cancelled.

COUNT IV – Fraud
48.

Petitioner repeats and realleges each and every allegation contained in

paragraphs 1-47 of the Petition for Cancellation as if fully set forth herein.
49.

On December 26, 2017, Miller filed a Combined Declaration of Use and

Incontestability for its registration for the mark IT’S SAUCESOME! in Class 9 for hot
sauce (hereinafter the “Miller Declaration”).
50.

In connection with the Miller Declaration, Miller submitted the requisite

sworn declaration, signed by his attorney, Charles J. Long, to the USPTO stating, in
part, that: (i) the mark was in use in commerce on or in connection with the goods listed
in the registration; (ii) the specimen submitted showed the mark as currently used in
connection with such goods; (iii) the mark had been in continuous use in commerce for
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five consecutive years after the date of registration and was still in use in commerce
with the goods listed; (iv) to the best of Mr. Long’s knowledge, information and belief,
the foregoing allegations had evidentiary support; and (v) the statements made of Mr.
Long’s knowledge were true and all statements made on Mr. Long’s information and
belief were believed to be true.
51.

Notwithstanding this sworn declaration, Petitioner’s investigation shows

that, at the time Mr. Long signed the declaration: (i) the mark was not in use in
commerce on or in connection with hot sauce; (ii) the specimen did not show the mark
as currently used; and (iii) that the mark had not been in continuous use in commerce
for five consecutive years after the date of registration and was not still in use in
commerce in connection with the goods listed.
52.

Therefore, when Miller filed the Miller Declaration, which contained a

sworn declaration indicating that, to the best of Mr. Long’s knowledge and belief, (i) the
mark was in use in commerce on or in connection with the goods listed in the
registration; (ii) the specimen submitted showed the mark as currently used in
connection with such goods; and (iii) the mark had been in continuous use in commerce
for five consecutive years after the date of registration and was still in use in commerce
with the goods listed, such information was false.
53.

Miller misrepresented his use of the mark IT’S SAUCESOME! and

continued to maintain a federal registration for a mark which had been abandoned.
54.

Miller, by and through his attorney, Mr. Long, knowingly and willfully made

false and/or fraudulent declarations and representations to the USPTO, when Miller and
Mr. Long knew the mark was no longer in use and had not been in use for five
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consecutive years in a bad faith attempt to maintain the registration so that he could sell
it to Registrant’s investigator.
55.

Miller’s foregoing false statements were made with the intent to induce the

USPTO to maintain a registration to which Miller and Registrant were not and are not
entitled, and, reasonably relying upon the truth of said false statements, on February 7,
2018 the USPTO issued a Notice of Acceptance Under Section 8 and a Notice of
Acknowledgement Under Section 15.
56.

On January 5, 2018, Registrant filed a Declaration of Use and/or

Excusable Nonuse of Mark in Commerce under Section 8 for the registration for the
mark IT’S SAUCESOME! in Class 9 for hot sauce (hereinafter the “Registrant
Declaration”).
57.

In connection with the Registrant Declaration, Registrant submitted the

requisite sworn declaration, signed by its assistant secretary, Dana Klein, to the USPTO
stating, in part, that: (i) the mark was in use in commerce on or in connection with the
goods listed in the registration; (ii) the specimen submitted showed the mark as
currently used in connection with such goods, namely hot sauce; (iii) to the best of Mr.
Klein’s knowledge, information and belief, the foregoing allegations had evidentiary
support; and (iv) the statements made of Mr. Klein’s knowledge were true and all
statements made on Mr. Klein’s information and belief were believed to be true.
58.

Notwithstanding this sworn declaration, upon information and belief, at the

time Mr. Klein signed the Registrant Declaration: (i) the mark was not in use in
commerce on or in connection with hot sauce; and (ii) the specimen did not show the
mark in use in connection with hot sauce.
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59.

Upon information and belief, at the time Mr. Klein signed the Registrant

Declaration, Mr. Klein knew that: (i) the mark was not in use in commerce on or in
connection with hot sauce; and (ii) the specimen did not show the mark in use in
connection with hot sauce.
60.

Therefore, when Registrant filed the Registrant Declaration, which

contained a sworn declaration indicating that, to the best of Mr. Klein’s knowledge and
belief, (i) the mark was in use in commerce on or in connection with the goods listed in
the registration, namely, hot sauce; and (ii) the specimen submitted showed the mark as
currently used in connection with hot sauce, such information was false.
61.

Registrant misrepresented its use of the mark IT’S SAUCESOME! and

continued to maintain a federal registration for a mark it did not own and which it was
not using in connection with hot sauce.
62.

Registrant, by and through Mr. Klein, knowingly made false statements to

the USPTO regarding its use of the mark IT’S SAUCESOME! and its rights in said mark.
63.

Registrant’s foregoing false statements were made in bad faith and with

the intent to induce the USPTO to maintain a registration that Registrant did not and
does not own and to which Registrant was not and is not entitled, and, reasonably
relying upon the truth of said false statements, on February 8, 2018, the USPTO issued
a Notice of Acceptance Under Section 8.
64.

Because the sworn declarations submitted to the USPTO in connection

with the Miller Declaration and the Registrant Declaration each contained material
misrepresentations that were made with knowledge of their falsity and with the intent to
deceive the USPTO in order to maintain a registration for a mark which had been
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