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Respondent, ENSO LLC, pursuant to 37 CFR § 2.127(a) files this reply memorandum to
the opposition to motion to stay proceedings filed by Petitioner, ENSO RINGS LLC, and states
as follows:

L BACKGROUND

This is a trademark infringement case, involving two federally registered trademarks
owned by Respondent and bearing U.S. registration numbers 4139466, and 4400485. On
February 14, 2018, Petitioner instituted a cancellation proceeding, challenging the above-
referenced trademarks. The grounds for cancellation alleged by Petitioner include: (1) priority
and likelihood of confusion, (2) no use of the mark in commerce before application, amendment
to allege use, or statement of use was filed, (3) abandonment, and (4) fraud on the USPTO. Id.

ENSO LLC then filed a civil action against Petitioner in the United States District Court
for the Middle District of Florida, on April 9, 2018, alleging: (1) trademark unfair competition
under 15 U.S.C. § 1125(a), (2) direct federal trademark infringement, and (3) common law
trademark infringement. Because the civil action has bearing on the cancellation proceeding
before the Trademark Trial and Appeal Board (hereinafter “TTAB”), and because it is the policy
of the TTAB to suspend proceedings when parties are involved in a civil action, ENSO LLC
filed a motion to stay proceedings on April 16, 2018. Shortly thereafter, Petitioner filed an
opposition to ENSO LLC’s motion to stay proceedings, alleging: (1) failure to submit a copy of
the complaint or other operative pleadings, and (2) lack of bearing on grounds for opposition.

IL. LEGAL STANDARD

“It is standard procedure for the Trademark Board to stay administrative proceedings
pending the outcome of court litigation between the same parties involving related issues.” New
Orleans Louisiana Saints LLC & NFL Properties LLC, 99 U.S.P.Q.2d 1550 (T.T.A.B. July 22,
2011). To warrant suspension, the civil action need only have bearing on the issues raised in an
administrative proceeding before the Board. See id. “Thus, the civil action does not have to be
dispositive of the Board proceeding to warrant suspension, it need only have a bearing on the
issues before the Board.” Id. “A decision in a civil action is often binding upon the Board, and
suspension of a Board proceeding pending the final determination of another proceeding is
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solely within the discretion of the Board.” U.S.A. Dawgs, Inc., 2013 WL 11248339, at *3 (May
31, 2013) (citing TBMP § 510.02(a)).
III. ARGUMENTS & AUTHORITIES

A. ENSO LLC’s Complaint Has Bearing on the Grounds Raised for
Cancellation, Because the Elements of, and Factors Considered For the
Claims Raised in the Complaint, Encompass Such Grounds.

How one could argue that the claims raised in the civil action, “have no bearing on most
of the issues in this Cancellation proceeding,” is both curious and troubling, as the elements of
the claims raised in the civil action, encompass the grounds for which Petitioner is seeking to
cancel ENSO LLC’s registered trademarks. More specifically, ENSO LLC filed a civil action
against Petitioner alleging: (1) trademark unfair competition under 15 U.S.C. § 1125(a), (2)
direct federal trademark infringement under 15 U.S.C. 1114(1), and (3) common law trademark
infringement.

Because the primary objective of a trademark infringement analysis is to determine
whether a likelihood of confusion or deception, exists, a claim for trademark infringement
necessarily requires the court to determine, among other things, whether the claimant has
priority in the mark, and whether a likelihood of confusion exists. See Tribune Co. Holdings,
Inc. v. Times Pub. Co., 8:06-CV-265-T-30, 2006 WL 680804, at *1 (M.D. Fla. Mar. 16, 2006)
(describing the likelihood of confusion analysis); see also Florida Int'l Univ. Bd. of Trustees v.
Florida Nat'l Univ., Inc., 830 F.3d 1242, 1255 (11th Cir. 2016) (holding that “[o]ur case law
makes it clear that, in order to prevail on a federal trademark infringement claim under § 1114,
FIU had to demonstrate (1) that its marks had priority over FNU’s marks, and (2) that FNU's
marks were likely to cause consumer confusion.”). Compounding matters further, the Eleventh
Circuit has held that common law trademark rights can be lost through abandonment. See Nat.
Answers, Inc. v. SmithKline Beecham Corp., 529 F.3d 1325, 1333 (11th Cir. 2008) (quoting
Tally-Ho, Inc. v. Coast Cmty. Coll. Dist., 889 F.2d 1018, 1023 (11th Cir. 1989), for the
proposition that common law trademark rights can be lost through abandonment).

Both likelihood of confusion, and abandonment, are grounds upon which Petitioner
relied as the basis for its cancellation. In sum, not only do the claims raised in the civil action
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have bearing on the issues in the opposition proceeding, such claims may be dispositive of the
opposition proceeding, as a finding of abandonment may dispose of the common law trademark
infringement claim. Nat. Answers, Inc., at 1333 (11th Cir. 2008). Consequently, the claims
raised in the civil action have significant bearing on the issues raised in the cancellation

proceeding, and thus, ENSO LLC’s motion to stay proceedings, should be granted.

B. ENSO LLC Should Be Granted Leave to Submit a Copy of the Complaint, as
Such Oversight Constituted A Harmless Error.

Petitioner correctly cites Forest Labs. Inc. v. G.D. Searle & CO., 52 U.S.P.Q.2d 1058
(T.T.A.B. Aug. 4, 1999) for the proposition that the parties were required to submit a copy of the
complaint in the civil action, so that the Board could determine whether suspension of the
proceedings was appropriate. What Petitioner neglected to mention, however, is that in Forest
Labs. Inc., the TTAB gave the parties thirty days to submit a copy of the complaint. Failure to
attach a copy of the complaint resulted in nothing more than a harmless error, and Petitioner has
not alleged, because it cannot allege, that it would be harmed if the Board grants the parties
thirty days to submit a copy of the complaint.

Petitioner also contends that ENSO LLC failed to attach a copy of any Answer to the
civil action, but this statement is entirely misleading because Petitioner has not yet served an
Answer, so it would clearly be impossible to provide the TTAB with a copy of this document.
ESTTAR892503. Petitioner goes on to say that because an Answer has not been filed, the motion
to stay was premature, and that the TTAB requires an Answer to be submitted with a motion to
suspend, where there is no stipulation, and the TTAB cannot ascertain, without an Answer,
whether the claims in the litigation have bearing on the issues in the proceedings before the
Board. Id. In support, Petitioner cites TBMP § 510.02(a).

Although Petitioner correctly identifies the circumstances under which the TTAB would
require an Answer to have been filed, Petitioner conveniently omits citation to the portion of
TBMP § 510.02(a) stating that “[t]he Board does not usually require that an issue be joined (that
an answer be filed) in one or both proceedings before the Board will consider suspending a

Board proceeding pending the outcome of another proceeding.” Phrased differently, the TTAB
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does not require an Answer to have been filed before it will consider suspending a proceeding,
unless, there is both no stipulation to suspend, and it is impossible for the Board to determine
whether the issues in the civil action have bearing on the issues raised in the proceeding. TBMP
§ 510.02(a). That is simply not the case, here. As noted above, the overlap between the issues
raised in the civil action, and those raised in the proceeding, is undeniable. The TTAB need
look no further than the cancellation, and the verified complaint, to determine that the issues are
inextricable. Thus, ENSO LLC’s motion to stay proceedings, should be granted.
IV.  CONCLUSION

Based on the arguments above, Petitioner has failed to establish any grounds for which
ENSO LLC’s motion to stay proceedings should be denied.

WHEREFORE, Respondent, ENSO LLC, respectfully seeks the entry of an order
GRANTING its motion to stay proceedings and permitting ENSO LLC thirty (30) days during

which it may submit a copy of the verified complaint, in the civil action in question.

DATED on May 14, 2018

Respectfully submitted,
WATSON LLP

/s/ Ronika Carter

Coleman W. Watson, Esq.

Florida Bar. No. 0087288

California Bar No. 266015

Georgia Bar No. 317133

New York Bar Reg. No. 4850004

Email: coleman@watsonllp.com
docketing@watsonllp.com

Leia V. Leitner, Esq.

Florida Bar No. 0105621

Email: leia@watsonllp.com

Ronika J. Carter, Esq.

Florida Bar No. 0122358

Email: ronika@watsonllp.com

WATSON LLP
189 S. Orange Avenue
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CERTIFICATE OF SERVICE

I HEREBY CERTIFY that on May 14, 2018, pursuant to Fed. R. Civ. P. 5(d)(3), I filed
the foregoing document electronically with this court’s CM/ECF system, which will serve an
electronic copy of the foregoing document on the following counsel of record in this proceeding:

Perry S. Clegg

Kunzler, PC

50 W. Broadway, Suite 1000
Salt Lake City, UT 84101
pclegg@kunzlerlaw.com
Attorney for Enso Rings LL.C

/s/ Ronika Carter
Ronika J. Carter, Esq.
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