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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 
David B. Eaves and Chicago Stagehand, LLC,  
  

Petitioners,     Cancellation No. : 92/067,609 (Parent) 
     Consolidated with 
     Cancellation No. : 92/067,670 
  

v.     Mark: CHICAGO STAGEHANDS 
  
Theatrical Stage Employees Union Local No. 
2 of the International Alliance of Theatrical 
Stage Employees and Moving Picture 
Technicians, Artists and Allied Crafts of the 
United States and Canada, 

    Registration No. : 4,303,933 
    Registration No. : 5,331,637 

  
Respondent.  

 
 

PETITIONERS’ CONSOLIDATED RESPONSE TO  
RESPONDENT’S MOTIONS TO DISMISS THE  
AMENDED PETITIONS FOR CANCELLATION 

 

 Petitioners, David Eaves and Chicago Stagehands, LLC (“Petitioners”), respond to the 

Motions to Dismiss the Amended Petitions for Cancellation filed by Respondent, Theatrical 

Stage Employees Union Local No. 2 of the International Alliance of Theatrical Stage Employees 

and Moving Picture Technicians, Artists and Allied Crafts of the United States and Canada 

(“Respondent” or “Local 2”) on August 13, 2018 as follows:1 

                                                 
1 The Motion to Dismiss filed by Respondent on August 13, 2018 addressing the Amended Petition for 
Cancellation No. 92/067,609 is hereafter referred to as “Motion ‘609” and the Motion to Dismiss filed by 
Respondent on August 13, 2018 addressing Petition for Cancellation No. 92/067,670 is hereafter referred 
to as “Motion ‘670”; collectively, Motion ‘609 and Motion ‘670 are referred to hereafter as the 
“Motions.”  Based on the consolidation of the Petitions by the TTAB, Petitioners respond to the 
redundant Legal Standard and certain portions of the Fraud arguments in a consolidated manner.  
Petitioners respond to argument in the Motions that is specific to each Amended Petitioner separately.  
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The gist of Respondent’s argument is that, in neither of the Amended Petitions, have 

Petitioners alleged either a valid basis for cancellation or adequate facts to support a valid basis 

for cancellation.  Motion ‘609 p.1-2; Motion ‘670, p.1-2.  To the contrary, Petitioners have 

alleged that Respondent obtained both registrations through fraud in the declarations underlying 

the applications and that the fraud was intentional.  Amended Petition ‘609 ¶¶ 14-23; Amended 

Petition ‘670, ¶¶ 12-17.  In Amended Petition ‘609, Petitioners’ further basis is that Respondent 

does not use the words “Chicago Stagehands” as a trademark for shirts, a question of fact not 

resolved by the mere location of a composite logo on the breast pocket area of a few shirts or the 

specimen alone. Amended Petition ‘609 ¶¶ 13-16.   In Amended Petition ‘670, Petitioners further 

two bases for cancellation are the failure of Respondent to use of the words “Chicago 

Stagehands” as a collective membership mark, and the primarily merely descriptive nature of the 

entire mark as used by a union of stagehands in the Chicagoland area.  Amended Petition ‘670 ¶¶ 

14-16, 18-20.  Petitioners have alleged sufficient facts to raise a question as to the validity of the 

two marks in question. As set forth in the Legal Standard section below, questions of fact are not 

the proper subject matter for decision on a motion to dismiss. 

I.   PETITIONERS’ PRELIMINARY STATEMENT 

This is not the first contested proceeding between the parties.  Respondent became aware 

of Petitioners’ use of the mark CHICAGO STAGEHAND for their business of supplying non-

union stagehands for live events in 2009.  Respondent took no action between 2009 and 2012. 

Respondent on February 1, 2012, filed four applications to register the words “Chicago 

Stagehands” both alone and with other words for various goods and services: 1) IATSE 2 

CHICAGO STAGEHANDS for shirts (Ser. No. 85/530,927) (now abandoned); 2) IATSE 2 

CHICAGO STAGEHANDS for hats (Ser. No. 85/530,932) (now abandoned); 3) CHICAGO 
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STAGEHANDS for shirts (Ser. No. 85/530,942 which matured into Reg. No. 4,303,933) (“Reg. 

No. ‘933”); and, 4) CHICAGO STAGEHANDS for union services (Ser. No. 85/530,945) (“Ser. 

No. ‘945”)2(collectively, “Local 2 2012 Applications”).  Mr. Buffalino of Vedder Price signed 

each application as counsel and declarant under oath.   

On February 25, 2012, three weeks later, Respondent, filed a Petition to Cancel 

Respondent’s mark CHICAGO STAGEHAND (Reg. No. 3,761, 948) Canc. No. 92/055,242 

(“Canc. ‘242”),  

On April 1, 2014 and during the pendency of Canc. ‘242, Local 2 filed an application to 

register the mark CHICAGO STAGEHANDS as a collective membership mark (Ser. No. 

86/238,513) which matured into Reg. No. 5,331,637 on the Supplemental Register (“Reg. No. 

‘637”). [Amended Petition to Cancel Registration No. 4,303,933, p. 2, ¶ 8]. Mr. Buffalino again 

appears as counsel and as declarant under oath.  

Thus, the Local 2 2012 Applications and Reg. No. ‘637 were and are all connected to 

Respondent’s efforts to cancel Petitioner’s mark (Reg. No. 3,761, 948) (“Reg. No. ‘948”).    It is 

Petitioners’ position that Respondent did not and does not use the term “Chicago Stagehands” as 

a trademark for shirts (Amended Petition to Cancel Registration No. 4,303,933) or as a collective 

mark (Amended Petition to Cancel Registration No. 5,331,637).   

As a result of Canc. ‘242, the Board cancelled Eaves’ registration for CHICAGO 

STAGEHAND (Reg. No. ’948) on the Supplemental Register issuing a thirty five (35) page 

opinion on June 17, 2017, finding that neither party had established either exclusive use or 

acquired distinctiveness.  [Theatrical Stage Employees Union Local No. 2 of the International 

                                                 
2 Prior to 2/1/2012, Respondent had never filed an application for any mark. 
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Alliance of Theatrical Stage Employees and Moving Picture Technicians, Artists and Allied 

Crafts of the United States and Canada v. David Eaves, TTAB Decision issued June 17, 2017 

(“Decision”) at p. 21-24, 32] [Cancellation No. 92055242, 117 TTABVUE].  The Board found, 

among other things, that Respondent had demonstrated only “sporadic and scant use of the 

term,” and that Respondent’s use was not exclusive even in its own market (Id. at p. 24, 32).  The 

language of the Decision cited by Respondent that Respondent had “some technical service mark 

use” and “that over a long period of time, and leading to the time of trial, the expression 

CHICAGO STAGEHANDS has been used to describe or refer to [Respondent] and its 

members” (Motion ‘670 pp. 9 and 10) is not dispositive of any issue in the current two Amended 

Petitions. Nothing in that Decision holds or indicates that Respondent used or uses the words 

“Chicago Stagehands” as a trademark for shirts or as a collective membership mark.  

II. LEGAL STANDARD FOR MOTIONS TO DISMISS 

 Petitioners concur with Respondent’s recitation of the legal standard for a motion to 

dismiss. Petitioners’ pleadings must be legally sufficient and plead more than “threadbare 

recitals.” See Ashcroft v. Iqbal, 556 U.S. 662, 663, 129 S. Ct. 1937, 1949 (2009); see also Bell 

Atlantic Corp. v. Twombly, 550 U.S. 544, 556-7, 126 S. Ct. 1955 (2007).  In the present matter, 

Petitioners have pled specific factual allegations that state plausible grounds on which the TTAB 

may cancel Reg. No. ‘933 for shirts and Reg. No. ‘637 for a collective mark. In deciding a 

motion to dismiss, the trier of fact must accept as true all of the allegations therein in the light 

most favorable to Petitioner.  See Advanced Cardiovascular Sys. Inc. v. SciMed Life Sys. Inc., 

988 F.2d 1157, 1161, 26 USPQ2d 1038, 1041 (Fed. Cir. 1993). Petitioners seek cancellation of 

Reg. No. ‘933 based on the following allegations: (a) lack of use / use in commerce of the words 

CHICAGO STAGEHANDS as a trademark for shirts; and, (b) fraud with the requisite intent in 
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its application for a trademark registration based on facts that the Respondent knew were false in 

order to obtain an advantage in the petition to cancel that Respondent was about to file Petition 

for Cancellation Canc. ‘242.  Petitioners seek cancellation of Reg. No. ‘637 on the basis of (a) 

lack of use / use in commerce of the mark Chicago Stagehands as a collective membership mark; 

and, (b) fraud on the USPTO in the declaration supporting the application for registration, 

namely that Respondent, and specifically Angelo Buffalino, is fully aware of the parameters 

required for proper use of a term as a collective membership mark (15 U.S.C. §1127, TMEP 

§1302-1304), and Respondent knew that it had no use in 1950 and no continuous use since 1950 

of the term “Chicago Stagehands” as a collective mark, but claimed such use to obtain an 

advantage in Canc. ‘242; and, (c) that the words composing the entire mark claimed, “Chicago 

Stagehands,” are primarily merely descriptive/primarily merely geographically descriptive and 

not capable of secondary meaning when used for Respondent’s stagehand referral services in the 

greater Chicagoland area.3 [Amended Petition to Cancel Registration No. 5,331,637].   

 Most importantly, a motion to dismiss is not the appropriate forum in which to argue 

facts and Respondent's Motions argue facts.  But, as Respondent quoted in its motion, “A motion 

to dismiss does not involve a determination of the merits of the case.” Libertyville Saddle Shop 

Inc. v. E. Jeffries & Sons, Ltd., 22 USPQ2d 1594, 1597 (TTAB 1992). Petitioners have met their 

burden to state plausible claims for cancellation.  Questions of fact are not proper subject matter 

for decision pursuant to a Motion to Dismiss and therefore the Motions should be denied. 

 

 

                                                 
3 Petitioners concede at this time that they have not alleged sufficient facts for a claim of fraud based on 
Respondent’s claim that it had exclusive use  
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III. FRAUD IS A VALID BASIS AND HAS BEEN PROPERLY PLEAD 

 Petitioners have properly alleged, with factual particularity, fraud as a basis for 

cancellation in each of their Amended Petitions to Cancel in accordance with the requirements of 

Fed. R. Civ. P. 9(b). See In re Bose Corp., 580 F.3d 1240, 1243 (Fed. Cir. 2009). To meet the 

particularity standard, the pleading must specifically allege “the time, place and contents of the 

false representations, the facts misrepresented, and identification of what has been obtained.” 

Saks, Inc. v. Saks & Co., 141 USPQ 307 (TTAB 1964). Petitioners have alleged each element 

and satisfy each component of this pleading standard.  At the time of application, Respondent 

knew:  (a) that it did not have use or use in commerce of the words “Chicago Stagehands” as a 

mark for shirts or as a collective membership mark; and (b) that it was submitting false dates of 

first use and commercial use, which dates it selected, not based on facts, but on an interest in 

selecting a date predating Petitioner's date of first use. [Amended Petition to Cancel Registration 

No. 4,303,933, p. 3-5, ¶¶ 14-23; Amended Petition to Cancel Registration No. 5,331,637, p. 3-4, 

¶¶ 12-17]. 

“Fraud in procuring a trademark registration occurs when an applicant knowingly makes 

false, material representations of fact in connection with its application with intent to deceive the 

USPTO.” Nationstar Mortg. LLC v. Mujahid Ahmad, 112 USPQ2d 1361 (TTAB Sept. 30, 2014) 

(citing In re Bose Corp., 580 F.3d 1240, 1245, 91 USPQ2d 1938, 1941 (Fed. Cir. 2009); see also 

Swiss Watch Int'l Inc. v. Fed'n of the Swiss Watch Indus., 101 USPQ2d 1731, 1745 (TTAB 

2012).) To state a fraud claim, a petitioner must allege that the trademark applicant knowingly 

made a false, material representation “with the intent to deceive the PTO.” In re Bose Corp., 580 

F.3d 1240, at 1245. 
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It is sufficient to plead “on information and belief.” Saks, Inc. v. Saks & Co., 141 USPQ 

307 (TTAB 1964). “Pleading on ‘information and belief’ is permitted under Rule 9(b) when 

essential information lies uniquely within another party's control, but only if the pleading sets 

forth the specific facts upon which the belief is reasonably based.” Exergen Corp. v. Wal-Mart 

Stores, Inc., 575 F.3d 1312, 1330 (Fed. Cir. 2009). Petitioners’ pleadings meet this standard. The 

Amended Petitions to Cancel state the facts on which their beliefs are based, namely the 

statements made and evidence presented by Respondent in its 2012 Applications, its Reg. No. 

‘637 to the USPTO and in Canc.  '242. 

a. Petitioners properly plead fraud by Respondent in procuring a registration for 

shirts 

Respondent submitted false dates of first use and first use in commerce, knowing that it 

was also not using words as a mark for shirts, either alone or in a logo. [Amended Petition to 

Cancel ¶¶ 13-23, TTABVUE ESTTA890004]. 

During Canc. '242, Respondent testified that, while the application for Reg. No. ‘933 

stated a first use of 2007 and first use in commerce in 2008, it did not know of any use by 

Respondent during that time.  While Respondent did purchase shirts in 2009 with a logo that 

included the words “Chicago Stagehands,” this too was not trademark use for shirts.  Respondent 

argues that Petitioners’ allegation that Respondent ordered shirts once in 2009 is a concession 

that Respondent used the term “Chicago Stagehands” as a mark for shirts. [Motion ‘609 p. 9]  To 

the contrary, it is Petitioners' position that a one-time order of 500 shirts with a particular design 

logo followed by limited and sporadic sales and gifts of these shirts did not amount to trademark 

use on shirts of the term “Chicago Stagehands.”  Although the Board’s finding in the Decision 

was silent in regard to trademark use for shirts, after reciting the cumulative record of shirts and 
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hats, the Board stated, “On this record, [Respondent’s] technical service mark use of CHICAGO 

STAGEHANDS before [Petitioner] adopted the phrase CHICAGO STAGEHAND was very 

limited and not continuous.” [Decision at p. 11-13].  Nonetheless, Respondent declares on oath 

that it was using the claimed mark in commerce for shirts.  Therefore, it is Petitioners’ position 

that Respondent was not using the claimed mark at any time, including the time of filing, and 

Respondent knew it was not using the mark in commerce. 

Respondent’s cited case law does not support its position that Petitioners’ fraud claim is 

in adequate.  They stand for the premise that an erroneous date of first use by itself does not 

necessarily constitute fraud, as long as the mark was in use at the time an application was filed.  

O.T.H Enterprises, Inc. v. Vasquez, 2012 Lexis 374, at p. 56 (TTAB 2012), Standard Knitting, 

Ltd. v. Toyota Jidosha Kabushiki Kaisha, 77 USPQ2d 1917 (TTAB 2006), Colt Industries 

Operating Corp. v. Olivetti Controllo Numerico S.p.A, 221 USPQ 73, 76 (TTAB 1983).  As 

already discussed, however, it is Petitioner's position that Respondent was not using the words 

“Chicago Stagehands” as a mark for shirts during the claimed use date nor at the time it filed the 

application.  The reason for Respondent’s falsely claimed use date is to claim priority over 

Petitioner’s then registration for non-union services.  Respondent knew it was not using the 

claimed mark and it knew it needed to claim a date prior to the date of first use claimed in 

Petitioner’s registration.  This case is not a merely misstated date on an application.  It is a 

material misrepresentation of the date of use to claim an earlier date of use with intent and for a 

specific purpose.  Therefore, Respondent’s cited case law does not resolve the issue in this case.   

At this stage, Petitioners do not need to prove these facts.  Therefore, Respondent’s 

motion to dismiss the fraud claim in connection with Reg. No. ‘933 should be denied. 
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b. Fraud in procuring a registration for a collective mark has been properly plead. 

Petitioners properly plead fraud with respect to the declaration underlying the application to 

register Reg. No. ‘637 with sufficient particularity to survive a motion to dismiss. [Amended 

Petition to Cancel Registration No. 5,331,637, p. 3-4, ¶¶ 11-17, 18-23, TTABVUE 

ESTTA890005.]  Specifically, Petitioners plead that Respondent, knowingly and with intent 

declared that it was using “Chicago Stagehands” as a collective membership mark when it had 

no factual basis for its claimed dates of use and when it knew that it did not control the few items 

distributed in 2001.  Respondent is fully aware of the proper use of a collective membership 

mark as is evidenced by Reg. No. 4,322,950, which does not include the words “Chicago 

Stagehands” but which Respondent uses on metal button pins, reproduces annually with a new 

year date, and distributes only to union members or individuals referred to work at live events. 

Respondent does not use the term “Chicago Stagehands” similarly.   

In addition, as set forth above, Respondent’s cited case law does not resolve the issues in 

case. [See p. 8 Supra].  Therefore, Respondent’s motion to dismiss Petitioners’ claim of fraud in 

connection with Reg. No. ‘637 should be denied. 

IV. PETITIONERS HAVE ADEQUATELY ALLEGED  
NON-USE / ORMAMENTAL USE AS A  

VALID BASIS OF CANCELLATION OF THE MARK FOR SHIRTS 
 

Respondent has not used “Chicago Stagehands” as a trademark in connection with shirts.  

This is a valid ground for cancellation of Reg. No. ‘933. Petitioners do not merely plead, as 
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Respondent argues, that Respondent’s specimen is deficient.4  It is Petitioners’ position that 

Respondent does not use the claimed words as a trademark for shirts.  

As the TTAB stated in Plant Food Systems, Inc.v. Earthrenew, Inc. 2012 WL 9172068 *5 (2012) 

Though not worded as such, plaintiff's “token use” claim is essentially a 
claim of nonuse based on the allegation that defendant's predecessor did 
not have bona fide use in commerce when it filed its amendment to allege 
use. Trademark Act Section 45, 15 U.S.C. Section 1127, states in relevant 
part as follows: 
The term ‘use in commerce’ means the bona fide use of a mark in the 
ordinary course of trade, and not made merely to reserve a right in a 
mark. ... [A] mark shall be deemed to be in use in commerce ... on goods 
when ... it is placed in any manner on the goods or their containers or the 
displays associated therewith or on the tags or labels affixed thereto, or if 
the nature of the goods makes such placement impracticable, then on 
documents associated with the goods or their sale, and ... (B) the goods are 
sold or transported in commerce. 
(emphasis added). Use in commerce contemplates “commercial use of the 
type common to the particular industry in question.” Paramount Pictures 

Corp. v. White, 31 USPQ2d 1768, 1774 (TTAB 1994).  
 

 But the use of a design on shirts by Respondent was a single order, limited and not 

repeated.  Commercial use of a mark for shirts in the clothing industry requires more than a 

single shipment.   

In addition, whether words on a clothing amount to trademark use, particularly use on 

shirts,  is a fact intensive analysis “that defendant’s mark is a mere background design that does 

not function as a mark…” TMBP §309.03(b); In Re Dimitri's Inc., 9 USPQ2d 1666 (TTAB Nov. 

14, 1988).  While decorative design can function as trademarks, “usually, when viewed in 

context, if it is not immediately obvious that this ornamental design is being used as an 

                                                 
4 Since Petitioners’ allegations are not limited to the specimen, the cases by Respondent on Examiner’s 
error and inapposite  609 p. 5 
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indication of origin, then probably it is not.” McCarthy on Trademarks and Unfair Competition § 

7:24 (5th edition updated June 2018).  Furthermore, as McCarthy notes, “When words or designs 

are used on T-shirts, it is a highly fact-intensive determination of whether these symbols are 

solely decorative ornamentation, or in addition serve as a trademark indicating a ‘secondary 

source’” Id. 

Respondent’s reliance on secondary source of authorization case law does not resolve the 

issues in this case.  In re Paramount Pictures Corp., 213 USPQ 1111(TTAB 1982), In re 

McDonald’s Corp., 199 USPQ 702 (TTAB 1978), In re Olin Corp. 181 USPQ 182 (TTAB 

1973).  In In re Lululemon Atheltica Canada Inc., 105 USPQ2d 1684, 1691 (2013), also cited by 

Respondent, the TTAB states “in considering the commercial impression of marks of this 

nature… the registrability of each mark must be determined on a case-by-case basis.”  While 

Respondent may believe it is as well-known as the marks McDonald’s and design, Mork & 

Mindy and design, or New York University and design, a factor taken into account in cases cited 

by Respondent, the Board in Canc. ‘242, found to the contrary. [See p. 4 supra]  While 

illustrative of the issue regarding ornamentation, these cases do not resolve the factual analysis 

whether Respondent’s claimed use is commercial use of the mark or merely decorative for shirts. 

Further, each of the above cases, except for In re Lululemon where registration was denied, deals 

with a composite mark where the entire design with words is the subject matter of the application  

 In In re Lululemon, the TTAB held that the mark applied for, when used in other sizes 

and formats by the applicant, functioned as a trademark, in the design presented in the specimen, 

the same design was ornamental.  The TTAB stated:   

… applicant has not shown that the design in the application is inherently 
distinctive. In making this determination, we have considered the commercial 
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impression created by the mark, the relevant practice in the industry, and any 
distinctiveness in determining whether applicant's applied-for design would be 
perceived as a mark or merely as ornamentation for the goods. We also find that 
applicant has not shown that its prior use is of the same mark such as to show that 
the design in the application would be regarded by consumers as a trademark. 
Accordingly, without a showing of acquired distinctiveness, we find that the 
design in the application would be perceived by consumers as merely ornamental.  
In re Lululemon,  p. 1691    

 

The use of the same words, “Chicago Stagehands,” in the same configuration on hats was 

rejected by the Examining Attorney in Ser. No. 85/530,932 for hats on the basis that such use 

was ornamental. (Office Action issued 5/11/2012 Section 2.)  The mere fact that the same 

wording and design appear in the breast pocket of a shirt does not automatically confer 

trademark status on the words.  In this case, the design on specimen shirts does not immediately 

convey trademark usage of the words "Chicago Stagehands" alone and therefore is not trademark 

use on shirts.  Simply put, the words “Chicago Stagehands” does not function as a trademark in 

connection with shirts as used by Respondent.   

V. PETITIONERS HAVE PROPERLY PLEAD TWO ADDITIONAL BASES  
ON WHICH RESPONDENT’S COLLECTIVE MARK MAY BE CANCELLED 

 

 Petitioners plead two additional grounds on which the TTAB may cancel Reg. No. ‘637 

in addition to the aforementioned fraud claim.  Petitioners allege (a) non-use of the words 

“Chicago Stagehands” as a collective membership mark and, (b) that the same words are 

primarily merely descriptive/primarily merely geographically descriptive for the collective 

membership, the IATSE Local 2 union.  The TMEP sets forth specific standards for a collective 

membership mark. “A collective membership mark is a mark adopted for the purpose of 

indicating membership in an organized collective group, such as a union, an association or other 

organization. Neither the collective nor its members uses the collective membership mark to 
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identify and distinguish goods or services; rather, the sole function of such a mark is to indicate 

that the person displaying the mark is a member of the organized collective group.” Aloe Creme 

Laboratories, Inc. v. American Society for Aesthetic Plastic Surgery, Inc., 192 USPQ 170, 173 

(TTAB 1976) (emphasis added); see also TMEP §1302- 1304. As the TMEP notes, “Registration 

of a membership mark is based on actual use of the mark by the members of a collective 

organization.  The owner of the mark exercises control over the use of the mark; however, 

because the sole purpose of a membership mark is to indicate membership, use of the mark is by 

members.  See In re Triangle Club of Princeton University, 138 USPQ 332 (TTAB 1963) 

(collective membership mark registration denied because specimen did not show use of mark by 

members).”  TMEP §1304.03. 

Petitioners sufficiently plead that Respondent does not use the term “Chicago 

Stagehands” to indicate membership in its union.  From 1950 until today, Respondent and its 

members did not and do not use this mark in any format to indicate membership in Respondent’s 

union. [Amended Petition to Cancel Reg. No. 5,331,637, p. 4, ¶¶ 14-16.]  Further, Petitioners 

sufficiently plead that Respondent did not exercise control. Id. 

Second, Petitioners have alleged that the term “Chicago” and the combined words 

"Chicago Stagehands" are primarily merely descriptive of Respondent’s activities.  Respondent 

has already acknowledged that the word “stagehands” is descriptive of those activities.  

Petitioners have a valid commercial interest in objecting to the exclusive use by Respondent of 

the term “Chicago” in connection with a collective membership mark used only in the 

Chicagoland area for referring union stagehands to live events when Petitioner and others are in 

the business of supplying non-union stagehands to such events in the same geographic area. 
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Respondent’s argument that geographic descriptiveness is irrelevant because the 

registration is on the supplemental register is misleading.  Respondent has disclaimed the word 

“stagehands” during examination for the claimed mark “Chicago Stagehands.”  The remaining 

word, “Chicago” cannot amount to anything more than a primarily merely geographic 

descriptive term incapable of functioning as a collective mark as it is used only within the 

Chicagoland area by Respondent.  Therefore, seeking to cancel Respondent’s registration on the 

grounds that the words are primarily merely descriptive of the collective’s activities is a valid 

ground for cancellation. 

VI. SUMMARY AND CONCLUSION 

 Respondent’s Motions are stated to be motions to dismiss under FRCP 12(b). However, 

in reality they are premature motions for summary judgment based on facts which have yet to be 

established by evidence in the pending proceedings.  To overcome a Motion to Dismiss, 

Petitioners merely need to show that they have pled sufficient facts to place Respondent on 

notice of the claims/bases.    

Petitioners have plead cognizable bases to cancel each registrations.  In Canc. ‘242, 

Respondent provided evidence of any and all uses of the term “Chicago Stagehands” on which 

the registrations that are the subject matter of the Amended Petitions are based.  If there is 

additional evidence of use before or since June 17, 2017, Respondent will have the opportunity 

to present it.  

In the event that the Board finds that further amendments or allegations to the Amended 

Petitions are required to set forth adequately any of its bases, Petitioners hereby request leave to 

do so.  Amendment is freely and liberally allowed unless to do so would prejudice Respondent or 
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further pleading of a particular basis would be futile. Grupo Marti, S.A. Grupo Marti, S.A. v. 

Marti’s S.A., 2008 WL 9718104 at *2 (2008) (“The Board liberally grants leave to amend 

pleadings at any stage of a proceeding when justice so requires, unless entry of the proposed 

amendment(s) would violate settled law, would be prejudicial to the rights of the adverse party or 

parties, or would serve no useful purpose. Fed. R. Civ. P. 15(a). See Polaris Industries v. DC 

Comics, 59 USPQ2d 1789 (TTAB2001); Boral Ltd. v. FMC Corp., 59 USPQ2d 1701 (TTAB 

2000); and Institut National des Appellations d'Origine v. Brown-Forman Corp., 47 USPQ2d 

1875, 1896 (TTAB 1998); TBMP § 507.02 (2d ed. rev. 2004)).” See also Cavern City Tours Ltd. 

v. Hard Rock Café International, Inc., 2009 WL 9409374 (The Board allowed an amendment to 

a petition to add a claim of abandonment after ruling on summary judgment and one day prior to 

commencement of trial.).  

These current actions are at the pleading stage so there would be no prejudice to 

Respondent if further amendment were permitted.  In the single case cited by Respondent to 

support its position that no further amendments to the petitions should be permitted, the TTAB 

specifically allowed a second amended pleading on Opposer’s claim of non-use. Sun Hee Jung v. 

Magic Snow LLC 124 USPQ 1041, 1045 (TTAB 2107)  

Therefore, Petitioners respectfully request that the Motions to Dismiss should be denied 

in their entirety.  
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Dated: September 4, 2018 Respectfully Submitted by: 

______/ Pawel A. Fraczek /_____________ 

Attorney for Petitioners 
 
Catherine Simmons-Gill 
Pawel A. Fraczek 
Offices of Catherine Simmons-Gill LLC 
111 West Washington Street 
Suite 1110 
Chicago, IL 60602 
Phone: 312-609-6611 
Facsimile: 312-609-6610 
Email:  
simmonsgill@gmail.com 
fraczekp@gmail.com 
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CERTIFICATE OF SERVICE 

 

I, Pawel A. Fraczek, certify that a true and complete copy of the foregoing 

PETITIONERS’ CONSOLIDATED RESPONSE TO RESPONDENT’S MOTIONS TO 

DISMISS PETITIONS FOR CANCELLATION has been served on Robert S. Rigg and John 

Burke, on September 4, 2018, via electronic mail to: 

Robert S. Rigg 
John Burke 
Vedder Price PC 
222 N LaSalle St 
Suite 2600 
Chicago, IL 60601 
rrigg@vedderprice.com 
jburke@vedderprice.com 
 

 
 

_____/ Pawel A. Fraczek /_____ 
 

Pawel A. Fraczek 
 
























