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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
TRADEMARK TRIAL AND APPEAL BOARD 

 
In the Matter of Reg. No. 4,982,329 

 
Derek Guthrie,  ) 

) 
 

) 
 Petitioner, )   

) 
v.  ) Cancellation No. 92067099 

) 
Art Message International and 
New Art Association 

 ) 
) 

 

) 
 Respondents. )   

Respondents’ Rule 56(d) Motion 
 

Under Fed. R. Civ. P. 56(d), 37 C.F.R. § 2.127(e)(1), and TBMP § 528.06, Respondents 

Art Message International and New Art Association, by and through their attorneys, hereby 

move the Board for further discovery to respond to the motion for summary judgment filed by 

Petitioner Derek Guthrie on August 21, 2019. See 24–25 TTABVUE. In support of their motion, 

Respondents submit a contemporaneously filed Memorandum of Law in Support of 

Respondents’ Rule 56(d) Motion, the Declaration of Mark V.B. Partridge in Support of 

Respondents’ Rule 56(d) Motion and accompanying Exhibits A through J, and a Proposed Order. 

As established in the foregoing supporting materials, Respondents cannot effectively oppose 

Guthrie’s summary judgment motion without first taking discovery. 

Relatedly, and in addition to the Rule 56(d) motion, Respondents move for the following 

relief. In light of the discussed discovery violations and arguments provided in the Memorandum 

of Law, Respondents move the Board for an order denying Petitioner’s motion for summary 

judgment and compelling Petitioner to respond to the outstanding discovery requests, while 

extending the discovery period in order for Respondents to take any additional or follow-up 
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discovery as necessary. Respondents also move to strike the Vincent Carducci Declaration; 

alternatively, Respondents move to strike paragraphs 1–5, 12–17, and 19 of the Vincent Carducci 

Declaration.   

 

Dated: September 19, 2019 
 
 

Respectfully submitted, 
 
Art Message International & 
New Art Association 
 
By:      /s/Mark V.B. Partridge 

Mark V.B. Partridge 
Charles G. Giger 
Partridge Partners, P.C.  
321 North Clark, Suite 720 
Chicago, Illinois 60654 
(312) 634-9500 

 
Attorneys for Respondents 
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CERTIFICATE OF SERVICE 

I hereby certify that on September 19, 2019, a true and correct copy of the foregoing 
Respondents’ Rule 56(d) Motion has been served, via email, on Applicant’s attorney of record:  
 

Douglas N. Masters 
LOEB & LOEB LLP 

321 N CLARK STREET SUITE 2300 
CHICAGO, IL 60654 

UNITED STATES 
chdocket@loeb.com, dmasters@loeb.com,  eoneill@loeb.com,  

avanleer@loeb.com, sperry@loeb.com 
 
 
  By:  /s/Charles G. Giger  

Charles G. Giger 
Attorney for Respondents 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
TRADEMARK TRIAL AND APPEAL BOARD 

 
In the Matter of Reg. No. 4,982,329 

 
Derek Guthrie,  ) 

) 
 

) 
 Petitioner, )   

) 
v.  ) Cancellation No. 92067099 

) 
Art Message International and 
New Art Association 

 ) 
) 

 

) 
 Respondents. )   

[Proposed] Order Granting Respondents’ Rule 56(d) Motion 
 

Respondents’ motion for Rule 56(d) discovery is GRANTED as follows: 

1. Petitioner must respond to all of the Respondents’ outstanding discovery requests 

that were served on March 13, 2019, fully and without objection within TWENTY DAYS of the 

mailing date of this order; and, 

2.  The discovery-period deadline is extended NINETY DAYS from the mailing 

date of this order, allowing Respondents to take additional or follow-up discovery, including the 

depositions of Derek Guthrie and Vincent Carducci. 

3. Respondents are allowed to take the deposition of Petitioner, of which the scope 

will include the responses above to the first sets of interrogatories and documents requests, the 

declaration submitted in support of the motion for summary judgment, particularly paragraphs 

10, 17 through 25, 27, 28, 32, and 33, the exhibits identified in the Declaration of Mark V.B. 

Partridge, and any responses to any of the follow-up discovery. The deposition may be noticed 

and taken between 20 – 50 days after Petitioner serves its responses to outstanding discovery 

requests.  
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4. The Vincent Carducci Declaration is stricken. [Alternatively: Respondents are 

allowed to take the deposition of Vincent Carducci, of which the scope will be limited to his 

declaration, of which paragraphs 1–5, 12–17, and 19 are stricken.] 

5. Respondent is allowed ONE HUNDRED (100) DAYS from the date that 

Guthrie’s deposition is completed to file its opposition to Petitioner’s motion for summary 

judgment. 

6. Proceedings otherwise remain suspending pending the disposition of Petitioner’s 

motion for summary judgment. 

 

Dated: September 19, 2019 
 
 

Respectfully submitted, 
 
Art Message International & 
New Art Association 
 
By:      /s/Mark V.B. Partridge 

Mark V.B. Partridge 
Charles G. Giger 
Partridge Partners, P.C.  
321 North Clark, Suite 720 
Chicago, Illinois 60654 
(312) 634-9500 

 
Attorneys for Respondents 
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CERTIFICATE OF SERVICE 

I hereby certify that on September 19, 2019, a true and correct copy of the foregoing 
[Proposed] Order Granting Respondents’ Rule 56(d) Motion has been served, via email, on 
Applicant’s attorney of record:  
 

Douglas N. Masters 
LOEB & LOEB LLP 

321 N CLARK STREET SUITE 2300 
CHICAGO, IL 60654 

UNITED STATES 
chdocket@loeb.com, dmasters@loeb.com,  eoneill@loeb.com,  

avanleer@loeb.com, sperry@loeb.com 
 
 
  By:  /s/Charles G. Giger  

Charles G. Giger 
Attorney for Respondents 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
TRADEMARK TRIAL AND APPEAL BOARD 

 
In the Matter of Reg. No. 4,982,329 

 
Derek Guthrie,  ) 

) 
 

) 
 Petitioner, )   

) 
v.  ) Cancellation No. 92067099 

) 
Art Message International and 
New Art Association 

 ) 
) 

 

) 
 Respondents. )   

Memorandum of Law in Support of Respondents’ Rule 56(d) Motion 
 

Under Fed. R. Civ. P. 56(d), 37 C.F.R. § 2.127(e)(1), and TBMP § 528.06, Respondents 

Art Message International and New Art Association submit this Memorandum of Law in Support 

of its Rule 56(d) Motion. As shown below, and in the accompanying Declaration of Mark V.B. 

Partridge (“MVP Decl.”) and exhibits, Respondents cannot effectively oppose Petitioner Derek 

Guthrie’s (“Guthrie”) summary judgment motion without taking further discovery. For the 

following reasons, the Board should grant Respondents’ Rule 56(d) Motion and provide the 

requested relief as stated in the Motion and Proposed Order.  

BACKGROUND 

On October 11, 2017, Guthrie instituted this cancellation proceeding against Respondent 

Art Message International (“AMI”). 1 TTABVUE. Until he voluntarily terminated his 

association with Respondent, Guthrie was a member of Respondent’s organization. See 12 

TTABVUE. After motion practice, see 8–15 TTABVUE, the parties exchanged initial 

disclosures, see MVP Decl. ¶2, Ex. A.  



2 

On March 13, 2019, Respondent served AMI’s First Sets of Interrogatories and 

Document Requests. MVP Decl. ¶¶3–4, Ex. B (document requests) and C (interrogatories). After 

various extensions, on June 26, Respondent agreed to provide Guthrie a three-week extension to 

respond to the outstanding discovery requests, resulting in a July 17, 2019 deadline. See id. ¶5, 

Ex. D.1  

Without ever responding to Respondents’ discovery requests, MVP Decl. ¶7, Guthrie 

filed the motion for summary judgment, 24–25 TTABVUE, attaching documents not produced in 

discovery and an undisclosed expert witness’ declaration.2 See MVP Decl. ¶¶6–7. In light of this 

August 21, 2019 filing, Respondents reminded Guthrie of his discovery obligations and the 

lateness of his responses to the discovery requests. MVP Decl. ¶5, Ex. D, p.1 (noting “[a]mong 

other obligations, TBMP § 408.01 provides that parties have a duty ‘to make a good faith effort 

to satisfy the discovery needs of its adversary’”). Nonetheless, after back-and-forth responses, 

Guthrie has not provided any responses to the March 13, 2019 discovery requests. See id. 

Respondents are faced with a summary judgment motion without having any responses to 

its discovery requests, without having seen Guthrie’s supporting exhibits before, and without 

having been disclosed the relied-upon expert witness. See MVP Decl. ¶¶5–8.  Petitioner has 

withheld his documents and responses without any justification; by filing the motion for 

summary judgment, Petitioner has prevented Respondents from obtaining information necessary 

to effectively oppose the motion. See id.  Without the documents and responses to its discovery 

requests, and further requested discovery as set forth here, in the motion, and Proposed Order, 

Respondents do not have access to information that could support its opposition. Id. 

 
1 After moving to join New Art Association, 19 TTABVUE, Guthrie gave the impression that he intended 
to file a motion for leave to amend his pleading. 
2 See 17–18 TTABVUE (noting that initial disclosures closed on December 2, 2018, and expert 
disclosures closed on April 1, 2019).  
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LEGAL STANDARD 

 A litigant “should not be ‘railroaded’ by a premature motion for summary judgment.” 

Larry Pitt & Assocs., P.C. v. Lundy Law, LLP, Opp. No. 91210158, 2013 TTAB LEXIS 640, *3-

4 (TTAB Oct. 31, 2013) (quoting Celotex Corp. v. Catrett, 477 U.S. 317, 326 (1986)). Indeed, 

summary judgment must “be refused where the nonmoving party has not had the opportunity to 

discover information that is essential to his opposition.” Opryland USA, Inc. v. Great Am. Music 

Show, Inc., 970 F.2d 847, 852 (Fed. Cir. 1992). 

“A request for additional discovery under [Rule 56(d)] must be supported by an affidavit 

showing that the nonmoving party cannot, for reasons stated therein, present by affidavit facts 

essential to justify its opposition to the motion.” Wally Yachts N.V. v. Walworth, Opp. No. 

91183793, 2010 TTAB LEXIS 495, *5 (TTAB Sept. 27, 2010) (collecting cases). “[W]hen the 

discovery is reasonably directed to ‘facts essential to justify the party’s opposition’, … such 

discovery must be permitted or summary judgment refused.” Opryland USA, 970 F.2d at 852.  

ARGUMENT 

I. Respondent Cannot Effectively Oppose the Motion for Summary Judgment 
Without Discovery. 

 
In its motion for summary judgment, Guthrie relies on Lyons v. Am. Coll. of Veterinary 

Sports Med. & Rehab., 859 F.3d 1023 (Fed. Cir. 2017),3 which provides one of the frameworks 

to assess disputes of trademark ownership. See 24 TTABVUE at 7. Under Lyons, the question of 

ownership turns on “(1) the parties’ objective intentions or expectations; (2) who the public 

associates with the mark; and (3) to whom the public looks to stand behind the quality of goods 

 
3 At this point, Respondents do not admit or concede that Lyons is controlling here. Given that Petitioner 
has not responded to any of Respondents’ discovery requests and has raised this theory for the first time 
in its motion, it would be premature to accept Petitioner’s position at this stage. This highlights 
Respondents’ need to conduct further discovery on the three Lyons factors, in order to effectively oppose 
Petitioner’s motion.  
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or services offered under the mark.” Lyons, 859 F.3d at 1029 (citations omitted); see also Devil’s 

Desciples MC v. Woodard, 2018 TTAB LEXIS 175, *20-21 (TTAB May 15, 2018) (using 

framework “in cases where an individual and organization have either a prior or current 

relationship, in the absence of a formal agreement governing ownership of the mark, and where 

both the departing member and the remnant group claim ownership of the mark”). 

A. Without taking discovery from and deposing Guthrie, Respondents cannot 
effectively oppose the motion. 

 
In its motion, Guthrie primarily relies on his declaration to support each of the three 

Lyons factors. See generally, 24 TTABVUE. 

As an initial matter, one undisputed fact should be highlighted in order to put this general 

dispute in context: “In 2002, after nearly three decades in publication, the NEW ART 

EXAMINER ceased production.” Guthrie Decl. at ¶10. But absent from Guthrie’s declaration is 

the entity that ceased the production of the NEW ART EXAMINER. Discovery and a deposition 

of Guthrie are likely to show that an organization called Chicago New Art Association owned 

and published the publication and that after Guthrie retired from Chicago New Art Association in 

1990, the Chicago New Art Association relinquished ownership and control of the publication to 

a third party.4 This fact is material because it shows that Guthrie cannot claim that he ever owned 

any rights to the NEW ART EXAMINER from 1973 to 2002. Regardless, such trademark rights 

are abandoned and irrelevant. See Answer, 12 TTABVUE 8–10 (raising relevant defenses, 

including abandonment). More importantly, further discovery into the timeline of ownership and 

 
4 See MVP Decl. Ex. E (Guthrie noting in 2011 that the “New Art Examiner struggled along in its last ten 
years under the constant threat of financial foreclosure. … The publication closed its doors for good in 
2002.”), available also at http://www.theweekbehind.com/2011/11/09/the-new-art-examiner-re-examined/ 
(last visited Sept. 18, 2019); see id. (Guthrie acknowledging that the New Art Examiner was “killed”); see 
also MVP Decl. Ex. F (admitting “The magazine had folded in 1990 when it passed into new hands, after 
the founding editors, the late Jane Addams Allen and Derek Guthrie, retired to Cornwall with ill health.”), 
available also at http://www.newartexaminer.net/editorial-7/ (last visited Sept. 18, 2019). 
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Guthrie’s involvement (or lack thereof) prior to 2002 is likely to show that Guthrie is not whom 

the public associates with the mark back then and now (Lyons factor 2), and that Guthrie, having 

been absent since 1990, is not whom the public looks to stand behind the quality of the 

publication back then and now (Lyons factor 3).5 

Next, discovery is necessary to not only fill, but also to correct, the gaps and timing in 

Guthrie’s declaration paragraphs 17 through 23. Those statements allege a story that can be 

paraphrased as follows:  

Guthrie alone worked on the magazine, and then he received assistance from Daniel 
Nanavati, releasing the first revived issue in or around June 2015. A UK team was 
incorporated in 2016. Then on top of that already established group, Guthrie later 
established a Chicago team.   
 

Instead, discovery will show that a Chicago-based team, of which Guthrie was only a member, 

came together to relaunch the New Art Examiner. See MVP Decl. Ex. G, Vince Carducci’s 

February 14, 2014 Blog Post (noting in February 2014, “a group [was] formed in Chicago with 

the intent … to revive the [magazine]”). This information is material because it goes towards all 

three Lyons factors. Respondents cannot effectively oppose Guthrie’s motion without clarifying 

the timeline and without showing that a Chicago group came together to form an organization to 

revive the publication first, not a singular effort by Guthrie alone that started in the United 

Kingdom.  

Further, discovery is necessary to determine Guthrie’s basis for stating that Respondents 

“understood that the NEW ART EXAMINER was a name and magazine [Guthrie] had created 

 
5 See, supra, footnote 4; see also MVP Decl. Ex. G (Vince Carducci’s February 14, 2014 article 
indicating and acknowledging that people don’t know about the New Art Examiner publication, and 
discussing the New Art Examiner publication without initially mentioning Derek Guthrie at all until a 
February 17, 2014 update⁠—meaning, as an afterthought), available also at 
http://motownreviewofart.blogspot.com/2014/02/the-new-art-examiner-critical-field-of.html (last visited 
September 16, 2019). 
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and that they would report to [him].” Guthrie Decl. ¶24. Discovery is necessary to determine 

how Guthrie has personal knowledge of such matters, including how he would know what others 

understood. This inquiry is material because it is particularly relevant to the first Lyons factor 

concerning the objective expectations of the parties. 

Discovery is necessary to determine whether Guthrie “controlled and financed every 

issue ….” Id. ¶25. Like discussed below with the interrogatories and document requests that 

Guthrie refused to comply with, Guthrie has not provided any supporting documents showing 

that he controlled and financed every issue.  

Further discovery is necessary to determine what Guthrie alleges to be his “outward 

facing nature of the role….” Id. ¶28. Guthrie, in a conclusory manner, states that “everyone 

associated [him]” with the publication. See id. Guthrie provides no evidence supporting these 

claims. Respondents cannot effectively oppose these conclusory claims without further 

discovery. This allegation is relevant to the second and third Lyons factors. Without knowing 

what the “outward facing nature of the role” entailed or what actions were actually taken by 

Guthrie and when, Respondents cannot effectively oppose it.  

Guthrie alleges that he had no prior knowledge of Art Message International’s trademark 

registration for NEW ART EXAMINER, Reg. 4982329 (registered on June 21, 2016), and that 

he would never had consented to the registration. Id. ¶32. Further discovery, including a 

discovery deposition of Guthrie, is necessary to effectively oppose Guthrie’s claims that he 

lacked knowledge about the filing of the trademark application and, to the extent that Guthrie 

claims his consent was necessary, that he would not have consented to the filing.  
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Moreover, an intertwined topic that requires further discovery is the dispute that 

prompted the need for the trademark filing.6 In the January/February 2016 Vol. 30 No. 3 issue, 

Respondents (and Guthrie who was a part of Respondents) wrote about the dispute:    

These legal actions have consumed a great deal of our time during the past year. … We 
have taken concrete steps to assume our rightful ownership of the magazine. … [We] 
trademarked our exclusive right to the New Art Examiner name and opened a bank 
account to process business transactions, donations and subscriptions. The first issue with 
Derek as the acknowledged publisher appeared at Art Expo last September. As 2016 
arrives, we are in exciting discussions to acquire editorial offices for the magazine, 
recruit artists and journalists to contribute to future issues and work on building our 
funding infrastructure. For the first time we have a UK office. 
 

MVP Decl. Ex. I; see also id., Ex. J.7 As part of Respondent, Guthrie provided his “Postscript 

Editorial Comment” on the next page, acknowledging the above passage; in doing so, Guthrie 

simply “add[ed] a note of clarification to Tom Mullaney’s elegant and restrained report on the 

more than unfortunate hidden events of the last year.” MVP Decl. Ex. I, p. 2; see also id., Ex. J.8 

In order to effectively oppose Guthrie’s motion, Respondents need discovery on these matters to 

show that Guthrie both knew of and consented to the filing of the trademark application. 

Respondents need to take further discovery on Guthrie’s claim that he “recruited writers 

and advertisers, sourced content and had final sign off on the content and layout of every issue” 

and that he “talked with distributors about opportunities to further the circulation of the NEW 

ART EXAMINER.” Guthrie Decl. ¶27. This is a conclusory claim without any backing 

evidence.  

 
6 See MVP Decl. Ex. H, available also at https://news.wttw.com/2015/10/19/new-art-examiner-struggles-
relaunch-after-internal-rift. (last visited September 18, 2019).  
7 Available also at http://www.newartexaminer.net/editorial-comment/ and 
http://www.newartexaminer.org/assets/vol-30-no-3-e-version.pdf, p. 4 (both last visited September 13, 
2019).  
8 Available also at http://www.newartexaminer.net/postscript-editorial-comment/ and 
http://www.newartexaminer.org/assets/vol-30-no-3-e-version.pdf, p. 5 (both last visited September 13, 
2019). 
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Respondents need to take further discovery on Guthrie’s first use date of June 1, 2015. 

See Guthrie Decl. ¶33; but see, supra footnote 6, MVP Decl. Ex. H (discussing the September 

2015 publication). Relatedly, Respondents’ position is that the specimen submitted to the 

USPTO for Guthrie’s trademark application belongs to Respondent Art Message International, 

not Guthrie. Further discovery will show that Guthrie was only a part of the whole of an 

organization that used and developed the NEW ART EXAMINER mark, so any goodwill inured 

to the organization’s benefit. As provided in the specimen, the entity “is a not-for-profit 

organization[,]” not Guthrie as an individual.9 Further discovery will confirm this, and it is 

material because it concerns priority, an issue that could preclude Guthrie’s summary judgment 

motion.  

Discovery is necessary to determine whether Guthrie has any U.S.-based use for which 

trademark rights could develop. As provided above, Guthrie retired from the organization that 

published the NEW ART EXAMINER in 1990, and regardless, any rights that were developed 

before 2002 are now abandoned. According to Guthrie, he resided in the United Kingdom when 

he allegedly released the first new issue in or around June 2015, distributing it in the U.K. and 

United States. Guthrie Decl. ¶18. Putting aside the fact Respondents’ position is that any of these 

actions were done as part of Respondents’ organization, Guthrie only states in a conclusory 

manner that this June 2015 issue was distributed in the United States in or around June 2015. 

Discovery is necessary to determine whether the alleged June 2015 issue was, in fact, distributed 

in the United States (or at all anywhere). See, supra, footnote 6, MVP Decl. Ex. H (discussing 

the September 2015 publication). 

 
9 See Trademark Application Ser. No. 87630594, October 2, 2017 Specimen Submission, p. 5, available 
also at 
http://tsdr.uspto.gov/documentviewer?caseId=sn87630594&docId=SPE20171005082549#docIndex=15&
page=5. 
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Discovery is necessary to determine whether Guthrie has any rights in the NEW ART 

EXAMINER mark. As provided above, Guthrie retired from the Chicago New Art Association, 

which published the NEW ART EXAMINER in 1990 when ownership and control was 

relinquish, see MVP Decl. Ex. F, and regardless, any rights that were developed before 2002 are 

now abandoned. Discovery will show that Guthrie’s actions since the “revival” were done when 

he was a part of Respondent Art Message International.  

Discovery will show that after Guthrie voluntarily resigned from Art Message 

International, he was solely a part of an U.K. organization called The New Art Examiner CIC. In 

short, further discovery is needed to show that Guthrie, as an individual (which is Petitioner in 

this case), has never used in commerce the NEW ART EXAMINER mark and thus has no rights 

in the mark. Such an inquiry is material because without any trademark use in commerce, 

Guthrie cannot own the NEW ART EXAMINER mark. Discovery is likely to show that at all 

times, an organization published a magazine under the NEW ART EXAMINER mark, not 

Guthrie.  

B. The Board should strike the Carducci Declaration in full or part; 
alternatively, discovery is necessary to learn about Guthrie’s connection to 
Vincent Carducci and the basis of Carducci’s “expert” opinion. 

 
In support of his motion, Guthrie adds the declaration of Vincent Carducci, which 

consists of expert opinion. 

1. The Board should strike the Declaration of Vincent Carducci. 

As an initial matter, the Board should strike the Carducci Declaration. “The disclosure of 

planned or possible expert testimony by any party must be made by the expert disclosure 

deadline, regardless of whether any other party has made such disclosure.” TBMP § 401.03. 

Here, expert disclosures were due April 1, 2019. See 17 TTABVUE. Guthrie, however, did not 
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provide any expert disclosures to Respondents. MVP Decl. ¶6. Nor was Carducci mentioned in 

the initial disclosures. Id. Respondents first became aware of Carducci on August 21, 2019, due 

to declaration filed in support of Guthrie’s motion for summary judgment. Id.  

Although Petitioner does not label the declaration as being provided by an expert, the 

Vince Carducci declaration contains opinion evidence based on an alleged expertise in “the field 

of art criticism.” Carducci Decl. ¶1; see also id. ¶¶1–5, 15–17, 19 (providing, in effect, expert 

opinion). Among other matters he bases on his expertise in the field of art criticism, Carducci 

opines that “Derek Guthrie is inextricably associated with the NEW ART EXAMINER mark and 

the public associates any publication bearing the NEW ART EXAMINER name as being under 

the direction and control of Derek Guthrie.” Id.; but see MVP Decl. Ex. H (Carducci discussing 

the history of the New Art Examiner, only mentioning Guthrie once as an afterthought).  

In light of Guthrie’s attempt to railroad Respondents with this undisclosed expert, the 

Board should strike the Carducci Declaration. Alternatively, Respondents request that the Board 

strike the allegations contained in paragraphs 1–5, 12–17, and 19 of the Carducci Declaration. 

2. Alternatively, further discovery is necessary to effectively oppose this 
previously undisclosed expert opinion.  

 
Discovery is necessary to effectively oppose the expert opinion provided by Guthrie’s 

expert. First, having previously written articles for the publication, Carducci “considers” the pre-

2002 New Art Examiner publication the “largest and most influential art magazine to come out 

of the Midwest.”  Carducci Decl. ¶¶8–9. But Carducci does not provide his methodology in 

coming to such opinion. He does not suggest this undisclosed method of determining what the 

largest and influential art magazine is nor whether it has been accepted by scholars.  

Next, the Carducci declaration provides that Guthrie “contacted [him] directly to ask that 

[he] author a particular article” and that Guthrie’s request “was very specific as to the type of 
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criticism he was interest in including in the publication.” Id. ¶9. Further, Carducci notes that 

Guthrie exhibited this conduct towards other writers. Id. ¶10. To effectively oppose this, 

discovery is necessary to show that Carducci has no personal knowledge of how Respondent Art 

Message International’s organization was conducted from the revival of the NEW ART 

EXAMINER until Guthrie’s voluntary departure of Respondent’s organization. And Carducci’s 

subjective experience with Guthrie in the past cannot be determinative of, or be relevant to, the 

objective expectations of the parties at the beginning of the publication’s revival.  

Further discovery is also necessary to show that discussion or excitement among 

academics does not constitute use in commerce. See id. ¶¶12–15. It is also necessary for 

Respondents to inquire into the methodology used by Carducci to measure excitement among 

academics and whether such methodology is generally accepted by the experts in the field. See 

id. 12–17. Discovery is necessary to determine what methodology Carducci used to determine 

that the “art criticism world continues to associate Mr. Guthrie uniquely with the NEW ART 

EXAMINER mark.” Id. ¶16.  

In sum, Respondents need to take further discovery on all the expert opinion, as 

contained in paragraphs 1–5, 12–17, and 19 of the Carducci Declaration, because that expert 

opinion is material to the second and third Lyons factors.10      

C. Outstanding discovery requests are relevant to each of the Lyons factors. 

1. The parties’ objective expectations 

Discovery is necessary to show that the parties’ objective expectations were that Art 

Message International owned the NEW ART EXAMINER mark, not Guthrie alone. The 

 
10 Even if the Board disagrees with Respondents on whether the declaration contains expert opinion, 
Respondents would still need further discovery to effectively oppose the material facts relevant to the 
Lyons factors.  
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unanswered discovery requests will show that Guthrie’s objectively manifested expectations 

contradict his subjective beliefs about ownership of the mark. See Interrogatories 1, 4, 14, 15, 

18–22, and RFPS 3, 14, 16.  

First, Respondents’ position is that Guthrie has never acted alone; instead, he has only 

been an employee or member of an organization that used the NEW ART EXAMINER mark. 

Second, further discovery is necessary to show that before voluntarily disassociating 

himself from Art Message International, Guthrie never told Respondents that he alone owned the 

NEW ART EXAMINER trademark.   

Third, discovery will likely show that before voluntarily disassociating himself from Art 

Message International, Guthrie—as part of Art Message International⁠—and other members of 

Art Message International all agreed and consented to the filing of Trademark Application Ser. 

No. 86767391, on September 24, 2015. Art Message International, which included Guthrie, filed 

the application to enforce the mark and protect it from misuse by Laura Frazier. See MVP Decl. 

¶¶12–14, Ex. H, Ex. I, Ex. J.  

In light of the foregoing, the following unanswered discovery requests will lead to 

evidence that will allow Respondents to effectively oppose Guthrie’s motion for summary 

judgment:  

 Interrogatory 1. Identify all organizations or entities that Petitioner has been associated 
with, owned, or been an employee of from January 1, 2013 to the present and each of 
Petitioner’s title(s) with dates such title is or was held, and identify all persons who made 
up those current or former organizations or entities. 

 Interrogatory 4. Describe in detail how and when Petitioner first became aware of 
AMI’s use of the trademark NEW ART EXAMINER for an art criticism journal in 
commerce, and the person most knowledgeable about that awareness. 

 Interrogatory 14. Identify all positions, with corresponding dates, that You held as part 
of the Chicago New Art Association. 

 Interrogatory 15. Describe in detail how You “began making plans to revive” the 
Contested Mark from 2009 to the present, as alleged in Petition, Paragraph No. 4, and 
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identify all Persons involved, including any titles, roles, the nature of the involvement, 
and dates of involvement. 

 Interrogatory 18. Describe in detail the circumstances, and identify the dates, when You 
first acquired knowledge of the USPTO trademark application that AMI filed on 
September 24, 2015, as alleged in Petition, Paragraph No. 9. 

 Interrogatory 19. Identify and describe all W-2s and 1099s that You have filed since 
2009, including, but not limited to, W-2s relating to Employer Identification No. 46-
2154346. 

 Interrogatory 20. Identify and describe all funding that You have contributed to AMI, 
since 2009. 

 Interrogatory 21. Identify the dates that Petitioner was involved with AMI, including 
any titles that Petitioner had while involved with AMI. 

 Interrogatory 22. Describe in detail how and when Petitioner resigned, quit, or 
otherwise disassociated himself from AMI, including the reasons for doing so. 

 RFP3. All documents which relate or refer to AMI, including but not limited to any 
documents you purport give Petitioner the right to use the Contested Mark, any 
discussion of AMI’s rights in the Registered Mark, and any discussion of reviving the 
NEW ART EXAMINER publication. 

 RFP14. All documents which relate or refer to AMI, including but not limited to any 
documents: (i) referring or relating to Tom Mullaney, Michel Segard, and Thomas 
Feldhacker; and/or, (ii) prepared by Guthrie’s agents, including but not limited to those 
documents prepared by Daniel Nanavati and Annie Markovich on Guthrie’s behalf or 
request. 

 RFP16. All financial records that Petitioner maintains demonstrates Petitioner’s control 
of the Contested Mark. See Guthrie’s Initial Disclosures. 

 
MVP Decl. ¶¶3–4, 8, Ex. B, Ex. C.   

2. Who the public associates with the mark. 

The next factor considers who the public associates with the mark. In Lyons, the Federal 

Circuit considered the extent of marketing efforts, whether the parties had employees, and 

whether the services were offered under the mark. See Lyons, 859 F.3d at 1031.  

In his motion, Guthrie makes three distinct arguments. Respondents discuss each 

argument in turn. In doing so, Respondents easily dispose of Guthrie’s first two arguments, but 

show that further discovery is necessary to effectively oppose Guthrie’s third argument.  

First, as discussed above, any trademark rights developed from Chicago New Art 

Association’s use of the NEW ART EXAMINER mark from 1973 to 2002 is, and has been, 
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abandoned. Accordingly, Guthrie’s attempt to reach back to the outdated and irrelevant third-

party use is legally and factually irrelevant.  

Second, Guthrie argues that “over 13 years NEW ART EXAMINER ceased publication, 

there were many calls for Mr. Guthrie, specifically, to relaunch the publication.” Dkt. 24 at 9. 

And, on top of these vague calls for relaunch, Guthrie cites articles “reflect[ing] upon Mr. 

Guthrie’s contributions to the publication.” Id. at 10. The Federal Circuit, however, has held that 

“an applicant’s preparations to use a mark in commerce are insufficient to constitute use in 

commerce.” Aycock Eng’g, Inc. v. Airflite, Inc., 560 F.3d 1350, 1360 (Fed. Cir. 2009). Moreover, 

vague calls for relaunch cannot satisfy use in commerce, either. See id.  

Third, Guthrie maintains that he “continued in his public-facing role, further 

strengthening the public’s association of him with the NEW ART EXAMINER.” 24 TTABVUE 

10. To the extent having a “public-facing role” is a relevant inquiry, discovery is necessary to 

discern what this alleged role entailed and what Guthrie did in this so-called public-facing role.  

In addition to the topics of which require further discovery requests as identified above, 

Respondents need Guthrie to respond to the following discovery requests, which are relevant to 

the second Lyons factor. Particularly, the following discovery requests will lead to the disclosure 

of relevant facts and will raise a dispute of material fact:  

 RFP5. All documents concerning any instance of confusion, mistake, or deception, actual 
or hearsay, which has or may have occurred between AMI or use of the Registered Mark, 
and Guthrie or Guthrie’s use of or association with the Contested Mark. 

 RFP6. Documents sufficient to identify the amount of money Guthrie has spent or plans 
to spend for each type of advertising, marketing or promotion Guthrie has made or 
intends to make for the goods offered under the Contested Mark. 

 RFP7. Documents sufficient to identify Guthrie’s monthly dollar and unit volumes of 
sales separately for the goods offered under the Contested Mark. 

 RFP17. All documents and correspondence that Petitioner has in regards to the following 
statement as provided in its initial disclosures: “Documents and correspondence with 
third parties indicating Petitioner’s priority in use of the mark NEW ART EXAMINER 
over Registrant.” 
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 Interrogatory 1. Identify all organizations or entities that Petitioner has been associated 
with, owned, or been an employee of from January 1, 2013 to the present and each of 
Petitioner’s title(s) with dates such title is or was held, and identify all persons who made 
up those current or former organizations or entities. 

 Interrogatory 4. Describe in detail how and when Petitioner first became aware of 
AMI’s use of the trademark NEW ART EXAMINER for an art criticism journal in 
commerce, and the person most knowledgeable about that awareness. 

 Interrogatory 7. State (a) the geographic area or areas in the United States in which 
Guthrie markets, has marketed, or plans to market goods bearing the Contested Mark; 
and (b) the channel or channels of trade through which Petitioner markets, has marketed, 
or plans to market goods bearing the Contested Mark. 

 Interrogatory 14. Identify all positions, with corresponding dates, that You held as part 
of the Chicago New Art Association. 

 
MVP Decl. ¶¶3–4, 8, Ex. B, Ex. C.   

3. To whom the public looks to stand behind the quality of goods or services 
offered under the mark. 

 
The next consideration is to whom the public looks to stand behind the quality of the 

product bearing the mark.  

In its motion, Guthrie primarily relies on a declaration provided by Carducci, a witness 

not included in Guthrie’s expert disclosures, nor its initial disclosures. Guthrie disguises 

Carducci’s involvement in Chicago New Art Association as if it were current. Having first 

learned about Carducci from the motion for summary judgment, Respondents need to take 

discovery regarding Carducci’s involvement, as discussed above. Discovery will likely show that 

Carducci’s involvement with Guthrie is outdated, showing that he did not participate or was a 

part of the relaunch of the NEW ART EXAMINER. See Interrogatory 1 (“Identify all 

organizations or entities that Petitioner has been associated with, owned, or been an employee of 

from January 1, 2013 to the present and each of Petitioner’s title(s) with dates such title is or was 

held, and identify all persons who made up those current or former organizations or entities.”).  
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Moreover, Interrogatory 9 is relevant to this inquiry. Interrogatory 9 provides, “State by 

month the dollar and unit amount of sales that Petitioner has made of goods bearing the 

Contested Mark since the first date of sale in the U.S. of goods bearing the Contested Mark.” 

II. Conclusion 
 

For the foregoing reasons, the Board should grant Respondents’ Rule 56(d) motion, 

permitting Respondents to take further discovery as set forth in the Motion and Proposed Order. 

Additionally, in light of the discovery violations11 and Respondents’ arguments in support of this 

Rule 56(d) motion, the Board should deny Petitioner’s motion for summary judgment and issue 

an order compelling Petitioner to respond to the outstanding discovery requests, while extending 

the discovery period in order for Respondents to take any necessary follow-up discovery. 

Moreover, Respondents request that the Board issue an order compelling Petitioner to respond to 

the outstanding discovery requests. Lastly, for the reasons discussed above, the Board should 

strike the Carducci Declaration; alternatively, Respondents request that the Carducci Declaration 

be stricken as to paragraphs 1–5, 12–17, and 19. 

Dated: September 19, 2019 
 
 

Respectfully submitted, 
 
Art Message International & 
New Art Association 
 
By:      /s/Mark V.B. Partridge 

Mark V.B. Partridge 
Charles G. Giger 
Partridge Partners, P.C.  
321 North Clark, Suite 720 
Chicago, Illinois 60654 
(312) 634-9500 

 
Attorneys for Respondents 

 
11 Under 37 C.F.R. § 2.120(h)(2) and TBMP § 527.01(b), Respondents further request in the alternative 
that the Board dismiss with prejudice the cancellation petition as a sanction because Guthrie “(1) has 
failed to respond [to the discovery requests]; and (2) has informed [Respondents] that no response will be 
made.” See MVP Decl. Ex. D. 
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CERTIFICATE OF SERVICE 

I hereby certify that on September 19, 2019, a true and correct copy of the foregoing 
Memorandum of Law in Support of Respondents’ Rule 56(d) Motion has been served, via 
email, on Applicant’s attorney of record: 

 
Douglas N. Masters 

LOEB & LOEB LLP 
321 N CLARK STREET SUITE 2300 

CHICAGO, IL 60654 
UNITED STATES 

chdocket@loeb.com, dmasters@loeb.com,  eoneill@loeb.com, 
 avanleer@loeb.com, sperry@loeb.com 

 
  By:  /s/Charles G. Giger  

Charles G. Giger 
Attorney for Respondents 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
TRADEMARK TRIAL AND APPEAL BOARD 

 
In the Matter of Reg. No. 4982329 

 
Derek Guthrie,  ) 

) 
 

) 
 Petitioner, )   

) 
v.  ) Cancellation No. 92067099 

) 
Art Message International and 
New Art Association 

 ) 
) 

 

) 
 Respondents. )   

DECLARATION OF MARK V.B. PARTRIDGE  
IN SUPPORT OF RESPONDENTS’ RULE 56(d) MOTION 

 
I, Mark V.B. Partridge, declare as follows: 

1. I am an Illinois-licensed attorney and an attorney for Respondents Art Message 

International and New Art Association, in the above-referenced cancellation proceeding. I 

submit this declaration and attached exhibits in support of Respondents’ Rule 56(d) motion. I 

have personal knowledge of the matters in this declaration, except where I indicate that I have 

information and believe such information to be true. 

2. Attached as Exhibit A is a true and correct copy of Petitioner Derek Guthrie’s 

Rule 2.120 Initial Disclosures, dated December 3, 2018.   

3. Attached as Exhibit B is a true and correct copy of Respondent Art Message 

International’s First Set of Requests For Production of Documents and Things to Petitioner 

Derek Guthrie, which was served on counsel for Petitioner via email on March 13, 2019.  
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4. Attached as Exhibit C is a true and correct copy of Respondent Art Message 

International’s First Set of Interrogatories to Petitioner Derek Guthrie, which was served on 

counsel for Petitioner via email on March 13, 2019.  

5. Attached as Exhibit D is a true and correct copy of an email chain between the 

attorneys for Respondent and Petitioner. On August 21, 2019, we asked for Petitioner’s 

responses to the discovery requests served on March 13, 2019, which “[a]fter various extensions, 

… [had] a July 17, 2019 deadline.” Exhibit D, p. 3. Petitioner has not provided those responses. 

Exhibit D, p. 1. 

6. I first learned of Vincent Carducci on August 21, 2019, when Petitioner served his 

declaration as part of the motion for summary judgment. See 24 TTABVUE 22. Carducci was 

not included in Guthrie’s initial disclosures. See, supra, Exhibit A. Guthrie did not serve expert 

disclosures, which were due on April 1, 2019. See 20 TTABVUE.  

7. As of the date of this declaration, Petitioner has not responded to any of the 

discovery requests served by Respondents. 

8. For the reasons stated here, in the memorandum of law and motion, Respondents 

require further discovery, including responses to the discovery requests, to effectively oppose 

Petitioner’s motion for summary judgment. 

9. Attached as Exhibit E is a true and correct copy of an article by Derek Guthrie 

entitled The New Art Examiner Re-examined, obtained on September 13, 2019, and available 

also at <http://www.theweekbehind.com/2011/11/09/the-new-art-examiner-re-examined/>. 

10. Attached as Exhibit F is a true and correct copy of an editorial by Derek Guthrie 

entitled Editorial, obtained on September 18, 2019, and available also at 

<http://www.newartexaminer.net/editorial-7/>.   
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11. Attached as Exhibit G is a true and correct copy of a blog post authored by 

Vincent Carducci, entitled The New Art Examiner: A Critical Field of Dreams, obtained on 

September 13, 2019, and available also at <http://motownreviewofart.blogspot.com/2014/02/the-

new-art-examiner-critical-field-of.html>.  

12. Attached as Exhibit H is a true and correct copy of an October 19, 2015 WTTW 

article entitled New Art Examiner Struggles with Relaunch After Internal Rift, obtained on 

September 18, 2019, and available also at <https://news.wttw.com/2015/10/19/new-art-

examiner-struggles-relaunch-after-internal-rift>. 

13. Attached as Exhibit I is a true and correct copy of an excerpt of the 

January/February 2016 edition of the New Art Examiner, Vol. 30 no. 3 (E-Version), pages 4 and 

5. A full copy of which can also be obtained at <http://www.newartexaminer.org/assets/vol-30-

no-3-e-version.pdf>. 

14. Attached as Exhibit J is a compilation of true and correct copies of 

<http://www.newartexaminer.net/editorial-comment/> and 

<http://www.newartexaminer.net/postscript-editorial-comment/>, both obtained on September 

13, 2019. 

I declare under penalty of perjury under the laws of the United States of America that the 
foregoing is true and correct to the best of my knowledge. 
 
Executed this 19th day of September, 2019. 
 
By: /s/Mark V.B. Partridge 
Mark V.B. Partridge 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In the Matter of Registration No. 4,982,329 – NEW ART EXAMINER 
 
Derek Guthrie,     ) 
       ) 
  Petitioner,    ) 
       ) 
 v.      ) Cancellation No. 92067099 
       ) 
Art Message International    ) 
       ) 
  Registrant.       ) 
 

PETITIONER DEREK GUTHRIE’S  
RULE 2.120 INITIAL DISCLOSURES 

 
Pursuant to Rule 2.120 of the Trademark Rules of Practice, Derek Guthrie (“Petitioner”), 

provides his initial disclosures in this proceeding as follows:   

I. Introductory Statement 

The following disclosures are based upon the information reasonably available to 

Petitioner as of this date.  Petitioner’s disclosures represent a good faith effort to identify 

information and documents he may use to support claims and defenses, as required by Rule 

2.120.  By making these disclosures, Petitioner does not represent that he is identifying every 

document, tangible thing or witness possibly relevant to this action.   

Moreover, Petitioner has not completed its investigation of this action, has not completed 

discovery, and has not completed trial preparation.  Petitioner reserves the right to supplement as 

provided by the Trademark Rules of Practice.   
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II. Initial Disclosures 

Witnesses 

Petitioner identifies the following individual(s) likely to have discoverable information 

Petitioner may use to support his claims or defenses, unless solely for impeachment.   

Name Contact Information Subjects 

Derek Guthrie 
 
Daniel Nanavati 
 
Annie Markovich 

c/o Doug Masters 
Loeb & Loeb LLP 
321 N. Clark St., Suite 2300  
Chicago, IL 60654 

 Idea for, naming of, 
creation of, and 
running of the NEW 
ART EXAMINER 

 Petitioner’s unique 
association with and 
ownership of the 
trademark NEW ART 
EXAMINER 

 Petitioner’s 
relationship with 
Registrant in relation 
to the NEW ART 
EXAMINER 

 Petitioner’s financial 
and editorial control 
over the NEW ART 
EXAMINER 

Michel Segard 

Tom Mullaney 

Thomas Feldhacker 

Unknown  Circumstances 
surrounding 
application to register 
NEW ART 
EXAMINER, Reg. No. 
4982329 

 Relationship with 
Petitioner and decision 
to work on NEW ART 
EXAMINER with 
Petitioner 

 History and formation 
of Art Message 
International  
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Documents and Things   

The following describes, by category, the documents and things in Petitioner’s 

possession, custody or control, of which Petitioner is currently aware and which Petitioner may 

use to support his claims or defenses, other than solely for impeachment. 

A. Representative examples of uses by Petitioner of NEW ART EXAMINER in 
commerce. 

B. Financial records demonstrating Petitioner’s control of NEW ART EXAMINER. 

C. Documents and correspondence with third parties indicating Petitioner’s priority 
in use of the mark NEW ART EXAMINER over Registrant. 

Computation of Damages 

Monetary damages are not applicable to this proceeding.   

Insurance Agreements 

Petitioner is not aware of any insurance agreements applicable to this proceeding. 

 

Dated: December 3, 2018   LOEB & LOEB LLP 

By: /s/ Douglas N. Masters   
Douglas N. Masters 
Elisabeth K. O’Neill 
321 N. Clark Street, Suite 2300 
Chicago, IL  60654 
Telephone: 312-464-3100 
Email: dmasters@loeb.com,  

eoneill@loeb.com  
 

Attorneys for Petitioner 
Derek Guthrie 
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CERTIFICATE OF SERVICE 

I, Elisabeth K. O’Neill, hereby certify that a copy of PETITIONER DEREK 

GUTHRIE’S RULE 2.120 INITIAL DISCLOSURES has been served upon: 

Mark V.B. Partridge 
Charlie G. Giger 

Partridge Partners 
321 North Clark Street, Suite 720 

Chicago, Illinois 60654 
mark@partridgepartnerspc.com  

charlie@partridgepartnerspc.com 
 
 

via email on this 3rd day of December, 2018. 

         /Elisabeth K. O’Neill/   
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In the Matter of Reg. No. 4,982,329 

 
Derek Guthrie,  ) 

) 
 

) 
 Petitioner, )   

) 
v.  ) Cancellation No. 92067099 

) 
Art Message International,  )  

) 
 Respondent. )   

 

RESPONDENT ART MESSAGE INTERNATIONAL’S FIRST SET OF REQUESTS FOR 
PRODUCTION OF DOCUMENTS AND THINGS TO PETITIONER DEREK GUTHRIE 

 
Under Fed. R. Civ. P. 26 and 34 and 37 C.F.R. § 2.120, Respondent Art Message 

International (“Respondent” or “AMI”) requests that Petitioner Derek Guthrie (“Petitioner” or 

“Guthrie”) within thirty (30) days after the service of these requests, produce to AMI’s attorney, 

Mark V.B. Partridge, c/o Partridge Partners, P.C., located at 321 N. Clark St., Suite 720, 

Chicago, IL  60654, copies of the documents described herein and a written response to these 

requests, subject to the following definitions and instructions: 

Definitions And Instructions 

A.  “You,” “Your,” “Petitioner,” or “Guthrie” means Petitioner Derek Guthrie, 

including any fictitious or assumed name under which, or entity through which, he has done 

business, including any predecessor in interest, subsidiary or related organization of any of them, 

and the partners, officers, directors, employees, agents and representatives of each. 

B. “Respondent,” “AMI,” or “Registrant” means Respondent Art Message 

International, including any fictitious or assumed name under which, or entity through which, it 

has done business, including any predecessor in interest, subsidiary or related organization of 
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any of them, and the partners, officers, directors, employees, agents and representatives of each. 

C. “Registered Mark” means the trademark registered with the United States Patent 

and Trademark Office (“USPTO”) as Reg. No. 4,982,329. 

D. If a privilege is relied upon in declining to provide any information or document 

in response to an interrogatory or a part thereof, identify the nature of the privilege and: 

a. For documents, provide the following: (a) the type of document; (b) the general 
subject matter of the document; (c) the date of the document; and (d) such other 
information as is sufficient to identify each document for a subpoena duces 
tecum, including, where appropriate, the author of the document, the addressee of 
the document, and, where not apparent, the relationship of the author and 
addressee to each other; and 

 
b. For oral communications, provide the following: (a) the name of the person 

making the communication and the names of persons present while the 
communication was made and, where not apparent, the relationship of the persons 
present to the person making the communication; (b) the date and place of 
communication; and (c) the general subject matter of the communication. 

 
E. “Person” means and includes any corporation, division, agency or other entity, as 

well as an individual. 

F. “Contested Mark” means any rights, including the ownership of Application 

Serial No. 87630594 and any common law rights, that Guthrie claims to have in the mark NEW 

ART EXAMINER. 

G. Whenever an interrogatory inquires about the name or identity of a person and 

that person is an individual, the information requested includes: 

a. The person’s full name; 

b. The person’s employer; 

c. The person’s position or title; and 

d. The person’s last known address and telephone number. 

H. Whenever an interrogatory inquires about the name or identity of a person and the 
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person is a corporation, division, agency or other entity, the information requested includes the 

full name and current address of said corporation, division, agency or other entity. 

I. “And” as well as “or” shall be construed disjunctively or conjunctively as 

necessary in order to bring within the scope of the interrogatory all responses which might 

otherwise be construed to be outside its scope. 

J. The singular shall always include the plural and the present tense shall always 

include the past tense, and vice versa. 

K. “Interrogatories” means Respondent Art Message International’s First Set of 

Interrogatories to Petitioner Derek Guthrie. 

L. “Petition” means Petition for Cancellation, filed by You, on October 11, 2017. 

M. “Proceeding” means Cancellation Proceeding No. 92067099, before the 

Trademark Trial and Appeal Board.  

N. “Date” means the exact day of the month, the month, and the year. If only an 

approximate date is known or available, state and indicate that the date provided is an 

approximate date. 

O. “Documents” includes but is not limited to all writings, correspondence, books, 

memoranda, invoices, contracts, purchase orders, receipts, pamphlets, publications, studies, 

catalogs, periodicals, labels, packaging, displays, pamphlets, slides, videotapes, films, artwork, 

drawings, sketches, illustrative materials, circulars, price lists, advertisements, layouts, tear 

sheets, magnetic recording tapes, microfilm and other storage means by which information is 

retained in retrievable form, and all other materials whether printed, typewritten, handwritten, 

recorded, or reproduced by any process. 

P. If you cannot fully respond to a document request after a reasonable investigation, 
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you should state the answer to the extent that you can, stating the information that you can and/or 

cannot provide, along with the efforts made to obtain the requested information. 

Q. These document requests seek production as of the date of response and, as to 

those document requests addressed to matters falling within Fed. R. Civ. P. 26(e)(1) and (2), 

shall be deemed to be continuing, thus requiring Guthrie to serve upon AMI further responses 

promptly after Guthrie has acquired additional information relating to these document requests in 

any way. 

R. If you consider any of the document requests or portions of any document 

requests objectionable, respond to the document requests to the extent to which you have no 

objection and separately state the portion of the document requests to which you have an 

objection, the evidentiary or any other basis for that objection, and the specific grounds for your 

objection. 

Document Requests 

1. Documents sufficient to evidence each manner in which Petitioner uses, has used, 

and plans to use the Contested Mark. 

2. Documents which relate or refer to Petitioner’s selection and adoption of, and 

intent to use in commerce, the Contested Mark. 

3. All documents which relate or refer to AMI, including but not limited to any 

documents you purport give Petitioner the right to use the Contested Mark, any discussion of 

AMI’s rights in the Registered Mark, and any discussion of reviving the NEW ART 

EXAMINER publication. 

4. All documents which show meeting minutes for board meetings for any entity or 

organization involved with the Contested Mark that Guthrie has been involved with from 



5 
 
 

January 1, 2013 to the present. 

5. All documents concerning any instance of confusion, mistake, or deception, 

actual or hearsay, which has or may have occurred between AMI or use of the Registered Mark, 

and Guthrie or Guthrie’s use of or association with the Contested Mark. 

6. Documents sufficient to identify the amount of money Guthrie has spent or plans 

to spend for each type of advertising, marketing or promotion Guthrie has made or intends to 

make for the goods offered under the Contested Mark. 

7. Documents sufficient to identify Guthrie’s monthly dollar and unit volumes of 

sales separately for the goods offered under the Contested Mark. 

8. A representative specimen of each logo, cover, or display Guthrie has used or 

plans to use in connection with the Contested Mark, including the specimen of first use 

submitted to the USPTO.  

9. Documents which relate or refer the use by or association with AMI of the 

Registered Mark for an art criticism journal in commerce in the United States. 

10. Documents which reveal the channels of trade and territorial areas in the United 

States where Guthrie has marketed or plans to market goods in connection with the Contested 

Mark. 

11. All documents which constitute or relate or refer to any assignment, license, or 

other transfer of any rights to or from Guthrie in the Contested Mark. 

12. All documents that relate or refer to Guthrie’s application to register the 

Contested Mark in the USPTO or elsewhere. 

13. All documents that relate to or refer to Guthrie’s policy with respect to retention, 

storage and destruction of documents and business records. 
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14. All documents which relate or refer to AMI, including but not limited to any 

documents: (i) referring or relating to Tom Mullaney, Michel Segard, and Thomas Feldhacker; 

and/or, (ii) prepared by Guthrie’s agents, including but not limited to those documents prepared 

by Daniel Nanavati and Annie Markovich on Guthrie’s behalf or request. 

15. All documents which relate or refer to Guthrie’s resignation, departure, or 

separation from AMI. 

16. All financial records that Petitioner maintains demonstrates Petitioner’s control of 

the Contested Mark. See Guthrie’s Initial Disclosures. 

17. All documents and correspondence that Petitioner has in regards to the following 

statement as provided in its initial disclosures: “Documents and correspondence with third 

parties indicating Petitioner’s priority in use of the mark NEW ART EXAMINER over 

Registrant.” 

18. All documents referred to or relied upon to prepare Guthrie’s answers to 

Respondent’s First Set of Interrogatories or containing information requested by Respondent’s 

First Set of Interrogatories. 

 
 

Dated: March 13, 2019 
 

Respectfully submitted, 
PARTRIDGE PARTNERS, P.C. 

By:     /s/Mark V. B. Partridge  

Mark V.B. Partridge 
Charles G. Giger 
321 North Clark Street, Suite 720 
Chicago, IL 60654 
(312) 634-9501 

Attorneys for Respondent 



7 
 
 

CERTIFICATE OF SERVICE 

I hereby certify that on this 13th day of March, 2019, I caused a copy of the foregoing 
RESPONDENT ART MESSAGE INTERNATIONAL’S FIRST SET OF REQUESTS FOR 
PRODUCTION OF DOCUMENTS AND THINGS TO PETITIONER DEREK GUTHRIE to be 
sent to counsel for Petitioner via email. 

 
/s/   Mark V.B. Partridge  
Mark V.B. Partridge 

 

Attorney for Respondent 
 
 
Douglas N. Masters 
Elisabeth K. O’Neill 
321 North Clark St., Suite 2300 
Chicago, Illinois 60610 
Telephone: (312) 464-3100 
Facsimile: (312) 464-3111  
dmasters@loeb.com  
eoneill@loeb.com   
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
TRADEMARK TRIAL AND APPEAL BOARD 

 
In the Matter of Reg. No. 4,982,329 

 
Derek Guthrie,  ) 

) 
 

) 
 Petitioner, )   

) 
v.  ) Cancellation No. 92067099 

) 
Art Message International,  )  

) 
 Respondent. )   

 

RESPONDENT ART MESSAGE INTERNATIONAL’S FIRST SET OF 
INTERROGATORIES TO PETITIONER DEREK GUTHRIE 

 
Under Fed. R. Civ. P. 26 and 33, and 37 C.F.R. § 2.120, Respondent Art Message 

International (“Respondent,” “Registrant,” or “AMI”) requests that Petitioner Derek Guthrie 

(“Guthrie”), within thirty (30) days, answer the interrogatories under oath, subject to the 

following definitions and instructions: 

Definitions And Instructions 

A.  “You,” “Your,” “Petitioner,” or “Guthrie” means Petitioner Derek Guthrie, 

including any fictitious or assumed name under which, or entity through which, he has done 

business, including any predecessor in interest, subsidiary or related organization of any of them, 

and the partners, officers, directors, employees, agents and representatives of each. 

B. “Respondent,” “AMI,” or “Registrant” means Respondent Art Message 

International, including any fictitious or assumed name under which, or entity through which, it 

has done business, including any predecessor in interest, subsidiary or related organization of 

any of them, and the partners, officers, directors, employees, agents and representatives of each. 

C. “Registered Mark” means the trademark registered with the United States Patent 
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and Trademark Office (“USPTO”) as Reg. No. 4,982,329. 

D. If a privilege is relied upon in declining to provide any information or document 

in response to an interrogatory or a part thereof, identify the nature of the privilege and: 

1. For documents, provide the following: (a) the type of document; (b) the general 
subject matter of the document; (c) the date of the document; and (d) such other 
information as is sufficient to identify each document for a subpoena duces 
tecum, including, where appropriate, the author of the document, the addressee of 
the document, and, where not apparent, the relationship of the author and 
addressee to each other; and 

 
2. For oral communications, provide the following: (a) the name of the person 

making the communication and the names of persons present while the 
communication was made and, where not apparent, the relationship of the persons 
present to the person making the communication; (b) the date and place of 
communication; and (c) the general subject matter of the communication. 

 
E. “Person” means and includes any corporation, division, agency or other entity, as 

well as an individual. 

F. “Contested Mark” means any rights, including the ownership of Application 

Serial No. 87630594 and any common law rights, that Guthrie claims to have in the mark NEW 

ART EXAMINER. 

G. Whenever an interrogatory inquires about the name or identity of a person and 

that person is an individual, the information requested includes: 

1. The person’s full name; 

2. The person’s employer; 

3. The person’s position or title; and 

4. The person’s last known address and telephone number. 

H. Whenever an interrogatory inquires about the name or identity of a person and the 

person is a corporation, division, agency or other entity, the information requested includes the 

full name and current address of said corporation, division, agency or other entity. 
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I. “And” as well as “or” shall be construed disjunctively or conjunctively as 

necessary in order to bring within the scope of the interrogatory all responses which might 

otherwise be construed to be outside its scope. 

J. The singular shall always include the plural and the present tense shall always 

include the past tense, and vice versa. 

K. “Document Request” means Respondent Art Message International’s First Set of 

Request for Production to Petitioner Derek Guthrie. 

L. “Petition” means Petition for Cancellation, filed by You, on October 11, 2017. 

M. “Proceeding” means Cancellation Proceeding No. 92067099, before the 

Trademark Trial and Appeal Board.  

N. “Date” means the exact day of the month, the month, and the year. If only an 

approximate date is known or available, state and indicate that the date provided is an 

approximate date. 

O. If you cannot fully answer an interrogatory after a reasonable investigation, you 

should state the answer to the extent that you can, stating the information that you can and/or 

cannot provide, along with the efforts made to obtain the requested information. 

P. These interrogatories seek answers as of the date of response and, as to those 

interrogatories addressed to matters falling within Fed. R. Civ. P. 26(e)(1) and (2), shall be 

deemed to be continuing, thus requiring Guthrie to serve upon AMI further responses promptly 

after Guthrie has acquired additional information relating to these interrogatories in any way. 

Q. If you consider any of the interrogatories or portions of any interrogatories 

objectionable, answer the interrogatory to the extent to which you have no objection and 

separately state the portion of the interrogatory to which you have an objection, the evidentiary 



4 
 
 

or any other basis for that objection, and the specific grounds for your objection. 

Interrogatories 

1. Identify all organizations or entities that Petitioner has been associated with, 

owned, or been an employee of from January 1, 2013 to the present and each of Petitioner’s 

title(s) with dates such title is or was held, and identify all persons who made up those current or 

former organizations or entities. 

2. Describe each manner in which Petitioner uses, has used, or plans to use the 

Contested Mark in commerce.  

3. Describe the manner and identify the date of Petitioner’s first use in commerce in 

the United States of the Contested Mark. 

4. Describe in detail how and when Petitioner first became aware of AMI’s use of 

the trademark NEW ART EXAMINER for an art criticism journal in commerce, and the person 

most knowledgeable about that awareness. 

5. Identify any uses in commerce of the trademark NEW ART EXAMINER of 

which Petitioner was aware before filing an application for the Contested Mark with the USPTO. 

6. Describe in detail the date of the occurrence and the identity of each person with 

knowledge of the occurrence, each instance or possible instance of actual confusion, mistake, 

deception, or association of any kind, actual or hearsay, between AMI or use of the Registered 

Mark, and Petitioner or Petitioner’s use of or association with the Contested Mark, including but 

not limited to, any instance in which a reader, potential reader, or other person believed or may 

have believed Petitioner’s use of the Contested Mark was authorized, sponsored, or approved by 

AMI. 

7. State (a) the geographic area or areas in the United States in which Guthrie 
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markets, has marketed, or plans to market goods bearing the Contested Mark; and (b) the channel 

or channels of trade through which Petitioner markets, has marketed, or plans to market goods 

bearing the Contested Mark. 

8. State the amount of money Petitioner has spent or plans to spend for each type of 

advertising or promotion Petitioner has made or intends to make in connection with the 

Contested Mark. 

9. State by month the dollar and unit amount of sales that Petitioner has made of 

goods bearing the Contested Mark since the first date of sale in the U.S. of goods bearing the 

Contested Mark. 

10. Identify the persons most knowledgeable concerning Petitioner’s present use of 

the Contested Mark. 

11. Identify the persons most knowledgeable concerning Petitioner’s future plans to 

use the Contested Mark. 

12. Identify the persons most knowledgeable concerning the facts which support 

Petitioner’s allegations in the Petition. 

13. Describe Petitioner’s policy with respect to the retention, storage and destruction 

of documents and business records, including emails. 

14. Identify all positions, with corresponding dates, that You held as part of the 

Chicago New Art Association. 

15. Describe in detail how You “began making plans to revive” the Contested Mark 

from 2009 to the present, as alleged in Petition, Paragraph No. 4, and identify all Persons 

involved, including any titles, roles, the nature of the involvement, and dates of involvement.  

16. Describe in detail and identify the circumstances, including identifying any other 
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Persons involved, in which and how You published the June 2015 issue, as alleged in Petition, 

Paragraph No. 5.  

17. Describe in detail all “lectures” and “other engagements,” as alleged in the 

Petition, Paragraph No. 8, that You have been involved with in connection with the Contested 

Mark, since 2009. 

18. Describe in detail the circumstances, and identify the dates, when You first 

acquired knowledge of the USPTO trademark application that AMI filed on September 24, 2015, 

as alleged in Petition, Paragraph No. 9.  

19. Identify and describe all W-2s and 1099s that You have filed since 2009, 

including, but not limited to, W-2s relating to Employer Identification No. 46-2154346. 

20. Identify and describe all funding that You have contributed to AMI, since 2009.  

21. Identify the dates that Petitioner was involved with AMI, including any titles that 

Petitioner had while involved with AMI.  

22. Describe in detail how and when Petitioner resigned, quit, or otherwise 

disassociated himself from AMI, including the reasons for doing so.  

23. Identify any expert witnesses that Petitioner intends to rely on for purposes of this 

Proceeding. 
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Dated: March 13, 2019 
 

Respectfully submitted, 
PARTIRDGE PARTNERS, P.C. 
 
By:     /s/Mark V. B. Partridge  

Mark V.B. Partridge 
Charles G. Giger 
321 North Clark Street, Suite 720 
Chicago, IL 60654 
(312) 634-9501 

Attorneys for Respondent 
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CERTIFICATE OF SERVICE 

I hereby certify that on this 13th day of March, 2019, I caused a copy of the foregoing 
RESPONDENT ART MESSAGE INTERNATIONAL’S FIRST SET OF 
INTERROGATORIES TO PETITIONER DEREK GUTHRIE to be sent to counsel for 
Petitioner via email. 

 
/s/   Mark V.B. Partridge  
Mark V.B. Partridge 

 

Attorney for Respondent 
 
 
Douglas N. Masters 
Elisabeth K. O’Neill 
321 North Clark St., Suite 2300 
Chicago, Illinois 60610 
Telephone: (312) 464-3100 
Facsimile: (312) 464-3111 
dmasters@loeb.com  
eoneill@loeb.com   
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Charlie Giger

From: Douglas Masters <dmasters@loeb.com>
Sent: Tuesday, September 03, 2019 3:01 PM
To: Charlie Giger; Libby O'Neill; Sarah Levitan Perry; Ashley Van Leer
Cc: Mark Partridge
Subject: RE: Guthrie v AMI, NAA - Discovery Responses

Hi Charlie 
 
We disagree with your position to we have waived any objections or are required to respond 
to the prior discovery requests following our Rule 56 motion.  If you are agreeable not to 
maintain or assert that we have waived our objections, however, we will agree to provide 
discovery responses to the previously served discovery before you respond to the summary 
judgment motion. 
 
Doug 
 
From: Charlie Giger <Charlie@PartridgePartnersPC.com>  
Sent: Friday, August 23, 2019 11:51 AM 
To: Douglas Masters <dmasters@loeb.com>; Libby O'Neill <eoneill@loeb.com>; Sarah Levitan Perry 
<sperry@loeb.com>; Ashley Van Leer <avanleer@loeb.com> 
Cc: Mark Partridge <mark@partridgepartnerspc.com> 
Subject: RE: Guthrie v AMI, NAA - Discovery Responses 
 
 

Doug, 
  
We disagree with your position. Among other obligations, TBMP § 408.01 provides that parties have a duty “to make a 
good faith effort to satisfy the discovery needs of its adversary ….” Here, we cooperated with you, granting several 
extensions to respond to our discovery requests that were served on March 13, 2019. The obligation to make a good 
faith effort to provide us the discovery responses precedes any filing of a motion for summary judgment or any 
discovery ordered by the Board under Rule 56(d). To avoid a potentially unnecessary Rule 56(d) motion, we ask you to 
provide the responses to our discovery requests that were due on July 17, 2019, the deadline of which was before the 
filing of the motion for summary judgment. Thank you. 
  
Sincerely, 
  
Charlie G. Giger 
Associate Attorney 
PARTRIDGE|PARTNERS 
312-376-8185 
  
Disclaimer: The contents of the message may contain privileged and confidential information. If you have received this 
message by mistake, please notify the sender immediately and delete it along with any attachments thereon. Please do 
not forward, distribute, or publish this message without the permission of the sender. 
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From: Douglas Masters <dmasters@loeb.com>  
Sent: Wednesday, August 21, 2019 6:12 PM 
To: Charlie Giger <Charlie@PartridgePartnersPC.com>; Libby O'Neill <eoneill@loeb.com>; Sarah Levitan Perry 
<sperry@loeb.com>; Ashley Van Leer <avanleer@loeb.com> 
Cc: Mark Partridge <mark@partridgepartnerspc.com> 
Subject: RE: Guthrie v AMI, NAA - Discovery Responses 
  
Hi Charlie 
  
We do not agree that our client has waived his objections to discovery but now that 
Respondent has moved for summary judgment, we will provide any discovery ordered in 
accordance with Rule 56. 
  
Doug 
  

  

Douglas Masters 
Managing Partner, Chicago Office 
 

 
1909-2019 | CELEBRATING OUR 110TH ANNIVERSARY 
 
321 North Clark Street, Suite 2300 | Chicago, IL 60654 
Direct Dial:312.464.3144 | Fax:312.577.0828 | E-mail:dmasters@loeb.com 
Los Angeles | New York | Chicago | Nashville | Washington, DC | San Francisco |Beijing | Hong Kong | www.loeb.com  
   

CONFIDENTIALITY NOTICE: This e-mail transmission, and any documents, files or previous e-mail messages attached to it may 
contain confidential information that is legally privileged. If you are not the intended recipient, or a person responsible for delivering 
it to the intended recipient, you are hereby notified that any disclosure, copying, distribution or use of any of the information 
contained in or attached to this transmission is STRICTLY PROHIBITED. If you have received this transmission in error, please 
immediately notify the sender. Please destroy the original transmission and its attachments without reading or saving in any manner. 
Thank you, Loeb & Loeb LLP. 

From: Charlie Giger <Charlie@PartridgePartnersPC.com>  
Sent: Wednesday, August 21, 2019 3:39 PM 
To: Douglas Masters <dmasters@loeb.com>; Libby O'Neill <eoneill@loeb.com>; Sarah Levitan Perry 
<sperry@loeb.com>; Ashley Van Leer <avanleer@loeb.com> 
Cc: Mark Partridge <mark@partridgepartnerspc.com> 
Subject: Re: Guthrie v AMI, NAA - Discovery Responses 
  
  

Doug, 
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On March 13, 2019, we served AMI’s First Sets of Interrogatories and Document Requests. After various extensions, on 
June 26, we agreed to provide a three-week extension, resulting in a July 17, 2019 deadline. We have not received 
responses to the document requests or the interrogatories, and thus your responses are over a month late. As a result, 
any objection to the discovery on the merits is deemed waived. If we do not receive the discovery responses by Friday, 
August 30, 2019, we will have to move to compel. We look forward to your response.   
  
Sincerely, 
  
Charlie G. Giger 
Associate Attorney 
PARTRIDGE|PARTNERS 
321 North Clark Street, Suite 720 
Chicago, Illinois 60654 
312-376-8185 
partridge.partners 
  
Disclaimer: The contents of the message may contain privileged and confidential information. If you have received this 
message by mistake, please notify the sender immediately and delete it along with any attachments thereon. Please do 
not forward, distribute, or publish this message without the permission of the sender. 
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