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UNITED STATES PATENT AND TRADEMARK OFFICE 
TRADEMARK TRIAL AND APPEAL BOARD 

 
 
In The Matter Of Registration No. 4539507 
Registered May 27, 2014 
_______________________________________ 
   ) 
Cramer Products, Inc.  ) Cancellation No. ___________ 
   ) 
   ) 
  Opposer, ) 
   ) 
 v.  ) PETITION TO CANCEL 
   ) 
Poly-Gel LLC  ) 
   ) 
  Registrant. ) 
_______________________________________) 
 
 

Cramer Products, Inc., a Kansas corporation with its principal place of business at 153 

West Warren, Gardner, Kansas (“Cramer Products”), believes that it is damaged by the 

registration of the mark covered by Registration No. 4,539,507 and hereby seeks to cancel the 

registration of said mark.  As grounds for the cancellation, it is alleged as follows: 

1. Cramer Products is a leader in the sports medicine field. Founded in 1918, Cramer 

Products helped develop the nascent field of sports medicine, supplying brands that have become 

ubiquitous amongst doctors specializing in sports medicine, trainers, and athletes in their care.  

2.  Cramer Products has used the trademark FLEX-I-COLD in interstate commerce 

since at least as early as December 31, 1980 in connection with “therapeutic hot and cold therapy 

packs.”  Attached as Exhibit A is a true and correct copy of an order form effective October 15, 

1980 for Cramer Products listing the FLEX-I-COLD pack for sale.  Attached as Exhibit B is a 

true and correct copy of the packaging approval for the FLEX-I-COLD product dated February 

21, 1980. Cramer Products’ use of the FLEX-I-COLD mark has been continuous and exclusive 
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since 1980. Attached hereto as Exhibit C is a true and correct copy of the 2013 Cramer Products 

catalog, showing the goods marked with the FLEX-I-COLD mark. 

3. On or about July 11, 2016, Poly-Gel, LLC (“Poly-Gel”) sent a cease and desist 

letter to Cramer Products claiming that Cramer Products’ use of FLEX-I-COLD in connection 

with a gel pack for cold and heat therapy created a likelihood of confusion with Poly-Gel’s 

federally registered trademark FLEXI-KOLD, U.S. Trademark Registration No. 4,539,507.  

Attached as Exhibit D is a true and correct copy of the cease and desist letter received from 

Registrant.  

4. On September 16, 2016, Cramer Products filed application serial no. 87/174,003 

for FLEX-I-COLD in connection with “therapeutic hot and cold therapy packs” in International 

Class 010. 

5. On December 28, 2016, the United States Patent and Trademark Office rejected 

Cramer Products’ application based on a likelihood of confusion with U.S. Trademark 

Registration No. 4,539,507 for FLEXI-KOLD. Attached as Exhibit E is a true and accurate copy 

of the December 28, 2016 Office Action and attached as Exhibit F is a true and accurate copy of 

the Trademark Applications and Registrations Retrieval (TARR) report for the FLEXI-KOLD 

mark cited by the examiner.  

6. Poly-Gel received its registration for FLEXI-KOLD on May 27, 2014 for use in 

connection with “Shoulder supports, ankle supports, back supports, knee supports, wrist supports 

and elbow supports all for medical use with compression, for reducing pain and increasing 

circulation and mobility to areas of the human body to which the supports are applied” in 

International Class 010. The filing date of Poly-Gel’s application is March 4, 2013.   
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7. Upon information and belief, Poly-Gel is the current owner of the FLEXI-KOLD 

registration. Poly-Gel’s current address listed in the TARR database is 30 Leslie Court, 

Whippany, New York 07981. The correspondent identified in the TARR database for Edwin D. 

Schindler, Patent Attorney, PO Box 4259, Huntington, New York United States 11743-0777, 

edschindler@optonline.net. 

8. Upon information and belief, the mark as actually used by Poly-Gel is different 

from the mark as registered. 

9. The earliest use date claimed in Poly-Gel’s registration is June 11, 2013. 

10. Cramer Products has used the trademark FLEX-I-COLD at least as early as 

December 31, 1980 in connection with hot and cold therapy packs and, therefore, has prior rights 

to its mark.  

CLAIM  
 
11. There is no issue as to priority.  The date of Poly-Gel’s alleged first use is more 

than three decades after Cramer Products’ first use of its mark.  

12. As determined by both Poly-Gel and the U.S. Patent and Trademark Office, Poly-

Gel’s use of the FLEXI-KOLD mark for the goods specified in the subject registration is likely 

to cause confusion, mistake, or deception with respect to the origin of said goods, and to confuse, 

mislead, or deceive members of the public into believing that Poly-Gel’s goods are in some way 

connected to or affiliated with Cramer Products’ above-described FLEX-I-COLD products.   

13. Any such confusion would result in injury to or have a direct impact on Cramer 

Products and its FLEX-I-COLD mark.  Any defect, objection, or fault found with Poly-Gel’s 

goods marketed under the FLEXI-KOLD mark would negatively impact and seriously injure the 
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reputation Cramer Products has established for the goods it provides under the FLEX-I-COLD 

mark. 

14. The U.S. Patent and Trademark Office has determined that Cramer Products 

cannot register its FLEX-I-COLD mark based on Poly-Gel’s FLEXI-KOLD registration.  

15. If Poly-Gel’s registration herein is not cancelled, the registration will continue to 

be a source of damage and irreparable injury to Cramer Products. 

 WHEREFORE, Cramer Products prays that this Petition for Cancellation be 

granted and U.S. Trademark Registration No. 4,539,507 be stricken from the Register. 

 
/Christina J. Moser/________________   
Christina J. Moser, Esq. 
Baker & Hostetler LLP 
127 Public Square, Suite 2000 
Cleveland, Ohio 44114 
(216) 861-7818 
cmoser@bakerlaw.com 
 
Attorney for Cramer Products, Inc. 
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CERTIFICATE OF FILING 

 

 I hereby certify that the foregoing Petition for Cancellation was filed with the 

Commissioner for Trademarks, through the Electronic System for Trademark Trials and Appeals 

on this 28th day of June, 2017. 

 

        /Christina J. Moser/   
        Christina J. Moser 
 
 

 

CERTIFICATE OF SERVICE 

 

 I hereby certify that the foregoing Petition for Cancellation was served electronically this 

28th day of June, 2017, upon, Edwin D. Schindler, Patent Attorney, PO Box 4259, Huntington, 

New York United States 11743-0777, edschindler@optonline.net, the correspondence address 

identified for Poly-Gel in the Trademark Trial and Appeals Board Inquiry System. 

 

        /Christina J. Moser/   
        Christina J. Moser 
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Sent: 12/28/2016 2:32:10 PM

Sent As: ECOM111@USPTO.GOV

Attachments: Attachment - 1
Attachment - 2
Attachment - 3
Attachment - 4
Attachment - 5
Attachment - 6
Attachment - 7
Attachment - 8
Attachment - 9
Attachment - 10
Attachment - 11
Attachment - 12
Attachment - 13
Attachment - 14
Attachment - 15
Attachment - 16
Attachment - 17
Attachment - 18
Attachment - 19
Attachment - 20
Attachment - 21
Attachment - 22
Attachment - 23
Attachment - 24
Attachment - 25
Attachment - 26
Attachment - 27
Attachment - 28
Attachment - 29
Attachment - 30
Attachment - 31
Attachment - 32
Attachment - 33
Attachment - 34
Attachment - 35
Attachment - 36
Attachment - 37
Attachment - 38
Attachment - 39
Attachment - 40
Attachment - 41
Attachment - 42
Attachment - 43
Attachment - 44



Attachment - 45
Attachment - 46
Attachment - 47
Attachment - 48
Attachment - 49
Attachment - 50
Attachment - 51
Attachment - 52
Attachment - 53
Attachment - 54
Attachment - 55
Attachment - 56
Attachment - 57
Attachment - 58
Attachment - 59
Attachment - 60
Attachment - 61
Attachment - 62
Attachment - 63
Attachment - 64
Attachment - 65
Attachment - 66
Attachment - 67
Attachment - 68
Attachment - 69
Attachment - 70
Attachment - 71
Attachment - 72
Attachment - 73
Attachment - 74
Attachment - 75
Attachment - 76
Attachment - 77
Attachment - 78
Attachment - 79
Attachment - 80
Attachment - 81
Attachment - 82
Attachment - 83
Attachment - 84
Attachment - 85
Attachment - 86
Attachment - 87
Attachment - 88

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 



U.S. APPLICATION SERIAL NO.  87174003
 
MARK: FLEX-I-COLD
 

 
        

*87174003*
CORRESPONDENT ADDRESS:
      CHRISTINA J. MOSER
      BAKER & HOSTETLER LLP
      127 PUBLIC SQUARE
      KEY TOWER, SUITE 2000
      CLEVELAND, OH 44114

 
CLICK HERE TO RESPOND TO THIS
LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp
 
VIEW YOUR APPLICATION FILE
 

APPLICANT: Cramer Products, Inc,
 

 
 

CORRESPONDENT’S REFERENCE/DOCKET
NO:  
      93071.020085
CORRESPONDENT E-MAIL ADDRESS: 
      bhipdocket@bakerlaw.com

 

 
OFFICE ACTION

 
STRICT DEADLINE—TO AVOID ABANDONMENT OF THIS TRADEMARK APPLICATION, THE USPTO MUST RECEIVE A COMPLETE
RESPONSE TO THIS OFFICE ACTION WITHIN 6 MONTHS OF THE ISSUE DATE.
 
ISSUE/MAILING DATE: 12/28/2016
 
The undersigned examining attorney has reviewed the above-referenced application, in accordance with section 2.61 of the Trademark Rules of
Practice, 37 C.F.R. § 2.61 (2016), and has determined that the application cannot be advanced at this time, for the reasons detailed in this
communication.

SUBSTANTIVE REFUSALS

REGISTRATION REFUSED—LIKELIHOOD OF CONFUSION

Applicant filed this application on September 16, 2016, under Section 1(a) of the Trademark Act, 15 U.S.C. § 1051(a) (2012), based on its use of
the mark “FLEX-I-COLD,” to indicate the source of “therapeutic hot and cold therapy packs” in International Class 10.

Registration of the applied-for mark is refused, pursuant to Section 2(d), because of likely confusion with the subject mark of U.S. Registration
No. 2539983, issued on February 19, 2002, with its first renewal accepted on October 22, 2011, and with the subject mark of U.S. Registration
No. 4539507, issued on May 27, 2014 (copies are attached hereto). Id. § 1052(d); see TMEP § 1207.01. 

Section 2(d) is the statutory prohibition against registration when an applied-for mark so resembles a registered mark that it is likely, when
applied to the relevant goods or services, to cause confusion, mistake or to deceive the potential consumer as to the source of the goods or
services. 15 U.S.C. § 1052(d); see TMEP § 1207.01. In re E. I. du Pont de Nemours & Company sets forth the principal factors, considered on a
case-by-case basis, in determining whether one mark is likely to cause confusion with another mark. 476 F.2d 1357, 1361, 177 U.S.P.Q. 563
(C.C.P.A. 1973). The focus of a likelihood of confusion analysis should be the most dispositive DuPont factors, which in ex parte prosecutions
are generally the similarities of the marks, the first DuPont factor, the relatedness of the goods or services, the second DuPont factor, and the
similarity of the trade channels, the third DuPont factor. In re Mighty Leaf Tea, 601 F.3d 1342, 1346, 94 U.S.P.Q.2d 1257, 1259 (Fed. Cir.
2010). In such cases, likely confusion is often determined by comparing the marks for similarities in appearance, sound, connotation and
commercial impression, and by comparing the goods or services to determine whether they are similar or related, or whether the activities
surrounding their marketing are such that confusion as to origin is likely. See, e.g., In re Aquamar, Inc., 115 U.S.P.Q.2d 1122 (TTAB 2015); see

TMEP § 1207.01.    

As the cited registrations are owned by different registrants, and determinations for reaching this refusal are addressed separately.

I.         REFUSAL AS TO REG. NO. 2539983

The first cited registered mark is “COLDFLEX,” presented in typeset lettering and used to indicate the source of “cold compression bandages”
in International Class 10. 

A.       RELATEDNESS OF RELEVANT GOODS, CHANNELS OF TRADE & CLASSES OF CONSUMERS

For purposes of determining the strength of the second DuPont factor for Section 2(d) analysis, likely confusion is determined on the basis of the



goods or services as they are identified in the application and the registration. In re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 1361, 177
U.S.P.Q. 563 (C.C.P.A. 1973); see, e.g., Hewlett-Packard Co. v. Packard Press Inc., 281 F.3d 1261, 62 U.S.P.Q.2d 1001 (Fed. Cir. 2002). 

Here, the comparison is between the following:

Goods in this application:

Therapeutic hot and cold therapy packs.

Goods in U.S. Registration No. 2539983:

Cold compression bandages.

In comparing these goods, the attached evidence, comprised of digital images from therapy manufacturers’ homepages, such as Elasto-Gel,
Chattanooga, ThermaCare, and Ace, and the USPTO X-Search database, see U.S. Reg. Nos. 3827371, 4086379, 4256966, 4521974, 4553599,
4622574, 4718942, 4759811, 4892739, 4931774, 5100331, supports a determination that these types of goods are commonly sold in connection
with at least one source identifier by third parties, and are related goods. See, e.g., In re Infinity Broad. Corp., 60 U.S.P.Q.2d 1214, 1217–18
(TTAB 2001); In re Mucky Duck Mustard Co., 6 U.S.P.Q.2d 1467, 1470 at n.6 (TTAB 1988). The Internet evidence shows that therapeutic hot
and cold packs and cold compression bandages and wraps may stem from one ultimate source, and that the goods are of a nature that the relevant
consumers would consider these goods related. See attached evidence.

In considering the channels of trade and classes of purchasers, because there are no limitations in the cited registration and the subject
application, it is presumed that the respective goods travel in all normal channels of trade and are offered to all potential relevant consumers.  In
re Viterra Inc., 671 F.3d 1358, 101 U.S.P.Q.2d 1905, 1908 (Fed. Cir. 2012).

In view of the foregoing analysis, the respective goods are sufficiently related to cause likely confusion as to their source in the minds of the
consuming public if offered under the same or similar marks, and thus, the legal test for relatedness of the goods, the second DuPont factor, and
the test regarding established, likely-to-continue trade channels, the third DuPont factor, both favor a finding of likelihood of confusion.

B.       COMPARISON OF THE MARKS

For purposes of determining the strength of the first DuPont factor for Section 2(d) analysis, the similarity or dissimilarity of the marks is
determined by focusing on the appearance, sound, connotation and commercial impression of the marks in their entirety. Stoncor Group, Inc. v.

Specialty Coatings, Inc., 759 F.3d 1327, 1331, 111 U.S.P.Q.2d 1649, 1651 (Fed. Cir. 2014). 

Consideration of the marks in a likelihood of confusion determination is not based on whether the marks can be distinguished when subjected to
a side-by-side comparison, “but rather whether the marks are sufficiently similar in terms of their overall commercial impression that confusion
as to the source of the goods offered under the respective marks is likely to result.”  In re Davia, 110 U.S.P.Q.2d 1810, 1813 (TTAB 2014). 
Analysis requires factoring into account the fallibility of memory over time and the fact that the average purchaser retains a general rather than a
specific impression of trademarks.  See In re Mucky Duck Mustard Co., 6 U.S.P.Q.2d 1467, 1468 (TTAB 1988); Chemetron Corp. v. Morris

Coupling & Clamp Co., 203 U.S.P.Q. 537 (TTAB 1979); TMEP § 1207.01(b). 

The Trademark Trial and Appeal Board has affirmed a determination of a likelihood of confusion in comparisons of marks consisting of “reverse
combinations” of the same words or elements or a “transposition of the words” comprising the marks, when the marks convey the same
meaning or create substantially similar commercial impressions. See, e.g., In re Wine Soc’y of Am. Inc., 12 U.S.P.Q.2d 1139, 1142 (TTAB 1989)
(affirming refusal to register the special form mark “THE WINE SOCIETY OF AMERICA” based on registration of the special form mark
“AMERICAN WINE SOCIETY 1967,” finding that “the transposition of words does not change the overall commercial impression”); In re

Nationwide Indus. Inc., 6 U.S.P.Q.2d 1882, 1884 (TTAB 1988) (holding RUST BUSTER, with “RUST” disclaimed, for a rust-penetrating spray
lubricant likely to be confused with BUST RUST for a penetrating oil); Bank of Am. Nat’l Trust & Sav. Ass'n v. Am. Nat’l Bank, 201 U.S.P.Q.
842, 845 (TTAB 1978) (“the words ‘BANKAMERICA’ and ‘BANK OF AMERICA’, on the one hand, and ‘AMERIBANC’, on the other,
convey the same meaning and create substantially similar commercial impressions”); Fisher Scientific Co. v. Ipco Hosp. Supply Corp., 165
U.S.P.Q. 471, 472 (TTAB 1970) (sustaining opposition to “MIX O THERM” based on “THERMIX” used for identical goods, stating these
marks “are in their essentials merely reverse combinations of the same words, and such being the case, would more than likely convey
substantially the same commercial impressions”); see TMEP § 1207.01(b)(vii).

“[I]n many of the decisions concerning marks comprising reverse combinations of the same elements, the primary concern is that ordinary
prospective purchasers, not being infallible in their ability to recall trade designations, may transpose the elements in their minds and, as a result,
mistakenly purchase the wrong products or engage the wrong services.”  In re Best Prods. Co., 231 U.S.P.Q. 988, 989 (TTAB 1986). There is
likely confusion “where the transposition evokes the same or substantially the same commercial impression as the mark from which the
transposition was derived.”  Id.

Here, the marks resemble each other. As to appearance, Applicant’s applied-for mark, FLEX-I-COLD, and the cited registered mark,
COLDFLEX, are presented entirely in standard character form or the typeset lettering equivalent. The rights associated with a mark in standard



characters reside in the wording and not in any particular display in terms of font, style, size or color. In re RSI Sys., LLC, 88 U.S.P.Q.2d 1445,
1448 (TTAB 2008). Therefore, in actual use, both marks may be displayed in a same manner of font, style, color and size.  In re Viterra Inc., 671
F.3d 1358, 1363, 101 U.S.P.Q.2d 1905, 1909 (Fed. Cir. 2012); In re Strategic Partners Inc., 102 U.S.P.Q.2d 1397, 1399 (TTAB 2012).

The proposed mark “FLEX-I-COLD” is essentially a transposition of the cited registered mark “COLDFLEX.”  Both marks share the same
word roots “FLEX” and “COLD.”  

The transposition of the words in the marks does not change the connotation or overall commercial impression of the words. The marks evoke
substantially the same overall commercial impression.

In sum, Applicant’s mark sufficiently resembles the cited registered mark that, if used in connection with related goods, confusion would be
likely to occur. 

Viewed in their entireties with the differences evaluated, the marks are sufficiently similar in appearance, sound and connotation, and would
create highly similar commercial impressions on the minds of purchasers. Thus, despite considering the differences of the respective marks,
their similarities far outweigh the dissimilarities, based on guiding legal authority, and the rights vested in the registered mark. Hewlett-Packard

Co. v. Packard Press, Inc., 281 F.3d 1261, 1265, 62 U.S.P.Q.2d 1001, 1003 (Fed. Cir. 2002). Therefore, the legal test for similarity of the marks,
the first DuPont factor, favors a finding of likelihood of confusion.   

By choosing this mark, Applicant has fallen short of its duty as the newcomer to avoid approaching the cited registered mark in the same field of
commerce.  Nina Ricci S.A.R.L. v. E.T.F. Enterprises Inc., 889 F.2d 1070, 12 U.S.P.Q.2d 1901 (Fed. Cir. 1989); see Hewlett-Packard Co. v.

Packard Press, Inc., 281 F.3d 1261, 1265, 62 U.S.P.Q.2d 1001, 1003 (Fed. Cir. 2002) (finding that “doubt about the likelihood of confusion
[must be found] against the newcomer because the newcomer has the opportunity and obligation to avoid confusion with existing marks.”) . 

Based on a determination that the marks are similar and the goods are related, and the presumption that the goods move in the same channels of
trade and are available to the same classes of consumers, Applicant’s mark is refused registration, on the grounds of likely confusion with the
subject registered mark in Registration No. 2539983.

Although the examining attorney has refused registration, Applicant may respond to the refusal to register by submitting evidence and arguments
in support of registration.

II.       REFUSAL AS TO REG. NO. 4539507

The second cited registered mark is “FLEXI-KOLD,” in standard character form, used to indicate the source of “shoulder supports, ankle
supports, back supports, knee supports, wrist supports and elbow supports all for medical use with compression, for reducing pain and increasing
circulation and mobility to areas of the human body to which the supports are applied,” in International Class 10.

A.       COMPARISON OF THE MARKS

For purposes of determining the strength of the first DuPont factor for Section 2(d) analysis, the similarity or dissimilarity of the marks is
determined by focusing on the appearance, sound, connotation and commercial impression of the marks in their entirety. Stoncor Group, Inc. v.

Specialty Coatings, Inc., 759 F.3d 1327, 1331, 111 U.S.P.Q.2d 1649, 1651 (Fed. Cir. 2014). 

Consideration of the marks in a likelihood of confusion determination is not based on whether the marks can be distinguished when subjected to
a side-by-side comparison, “but rather whether the marks are sufficiently similar in terms of their overall commercial impression that confusion
as to the source of the goods offered under the respective marks is likely to result.”  In re Davia, 110 U.S.P.Q.2d 1810, 1813 (TTAB 2014). 
Analysis requires factoring into account the fallibility of memory over time and the fact that the average purchaser retains a general rather than a
specific impression of trademarks.  See In re Mucky Duck Mustard Co., 6 U.S.P.Q.2d 1467, 1468 (TTAB 1988); Chemetron Corp. v. Morris

Coupling & Clamp Co., 203 U.S.P.Q. 537 (TTAB 1979); TMEP § 1207.01(b). 

“[I]t has been consistently held that similarity in any one of the elements of sound, appearance or meaning is sufficient to indicate a likelihood
of confusion.”  RE/MAX of America, Inc. v. Realty Mart, Inc., 207 U.S.P.Q. 960, 964 (TTAB 1980); see TMEP § 1207.01(b). “Similarity in
sound alone may be sufficient for a finding of likelihood of confusion.”  In re 1st USA Realty Prof’ls Inc., 84 U.S.P.Q.2d 1581, 1586 (TTAB
2007). The Board has held this “especially true” where the application and registration are for goods that “may be referred to or recommended
by word of mouth.”  Id. (citing Miles Labs., Inc. v. Whorton Pharmacal Co., 199 U.S.P.Q. 758 (TTAB 1978)).

In comparison, the marks resemble each other. Applicant’s applied-for mark, FLEX-I-COLD, and the subject mark of Registration No.
4539507, FLEXI-KOLD, are presented entirely in standard character form. The rights associated with a mark in standard characters reside in
the wording and not in any particular display in terms of font, style, size or color. In re RSI Sys., LLC, 88 U.S.P.Q.2d 1445, 1448 (TTAB 2008). 
Therefore, in actual use, both marks may be displayed in a same manner of font, style, color and size.  In re Viterra Inc., 671 F.3d 1358, 1363,
101 U.S.P.Q.2d 1905, 1909 (Fed. Cir. 2012); In re Strategic Partners Inc., 102 U.S.P.Q.2d 1397, 1399 (TTAB 2012).   

The marks are phonetic equivalents. When spoken, “FLEX-I-COLD” would sound the same as “FLEXI-KOLD.”  It would be



impossible to distinguish the marks aurally; the relevant purchaser would call for “< flÄ•k'sÉ™-kÅ•ld>” when asking for or referring to the
respective products in the marketplace. See Am. Heritage Dictionary of the English Language (5th ed. 2016), http://www.ahdictionary.com/
(attached hereto) (regarding pronunciation of the components of both marks). The marks also convey the identical connotation, coupling flexible
with cold. Id.

Thus, for comparison purposes, any differences in the appearances of the marks would not be sufficient to avoid confusion given that the marks
are aurally identical.

In sum, Applicant’s mark sufficiently resembles the cited registered mark that, if used in connection with related goods, confusion would be
likely to occur.

Viewed in their entireties with the differences evaluated, the marks are sufficiently similar in appearance, sound and connotation, and would
create highly similar commercial impressions on the minds of purchasers. Thus, despite considering the differences of the respective marks,
their similarities far outweigh the dissimilarities, based on guiding legal authority, and the rights vested in the registered mark. Hewlett-Packard

Co. v. Packard Press, Inc., 281 F.3d 1261, 1265, 62 U.S.P.Q.2d 1001, 1003 (Fed. Cir. 2002). Therefore, the legal test for similarity of the marks,
the first DuPont factor, favors a finding of likelihood of confusion.   

B.       RELATEDNESS OF RELEVANT GOODS, CHANNELS OF TRADE & CLASSES OF CONSUMERS

For purposes of determining the strength of the second DuPont factor for Section 2(d) analysis, likely confusion is determined on the basis of the
goods or services as they are identified in the application and the registration. In re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 1361, 177
U.S.P.Q. 563 (C.C.P.A. 1973); see, e.g., Hewlett-Packard Co. v. Packard Press Inc., 281 F.3d 1261, 62 U.S.P.Q.2d 1001 (Fed. Cir. 2002). 

Here, the comparison is between the following:

Goods in this application:

Therapeutic hot and cold therapy packs.

Goods in U.S. Registration No. 4539507:

Shoulder supports, ankle supports, back supports, knee supports, wrist supports and elbow supports all for medical use with
compression, for reducing pain and increasing circulation and mobility to areas of the human body to which the supports are
applied.

In comparing these goods, the attached evidence, comprised of digital images from therapy manufacturers’ homepages, including that of
Applicant, supports a determination that these types of goods are commonly sold in connection with at least one source identifier by third
parties, and are related goods. See attached evidence. In fact, on Applicant’s retail electronic display for “COLD SHOULDER WRAP,” its
“Flex-I-Cold Reusable Cold/Hot Packs” are identified as “RELATED PRODUCTS.”  Source: http://www.cramersportsmed.com/products/cold-
therapy/cold-shoulder-wrap (attached hereto).

The Internet evidence shows that therapeutic hot and cold packs and body compression supports or wraps may stem from one ultimate source,
and that the goods are of a nature that the relevant consumers would consider these goods related. See attached evidence.

In considering the channels of trade and classes of purchasers, because there are no limitations in the cited registration and the subject
application, it is presumed that the respective goods and featured services travel in all normal channels of trade and are offered to all potential
relevant consumers.  In re Viterra Inc., 671 F.3d 1358, 101 U.S.P.Q.2d 1905, 1908 (Fed. Cir. 2012); see TMEP § 1207.01(a)(iii). 

In view of the foregoing analysis, the respective goods are sufficiently related to cause likely confusion as to their source in the minds of the
consuming public if offered under the same or similar marks, and thus, the legal test for relatedness of the goods, the second DuPont factor, and
the test regarding established, likely-to-continue trade channels, the third DuPont factor, both favor a finding of likelihood of confusion.

By choosing this mark, Applicant has fallen short of its duty as the newcomer to avoid approaching the cited registered mark in the same field of
commerce. Nina Ricci S.A.R.L. v. E.T.F. Enterprises Inc., 889 F.2d 1070, 12 U.S.P.Q.2d 1901 (Fed. Cir. 1989); see Hewlett-Packard Co. v.

Packard Press, Inc., 281 F.3d 1261, 1265, 62 U.S.P.Q.2d 1001, 1003 (Fed. Cir. 2002) (finding that “doubt about the likelihood of confusion
[must be found] against the newcomer because the newcomer has the opportunity and obligation to avoid confusion with existing marks.”) .

Based on a determination that the marks are similar and the goods are related, and the presumption that the goods move in the same channels of
trade and are available to the same classes of consumers, Applicant’s mark is refused registration, on the grounds of likely confusion with the
subject registered mark in Registration No. 4539507.

Each application for federal trademark registration must be considered on its own evidentiary record, and previous decisions regarding other
applications and registrations are without evidentiary value and do not bind the Office or the Trademark Trial and Appeal Board (“Board”).  
See, e.g., In re Davey Prods. Pty Ltd., 92 U.S.P.Q.2d 1198, 1206 (TTAB 2009); see TMEP § 1207.01(d)(vi). The Board has stated that it is



improper to “compound the problem of the registration of a confusingly similar mark by permitting such a mark to register again.”  In re

Thomas, 79 U.S.P.Q.2d 1021, 1028 (TTAB 2006).

Although the examining attorney has refused registration, Applicant may respond to the refusal to register by submitting evidence and arguments
in support of registration.

Applicant must respond timely and completely to the issues raised in this Office Action. 15 U.S.C. § 1062(b); 37 C.F.R. §§ 2.62, 2.65(a); TMEP
§§ 711, 718.03.

Please contact the undersigned attorney with any questions.

Sincerely,

/Judy Helfman/
Judith M. Helfman
Attorney at Law
Law Office 111
571/272-5892 (direct line)
judy.helfman@uspto.gov
 

 
TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please wait 48-72 hours from the
issue/mailing date before using the Trademark Electronic Application System (TEAS), to allow for necessary system updates of the application. 
For technical assistance with online forms, e-mail TEAS@uspto.gov. For questions about the Office action itself, please contact the assigned
trademark examining attorney. E-mail communications will not be accepted as responses to Office actions; therefore, do not respond to
this Office action by e-mail.
 
All informal e-mail communications relevant to this application will be placed in the official application record.

 
WHO MUST SIGN THE RESPONSE: It must be personally signed by an individual applicant or someone with legal authority to bind an
applicant (i.e., a corporate officer, a general partner, all joint applicants). If an applicant is represented by an attorney, the attorney must sign the
response. 
 
PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does not miss crucial deadlines or official
notices, check the status of the application every three to four months using the Trademark Status and Document Retrieval (TSDR) system at
http://tsdr.uspto.gov/.  Please keep a copy of the TSDR status screen.  If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-9199.  For more information on checking
status, see http://www.uspto.gov/trademarks/process/status/.
 
TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS: Use the TEAS form at http://www.uspto.gov/trademarks/teas/correspondence.jsp.
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Word Mark FLEXI-KOLD
Goods and
Services

IC 010. US 026 039 044. G & S: Shoulder supports, ankle supports, back supports, knee supports, wrist supports and
elbow supports all for medical use with compression, for reducing pain and increasing circulation and mobility to areas of
the human body to which the supports are applied. FIRST USE: 20130611. FIRST USE IN COMMERCE: 20130611

Standard
Characters
Claimed
Mark
Drawing
Code

(4) STANDARD CHARACTER MARK

Serial
Number 85865414

Filing Date March 4, 2013
Current
Basis 1A

Original
Filing Basis 1B

Published
for
Opposition

July 23, 2013

Registration
Number 4539507

Registration
Date May 27, 2014

Owner (REGISTRANT) Poly-Gel L.L.C. LIMITED LIABILITY COMPANY NEW JERSEY 30 Leslie Court Whippany NEW YORK
07981

Attorney of
Record Edwin D. Schindler

Type of TRADEMARK
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