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Winston T. Folmar, Interlocutory Attorney:

The Board notes the motion entitled “Substitution of Party for Petitioner,” filed on
January 29, 2020, on behalf of 2575 TCA, LLC (“TCA”). 44 TTABVUE. The Board
further notes that the motion is fully briefed. 47 and 48 TTABVUE.

However, as an initial matter, TCA is a third party to this proceeding and is not
entitled to file any papers or motions before the Board. In addition, counsel for TCA
incorrectly changed the case caption in its filings reflecting “2575 TCA, LLC,” as a
party, when no such order has been issued by the Board.

I. JOINDER OF PARTY-PLAINTIFF

Nonetheless, the Board has reviewed the record of Application No. 87159178,

which was cited by Fitness Labs Nutrition Corporation, Petitioner, as a basis for the

cancellation, and it reveals that an assignment of the mark from Petitioner to TCA
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was executed on July 12, 2019 and duly recorded by the USPTO’s Assignment
Recordation Branch at Reel/Frame 6717/0402 on August 12, 2019.

When there has been an assignment of a mark that is the subject of, or relied upon
in, an inter partes proceeding before the Board, the assignee may be joined or
substituted, as may be appropriate. NSM Resources Corp. v. Microsoft Corp., 113
USPQ2d 1029, 1031 (TTAB 2014) (finding joinder rather than substitution
appropriate when assignment of pleaded mark was executed one year after
proceeding commenced). See also TRADEMARK TRIAL AND APPEAL BOARD MANUAL OF
PROCEDURE (“TBMP”) § 512.01 (2019). When the assignment is recorded in the
Assignment Recordation Branch of the USPTO, the assignee may be substituted as a
party if: the assignment occurred prior to the commencement of the proceeding, the
assignor is no longer in existence, the other party raises no objections to substitution,
or the discovery and testimony periods have closed. Otherwise, the assignee will be
joined, rather than substituted. See id. Because the assignment of Petitioner’s
pleaded mark occurred after the commencement of this proceeding, the Respondent
objects, and the testimony period has not yet closed, joinder rather than substitution
1s appropriate. Accordingly, the Board sua sponte elects to join TCA as a party-
plaintiff and the caption has been updated.

II. APPEARANCE OF COUNSEL ON BEHALF OF TCA
The appearance of counsel for TCA, filed January 29, 2020, is noted.! 45

TTABVUE. However, because TCA has only been joined as a party rather than

1 The Board also notes the Respondent’s counsel’s substitution of new counsel, filed February
13, 2020 (46 TTABVUE), and records have been updated accordingly.



Cancellation No. 92066320

replacing Petitioner, and the new potential counsel has entered an appearance only
for TCA, the Board is unclear of the new counsel’s intention. Accordingly, Petitioners
are allowed TWENTY (20) DAYS from the mailing date of this order to clarify
whether counsel for TCA will represent both Petitioners (and if so, to enter an
appearance on behalf of Fitness Labs Nutrition Corporation), or, if not, to
affirmatively inform the Board whether TCA’s new counsel or former counsel, Corey
A. Donaldson of Ferguson Case Orr Patterson LLP will act as lead counsel for
Petitioners.

If Petitioners fail to provide a response, the Board will resume the proceedings
and Mr. Donaldson will remain designated as lead counsel.

III. SUSPENSION
Proceedings are otherwise suspended. When the proceedings resume, the Board

will reset discovery and trial dates as appropriate.
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