UNITED STATES PATENT AND TRADEMARK OFFICE

This is not a precedent Trademark Trial and Appeal Board
of the TTAB. P.O. Box 1451

Alexandria, VA 22313-1451
General Contact Number: 571-272-8500

Mailed: March 23, 2018
al Opposition No. 91236303 (parent)
The Brooklyn Brewery Corporation

v.

The Village Voice, LLC

Cancellation No. 92066154
The Brooklyn Brewery Corporation
V.

VV Publication Acquisition, LLC

By the Trademark Trial and Appeal Board:

On August 24, 2017, in Cancellation No. 92066154, Petitioner (in lieu of filing an
answer) filed a motion to dismiss Respondent’s counterclaims. These counterclaims
sought to cancel Petitioner’s pleaded Registration No. 5216092. Thereafter, on
October 13, 2017, following a consented motion to extend its time to respond to the
motion to dismiss, Respondent filed a combined motion for leave to file amended
counterclaims and to consolidate Cancellation No. 92066154 with Opposition No.
91236303. Respondent included a copy of its proposed amended counterclaims with

1ts motion. Petitioner filed a brief in response on November 2, 2017 wherein it asked
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that the motion for leave to amend be denied with prejudice with regard to certain
of the new counterclaims set forth in Respondent’s amended counterclaims, in
particular those based on fraud and non-use. Respondent filed a brief in reply on
November 22, 2017.

On October 3, 2017 in Opposition No. 91236303, after filing its answer to the
notice of opposition which included certain counterclaims against Opposer’s
Registration No. 5216092, Applicant filed a motion three days later for leave to file
amended counterclaims and to consolidate Opposition No. 91236303 and
Cancellation No. 92066154. Applicant filed a copy of its amended counterclaims on
the same day. Thereafter, on November 2, 2017, Opposer filed a motion to dismiss
the amended counterclaims based on non-use and fraud. This motion is fully
briefed. In addition, on January 1, 2018, in Opposition No. 91236303 only, the
parties filed a stipulated motion to suspend the proceeding pending resolution of the
various motions.

The Board grants the stipulated motion to suspend this proceeding. Proceedings
are considered suspended.

To the extent there is no objection of record from Petitioner, the motion for leave
to amend the counterclaims in Cancellation No. 92066154 filed on October 13, 2017
1s accepted into the record and is now the operative pleading. The motion to dismiss
filed in this case will be considered with respect to these amended counterclaims.

Applicant’s motion for leave to amend its counterclaims in Opposition No.

91236303 is granted as conceded. Trademark Rule 2.127(a).
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The Board grants Applicant’s/Respondent’s motions to consolidate Opposition
No. 91236303 and Cancellation No. 92066154 as conceded.!

The consolidated cases may be presented on the same record and briefs. See
Helene Curtis Industries Inc. v. Suave Shoe Corp., 13 USPQ2d 1618 (TTAB 1989)
and Hilson Research Inc. v. Society for Human Resource Management, 26 USPQ2d
1423 (TTAB 1993). The Board file will be kept in Opposition No. 91236303 as the
“parent” case. As a general rule, from this point on, only a single copy of any
submission should be filed herein, but each submission should include both
proceeding numbers in its caption.2

The Board turns to the Opposer’s/Petitioner’s motion(s) to dismiss the
amended counterclaims of non-use and fraud. Though captioned differently in the
opposition proceeding and cancellation proceeding, the Board will handle both
motions as one to the extent the arguments are the same and the counterclaims at
issue are virtually identical.

As a preliminary matter, the Board notes that it has not relied on any
extraneous materials in deciding the motion to dismiss, and has determined the

sufficiency of the amended pleading(s) by looking solely to the pleading itself.

1 The Board notes that in its brief in Opposition No. 91236303, Village Voice LLC identifies
itself as both the Applicant in Opposition No. 91236303 and the Respondent in Cancellation
No. 92066154. While the Board sees that both of these parties are represented by the same
attorney, Board records indicate that VV Publication Acquisition, LLC is the current owner
of Registration No. 4388012 (the subject registration in Cancellation No. 92066254). As
such, the caption of this proceeding will read as demonstrated in this order. If the Board is
in error, Applicant/Respondent should notify the Board immediately.

2 Despite being consolidated, each proceeding retains its separate character. The decision
on the consolidated cases shall take into account any differences in the issues raised by the
respective pleading; a copy of the decision shall be placed in each proceeding file.
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In support of its motion, Opposer/Petitioner asserts that the allegations in
support of the Applicant’s/Respondent’s non-use counterclaim “are the type of
‘naked assertions devoid of factual enhancement”; that conclusory allegations do
not satisfy the pleading requirements under Fed. R. Civ. P. 8(b); that such
allegations do not provide notice of the grounds for the counterclaim; and the non-
use allegation is refuted by the specimens of use in the underlying application(s).
With regard to the claim of fraud set forth in the amended pleading,
Opposer/Petitioner argues that “the fraud counterclaim is premised on the same
factually-deficient allegations as its non-use counterclaim”; that once again
Applicant/Respondent is pleading that Opposer/Petitioner has not used the mark
“as a trademark” but that such “allegation is refuted by the specimens in the
prosecution file history; and that “as a matter of law” the sufficiency of the
specimens cannot be challenged to the extent the Examining Attorney accepted
them during prosecution.

A motion to dismiss under Rule 12(b)(6) is a test of the sufficiency of a
complaint. See TBMP Section 503.01 (2016). To survive such a motion, a plaintiff
need only allege sufficient factual matter as would, if proved, establish that (1) the
plaintiff has standing to maintain the proceeding, and (2) a valid ground exists for
opposing or cancelling the mark. Lipton Industries, Inc. v. Ralston Purina Co., 670
F.2d 1024, 213 USPQ 185, 187 (CCPA 1982). Specifically, a complaint must contain
sufficient factual matter, accepted as true, which states a claim to relief that is

plausible on its face. See Ashcroft v. Iqbal, 556 U.S. 662, 129 S. Ct. 1937, 173 L. Ed.
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2d 868 (2009). In the context of inter partes proceedings before the Board, a claim
has facial plausibility when the opposer or petitioner pleads factual content that
allows the Board to draw a reasonable inference that the opposer or petitioner has
standing and that a valid ground for the opposition or cancellation exists. Cf. Bell
Atlantic Corp. v. Twombly, 550 U.S. 544, 556, 127 S. Ct. 1955, 167 L. Ed. 2d 929
(2007). In particular, a plaintiff need only allege "enough factual matter ... to
suggest that [a claim 1s plausible]" and "raise a right to relief above the speculative
level." Totes-Isotoner Corp. v. United States, 594 F.3d 1346, 1354 (Fed. Cir. 2010).

Section 1 of the Trademark Act requires use in commerce either at the time a
use based application is filed, or, for an application filed under the intent-to-use
provision of Section 1(b), at the time applicant’s allegation of use 1is filed.
Trademark Act Section 1; 15 U.S.C. § 1051. Therefore, to state a proper claim of a
lack of bona fide use of a defendant’s mark for a use-based application, which 1s the
case here, a plaintiff need only allege that defendant did not have use of the mark in
commerce as of the filing date of the defendant’s involved application. See TBMP
Section 309.03(c)(4) (2017) and cases cited therein.

After carefully reviewing the counterclaim, the Board finds that the
allegations set forth in Para. Nos. 22 and 23, though poorly crafted, are sufficient
for pleading a claim of non-use of the mark at issue at the time of filing (i.e.
November 12, 2015), to the extent Applicant/Respondent herein is pleading that

there was no use from a time even before the filing date of Opposer’s/Petitioner’s
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subject registrations or at any point thereafter. Whether defendant(s) herein can
prove this claim, of course, is a matter for trial.

For a claim of fraud, as the counterclaim-plaintiff, Applicant/Respondent
must allege that Opposer/Petitioner obtained its registration fraudulently by
knowingly making a false, material representation of fact with the intent to deceive
the United States Patent and Trademark Office. See In re Bose Corp., 580 F.3d
1240, 91 USPQ2d 1938, 1941 (Fed. Cir. 2009). Further, allegations of fraud must be
set forth with particularity, although malice, intent, knowledge, and other
conditions of a person’s mind may be averred generally. See Fed. R. Civ. P. 9(b);
Trademark Rule 2.116(a). See also King Automotive, Inc. v. Speedy Muffler King,
Inc., 667 F.2d 1008, 212 USPQ 801 (CCPA 1981) (“[t]he pleadings [must] contain
explicit rather than implied expressions of the circumstances constituting fraud”);
Asian and Western Classics B.V. v. Selkow, 92 USPQ2d 1478, 1479 (TTAB 2009)
([A]llegations [based solely upon information and belief] fail to meet the Fed. R. Civ.
P. 9(b) requirements as they are unsupported by any statement of facts providing
the information upon which petitioner relies or the belief upon which the allegation
1s founded (i.e., known information giving rise to petitioner's stated belief, or a
statement regarding evidence that is likely to be discovered that would support a
claim of fraud)) (emphasis original); Media Online Inc. v. El Clasificado Inc., 88
USPQ2d 1285, 1287 (TTAB 2008) (finding the proposed amended pleading

insufficient in part under Fed. R. Civ. P. 9(b) because the false statements that
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purportedly induced the Office to allow registration were not set forth with
particularity).

After carefully reviewing the counterclaim of fraud, and in particular Para.
Nos. 25-33, the Board finds the claim to be deficient. Applicant/Respondent sets
forth a series of disjointed allegations which leaves the Board, and no doubt
Opposer/Petitioner, wondering what exactly is the fraud that was allegedly
committed. For example, the allegation set forth in Para. No. 26 that
Opposer/Petitioner “was using the term ‘Brooklyn’ as a trademark was a false,
material representation of fact” does not provide any particular facts (such as the
time period involved) to satisfy the pleading requirements under Fed. R. Civ. P.
9(b). Similarly, the allegation set forth in Para. No. 27 that Opposer’s/Petitioner’s
statement (in the application) that it “used the word ‘Brooklyn’ as a trademark
‘anywhere’ as early as November 1987 was a false, material representation of fact
because it served as a prerequisite for [Opposer’s/Petitioner’s] claim of acquired
distinctiveness” is devoid of any supporting facts which would work to apprise
Opposer/Petitioner of the claim asserted. Moreover, given the fact that the
underlying application indicates that the Section 2(f) claim of acquired
distinctiveness was based on Opposer’s/Petitioner’s ownership of prior registrations
(and not any sort of claim that the term “Brooklyn” was used for more than five
years), it 1is likely futile. In addition, if by any or all of these allegations
Applicant/Respondent is attempting to allege that Opposer’s/Respondent’s claimed

date of first use as set forth in the underlying application was false,
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Applicant/Respondent should note that it is well settled that a misstatement of a
date of first use in commerce is not fraudulent nor is it otherwise fatal to the
securing of a valid registration provided that there has been use of the mark in
commerce prior to the filing date of a registrant's application. Giant Food, Inc. v.
Standard Terry Mills, Inc., 231 USPQ 626, 630 (TTAB 1986).3

In view of the foregoing, the motion to dismiss is granted with regard to the
claim of fraud, and denied with regard to the claim of non-use. The counterclaim
concerning fraud is dismissed, without prejudice.

If Applicant/Respondent believes that it has a proper claim of fraud under the
legal principles discussed in this order, Respondent is allowed until twenty days
from the date of this order to file and serve an amended counterclaim which states
such a claim. Petitioner is allowed until thirty days from the date of service of the
amended counterclaim, if any, to file and serve its answer or other response thereto.
The Board will then issue an order setting trial dates. If Respondent does not file an
amended counterclaim within the time allotted, the Board will i1ssue an order
resetting dates.

Proceedings herein otherwise remain suspended.

3 The critical question is whether the mark was in use in connection with the identified
goods as of the filing date of a use-based application. That is, if the mark was in use in
commerce as of the filing date, then the claimed dates of first use, even if false, do not
constitute fraud because the dates of use are not material to the Office's decision to approve
a mark for publication, See Colt Industries Operating Corp. v. Olivetti Controllo Numerico
S.p.A., 221 USPQ 73, 76 (TTAB 1983) ("The [Trademark] Examining Attorney gives no
consideration to alleged dates of first use in determining whether conflicting marks should
be published for opposition.").



