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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEALS BOARD

THE BROOKLYN BREWERY Cancellation No. 92-066154
CORPORATION,
Mark: BROOKLYN POUR
Petitioner,
Registration No. 4,388,012

VS.

THE VILLAGE VOICE, LLC,

N N N N I N N N N N N N N N N N

Registrant.
THE BROOKLYN BREWERY Opposition No. 91-236303
CORPORATION,
Mark: BROOKLYN POUR -
Opposer, ) NYC’S LARGEST ONE DAY

BEER FESTIVAL
VS. Serial No. 87/164,995

THE VILLAGE VOICE, LLC,

Applicant.

M N N N N N N

THE VILLAGE VOICE’S: (i) REPLY IN FURTHER SUPPORT OF ITS
MOTION FOR LEAVE TO FILE AN AMENDED COUNTERCLAIM AND
CONSOLIDATE RELATED PROCEEDINGS; AND (ii) OPPOSITION TO MOTION TO
DISMISS AMENDED COUNTERCLAIMS OF NON-USE AND FRAUD

The Village Voice, LLC (the “Voice”), the owner of Registration No. 4,388,012 for the
trademark “BROOKLYN POUR” and the applicant respecting Application Serial No.
87/164,995 for “BROOKLYN POUR — NYC’S LARGEST ONE DAY BEER FESTIVAL” files

the within Reply in Further Support of its Motion for Leave to File an Amended Counterclaim

and Consolidate Related Proceedings in Cancellation No. 92-066154 (the “Cancellation”) and
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Opposition to the Motion of The Brooklyn Brewery Corporation’s Motion to Dismiss Amended
Counterclaims of Non-Use and Fraud filed in Opposition No. 91-236,303 (the “Opposition”).
I. Introduction.

Having procured a registration for the contestable, geographically descriptive trademark
“BROOKLYN” for beer through fraud while knowing that it had never used that trademark in
commerce, The Brooklyn Brewery Corporation now seeks to preclude the Voice from proving
that fraud and non-use. The very fact that The Brooklyn Brewery Corporation is attempting to
use its registration for “BROOKLYN” not to cancel and block registrations for beer but, rather,
for beer festivals is an indication of the damage the continued registration for “BROOKLYN”
will cause to the Voice and others.

IL. Background.
A. The Parties.

The Village Voice (the “Voice”) was founded by Norman Mailer, Dan Wolf and Ed
Fancher in 1955 as the first free-form, high spirited, and passionate journalistic endeavor in the
United States. It soon came to be known for its investigative reporting and articles on the arts,
culture, music, dance, film, theater and food and drink. Soon thereafter, it supplemented the
articles in its newspapers and the content on its website with events celebrating the venues that it
served, primarily in and around New York’s five (5) boroughs. One of those boroughs was and is
Brooklyn.

Since 2000, Brooklyn Pour has grown into one of the largest and most diverse craft (and
non-craft) beer-drinking festivals in New York City. The festival features local Brooklyn
breweries as well as national and international breweries. By 2015, it hosted 125 different beers

from over 65 different breweries. Today, there are over a dozen independent breweries located in
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the Borough of Brooklyn alone. As recently as 2016, The Brooklyn Brewery Corporation was a

sponsor and attendee of and participated in advertising for the Voice’s Brooklyn Pour festival.

According to the history of Brooklyn Brewery posted on its website, the predecessor of
The Brooklyn Brewery Corporation shipped its very first cases of beer in 1988. The Brooklyn
Brewery Corporation was formed in 1995 and has brewed beer in Brooklyn since that date.

B. The Trademarks at Issue.

On June 14, 2013, the Voice filed an application to register the trademark “BROOKLYN
POUR” specifying, “Conducting entertainment exhibitions in the nature of beer festivals.” The
application was granted and the trademark registered on August 20, 2013 as Registered
Trademark No. 4,388,012.

On September 8, 2016 — at a time when The Brooklyn Brewery Corporation was still a
participant in the BROOKLYN POUR beer festival — the Voice applied to register the trademark
“BROOKLYN POUR -~ NYC’S LARGEST ONE DAY BEER FESTIVAL”. That application
was assigned Appl. Ser. No. 87/164,995 (the “Voice Application™).

The Brooklyn Brewery Corporation did not file an application to register the word
“Brooklyn” for beer until November 12, 2015 — well after the Voice had obtained its registration
for “BROOKLYN POUR”. That application was assigned Appl. Ser. No. 86/818,336.

In its application to register the geographically descriptive word “Brooklyn”, The
Brooklyn Brewery Corporation claimed that the trademark was first used for beer and first used
in commerce as early as November 1987 — a date even before its predecessor shipped its first
case of beer.

In the application, the Applicant claimed the benefit of prior registrations 4364893,

3186469, 3186501, “and others.” These specified registrations were for “B BROOKLYN
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BRAND LAGER” and design not registered until July 9, 2013, “B BROOKLYN BREWERY”
and design not registered until December 19, 2006, and “BROOKLYN BRAND” also registered
on December 19, 2006, respectively.

The Brooklyn Brewery Corporation submitted these following alleged specimens with its

application to register “Brooklyn” as a trademark for beer:

- A label that The Brooklyn Brewery Corporation stated was affixed to the containers
for the goods which was originally submitted on April 7, 2016, as a specimen for the
unitary trademark “BROOKLYN BREWERY B” and design; Registration No.
5,164,268.

- A picture of a label which was originally submitted on November 12, 2015, as a
specimen for the unitary trademark “BROOKLYN LOCAL 2” and design;
Registration No. 5,020,891.

- A picture of a beer bottle and a container (six pack) of beer bottles which was
submitted on November 12, 2015, as a specimen for the unitary trademark “B

BROOKLYN PENNANT ALES 55 and design; Registration No. 5,011,660.

Not one of these alleged specimens shows the word “Brooklyn” being used as a

trademark for beer.

On March 9, 2016, Examining Attorney Henry S. Zak issued an Office Action refusing
registration to The Brooklyn Brewery Corporation’s application to register “BROOKLYN”. One
of the issues raised (once again) was the geographic descriptiveness of the word “Brooklyn.” In
its Response to Suspension Inquiry or Letter of Suspension filed on October 27, 2016, The
Brooklyn Brewery Corporation certified that “The mark has become distinctive of the

goods/services as evidenced by the ownership on the Principal Register for the same mark for

4
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sufficiently similar goods/services of active U.S. Registration No(s). 3186501.” Of course, the
applied-for application to register “Brooklyn” was not for the same mark.

In the same response, The Brooklyn Brewery Corporation affirmatively stated,
“Furthermore, Applicant has longstanding and senior rights to the trademark BROOKLYN...”
The Brooklyn Brewery Corporation knew that this statement was false when it was made and
that the Trademark Office would and did rely upon that statement in granting registration. This
act was intentional and fraudulent because between 2005 and the date of The Brooklyn Brewery
Corporation’s application in 2015, the Applicant filed many applications for composite marks in
which it disclaimed the exclusive right to use “BROOKLYN” as being geographically
descriptive.

In fact, The Brooklyn Brewery Corporation had never used the trademark
“BROOKLYN?” for beer. It had used the word “Brooklyn” only as part of other unitary

trademarks but never the merely geographic descriptive term “Brooklyn” alone.

C. The Dispute.

On May 15, 2017, The Brooklyn Brewery Corporation filed a Petition for Cancellation to
cancel the Voice’s Registration for “BROOKLYN POUR”. One of the four (4) registrations
alleged as a basis for the cancellation was The Brooklyn Brewery Corporation’s registration for
“BROOKLYN”.

On June 29, 2017, the Voice filed an Answer and a Counterclaim seeking to cancel The
Brooklyn Brewery Corporation’s registration for “BROOKLYN”.

On August 24, 2017, The Brooklyn Brewery Corporation filed a Notice of Opposition to
oppose the registration of the Voice’s trademark “BROOKLYN POUR — NYC’S LARGEST
ONE DAY BEER FESTIVAL”. Once again, one of the four (4) registrations alleged as a basis

5
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for the opposition was The Brooklyn Brewery Corporation’s registration for “BROOKLYN”. On
the same day, The Brooklyn Brewery Corporation filed a motion to dismiss the Voice’s
Counterclaim asserted in the Cancellation.

On October 3, 2017, the Voice filed an Answer and a Counterclaim in the Opposition
seeking to cancel The Brooklyn Brewery Corporation’s registration for “BROOKLYN™.

On October 13, 2017, the Voice filed a Motion for Leave to File Amended Counterclaims
and Consolidate Related Proceedings (the “Motion”). With the Motion, the Voice submitted (as
Exhibit A) a proposed Amended Counterclaim to Cancel Registration No. 5,126,092 (the
“Amended Counterclaim”), namely, the registration of The Brooklyn Brewery Corporation for
“BROOKLYN?” specifying beer. [The Amended Complaint was filed by right.]

In the Amended Counterclaim, the Voice first alleges that the trademark “BROOKLYN”
is geographically descriptive and does not and cannot operate as a source identifier of the goods
of The Brooklyn Brewery Corporation. It goes on to allege that the trademark “BROOKLYN”
has never acquired distinctiveness for the goods of The Brooklyn Brewery Corporation. [The
Brooklyn Brewery Corporation calls this counterclaim A.]

Additionally, the Amended Counterclaim goes on to allege that The Brooklyn Brewery
Corporation has not and does not use the trademark “BROOKLYN” — from November 1987, a
date before it produced any goods, as it alleged in its application or since that date. As discussed
infra, The Brooklyn Brewery Corporation has adopted, used and registered trademarks which
include the geographically descriptive word “Brooklyn” but never the trademark
“BROOKLYN”. [The Brooklyn Brewery Corporation calls this counterclaim B.]

The Voice also alleges that The Brooklyn Brewery Corporation perpetrated a fraud on the

Trademark Office by certifying that: (1) it had used the Subject Trademark “in commerce” as
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early as November 1987 when this could not have been true and The Brooklyn Brewery
Corporation was aware that this could not be true; (ii) the Subject Trademark had acquired
distinctiveness for the goods of The Brooklyn Brewery Corporation when it knew at the time it
submitted the application to register the trademark “BROOKLYN” that others, including, but not
limited to, the other breweries and bars in Brooklyn and the Voice — by itself joining in the
Voice’s use of the trademark “BROOKLYN POUR” in connection with the BROOKLYN
POUR beer festivals; and (iii) submitting specimens that it knew were for other unitary
trademarks but never the trademark “BROOKLYN”. [The Brooklyn Brewery Corporation calls
this counterclaim C.]

Lastly, the Voice alleges that there is a likelihood of confusion between Registration for
“BROOKLYN” and the Voice’s registration for “BROOKLYN POUR” (Registration No.
4,388,012), the Voice’s registration issued before The Brooklyn Brewery Corporation applied to
register the trademark “BROOKLYN” and, for that reason, the Registration for “BROOKLYN”
should be cancelled. [The Brooklyn Brewery Corporation calls this counterclaim D.]

On November 2, 2017, The Brooklyn Brewery Corporation filed its Partial Opposition to
Registrant/Counterclaimant’s Motion to Amend (the “Partial Opposition”) in the Cancellation
and Motion to Dismiss Amended Counterclaims of Non-Use and Fraud (the “Partial Motion™) in
the Opposition. While they seek different results, both the Partial Opposition and the Partial
Motion are based upon the premise that the Voice is somehow precluded from asserting
counterclaim B (non-use) and C (fraud). The Voice disagrees and submits this Memorandum as

a Reply to the Partial Opposition and in support of the Voice’s opposition to the Partial Motion.
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[The Voice notes that The Brooklyn Brewery Corporation has not objected to the filing of
the Voice’s Amended Counterclaims insofar as it asserts counterclaims A and D or to the
Voice’s motion to consolidate the Cancellation and Opposition.]

1I1. Legal Standard.

To withstand a motion to dismiss for failure to state a claim upon which relief can be
granted, a plaintiff (here, Applicant as the counterclaim-plaintiff) need only allege sufficient
factual content that, if proved, would allow the Board to conclude, or to draw a reasonable
inference, that (1) the plaintiff has standing to maintain the proceeding, and (2) a valid ground
exists for opposing or cancelling the registration. Doyle v. Al Johnson’s Swedish Restaurant &
Butik Inc., 101 USPQ2d 1780 (TTAB 2012) (citing Young v. AGB Corp., 152 ¥.3d 1377, 47
USPQ2d 1752, 1754 (Fed. Cir. 1998)); Order of Sons of Italy in Am. v. Profumi Fratelli Nostra
AG, 36 USPQ2d 1221, 1222 (TTAB 1995); and TBMP § 503.02 (June 2014). Specifically, a
complaint “must contain sufficient factual matter, accepted as true, to ‘state a claim to relief that
is plausible on its face.”” Ashcroft v. Igbal, 556 U.S. 662, 678 (2009) (quoting Bell Atlantic
Corp. v. Twombly, 550 U.S. 544, 570 (2007)). In particular, the claimant must allege well-
pleaded factual matter and more than “[t]hreadbare recitals of the elements of a cause of action,
supported by mere conclusory statements.” Igbal, 556 U.S. 662, citing Twombly, 550 U.S. at

555.

IV. Argument.

A. The Voice’s Counterclaim for Non-Use (Counterclaim B) Does Not Fail as a
Matter of Law and the Voice Should Be Permitted to Prove Such Counterclaim.

The Brooklyn Brewery Corporation’s argument against what it calls “Applicant’s...non-

use counterclaim” is based upon a fundamental misunderstanding of the claim.
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The so-called counterclaim C does not attack the sufficiency of the specimens submitted.
Instead, counterclaim C alleges that The Brooklyn Brewery Corporation never used the word
“BROOKLYN?” as a trademark in commerce. Far from insulating The Brooklyn Brewery
Corporation from the Voice’s allegation of non-use, its failure to produce any specimen that
displays the trademark “BROOKLYN” other than as part of a different trademark, its prior
disclaimers of the word “Brooklyn” and its reliance in its application to register “BROOKLYN”
on registrations were, respectively, for “B BROOKLYN BRAND LAGER” and design not
registered until July 9, 2013, “B BROOKLYN BREWERY™ and design, should be sufficient to

create an inference that the word “Brooklyn” was never used as a trademark in commerce.

Without discovery, however, it would be impossible for any person to substantiate a
claim that a word or symbol has not been used as a trademark. In light of this, inferences must

be drawn from lack of items like suitable specimens.

B. The Voice’s Counterclaim for Fraud (Counterclaim C) does Not Fail as a Matter
of Law and the Voice Should Be Permitted to Prove Such Counterclaim.

The Brooklyn Brewery Corporation argues that the Voice’s counterclaim C fails as a
matter of law because the Voice’s allegations fail to satisfy the pleading requirements for fraud
under Rule 9(b). The Brooklyn Brewery Corporation is wrong. The facts pleaded in paragraphs
25 through 32 of the (proposed) Amended Counterclaim satisfy these requirements.

First, the Voice alleges specific statements that form the basis of its fraud claim. (See,
paragraphs 25 through 29)

Next, the Voice alleges that that the statements were made “knowingly and willfully” and

“with the intention to mislead and defraud the trademark office.” (See, paragraphs 30 and 31) In
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regard to inferences which may be drawn from fact, See. Medinol v. Vasx Inc., 67 U.S.P.Q.2d 1205
(Trademark Tr. & App. Bd.), 2003 WL 21189780.

Lastly, the Voice alleged that the registration for “BROOKLYN” (for beer) “...resulted
from the false and material representations of fact.”

In Robi v. Five Platters, Inc., 918 F.2d 1439, 1443 (9th Cir. 1990) the Court of Appeals

stated as follows:

A party may seek cancellation of a registered trademark on the basis of fraud under 15
U.S.C. § 1064(c) by proving a false representation regarding a material fact, the
registrant’s knowledge or belief that the representation is false, the intent to induce
reliance upon the misrepresentation and reasonable reliance thereon, and damages
proximately resulting from the reliance. San Juan Products, Inc. v. San Juan Pools of

Kansas, Inc., 849 F.2d 468, 473 (10th Cir.1988).

The allegation in the (proposed) Amended Counterclaim more than satisfy these pleading
requirements for fraud.

C. The Voice Should Not Be Precluded From Amending Its Counterclaims in the
Future.

The Brooklyn Brewery Corporation also requests that the Board deny the Voice “any
further attempts to amend, citing Bleu (Sarl) v. Venum, LLC, 112 U.S.P.Q. 2d 1925 n. 10 (TTAB

Dec.1, 2014).

The cited case does not stand for the proposition that, in appropriate cases, the Board
should bar a litigant from seeking any amendment, merely that, in appropriate cases, the Board

may bar repeated attempts to amend the same claim upon the same factual basis.

To bar the Voice, at this early stage of the proceedings from seeking to amend its claims

based upon newly uncovered facts would reward The Brooklyn Brewery Corporation for hiding

10
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its wrongdoing. To bar “any amendment” by the Voice would not be supported by the
circumstances presented — the parties having not yet exchanged any discovery or even initial

disclosures — or by the case law.

V. Conclusion.
For the reasons stated, the Voice respectfully requests that the Board grant its Motion for
Leave to File an Amended Counterclaim and to Consolidate Related Proceedings in its entirety
and deny The Brooklyn Brewery Corporation’s Motion to Dismiss Amended Counterclaims of
Non-Use and Fraud and the request of The Brooklyn Brewery Corporation that the Voice be

barred from seeking leave for further amendments.

Dated: November 22, 2017 Respectfully submitted,

STEVENS & LEE, P.C.

By:__ /s/ Elliott J. Stein

Elliott J. Stein, Esq.
Princeton Pike Corporate Center
100 Lenox Drive, Suite 200
Lawrenceville, NJ 08648
Tel.: 609.987.7050
Fax: 610.371.8506
ejs@stevenslee.com

Attorneys for The Village Voice, LLC
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CERTIFICATE OF SERVICE

I, Elliott J. Stein, certify that a true and correct copy of the foregoing THE VILLAGE
VOICE’S: (i) REPLY IN FURTHER SUPPORT OF ITS MOTION FOR LEAVE TO FILE AN
AMENDED COUNTERCLAIM AND CONSOLIDATE RELATED PROCEEDINGS; AND (ii)
OPPOSITION TO MOTION TO DISMISS AMENDED COUNTERCLAIMS OF NON-USE
AND FRAUD, was served, electronically via the Electronic System for Trademark Trials and

Appeals (“ESSTA”) and via electronic mail upon the following counsel of record:

John J. Dabney

Mary D. Hallerman

MCDERMOTT WILL & EMERY LLP

500 North Capitol Street NW

Washington, DC 20001

jdabney@mwe.com, mhallerman@mwe.com, kbukrinsky@mwe.com,
dciplit@mwe.com, ksandacz@mwe.com

Date: November 22, 2017 /s/ Elliott J. Stein
Elliott J. Stein
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