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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 
The Marshall Tucker Band, Inc., 
 

Petitioner, 
 
  v. 
 
M T Industries, Inc.,  
 

Registrant. 

) 
) 
) 
) 
) 
) 
) 
) 
) 
) 

Cancellation No.: 92065794  
Registration Nos.: 4616427, 4616428 
 
Mark:  

THE MARSHALL TUCKER BAND 
 
 
 

 )  
 

�5�(�*�,�6�7�5�$�1�7�¶�6��NOTICE OF FILING TESTIMONY  

BY DECLARATION PURSUANT TO 27 C.F.R. § 2.123 

 Registrant hereby gives notice to Petitioner in the above identified Cancellation 

�3�U�R�F�H�H�G�L�Q�J���W�K�D�W���5�H�J�L�V�W�U�D�Q�W���K�D�V���I�L�O�H�G���W�K�H���'�H�F�O�D�U�D�W�L�R�Q���R�I���5�R�Q�D�O�G���5�D�L�Q�H�\�����5�H�J�L�V�W�U�D�Q�W�¶�V��

president and CEO, dated December 17, 2019, with the U.S. Patent and Trademark 

Office, before the Trademark Trial and Appeal Board, of which attached is an exact 

duplicate, including Exhibits Nos 1 through 29. 

 

Date: January 2, 2020  Respectfully submitted, 

 
/Richard L. Albert/ 
 

      Richard L. Albert (Cal. Bar No. 204359) 
      Law Offices of Richard L. Albert 
      4605 Lankershim Blvd., STE 203 
      North Hollywood, CA  91602 
      (818) 752-2776 (Phone) 
      (818) 752-7471 (Fax) 
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rick@albertlawoffices.com 

Attorney for Registrant M T Industries, Inc. 

CERTIFICATE OF SERVICE 

I hereby certify that a true and complete copy of the foregoing  

�5�(�*�,�6�7�5�$�1�7�¶�6��NOTICE OF FILING TESTIMONY  
BY DECLARATION PURSUANT TO 27 C.F.R. § 2.123 

has been served on SARAH S. BROOKS, ESQ. by forwarding said copy via email to: 

SSBrooks@Venable.com 

Signature:  /Richard L. Albert/ 

Date:  January 2, 2020 

mailto:rick@albertlawoffices.com


DECLARATION OF RONALD RAINEY 

I, Ronald Rainey, declare under penalties of perjury of the United States of 

America that the following statements contained in this declaration are true and correct of 

my own personal knowledge, and are believed by me to be true. 

1. I am the president of Registrant, �0�7���,�Q�G�X�V�W�U�L�H�V�����,�Q�F�������³�0�7�,�´ or

�³�5�H�J�L�V�W�U�D�Q�W�´) and the sole officer.  I have testified in these proceedings as the person 

�P�R�V�W���N�Q�R�Z�O�H�G�J�H�D�E�O�H���D�W���0�7�,�����D�Q�G���,���D�P���W�K�H���F�X�V�W�R�G�L�D�Q���R�I���0�7�,�¶�V���E�X�V�L�Q�H�V�V���U�H�F�R�U�G�V��  All the 

files ci�W�H�G���L�Q���W�K�H���'�H�F�O�D�U�D�W�L�R�Q���D�V���R�E�W�D�L�Q�H�G���I�U�R�P���5�H�J�L�V�W�U�D�Q�W�¶�V���%�X�V�L�Q�H�V�V���I�L�O�H�V���Z�H�U�H���N�H�S�W���D�Q�G��

�P�D�L�Q�W�D�L�Q�H�G���L�Q���W�K�H���E�X�V�L�Q�H�V�V���I�L�O�H�V���L�Q���5�H�J�L�V�W�U�D�Q�W�¶�V���Q�R�U�P�D�O���F�R�X�U�V�H���R�I���E�X�V�L�Q�H�V�V�� 

2. I have been president of MTI since May 23, 2000, and currently own 80%

of the shares of stock in MTI, which I purchased from the original band members of The 

Marshall Tucker Band ���W�K�H���³B�D�Q�G�´�� beginning in or about 1999. 

3. The remaining 20% of shares of stock in MTI is owned by Harold Douglas

�*�U�D�\���D�N�D���'�R�X�J���*�U�D�\�����³�*�U�D�\�´������who is also the sole shareholder, owner and officer of 

Petitioner, The �0�D�U�V�K�D�O�O���7�X�F�N�H�U���%�D�Q�G�����,�Q�F�������³�3�H�W�L�W�L�R�Q�H�U�´���R�U���³�0�7�%�´���� 

4. I am also president of Ron Rainey Management, Inc. ���³�5�5�0�´��, a music

artists management company, and as a manager I managed certain aspects of MTB�¶�V��

business.   

5. Beginning around 1991, I managed Petitioner MTB through RRM and

�R�Y�H�U�V�D�Z���D�O�O���R�I���0�7�%�¶�V business, making live performance bookings for the Band in 

conjunction with various talent agencies, and servicing those performances.  MTB did not 
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engage in any business connected with the manufacture, license, distribution of recorded 

�P�X�V�L�F���Z�K�L�O�H���,���P�D�Q�D�J�H�G���W�K�H���F�R�P�S�D�Q�\�����D�Q�G���E�D�V�H�G���X�S�R�Q���P�\���N�Q�R�Z�O�H�G�J�H���R�I���0�7�%�¶�V���E�X�V�L�Q�H�V�V��

and the business dealings I had with the various Marshall Tucker Band musicians, and 

attorneys, MTB never was engaged the manufacture, license, distribution of recorded 

music.  I negotiated, and MTB entered into hundreds of live performance contracts which 

I oversaw while I managed the company, but none of those contracts involved music 

recordings.  RRM stopped managing MTB in the summer of 2016.   

6. I was named president of MTI by its board of directors on or about May 23, 

2000, and I have served continuously in that position through the present.  

7. Shortly after being appointed president of MTI, �0�7�,�¶�V counsel Ken Kraus 

���³�.�U�D�X�V�´�� �G�H�O�L�Y�H�U�H�G���5�H�J�L�V�W�U�D�Q�W�¶�V���E�X�V�L�Q�H�V�V���I�L�O�H�V to MTI �¶�V���R�I�I�L�F�H���W�K�D�W���L�W shared with RRM in 

Beverly Hills, California.  Since then, I have maintained custody over those files and 

subsequent business files for Registrant.  The fil�H�V���D�U�H���N�H�S�W���L�Q���0�7�,�¶�V���R�I�I�L�F�H�V���L�Q���%�H�Y�H�U�O�\��

Hills, and older files kept in locked, local off-site storage that I have access and control 

over.   

8. In �5�H�J�L�V�W�U�D�Q�W�¶�V���Q�R�U�P�D�O���F�R�X�U�V�H���R�I��business, I often refer to the older files to 

review former deals, licenses and correspondence for issues such as expiration dates or 

terms.  �7�K�H���I�L�O�H�V���F�R�Q�W�D�L�Q���5�H�J�L�V�W�U�D�Q�W�¶�V���F�R�Q�W�U�D�F�W�V���I�U�R�P���L�W�V���L�Q�F�H�S�W�L�R�Q����financial records, legal 

files, as well as various correspondence and the artwork of advertising and promotional 

materials using the Ma�U�N�V���W�K�D�W���D�U�H���W�K�H���V�X�E�M�H�F�W���R�I���W�K�H�V�H���S�U�R�F�H�H�G�L�Q�J�V�����³�7�K�H���0�D�U�V�K�D�O�O��

�7�X�F�N�H�U���%�D�Q�G�´���O�R�J�R�W�\�S�H�����U�H�J�L�V�W�U�D�W�L�R�Q���1�R�����������������������³�/�R�J�R���0�D�U�N�´�����D�Q�G���W�K�H���³�0�D�U�V�K�D�O�O��

�7�X�F�N�H�U���%�D�Q�G�´���Z�R�U�G���P�D�U�N�����U�H�J�L�V�W�U�D�W�L�R�Q���1�R�����������������������³�:�R�U�G���0�D�U�N�´, collectively the 
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�³�0�D�U�N�V�´). 

9. I have been professionally involved in the music industry since January, 

1969, and before and/or during my involvement with Registrant, I have personally 

known, negotiated, and done business with most of the principals, top executives and 

companies that have done business with Registrant, including Phil Walden who ran 

Capricorn Records, Inc. and No Exit Music Company, Inc. �Z�K�L�F�K���Z�H�U�H���W�K�H���%�D�Q�G�¶�V���I�L�U�V�W��

record company described below, Warner Bros Records, Inc., Dominion Entertainment, 

Inc. which did business and released �5�H�J�L�V�W�U�D�Q�W�¶�V���D�O�E�X�P�V��as K-Tel Records, Shout! 

Factory, LLC, Red Distribution, LLC, a division of Sony Music Entertainment, now 

�N�Q�R�Z�Q���D�V���³�7�K�H���2�U�F�K�D�U�G�´�����8�Q�L�Y�H�U�V�D�O���0�X�V�L�F Group, and many others. 

10. �$�V���5�H�J�L�V�W�U�D�Q�W�¶�V���S�U�H�V�L�G�H�Q�W�����, negotiated �5�H�J�L�V�W�U�D�Q�W�¶�V���Q�X�P�H�U�R�X�V licenses and 

contract agreements for the sale, distribution and performance of recorded music 

performed by the Band members, under the name The Marshall Tucker Band, and 

oversaw distribution of those recorded songs and record albums, all bearing the Logo 

Mark and/or Word Mark on the packaging, through various prominent record companies, 

such as Warner Bros. Records, K-Tel Dominion, Shout! Factory, Sony Music 

Entertainment through its Red Distribution, LLC, The Orchard, and others described 

below, and made collections of license fees, royalties and sales proceeds arising from 

�H�[�S�O�R�L�W�D�W�L�R�Q���R�I���W�K�H���%�D�Q�G�¶�V���U�H�F�R�U�G�H�G���P�X�V�L�F in all media.  Since as early as 1980, 

Registrant had not less than ten different long-playing music albums bearing the Word 

Mark or Logo Mark continuously being distributed for public sale by an established 

record company throughout the United States.  At the time Registrant filed its two 
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trademark applications with the USPTO for the Marks in December 2013, it had 

approximately 20 record albums comprising approximately 200 separate song masters in 

active sale to the U.S. public bearing the Marks under �5�H�J�L�V�W�U�D�Q�W�¶�V��license and oversight.  

11. The Band, whose recorded music songs and albums have become

recognized by the Word Mark and Logo Mark, was formed in or about 1972 by the 

following six individual musicians �± Toy Caldwell, his brother Tommy Caldwell, George 

�0�F�&�R�U�N�O�H�����-�H�U�U�\���(�X�E�D�Q�N�V�����3�D�X�O���5�L�G�G�O�H�����D�Q�G���*�U�D�\�����W�K�H���³Bandmembers�´��������There never 

was a Bandmember, manager, musician, or other person associated with the Band named 

�³�0�D�U�V�K�D�O�O���7�X�F�N�H�U���´���D�Q�G���W�K�H�U�H���D�U�H���V�H�Y�H�U�D�O��unverified stories how the Bandmembers, in or 

about 1972, decided to adopt the name Marshall Tucker Band as the name of the Band.   

12. In or about June 19, 1972, the individual Bandmembers signed �W�K�H���%�D�Q�G�¶�V

first music recording agreement with �1�R���(�[�L�W���0�X�V�L�F�����,�Q�F�������³�1�R���(�[�L�W�´��, a record company 

that distributed phonograph record albums through its affiliated company Capricorn 

Records, Inc. ���³�&�D�S�U�L�F�R�U�Q���5�H�F�R�U�G�V�´�����F�R�O�O�H�F�W�L�Y�H�O�\���³�&�D�S�U�L�F�R�U�Q���1�R���(�[�L�W�´����  Before then they 

�K�D�G���Q�R�W���U�H�F�R�U�G�H�G���D�Q�G���U�H�O�H�D�V�H�G���D�Q�\���R�I���W�K�H���%�D�Q�G�¶�V���P�X�V�L�F���I�R�U���V�D�O�H���W�R���W�K�H���S�X�E�O�L�F�������3�H�W�L�W�L�R�Q�H�U��

MTB was not a party to that agreement, nor the extensions and amendments to the 

Capricorn/No Exit Agreements subsequently made, or any other agreement concerning 

�H�[�S�O�R�L�W�D�W�L�R�Q���R�I���W�K�H���%�D�Q�G�¶�V���U�H�F�R�U�G�H�G���P�X�V�L�F��  A true and correct copy of the June 19, 1972 

No Exit recording agreement �I�U�R�P���5�H�J�L�V�W�U�D�Q�W�¶�V���E�X�V�L�Q�H�V�V���I�L�O�H�V is attached hereto as 

�(�[�K�L�E�L�W���³���´.  I recognize �*�U�D�\�¶�V���D�Q�G���3�D�X�O���5�L�G�G�O�H�¶�V���V�L�J�Q�D�W�X�U�H���R�Q���W�K�L�V���G�R�F�X�P�H�Q�W�� 

13. The 1972 No Exit recording agreement was replaced by a new recording

agreement, made on or about July 1, 1974 between the Bandmembers and No Exit and 



5 

its affiliate Capricorn Records.   A true and correct copy of the July 1, 1974 No Exit 

recording agreement �I�U�R�P���5�H�J�L�V�W�U�D�Q�W�¶�V���E�X�V�L�Q�H�V�V���I�L�O�H�V��is attached hereto as �(�[�K�L�E�L�W���³���´.  I 

recognize �*�U�D�\�¶�V���D�Q�G���3�D�X�O���5�L�G�G�O�H�¶�V���V�L�J�Q�D�W�X�U�H���R�Q this document.  

14. As described below, Capricorn/No Exit began recording, manufacturing,

releasing and distributing the Band�¶s music albums as phonograph record albums for sale 

to the public throughout the United States using Word Mark on the album packaging 

almost immediately, and Capricorn/No Exit designed the Logo Mark for the packaging 

�W�K�D�W���Z�D�V���I�L�U�V�W���X�V�H�G���R�Q���W�K�H���³�&�D�U�R�O�L�Q�D���'�U�H�D�P�V�´���U�H�F�R�U�G���D�Obum that it released in 1977.  I 

�U�H�F�R�J�Q�L�]�H���W�K�H���%�D�Q�G�P�H�P�E�H�U�V�¶���V�L�J�Q�D�W�X�U�H�V���R�Q���W�K�H�V�H���G�R�F�X�P�H�Q�W�V, which �Z�H�U�H���N�H�S�W���L�Q���0�7�,�¶�V��

business files.  �$�V���D���U�H�V�X�O�W���R�I���W�K�H���P�D�Q�\���G�R�F�X�P�H�Q�W�V���L�Q���5�H�J�L�V�W�U�D�Q�W�¶�V���E�X�V�L�Q�H�V�V���I�L�O�H�V���,���K�D�Y�H��

�V�H�H�Q�����J�R�L�Q�J���E�D�F�N���W�R�������������E�H�D�U�L�Q�J���W�K�H���%�D�Q�G�P�H�P�E�H�U�V�¶���Vignatures, I can usually recognize 

�H�D�F�K���%�D�Q�G�P�H�P�E�H�U�¶�V���V�L�J�Q�D�W�X�U�H�����D�Q�G��many were �V�L�J�Q�H�G���U�H�F�H�Q�W�O�\���Z�K�L�O�H���,���Z�D�V���5�H�J�L�V�W�U�D�Q�W�¶�V��

president. 

15. These agreements were extended in writing by the Bandmembers in 1978

and supplemented, which documents were kept �L�Q���0�7�,�¶�V���E�X�V�Lness files in its normal 

course of business. 

16. According to �3�H�W�L�W�L�R�Q�H�U�¶�V Articles of Incorporation filed in South Carolina,

the Bandmembers individually formed Petitioner MTB on or about January 15, 1974 as a 

South Carolina corporation, with each member an equal shareholder.  Petitioner 

acknowledges this date in its pleadings.  A true and correct copy of Petitioner�¶�V���$�U�W�L�F�O�H�V��

of Incorporation obtained from the South Carolina public files is attached hereto as 

�(�[�K�L�E�L�W���³3� .́  



6 

17. It is notable that while MTB was formed on January 15, 1974, that the new

July 1, 1974 recording �D�J�U�H�H�P�H�Q�W���Z�L�W�K���1�R���(�[�L�W���&�D�S�U�L�F�R�U�Q���I�R�U���W�K�H���%�D�Q�G�¶�V���P�X�V�L�F��

recordings was not made with MTB, but instead was made with the individual 

Bandmembers who in 1978 formed Registrant MTI to assume all future recording 

contracts. 

18. �$�F�F�R�U�G�L�Q�J���W�R���5�H�J�L�V�W�U�D�Q�W�¶�V���$�U�W�L�F�O�H�V���R�I���,�Q�F�R�U�S�R�U�D�W�L�R�Q�����W�K�H���%�D�Q�G�P�H�P�E�H�U�V

individually formed Registrant MTI in 1978 as a South Carolina corporation, with each 

member an equal shareholder.  A true and correct copy of Registrant�¶�V���$�U�W�L�F�O�H�V���R�I��

Incorporation obtained from the South Carolina public files is attached hereto as Exhibit 

�³4� .́ 

19. As soon as Registrant was formed, the individual Bandmembers ceased

doing business as individuals with Capricorn/No Exit or any of the record companies that 

came afterwards.  Registrant MTI executed the amendments or extensions of the 

Capricorn/No Exit Agreement.   

20. On or about November 8, 1978, Registrant signed a record deal with

Warner Bros. �5�H�F�R�U�G�V�����,�Q�F�������³�:�D�U�Q�H�U���5�H�F�R�U�G�V�´�� to record six new records which were 

distributed by Warner Records.  As stated above, MTB was not a party to this or any 

other record �D�O�E�X�P���G�L�V�W�U�L�E�X�W�L�R�Q���F�R�Q�W�U�D�F�W���R�I���W�K�H���%�D�Q�G�¶�V���P�X�V�L�F���U�H�F�R�U�G�L�Q�J�V������A true and 

correct copy of the Warner Records contract from �5�H�J�L�V�W�U�D�Q�W�¶�V��business files are attached 

hereto as �(�[�K�L�E�L�W���³5� .́  I recognize �*�U�D�\�¶�V���D�Q�G���3�D�X�O���5�L�G�G�O�H�¶�V���V�L�J�Q�D�W�X�U�H���R�Q���W�K�H���O�D�V�W���S�D�J�H���R�I��

this document. 

21. Around that time, a dispute arose between the bandmembers and
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Capricorn/No Exit over the November 17, 1977 extension of the Capricorn/No Exit 

music recording agreements, which was settled by written agreement with Capricorn/No 

Exit by Registrant MTI in place of the individual Bandmembers, who made the 

underlying Capricorn/No Exit agreements before MTI was formed.  A true and correct 

copy of the February 8, 1979 Capricorn/No Exit settlement agreement �I�U�R�P���5�H�J�L�V�W�U�D�Q�W�¶�V��

business files is attached hereto as �(�[�K�L�E�L�W���³6�´��  I recognize �*�U�D�\�¶�V���D�Q�G���3�D�X�O���5�L�G�G�O�H�¶�V��

signature on this document. 

22. The lawsuit was initiated by the individual Bandmembers around January 

24, 1978, after Petitioner was formed as a business entity in 1974, but before Registrant 

was formed on February 13, 1978.  However, the settlement agreement of that litigation 

was made by Registrant MTI, not the individual Bandmembers in 1979.  A true and 

�F�R�U�U�H�F�W���F�R�S�\���R�I���W�K�H���-�D�Q�X�D�U�\���������������������V�X�P�P�R�Q�V���R�I���W�K�H���%�D�Q�G�P�H�P�E�H�U�V�¶���O�D�Z�V�X�L�W���D�J�D�L�Q�V�W��

Ca�S�U�L�F�R�U�Q���1�R���(�[�L�W���I�U�R�P���5�H�J�L�V�W�U�D�Q�W�¶�V���E�X�V�L�Q�H�V�V���I�L�O�H�V���L�V���D�W�W�D�F�K�H�G���K�H�U�H�W�R���D�V���(�[�K�L�E�L�W���³7�´�� 

23. The individual Bandmembers, and not MTB, were Registrant MTI�¶�V��

predecessors in interest in the use of the Marks on music recordings.  I believed this when 

Registrant obtained the registrations that are challenged in these proceedings, and believe 

that today.  As described below, �5�H�J�L�V�W�U�D�Q�W���S�X�U�F�K�D�V�H�G���D�O�O���R�I���&�D�S�U�L�F�L�R�U�Q���1�R���(�[�L�W�¶�V���U�L�J�K�W����

title and interests in the recording contracts, rights and property that Capricorn/No Exit 

h�D�G���L�Q���F�R�Q�Q�H�F�W�L�R�Q���Z�L�W�K���W�K�H���%�D�Q�G���D�Q�G���L�W�V���P�X�V�L�F�����L�Q�F�O�X�G�L�Q�J���W�K�H���³�&�D�U�R�O�L�Q�D���'�U�H�D�P�V�´���D�U�W�Z�R�U�N��

that first used the Logo Mark, so to the extent Capricorn/No Exit may have established 

trademark rights to the Marks, I believed and still believe Capricorn/No Exit also was 

�5�H�J�L�V�W�U�D�Q�W�¶�V���S�U�H�G�H�F�H�V�V�R�U���L�Q���L�Q�W�H�U�H�V�W in the use of the Marks on recorded music, since after 
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�������������5�H�J�L�V�W�U�D�Q�W���D�V�V�X�P�H�G���R�Z�Q�H�U�V�K�L�S���D�Q�G���F�R�Q�W�U�R�O���R�Y�H�U���D�O�O���R�I���&�D�S�U�L�F�R�U�Q�¶�V���L�Q�W�H�U�H�V�W�V���L�Q���W�K�H��

Band �L�Q�F�O�X�G�L�Q�J���W�K�H���P�X�V�L�F���U�H�F�R�U�G�L�Q�J�V���W�K�D�W���D�U�H���5�H�J�L�V�W�U�D�Q�W�¶�V���S�U�R�G�X�F�W�V.  

24. Beginning in 1978, and thereafter, Registrant collected all revenues and 

�U�R�\�D�O�W�L�H�V���G�H�U�L�Y�H�G���I�U�R�P���W�K�H���H�[�S�O�R�L�W�D�W�L�R�Q���R�I���W�K�H���%�D�Q�G�¶�V���P�X�V�L�F���U�H�F�R�U�G�L�Q�J�V����renewed licenses 

and made new license agreements for recordings subsequently performed by the Band.  

Registrant �G�L�G���Q�R�W���Q�H�H�G���R�U���V�H�H�N���0�7�%�¶�V �R�U���D�Q�\���R�W�K�H�U���S�D�U�W�\�¶�V approval to engage in such 

conduct, and other than the 1984 Letter Agreement �D�W�W�D�F�K�H�G���D�V���D�Q���H�[�K�L�E�L�W���W�R���3�H�W�L�W�L�R�Q�H�U�¶�V��

Petition, I know of no contract, license or agreement signed by Petitioner and Registrant 

jointly (other than stipulations in the recent litigation between the companies). 

25. On June 12, 2018, I attended the deposition taken of Harold Douglas Gray 

in these proceedings.  Gray gave testimony both individually and as �3�H�W�L�W�L�R�Q�H�U�¶�V���S�H�U�V�R�Q��

most knowledgeable, and was during all relevant times �5�H�J�L�V�W�U�D�Q�W�¶�V���V�K�D�U�H�K�R�O�G�H�U���R�I����������

�R�I���0�7�,�¶�V���V�W�R�F�N ���³�*�U�D�\���'�H�S���´��.   

26. It is my belief, understanding, and by this quoted and cited passage from 

�*�U�D�\�¶�V���'�H�S�R�V�L�W�L�R�Q���W�H�V�W�L�P�R�Q�\ (and all �V�X�E�V�H�T�X�H�Q�W���U�H�I�H�U�H�Q�F�H�V���W�R���*�U�D�\�¶�V���'�H�S�R�V�L�W�L�R�Q��

testimony made in this Declaration) my testimony in this Declaration also, that based 

upon the many years of my involvement with the surviving Bandmembers including 

Gray, as well as my interactions with the companies and/or company executives with 

whom Registrant did business, that Gray responded correctly and truthfully to the 

�T�X�H�V�W�L�R�Q�� ��

��
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��

 

 Gray Dep. 30:22 �± 31:9. 

27. Registrant MTI did not manage, arrange or book live performances, or 

collect revenues therefrom.  That is what MTB, independently from MTI, did on behalf 

of the Bandmembers, and is what I oversaw when I was manager of MTB.   

28. MTB did not ever manage, license or distribute recorded music, or collect 

revenues derived therefrom, which is what Registrant MTI exclusively did on behalf of 

the Bandmember/shareholders.  I knew �W�K�L�V���Z�D�V���W�U�X�H���G�X�U�L�Q�J���W�K�H���W�L�P�H���,���Z�D�V���5�H�J�L�V�W�U�D�Q�W�¶�V��

�S�U�H�V�L�G�H�Q�W���E�H�F�D�X�V�H���,���F�R�Q�G�X�F�W�H�G���0�7�,�¶�V���E�X�V�L�Q�H�V�V�����D�Q�G���,���N�Q�H�Z���W�K�L�V���G�X�U�L�Q�J���W�K�H���W�L�P�H���E�H�I�R�U�H���,��

�Z�D�V���S�U�H�V�L�G�H�Q�W�����E�D�V�H�G���X�S�R�Q���P�\���U�H�Y�L�H�Z���R�I���5�H�J�L�V�W�U�D�Q�W�¶�V business records and discussions 

with persons involved with the Ban�G�¶�V��recorded music, including Gray and the various 

record companies that distributed the Band�¶s albums.  

29. Gray affirmed, which is my testimony as well, when he responded to the 

�T�X�H�V�W�L�R�Q��  

��

��

��

Gray Dep. 32:4-10. 

30. Registrant MTI never made payments to Petitioner MTB from its music 

business or anything else while I was �5�H�J�L�V�W�U�D�Q�W�¶�V president, and �I�U�R�P���U�H�Y�L�H�Z���R�I���0�7�,�¶�V��
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business files I have no reason to believe that Registrant ever wrote a check payable to 

MTB before I was president.  As manager of both companies, I saw that each business 

and the business files were kept separate.  When Registrant paid Gray, the amounts were 

payable to him by check in his personal capacity as shareholder of MTI.  

31. Registrant developed or bought music masters of �W�K�H���%�D�Q�G�P�H�P�E�H�U�V�¶��

recordings and packaging artwork used in connection with the public distribution of 

copies of those recordings, to control quality, distribution, and packaging of the recorded 

songs and albums being sold to the public.  A record distributor needed both Registrant�¶�V��

written license and access to the master recordings for it to place the recordings into 

public commerce.  I�����D�V���5�H�J�L�V�W�U�D�Q�W�¶�V���S�U�H�V�L�G�H�Q�W�� personally licensed and oversaw the 

licenses of the �%�D�Q�G�¶�V���U�H�F�R�U�G�H�G��music for commercial manufacture, performance and/or 

distribution in the United States and worldwide.  At the time Registrant filed its 

applications for trademark registrations, and continuing through today, Registrant 

licensed its recorded music albums and songs as phonograph �U�H�F�R�U�G���D�O�E�X�P�V�����&�'�¶�V�����G�L�J�L�W�D�O��

�P�H�G�L�D�����V�W�U�H�D�P�L�Q�J�����'�9�'�¶�V, and other media using the Logotype Mark and Word Mark, 

and had asserted Registrant�¶�V rights against infringers of those recordings, such that Gray 

stated correctly at his deposition, which is also my testimony as well, that ��

 

 

���*�U�D�\���'�H�S������������-9.  He testified 

 

���*�U�D�\���'�H�S������������-11. 
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32. Gray affirmed in his deposition what I knew to be true, because it was

common knowledge between Gray and me for longer than the period I had an ownership 

interest in MTI, that Registrant�¶�V���L�Q�W�H�Q�G�H�G��business practices since its inception in 1978 

and actual business practices were the public exploitation and monetization of the 

Bandmembers music recordings.  It is my testimony in this Declaration as well, when 

Gray responded �W�R���W�K�H���T�X�H�V�W�L�R�Q�� ��

 

��

��

��

��

���*�U�D�\���'�H�S����45:16 �± 46:4. 

33. Registrant sometimes licensed its masters it intended to be distributed to the

public to Marshall Tucker Entertainment, Inc.�¶�V���G�E�D���5�D�P�E�O�L�Q�¶���5�H�F�R�U�G�V���D�V���L�W�V���S�U�L�Y�D�W�H��

record company label, which in turn licensed the albums for release through Shout! 

Factory or a few other distributers, but MTI maintained control over the Marks, 

packaging, and the masters, and received credit as licensor.  Marshall Tucker 

�(�Q�W�H�U�W�D�L�Q�P�H�Q�W�����,�Q�F�������³�0�7�(�´�����Z�D�V���D�Q�G���L�V���D���V�H�S�D�U�D�W�H���&�D�O�L�I�R�U�Q�L�D���F�R�U�S�R�U�D�W�L�R�Q���I�R�U�P�H�G���L�Q��

1997, and was not affiliated with Petitioner.  Since its inception, I have been the President 

of MTE, one of its two board members, and have owned 50% of its stock.  MTE does not 

have and never had any involvement with MTB.  A true and correct copy of the Ju�Q�H 25, 

2003 MTI-MTE Agreement regarding license to Shout! Factory, LLC using the 
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�³�5�D�P�E�O�L�Q�¶���5�H�F�R�U�G�V�´���Q�D�P�H, which Gray and I signed, �I�U�R�P���5�H�J�L�V�W�U�D�Q�W�¶�V���E�X�V�L�Q�H�V�V���I�L�O�H�V��is 

attached hereto as �(�[�K�L�E�L�W���³8� .́ 

34. From 1978 through around 1984 the Bandmembers each owned an equal 

share of the stock of Petitioner MTB, and the Bandmembers also each owned an equal 

share of the stock of Registrant MTI.  That changed in 1984 as to Petitioner MTB only, 

when the Bandmembers decided to disband the Marshall Tucker Band and cease 

performing as a group.  According to the 1984 Letter Agreement, all but two 

Bandmembers sold their entire interest in MTB back to that company.  However, all five 

Bandmembers expressly desired to continue their equal ownership of stock in MTI, and 

they agreed in the 1984 Letter Agreement that MTI would continue to do business as it 

had been doing since its inception, which was exploiting the �%�D�Q�G�¶�V��music albums and 

distributing royalty collections it made from licenses and new record company 

distribution deals. 

35. I know these facts because I have personally gotten to know the surviving 

Bandmembers at least as long as 1992.  I purchased the outstanding shares from all the 

remaining shareholders or estates of deceased shareholders well after 1984, except from 

Gray, and the purchase price of the stock was determined by the then current revenues 

MTI received from exploiting the �%�D�Q�G�¶�V���U�H�F�R�U�G�H�G���P�X�V�L�F�����D�Q�G���L�Q���S�D�U�W�����L�Q���U�H�O�L�D�Q�F�H���X�S�R�Q��

�0�7�,�¶�V���H�[�S�H�F�W�H�G���I�X�W�X�U�H���U�H�Y�H�Q�X�H�V���G�H�U�L�Y�H�G���I�U�R�P���V�D�O�H�V���R�I���W�K�H���E�D�Q�G�¶�V���U�H�F�R�U�G�H�G���P�X�V�L�F������MTI 

continued to conduct business after 1984 as it had conducted business before 1984. 

36. In or about 1980, Tommy Caldwell died in an automobile accident, and on 

or about March 28, 1982, MTI purchased back his shares of stock in MTI  from the Estate 
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of Thomas M. Caldwell, which shares were retired, leaving five Bandmembers, each 

owning 20% of the outstanding company stock. 

37. On December 31, 1999 I bought Bandmember Paul Riddle�¶�V�����������V�K�D�U�H�V���R�I 

stock of MTI. 

38. On December 31, 1999 I bought Jerry Eubanks�¶�����������V�K�D�U�H�V���R�I stock of 

MTI . 

39. �6�K�R�U�W�O�\���D�I�W�H�U���W�K�H�V�H���S�X�U�F�K�D�V�H�V�����L�Q�������������,���Z�D�V���H�O�H�F�W�H�G���5�H�J�L�V�W�U�D�Q�W�¶�V���S�U�H�V�L�G�H�Q�W��

in a Board of Directors meeting. 

40. On December 31, 2000 I bought the 20% shares of stock of MTI previously 

owned by Toy Caldwell, who by then was deceased, from his estate. 

41. On December 13, 2003 I bought George �0�F�&�R�U�N�O�H�¶�V��20% shares of stock 

of MTI . 

42. After those purchases, I owned 80% of Registrant MTI, and Gray continued 

to own 20% of the �5�H�J�L�V�W�U�D�Q�W�¶�V stock.  Gray still was a member of �0�7�,�¶�V Board of 

Directors for as long as I was President�����D�Q�G���D�W�W�H�Q�G�V���W�K�H���F�R�P�S�D�Q�\�¶�V���E�R�D�U�G���P�H�H�W�L�Q�J�V�������+�H��

also served as �0�7�,�¶�V���V�H�F�U�H�W�D�U�\���I�U�R�P around May 23, 2000 to November 28, 2017, while I 

was �5�H�J�L�V�W�U�D�Q�W�¶�V��president.  �%�D�Q�G�P�H�P�E�H�U���3�D�X�O���5�L�G�G�O�H���Z�D�V���5�H�J�L�V�W�U�D�Q�W�¶�V���S�U�H�V�L�G�H�Q�W���E�H�I�R�U�H���,��

was appointed to that position. 

43. According to the Petition in these proceedings, �3�H�W�L�W�L�R�Q�H�U�¶�V���V�R�O�H���R�Z�Q�H�U���D�Q�G��

president is and has been Douglas Gray, even while he was a 20% shareholder of 

Registrant MTI, serving as one of �0�7�,�¶�V five board members.  Gray, as a shareholder, 

was personally paid, and still is paid 20% of the net profits that Registrant makes from its 
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exploita�W�L�R�Q���R�I���W�K�H���%�D�Q�G�¶�V���U�H�F�R�U�G�H�G���P�X�V�L�F��using the Marks.  MTI has not and does not 

have any obligations to Petitioner, The Marshall Tucker Band, Inc. under any contract, 

agreement, or other arrangement, regarding its exploitation of the recorded music record 

albums it owns and licenses, and Petitioner MTB does not and never has exercised any 

dominion nor control over MTI or its business partners. 

44. Gray, by his own volition, chose to not be involved in the day-to-day 

operations or administrative tasks of running Registrant and its business, although I spoke 

with him �D�O�P�R�V�W���G�D�L�O�\���I�R�U���D�S�S�U�R�[�L�P�D�W�H�O�\���W�Z�H�Q�W�\���\�H�D�U�V�����H�Y�H�Q���Z�K�L�O�H���*�U�D�\���Z�D�V���³�R�Q���W�K�H��

�U�R�D�G�´���E�H�W�Z�H�H�Q���S�H�U�I�R�U�P�D�Q�F�H�V��  We were friends as well as business colleagues.  He was 

informed of the big or material licenses MTI did, or when MTI changed record company 

distributors, or put together a new album for release, but he left the day-to-day tasks of 

normal business operations, such as renewal of corporate papers, preparation of tax 

filings, collection of royalties, payments of business taxes, negotiation of business deals, 

and other things like that which he had no interest in, �I�R�U���P�H���W�R���G�R���D�V���5�H�J�L�V�W�U�D�Q�W�¶�V��

president.   

45. Gray was happy with the way things were run as a shareholder and officer 

of MTI.  Gray expressed that sentiment to me often, and at his deposition, when asked 

��

���*�U�D�\���'�H�S����������������-20 (Attny objection to 

form of question). 

46. My relationship with Gray changed abruptly, by his own choosing, after 

MTB�¶�V���D�W�W�R�U�Q�H�\���(�O�O�H�Q���&�K�H�H�N filed three trademark applications for Petitioner without my 
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knowledge, seeking USPTO registrations of the Word Mark and Logo Mark, including an 

application based on �3�H�W�L�W�L�R�Q�H�U�¶�V���D�O�O�H�J�H�G use of the Marks on digital music recordings, 

application serial number 86386828, that Registrant MTI historically and currently was in 

business manufacturing, licensing and distributing.  Cheek also signed and filed 

�3�H�W�L�W�L�R�Q�H�U�¶�V��applications serial numbers 86386613, 86386762, for use of the Marks on 

other categories of goods and services that MTI has no involvement.  Petitioner MTB 

fil ed all three applications in or about September 2014, well after Registrant filed its two 

applications for trademark registrations in 2013 that are the subject of these proceedings.   

47. The albums recorded by Capricorn/No Exit sold very well, earning RIAA 

�³�*�R�O�G���$�O�E�X�P�´���V�W�D�W�X�V���I�R�U���U�H�P�D�U�N�D�E�O�H���V�D�O�H�V�������$�O�O���W�K�H���D�O�E�X�P�V���D�Q�G���V�R�Q�J�V��have been 

continuously sold and distributed under license from MTI since at least as early as 1979, 

�Z�L�W�K�R�X�W���L�Q�W�H�U�U�X�S�W�L�R�Q�����D�Q�G���D�W���W�K�H���W�L�P�H���5�H�J�L�V�W�U�D�Q�W�¶�V���W�Z�R���D�S�S�O�L�F�D�W�L�R�Q�V���I�R�U���8�6�3�7�2���W�U�D�G�H�P�D�U�N��

registration were filed on December 6, 2013, all were being distributed on digital format, 

streaming, along with some on �'�9�'���U�H�F�R�U�G�L�Q�J�V���R�I���W�K�H���%�D�Q�G�¶�V���O�L�Y�H���S�H�U�I�R�U�P�D�Q�F�H�V�����D�Q�G��

some are still manufactured and sold to the public as vinyl phonograph record albums.   

48. The albums recorded by Capricorn/No Exit, and the date of initial public 

release in the United States, and which albums that reached RIAA Gold or Platinum sales 

status are listed below (�W�K�H���³�&�D�S�U�L�F�R�U�Q���$�O�E�X�P�V�´��, along with the album jacket covers 

there were used when the albums were sold to the public, are still in use today on 

�5�H�J�L�V�W�U�D�Q�W�¶�V���S�U�R�G�X�F�W�V��  All album packaging bore the word �P�D�U�N���³�0�D�U�V�K�D�O�O���7�X�F�N�H�U���%�D�Q�G�´��

�D�Q�G���V�R�P�H���E�R�U�H���W�K�H���O�R�J�R�W�\�S�H���P�D�U�N���³�7�K�H���0�D�U�V�K�D�O�O���7�X�F�N�H�U���%�D�Q�G��  Copies of the covers are 

also attached hereto as Exhibit �³��� .́ 
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ALBUM TITLE RELEASE  
DATE 

RIAA RATED ALBUM JACKET 

THE MARSHALL  
TUCKER BAND 

1973 GOLD 

 

A NEW LIFE 1974 GOLD 

 

WHERE WE ALL  
BELONG 

1974 GOLD 

 

https://www.marshalltucker.com/description?albumId=26
https://www.marshalltucker.com/description?albumId=40
https://www.marshalltucker.com/description?albumId=41
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�6�(�$�5�&�+�,�1�¶���)�2�5���$ 
RAINBOW 

1975 GOLD 

 

LONG HARD RIDE 1976  

 

CAROLINA DREAMS 1977 PLATINUM 

 

TOGETHER FOREVER 1978 GOLD 

 

https://www.marshalltucker.com/description?albumId=42
https://www.marshalltucker.com/description?albumId=43
https://www.marshalltucker.com/description?albumId=44
https://www.marshalltucker.com/description?albumId=45
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GREATEST HITS 1978 Platinum 

 

49. A Gold record is a single or album that managed to sell 500,000 units 

(records, tapes or compact discs).  According to the Recording Industry 

Association of America, its Gold Record sales certification program began in 1958 

( https://www.riaa.com/gold-platinum/story/ ).  Originally, the requirement for a 

Gold album represented $1 million in sales.  (Adam White (1990) The Billboard 

Book of Gold & Platinum Records. Billboard Books. p.viii. ISBN 978-

0711921962.)  In 1975, an additional requirement was added that 500,000 units 

must be sold to be a Gold Record certified album. ( http://www.riaa.com/wp-

content/uploads/2017/06/ALBUM-AWARD-RIAA-AND-GRF-

CERTIFICATION-AUDIT-REQUIREMENTS.pdf ). 

50. �$�I�W�H�U���W�K�H���³�&�D�U�R�O�L�Q�D���'�U�H�D�P�V�´��album release introduced the public to the 

Logo Mark, MTI endeavored to use that Mark on subsequent music album packaging.  

The album credits of the �³�&�D�U�R�O�L�Q�D���'�U�H�D�P�V�´��album packaging, as well as appearing on 

the original record packaging �D�U�W�Z�R�U�N���I�U�R�P���5�H�J�L�V�W�U�D�Q�W�¶�V���E�X�V�L�Q�H�V�V���I�L�O�H�V�����V�K�R�Z���W�K�D�W��

Capricorn Records, Inc. owned the copyright in the art, as of 1977 as noticed on page 3 of 

https://www.riaa.com/gold-platinum/story/
https://archive.org/details/billboardbookofg00whit
https://archive.org/details/billboardbookofg00whit
https://en.wikipedia.org/wiki/International_Standard_Book_Number
https://en.wikipedia.org/wiki/Special:BookSources/978-0711921962
https://en.wikipedia.org/wiki/Special:BookSources/978-0711921962
http://www.riaa.com/wp-content/uploads/2017/06/ALBUM-AWARD-RIAA-AND-GRF-CERTIFICATION-AUDIT-REQUIREMENTS.pdf
http://www.riaa.com/wp-content/uploads/2017/06/ALBUM-AWARD-RIAA-AND-GRF-CERTIFICATION-AUDIT-REQUIREMENTS.pdf
http://www.riaa.com/wp-content/uploads/2017/06/ALBUM-AWARD-RIAA-AND-GRF-CERTIFICATION-AUDIT-REQUIREMENTS.pdf
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the packaging, and that Bill Frank created the hand lettering on that packaging artwork.  

As described in more detail below, Registrant purchased the copyright, physical artwork, 

and all contractual rights to this packaging art in 1980.  A true and correct copy of the 

original Carolina Dreams packaging, from the Carolina Dreams record album that I 

personally obtained in or about 1977 when it was first released, is attached hereto as 

�(�[�K�L�E�L�W���³10�´�� 

51. On or about November 21, 1979, Capricorn Records Inc. and No Exit 

Music Company, Inc. filed for bankruptcy in United States Bankruptcy Court, Middle 

District of Georgia, Macon Division, and the record album masters recorded by the 

Bandmembers, packaging artwork, intellectual property, contract rights and all related 

property were affirmed by the Bankruptcy Court as owned by Polygram Corporation, 

pursuant to a reorganization plan filed with the Court on July 28, 1980. 

52. On or about �2�F�W�R�E�H�U�����������������������Z�L�W�K���W�K�H���%�D�Q�N�U�X�S�W�F�\���&�R�X�U�W�¶�V���V�X�S�H�U�Y�L�V�L�R�Q��

and approval, Registrant purchased from Polygram Corporation the entire right, title and 

interest, free of encumbrances, in and to 1) all the master audio tape recordings made of 

the Band pursuant to the Capricorn and No Exit contracts, amendments and extensions 

made with Capricorn or No Exit in connection with those recordings, 2) all packaging, 

artwork and promotional materials made in connection with the music albums released 

for sale to the public by Capricorn/No Exit, including but not limited to the original 

�U�H�F�R�U�G���D�O�E�X�P���M�D�F�N�H�W���D�U�W�Z�R�U�N���I�R�U���W�K�H���D�O�E�X�P���H�Q�W�L�W�O�H�G���³�&�D�U�R�O�L�Q�D���'�U�H�D�P�V�´���Z�K�L�F�K���E�R�U�H���W�K�H��

Marshall Tucker Band logotype that is the subject of these proceedings; 3) the intellectual 

property rights in and to the masters, artwork, and promotional materials, 4) the record 
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molds (made from the recording masters) from which the vinyl record albums were 

�P�D�Q�X�I�D�F�W�X�U�H�G�����R�U���³�S�U�H�V�V�H�G���´���������D�O�O���X�Q�U�H�O�H�D�V�H�G���U�H�F�R�U�G�L�Q�J�V���D�Q�G���R�X�W�W�D�N�H�V���R�I���W�K�H���%�D�Q�G�����D�Q�G��������

all contract rights that Capricorn and No Exit had regarding the Marshall Tucker Band, 

including its publishing rights in the songs, distribution rights in the masters, and rights 

from any agreements it had with the individual band members or anyone else.  A true and 

�F�R�U�U�H�F�W���F�R�S�\���R�I���W�K�H���S�X�U�F�K�D�V�H���D�J�U�H�H�P�H�Q�W���I�U�R�P���5�H�J�L�V�W�U�D�Q�W�¶�V���E�X�V�L�Q�H�V�V���I�L�O�H�V���L�V���D�W�W�D�F�K�H�G���K�H�U�H�W�R��

as �(�[�K�L�E�L�W���³11� .́  A true and correct copy of the short-form transfer of rights from 

Re�J�L�V�W�U�D�Q�W�¶�V���E�X�V�L�Q�H�V�V���I�L�O�H�V��is attached hereto as �³�(�[�K�L�E�L�W���³�����´��and a true and correct 

copy of the Bill of Sale is attached as �(�[�K�L�E�L�W���³13�´�� 

53. MTB did not participate or have an interest in the purchase, which related 

�W�R���W�K�H���%�D�Q�G�¶�V���P�X�V�L�F���U�H�F�R�U�G�L�Q�J�V���D�Q�G���J�D�Y�H���0�7I complete control over future exploitation 

of the songs and albums it purchased as it saw fit.  

54. In 1978 Registrant entered into an agreement with Warner Bros. to record 

at least six new record albums for public distribution by Warner Bros.  In that agreement, 

�0�7�,���O�L�F�H�Q�V�H�G���W�K�H���X�V�H���R�I���W�K�H���Q�D�P�H���³�7�K�H���0�D�U�V�K�D�O���7�X�F�N�H�U���%�D�Q�G�´���W�R���E�H���X�V�H�G���R�Q���W�K�H��

packaging.  MTI currently controls the continued release of those record albums under 

license, which were being distributed for MTI under license to Sony Music Entertainment 

division Red Distribution, LLC when Registrant filed its trademark applications, and 

currently are being distributed by �6�R�Q�\�¶�V �G�L�Y�L�V�L�R�Q���³The �2�U�F�K�D�U�G�´����A true and correct copy 

of the 1978 Warner Bros �D�J�U�H�H�P�H�Q�W���I�U�R�P���5�H�J�L�V�W�U�D�Q�W�¶�V���E�X�V�L�Q�H�V�V���I�L�O�H�V���L�V���D�W�W�D�F�K�H�G���K�H�U�H�W�R���D�V��

�(�[�K�L�E�L�W���³5�´�� 

55. In 1981 MTI licensed the Capricorn Albums and original packaging shown 
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above to Warner Bros. for continued distribution after Capricorn/No Exit folded.  A true 

and correct copy of the 1981 Warner Bros �D�J�U�H�H�P�H�Q�W���I�U�R�P���5�H�J�L�V�W�U�D�Q�W�¶�V���E�X�V�L�Q�H�V�V���I�L�O�H�V���L�V��

attached hereto as �(�[�K�L�E�L�W���³14� .́  I recognize �*�U�D�\�¶�V���D�Q�G���3�D�X�O���5�L�G�G�O�H�¶�V���V�L�J�Q�D�W�X�U�H���R�Q���W�K�L�V��

document. 

56. In or about December 30, 1987 MTI entered into an agreement with 

Dominion Entertainment, Inc. which did business as K-Tel Records Entertainment�������³�.-

Tel �± �'�R�P�L�Q�L�R�Q�´ �R�U���³�.-�7�H�O�´) licensing the Capricorn Albums and original packaging for 

distribution.  A true and correct copy of the December 30, 1987 K-Tel-Dominion 

�D�J�U�H�H�P�H�Q�W���I�U�R�P���5�H�J�L�V�W�U�D�Q�W�¶�V���E�X�V�L�Q�H�V�V���I�L�O�H�V���L�V���D�W�W�D�F�K�H�G���K�H�U�H�W�R���D�V���(�[�K�L�E�L�W���³15� .́   

57. For example, the packaging of the record album �³�&�R�X�Q�W�U�\���7�X�F�N�H�U���´��

�F�R�P�S�L�O�H�G���I�U�R�P���0�7�,�¶�V���P�D�V�W�H�U�V���D�Q�G���U�H�O�H�D�V�H�G���E�\���.-Tel in 1996, prominently displayed the 

Logo Mark art provided by Registrant to K-Tel �± Dominion, and the Word Mark on the 

�E�D�F�N�������$���W�U�X�H���D�Q�G���F�R�U�U�H�F�W���F�R�S�\���R�I���W�K�D�W���D�O�E�X�P�¶�V���S�D�F�N�D�J�L�Q�J is attached hereto as Exhibit 

�³16�´��  

58. In 1993 MTI entered into an agreement with Cabin Fever Entertainment, 

�,�Q�F�����O�L�F�H�Q�V�L�Q�J���F�H�U�W�D�L�Q���D�X�G�L�R���D�Q�G���Y�L�G�H�R���U�H�F�R�U�G�L�Q�J�V���R�I���W�K�H���%�D�Q�G�¶�V���O�L�Y�H���P�X�V�L�F���S�H�U�I�R�U�P�D�Q�F�H�V��

of songs to be used in a long-form video recording relating to the Band that it intended to 

distribute to the public.  Registrant also licensed use of the Capricorn Album packaging 

to be used in connection with the advertising and packaging of the long form video 

program for public sale.  A true and correct copy of the 1993 Cabin Fever Entertainment 

ag�U�H�H�P�H�Q�W���I�U�R�P���5�H�J�L�V�W�U�D�Q�W�¶�V���E�X�V�L�Q�H�V�V���I�L�O�H�V���L�V���D�W�W�D�F�K�H�G���K�H�U�H�W�R���D�V���(�[�K�L�E�L�W���³17�´�� 

59. In 2003 MTI licensed the Capricorn Albums and original packaging for 
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Shout! Factory, LLC to distribute, discussed above and shown in �(�[�K�L�E�L�W���³���´�� 

60. Examples of the back labels of several record albums on CD publicly 

distributed to retailers and the public �E�\���6�K�R�X�W���)�D�F�W�R�U�\���D�Q�G���5�D�P�E�O�L�Q�¶���5�H�F�R�U�G�V���X�Q�G�H�U��

license from MTI is attached hereto as �(�[�K�L�E�L�W���³18� .́  These albums were re-releases of 

the Capricorn Albums, using on the front covers the original artwork bearing the Marks 

for the Capricorn Albums shown above.  The back labels, beside using the Word Mark, 

identifies MTI as licensor in small type. 

61. The Capricorn Albums were being sold to the public on and before 

December 6, 2013, using the above artwork as packaging bearing the Marks when 

Registrant filed its applications for Word Mark and Logo Mark registrations in the 

enumerated categories of media listed on those applications, and which have been 

�F�R�Q�W�L�Q�X�R�X�V�O�\���V�R�O�G���W�K�U�R�X�J�K���W�K�L�V���G�D�\�����X�Q�G�H�U���5�H�J�L�V�W�U�D�Q�W�¶�V���O�L�F�H�Q�V�H���R�I���L�W�V���H�[�F�O�X�V�L�Y�H���U�L�J�K�W�V��in 

these goods.  Gray correctly affirmed this by during his June 12, 2008 deposition, which 

is my testimony in this Declaration also, �Z�K�H�Q���K�H���U�H�V�S�R�Q�G�H�G���W�R���W�K�H���T�X�H�V�W�L�R�Q�� ��

 

 

��

Gray Dep. 167:17-�������������$�Q�G���Z�K�H�Q���D�V�N�H�G�� ��

 Gray Dep. 

195:19-21. 

62. New albums were released by several record companies under license from 

Registrant �R�Y�H�U���W�K�H���\�H�D�U�V�����V�X�F�K���D�V���³�5�X�Q�Q�L�Q�J���/�L�N�H���W�K�H���:�L�Q�G�´���L�Q�������������E�\���:�D�U�Q�H�U���%�U�R�V������
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�³Tuckerized�  ́in 1982 by Warner Bros., �³�6�W�R�P�S�L�Q�¶���5�R�R�P���2�Q�O�\�´���L�Q�������������E�\���5�D�P�E�O�L�Q�¶��

Records, �³Carolina Dreams �7�R�X�U���¶�����´ in 2007 by Shout! Factory, LLC, and �³Live on 

Long Island 4-8-�����  ́in 2006 �E�\���5�D�P�E�O�L�Q�¶���5�H�F�R�U�G�V��  All bore the Marks on the packaging. 

63. For example, a true and copy of the DVD packaging for �³Carolina Dreams 

�7�R�X�U���¶�����  ́prominently displaying the Logo Mark on the front and on the back identifying 

that the art is copyrighted by Registrant and the program licensed by MTI for distribution 

�E�\���5�D�P�E�O�L�Q�¶���5�H�F�R�U�G�V�����L�V���D�W�W�D�F�K�H�G���K�H�U�H�W�R���D�V���(�[�K�L�E�L�W���³19� .́  This DVD was publicly 

released in or about 2006 and continued to be sold �D�W���W�K�H���W�L�P�H���5�H�J�L�V�W�U�D�Q�W�¶�V���W�U�D�G�H�P�D�U�N��

applications were filed. 

64. MTI licensed and released in 2013 a live concert record album called 

�³Live! From Spartanburg South Carolina�  ́prominently using the Logo Mark on the 

packaging cover.  This CD was in active sales in 2013 when MTI filed its trademark 

registration applications.  �2�Q���W�K�H���E�D�F�N���O�D�E�H�O�����W�K�H���S�D�F�N�D�J�L�Q�J���V�W�D�W�H�V���³���S�����	���‹�������������0 T 

�,�Q�G�X�V�W�U�L�H�V���,�Q�F�����X�Q�G�H�U���O�L�F�H�Q�V�H���W�R���0�D�U�V�K�D�O�O���7�X�F�N�H�U���(�Q�W�H�U�W�D�L�Q�P�H�Q�W���,�Q�F�����G�E�D���5�D�P�E�O�L�Q�¶��

Records under exclusive license to Shout! �)�D�F�W�R�U�\���/�/�&���������������$�O�O���5�L�J�K�W�V���5�H�V�H�U�Y�H�G���´�����0�7�,��

owned the music recording master for this CD, and provided the Logo Mark artwork to 

Shout! Factory under license, who designed the packaging cover with my approval and 

oversight �D�V���5�H�J�L�V�W�U�D�Q�W�¶�V���S�U�H�V�L�G�H�Q�W.  A true and correct copy of the packaging label is 

attached hereto as �(�[�K�L�E�L�W���³20� .́ 

65. �7�K�L�V���V�D�P�H���³�/�L�Y�H�����)�U�R�P���6�S�D�U�W�D�Q�E�X�U�J���6�R�X�W�K���&�D�U�R�O�L�Q�D�´���&�'���S�D�F�N�D�J�L�Q�J�����W�K�H��

�I�U�R�Q�W���F�R�Y�H�U���R�Q�O�\�����Z�D�V���D�W�W�D�F�K�H�G���W�R���0�7�%�¶�V��trademark registration application as a specimen 

of use, filed on September 5, 2014, USPTO serial number 86386828, to support its claim 
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that it used the Mark in class 009 on �³Digital materials, namely, a series of records, 

cassettes, and CDs featuring music by The Marshall Tucker Band,�´���Z�K�H�Q���L�Q���I�D�F�W��MTB 

did not create the packaging, had not participated in the design or preparation or use of 

the mark on the packaging, and did not own the music recording master or the music 

contained on the master.  Gray was fully aware that Registrant MTI owned and prepared 

this album for release and licensed it to Shout! Factory, because I discussed the 

preparation of this album with Gray for at least a full year as it was being prepared, and 

�*�U�D�\���S�H�U�V�R�Q�D�O�O�\���S�D�U�W�L�F�L�S�D�W�H�G���L�Q���W�K�H���U�H�P�L�[�L�Q�J���R�I���0�7�,�¶�V���P�X�V�L�F���P�D�V�W�H�U�V���R�I���W�K�H���U�H�F�R�U�G�H�G��

performance.  MTI provided Gray with copies of the finished product.  A true and correct 

copy o�I���W�K�H���3�H�W�L�W�L�R�Q�H�U�¶�V��USPTO serial number 86386828 registration application with 

specimen exhibit is attached hereto as Exhibit �³��1�  ́on its application. 

66. As president of MTI, I would know if MTI received any complaint that

some�R�Q�H���Z�D�V���F�R�Q�I�X�V�H�G���R�Y�H�U���5�H�J�L�V�W�U�D�Q�W�¶�V���X�V�H���R�I���W�K�H���/�R�J�R���0�D�U�N���R�U���:�R�U�G���0�D�U�N�����R�U��

because of the licensed use of the Marks. There never was any indication or reason to 

suspect that there was confusion in the marketplace.  In fact, at his deposition Gray 

confirmed this to be true, which is my testimony in this Declaration also, when he 

�U�H�V�S�R�Q�G�H�G���W�R���W�K�H���T�X�H�V�W�L�R�Q��

 Gray Dep�� 223:3-23.  
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67. On and before December 6, 2013 when �5�H�J�L�V�W�U�D�Q�W�¶�V���D�S�S�O�L�F�D�W�L�R�Q�V���Z�H�U�H���I�L�O�H�G����

Red, a division of Sony Music was distributing the Capricorn Albums and other record 

albums under MTI license on all media throughout the United States, selling the albums 

to the public on vinyl phonograph records, compact discs, digital download for purchase, 

and digital streaming and/or downloading on platforms such as Pandora and Spotify and 

iTunes. 

68. Registrant provided the record companies its original album packaging 

under license, or participated in and approved new album packaging prior to each 

�D�O�E�X�P�¶�V���U�H�O�H�D�V�H��  MTI owns almost all the recording masters it licenses as music 

products, and from time to time re-masters the songs to remove defects, remixing the 

recordings to bring the sound quality up to current day technical standards.  On rare 

occasions, MTI licenses a music recording master of the B�D�Q�G�¶�V���S�H�U�I�R�U�P�D�Q�F�H that it does 

not own, such as the audio-�Y�L�G�H�R���S�U�R�J�U�D�P���³�����������0�7�9���&�R�Q�F�H�U�W�´��which previously was 

only shown on cable television, and packages the licensed master for sale and distribution 

to the public as a DVD and through digital streaming using �0�7�,�¶�V��artwork bearing the 

Marks, for commercial distribution by �R�Q�H���R�I���5�H�J�L�V�W�U�D�Q�W�¶�V record company distributors. 

69. Registrant created several new record albums using the Marks while I was 

�S�U�H�V�L�G�H�Q�W�����V�X�F�K���D�V���³�&�D�U�R�O�L�Q�D���'�U�H�D�P�V���7�R�X�U���¶�����´���U�H�O�H�D�V�H�G���L�Q�������������E�\���6�K�R�X�W! Factory, and 

�³�/�L�Y�H���L�Q���W�K�H���8�.�����������´���U�H�O�H�D�V�H�G���L�Q�������������E�\���5�D�P�E�O�L�Q�¶���5�H�F�R�U�G�V.  Registrant continued to 

�G�L�V�W�U�L�E�X�W�H�����O�L�F�H�Q�V�H���D�Q�G���U�H�O�L�F�H�Q�V�H���W�K�H���%�D�Q�G�¶�V���V�H�P�L�Q�D�O���U�H�F�R�U�G�H�G���Pusic albums recorded from 

�W�K�H�����������¶�V���R�Q�Z�D�U�G�����X�V�L�Q�J��the Marks on packaging and record labels.   

70. �0�7�,���D�O�V�R���S�U�R�G�X�F�H�G���D�Q�G���O�L�F�H�Q�V�H�G���F�R�P�S�L�O�D�W�L�R�Q���D�O�E�X�P�V���R�I���W�K�H���%�D�Q�G�¶�V���V�R�Q�J�V����



 

 26 

using the Marks on the packaging, such as �³Where a Country Boy Belongs,�  ́released in 

2006 �E�\���6�K�R�X�W�����)�D�F�W�R�U�\�����D�Q�G���³�*�U�H�D�W�H�V�W���+�L�W�V�´���U�H�O�H�D�V�H�G���L�Q�������������E�\���5�D�P�E�O�L�Q�¶���5�H�F�R�U�G�V�� 

71. The �³Carolina Dreams Tour �µ77�  ́video music master was owned by MTI 

�D�Q�G���Z�D�V���U�H�O�H�D�V�H�G���L�Q�������������D�V���D���'�9�'���S�U�R�J�U�D�P���X�Q�G�H�U���5�H�J�L�V�W�U�D�Q�W�¶�V���O�L�F�H�Q�V�H���W�R��Shout! 

Factory.   The �³Marshall Tucker Band 1981 MTV Concert�  ́was released in 2004 on 

�'�9�'���X�Q�G�H�U���W�K�H���W�L�W�O�H���³�/�L�Y�H���)�U�R�P���7�K�H���*�D�U�G�H�Q���6�W�D�W�H�����������´ by Shout! Factory, aslo under 

license from Registrant.   B�R�W�K���'�9�'�¶�V used the Logo Mark on the packaging and 

continue to be distributed by The Orchard.  

72. In all of its releases, MTI controlled the final quality of the music and video 

sold to the public, and either provided or developed the album packaging itself, or 

approved the use of Marks on the product before release by a new distributor. 

73. For over 40 years of its existence, Registrant MTI was not engaged in any 

other business besides �W�K�H���F�R�P�P�H�U�F�L�D�O���H�[�S�O�R�L�W�D�W�L�R�Q���R�I���%�D�Q�G�¶�V���U�H�F�R�U�G�H�G���P�X�V�L�F�����X�V�L�Q�J���W�K�H��

Marks every year on its goods.  Registrant has approximately 20 separate albums in 

release, comprising at least 200 song master �U�H�F�R�U�G�L�Q�J�V�����D�Q�G���O�L�F�H�Q�V�H�V���W�K�H���%�D�Q�G�¶�V���P�X�V�L�F��

recordings for movies, television shows, and commercials as well as to record companies. 

74. �$�V���5�H�J�L�V�W�U�D�Q�W�¶�V���S�U�H�V�L�G�H�Q�W�����,���E�H�O�L�H�Y�H�G���W�K�D�W���0�7�,���F�R�X�O�G���U�H�J�L�V�W�H�U���W�K�H���P�D�U�N�V��

because it was using the Word Mark and Logo Mark on all the product that MTI had 

manufactured, the music record albums, and also because Registrant MTI  owned the 

�U�H�F�R�U�G���D�O�E�X�P���S�D�F�N�D�J�L�Q�J���D�Q�G���O�R�J�R�W�\�S�H���G�H�V�L�J�Q���L�W���E�R�X�J�K�W���I�U�R�P���&�D�S�U�L�F�R�U�Q���1�R���(�[�L�W�¶�V��

bankruptcy years ago.  There was no question in my mind that Registrant had the right to 

use the Marks on its products, since that was �0�7�,�¶�V principal business for as long as the 



 

 27 

�F�R�P�S�D�Q�\���Z�D�V���L�Q���E�X�V�L�Q�H�V�V�������3�H�W�L�W�L�R�Q�H�U�¶�V���S�U�H�V�L�G�H�Q�W�����*�U�D�\���D�O�V�R���D�J�U�H�H�G���G�X�U�L�Q�J���K�L�V���G�H�S�R�V�L�W�L�R�Q, 

which we both believed when Registrant filed its applications, �Z�K�H�Q���D�V�N�H�G�� ��

 

��

���*�U�D�\��

Dep, 230:6-12 

75. It is not disputed that Registrant was actually using the Marks on music 

recordings in commerce when it filed its trademark applications�������(�Y�H�Q���3�H�W�L�W�L�R�Q�H�U�¶�V��

�S�U�H�V�L�G�H�Q�W�����*�U�D�\���D�G�P�L�W�W�H�G���G�X�U�L�Q�J���K�L�V���G�H�S�R�V�L�W�L�R�Q���Z�K�H�Q���D�V�N�H�G�� 

 

�*�U�D�\���'�H�S����������������-23.   

76. The February 22, 1984 Letter Agreement attached to the Petition  states 

unequivocally �W�K�D�W���5�H�J�L�V�W�U�D�Q�W���0�7�,���K�D�G���W�K�H���³�U�L�J�K�W���W�R���X�V�H�����D�Q�G���W�R���S�H�U�P�L�W���R�W�K�H�U�V���W�R���X�V�H�����W�K�H��

�1�D�P�H���>�³�0�D�U�V�K�D�O�O���7�X�F�N�H�U���%�D�Q�G�´���R�U���Q�D�P�H�V���V�L�P�L�O�D�U���W�K�H�U�H�W�R�@���L�Q���F�R�Q�Q�H�F�W�L�R�Q���Z�L�W�K���D�O�O��

previously released masters of the band and all other recordings of the band made prior to 

�W�K�H���G�D�W�H�´���Rf the 1984 Letter Agreement.   

77. MTI was not improperly using the Marks on its goods and services.  MTB 

forced MTI to litigate that very issue in the Federal Lawsuit described in paragraph 80 et 

seq. below, when MTB and Gray alleged Registrant engaged in Trademark Infringement.  

It was unable to show, after extensive discovery, that Registrant improperly used the 

Marks, and its claim against Registrant was dismissed with prejudice by the Court. 

78. �3�H�W�L�W�L�R�Q�H�U�¶�V���S�U�H�V�L�G�H�Q�W���*�U�D�\���Q�R�W���R�Q�O�\���Z�D�V���D���V�K�D�U�H�K�R�O�G�H�U���D�Q�G���D���E�R�D�Ud member 
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of Registrant MTI while �,���Z�D�V���5�H�J�L�V�W�U�D�Q�W�¶�V���S�U�H�V�L�G�H�Q�W�����E�X�W��during that time he encouraged 

MTI to put out record albums using the Marks on those record albums, because he 

benefitted as a shareholder from sales of those record albums.   

79. For example, Gray particularly wanted MTI to �U�H�O�H�D�V�H���³Way Out West! 

Live from San Francisco 1973�´���Z�K�L�F�K���Z�D�V���D��record album of live performances which 

had never been previously released to the public.  Registrant owned the recording masters 

of this music.  I prepared the recordings for commercial release, and MTI designed the 

packaging including the size and placement of the Logo Mark on the cover, which it 

licensed to Shout! Factory, LLC for distribution throughout the United States via 

Ramblin�¶ Records.  The album was released for sale to the public in or about February 

2010.  This album is still in release today, and MTI continues to receive royalties, selling 

approximately 6,300 copies to the public since its release.  �*�U�D�\�����D�V���R�Q�H���R�I���0�7�,�¶�V��

shareholders, was (and still is) paid 20% of the net profits from the proceeds earned from 

this record album, and MTB was not involved in any manner.  A true and correct copy of 

the record album packaging which is currently on sale to the public is attached hereto as 

Exhibit �³��2� .́ 

80. Around 1998, before I managed Registrant but when I was managing 

Petitioner MTB, a question arose over which company, MTB or MTI owned a certain 

live performance music master of the Bandmembers performance recorded before 1984.  

�$�W���W�K�D�W���W�L�P�H�����.�H�Q���.�U�D�X�V���L�Q���1�D�V�K�Y�L�O�O�H���Z�D�V���5�H�J�L�V�W�U�D�Q�W�¶�V���D�W�W�R�U�Q�H�\�����D�Q�G���S�U�R�Y�L�G�H�G���F�O�D�U�L�I�L�F�D�W�L�R�Q��

in his October 23, 1998 letter which he sent to me, that Registrant MTI had the right to 

use the name on such recordings, not Petitioner MTB.  He also said that he had confirmed 
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with Bandmember Paul Riddle, �Z�K�R���D�W���W�K�D�W���W�L�P�H���Z�D�V���5�H�J�L�V�W�U�D�Q�W���0�7�,�¶�V���S�U�H�V�L�G�H�Q�W�� that 

�³�7�K�H���0�D�U�V�K�D�O�O���7�X�F�N�H�U���%�D�Q�G�����,�Q�F�����Z�D�V���D���F�R�U�S�R�U�D�W�L�R�Q���V�R�O�H�O�\���V�H�W���X�S���W�R���K�D�Q�G�O�H���W�K�H���E�D�Q�G�¶�V��

touring �D�F�W�L�Y�L�W�L�H�V�´ (emphasis in the original Kraus letter), while all other activities 

including recording services were to be handled by other business entities the 

Bandmembers set up in order to protect the music recording masters and other assets 

�I�U�R�P���³�U�R�D�G�´���O�L�D�E�L�O�L�W�L�H�V�������,���N�Q�R�Z���W�K�L�V���W�R���E�H���W�U�X�H�����E�R�W�K���I�U�R�P���W�K�H���F�Rnsistent and separate 

touring business done by Petitioner MTB, and the consistent recorded music business 

done by Registrant.  �$���W�U�X�H���D�Q�G���F�R�U�U�H�F�W���F�R�S�\���R�I���0�U�����.�U�D�X�V�¶�V��October 23, 1998 letter is 

attached hereto as �(�[�K�L�E�L�W���³23� .́ 

81. Piracy and bootlegging of song masters and albums that Registrant owned 

was increasing with the growth of the internet and digital transmissions and downloads of 

�5�H�J�L�V�W�U�D�Q�W�¶�V���P�X�V�L�F around and before 2013.  While I am not an attorney, and not well 

versed in what is the �G�L�I�I�H�U�H�Q�F�H���E�H�W�Z�H�H�Q���D���³�Q�D�P�H�´���D�Q�G���D���µ�7�U�D�G�H�P�D�U�N���´���D�Q�G���I�U�D�Q�N�O�\���G�L�G��

not know even the fundamentals of what is needed to obtain a registration other than 

�³�I�L�O�L�Q�J���D�Q���D�S�S�O�L�F�D�W�L�R�Q�´ for a name or symbol my company was using on its record album 

products, I did know that having a Federal trademark registration would make it easier to 

�D�V�V�H�U�W���0�7�,�¶�V���U�L�J�K�W�V���Z�K�H�Q���V�H�Q�G�L�Q�J���R�X�W���F�H�D�V�H���D�Q�G���G�H�V�L�V�W���Q�R�W�L�F�H�V���W�R���L�Q�W�H�U�Q�H�W���V�H�U�Y�L�F�H�V���V�X�F�K���D�V��

Amazon and E-Bay that had posted bootlegged record albums up for sale.  That is why I 

asked a trademark attorney Michael Martin ���³�0�D�U�W�L�Q�´�� to seek trademark protection for 

MTI .  I had never filed or signed a USPTO trademark registration myself, and if asked by 

a client about trademarks, I always referred them to a qualified trademark attorney if they 

were interested in pursuing registration. 
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82. I was not aware of any conflicting trademark registrations for the use of the 

Word Mark (App. serial number 86137626) or the Logo Mark (App. serial number 

86137638).  As stated above, I did not know of any confusion in the marketplace arising 

�I�U�R�P���5�H�J�L�V�W�U�D�Q�W�¶�V���X�V�H���R�I���W�K�H���0�D�U�N�V�������,���S�U�R�Y�L�G�H�G��Martin with specimens of trademark use 

on the goods that were attached to the USPTO registration applications.  He fully 

prepared and filed the applications.  I am informed and believe that there were no 

conflicting registrations to �5�H�J�L�V�W�U�D�Q�W�¶�V���D�S�S�O�L�F�D�W�L�R�Q�V for the Marks in the USPTO TESS 

database.  I believe the dates of first use stated in the applications are correct �± with 1973 

as the first date I knew the Word Mark was used on a phonograph record album featuring 

music �± the initial Marshall Tucker Band album released by Capricorn/No Exit, and I 

knew that as early as 2005 the Logo Mark was first used in commerce on a digital 

medium (in fact, it was probably used earlier than that)�± i.e. a Compact Disc (CD).  I 

believe the two declarations signed by Michael Martin in the applications are true and 

correct, and MTI and I believed (as stated in those declarations) 

�³to the best of his/her knowledge and belief no other person, firm, 
corporation, or association has the right to use the mark in commerce, either 
in the identical form thereof or in such near resemblance thereto as to be 
likely, when used on or in connection with the goods/services of such other 
person, to cause confusion, or to cause mistake, or to deceive; and that all 
statements made of his/her own knowledge are true; and that all statements 
made on information and belief are believed to be true�´�� 

 
I also believed and still believe that Registrant was the owner of the trademarks MTI 

sought to be registered based on advice of counsel and the fact that I knew MTI was 

affixing the Marks for years to all of it�V���U�H�F�R�U�G���D�O�E�X�P�V���I�R�U���D�V���O�R�Q�J���D�V���,���Z�D�V���5�H�J�L�V�W�U�D�Q�W�¶�V��
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president and before that time.  There was no question that the public was buying a 

Marshall Tucker Band record because it was a music recording of the Bandmembers 

performance.  The fans knew the Bandmembers by name, and expected to hear their 

music, and Registrant in keeping the records in distribution and releasing never-before-

released recordings did not disappoint the fans and kept the fires burning.  Sales were 

good, and Gray told me that he was pleased with the strong revenue stream MTI received 

from the sales of its recordings while I was �5�H�J�L�V�W�U�D�Q�W�¶�V��president. 

83. Around February 10, 2016 Petitioner and its president, Gray, individually 

filed a lawsuit against Registrant and me personally, The Marshall Tucker Band and 

Doug [sic] Gray v. M T Industries, Inc. and Ron [sic]  Rainey, in the U.S. District Court 

of South Carolina, Spartanburg Division, C.A. No. 7:16-cv-00420-MGL ���W�K�H���³�)�H�G�H�U�D�O��

�/�D�Z�V�X�L�W�´��, �V�H�H�N�L�Q�J���F�D�Q�F�H�O�O�D�W�L�R�Q���R�I���5�H�J�L�V�W�U�D�Q�W�¶�V���W�U�D�G�H�P�D�U�N���U�H�J�L�V�W�U�D�W�L�R�Q�V�����G�H�F�O�D�U�D�W�R�U�\���U�H�O�L�H�I��

on that issue, and alleging trademark infringement and trademark dilution by Registrant 

�E�H�F�D�X�V�H�����D�V���D�O�O�H�J�H�G���E�\���3�H�W�L�W�L�R�Q�H�U�����0�7�%���³�R�Z�Q�H�G���W�K�H���P�D�U�N�V�´���D�Q�G���Q�R�W���5�H�J�L�V�W�U�D�Q�W���0�7�,������ 

84. After multiple opportunities to correct the insufficient pleadings, that case 

in its entirety was dismissed on the pleadings on March 1, 2017, with judgment entered 

against Petitioner and Gray on the same day, and Registrant and I were named the 

prevailing parties.  The losing plaintiffs aggressively disputed the judgment and my 

�P�R�W�L�R�Q���I�R�U���D�W�W�R�U�Q�H�\�¶�V���I�H�H�V���D�Q�G���F�R�V�W�V�����D�Q�G���H�Y�H�Q���I�L�O�H�G���W�K�L�V���D�F�W�L�R�Q���Ior Cancellation at the 

�7�U�D�G�H�P�D�U�N���7�U�L�D�O���D�Q�G���$�S�S�H�D�O���%�R�D�U�G���E�H�I�R�U�H���5�H�J�L�V�W�U�D�Q�W�¶�V���S�R�V�W-judgment motions were 

decided in Federal Court.  Ultimately, on July 12, 2017 the Court denied the motion for 

�D�W�W�R�U�Q�H�\���I�H�H�V�����E�X�W���K�H�O�G���L�Q���W�K�H���&�R�X�U�W�¶�V���Z�U�L�W�W�H�Q���R�U�G�H�U���W�K�D�W���³�'�H�I�H�Q�Gants are the prevailing 



 

 32 

�S�D�U�W�L�H�V���X�Q�G�H�U���W�K�H���/�D�Q�K�D�P���$�F�W���´���D�Q�G���U�H�D�I�I�L�U�P�H�G���W�K�D�W���3�H�W�L�W�L�R�Q�H�U�¶�V���/�D�Q�K�D�P���$�F�W���F�O�D�L�P�V for 

�W�U�D�G�H�P�D�U�N���L�Q�I�U�L�Q�J�H�P�H�Q�W���D�Q�G���W�U�D�G�H�P�D�U�N���G�L�O�X�W�L�R�Q���D�U�L�V�L�Q�J���I�U�R�P���5�H�J�L�V�W�U�D�Q�W�¶�V���X�V�H���R�I���W�K�H��

Marks, brought against me and MTI, were dismissed with prejudice.  Relevant pages of 

�0�H�P�R�U�D�Q�G�X�P���2�S�L�Q�L�R�Q���D�Q�G���2�U�G�H�U���'�H�Q�\�L�Q�J���'�H�I�H�Q�G�D�Q�W�¶�V���0�R�W�L�R�Q���I�R�U���)�H�H�V���D�Q�G���&�R�V�W�V, Civil 

Action No. 7:16-cv-00420 (Jul. 12, 2017), pp 5-7, are attached hereto as �(�[�K�L�E�L�W���³24�´�� 

85. As stated above, Petitioner filed the Federal Lawsuit after it attempted to 

register the Marks with the USPTO and discovered that Registrant had already filed 

applications and obtained trademark registrations.  Petitioner had not bothered to check 

the Trademark Office TESS database for similar registrations before it filed its 

applications�������1�H�L�W�K�H�U���*�U�D�\���Q�R�U���3�H�W�L�W�L�R�Q�H�U�¶�V���F�R�X�Q�V�H�O Wilkes, who I also knew for many 

years, told me that they were planning to file trademark registration applications, and if 

they had told me, I would have explained �Z�K�D�W���5�H�J�L�V�W�U�D�Q�W�¶�V���W�U�D�G�H�P�D�U�N���D�Wtorney was doing 

and suggest they call him for advice.  Instead, Petitioner �I�L�U�V�W���G�L�V�F�R�Y�H�U�H�G���5�H�J�L�V�W�U�D�Q�W�¶�V��

activities when the Trademark Examiner issued an office action �R�Q���3�H�W�L�W�L�R�Q�H�U�¶�V��

applications identifying Registrant�¶�V pending applications for registration of the same 

Marks on the same goods that Petitioner falsely alleged that it was using the Marks upon 

for sale to the public.   

86. Once I learned that Petitioner was upset, before any litigation commenced, I 

�V�X�J�J�H�V�W�H�G���W�K�D�W���3�H�W�L�W�L�R�Q�H�U�¶�V���F�R�X�Q�V�H�O���:�L�O�N�H�V���F�R�Q�W�D�F�W���D�Q�G���V�S�H�D�N���Z�L�W�K���5�H�J�L�V�W�U�D�Q�W�¶�V���W�U�D�G�H�P�D�U�N��

counsel, Michael Martin to resolve the matter amicably.  Wilkes knew that I was not a 

�³�W�U�D�G�H�P�D�U�N���H�[�S�H�U�W�´���D�Q�G���U�H�O�L�H�G���R�Q���T�X�D�O�L�I�L�H�G���F�R�X�Q�V�H�O���Z�K�H�Q���G�L�V�F�X�V�V�L�Q�J���O�H�J�D�O���P�D�W�W�H�U�V��  As I 

explained above, I did not know the legal issues in trademark registration or the 



 

 33 

�G�L�I�I�H�U�H�Q�F�H���E�H�W�Z�H�H�Q���D���E�D�Q�G���³�Q�D�P�H�´���D�Q�G���D���³�W�U�D�G�H�P�D�U�N,�  ́but I did know that after decades 

of working together with Michael Wilkes, Gray, and Petitioner MTB without conflict or 

controversy, this all was a misunderstanding.  The closeness of our personal relationship 

�R�Y�H�U���W�K�H���\�H�D�U�V���L�V���U�H�I�O�H�F�W�H�G���L�Q���W�K�H���X�V�H���R�I���³�5�R�Q�´���L�Q�V�W�H�D�G���R�I���5�R�Q�D�O�G���5�D�L�Q�H�\�����D�Q�G���³�'�R�X�J�´��

�L�Q�V�W�H�D�G���R�I���+�D�U�R�O�G���'�R�X�J�O�D�V���*�U�D�\�¶�V���Q�D�P�H�V���W�K�D�W���D�W�W�R�U�Q�H�\���:�L�O�N�H�V���X�V�H�G���L�Q���W�K�H���F�D�S�W�L�R�Q���D�Q�G��

body of the Federal Lawsuit complaint.  Wilkes refused to contact Martin, and instead 

sent a threatening letter to me on February 2, 2015 as president of MTI demanding that 

�5�H�J�L�V�W�U�D�Q�W���I�R�U�I�H�L�W���L�W�V���U�H�J�L�V�W�U�D�W�L�R�Q�V�������$���W�U�X�H���D�Q�G���F�R�U�U�H�F�W���F�R�S�\���R�I���0�L�F�K�D�H�O���:�L�O�N�H�V�¶���)�H�E�U�X�D�U�\��

2, 2015 letter is attached hereto as �(�[�K�L�E�L�W���³25�´�� 

87. �,���D�V�N�H�G���0�7�,�¶�V���F�R�X�Q�V�H�O���5�L�F�K�D�U�G���$�O�E�H�U�W���W�R���U�H�V�S�R�Q�G���W�R���W�K�H���O�H�W�W�H�U�����Z�K�L�F�K���K�H���G�L�G��

on February 9, 2015.  He attached a copy of the 1984 Letter Agreement to his letter, and 

offered that while Registrant needed its trademark registrations to protect its commercial 

exploitation of its own goods and services, Registrant would provide the services of its 

trademark attorney Martin to help MTB draft a co-existence/consent agreement between 

the parties that could be filed with the Trademark office, preserving the separation of 

�5�H�J�L�V�W�U�D�Q�W���D�Q�G���3�H�W�L�W�L�R�Q�H�U�¶�V���E�X�V�L�Q�H�V�V���H�Q�W�L�W�L�H�V�� as they had been separate since each 

�F�R�P�S�D�Q�\���Z�D�V���I�R�U�P�H�G���E�\���W�K�H���%�D�Q�G�P�H�P�E�H�U�V���L�Q���W�K�H�����������¶�V������Petitioner refused, and 

abandoned its applications for trademark registrations at the USPTO by not responding to 

any of the multiple issues raised by the Examiner, and proceeded to initiate the Federal 

�/�D�Z�V�X�L�W�������$���W�U�X�H���D�Q�G���F�R�U�U�H�F�W���F�R�S�\���R�I���5�L�F�K�D�U�G���$�O�E�H�U�W�¶�V���)�H�E�U�X�D�U�\�������������������O�H�W�W�H�U���L�V���D�W�W�D�F�K�H�G��

hereto as �(�[�K�L�E�L�W���³26�´�� 

88. During the years of litigation, Registrant has consistently offered to help 
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Petitioner obtain a consented, concurrent use registration for its uses of the Marks, that, 

as stated above, the Parties agree has not caused public confusion.   

89. I appeared for a deposition and gave testimony in the Federal Lawsuit on 

December 6, 2016.  I understand that Petitioner has filed the entire deposition transcript 

�D�Q�G���D�O�O���H�[�K�L�E�L�W�V���L�Q���W�K�L�V���S�U�R�F�H�H�G�L�Q�J���X�Q�G�H�U���D���3�H�W�L�W�L�R�Q�H�U�¶�V���³�1�L�Q�W�K�´���1�R�W�L�F�H���R�I���5�H�O�L�D�Q�F�H���G�D�W�H�G��

June 13, 2019.  I did not make any corrections to that transcript.  I also appeared in 

deposition and gave testimony in these proceedings on May 22, 2018.  I understand that 

Petitioner has filed the entire deposition transcript and all exhibits in this proceeding 

�X�Q�G�H�U���D���3�H�W�L�W�L�R�Q�H�U�¶�V���³�1�L�Q�W�K�´���1�R�W�L�F�H���R�I���5�H�O�L�D�Q�F�H���G�D�W�H�G���-�X�Q�H�������������������������3�H�W�L�W�L�R�Q�H�U���I�D�L�O�H�G���W�R��

file the Errata Sheet for that Transcript, which was timely mailed to the Court Reporter 

on June 21, 2018 and served on Petitioner.  The Errata Sheet was also filed and served on 

Petitioner as pages 6-�����R�I���(�[�K�L�E�L�W���³���´��D OPP/RESP TO MOTION filed July 16, 2018, as 

Docket Nos. 32 and 34 (confidential filing including Errata Sheet) in these proceedings 

and referenced in footnote 1 to Docket No. 33.  A true and correct copy of Richard 

�$�O�E�H�U�W�¶�V��June 21, 2018 letter and Errata Sheet for the May 22, 2018 deposition transcript 

that was certified on May 25, 2018 by the Court Reporter, and confirmation of receipt of 

�W�K�H���(�U�U�D�W�D���6�K�H�H�W���E�\���3�H�W�L�W�L�R�Q�H�U�¶�V���F�R�X�Q�V�H�O�� is attached hereto as �(�[�K�L�E�L�W���³27�´�� 

90. Petitioner filed as its trial testimony under declaration, the Expert 

Disclosure Report of Cedar Boschan ���³�%�R�V�F�K�D�Q�´�����G�D�W�H�G���-�X�O�\�����������������������5�H�J�L�V�W�U�D�Q�W���G�R�H�V���Q�R�W��

dispute that this Disclosure Report was served by e-�P�D�L�O���R�Q���5�H�J�L�V�W�U�D�Q�W�¶�V���F�R�X�Q�V�H�O���R�Q���R�U��

about that date even though there is no statement of proof of service.  However, 

�5�H�J�L�V�W�U�D�Q�W�¶�V���F�R�X�Q�V�H�O��objects, and on July 18, 2018 objected by e-mail sent to Petitioner�¶s 
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counsel Sarah Brooks that, as shown on page 36 of Boschan Report, entitled �³Appendix 

E �± Documents Relied Upon,�´��that Boschan was furnished �F�R�S�L�H�V���R�I���5�H�J�L�V�W�U�D�Q�W�¶�V��

confidential documents, that Boschan states she relied upon.  Those documents were 

produced to Petitioner by Registrant in response to discovery, and were clearly marked 

�³�&�2�1�)�,�'�(�1�7�,�$�/.�´�� The Parties had previously agreed that any documents so marked 

would be subject to the protective order in these proceedings and, if first produced in the 

Federal Lawsuit, under the ongoing protective order in those proceedings.    

91. Furthermore, on September 20, 2018, Boschan, who was already 

�G�H�V�L�J�Q�D�W�H�G���D�V���3�H�W�L�W�L�R�Q�H�U�¶�V���H�[�S�H�U�W���L�Q���-�X�O�\������������ made a surprise and uninvited appearance 

�D�W���5�H�J�L�V�W�U�D�Q�W���0�7�,�¶�V���P�H�H�W�L�Q�J���R�I���L�W�V���%�R�D�U�G���R�I���'�L�U�H�F�W�R�U�V�����D�O�R�Q�J���Z�L�W�K���3�H�W�L�W�L�R�Q�H�U�¶�V���F�R�X�Q�V�H�O���L�Q��

these proceedings Sarah Brooks.  I attended that meeting as did Gray because we are both 

Board Members of MTI.  The principal purpose of that Board meeting was to establish 

the fair market value of my services for managing Registrant as its president. 

92. During the September 20, 2018 meeting, Boschan acknowledged that she is 

neither a certified public account nor that she follows appraisals standards approved by 

any known accounting society.  Her methodology is her own.  She admitted she was not 

certified by any recognized organization to give �K�H�U���R�S�L�Q�L�R�Q�V���W�R���5�H�J�L�V�W�U�D�Q�W�¶�V���%�R�D�U�G���R�I��

Directors at that meeting, and based on her disclosures in these proceedings also, she is 

not certified by any recognized organization to give her opinions to the Trademark Trial 

and Appeal Board. 

93. �%�R�V�F�K�D�Q���I�D�L�O�H�G���W�R���D�G�Y�L�V�H���5�H�J�L�V�W�U�D�Q�W�¶�V���%�R�D�U�G in the written report she 

furnished that she was concurrently retained and paid by P�H�W�L�W�L�R�Q�H�U�¶�V���O�D�Z���I�L�U�P���9�H�Q�D�E�O�H��
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LLP on behalf of �*�U�D�\�¶�V���F�R�P�S�D�Q�\��MTB to provide expert witness services against 

Registrant in these proceedings.  She failed to disclose that conflict of interest orally or in 

writing until challenged at the meeting.   

94. At that m�H�H�W�L�Q�J�����%�R�V�F�K�D�Q���U�H�I�H�U�U�H�G���W�R���K�H�U�V�H�O�I���D�V���W�K�H���³�Z�R�U�O�G�V���I�R�U�H�P�R�V�W���H�[�S�H�U�W��

�R�Q���P�X�V�L�F���L�Q�G�X�V�W�U�\���I�L�Q�D�Q�F�L�D�O���P�D�W�W�H�U�V�´��and when questioned by counsel, stated that she did 

not believe that her paid obligations to Petitioner in the TTAB proceedings and to Gray in 

the MTI Board meeting was a conflict of interest, so she felt she did not have to disclose 

those facts in her appraisal report.  �8�Q�G�H�U���T�X�H�V�W�L�R�Q�L�Q�J���E�\���0�7�,�¶�V���F�R�X�Q�V�H�O�����V�K�H���D�G�P�L�W�W�H�G��

that she had no experience in making compensation appraisals, which was the subject of 

�K�H�U���U�H�S�R�U�W�������6�K�H���V�W�D�W�H�G���W�K�D�W���V�K�H���F�R�Q�V�L�G�H�U�H�G���D�O�O���R�I���K�H�U���Z�R�U�N���³�I�R�U�H�Q�V�L�F�´���L�Q���Q�D�W�X�U�H�����L�Q���W�K�H���D�U�H�D��

of entertainment company audits.  Boschan is not an attorney, and according to her CV 

and Resume, has had no experience in trademark matters.  A true and correct copy of the 

minutes taken during th�H���6�H�S�W�H�P�E�H�U���������������������%�R�D�U�G���R�I���'�L�U�H�F�W�R�U�¶�V���E�\���5�R�E�H�U�W���$�X�J�X�V�W���Z�K�R��

attended that meeting, which I signed a few days after the meeting, is attached hereto as 

�(�[�K�L�E�L�W���³��8�´�� 

95. Boschan in her Expert Disclosure Report, as well �*�U�D�\���D�Q�G���3�H�W�L�W�L�R�Q�H�U�¶�V��

counsel in the Gray Deposition, often unintentionally introduced ambiguity by calling the 

Petitioner, �³�7�K�H���0�D�U�V�K�D�O�O���7�X�F�N�H�U���%�D�Q�G�����,�Q�F���´, �E�\���W�K�H���Q�D�P�H���³�0�7�%���,�Q�F���´  In all cases, the 

�3�D�U�W�L�H�V���K�D�Y�H���H�[�S�U�H�V�V�O�\���G�H�I�L�Q�H�G���³�0�7�%�´�����E�X�W���Q�R�W���³�0�7�%�����,�Q�F���´����as the term to be used for 

Petitioner in pleadings, but occasionally wrote or when giving testimony, said �³�0�7�%����

�,�Q�F���´�� In fact, the corporation MTB Inc. was separate and distinct from Petitioner MTB, 

and was first created in 1990 by Gray in South Carolina.  MTB, Inc. was formally 



dissolved on February 9 2009. True and correct copies of MTB, Inc.'s Entity Profile, a 

certified copy ofMTB, Inc.'s February 7, 1990 Articles oflncorporation, and its 

February 9, 2009 Certificate of Dissolution, all obtained from the South Carolina 

Secretary of State is attached hereto as Exhibit "30". 

96. Petitioner "The Marshall Tucker Band, Inc." was created by the 

Bandmembers in 1974 and is still active today. 

I declare under penalties of perjury of the United States of America that the 

foregoing statements are true and correct of my own personal knowledge, and are 

believed by me to be true. Signed in Beverly Hills, California. 

Dated: December 17, 2019 
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EXHIBIT “ 7” 



D-001176

D-000075 

i--· '- .......... ~. ·. 
( I 0 

I 

i 
! 

I 
I 
·I 

I 
l 

I 
! 
1 

./ 

s·~MrfoNs IN A CIVIL. ACTION 
', ... _ ... : 

civ.i c, .. o 
1r ....... 1,.n.c. ,. • ..,. No.non, ... f~_9)) 

3.lluitdi ~tuten itntrld OJnurt' 
FOR THE 

DISTRICT.OF SOUTH CAROLINA 
COLUMBIA.DIVISION 

· C1viL ACTION FILI? No. -�~� 
Toy Talmadge Caldwell, Thoma$ Michael .. 
Caldwell, Gedrge Freeman Mccorkle, 
Jerry Wayne Ei.lbanks, Harold Doug· Gray·; f I L E D 
and Paul Tramel Ri_ddle, individually, . ·· , 
and d/b/a The Marshall Tucker Bank 

. -Plaintiff 

v. 

Phil Walden, No Exit Music Co., Inc., 
Capricorn Records, Inc. , Phi·! Walden 
and Associates, Inc; and Walden·­
Artists. and Promotions, Inc. 1 d/b/a 
Paragon Agency · 

Defendant 

· JAN 241978 
MJI.LER C. FOSTER, JR., CLERK 

Lio_:;,.. DISTRJCI 90.U.Bii 

SUMMONS 

TotheabovennmedDefendant : Walden.Artists and J?romotions, .Inc., d/b/a. 
Paragon Agency 

You are 'hereby. summoned and required to serve upon Louis p. Howell, ;Esquire 

plaintiff's attorney , Whose address 191 North Daniel Morgan Avenue, Spartanburg, 
South Carolina 29304 

an answer to the complaint which is.herewith served upon you~ within-20-days after service of this 

summona upon you, exclusive of the day of service. If you fail to do so, judgment by default will be 

taken against you for the relief demanded in the complaint. 

Date: 

R C,_FOS,UR~Jl·ci.,~ofCourt. ·· 
~jft._ . - Jl-tL.. ___ a •••••• 

ah Horgan · Deputy Clerk. 

. [Seal Court] January 24, 1978 

NOTE:-Thia uummol\lJ b issued puri111•nt to Rule 4 of the Fe<ler11l Rules of CM! Procedure •. 

Exhibit No. 205 
Witness: Harold Douglas Gray 
Date, 6/12/18 
Christianne Lee Fong. CSR 7559 
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EXHIBIT “ 9” 
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Exhibit No. 208 
Witness: Harold Douglas Gray 
Date: 6/12/18 
Christianne Lee Fong, CSR 7559 
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EXHIBIT “ 10” 
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Exhibit No. 207 
Witness: Harold Douglas Gray 
Date: 6/12/18 
Christianne Lee Fong. CSR 7559 



�'��������������

2 



�'��������������

3 



�'��������������

4 



�'��������������

5 



�'�
���

���
���

���
�

HL'\IOl lT IN A LOVE SON(; 
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ASSIGNMENT OF COPYRIGHT~ 

IN CONSIDERATION of the sum of $10.00 and other ·good 
and valuable consideration paid to the undersigned, receipt 
of which is hereby duly acknowledged, the undersigned, 
Polygram Corporation, hereby sells, assigns, grants, con-
veys, transfers and quitclaims unto M.T. Industries, Inc. 
all of the undersigned's worldwide right, title, interest 
and benefit in and to all of the sound recordings listed· 
on Schedule A annexed hereto and made a part hereof (the 
"Recordings") a.pd all copyrights therein and thereto (the "Copy­
rights") to the extent conveyed to Polygram Corporation by 
Capricorn Records, Inc., Rear Exit Music Company and/or No 
Exit Music Company pursuant to an Order of the United States 
Bankruptcy Court, Middle District of Georgia, Macon Division, 
dated the 7th day of November, 1980, whether as sole or 
partial owner or beneficiary of the copyrights thereof, and 
whether such rights are vested, contingent or reversionary, 
including but not limited to all of the undersigned's right, 
title, interest ~nd benefit which was so conveyed to it in 
and to all benefits which may affix to the Recordings and 
Copyrights under any copyright law now in force and effect 
throughout the world and which may hereafter be enacted or 
come into force and effect, and all of the unde~signed's 
right, title, interest and benefit of whatsoever kind and 
nature which was so conveyed to it in and under or covered 
by each and every contract and agreement relating to the 
Recordings and Copyrights insofar as such contracts and 
ag~eements relate to the Recordings and Copyrights, an& · 
all rights for all uses in all media whether now in existence 
or later to come into existence, and to all ro·yal ties and 
other payments with respect thereto and the right to collect 
the same. 

. . 
IN WITNESS WHEREOF, the undersigned has caused these 

presents to be signed this 7th day 6f May, 1981. 
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- 1 

. ---

THE MARSHALL TUCKER BAND 

Take The Highway 
Can't You See 
·Losing You 
Hillbilly Band 
See You Later, I'm ·Gone 
Ramblin' 
My Jesus Told Me So 
AB'·s ·song 

A NEW LIFE 

A New Life 
Southern Woman 
Blll-' Ridge Mountain Sky 
· Too Stubborn 
Another Cruel Love 
You Ain't Foolin' Me 
24 Hours At A Time 
Fly Eagle Fly 

WHERE WE ALL BELONG 

· This 01 • Cowboy 
Low Do~ Ways 

_IJ:l My own Way 

.• 

How Can I Slow Do~n 
Where-A.Country. Boy 
Now She's Gone 

Belongs . · -~:- ~: ·; 

Try- One More··Time 
· Ramblin' 
24 Hours At A Time 
Take The Highway 

. ·. "'· ·~·~ 

SCHEDULE A 

·-------

.. 

... 

.,:. 

. .. . . . 
-. . · . 

.... ... : : . . 
. . ·,:··.·. 

: . 

' • 
. : .• 

.. 
. . . , ~ . . . 
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SEARCHIN' FOR A RAINBOW 

Fire on the Mountain 
Searchin' For A Rainbow 
Walkin' and Talkin' 
Virginia 
Bob Away My Blues 
Ke~ps Me From All Wrong 
Bound and Determined 
Can't See You · 

LONG HARD RIDE 

Long Hard Ride 
Pr~erty Line · 
Am I the Kind of Man 
Walkin' The Streets Alone 
Windy City Blues 
Holding On to You 
You Say You Love Me 
You Don't Live Forever 

.CAROLINA DR.filt..MS 

Fly Like An Eagle 
Heard It In a Lo1/I:! Song 

... 

I Should Have Never Started Lovin' You 
Life in a Song 
Desert Skies- : • 
Never Trust A Stranger· 
Te11 It To The Devil 

:-. 

. f,, 

. . ·. .... 
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TOGETHER FOREVER 

I'll Be Loving You 
Love Is A Mystery 
Singing Rhymes 
Dream Lover 
Everybody Needs Somebody 
Change Is Gonna Corne 
Asking Too Much of You 

THE MARSHALL TUCKER BAND GREATEST HITS 

Can·' t You See 
Heard It In A Love Song 
Searchin' 'For A Rainbow 
Ramblin' 
Fire On.The Mountain 
ThisOl' Cowboy 
24 Hours At A Time 
Long Hard Ride 

. . r 

.. ,. 
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BILL OF SALE 

KNOW ALL MEN BY THESE PRESENTS that Polygram Corpora­
tion, 450 Park Avenue, New York, New York 10022, in con­
sideration of the sum of Ten ($10) Dollars and other good 
and valuable consideration paid to it by M.T. Industries, 
Inc., c/o Taft & Kaminsky, 18 West 55th Street, New York, 
New York 10019, receipt of which is hereby~duly acknowledged, 
does hereby sell, assign, grant, convey, transfer and quit­
claim unto M.T. Industries, Inc. all of the right, title 
and interest Polygram Corporation~~ and/or may have in 
and to all of the property, rights, materials, items and 
copyrights specified on Schedule A attached horcto and 
made a part hereof and the schedules to the Assignments of 
Copyrights attached hereto as. Schedule Band made a part hereof 
which Polygr13-rn Corporation·received from.and/or had conveyed to 
it by Capricorn Records, Inc. ("Caoricorn"), Rear Exit 
Music. Company and/o.r No Exit Music Company ("No Exit")_ ,._. _ 
pursuant to an Order of the United States Bankruptcy Court., 
Middle District of Georgia, Macon Division, dated the 7th 
day of November, 1980, to have and to hold the same unto 
M.T .. Industries, Inc., its successors and assigns, forever. 

This BLll of Sale is subject to the terms and conditions 
of the Agreement dated Octobe~ 22, 1980 between ~olygram 
Corporation and M.T. Industries, Inc. 

IN WITNESS WHEREOF, we have hereunto set our hand and 
seal this 7th day of May, 1981. 

PDLYGRAM CORPORATION 
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EXHIBIT “ 16” 
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2. THls,'OLt'COWBOY 

3, HEARP, l'T' IN A LOVE SONG 

4, SEAR,0}:IIN' FOR A, RAINBOW 

S. SEE ~~ti---LATER;',f'M GpNE;'':, 

,3'.-- oeSERT 'sK1ES 

7. LONG HARD RIDE 

8: 'F'.IRE ON iHE MOUNTJ;\.IN 

9. NEVER TRUST A STRAl',tGER 

10, PROPERTY"i.JNE 

11. CA~1T You SEE 

Exhibit No. 218 
Witness: Harold Douglas Gray 
Date: 6/12/18 
Christianne Lee Fong. CSR 7559 
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Au. sn .. t'CTION& W~f'.l"ft:N ti\' Tl')y C:1\1..1:>WELL, 

C:X<::1:P't' "f"l/tt: Or,1 nm MOUNTAIN" 

wmnr:N UY Gr:c»:.e McCo::m:r.1.1!: ANO 

~Nlf\lts-fl' TRU~T A lSTRAN6t:N'' 

W!UH'£N UY TOM;MY CAl.tlWC.LL, 

ALL. Cltl.£CT10NS i>Ulll.lSl-JtJ) WY 

JllARSHAU, TU;;m1m !'IJIJLllHHl";O (BMIL 

1973, 19?4, 197S, 1076, f97? 

t.lS, INPIUi'Tlllt:.%. INC:, 

C0Mie1~1m av S7rvc wu • .i;;o« 

Arn Pmi:cri.:,i. DY ANN CLeAttY 

fU.llfi'THATIDN r,y Gm:c COPt:1.ANO 
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THE MARSHALL TUCKER BAtll ;JL ' �~� 
CAROLINA DREAMS AJK MUSIC R 

A 780-2 

I. FLY LIKE AN EAGLE (3:02) 
{Toy C.ldwell) 

! 2. HEARD IT IN A LOVE SONG (4:54) 
{Toy C.ldwell) 

i 3. 1 SHOULD HAVE NEVER STARTED 

ii LOVIN' YOU (7:07) 

ii {George McCo<l<ie/Tommy Caldwoll/Ooog Gray) 

4. LIFE IN A SONG (3:32) 

II {George McConde/Jerry Eubanks) 

5. DESERT SKIES (6:20) 

Ii (Toy Caldwell) 

6. NEVER TRUST A STRANGER (5:24) 

! 
(Tommy Caldwell) 

i 7. TELL IT TO THE DEVIL (6:43) 
(Toy C.ldwell) 

Al ,ongo_by_Tuclt•P-(BMI) 

I ... �~�~�l�~�~�:�~�:�- 0 11 11111111111 11111111 1111111112 • ..., 
-"CenodobyERA--.Lld..330-~--FWm 2277 5-0780-2 a 5 WARNING Al RiQt* AeMrwd. UnNhortztCI dul)lcedoft ii I �~� ol lPt)leliblt la'WS 

N 
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8 Bamblill ' 

10 

11 Ca.n't You See (Sin<;, \'crsion 

12 Too Stubborn 

13 This 01' OowboJ'tSingk \er.ion) 

14 Desert Skies 

marshallrucker.com 
shoutfactory.com 

, ..... 

®& 'f;1 '2111 l ~IT Tntlustl'it'S Jue. undn )in·n~ w ~larshall Tucker .Entenainmcnt Inc. 
d/b/a Ramblin' Records undn c:xdusivc Liccns«: lO Sho111! Facrnt; I.LC, 
203 1 .\rnian1o, .\v,• .. Floor I. Los Angeles, CA 90025. All Right, R,-,crvrd. 

I SBN: 97&·1 · 60399·539·9 

. IIJJJJI IJUl3 , 
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Exhibit No. 220 
Witness: Harold Douglas Gray 
Date: 6/12/18 
Christianne Lee Fong. CSR 7559 
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PTO Form 1478 (Rev 9/2006)

OMB No. 0651-0009 (Exp 12/31/2014)

Trademark/Service Mark Application, Principal Register

Serial Number: 86386828
Filing Date: 09/05/2014

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 86386828

MARK INFORMATION

* MARK The Marshall Tucker Band

STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

LITERAL ELEMENT The Marshall Tucker Band

MARK STATEMENT
The mark consists of standard characters, without claim to any particular font,
style, size, or color.

REGISTER Principal

APPLICANT INFORMATION

* OWNER OF MARK Marshall Tucker Band, Inc.

* STREET P.O. Box 5865

* CITY Spartanburg

* STATE
(Required for U.S. applicants)

South Carolina

* COUNTRY United States

* ZIP/POSTAL CODE
(Required for U.S. applicants only)

29304

PHONE (864) 316-0042

EMAIL ADDRESS hgray88844@aol.com

WEBSITE ADDRESS http://marshalltucker.com

LEGAL ENTITY INFORMATION

TYPE corporation

STATE/COUNTRY OF INCORPORATION South Carolina

GOODS AND/OR SERVICES AND BASIS INFORMATION

INTERNATIONAL CLASS 009 

* IDENTIFICATION
Digital materials, namely, a series of records, cassettes, and CDs featuring
music by The Marshall Tucker Band

FILING BASIS SECTION 1(a)

       FIRST USE ANYWHERE DATE At least as early as 04/01/1973

       FIRST USE IN COMMERCE DATE At least as early as 04/01/1973

       SPECIMEN FILE NAME(S)



       ORIGINAL PDF FILE SPE00-68115163130-20140905155402935581_._MTB_album_cover.pdf

       CONVERTED PDF FILE(S)
       (1 page)

\\TICRS\EXPORT16\IMAGEOUT16\863\868\86386828\xml1\APP0003.JPG

       SPECIMEN DESCRIPTION
An album cover of The Marshall Tucker Band's "Live! From Spartanburg,
South Carolina" album

ATTORNEY INFORMATION

NAME Ellen S. Cheek

FIRM NAME Wilkes Law Firm, PA

INTERNAL ADDRESS Suite 200

STREET 127 Dunbar Street

CITY Spartanburg

STATE South Carolina

COUNTRY United States

ZIP/POSTAL CODE 29306

PHONE (864) 591-1113

FAX (864) 591-1767

EMAIL ADDRESS echeek@wilkeslaw.com

AUTHORIZED TO COMMUNICATE VIA EMAIL Yes

CORRESPONDENCE INFORMATION

NAME Ellen S. Cheek

FIRM NAME Wilkes Law Firm, PA

INTERNAL ADDRESS Suite 200

STREET 127 Dunbar Street

CITY Spartanburg

STATE South Carolina

COUNTRY United States

ZIP/POSTAL CODE 29306

PHONE (864) 591-1113

FAX (864) 591-1767

EMAIL ADDRESS echeek@wilkeslaw.com

AUTHORIZED TO COMMUNICATE VIA EMAIL Yes

FEE INFORMATION

NUMBER OF CLASSES 1

FEE PER CLASS 325

* TOTAL FEE DUE 325

* TOTAL FEE PAID 325

SIGNATURE INFORMATION

SIGNATURE /Ellen S. Cheek/

SIGNATORY'S NAME Ellen S. Cheek



SIGNATORY'S POSITION Attorney, SC and GA bar member

DATE SIGNED 09/05/2014



PTO Form 1478 (Rev 9/2006)

OMB No. 0651-0009 (Exp 12/31/2014)

 

Trademark/Service Mark Application, Principal Register

Serial Number: 86386828
Filing Date: 09/05/2014

To the Commissioner for Trademarks:

MARK:  The Marshall Tucker Band (Standard Characters, see mark)
The literal element of the mark consists of The Marshall Tucker Band.
The mark consists of standard characters, without claim to any particular font, style, size, or color.

The applicant, Marshall Tucker Band, Inc., a corporation of South Carolina, having an address of
      P.O. Box 5865
      Spartanburg, South Carolina 29304
      United States

requests registration of the trademark/service mark identified above in the United States Patent and Trademark Office on the Principal Register
established by the Act of July 5, 1946 (15 U.S.C. Section 1051 et seq.), as amended, for the following:

For specific filing basis information for each item, you must view the display within the Input Table. 
       International Class 009:  Digital materials, namely, a series of records, cassettes, and CDs featuring music by The Marshall Tucker Band

In International Class 009, the mark was first used by the applicant or the applicant's related company or licensee or predecessor in interest at
least as early as 04/01/1973, and first used in commerce at least as early as 04/01/1973, and is now in use in such commerce. The applicant is
submitting one(or more) specimen(s) showing the mark as used in commerce on or in connection with any item in the class of listed goods and/or
services, consisting of a(n) An album cover of The Marshall Tucker Band's "Live! From Spartanburg, South Carolina" album.

Original PDF file:
SPE00-68115163130-20140905155402935581_._MTB_album_cover.pdf
Converted PDF file(s) (1 page)
Specimen File1

For informational purposes only, applicant's website address is: http://marshalltucker.com

The applicant's current Attorney Information:
      Ellen S. Cheek of Wilkes Law Firm, PA

      Suite 200
      127 Dunbar Street
      Spartanburg, South Carolina 29306
      United States

The applicant's current Correspondence Information:
      Ellen S. Cheek
      Wilkes Law Firm, PA
      Suite 200
      127 Dunbar Street
      Spartanburg, South Carolina 29306
      (864) 591-1113(phone)
      (864) 591-1767(fax)
      echeek@wilkeslaw.com (authorized)

A fee payment in the amount of $325 has been submitted with the application, representing payment for 1 class(es).



Declaration

The signatory believes that: if the applicant is filing the application under 15 U.S.C. Section 1051(a), the applicant is the owner of the
trademark/service mark sought to be registered; the applicant or the applicant's related company or licensee is using the mark in commerce on or
in connection with the goods/services in the application, and such use by the applicant's related company or licensee inures to the benefit of the
applicant; the specimen(s) shows the mark as used on or in connection with the goods/services in the application; and/or if the applicant filed an
application under 15 U.S.C. Section 1051(b), Section 1126(d), and/or Section 1126(e), the applicant is entitled to use the mark in commerce; the
applicant has a bona fide intention to use or use through the applicant's related company or licensee the mark in commerce on or in connection
with the goods/services in the application. The signatory believes that to the best of the signatory's knowledge and belief, no other person has the
right to use the mark in commerce, either in the identical form or in such near resemblance as to be likely, when used on or in connection with the
goods/services of such other person, to cause confusion or mistake, or to deceive. The signatory being warned that willful false statements and
the like are punishable by fine or imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements and the like may
jeopardize the validity of the application or any registration resulting therefrom, declares that all statements made of his/her own knowledge are
true and all statements made on information and belief are believed to be true.

Declaration Signature

Signature: /Ellen S. Cheek/   Date: 09/05/2014
Signatory's Name: Ellen S. Cheek
Signatory's Position: Attorney, SC and GA bar member
RAM Sale Number: 86386828
RAM Accounting Date: 09/08/2014

Serial Number: 86386828
Internet Transmission Date: Fri Sep 05 16:16:45 EDT 2014
TEAS Stamp: USPTO/BAS-XX.XXX.XXX.XXX-201409051616450
32496-86386828-500efea8244c9ae423f4c2b17
f8972bcad416c60a0fba2fe6f3b3c48eff498e02
9-CC-3447-20140905155402935581
 



The Marshall Tucker Band 
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1. HILLBILLT BAND \4:05! 

2. ANOTHER CRUEL LOVE \4:33! 

3. TAKE THE HIGHWAY 1s:111 

4 CAN'T TOD SEE 1s:201 s: SEE TOD LATER, l'M GONE \3:30l 

6_ RAMBLIN' 1s:so1 
7. EVERTOAT ll HAVE THE BLUES! 113:59) 

8. 24 HOURS AT A TIME 1s:2s1 

a morsholltucker.com ronrolney.com 
l~"!?Ht~ omerlconartlats.not ahoutfoctory.com 

<I) & C 2010 MT lndtdlr1tl Int. uncltf k.- lO MMWII IUCkM 
(ntortalnn1tntlnc.dlb/11t.,mblln'Atcol!Mllll!ltf1Pctu~rt1111:1111141t11 

- ··"- Shout!FIICtnryUC.2<M2·AArl!IICOllAY ... lOIAnonln.CA~-A11111Qhl1Rll11tt1'1td 

WAY OUT WEST! 
LIVE FROM SAN FRANCISCO 1973 



��

��
��
��
��
��

�(�;�+�,�%�,�7���³�����´��
��
��

��

��

��

��

��

��

��

��

��

��

��

��

�(�;�+�,�%�,�7���³�����´��



�'��������������

MANATT 

PHELPS 
PHILLIPS 
ATTORNEYS AT LAW 

October 23, 1998 

Ron Rainey 
Ron Rainey Management 
315 South ;I3everly Drive 
Suite 201 
Beverly Hills, CA 90212 

Kermetb L. Kr .. ...., 
Dired Dial: (615) 327-2744 

lntemeb kkraus@mdmtt.com 

Re: Marshall Tucker "Live" LP 

Dear Ron: 

Further to your comment the other day concerning the ownership of the proposed 
"Live" LP masters, you should note the following: 

1. .. .Jn the·agreement between Doug and Jerry, on the one hand, and the other 
menibers of the group; -on the other; pursuant to which Doug and Jerry ·acquired ownership of the 
Marshall Tucker Band, Inc. ("MTB. "), it dearly states 'in paragraph 4 that "anything to the 
contrary notwithstanding, M.T. Industries; Inc.(!IMTI") shall have the right to use, and to permit 
others to use, the Name in connection with all previously released masters of the band and all 
other recordin~s made prior· lQ the date hereof (otl1er than Doug's Record)," (Please see copy 
attached.) Clearly it was everyone's intention that M.T. Industries, Inc. Would be retaining the 
rights to all previously unreleased masters. It would certainly be inconsistent for MT! to retainth-e 
rights t0 use the Name with those masters and yet have MTB owning those masters with no rights 
to use the Name in connection with their exploitation. 

2. It is my understanding ( confirmed by Paul) that The Marshall Tucker Band, 
Inc. was a corporation solely set up to handle the l;>and's touring activities and all of their other 
activities (including recording services) were to be outside that corporation. This is a common 
practice since you don1t want to subject masters and other valuable group assets to possible 
"road" liabilities. 

3. lam not aware of any employment agreements between the members of the 
band and MTB that would transfer to that corporation the results and proceeds of the merpbers1 

recording services. 

4 Some of these masters were recorded prior to the incorporation of either 
MTI or MTB and thus there Would have to exist an assignment of these masters to MTB for it to 
own them. I am not aw,.ire of any such assignment. 

MANATT, PHELPS & PHILLIPS, LLP 

1233 17th Aveuue SC>utb, N .. sbvillc, !ennes,oc 37:iu -2801 · 615.327-2600 · FAX 615-327-2044 . ' . 

L o s A n g e l a s • W �~� i Ji i n [:! t o n , D . C . • N d s l, v i l l " 
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MANATT, PHELPS & PHILLIPS, LLP 

October 23, l 998 
Page2 

If you have any further thoughts on this matter, please let me know. 

KLK/mw 
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�,�1���7�+�(���8�1�,�7�(�'���6�7�$�7�(�6���'�,�6�7�5�,�&�7���&�2�8�5�7��
�)�2�5���7�+�(���'�,�6�7�5�,�&�7���2�)���6�2�8�7�+���&�$�5�2�/�,�1�$��

�6�3�$�5�7�$�1�%�8�5�*���'�,�9�,�6�,�2�1��
��
�7�+�(���0�$�5�6�+�$�/�/���7�8�&�.�(�5���%�$�1�'�����,�1�&���� �� ' ��
�D�Q�G���'�2�8�*���*�5�$�<���� �� �� �� ��' ��

�3�O�D�L�Q�W�L�I�I�V���� �� �� �� ' ��
' ��

�Y�V���� �� �� �� �� �� ��' �� �� �� ���&�,�9�,�/���$�&�7�,�2�1���1�2���������������������������0�*�/ ��
' ��

�0���7���,�1�'�8�6�7�5�,�(�6�����,�1�&�����D�Q�G���5�2�1���5�$�,�1�(�<���� ' ��
�'�H�I�H�Q�G�D�Q�W�V���� �� �� �� ' �� �� ��

����
MEMORANDUM OPINION AND ORDER DENYING  

DEFENDANTS’  MOTION FOR ATTORNEYS’ FEES AND COSTS ����
��
I.  INTRODUCTION ��

�3�H�Q�G�L�Q�J�� �E�H�I�R�U�H�� �W�K�H�� �&�R�X�U�W�� �L�V�� �'�H�I�H�Q�G�D�Q�W�V�¶�� �0�R�W�L�R�Q�� �I�R�U�� �$�W�W�R�U�Q�H�\�V�¶�� �)�H�H�V�� �D�Q�G�� �&�R�V�W�V��

���'�H�I�H�Q�G�D�Q�W�V�¶���0�R�W�L�R�Q�����S�X�U�V�X�D�Q�W���W�R���������8���6���&�����†�������������D�����D�Q�G���5�X�O�H���������G�����������%�����R�I���W�K�H���)�H�G�H�U�D�O���5�X�O�H�V��

�R�I���&�L�Y�L�O�� �3�U�R�F�H�G�X�U�H���� ���7�K�H�� �&�R�X�U�W�� �K�D�V�� �M�X�U�L�V�G�L�F�W�L�R�Q�� �R�Y�H�U�� �W�K�H�� �P�D�W�W�H�U�� �X�Q�G�H�U�� ������ �8���6���&����'' �� �����������D�Q�G��

�����������D������ �� �+�D�Y�L�Q�J�� �F�D�U�H�I�X�O�O�\�� �F�R�Q�V�L�G�H�U�H�G���'�H�I�H�Q�G�D�Q�W�V�¶�� �0�R�W�L�R�Q���� �W�K�H�� �U�H�V�S�R�Q�V�H���� �W�K�H�� �U�H�S�O�\�����W�K�H��

�V�X�S�S�O�H�P�H�Q�W�D�O���E�U�L�H�I�L�Q�J�����W�K�H���U�H�F�R�U�G�����D�Q�G���W�K�H���D�S�S�O�L�F�D�E�O�H���O�D�Z�����W�K�H���&�R�X�U�W���Z�L�O�O���G�H�Q�\���'�H�I�H�Q�G�D�Q�W�V�¶���0�R�W�L�R�Q����

��

II.  FACTUAL AND PROCEDURAL HISTORY ��

�7�K�H���I�R�O�O�R�Z�L�Q�J���I�D�F�W�V���D�U�H���U�H�O�H�Y�D�Q�W���I�R�U���S�X�U�S�R�V�H�V���R�I���'�H�I�H�Q�G�D�Q�W�V�¶���0�R�W�L�R�Q���� ���3�O�D�L�Q�W�L�I�I�V���I�L�O�H�G���W�K�L�V��

�F�D�V�H�� �D�O�O�H�J�L�Q�J�� �F�O�D�L�P�V�� �D�J�D�L�Q�V�W�� �'�H�I�H�Q�G�D�Q�W�V�� �I�R�U�� �W�U�D�G�H�P�D�U�N�� �L�Q�I�U�L�Q�J�H�P�H�Q�W���� �W�U�D�G�H�P�D�U�N�� �G�L�O�X�W�L�R�Q����

�G�H�F�O�D�U�D�W�R�U�\�� �M�X�G�J�P�H�Q�W���� �D�Q�G�� �W�U�D�G�H�P�D�U�N�� �F�D�Q�F�H�O�O�D�W�L�R�Q�� �X�Q�G�H�U�� �I�H�G�H�U�D�O�� �O�D�Z�� �D�Q�G�� �I�R�U�� �W�U�D�G�H�P�D�U�N��

�L�Q�I�U�L�Q�J�H�P�H�Q�W���� �E�U�H�D�F�K�� �R�I�� �F�R�Q�W�U�D�F�W���� �F�R�Q�Y�H�U�V�L�R�Q���� �Y�L�R�O�D�W�L�R�Q�� �R�I�� �W�K�H�� �6�R�X�W�K�� �&�D�U�R�O�L�Q�D�� �8�Q�I�D�L�U�� �7�U�D�G�H��

7:16-cv-00420-MGL     Date Filed 07/12/17    Entry Number 111     Page 1 of 10



��

��
����

�L�I�� �W�K�H���F�R�X�U�W���V�R���R�U�G�H�U�V���� �W�K�H���W�H�U�P�V���R�I�� �D�Q�\�� �D�J�U�H�H�P�H�Q�W���D�E�R�X�W���I�H�H�V���I�R�U���W�K�H���V�H�U�Y�L�F�H�V���I�R�U��
�Z�K�L�F�K���W�K�H���F�O�D�L�P���L�V���P�D�G�H����

��
�)�H�G�����5�����&�L�Y�����3�����������G�����������%������

��

IV.  CONTENTIONS OF THE PARTIES ��

�,�Q���'�H�I�H�Q�G�D�Q�W�V�¶���0�R�W�L�R�Q�����W�K�H�\���F�R�Q�W�H�Q�G���W�K�H�\���D�U�H���S�U�H�Y�D�L�O�L�Q�J���S�D�U�W�L�H�V���L�Q���W�K�L�V���F�D�V�H���D�Q�G���W�K�L�V���F�D�V�H��

�L�V���D�Q���H�[�F�H�S�W�L�R�Q�D�O���R�Q�H���I�D�O�O�L�Q�J���X�Q�G�H�U���W�K�H��Georgia-Pacific���V�W�D�Q�G�D�U�G�����Z�D�U�U�D�Q�W�L�Q�J���D�Q���D�Z�D�U�G���R�I���D�W�W�R�U�Q�H�\�V�¶��

�I�H�H�V���� �� �)�L�U�V�W���� �'�H�I�H�Q�G�D�Q�W�V�� �D�Y�H�U�� �3�O�D�L�Q�W�L�I�I�V�� �W�R�R�N�� �D�� �I�U�L�Y�R�O�R�X�V�� �R�U�� �R�E�M�H�F�W�L�Y�H�O�\�� �X�Q�U�H�D�V�R�Q�D�E�O�H�� �S�R�V�L�W�L�R�Q�� �L�Q��

�S�X�U�V�X�L�Q�J���W�K�L�V���O�D�Z�V�X�L�W���L�Q���W�K�D�W���W�K�H�\���I�D�L�O�H�G���W�R���D�O�O�H�J�H���'�H�I�H�Q�G�D�Q�W�V�¶���X�Q�O�D�Z�I�X�O���F�R�P�P�H�U�F�L�D�O���X�V�H���R�I���W�K�H���0�D�U�N��

�D�Q�G���U�H�I�X�V�H�G���W�R���Z�R�U�N���Z�L�W�K���'�H�I�H�Q�G�D�Q�W�V���W�R���U�H�V�R�O�Y�H���W�K�H�L�U���L�V�V�X�H�V���Z�L�W�K���U�H�J�L�V�W�U�D�W�L�R�Q���R�I���W�K�H���0�D�U�N���E�H�I�R�U�H��

�W�K�H�� �8�6�3�7�2���� �� �6�H�F�R�Q�G���� �'�H�I�H�Q�G�D�Q�W�V�� �P�D�L�Q�W�D�L�Q�� �3�O�D�L�Q�W�L�I�I�V�� �O�L�W�L�J�D�W�H�G�� �L�Q�� �D�Q�� �X�Q�U�H�D�V�R�Q�D�E�O�H�� �P�D�Q�Q�H�U����

�S�R�L�Q�W�L�Q�J���L�Q���S�D�U�W���W�R���W�K�H�L�U���L�P�S�U�R�S�H�U�O�\�� �U�H�T�X�H�V�W�L�Q�J�� �H�Q�W�U�\�� �R�I�� �G�H�I�D�X�O�W���D�V���W�R���'�H�I�H�Q�G�D�Q�W�V���D�I�W�H�U���W�K�H���&�R�X�U�W��

�G�L�V�P�L�V�V�H�G���Z�L�W�K�R�X�W���S�U�H�M�X�G�L�F�H���'�H�I�H�Q�G�D�Q�W�V�¶���L�Q�L�W�L�D�O���P�R�W�L�R�Q���W�R���G�L�V�P�L�V�V���� ���7�K�L�U�G�����'�H�I�H�Q�G�D�Q�W�V���L�Q�V�L�V�W���W�K�H�U�H��

�L�V�� �D�� �Q�H�H�G�� �L�Q�� �W�K�L�V�� �F�D�V�H�� �W�R�� �D�G�Y�D�Q�F�H�� �F�R�Q�V�L�G�H�U�D�W�L�R�Q�V�� �R�I�� �F�R�P�S�H�Q�V�D�W�L�R�Q���D�Q�G�� �G�H�W�H�U�U�H�Q�F�H���� �� �'�H�I�H�Q�G�D�Q�W�V��

�D�V�V�H�Y�H�U�D�W�H���E�H�F�D�X�V�H���3�O�D�L�Q�W�L�I�I�V�¶���P�D�L�Q���J�R�D�O���Z�D�V���W�R���F�D�Q�F�H�O���'�H�I�H�Q�G�D�Q�W�V�¶���W�U�D�G�H�P�D�U�N���U�H�J�L�V�W�U�D�W�L�R�Q�V�����W�K�H�\��

�X�Q�U�H�D�V�R�Q�D�E�O�\���S�X�U�V�X�H�G���W�K�L�V���F�D�V�H���Z�K�H�Q���W�K�H�\���S�X�U�S�R�U�W�H�G�O�\���V�K�R�X�O�G���K�D�Y�H���S�U�R�F�H�H�G�H�G���E�H�I�R�U�H���W�K�H���8�6�3�7�2���� ��

�8�V�L�Q�J���W�K�H��Barber���I�D�F�W�R�U�V�����'�H�I�H�Q�G�D�Q�W�V���X�U�J�H���D���U�H�D�V�R�Q�D�E�O�H���D�W�W�R�U�Q�H�\�V�¶���I�H�H���D�Z�D�U�G�����J�L�Y�H�Q���W�K�H���I�D�F�W�V���D�Q�G��

�F�L�U�F�X�P�V�W�D�Q�F�H�V���R�I���W�K�L�V���F�D�V�H�����Z�R�X�O�G���E�H�����������������������������S�O�X�V�������������������L�Q���F�R�V�W�V����

�3�O�D�L�Q�W�L�I�I�V���W�D�N�H���L�V�V�X�H���Z�L�W�K���H�D�F�K���R�I���'�H�I�H�Q�G�D�Q�W�V�¶���S�R�V�L�W�L�R�Q�V���� �� ��

��

V. DISCUSSION AND ANALYSIS��

A. Whether Defendants Are Prevailing Parties under the Lanham Act 

�$�S�S�O�\�L�Q�J���W�K�H���D�E�R�Y�H���V�W�D�Q�G�D�U�G�V���W�R���W�K�H���L�Q�V�W�D�Q�W���P�D�W�W�H�U�����W�K�H���&�R�X�U�W���L�Q�L�W�L�D�O�O�\���F�R�Q�V�L�G�H�U�V���Z�K�H�W�K�H�U��

7:16-cv-00420-MGL     Date Filed 07/12/17    Entry Number 111     Page 5 of 10
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�'�H�I�H�Q�G�D�Q�W�V�� �D�U�H�� �S�U�H�Y�D�L�O�L�Q�J�� �S�D�U�W�L�H�V�� �X�Q�G�H�U�� �W�K�H�� �/�D�Q�K�D�P�� �$�F�W���� ���$�� �³�S�U�H�Y�D�L�O�L�Q�J�� �S�D�U�W�\�´�� �L�V�� �³�>�D�@���S�D�U�W�\�� �L�Q��

�Z�K�R�V�H���I�D�Y�R�U���D���M�X�G�J�P�H�Q�W���L�V���U�H�Q�G�H�U�H�G�����U�H�J�D�U�G�O�H�V�V���R�I���W�K�H���D�P�R�X�Q�W���R�I���G�D�P�D�J�H�V���D�Z�D�U�G�H�G���´�� ��Buckhannon 

Bd. & Care Home, Inc. v. W. Va. Dep’t of Health & Human Res.���� �������� �8���6���� ���������� �������� ��������������

���L�Q�W�H�U�Q�D�O�� �T�X�R�W�D�W�L�R�Q�� �P�D�U�N�V�� �R�P�L�W�W�H�G������ �� �&�R�Q�V�H�T�X�H�Q�W�O�\���� �W�K�H�� �W�R�X�F�K�V�W�R�Q�H�� �R�I�� �S�U�H�Y�D�L�O�L�Q�J�� �L�V�� �Z�K�H�W�K�H�U�� �W�K�H��

�G�H�I�H�Q�G�D�Q�W���R�E�W�D�L�Q�H�G���³�V�R�P�H���U�H�O�L�H�I���´���H�Y�H�Q���L�I���Q�R�W���D�O�O���W�K�H���U�H�O�L�H�I���W�K�H���G�H�I�H�Q�G�D�Q�W���V�R�X�J�K�W���� ��Id.�� ����

�³�&�R�P�P�R�Q���V�H�Q�V�H���X�Q�G�H�U�P�L�Q�H�V���W�K�H���Q�R�W�L�R�Q���W�K�D�W���D���G�H�I�H�Q�G�D�Q�W���F�D�Q�Q�R�W���µ�S�U�H�Y�D�L�O�¶���X�Q�O�H�V�V���W�K�H���U�H�O�H�Y�D�Q�W��

�G�L�V�S�R�V�L�W�L�R�Q���L�V���R�Q���W�K�H���P�H�U�L�W�V���´�� ��CRST Van Expedited, Inc. v. EEOC�������������6�����&�W������������������������������������������ ��

�³�$���S�O�D�L�Q�W�L�I�I���V�H�H�N�V���D���P�D�W�H�U�L�D�O���D�O�W�H�U�D�W�L�R�Q���L�Q���W�K�H���O�H�J�D�O���U�H�O�D�W�L�R�Q�V�K�L�S���E�H�W�Z�H�H�Q���W�K�H���S�D�U�W�L�H�V���� �� �$���G�H�I�H�Q�G�D�Q�W��

�V�H�H�N�V�� �W�R�� �S�U�H�Y�H�Q�W���W�K�L�V�� �D�O�W�H�U�D�W�L�R�Q�� �W�R�� �W�K�H�� �H�[�W�H�Q�W���L�W�� �L�V�� �L�Q�� �W�K�H�� �S�O�D�L�Q�W�L�I�I�¶�V���I�D�Y�R�U���´�� ��Id.�� ���³�7�K�H�� �G�H�I�H�Q�G�D�Q�W��

�>�I�X�O�I�L�O�O�V�@���L�W�V���S�U�L�P�D�U�\�� �R�E�M�H�F�W�L�Y�H���Z�K�H�Q�H�Y�H�U���W�K�H���S�O�D�L�Q�W�L�I�I�¶�V���F�K�D�O�O�H�Q�J�H���L�V���U�H�E�X�I�I�H�G���� �L�U�U�H�V�S�H�F�W�L�Y�H���R�I�� �W�K�H��

�S�U�H�F�L�V�H�� �U�H�D�V�R�Q�� �I�R�U�� �W�K�H�� �F�R�X�U�W�¶�V�� �G�H�F�L�V�L�R�Q���� �� �7�K�H�� �G�H�I�H�Q�G�D�Q�W�� �P�D�\�� �S�U�H�Y�D�L�O���H�Y�H�Q�� �L�I�� �W�K�H�� �F�R�X�U�W�¶�V�� �I�L�Q�D�O��

�M�X�G�J�P�H�Q�W���U�H�M�H�F�W�V���W�K�H���S�O�D�L�Q�W�L�I�I�¶�V���F�O�D�L�P���I�R�U���D���Q�R�Q�P�H�U�L�W�V���U�H�D�V�R�Q���´�� ��Id.��

�$�F�F�R�U�G�L�Q�J�O�\�����³�G�L�V�P�L�V�V�D�O���R�I���W�K�H���D�F�W�L�R�Q�����Z�K�H�W�K�H�U���R�Q���W�K�H���P�H�U�L�W�V���R�U���Q�R�W�����J�H�Q�H�U�D�O�O�\���P�H�D�Q�V���>�W�K�H�@��

�G�H�I�H�Q�G�D�Q�W�� �L�V�� �W�K�H�� �S�U�H�Y�D�L�O�L�Q�J�� �S�D�U�W�\���´���D�Q�G�� �³�>�D�@�� �S�D�U�W�\�� �Z�K�R�� �L�V�� �R�Q�O�\�� �S�D�U�W�L�D�O�O�\�� �V�X�F�F�H�V�V�I�X�O�� �D�O�V�R�� �F�D�Q�� �E�H��

�G�H�H�P�H�G���D���S�U�H�Y�D�L�O�L�Q�J���S�D�U�W�\���´�� ���������:�U�L�J�K�W�����0�L�O�O�H�U���	���.�D�Q�H����Federal Practice and Procedure���†������������

�����G���H�G�������� ���7�K�H�U�H�I�R�U�H�����W�K�H���F�R�Q�W�H�Q�W�L�R�Q���W�R���E�H���D���S�U�H�Y�D�L�O�L�Q�J���S�D�U�W�\���D���O�L�W�L�J�D�Q�W���³�P�X�V�W���Z�L�Q���R�Q���D�O�O���L�V�V�X�H�V���L�V��

�F�O�H�D�U�O�\���Z�L�W�K�R�X�W���P�H�U�L�W���´�� ��Lytle v. Comm’rs of Election of Union Cty.�������������)�����G���������������������Q�����������W�K��

�&�L�U������������������

�+�H�U�H���� �W�K�H�� �&�R�X�U�W�� �J�U�D�Q�W�H�G�� �'�H�I�H�Q�G�D�Q�W�V�¶�� �P�R�W�L�R�Q�� �W�R�� �G�L�V�P�L�V�V���� �G�L�V�P�L�V�V�L�Q�J���3�O�D�L�Q�W�L�I�I�V�¶�� �I�H�G�H�U�D�O��

�W�U�D�G�H�P�D�U�N���L�Q�I�U�L�Q�J�H�P�H�Q�W���D�Q�G���W�U�D�G�H�P�D�U�N���G�L�O�X�W�L�R�Q���F�O�D�L�P�V���Z�L�W�K���S�U�H�M�X�G�L�F�H���� ���,�Q���W�K�D�W���W�K�R�V�H���Z�H�U�H���W�K�H���R�Q�O�\��

�F�O�D�L�P�V���H�V�W�D�E�O�L�V�K�L�Q�J���L�Q�G�H�S�H�Q�G�H�Q�W���I�H�G�H�U�D�O���M�X�U�L�V�G�L�F�W�L�R�Q���R�Y�H�U���W�K�H���D�F�W�L�R�Q�����W�K�H���&�R�X�U�W���G�L�V�P�L�V�V�H�G���Z�L�W�K�R�X�W��

�S�U�H�M�X�G�L�F�H���3�O�D�L�Q�W�L�I�I�V�¶���I�H�G�H�U�D�O���W�U�D�G�H�P�D�U�N���F�D�Q�F�H�O�O�D�W�L�R�Q���D�Q�G���G�H�F�O�D�U�D�W�R�U�\�� �M�X�G�J�P�H�Q�W���F�O�D�L�P�V���I�R�U���O�D�F�N���R�I��
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�V�X�E�M�H�F�W�� �P�D�W�W�H�U�� �M�X�U�L�V�G�L�F�W�L�R�Q���� �� �7�K�H�� �&�R�X�U�W�� �D�O�V�R�� �G�H�F�O�L�Q�H�G�� �W�R�� �H�[�H�U�F�L�V�H�� �V�X�S�S�O�H�P�H�Q�W�D�O�� �M�X�U�L�V�G�L�F�W�L�R�Q�� �R�Y�H�U��

�3�O�D�L�Q�W�L�I�I�V�¶���V�W�D�W�H���O�D�Z���F�O�D�L�P�V�����G�L�V�P�L�V�V�L�Q�J���W�K�H�P���Z�L�W�K�R�X�W���S�U�H�M�X�G�L�F�H���D�V���Z�H�O�O��������

�,�Q���O�L�J�K�W���R�I���W�K�H���V�W�D�Q�G�D�U�G���V�H�W���I�R�U�W�K���D�E�R�Y�H�����'�H�I�H�Q�G�D�Q�W�V���X�Q�T�X�H�V�W�L�R�Q�D�E�O�\���U�H�F�H�L�Y�H�G���D�W���O�H�D�V�W���³�V�R�P�H��

�U�H�O�L�H�I�´�� �E�\�� �V�X�F�F�H�H�G�L�Q�J�� �L�Q�� �K�D�Y�L�Q�J�� �3�O�D�L�Q�W�L�I�I�V�¶�� �H�Q�W�L�U�H�� �F�D�V�H�� �D�J�D�L�Q�V�W���W�K�H�P�� �L�Q�� �W�K�L�V�� �&�R�X�U�W�� �G�L�V�P�L�V�V�H�G���� ��

�7�K�H�U�H�I�R�U�H�����W�K�H���&�R�X�U�W���K�R�O�G�V���'�H�I�H�Q�G�D�Q�W�V���D�U�H���S�U�H�Y�D�L�O�L�Q�J���S�D�U�W�L�H�V���X�Q�G�H�U���W�K�H���/�D�Q�K�D�P���$�F�W����

B. Whether This Case Is Exceptional under the Georgia-Pacific Standard  

�$���K�R�O�G�L�Q�J���'�H�I�H�Q�G�D�Q�W�V���D�U�H���S�U�H�Y�D�L�O�L�Q�J���S�D�U�W�L�H�V�����V�W�D�Q�G�L�Q�J���D�O�R�Q�H�����L�V���X�Q�D�E�O�H���W�R���H�Q�W�L�W�O�H���W�K�H�P���W�R���W�K�H��

�D�Z�D�U�G���R�I���D�W�W�R�U�Q�H�\�V�¶���I�H�H�V���W�K�H�\���V�H�H�N�����K�R�Z�H�Y�H�U���� ���7�K�H���&�R�X�U�W���P�X�V�W���Q�H�[�W���G�H�W�H�U�P�L�Q�H���Z�K�H�W�K�H�U���W�K�L�V���F�D�V�H��

�F�R�Q�V�W�L�W�X�W�H�V���D�Q���³�H�[�F�H�S�W�L�R�Q�D�O�´���R�Q�H���X�Q�G�H�U���W�K�H��Georgia-Pacific���V�W�D�Q�G�D�U�G���� �� �7�R���G�R���V�R�����R�Q�O�\���R�Q�H���R�I���W�K�H��

�W�K�U�H�H��Georgia-Pacific���I�D�F�W�R�U�V���P�X�V�W���E�H���P�H�W����

�� 1. Whether the position taken by Plaintiffs in this case was frivolous or 
objectively unreasonable 

��
�)�L�U�V�W���� �W�K�H�� �&�R�X�U�W�� �P�X�V�W�� �H�[�D�P�L�Q�H�� �Z�K�H�W�K�H�U�� �W�K�H�� �S�R�V�L�W�L�R�Q�� �W�D�N�H�Q�� �E�\�� �3�O�D�L�Q�W�L�I�I�V�� �L�Q�� �W�K�L�V�� �F�D�V�H�� �Z�D�V��

�I�U�L�Y�R�O�R�X�V���R�U���R�E�M�H�F�W�L�Y�H�O�\���X�Q�U�H�D�V�R�Q�D�E�O�H���� ��See��Georgia-Pacific�������������)�����G���D�W������������ ���'�H�I�H�Q�G�D�Q�W�V���S�U�R�I�I�H�U��

�V�H�Y�H�U�D�O�� �U�H�D�V�R�Q�V�� �Z�K�\�� �3�O�D�L�Q�W�L�I�I�V�¶�� �S�R�V�L�W�L�R�Q�� �L�Q�� �W�K�L�V�� �F�D�V�H�� �Z�D�V�� �R�V�W�H�Q�V�L�E�O�\���I�U�L�Y�R�O�R�X�V�� �R�U�� �R�E�M�H�F�W�L�Y�H�O�\��

�X�Q�U�H�D�V�R�Q�D�E�O�H����

�'�H�I�H�Q�G�D�Q�W�V���D�U�J�X�H���3�O�D�L�Q�W�L�I�I�V�¶���F�O�D�L�P�V���0�7�,���L�Q�I�U�L�Q�J�H�G���D�Q�G���G�L�O�X�W�H�G���W�K�H���0�D�U�N�V���Z�H�U�H���I�U�L�Y�R�O�R�X�V��

�D�Q�G���R�E�M�H�F�W�L�Y�H�O�\���X�Q�U�H�D�V�R�Q�D�E�O�H���E�H�F�D�X�V�H���3�O�D�L�Q�W�L�I�I�V���I�D�L�O�H�G���W�R���F�L�W�H���D�Q�\���D�F�W�X�D�O���X�Q�O�D�Z�I�X�O���X�V�H���R�I���W�K�H���0�D�U�N�V���� ��

�'�H�I�H�Q�G�D�Q�W�V���V�W�D�W�H���W�K�H�\���S�R�L�Q�W�H�G���R�X�W���W�K�L�V���G�H�I�L�F�L�H�Q�F�\���L�Q���W�K�H�L�U���L�Q�L�W�L�D�O���P�R�W�L�R�Q���W�R���G�L�V�P�L�V�V�����E�X�W���3�O�D�L�Q�W�L�I�I�V��

�I�D�L�O�H�G���W�R���V�X�E�V�W�D�Q�W�L�D�W�H���W�K�H�L�U���D�O�O�H�J�D�W�L�R�Q�V���Z�K�H�Q���W�K�H�\���D�P�H�Q�G�H�G���W�K�H�L�U���F�R�P�S�O�D�L�Q�W�����H�Y�H�Q���D�I�W�H�U���W�K�H���O�L�P�L�W�H�G��

�S�H�U�L�R�G���R�I���G�L�V�F�R�Y�H�U�\���D�O�O�R�Z�H�G���E�\���W�K�H���&�R�X�U�W���� ���'�H�I�H�Q�G�D�Q�W�V���D�V�V�H�Y�H�U�D�W�H���W�K�H���O�D�Z���R�Q���W�K�L�V���L�V�V�X�H���L�V���F�O�H�D�U���D�Q�G��

�3�O�D�L�Q�W�L�I�I�V�¶�� �F�R�Q�W�L�Q�X�H�G�� �S�U�H�V�V�L�Q�J�� �R�I�� �W�K�H�L�U�� �F�O�D�L�P�� �P�H�U�H�� �U�H�J�L�V�W�U�D�W�L�R�Q�� �R�I�� �W�K�H�� �0�D�U�N�V�� �F�R�Q�V�W�L�W�X�W�H�G��

�L�Q�I�U�L�Q�J�H�P�H�Q�W�� �D�Q�G�� �G�L�O�X�W�L�R�Q�� �Z�D�V�� �X�Q�U�H�D�V�R�Q�D�E�O�H���� �� �$�G�G�L�W�L�R�Q�D�O�O�\���� �'�H�I�H�Q�G�D�Q�W�V�� �F�R�Q�W�H�Q�G���3�O�D�L�Q�W�L�I�I�V��
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�3�O�D�L�Q�W�L�I�I�V�¶���O�L�W�L�J�D�W�L�R�Q���W�D�F�W�L�F�V�����D�V���V�H�W���I�R�U�W�K���D�E�R�Y�H�����K�D�U�D�V�V�H�G���W�K�H�P���Q�H�H�G�O�H�V�V�O�\�����D�Q�G���D�Y�R�X�F�K���W�K�L�V���F�D�V�H���L�V��

�R�Q�H�� �Z�K�H�U�H�� �D�G�Y�D�Q�F�L�Q�J�� �F�R�Q�V�L�G�H�U�D�W�L�R�Q�V�� �R�I�� �F�R�P�S�H�Q�V�D�W�L�R�Q�� �D�Q�G�� �G�H�W�H�U�U�H�Q�F�H�� �W�K�U�R�X�J�K���D�Q�� �D�Z�D�U�G�� �R�I��

�D�W�W�R�U�Q�H�\�V�¶���I�H�H�V���Z�R�X�O�G���E�H���D�S�S�U�R�S�U�L�D�W�H����

�1�R�Q�H�W�K�H�O�H�V�V�����W�K�H���&�R�X�U�W���K�R�O�G�V���W�K�H�U�H���L�V���Q�R���V�S�H�F�L�D�O���Q�H�H�G���I�R�U���F�R�P�S�H�Q�V�D�W�L�R�Q���R�U���G�H�W�H�U�U�H�Q�F�H���L�Q���W�K�L�V��

�F�D�V�H���� ���$�V�� �R�E�V�H�U�Y�H�G�� �D�E�R�Y�H���� �3�O�D�L�Q�W�L�I�I�V�� �F�K�R�V�H�� �W�R�� �S�U�R�F�H�H�G�� �L�Q�� �W�K�L�V�� �&�R�X�U�W�� �D�V�� �R�S�S�R�V�H�G���W�R�� �E�H�I�R�U�H�� �W�K�H��

�8�6�3�7�2�����K�R�Z�H�Y�H�U���X�Q�Z�L�V�H���W�K�D�W���G�H�W�H�U�P�L�Q�D�W�L�R�Q���S�U�R�Y�H�G���W�R���E�H�����L�W���Z�D�V���H�Q�W�L�U�H�O�\���Z�L�W�K�L�Q���W�K�H�L�U���G�L�V�F�U�H�W�L�R�Q���W�R��

�F�K�R�R�V�H�� �W�K�L�V�� �Y�H�Q�X�H���� �� �$�Q�G���� �W�K�H�� �&�R�X�U�W�� �K�D�V�� �D�O�U�H�D�G�\�� �K�H�O�G�� �3�O�D�L�Q�W�L�I�I�V�¶�� �O�L�W�L�J�D�W�L�R�Q�� �W�D�F�W�L�F�V�� �Z�H�U�H�� �Q�R�W��

�X�Q�U�H�D�V�R�Q�D�E�O�H���� �� �,�Q���O�L�J�K�W���R�I���D�O�O���W�K�H���I�D�F�W�V���D�Q�G���F�L�U�F�X�P�V�W�D�Q�F�H�V���V�X�U�U�R�X�Q�G�L�Q�J���W�K�L�V���F�D�V�H�����W�K�H���&�R�X�U�W���K�R�O�G�V��

�W�K�H���W�K�L�U�G���D�Q�G���I�L�Q�D�O���I�D�F�W�R�U���R�I���W�K�H��Georgia-Pacific���W�H�V�W���L�V���X�Q�V�D�W�L�V�I�L�H�G���� ���$�F�F�R�U�G�L�Q�J�O�\�����W�K�H���&�R�X�U�W���Z�L�O�O��

�G�H�Q�\���'�H�I�H�Q�G�D�Q�W�V�¶���0�R�W�L�R�Q�����D�V���W�K�H�\���D�U�H���X�Q�H�Q�W�L�W�O�H�G���W�R���D�W�W�R�U�Q�H�\�V�¶���I�H�H�V���X�Q�G�H�U���W�K�H���/�D�Q�K�D�P���$�F�W���� �� ��

 ��

VI.  CONCLUSION��

�:�K�H�U�H�I�R�U�H�����E�D�V�H�G���R�Q���W�K�H���I�R�U�H�J�R�L�Q�J���G�L�V�F�X�V�V�L�R�Q���D�Q�G���D�Q�D�O�\�V�L�V�����L�W���L�V���W�K�H���M�X�G�J�P�H�Q�W���R�I���W�K�H���&�R�X�U�W��

�'�H�I�H�Q�G�D�Q�W�V�¶���0�R�W�L�R�Q���L�V��DENIED���� �� ��

IT IS SO ORDERED����

�6�L�J�Q�H�G���W�K�L�V�������W�K���G�D�\���R�I���-�X�O�\�����������������L�Q���&�R�O�X�P�E�L�D�����6�R�X�W�K���&�D�U�R�O�L�Q�D���� ��

�� �� �� �� �� �� ���V���0�D�U�\���*�H�L�J�H�U���/�H�Z�L�V�� �� �� ��
�� �� �� �� �� �� ���0�$�5�<���*�(�,�*�(�5���/�(�:�,�6���� �� ��
�� �� �� �� �� �� ���8�1�,�7�(�'���6�7�$�7�(�6���'�,�6�7�5�,�&�7���-�8�'�*�(��
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WILKES 
LAWFIRMEA. 

M!OHAELB.T. WILKES' 
MATI1lEWE. cox•• 
ELLENS. CHEEK' 
J. DERHAM COLE, JI\. 
ELIZJ\JJETH F. BAILEY' 
C. DANIELAT!GNSON• 
DEREKM.NEWBERRY' 
J. ALEXANDERJOYNER' 

•OHART.IrnTON OFFIOE 
111ALSO Mfili,.fBEROEOROJA BAR 
.1ALSO MllMl3ER NORTH OAROLlNA HAR 
•ALSO MT!MDER D.O. DAR 

M1:. Ron Rainey 
315 South Beverly Dr. Suite# 300 
Bevedy Hills, CA 90212 

Fcbrnary 2, 2015 

WILKES LAW FIRM, P.A. 
l\oplyto, SPAllTANlJUil0 OFFICE 

127 DUNBAR STRE!l'I; SUIT!l 200 
SPARTANBURG, SQTJTH QAROLIN/1-29306 

864,691 .. 1113 
TOLL FREE 866.920.1113 

],}\][ 864,591.1767 

OHARI.lmTON OFFICE 
200 MEETING STREET, s,nTE 206 

OHARLESTO N, SOUTH CAROLINA 29401 
8411. 797 .6229 

WWW,\ISLKE$LAW.C0il 

Re: Mm·sball Tucker Band, Inc, - Trademarks 

Dear Ron: 

As you ]mow from our recent telephone conference involving Doug Gray, we discovered 
in late December 2014 that on October 7, 2014, MT Industries, Inc, (MTI) registered with the 
U.S. Patent and Tradcmmk Office two trademarks for intellectual property owned exclusively by 
the Marshall Tucker Band, Inc. (MTB). These include Registered Mark No. 4616427, which is a 
word mark for "Marshall T\1cker Band," and Registered Mark No. 4616428, which consists of 
MTB's name in stylized form, i.e., the MTB logo, 

Ron, as we have discussed and you have aclmowledgecl, it is undisputed that these marks, 
and all intellectual property involving MTB 's name, likeness, and logo, arc owned exclusively 
by MTB. MTI Jacks m1y ownei·ship interest whatsoever in this property. We therefore. 
demanded dming our telephone conference that you remedy this circumstm1ce, mid you agreed to 
do so. To this end, we ask that yon direct the attorney who filed the lwo marks for MTI to cancel 
1hem inunediately, on grounds that MTI Jacks any ownership interest in the marks that would 
support MTI's applying for, receiving, or maintaining rcgistrntion of the marks in its name. 

Please confirm to us in writing once your collllsel has taken the necessary steps to cancel 
the marks, and once your attorney has received notice that the marks have been cancelled. 

cc: D011g Gray, President, Marshall Tucker Band, Inc. 
Ellen S. Cheek, Esquire 

ichael B.T. Wilkes 
mwilkes@wilkeslaw.com 

Exhibit No. 222 
Witness: Harold Douglas Gray 

Date: 6/12/18 
Christianne Lee Fong, CSR 7559 
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' · l_P,W Ol=F!C:ES C>F RIC:hlARD L Al1BEIU17 

4605 LANKERSHIM BOULEVARD / SUITE 203 / NORlH HOLLYWOOD, CA 91602~1874 / PHONE: 816.752.2776 / FAX: 818.752.7471 

February 9, 2015 

BY E-MAIL mwllkcs@will,cslaw.com AND FIRST CLASS MAIL 

Michael Wilkes Esq. 
Wilkes Law Firm P.A. 
127 Dunbar Street 
Suite 200 
Spartanburg, SC 29306 

re: MT Industries, Inc. and Marshall Tucker Band, Inc. trademark registrations 

Dear Mike: 

Ron passed your letter on to me, so I could ,·eview the trademark history and registrations of the ma,·ks 
"Marshall Tucker Band" in plain lext and stylized lettering, as well as categories ofregistration. 

As you are aware, the audio masters (including copyright) of songs recorded by the Marshall Tucker 
Band were purchased many years ago from Polygram Corporation by M.T. Industries, Inc. ("MT!"), a 
company currently co-owned by Ron Rainey a~d Doug Gray. MT! has been licensing those audio 
mastel'S for CD manufacture, digital distribution, and other commercial use, which is the function of MT!. 

The relationship between The Marshall Tucker Band, Inc. ("MTB") and MT! was defined in the February 
22, 1984 agreement (attached), executed by 1he Marshall Tucker Band's president and all the band 
members who were its shareholders, and by MT!. In the agreement, MT! is designated as owning "all 
publishing rights in perpetuity in all musical compositions written by the members of the band recorded 
as of that date." This intellectual property, as well as the copyrights in the audio masters purchased by 
MT!, constitutes intellectuul property assets of MT!. In the same agreement, the use of the name 
"Marshall Tucke,· Band" (the "Name") is apporttoned. MTB and MT! agreed !hat notwithstanding 
anything to the contrary, "MT! shall have the right to use, and to permit others to use, the Naine in 
connection with all other previously released masters of the band alld all otl1er recordings of the. band" 
made as of that date. Otherwise, the Name is the sole (exclusive) property of Mm "with respect to future 
live performances," and other areas and uses, which would include merchandisiug which MTB now 
conducts. Simply stated, MTI owns any trademark or other rights that may arise from its commercial 
exploitation of the Marshall Tucker Band recordings, while MTB owns trademark rights that may arise 
from all other activities, such as live performances, clothing merchandising, or anything else. MTB and 
MT! are separate and distinct companies; neither is the subsidiary oflhe other. They agreed to 
concurrently use the Name in the respective areas. 

MT! has marketed and licensed those audio recordings in interstate commerce using the Name in both 
plain text and stylized letters on the packaging. MTI's use in this manner gives rise to the trademark 
interest that MT! registered. The first use of the stylized lettering was on record album jackets. On the 

E·MAIL, RICK@ALBERTLAWOFFICES.COM 

Exhibit No. 223 
Witness: Harold Douglas Gray 
Date, 6/12/18 
Christianne Lee Fong. CSR 7559 
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other hand, MTB uses the Name in connection with live performances and other merchandising, which 
gives rise to MTB's right to register the mark for those uses. 

ln 1974, MTB applied for 1rademark registration of the plain text Name for use in connection with 
"presentations and appearances by a vocal and instrumental group." Registration was granted October 21, 
1975. However, the registration expired because the registration was not properly renewed. In 1974 (or 
earlier), the band's record company, that owned the recordings, designed the album covers, and 
distributed the records across state lines, By that commercial use Capricorn Records established a 
tJ"ademark right in connection with record albums, and could have registered the Name as co-existing with 
MTB's 1974 registration, but failed to do so. 

Recently, Ron discovered that the Name was not currently registered with the U.S. Patent and Trademark 
Office in any category of use. As president of MT!, he authorized trademark attorney Michael Martin to 
register the Name only in connection with the interstate commerce engaged by MT! - audio recordings 
such as CD's and the like, One application was made for plain text, and another for stylized letters used 
on the sound recordings product tl1at MTl had manufactured and sold, under MT! licenses. The marks 
were publicly published by the USPTO for opposition, and after tl1e opposition pel'iod expired, each 
registration was approved, MTI did not, and does not claim ownership of any rights in the Nume used in 
connection with live pe1fonnances or other merchandising, and never sought to register a trademark in 
those areas, or block registration. 

On September 5, 2014, attorney Ellen Check of your office filed three applications on behalf of MTB to 
register the Name in plain text for use in live performances, intestate merchandising a line of clothing, 
and audio recordings. However, MTB is not engaged in the manufacture of CD's and the like, MTI is. 

On December 22, 2014, the USPTO examining attorney issued office actions to each of tho three MTB 
applications, in each case citing MIi's pre-existing registrations as a potential conflict, along with a few 
other matters. Because there is no con11ict, the issue may be cleaned up with a co-existence/consent 
agreement between MTI and MTB addressing the division of use of the Name between the parties, as 
reflected in the 1984 agreement. The Name would be registered as a trademark for concurrent use by the 
registrants - MTI for sound recordings as registered, MTB for U1e two other applications. This is a 
common practice, and regularly accepted by the tt'ademark office, 

In this way, once MTB addresses the remaining issues in the office actions, its registrations of the Name 
for live appearances and clothing merchandising would be approved, and MTI will continue to enjoy the 
statutory protections it obtained against third parties that use The Marshall Tucker Band name on bootleg 
audio recordings and pirated internet streaming. Since Doug Grny owns a share of both companies, 
which distinctly engage in different businesses, this makes sense, The companies share the same goal in 
registering the Name, to exclude unauthorized third parties from selling product, not to exclude MTI or 
MTB from using the Name. Both companies need protection of a registration in their respective areas of 
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use, and both need the ability to enforce tl1osc rights without seeking approvals from, or incurring expense 
to, the other company. 

IfMTB agrees, Ron can have Mr. Martin prepare the necessary co-existence/consent agreement1 to be 
submitted by Ms. Cheek when responding to the office action, indicating that MIB's uses of the Name 
for live performances and clothing co-exist with MTl's use for audio recordings, as the pa1tics agreed in 
1984. In that way, MTB's registrations can be independent ofMTl's registrations. There is no reason I 
can think ofto blur the separation of business entities that the parties intended to define hi 1984. 

Please give me a call when you have an opportunity to discuss. I look forward to hearing your comments. 
Also, please let me know if you need additional information or have any questions. 

Sincerely, 

~-,~-
Rick Albert 

enclosure 

cc: Mr. Ron Rainey 
Michael P. Martin, Esq. 
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r',,l·T & KAMINSKY 
,.. 

IB WEST' 6pTH loTRE:lzT r1/ 
Ni,,W YORK, N. Y, IOCllS 

121:t) $0rJ•8044 
C/IDlolC l..trXoT,oSUM N,V. 

ni.mc .r;\J:lGO'tG 

:tr.l..11n:s. Toy C.ildwell 
:Jerry Eub1.1nks 
:ioug Gray 
Gaoxga l!oco.!<le 
Pa1;1l Riddle 

P.O. 80:!I: 5965 
S~~.tanbu.g, So. Carolina 29304 

·oear Toy, Jerry, Doug, George and Paul, 

February 22, 1984 

This 1iill confi= the fl?llowing agreePtent among 
yous 

1, 

(al Toy, l?aul antl Geoi:ge eball sell their 
atock in MTB as indicated in the enoloeed agreements. 

(bl Toy, l'aul !lnd Geoi;ge hereby resign, 
affective itnl'lediately, as officers and directors of MTB. 

2, r1.~. 1:ndustries, J'.nc,, ("MTI") r 

ownerahip of MTJ: shall remain • as is, 
F.Veryone confi:,:ms that MTI {d/b/a Narshall Tuckei: ?Ubli$hing 
Company) · owns all publishing· :r:ights in pe,:petuity in all 
:,usical i:-mnpositione wdtten by members of the band which 
wei:e previously recorded by the band, Th!l firEii: $·60, 000 to 
be paid out by l·!TI {ii~te:r the payment of write:i:s' royaltie!;I) 
after the date heraof shall be distributed as follows, pro 
rata, · 

(a) $20,000, less truces, to Gao~ge; 

(bl $201000, teas ~~~ea,· to Pau~1 ~nd 

(a) $10,0001 loss taxaa or $2,oOO, to Toy, 
with Toy authorizi~g said $7 ,~0o· tc, be paid. directly to MTS 
on his btthfllf i.n rc:.J.Jaimtni: o:i: his l.11dnbt,'011a»a t.o :•lTB, 

&..r,• I nror•n.11 

I. 
I 

l 
I 
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J. iloloaess: 

'Toy, P~ul and Goorge, on tho one hand, and 
:l'J'll, on the other, shall exchange 9.aneral releases in the 
f,:,,:r:t al:tt1ched. This rnaans thnt no matt,:r what might $lld~ca 
tn :.:1\!I futu,;o, except as apecifi.ad in thi$ letter 1 111:iither 
'i\l~, Paul nor Gao,:ge shall owe anyth!ng to W.CB and N'l.'S .1ha 11 
not owe ,111y ~bing to •wy, Paut or Gaorgs. 

4. l4arshall -rucker I.land Name 

Toy, Paul and Geoi:ge agree that the nain'il · 
M,,rehnll Tuo);.er Band and any nam~s similar tharijtb 
·(aollaotivaly "Name") shell ba the sole and exclusive 
propart)!' of1 O.) . ~!TB with respect to . fl).tUi;e live 
performi!lncea, ( ii) such . companies as Doug and jerry may 
elaqt with ·ras)?act to the recordings reoently financed by 
ooug ( "Doug I l;l Record"] and any .tncl al.l other reoordings tt1 
!)S done in tha future, and I iii! WL'B with respect to any and 
all other mel!l:ta, a1:eas and usas. Without l:l.ml.t:!.11g the 
for<!lgoing,. everyone agrees t.hat M'l'B 1' Doug, Jerry and such 
com;p1.1n:i.aa llhn U Mve the right to sa usa said tiama .,~itll a 
band a.:nnpd !lad of such per$on6, and number of parsons, ns 
14'.1'!.l, Doug and Jerry may elect. An)!'thing to the aonttary · 
mit-Aithstanding, wr,: shall have the right to use, and to 
permit others to UM, the Name in · oonnact:ion wii:lt all 
previollS ly raleaaed maetarl;I of I the )Jan,;1 and . al,!. oi;he:r: 
recording$ of the band roada prior to the date hareo£ (other 
than Doug• s Record). Neither '.l!oy, Paul nor Gaorge shalTl 
have . tha right ta uua the Name in any 11111nner whatBoever, I 
wha1:her wi'l;b r:eapect to live performanoee or otbe:,;wisa, but · 
they $hall have the right to state a:e pai:t of theii: 
biography on the back (but not the front) of an album jnok!lt: 
(t1r similar packagin1rJ tllat they were forroeitly With 'l'h" 
Harshall 'l'w;;,kar Band, '----" 

·-----
5, ll'uture Perfo:rma99ee and. Recordings, 

(al With res;mct to tha f!.rst 200 1.h•e 
pe!!fo~mances in the f\'lture in which Dci\lg and.Jot ,for.1:y ,re 
invol'Vel! or authorba anll Which ;.X:e b:lllad, directly or 
indirectly, ns perfo:cmano<ile of! .The Marsha:ll Tl!oker airnd, 
1'oy; Paul and Gao:rge shall each be paid, as a oons11lting 
:fee, the sum of $250 by Wl'B, ·. . 

(bl :i'.f Doug' a R,!<!llrd is put out as a 
rtal."shall 'l'U•~keJ/ '.Rllnd album or if the uame is on the frnnt: of 
the alb11m j,nkst thereor, Toy, ~aul and Gearge shall eich be 
~sid by Doug a royalty o:E 1~% of retail, such royalty to be 
c,orwuted, a<!<!t>t111tod £or, pn:l.d and. subj oct. tc th.. same 
il~t;1ucti<>11a and reiluction!l 1111 i:oya:J.ti cs are oomp11ted, 
ai;:atmnted :for, paid, daduatea from and reduc,;d undar the 
11.gredm .. nt DtJ'.lg ent,,tli! l.l'lto with the remn:d oompany and/or 
distributo11 ralatim;i to auch album, provid~d, howa11'er1 thet 

t,/tl'd SE6'0J.I 

; 
'. I· 

' 
' 

1.· 

1. 
j:. 

I 
! . 
( 
f 
i 
j' 
l" ! . 
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'iii Ci , .. 
l'O rllyal ~icrn aha Lt b.:, payable to them 1111less ,md until all 
r,ic(.)rc'ling ,;ost$ Of ooug' 11 f!er;io.d have l1e1>n recoupeid fr:om the 
''i!ll-in" royalty- on such album. lf noug• s Record is 
Nleased, Wllother •as a Harahdl \l'ucker :Sand album or 
othei:1iiae, Toy, Paul and Gem:ge shall also be paid 
a1>vr.opriate un;i.on scale ses$ion payr.w,nti;. 

(cl With .r:espeot to the first tlire,3 albums 
after Docig's Record which Doug and/or Jerry authorize to be 
)?Ut out as Marshall Tucl«•r Band albums or upon which the 
NamQ is u~ilized on t~e front bf the album jacket, Toy, Paul 
and George shiiU eaoh be paid a rO)l'lll ty of U of retail, 
such royalty to be com»uted, accounted for, paid and subject 
to the same deductions and reductions aa royalties are 
computed, accounted for, paid, daducl:ed :from and red11ced 
under the agreeinent with the raoord oompany relating to such 
albums, prov,.ded, ho11evar, that no :roy-altl.aa, shall be 
pe,.yable to them vnl-<:>s~ and until. all rr.ic::ording ooata of such 
albums have been ;recouped front the "all~in" royalty, .;n an 
album by album basis. ' 

6. Miaoellaneoua: 

~he bus, lighting syetl)lll IUld all of the other 
mguipment ot the band, !l~cept those. p:1.acea o:E equipn1ent 
,~hich were boue-ht and pa:1.c'I :fo,: peraonlllly anil. ax~apt f;,r 
TOJI' s guitars, George I a guitars and l?aul' s dtUl11s {which 
i;halJ, belong to Toy, George . and llaul, resp!3otivelyt , shal.l 
re~ain the property of M~~. which may dispose of same as it 
eeas fit and retain all prooeeas l!herefrorn. 

Xf any of you have any questions about the 
for<'lgoing and/m: ,{ould 1:1.ka to ,discuss this with ,me, please 
do not hesitate to call. If it meets with everyone's 
approval, please sign in tlle spaoes provided below • . 

~oura very txblY, 

a.onald s, c;cp.£t 

'l'ill:l l-!l\RSUAXcl', TUCKJ:ll\ BAND, 

~,h• ~y ~-~-:C6-i-kJ--r-..Pr.t<L-#(k,-,f 

J 
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LAW OFFICES OF RICHARD L ALBERT 

4605 LANKERSHIM BOULEVARD / SUITE 20 3 / NORTH HOLLYWOOD, CA 91602-1874 / PHONE: 8 18.752.2776 / FAX: 818.752.7471 

June 21, 2018 

BY E-MAIL production@tsgreporting.com AND FIRST CLASS MAIL 

Mr. Daniel Boyhan 
TSG Reporting, Inc. 
7 4 7 Third A venue 
101h Floor 
New York, NY 10017 

re: 

Dear Mr. Boyan: 

Enclosed please find a copy of the signed errata sheet for the following deposition transcript: 

Case Name: The Marshall Tucker Band, Inc. v. MT Industries, Inc. 
Deposition Date: May 22, 2018 
Deponent: RONALD RAINEY 
TSG Court Reporter: Leslie L. White 

A copy has been delivered to counsel for all parties in this matter. The original signed errata 
sheet is in our files at this law firm , and will be provided upon request. 

Sincerely, 

�~� /, C-0---
Richard L. Albert, Esq. 

Enclosure 

E-MAIL: RICK@ALBERTLAWOFFICES.COM 



ERRATA SHEET FOR THE TRANSCRIPT OF : 

Case Name: The Marshall Tucker Band, Inc. v. MT Industries, Inc. 

Deposition Date: May 22 , 2018 

Deponent: RONALD RAINEY 

Reason Codes: 

1. To clarify the record. 

2. To conform to the facts. 

3. To correct transcription errors. 

Pg. Ln. Now Reads 

37 20 

47 2 

52 1 

52 10 

53 9 

65 2 

70 25 

Not, exactly no. 

Yes . 

That is correct. 

That' s correct. 

Marshall Tucker 
Band Inc . 

No. 

Yes 

CORRECTIONS: 

Should Read 

There probably 
wasn't anything new. 
I already searched 
the electronic files 
for the initial document 
production, which 
included e -mails. 

Yes, but he is MTI ' s 
lawyer, not mine. 

Yes, that was what 
you said. I'm not sure. 

Yes, that' s what the 
1984 agreement says. 

Marshall Tucker Band 

No. I am not sure. 

That is what you said. 
I was not sure. 

Reason 

1 

1 

1 , 2 

1 

2 

1 

1, 2 



73 . 22 I believe I did 

yes. 

78 6 Yes, 

81 6 yes 

127 9 Yes . 

133 15 "assignment" 

2 

I believe I did, yes. 

But I was not sure. 

We d id discuss t hat. 

I t could have the right, 

But I am not sure. 

Yes, according t o the 
1984 letter agreement 

"sign" 

1, 2 

1 

2 ' 1 

1 

3 
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���Œ�Œ���š�����•�Z�����š�•�W

�d�Z�����d�Œ�������u���Œ�l���d�Œ�]���o�����v�������‰�‰�����o�����}���Œ���[�•���D���v�µ���o���}�(���W�Œ�}�������µ�Œ�����•�š���š���•���š�Z���š�����}�Œ�Œ�����Ÿ�}�v�•���•�Z�}�µ�o��������
�u���������š�}�������š�Œ���v�•���Œ�]�‰�š���]�v���}�Œ�����Œ���š�}���‰�Œ�}�À�]���������v���������µ�Œ���š�����Œ���‰�Œ���•���v�š���Ÿ�}�v���}�(���Á�Z���š���š�Z�����Á�]�š�v���•�•���•���]�������µ�Œ�]�v�P
�Z�]�•���}�Œ���Z���Œ�������‰�}�•�]�Ÿ�}�v�X���d���D�W���‘���ó�ì�ï�X�ì�í�~�v�•���~�î�ì�í�ô�•�X���ï�ó�����&�Z���‘���î�X�í�î�ñ�~���•���~�î�ì�í�ô�•�X���D���š���Œ�]���o�����Z���v�P���•���š�}���š�Z��
�š���Æ�š�����Œ�����v�}�š���‰���Œ�u�]�©���������v�����š�Z�����š�Œ���v�•���Œ�]�‰�š���u���Ç���v�}�š�����������}�Œ�Œ�����š�������š�}�����Z���v�P�����š�Z�����Á�]�š�v���•�•�[�•���š���•�Ÿ�u�}�v�Ç�X���/���X

�&�}�Œ�����Æ���u�‰�o���U���]�v�����v�š���Æ���/�v���µ�•�š�Œ�]���•�U���š�Z�������‰�‰�o�]�����v�š���}���i�����š�������š�}���•���À���Œ���o�����Z���v�P���•���u���������š�}���š�Z�����š�Œ���v�•���Œ�]�‰�š
�}�(�����������‰�}�•�]�Ÿ�}�v�X�����v�š���Æ���/�v���µ�•�š�Œ�]���•�U���/�v���X���À�X���D�]�o�š�}�v�����Œ�����o���Ç�����}�X�U���î�í�ï���h�^�W�Y���í�í�í�ò�U���í�í�í�ó���v�X�î���~�d�d�������í�õ�ô�î�•�X
�K�v�����‰���Œ�Ÿ���µ�o���Œ�������]�š�����Æ�‰���v���������}�v�����v�����Æ�‰���Œ�š�[�•���•�š���š���u���v�š�U�����Z���v�P�]�v�P���]�š���(�Œ�}�u���^�š�Z���š���š�Ç�‰�����}�(���P���u���_���š�}
�^�š�Z���š���^�]�u�}�v���^���Ç�•���š�Ç�‰�����}�(���P���u���X�_���/���X���d�Z�������‰�‰�o�]�����v�š�����Œ�P�µ�������š�Z���š�����Z���v�P���•���o�]�l�����š�Z�]�•���Á���Œ�����•�µ���•�š���v�Ÿ�À�����]�v
�v���š�µ�Œ�������������µ�•�����š�Z���Ç���������������������]�Ÿ�}�v���o���(�����š�•���š�}���š�Z�����Œ�����}�Œ�����Á�Z�]���Z���Á���Œ�����v�}�š���•�‰�}�l���v�����Ç���š�Z�����Á�]�š�v���•�•
�Z�]�u�•���o�(�X���/���X���d�d�������Z���o�����š�Z���š�U���Á�Z�]�o�������Œ�Œ�}�Œ�•���]�v���(�}�Œ�u���}�Œ���•�‰���o�o�]�v�P���Á�}�µ�o�������������‰�‰�Œ�}�‰�Œ�]���š���U���•�µ���•�š���v�Ÿ�À��
���Z���v�P���•���Á�}�µ�o�������������]�•�Œ���P���Œ�������X���/���X

���v�}�š�Z���Œ�����Æ���u�‰�o�����]�•���š�Z���������•�����,�}�o�o�Ç�Á�}�}���������•�]�v�}���>�>�����À�X�����Z���š�����µ�������o���•�š���U���/�v���X�U���í�í�ò���h�^�W�Y�î�����í�õ�ô�ô�U
�í�õ�õ�ò���~�d�d�������î�ì�í�ñ�•�U���Á�Z���Œ���������‰���Œ�š�Ç���u�����������Z���v�P���•���}�v�����v�����Œ�Œ���š�����•�Z�����š���Á�Z�]���Z���Á�}�µ�o�����Z���À���������v���.�©�������Z�]�u
�]�v�������(�����Ÿ�v�P�������u�}�Ÿ�}�v���(�}�Œ���•�µ�u�u���Œ�Ç���i�µ���P���u���v�š�X���^�}�u�����}�(���š�Z���•�������Z���v�P���•���]�v�À�}�o�À�������������]�v�P���o�}�v�P
���Æ�‰�o���v���Ÿ�}�v�•�����š���š�Z�������v�����}�(�������^�Ç���•�_���}�Œ���^�v�}�_�����v�•�Á���Œ�X���/���X���d�Z�������}�µ�Œ�š���]�v���,�}�o�o�Ç�Á�}�}���������•�]�v�}���]�����v�Ÿ�.�������š�Z���•��
���Z���v�P���•�����•���Z���À�]�v�P�����v��� �̂��À���•�]�À�����u�}�Ÿ�À���_�����v�������Æ�‰�o���]�v�������š�Z���š�����Z���v�P���•���š�}�����������‰�}�•�]�Ÿ�}�v���š�Œ���v�•���Œ�]�‰�š���•�Z�}�µ�o��
�v�}�š���������µ�•�������š�}���•�Z�]�L���š�Z�����•�µ���•�š���v�������}�(���u���š���Œ�]���o���(�����š�•���š�}�������v���.�š�������‰���Œ�š�Ç�X���/���X���d�Z�������}�µ�Œ�š���������]�Ÿ�}�v���o�o�Ç
�v�}�š�������š�Z���š�����o�o�}�Á�]�v�P���•�µ���Z���•�µ���•�š���v�Ÿ�À�������Z���v�P���•���š�Z�Œ�}�µ�P�Z�����v�����Œ�Œ���š�����•�Z�����š���Á�}�µ�o�����µ�v�����Œ�u�]�v�����š�Z��
�Œ���o�]�����]�o�]�š�Ç���}�(���š�Z���������‰�}�•�]�Ÿ�}�v���‰�Œ�}�����•�•���]�v���P���v���Œ���o�X���/���X�����š���í�õ�õ�ó�X

�s���‘�ˆ���t



�,���Œ���U���Ç�}�µ���Z���À�����]�u�‰�Œ�}�‰���Œ�o�Ç���•�µ���u�]�©���������v�����Œ�Œ���š�����•�Z�����š���Á�Z�]���Z���•�µ���•�š���v�Ÿ�À���o�Ç�����Z���v�P���•�������‰�}�•�]�Ÿ�}�v
���v�•�Á���Œ�•���(�}�Œ���Ç�}�µ�Œ���•�š�Œ���š���P�]���������v���.�š���i�µ�•�š�����•���]�v���,�}�o�o�Ç�Á�}�}���������•�]�v�}�����v�������v�š���Æ���/�v���µ�•�š�Œ�]���•�X���d�Z���•�������Z���v�P���•
���]�Œ�����š�o�Ç�����}�v�š�Œ���À���v�����š�Z�����d�Œ�������u���Œ�l���d�Œ�]���o�����v�������‰�‰�����o�����}���Œ���[�•���D���v�µ���o���}�(���W�Œ�}�������µ�Œ�������•���Á���o�o�����•
���‰�‰�o�]�������o�����‰�Œ�����������v�š�X

�W�o�����•�����•�µ���u�]�š�������v���Á�����Œ�Œ���š�����•�Z�����š���š�Z���š���Œ���G�����š�•���(�}�Œ�u�����Œ�Œ�}�Œ�•���}�v�o�Ç�X���/�(���Ç�}�µ���Œ���(�µ�•���U���‰�o�����•���������������À�]�•����
�š�Z���š���Á�����Á�]�o�o�����}�v�š�����š���š�Z�����d�d���������©�}�Œ�v���Ç���(�}�Œ���‰���Œ�u�]�•�•�]�}�v���š�}���.�o���������u�}�Ÿ�}�v���š�}���•�š�Œ�]�l���X

�Z���P���Œ���•�U

�^���Œ���Z���^�X�����Œ�}�}�l�•�U�����•�‹�X���n���s���v�����o�����>�>�W
�š���ï�í�ì�X�î�î�õ�X�ì�ð�ì�ô���n���(���ï�í�ì�X�î�î�õ�X�õ�õ�ì�í���n���u���ï�î�ï�X�ó�ì�ò�X�ò�í�ð�ñ
�î�ì�ð�õ�������v�š�µ�Œ�Ç���W���Œ�l�������•�š�U���^�µ�]�š�����î�ï�ì�ì�U���>�}�•�����v�P���o���•�U���������õ�ì�ì�ò�ó

�^�^���Œ�}�}�l�•�›�s���v�����o���X���}�u�n���Á�Á�Á�X�s���v�����o���X���}�u
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���‹�…�Š�ƒ�”�†�����\�����Ž�„�‡�”�–�Y�����•�“�\
���ƒ�™�����ˆ�ˆ�‹�…�‡�•���‘�ˆ�����‹�…�Š�ƒ�”�†�����\�����Ž�„�‡�”�–
�k�m�e�l�����ƒ�•�•�‡�”�•�Š�‹�•�����Ž�˜�†�\�Y�����—�‹�–�‡���i�e�j
���‘�”�–�Š�����‘�Ž�Ž�›�™�‘�‘�†�Y���������p�h�m�e�i
�’�Š�‘�•�‡�[���•�o�h�o�€���n�l�i�^�i�n�n�m
�ˆ�ƒ�š�[���•�o�h�o�€���n�l�i�^�n�k�n�h
�‡�^�•�ƒ�‹�Ž�[���”�‹�…�•�R�ƒ�Ž�„�‡�”�–�Ž�ƒ�™�‘�ˆ�ˆ�‹�…�‡�•�\�…�‘�•

���”�‹�˜�‹�Ž�‡�‰�‡�†�u���‘�•�ˆ�‹�†�‡�•�–�‹�ƒ�Ž�����•�ˆ�‘�”�•�ƒ�–�‹�‘�•���•�ƒ�›���„�‡���…�‘�•�–�ƒ�‹�•�‡�†���‹�•���–�Š�‹�•���•�‡�•�•�ƒ�‰�‡�\
���ˆ���›�‘�—���ƒ�”�‡���•�‘�–���–�Š�‡���ƒ�†�†�”�‡�•�•�‡�‡���‹�•�†�‹�…�ƒ�–�‡�†���‹�•���–�Š�‹�•���•�‡�•�•�ƒ�‰�‡���•�‘�”���”�‡�•�’�‘�•�•�‹�„�Ž�‡��
�ˆ�‘�”���†�‡�Ž�‹�˜�‡�”�›���‘�ˆ���–�Š�‡���•�‡�•�•�ƒ�‰�‡���–�‘���•�—�…�Š���’�‡�”�•�‘�•�€�Y���›�‘�—���•�ƒ�›���•�‘�–���…�‘�’�›���‘�”��
�†�‡�Ž�‹�˜�‡�”���–�Š�‹�•���•�‡�•�•�ƒ�‰�‡���–�‘���ƒ�•�›�‘�•�‡�\�����•���•�—�…�Š���…�ƒ�•�‡�Y���›�‘�—���•�Š�‘�—�Ž�†���†�‡�•�–�”�‘�›���–�Š�‹�•��
�•�‡�•�•�ƒ�‰�‡���ƒ�•�†���•�‹�•�†�Ž�›���•�‘�–�‹�ˆ�›���–�Š�‡���•�‡�•�†�‡�”���„�›���”�‡�’�Ž�›���‡�^�•�ƒ�‹�Ž�\�����Ž�‡�ƒ�•�‡���ƒ�†�˜�‹�•�‡��
�‹�•�•�‡�†�‹�ƒ�–�‡�Ž�›���‹�ˆ���›�‘�—���‘�”���›�‘�—�”���‡�•�’�Ž�‘�›�‡�”���†�‘���•�‘�–���…�‘�•�•�‡�•�–���–�‘�����•�–�‡�”�•�‡�–���‡�^�•�ƒ�‹�Ž��
�ˆ�‘�”���•�‡�•�•�ƒ�‰�‡�•���‘�ˆ���–�Š�‹�•���•�‹�•�†�\�����‡�…�ƒ�—�•�‡���‡�^�•�ƒ�‹�Ž���…�ƒ�•���„�‡���ƒ�Ž�–�‡�”�‡�†���‡�Ž�‡�…�–�”�‘�•�‹�…�ƒ�Ž�Ž�›�Y��
�–�Š�‡���‹�•�–�‡�‰�”�‹�–�›���‘�ˆ���–�Š�‹�•���…�‘�•�•�—�•�‹�…�ƒ�–�‹�‘�•�Y���ƒ�•�†���ƒ�•�›���ƒ�–�–�ƒ�…�Š�•�‡�•�–�Y���…�ƒ�•�•�‘�–���„�‡��
�‰�—�ƒ�”�ƒ�•�–�‡�‡�†�\
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D-001193

South Carolina Secretary of State Mark Hammond 

Business Entities Online 
File, Search, and Retrieve Documents Electronically 

Corporate Information 

Entity Type: Corporation 

Status: Forfeited 

Domestic/Foreign: Domestic 

Incorporated South Carolina 

State: 

Registered Agent 

Agent: H DOUG GRAY 

MTB, INC. 

Address: 130 CREEKSIDE LN SPARTANBURG SC 
, South Carolina 

Official Documents On File 

Important Dates 

Effective Date 02/07/1990 

Expiration N/ A 

Date: 

Term EndN/A 

Date: 

Dissolved 02/09/2009 

Date: 

Filing Type Filing Date 
Forfeiture 02/09/2009 

Amendment 10/31/1990 

Incorporation 02/07/1990 

For filing questions please contact us at 803-734-2158 Copyright© 2018 State of South Carolina 

Exhibit No. 210 
Witness: Harold Douglas Gray 
Date, 6/12/18 
Christianne Lee Fong. CSR 7559 



STATE . OF· SOUTH · CAROLINA 
SECRETARY OF STATE 

. ARTICLES OF INCORPORATION 

The name of the proposed corporation is __ _..M...,T...,R;,.,,,-&JI DwC------------

The .initial registered pttice . of the corporation is _1_3_0 _C_r_e_ek_s_i_d_e_La_n_e ______ -.,,,t:-
street & Number 

Spartanbur 29303 
Cily · · County Zip Code 

and the initial registered agent as such address is ----'..l..!--""":>4l:J.~L..lil.JI'--------'--+--+ 

The corporation is authorized to issue shares of stock as follows: Complete a or b, 
whichever is applicable: 

a. Q .ff the corporation is authorized to issue a single class of shares, the total number Of 
shares authorized is · · · 100, ooo . 

b. D The corporation is authorized _ _toJssue,.,more,.than1>necclas~ot-sMres~ - ·· ·· · ---
- ·- . ".:"~-~ :::"'.':"9~:-:. .. . .. .. ·· • ··· ··· ·· ... . .. . . 

Class of Shares Authorized No. of Each Class 

The relative rights, preferences, and limitations of the shares of each class, and of each series within 
a class, are as follows: 

4. The existence of the corporation shall begin when these articles are filed with the Secretary 
of State unless adelayed date is indicated (See §33-1-230(b)): ------

5. The optional provisions which the corporation elects to include in the articles of incorpora­
tion are as follows (See §33-2-102 and the applicable comments thereto; and 35-2-105 and 
35-2-2_21 of the 1976 South Carolina Code): · 



' ·· Nov 05 2018 

c:/: R~FS~E1ffiJD~1:iJ:l~S and addr~SS Of each incorporator iS ~S fblloWS (only On8 iS required); .. 

· ~:: .• c:.ame · . J:~;~s~"~~••• �~�·�~�~� 
I; ~obert s. Frenct) an attorney l_icensed to practice.in the State of South Carolina, ce~ify .·, .· 

Jh~t the corporatiOOi to whose articles .of incprp9ration this certificate .is attach.ec(has c,om~ • .. 
PH~d witn the requirements Chapter 2, Title 33 of the :1976 South Caro.lina Code relating to,. 

th88rticl9Sof:~.c::~••ion . · ··· · ·~ ·.······.· 

Robert S. F,·ench 
(Type or .Print, Name) 

Address P. O. Box 772 

· Spartanburg, SC 29304 

FILING INSTRUCTIONS 

1. Two copies of this forin, the original an.d ellher a dupllcete original or a conformed copy, must be ·med. 

2.· II the space In this form Is Insufficient, please attach additional eheeta containing a reference to the appropriate pa;agraph In this form. ·. 

3. Schedule of Fees - payable at. time 91 filing_ ihis docuineni 

Fee for fliing Application - payable to Secretary ol'State 
Filing Tax : Payable to Secrl!tary of State 
Miniumum License Fee - payable to SC Tax . Commission 

$10.00 
100.00· 
25:00 

• 4. THIS FORM MUST BE ACCOMPANIED BYTHE FIRST REPc:>RT OF CORPOAATIONS(See §12-19-20), AND A CHECK IN THE AMOUNT OF $25.00 
PAYABLE TO THE SOUTH CAROLINA TAX COMMISSION. . . . 
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CERTIFIED TO BE A TRUE AND CORRECT COPY 

AS TAKEN FROM AND COMPARED WITH THE 

ORIGINAL ON FILE IN THI S OFFICE 

090209-0256 

MTB INC 

Filed: 2/9/2009 

Filing Fee: $0.00 

Nov 05 2018 

REFERENCE ID: 2350 15 

Mark Hammond South Carolina Secretary of State 

STATE OF SOUTH CAROLINA 
SECRETARY OF STATE 

COLUMBIA, SOUTH CAROLINA 

CERTIFICATE OF DISSOLUTION 
BY ADMINISTRATIVE DISSOLUTION 

MTB INC 
193 RT 9 S 

Date of Dissolution: 
FEB 09, 2009 

MANALAPAN, NJ 07726-0000 21124021 

South Carolina Code of Laws §33-14-200 provides that the South Carolina Secretary of State's Office shall 
administratively dissolve a corporation for the following reasons: 

(1) The corporation does not pay any franchise taxes, taxes payable under Chapter 7, of Title 
12, or penalties imposed by the law; 

(2) The corporation does not deliver its annual report to the Department of Revenue when it 
is due; 

(3) The corporation is without a registered agent or registered office in this state; 
(4) The corporation does not notify the Secretary of State that its registered agent or 

registered office has been changed, that its registered agent has resigned, or that its 
registered office has been discontinued; or 

(5) The corporation's period of duration stated in its articles of incorporation expires 

Based on the records provided by the South Carolina Department of Revenue, it appears that 
after proper statutory notice, the above named corporation has failed to meet the requirements of 
(1) and/or (2) as set forth above. 

Now therefore, under the authority of South Carolina Code of Laws §33-14-200, the above 
named corporation is administratively dissolved as of the date of this Certificate of 
Dissolution. 

--rrJ..k~O 
Mark Hammond 
South Carolina Secretary of State 

Inquiries concerning this administrative dissolution should be directed to the South Carolina 
Department of Revenue, Corporate Section, Columbia, SC 29214-0100 or (803) 896-1730. 

ADM. DISSOLUTION (SS-02) Form Revised by South Carolina 
Secretary of State, April 2008 


