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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

The Marshall Tucker Band, Inc., ) Cancellation No.: 92065794
) Registration Nos.: 4616427, 4616428
Petitioner, )
Mark:

V. THE MARSHALL TUCKER BAND

M T Industries, Inc.,

Registrant.

)
)
)
)
)
)
)
)

5(*,675%$17NOTICE OF FILING TESTIMONY

BY DECLARATION PURSUANT TO 27 C.F.R. § 2.123

Registrant hereby gives notice to Petitioner in the above identified Cancellation
3URFHHGLQJ WKDW 5HJLVWUDQW KDV ILOHG WKH "HFODU
president and CEO, dated December 17, 2019, with the U.S. Patent and Trademark
Office, before the Trademark Trial and App8alard, of which attached is an exact

duplicate, including Exhibits Nos 1 through 29.

Date January 2, 2020 Respectfully submitted,

/Richard L. Albert/

Richard L. Albert (Cal. Bar No. 204359)
Law Offices of Richard.. Albert

4605 Lankershim Blvd., STE 203

North Hollywood, CA 91602

(818) 7522776 (Phone)

(818) 7527471 (Fax)



rick@albertlawoffices.com

Attorney for Registrani T Industries, Inc.

CERTIFICATE OF SERVICE

| hereby certify that a true and complete copy of the foregoing

5(*,675%$17 WOTICE OF FILING TESTIMONY
BY DECLARATION PURSUANT TO 27 C.F.R. § 2.123

has been served on SARAIBROOKS, ESQ. by forwarding said copy via email to:
SSBrooks@Venable.com
Signature: /Richard L. Albert/

Date: January 2, 2020


mailto:rick@albertlawoffices.com

DECLARATION OF RONALD RAINEY

I, Romald Rainey, declare under penalties of perjury of the United States of
America that the following statements contained in this declaration are true and correct of
my own personal knowledge, and are believed by nhe toue.
1. | amthepresident of Registran) 7 ,QGXVWULHVor ,QF 307,°
35 HJL V)yadDhe wélefficer. | have testified in these proceedings as the person
PRVW NQRZOHGJHDEOH DW 07, DQG , DP WKAMIthRex VWRGLD
flesci(WHG LQ WKH '"HFODUDWLRQ DV REWDLQHG IURP 5HJL\
PDLQWDLQHG LQ WKH EXVLQHVYV ILOHV LQ 5HIJLVWUDQWY
2. | have been president of MTI sinbay 23, 2000, and currently own 80%
of the shares of stock in MTI, which | purchased from the original band members of The
Marshall Tucker Band W KBHD @ ®é€ginning in or about 1999.
3. The remaining 20% of shares of stock in MTI is owned by Harold Douglas
*UD\ DND 'RXJ *U Who i&*als®the sole shareholder, owner and officer of
Petitioner,The ODUVKDOO 7XFNHU %DQG ,QF S3BHWLWLRQHU ™ R
4. | amalsopresident of Ron Rainey Management, Ing5 5 0 ;| a music
artists management company, ascaanager | managexkrtain aspects oiTB { V
business.
5. Beginnng around1991, Imanagd Petitioner MTB through RRM and
RYHUVDZ D OlisiRdsy) imékifiylive performance bookings for the Band

conjunction with various talent agencies, and servicing those performavddés did not



engage in any business conieecwith the manufacture, license, distribution of recorded
PXVLF ZKLOH , PDQDJHG WKH FRPSDQ\ DQG EDVHG XSRQ
and the business dealings | had with the various Marshall Tucker Band musicians, and
attorneys, MTB never was engaged the manufacture, license, distribution of recorded
music. | negotiated, and MTB entered into hundreds of live performance conthachts
| oversawwhile | managed the company, but none of those contracts involved music
recordings. RRM stopped managing MTB ithe summer 02016.

6. | was named president of MTI by its board of directors on or about May 23,
2000, and have served continuously in that position through the present.

7. Shortly after being appointed president of MDI7 , fodunsel Ken Kraus

3. UDXGHOLYHUHG 5HJLVWIORT YW R IE XVihedMMRRMIH V

Beverly Hills, California. Since then, | have maintained custody over those files and
subsequent business files for Registrant. Thd¥ DUH NHSW LQ 07,9V RIILFH\
Hills, and older files kept ifocked, local off-sitestoragethat | have access and control
over.

8. INn 5HIJILVWUDQWYV QURihkBDdter&fet td thid oRlér fileso
reviewformer deals, licenses and corresponddacessues such as expiration dates or
terms. 7KH ILOHVY FRQWDLQ 5HJLV WU D Qivafidial FeRapde/ ledaF WV U F
files, as well as various correspondence andathwork of advertising and promotional
materials usingthe MNV WKDW DUH WKH VXEMHFW RI WKHVH SUF
7TXFNHU %DQG” ORJRW\SH UHIJLVWUDWLRQ 1R 3/RJ

7TXFNHU %DQG” ZRUG PDUN UHJLVW U,Wdctv€ly th& 3:F



S0DUNV’

9. | have beemrofessionally involved in the music industry since January,
1969, and before and/or during my involvement with Registrant, | have personally
known, negotiated, and done business with most of the prindipalexecutives and
companies that have done mess with Registrant, including Phil Walden who ran
Capricorn Records, Inc. and No Exit Music Company, iKLFK ZHUH WKH %DQGY
recordcompany described below, Warner Bros Records, Inc., Dominion Entertainment,
Inc. which did businesand releasedb HJ L VW U D Qa¢/li\el Readtds PStiout!
Factory, LLC, Red Distribution, LLC, a division of Sony Music Entertainment, now
NQRZQ DV 37KH 2UFKDU Grou @rd Yndny dtbe@s. 0 X VL F

10. $V 5HJILVWUD Q Wepvtided)3-H/ILG/AMQMD Q Widexseédaxd® HU R XV
contractagreements for the sale, distribution and performance of recorded music
performed by the Banthembers, under the nanibe Marshall Tucker Band, and
oversaw distribution of those recorded songs and record albums, all bearing the Logo
Mark and/or Word Mark on the packaging, through various promiregord companies,
such as Warner Bros. RecorédsTel Dominion, Shout! Factory, Sony Music
Entertainment through its Red Distribution, LLThe Orchard, and others described
below, and made collections of license fees, royalties and sales proceeds arising from
HISORLWDWLRQ RI WKHialDn@dd \SincéldsRaslpas GO XV L F
Registrant had not less than ten different long-playing music albums bearing the Word
Mark or Logo Markcontinuously being distributed for public sale byestablished

record company throughout the United StatAsthe time Registrant filed its two



trademark applications with the USPTO for the MarkBatember 2013t had
approximately 20 record albums comprising approximately 200 separatenssteys in
active sale to the U.S. publiearing the Marks undes H J L V Widéis€ ANd]dxersight.
11. TheBand,whose recorded musgongs and albums have become
recognizedy theWord Mark and Logo Markwas formedn or about 1972 byhe
following six individual musicianstToy Caldwell, his brother Tommy Caldwell, George
OF&RUNOH -HUU\ (XEDQNV 3DBa0dhdr®&O Hher® @eGr*UD\ WKL
was a Bandmember, managauysician, or other person associated with the Band named
S0DUVKDOO 7XFNHU ~ DuQwerifiadstolies hdiie BARdWMEINbErS) in or
about 1972decided tadoptthe name Marshall Tucker Baadthe name of the Band.
12. Inor about June 19, 1972, the individual Bandmembers sigviédH % D QG V
first musicrecordingagreement witht R ([LW OXVLF , Q FareédrdRcdrhpany
that distributed phonograph record albums through its affiliated con(paorycorn
Records, Inc. 3&DSULFRUQ 5HFRUGV" FROOHM&ry tHedthéegk DSULF
KDG QRW UHFRUGHG DQG UHOHDVHG DQ\ RI WKH %DQGTV
MTB was not a party to that agreement, nor the extensions and m@eisdo the
Capricorn/No Exit Agreements subsequently made, or any other agreement concerning
HISORLWDWLRQ RI WKH Actid€Qaad|dorrdaticopyldGhe Gurie X/ 1972
No Exit recording agreementUR P 5HJLV WU D Q W SiadBet\her€lalagVv ILOHYV
([KLELWIrecognize*UD\TV DQG 3DXO 5LGGOHTV VLIQDWXUH R
13. The 1972No Exit recording agreement was replaced by a m®erding

agreementmadeon or aboutJuly 1, 1974 between the Bandmembers and No Exit and



its affiliate Capricon Records A trueand correct copy of the July 1, 1974 No Exit
recording ageementl URP 5HJLV WU D Q W fttackexhéne@ bsy[K L EOWNMN -~
recognize* UD\YV3DRG 5L GG XHR@is/dodupnenty

14. As described below, Capricdho Exit begarrecording, manufacturing,
releasingand distributing the Ban§l music albums as phonograph record albums for sale
to the public throughout the United Statessng Word Mark on the album packaging
almost immediatelyand Capricorn/No Exit designed the Logo Mark for the packaging
WKDW ZDV ILUVW XVHG RQ W KodmittaDtWeReasedm19TYHDPV™ UHFI
UHFRJQL]H WKH %DQGPHPEHUVY Whic DMUXH N RQ MXK BT/,
business files.$V D UHVXOW RI WKH PDQ\ GRFXPHQWYV LQ 5HJLYV
VHHQ JRLQJ EDFN WR E H Ddnat@es, WekrHuis#aly@eGdghize E H U V |
HDFK %DQGPHPEH U fenywerd@D WXHEH UBIEBQWO\ ZKLOH , ZD\
president.

15. Theseagreements wemxtendedn writing by the Bandmembers in 1978
and supplementeavhich documents were kefptQ 0 7, { Neds Kl&sh its normal
course of business

16. According to 3 HW L WArtRI@stbtdficdrporatiorfiled in South Carolina,
the Bandmembers individually formed Petitioner MdB or about January 15, 1974 as a
South Carolina corporation, with each member an equal shareh&ldgtioner
acknowledges this date in its pleadingstrue and correct copy of PetitiorfgV $UWLFOHYV
of Incorporation obtained from the South Carolina public files is attached hereto as

([KLEBW 3



17. Itis notable that while MTB was formed on January 15, 1974, that the new
July 1, 1974ecordingD JUH HPIHWVQRN 1R ([LW &DSULFRUQ IRU WKH %D
recordingsvas notmade with MTB, buinstead was made with the individual
Bandmembers whim 1978 formed Registrant MTI to assume all future recording
contracts.

18 $FFRUGLQJ WR 5HIJLVWUDQWYIV $UWLFOHV RI ,QFH}
individually formed Registrant MTI in 1978 as a South Carolina corporation, with each
member an equal shareholdek true and correct copy of Registrfhnwv SUWLFOHV R
Incorporationobtained from the South Carolina public filesattached hereto &x«hibit
47,

19. As soon as Registrant was formed, the individual Bandmerobased
doing business as individuals with Capricorn/No Exit or any of the record companies that
came afterwardsRegistrant MTI executed the amendments or extensions of the
Capricorn/No Exit Ageement.

20. On or about November 8978, Registrant signed a record deal with
Warner Bros5HFRUGYV ,QF  3:D tbQ@dddod SiHiew kecdMsS whigkere
distributed by Warner Record#és stated above, MTB was not a party to this or any
otherrecordD OEXP GLVWULEXWLRQ FRQWUDF®WtriklawWKH %DQGY
correct copy of the Warn&ecordscontract from5 H J L V WhUEDEFSNieY are attached
hereto as([ KL ER'WI recognize* UD\V DQG 3DXO 5LGGOHYTV VLIJQDW X
this document.

21. Around that time, a dispute arose between the bandmembers and



Capricorn/No Exit over the November 17, 1®&tension of the Capricorn/No Exit
music recording agreements, which was settled by written agreement with Capricorn/No
Exit by Registrat MTI in place of the individual Bandmembers, who made the
underlying Capricorn/No Exit agreements before MTI was formed. A true and correct
copy of the February 8, 1979 Capricorn/No EBedttlemenagreemeni URP 5HJLVWUDQW
business files is attached hereto(dK L E & WI recognize* UD\V DQG 3DXO 5LGG(
signature on this document.

22. The lawsuit was initiated by the individual Bandmembers around January
24, 1978, after Petitioner was formed as a business entity in 1974, but befoteaRegis
was formedn February 13, 1978. However, the settlement agreement of that litigation
was made by Registrant MTI, not the individual Bandmembers in 1979. A true and
FRUUHFW FRS\ RI WKH -DQXDU\ VXPPRQV RI WKH %
CaSULFRUQ 1R ([LW IURP 5HIJLVWUDQW TV([EKXELQHY YV ILOH\

23. The individual Bandmembers, and not MTB, were Registvérit | V
predecessors in interest in the use of the Marks on music recordings. | believed this when
Registrant obtained the registrations that are challenged in these proceedings, and believe
that today.As described belows HILVWUDQW SXUFKDVHG DOO RI &DSU
title and interests in the recording contracts, rights and propertg#paicorn/No Exit
hDG LQ FRQQHFWLRQ ZLWK WKH %DQG DQG LWV PXVLF L
that first used the Logo Mark, so to the extent Capricorn/No Exit may have established
trademark rights to the Marks, | believed and still bel@apricorn/No Exit alsevas

5HILVWUDQWTTV S U HNGHe bs¢ M Makk® oh @abrHied khivs\Wy, since after



SHILVWUDQW DVVXPHG RZQHUVKLS DQG FRQWURO R°
BandLQFOXGLQJ WKH PXVLF UHFRUGLQJYV WKDW DUH 5HJL)\

24. Beginning in 1978, and thereafter, Registrant collected all revenues and
UR\DOWLHY GHULYHG IURP WKH H[SORLeéhealiReQsdz| WKH ¢
and made newcense agreements for recordings subsequently performiut Band.
RegistrantGLG QRW QHHG RU D AHR W RppibVva Bolemyadelin such
conduct, and other than the 1984 Letter Agreeni2lW WD FKHG DV DQ H[KLELW V
Petition, | know of no contract, license or agreement signed by Petiind®egistrant
jointly (other than stipulations in the recent litigation between the companies)

25.  OnJune 12, 2018 attendedhedeposition taken of Harold Douglas Gray
in these proceeding$sray gave testimony both individually and 8HWLWLRQHUfV SH
most knowledgeablend was during all relevant timésHJLVWUDQW TV VKDUHKRC
RI 07,1V V\WHRRNHS -

26. Itis my belief understanding, and by this quoted and cited passage from
*UD\IV '"HSRVLW @ERARIWKMEWHLPRQOW UHIHUHQFHY WR *UD\Y
testimony made in this Declaration) ngstimony in this Declaratioalsq thatbased
upon the many years of my involvement with the surviving Bandmembers including
Gray, as well as my interactions with the companies and/or company exesutives

whom Registrant did businegbatGrayresponded correctly and truthfully to the

T X H VI
-
|



I
1
N G2y Dep. 30:22:31:9.

27. Registrant MTI did nomanagearrange or book live performances, or
collect revenues therefranThatis whatMTB, independently from MTIdid on behalf
of the Bandmembers, amlwhatl oversaw when | was manager of MTB

28. MTB did notevermanagelicenseor distribute recorded music, or collect
revenues derived therefromhich is what Registrant MTI exclusively did on behalf of
the Bandmember/shareholders. | knaWKLV ZDV WUXH GXULQJ WKH WLPH
SUHVLGHQW EHFDXVH , FRQGXFWHG 07,9V EXVLQHVV DQ
ZDV SUHVLGHQW EDVHG X SR Qusihest fdcoitdsiahdRlischissibhsy W U D Q \
with persons involved with the Bdh fecorded music, including Gray and the various
record companies that distributed the B&ralbums.

29. Grayaffirmed, which is my testimony as wellhen he responded to the

T X H V——
|
|
|
B G'ay Dep. 32:4-10.

30. Registrant MTI never made paymetadetitioner MTB from its music

business or anything elgéile lwas5H J LV WitesEide'wSInd URP UHYLHZ RI1 07,9\



business files | have meason to believthat Registrant ever wrote a check payable to
MTB before | was president. As manager of both companies, | saeatttdiusiness
and the business files wekept separate. When Registrant paid Gray, the amounts were
payable to him by chedk his personal capacity as shareholder of MTI.

31. Registrant developed or bought music masterg/d H % DQGPHPEHUV
recordingsand packagingrtworkused in connection with the public distribution of
copies of those recordings, control quality, distribution, and packaging of the recorded
songs ad albums being sold to the public. A record distributor needed both RegdfsWant
written license and access to thmasterecordingdor it to place the recordingstm
public commerce. | DV 5HJLV W U D geiofidllylieéhbedan Gdvepsaiv the
licenses othe % D Q G {1V UnhdHdicRAU @didr@ercial manufacture, performance and/or
distribution in the United States and worldwid&t the time Registrant filed its
applications for trademark registrations, and contigaimmough today, Registrant
licensed its recorded music albums and s@sgdhonograph HFRUG DOEXPV &'V
PHGLD VWUH D &hd Qtder hietfaMusing the Logotype Mark and Word Mark,
andhad asserted Registradhkights against infringers of those recordings, such that Gray

stated correctly at his depositiomhich is also my testimony as wehat|

[
I
I ¢ U D\ ' H S-9. He testified
e
B UD\ 'HS-11.

1C



32. Gray affirmed in his deposition what | knew to be true, because it was
common knowledge between Gray and me for longer than the period | had an ownership
interest in MTl,that Registranf V L Q WusiQeGsHbfactices since its inception in 1978
and actual business practices were the public exploitation and monetization of the

Bandmembers music recordings. It is my testimony in this Declarasiovell,when

GrayrespondedW R W K H |

*UD\ '4536 +46:4.

33. Registrant sometimes licensed its masters it intended to be distributed to the
publicto MarshallTucker Entertainmentnc.{V GED 5DPEOLQYSBMBRUWGY DV |
record compnylabel which in turn licensed the albums for releds®ugh Shout!

Factoryor afew other distributers, but MTI maintained control over the Marks,

packaging, and the masters, and received credit as licensorhali@rscker
(QWHUWDLQPHQW ,QF VSAYYDWIP W DQIGIRYQLD FRUSRUDW
1997, and was not affiliated with Petitioner. Since itsptio@, | have been the President

of MTE, one of itdwo board members, arfthve owned 50% of its stock. MTBes not

haveand never had angvolvement withMTB. A true and correct copy of thieiQ Bb,

2003 MTI-MTE Agreement regarding liceato Shout! Factoryl.LC using the

11



S5DPEOLQY 5HFEWwHtBGray@miPsignedURP 5SHILVWUDQWYTV EXVLC
attached hereto a6 KLE8&8'W 3

34. From 1978 through around 1984 the Bandmembers each owned an equal
share of the stock d¢tetitioner MTB, and the Bandmembers also each owned an equal
share of the stock &egistrant MTI. That changed in 1984 as to Petitioner MTB only,
whenthe Bandmembers decided to disbandMlaeshall Tucker Bandndcease
performing as a group. According to the 1984térefgreement, all but two
Bandmembers sold their entire interest in MTB back to that company. However, all five
Bandmembers expressly desired to continue their equal ownersigrkfinMTI, and
they agreed in the 1984 Letter Agreemiiatt MTI| would continue to do business as it
had been doing since its inception, which was exploitinghb Qraugivalbumsand
distributing royalty collections it made from licenses and new record company
distribution deals.

35. I know these facts because | hgarsonally gotten to knotie surviving
Bandmembers at least as lamfl992. | purchased the outstanding shares from all the
remaining shareholders or estates of deceased shareholders well after 1984, except from
Gray, and the purchase price of the stock was determined by the then current revenues
MTI received from exploitingthés DQ GV UHFRUGHG PXVLF DQG LQ SD
07,V HISHFWHG IXWXUH UHYHQXHY GHULYHGMIURP VDOH
continued to conduct business after 1984 as it had conducted business before 1984.

36. Inor aboutl980,Tommy Caldwell dedin an automobil@accident and on

or about March 28, 198R®TI purchased back his shares of stotMTI from the Estate

12



of Thomas M. Caldwellwhich shares were retired, leaving five Bandmembers, each
owning 20% of the outstanding company stock.

37. On December 31, 199%0oughtBandmember Paul RiddfeV VKDUHV RI
stock ofMTI.

38. On December 31, 199%oughtJerry Eubank§ V KD GgtbcW oR |
MTI.

39. 6KRUWO\ DIWHU WKHVH SXUFKDVHV LQ , LDV
in a Board of Directors meeting.

40. On December 31, 200Moughtthe 20% shares of stock of MTI previously
owned by Toy Caldwell, who by then was deceased, from his estate.

41. On December 13, 2003oughtGeorge0 F & R U R@/dkfhafes of stock
of MTI.

42. After those purchases, | owned 80% of Registrant MTI, and Gray continued
to own 20% of the5 H J L V Wstddh.QGKaY ¥tillvasa member of0 7 , Board of
Directorsfor as long as | was PresidenDQG DWWHQGYV WKH FRPSDQ\TV EF
alsoserved a0 7, 1V V HF U HavéuhdMay B3R F00Go November 28, 2017, while |
was 5HJLV WiesidenV WD QGPHPEHU 3DXO 5LGGOH ZDV 5HJLVWU
was appointed to that position.

43. According to the Petition in these proceedin@&f WLWLRQHUYYV VROH F
presidents and has been Douglas Gray, even while he was a 20% shareholder of
RegistranMMT]I, serving as one of) 7, ffWe board members. Grags a shareholder,

was personally paid, and still is pd8% of the net profitthatRegistrant makes from its

13



explotaWLR Q RI WKH % D Q G$ing theHvrars! G/HIGasndiand does not
have any obligations to Petitioner, The Marshall Tucker Band, Inc. under any contract,
agreement, or other arrangemeargarding its exploitation of the recorded music record
albums it owns and licenseamd Petitioner MTB does not and never has exercised any
dominion nor control over MTI or its business partners.

44.  Gray, by his own volition, chose to not be involved in dlagto-day
operations or administrative tasks of running Registrant and its business, although | spoke
withhim DOPRVW GDLO\ IRU DSSUR[LPDWHO\ WZHQW\ \HDUYV
URDG™ EHWZHH Q \BeHgeRrig¢Rdb §5 MvidiNas business eagjlees. He was
informed of the big or material licenses MTI did, or when MTI charrgedrd company
distributors, or put together a new album for release, but he left thie-diay-tasks of
normal business operations, such as renewal of corporate papers, preparation of tax
filings, collection of royalties, payments of business taxes, negotiation of business deals,
andother things like thatvhich he had no interestit RU PH WR GR DV 5HJLVWUL
president.

45. Graywas happy with the way things were run as a shareholder and officer

of MTI. Gray expressed that sentiment to me often, and at his deposition, when asked

|
I U D\ 'H'S  -20 (Attny objection to
form of question).

46. My relationship with Graxhangedabruptly, by his own choosing, after

MTB TV DWW R U Q H filed@htekt@d&maik Bdglications for Petitioner without my

14



knowledge seekingUSPTO registrations of th&ord Mark and LogdMark, including an
application based o8 HW L W L R Q Hisg §iftheDM@aRd-bih diGitahusic recordings
application serial number 8638682Bat RegistranMTI historically and currentlyvasin
business manufacturing, licensing and distributing. Cheek also signed and filed
3 HW L Wappglicattbasfsérial numbers 86386613, 863867@&2use of the Marks on
other categories of goods and services that MTI has no involvement. PeiMibBer
filed all threeapplications in or about September 2014, well after Registrant filed its two
applications for trademark registrat®om 2013that are the subject of these proceedings.

47. The albums recorded by Capricorn/No Exit sold very well, earning RIAA
3*ROG $OEXP” VWDWXV IRU UHPDUNDEGadeWdeiOHY $00 WE
continuouslysold and distributed under license from Miilceat least as early as 1979,
ZLWKRXW LQWHUUXSWLRQ DQG DW WKH WLPH 5HIJLVWUD
registration were filed on December 6, 2048 were being distributedn digital format,
streamingalong with some o9 UHFRUGLQJV RI WKH %DQGYfV OLYH S
someare still manufactured and sold to the public as vinyl phonogeaind albums.

48. The albums recorded by Capricorn/No Eaitd the date of initial public
releasan the United States, and which albums that reached RIAA Gold or Platinum sales
status are listed belogWV KH 3& D S U L F R&ldRg $ithEh¢ RIWUm jacket covers
there vere used when the albums were sold to the public, are still in use today on
5HJLVWUD Q WA ¥4lb8rd patkxging/bore the wolIDUN S0ODUVKDOO 7XFNH
DQG VRPH ERUH WKH ORJRW\SH P D Qdpiesiokthe OdvddsvakeD O O 7 X

also attached hereto Exhibit 3 .

15



ALBUM JACKET

ALBUM TITLE RELEASE | RIAA RATED
DATE

THE MARSHALL 1973 GOLD

TUCKER BAND

A NEW LIFE 1974 GOLD

WHERE WE ALL 1974 GOLD

BELONG

16


https://www.marshalltucker.com/description?albumId=26
https://www.marshalltucker.com/description?albumId=40
https://www.marshalltucker.com/description?albumId=41

6($5&+,17 )25 $ |1975 GOLD o Marthall SuchdiBond
RAINBOW . Bt
LONG HARD RIDE 1976

CAROLINA DREAMS | 1977 PLATINUM = s
TOGETHER FOREVER | 1978 GOLD
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https://www.marshalltucker.com/description?albumId=42
https://www.marshalltucker.com/description?albumId=43
https://www.marshalltucker.com/description?albumId=44
https://www.marshalltucker.com/description?albumId=45

GREATEST HITS 1978 Platinum

49. A Gold record is a single or aloum that managed to sell 500,000 units
(records, tapes or compact discs). According to the Recording Industry
Association of America, its Gold Record sales certification program hed#58

( https://www.riaa.com/gold-platinum/story/ Originally, the requirement for a

Gold album represented $1 million in saleaddam White (1990)he Billboard

Book of Gold & Platinum RecordBillboard Books. p.viiilSBN978-

07119219629 In 1975,anadditional requirement was added that 500,000 units

must be sold to be a Gold Record certified albunttp!//www.riaa.com/wp-

content/uploads/2017/06/ALBUM-AWARD-RIAA-AND-GRF-

CERTIFICATION-AUDIT-REQUIREMENTS. pdf).

50. $IWHU WKH kDD r@léase introduced the public to the
Logo Mark MTI endeavored to use that Mark on subsequent music album packaging.
Thealbum credits of theé & D U R O L Q DalblwrHpadRaging, as well appearingpn
the originalrecord packagin @ UWZRUN IURP 5HIJLVWUDQWYTV EXVLQHYV

Capricorn Records, Inc. owned the copyright in the art, as of 1977 as noticed on page 3 of

18


https://www.riaa.com/gold-platinum/story/
https://archive.org/details/billboardbookofg00whit
https://archive.org/details/billboardbookofg00whit
https://en.wikipedia.org/wiki/International_Standard_Book_Number
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the packaging, and that Bill Frackeatedhe hand lettering on that packaging artwork.

As degribed in more detail below, Registrant purchased the copyright, physical artwork,
and allcontractual rights to this packaging art in 1980true and correct copy of the
original Carolina Dreams packaging, from the Carolina Dreams record album that
personallyobtained in or about 1977 when it was first released, is attached hereto as
([KLELON 3

51. On or about November 21, 1979, Capricorn Records Inc. and No Exit
Music Company, Inc. filed for bankruptcy in United States Bankruptcy Court, Middle
District of Georgia, Macon Division, and the record album masters recorded by the
Bandmembers, packaging artwork, intellectual property, contract rights and all related
property were affirmed by the Bankruptcy Court as owned by Polygram Corporation,
pursuant to a reorganization plan filed with the Court on July 28, 1980.

52. Onorabout2FWREHU ZLWK WKH %DQNUXSWF\ &
and approval, Registrant purchased from Polygram Corportéio@antire right, title and
interest free of encumbranesgin and to 1)l the master audio tape recordings made of
the Band pursuant to the Capricorn and No Exit contractendments and extensions
madewith Capricorn or No Exit in connection with those recordings, 2) all packaging,
artwork and promotional matials made in connection with the music albums released
for sale to the public by Capricorn/No Exit, including but not limited to the original
UHFRUG DOEXP MDFENHW DUWZRUN IRU WKH DOEXP HQWL
Marshall Tucker Band logotgpthat is the subject of these proceedings; 3) the intellectual

property rights in and to the masters, artwork, and promotional materials, 4) the record
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molds (made from the recording masters) from which the vinyl record albums were
PDQXIDFWXUH&G RU BPSOUHXQUHOHDVHG UHFRUGLQJV DQG
all contract rights that Capricorn and No Exit had regarding the Marshall Tucker Band,
including its publishing rights in the songs, distribution rights in the masters, and rights
from anyagreements it had with the individual band members or anyone else. A true and
FRUUHFW FRS\ RI WKH SXUFKDVH DJUHHPHQW IURP 5HJL)
as ([ KL ELIMWW A true and correct copy of thelortform transfer of rights from
ReJLVWUDQW T VisEakaeHe@ hrehétd abs_ [AKHL ¥ L Warfd a’true and correct
copy of theBill of Sale is attached a§[ KL EL13N 3

53. MTB did not participate or have an interest in the purchase, which related
WR WKH %DQGTV PXVLF UtbmpdieGonfd dved fQtGre BRpIGItALIOT
of the songs and albuniturchaseds it saw fit.

54. In 1978Registrant ent@dinto an agreement with Warner Bros. to record
at leastsix new record albums for public distribution by Warner Briosthat agreement,
07, OLFHQVHG WKH XVH RI WKH QDPH 37KH ODUVKDO 7XF1!
packaging. MTI currently controls the continued release of those record albums under
license, vinichwerebeing distributed for MTI under license to Sony Music Entertainment
division Red Distribution, LLC when Registrant filed its trademark applicatems,
currentlyare being distributed by R Q \& VY L TheRQ F K DAUrGe” and correct copy
of the1978 Warner BrodD JUHHPHQW IURP 5HIJLVWUDQWYV EXVLQHYV
(IKLEBW 3

55. In 1981 MTllicensed the Capricorn Albums and original packaging shown
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aboveto Warner Bros. for continued distribution after Capricorn/No Exit foldedrue
and correct copy of th£981 Warner BroD JUHHPHQW IURP 5HIJLVWUDQW TV
attached hereto a§[ KL E LAV I¥ecognize*UD\YV DQG 3DXO 5LGGOHYV VL
document.

56. In or about December 30, 1987 MTI emt#@imto an agreement with

Dominion Entertainment, Inc. which did business asékRecords Entertainment 3.

Tel £'RP L Q LRQ-3%.H)dicensing the Capricorn Albums and original packaging for
distribution. A true and correct copy of the December 30, 1987 K-Tel-Dominion

DIJUHHPHQW IURP 5HIJLVWUDQWYV EX¥LEEBN\ ILOHV LV DV

57. For example, the packagingtbierecord alboum3 & RXQWU\ 7XFNHU °

FRPSLOHG IURP 07,71V PDVWelld Y95 pedmihenOyHiBplayed tie\ .

Logo Mak art provided by Registrant to K-TelDominion, and the Word Mark on the

EDFN $ WUXH DQG FRUUHFW F R Sttadhéd\Wekelb\Wxb@ EXP TV SD
316°

58. In 1993 MTI entered into an agreement with Cabin Fever Entertainment,

,QF OLFHQVLQJ FHUWDLQ DXGLR DQG YLGHR UHFRUGLQJ
of songs to be used in a long-form video recording relating to the Band that it intended to
distribute to the public. Registrant also licensed use of the Capricorn Album packaging
to be used in connection with the advertising and packaging of the long form video
program for public saleA true and correct copy of tH993 Cabin Fever Entertainment
agUHHPHQW IURP 5HIJLVWUDQWY TV EXVKQREMNMV 3LOHV LV DW!

59. In 2003 MTllicensed the Capricorn Alboums and original packaging for
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Shout! Factory, LLC to distribute, discussed above and showfikobLELW 3 ~

60. Examples of the back lalsebfseveral record albums on CD publicly
distributed to retailerand the publicE\ 6 KRXW )DFWRU\ DQG 5DPEOLQTY 5F
license from MTI is attachelderetoas ([ K L E L8N Phese albums were re-releases of
the Capricorn Albums, using on the front covers the original artwork bearing the Marks
for the Capricorn Albums shown above. The back labels, beside using the Word Mark,
identifies MTI as licensor in small type.

61. The Capricorn Albums were beisgldto the public on and before
December 6, 20131sing the above artwork as packaging bearing the Marks when
Registrant filed its applications fd¥ord Mark andLogo Mark registrationsn the
enumerated categories of media listecthose applications, and which have been
FRQWLQXRXVO\ VROG WKURXJK WKLV GD\ XQ4AHU 5HJLVYV
thesegoods. Gray correctly affirmedhis by during his June 12, 2008 deposition, which

is my testimonyn this Declaration alsoZ KHQ KH UHVSRQG I WKH TXH

e
I
I
Gray Dep. 167:17  $QG Z K H
I Gy Dep.
195:19-21.

62. Newalbums were released by several record companies under license from

RegistrantRYHU WKH \HDUV VXFK DV 35XQQLQJ /LNH WKH :LQ
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STuckerized in 1982 by Warner Bros3 6 WRPSLQY 5RRP 2Q0O\" LQ E\ 5LC
Records,*Carolina Dreams/ R X U ifi 2007 by Shout! Factory, LLC, antlive on
Long Island 48- “in 2006 E\ 5D P E O L Q 1 A8 bidreRI¢ ®1&rks on the packaging.

63. For example, a true and copy of the DVD packaging®@arolina Drams
7 R X U” frominently displaying the Logo Mark on the front and on the back identifying
that the art is copyrighted by Registrant and the program licensed by MTI for distribution
E\ 5DPEOLQY 5HFRUGV I MK DEMOADHRIK BMB Wald publighR D V
released in or about 2006 ac@htinued to be sold W WKH WLPH 5HIJLVWUDQWY
applications were filed.

64. MTI licensed and released 2013 a live concerecordalbum called
dLive! From Spartanburg South Carolinprominently using the Log®lark on the
packaging cover. This CD was in active sales in 2013 when MTI filed its trademark
registration applications2Q WKH EDFN ODEHO WKH SDFNDJLQJ VWD
, QGXVWULHY ,QF XQGHU OLFHQVH WR ODUVKDOO 7XFNHL
Records under exclusive license to Shoul FWR U\ // & $0O00 5LIKWV 5HVI
owned thenusic recordingnaster for thi<CD, and provided the Logo Mark artwork to
Shout! Factory under license, who designed the packaging covemwdpproval and
oversightDV 5HJLV W U D.QANrfje/aril dafrect €apliy@ihe packaging label is
attached hereto a§[ KL E20/ 3

65. 7KLV VDPH 3/LYH )URP 6SDUWDQEXUJ 6RXWK &DU
IURQW FRYHU RQO\ ZDOrddémark\fé&yistkakiod appliationasa/specimen

of use, filed on September 5, 2014, USPTO serial number 8638682§port its claim
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that it usedhe Mark in class 009 oMigital materials, namely, a series of records,
cassettes, and CDs featuring music by The Marshall Tucker,BaBK HQ LMIBID FW
did not create the packaging, had not participated in the design or preparation or use of
the markon the packagingnddid not own thenusic recordingnaster or the music
contained on the masteGray was fully aware that Registrant MTI owned and prepared
this album for release and licensed it to ShBactory, because | discussed the
preparation of this aloum with Gray for at least a full year as it was being prepared, and
*UD\ SHUVRQDOO\ SDUWLFLSDWHG LQ WKH UHPL[LQJ RI O
performance. MTI provided Gray with copies of the finished prod@&dtue and correct
copy ol WKH 3HWERVQRaHUnbEB6386828egistration applicatiowith
specimen exhibiis attached hereto &xhibit 3 1° on its application.
66. As president of MTI, | would know if MTI receivedig complaint that
someRQH ZDV FRQIXVHG RYHU 5HIJLVWUDQWTTV XVH RI WKH
because of the licensed use of the Marks. There never was any indication or reason to
suspecthat there was confusion in the marketplace. In fact, at his deposition Gray

confirmed his to be truewhich is my testimony in this Declaration alsdien he

UHVSRQGHG Wl
|
-
-
-
I oy Dep 223:3-23.
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67. Onand before December 6, 2013 wheirHJLVWUDQWYfYVY DSSOLFDWI
Red, a division of Sony Music was distributing the Capricorn Albantsother record
albumsunder MTI license on all media throughout the United States, selling the albums
to the public on vinyphonographrecords, compact discs, digital download for purchase,
and digital streamingnd/or downloading on platforms such as Pandora and Spotify and
iTunes

68. Registrant provided the record companies its original aloum packaging
under license, or participated in and approved adkbum packaging prior to each
DOEXPYV MH&uwDalmdst all the recording masters it licersemusic
products, and from time to time reasters the songs temove defects, remixing the
recordinggo bring the sound quality up to current day technical standards. On rare
occasions, MTI licenses musicrecording master ofthe BQ G V S H UH&RiUdoEsQ F H
not own, such as the audd+ GHR SURJUDP 3 vehrc8 pEeRiquEIHLAYY ~
only shown on cable television, and packatfesicensed master for sale and distribution
to the publicas a DVDandthrough digital streaming usinQ 7 , favtwork bearinghe
Marks for commercial distribution byR QH R 5 H JecoNV ¢dmgandi§tkibutors.

69. Registrant created several new record albums usalgarks while | was
SUHVLGHQW VXFK DV 2&DUROLQD '"UHDPMaR,@dnd ~ UHOH
3/LYH LQ WKH 8. " UHOHDVHG L Q Registiaht 6ddtm&ed toQ § 5HF R
GLVWULEXWH OLFHQVH DQG UH O L &sit @Mishs\Weeoriethf@ GV V|
WKH TV R Q Zh2NM&ks snvplackdging and record labels.

70 07, DOVR SURGXFHG DQG OLFHQVHG FRPSLODWLF
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using the Marks on the packaging, suciA&here a Country Boy Belongsieleased in
2006E\ 6KRXW )DFWRU\ DQG 3*UHDWHVW +LWV" UHOHDVH:(
71. The Carolina Dreams Touf7 " video music masterasowned by MTI
DQG ZzDV UHOHDVHG LQ DV D '9'" SURJBMR XQGHU 5HJL
Factory. TheMarshall Tucker Band 1981 MTV Concéxtvasreleased in 2004 on
'9" XQGHU WKH WLWOH 3/LYH )U RyShokitHFacdbky Gasldunéév D W H
license from RegistrantB R W K ' Quidel the Logo Mark on the packaging and
continueto be distributed byhe Orchard.
72. In all of its releases, MTI controlled the final quality of the m@sid video
sold to the public, and either provided or developedalbum packaging itself, or
approved the use dlarks on the product before release by a new distributor.
73. Forover 40 years of itexistence Registrant MTI was not engaged in any
other business besid® KH FRPPHUFLDO H[SORLWDWLRQ RI %DQGY
Marksevery year on its goods. Registrant pproximately20 separate albums in
release, comprisingt least 200 song mastetHFRUGLQJY DQG OLFHQVHV WE
recordings for moviedelevision showsandcommercialsas well as to record companies
74. $V 5HILVWUDQWIV SUHVLGHQW , EHOLHYHG WKD
because it was using the Word Mark and Logo Mark on all the product that MTI had
manufactured, the music record atigj and also because Registiisliii owned the
UHFRUG DOEXP SDFNDJLQJ DQG ORJRW\SH GHVLJQ LW EF
bankruptcy years ago. There was no question in my mind that Registrant had the right to

use the Marks on its products, since thasW 7 , fvincipal business for as long as the
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FRPSDQ\ ZzDV LQ EXVLQHVV S3HWLWLRQHUTV SUKHVLGHQW

which we both believed when Registrant filed its applicatich& H Q [N

I U D \
Dep, 230:612

75. ltis not disputed thaRegistrant was actually using the Marks on music

recordings in commeroghen it filed its trademark applications (YHQ 3HWLWLRQHUT

SUHVLGHQW *UD\ DGPLWWHG G WLRQ
1
B CUD\ 'HS -23.

76. TheFebruary 22, 1984 Letter Agreement attached to the Petition states

unequivocalyWKDW 5HJLVWUDQW 07, KDG WKH 3ULJKW WR XVH

1DPH >30DUVKDOO 7XFNHU %DQG” RU QDPHV VLPLODU WK
previously released masters of the band and all other recordings of the band made prior to
WKH J& hevikhg4 Retter Agreement.

77. MTI was not improperly using the Marks on its goods and services. MTB
forced MTI to litigate thavery issue in the Federal Lawsuit described in paragrajgh 80
seq.below, when MTB and Gray alleged Registrant engaged in Trademark Infringement.
It was unable to show, after extensive discovery, that Registrant improperly used the
Marks, and its claim against Registrant was dismissed with prejudice by the Court.

78. 3HWLWLRQHUTV SUHVLGHQW *UD\ QRkerf&O\ ZDV
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of Registrant MTl while, ZDV 5HJLV WU D Q Wfivg thal inelhS éhcpuvagda X W
MTI to put out record albums using the Marks on those record albums, because he
benefitted as a shareholder from sales of those record albums.

79. For exampleGrayparticularly wanted MTI toU H O AMayw®ut West!
Live from San Francisco 1973 Z K L F K rédandalbumof live performances which
had never been previouskyleasedo the public Registrant owned thecordingmasters
of this music. | prepareithe recording$or commercial release, and MTI designed the
packaging including the size and placement of the Logo Mark on the cover, which it
licensed to Shout! FactoriLC for distribution throughout the United States via
RamblinfRecords. The album was released for sale to the public in or about February
2010. This album is still in release today, and MTI continues to receive royalties, selling
approximately6,300 copies to the public since its releagdJ D\ DV RQH RI 07,1V
shareholdersyas (and still is) paid 20% of the net profits from the proceeds earned from
this record album, and MTB was not involved in any man#detrue and correct copy of
the record album packaging which is currently on sale to the public is attached hereto as
Exhibit 3 2"

80. Around 1998, before | managed Registrant but when | was managing
Petitioner MTB, a question arose over which company, MTB or MTI owned a certain
live performance music master of the Bandmembers performmaccsled before 1984.
$W WKDW WLPH .HQ .UDXV LQ 1DVKYLOOH ZDV 5HIJLVWUL
in his October 23, 1998 letterhich hesentto me, that Registrant MTI had the right to

use the name on such recordings, not Petitioner MTB. He also said that he had confirmed
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with Bandmember Paul Riddlg KR DW WKDW WLPH ZDV 5HRBEtVWUDQW
37TKH ODUVKDOO 7XFNHU %DQG ,QF ZDV D FRUSRUDWLRC
touring D F W L Ydmphasisvin the original Kraus lettemhile all other activities
including recording services were to be handled by other business entities the
Bandmembers set up in order to protect the music recording masters and other assets
IURP SURDG™ OLDELOLWLHYV , N Q Riistémt and saparakeH WU X H [
touring business done by Petitioner MTB, and the consistent recorded music business
done by Registrant$ WUXH DQG FRUUHFWOddRES R3R199BUettesU D XV TV
attached hereto ag[ KL E23N 3

81. Piracy and bootlegging of song masters and albums that Registrant owned
was increasing with the growth of the internet and digigalsmissions and downloads of
5HJLV WU D a@ufidvarte Xefdrd-2013Vhile | am not an attorney, and not well
versed inwhatisth& LITHUHQFH EHWZHHQ D 3QDPH” DQG D p7UDG
not know even the fundamentals of what is needed to obtain a registration other than
3ILOLQJ DQ O® & kamE brwymBoDmMy company was using on its record album
products, | did know that having a Federal trademark registration would make it easier to
DVVHUW 07,1V ULJKWV ZKHQ VHQGLQJ RXW FHDVH DQG G
Amazon and EBay that had posted bootlegged record albums up for sale. That is why |
asked a trdemark attorney Michael Martin3 0 D U WoLs@€ek trademark protectifor
MTI. | had never filed or signed a USPTO trademark registration myself, and if asked by
a client about trademarks, | always referred them to a qualified trademark attorney if they

were interested in pursuing registration.
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82. I was not aware of any conflicting trademark registrations for the use of the
Word Mark (App. serial number 86137626) or the Logo Mark (App. serial number
86137638). As stated above, | did not know of any confusion in the marketplace arising
IURP S5HILVWUDQWY{V XVH RdrtWMitH s@eDitdéy/ of trad8raiRYiseG H G
on the goods that were attached to the USRIgstration applicationsHe fully
prepared and filed the applications. | am informed and believe that there were no
conflicting registrations tb HJ LV W U D Q W faf tie /AR tDANUSRTQVESS
database. | believe the dates of first use stated in the applications are £artledt973
asthe first date | knew the Word Mark was used on a phonograph raientfeaturing
music xthe initial Marshall Tucker Band album released by Capricorn/No Exitl and
knew that as early as 2005 the Logo Mark was first used in commerce on a digital
medium (in fact, it was probably used earlier than thia¢) a Compact Disc (CD).
believe the two declarations signed by Michael Martin in the applicati@isie and
correct, and MTI and | believed (as stated imsthdeclarations)

%o thebest of his/her knowledge and belief no other person, firm,
corporation, or association has the right to use the mark in commerce, either
in the identical form thereof or in such near resemblance thereto as to be
likely, when used on or in connection witie goods/services of such other
person, to cause confusion, or to cause mistake, or to deceive; and that all
statements made of his/her own knowledge are true; and that all statements
made on information and belief are believed to be true

| alsobelieved and still believe that Registrant was the owner of the tradematks
sought to be registered based on advice of counsel and the fact that | knew MTI was

affixing the Marks for years tall of itV UHFRUG DOEXPV IRU DV ORQJ DV
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president and before that time. There was no question that the public was buying a
Marshall Tucker Band record because it was a music recording of the Bandmembers
performance. The fans knew the Bandmembers by name, and expected to hear their
music, and Rgistrant in keeping the records in distribution and releasing never-before-
released recordings did not disappoint the fans and kept the fires burning. Sales were
good, and Gray told nthat he was pleaseuth the strong revenue stream MTI received
from the sales of its recordings while | wasH J L V Wokgfidany | V
83. Around February 10, 201Betitioner and its president, Gray, individually
filed a lawsuit against Registrant am& personallyThe Marshall Tucker Band and
Doug [sic] Gray v. M T Industriesnc. and Rorjsic] Rainey in the U.S. District Court
of South Carolina, Spartanburg Division, C.A. No. 7¢1830420-MGL WKH 3)HGHUDO
IDZVXIMAHNLQJ FDQFHOODWLRQ RI 5HIJLVWUDQWTV WUDG
on that issue, and allegitigagdemark infringement and trademark dilution by Registrant
EHFDXVH DV DOOHJHG E\ SHWLWLRQHU 07% RZQHG WKI
84. After multiple opportunities to correct the insufficient pleadings, that case
in its entirety was dismissed oretpleading®on March 1, 2017, with judgment entered
against Petitioner and Gray on the same day, and Registrant and | were named the
prevailing parties. The losing plaintiffs aggressively disputed the judgmemntyand
PRWLRQ IRU DWWRUQH\TV IHHV D Q& GaRcéltign abtkeG HYHQ |1
7TUDGHPDUN 7ULDO DQG $SSHDO fu®ypénhGmdaibnsRverd 5SHJLV W U
decided in Federal Court. Ultimately, on July 12, 2017 the Court denied the motion for

DWWRUQH\ IHHV EXW KHOG LQ W K Hnt& &&thievigrgvailing LW W H Q
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SDUWLHV XQGHU WKH /DQKDP $FW "~ DQG UHDIf&tUPHG WK
WUDGHPDUN LQIULQJHPHQW DQG WUDGHPDUN GLOXWLRG
Marks, broughtigainst me and MTI, were dismissed with prejadiRelevant pages of

OHPRUDQGXP 2SLQLRQ DQG 2UGHU "HO\LQJ 'HIEMQGDQWTV

Action No.7:16-v-00420 (Jul. 12, 2017), pp 5-areattached hereto a§[ K L E AV 3

85. As stated above, Petitioner filed the Federal Lavadtetr it attempted to
register the Marks with the USPTO and discovered that Registrant had already filed
applications and obtained trademark registrations. Petitioner had not bothered to check
the Trademark Office TESS database for similar registrabefare it fled its
applicatons 1HLWKHU *UD\ QRU 3WikasL. Wb Ra@dkdeiwfoFrrRaXyQ V H O
years, told me that they were planning to file trademark registration applications, and if
they hadtiold me, | would have explained KDW 5HJLV W U D QoWdywWwad/doings HP D U I
and suggest they call him for advice. Instead, Petitidhed VW GLVFRYHUHG 5HJL\
activities when the Trademark Examiner issued an office a®ti¢gh SHWLWLRQHU(V
applicationgdentifying Registranf| pendingapplications foregistraion of the same
Marks on the same goods that Petitioner falsely alleged tas using the Marks upon
for saleto the public.

86. Once | learned that Petitioner was upset, before any litigation commenced, |
VXJIJHVWHG WKDW 3H®WNWY FRIUWINVFMRRQGHWOSHDN ZLWK 5
counsel, Michael Martin to resolve the matter amicabliilkes knew that | was not a
SWUDGHPDUN H[SHUW™ DQG UHOLHG RQ TXDOIASUHG FRXQ'

explained abovd did not know the legal issues in trademark registration or the
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GLIITIHUHQFH EHWZHHQ D E D Q,GbitQ didkHow Eh&t &fted déssdeé® GHP D U
of working together wittMichael Wilkes, Gray,andPetitioner MTB without conflict or
controversy, this all was a misderstanding.The closeness of our personal relationship
RYHU WKH \HDUV LV UHIOHFWHG LQ WKH XVH RI 35RQ" LQ
LQVWHDG RI +DUROG 'RXJODV *UD\YV QDPHV WKDW DWWEF
body of the Federal Lawsuit complaint. Wilkes refused to contact Martin, and instead
sent a threatening letter to me on February 2, 2015 as president of MTI demanding that
5HIJLVWUDQW IRUIHLW LWV UHJLVWUDWLRQV $ WUXH DC
2, 2015 letter is attached hereto@sK L E23V 3

87. , DVNHG 07,V FRXQVHO 5LFKDUG $OEHUW WR UH
on February 9, 2015. He attached a copy of the 1984 Letter Agreement to his letter, and
offered that while Registrant needed its trademark registrations to protect its commercial
exploitation of its own goods and services, Registrant would provide the services of its
trademark attorney Martin toelpMTB draft a coexistence/consent agreement between
the partieghat could bdiled with the Trademarbkffice, preserving the separation of
S5HILVWUDQW DQG 3HWL \WdtRe@ hhd fedn Bepatat@dthvevedd Q WLWLHV
FRPSDQ\ ZDV IRUPHG E\ WKH % D Re@iPri¢r&hksedVarldQ WKH i
abandoned its applications for trademark registra@the USPTO by not responding to
any of the multiple issues raised by the Examiner, and proceeded to initiate the Federal
IDZV XLW $ WUXH DQG FRUUHFW FRS\ RI 5LFKDUG $OEHU
hereto as([ KL E2BN 3

88. During the years oftigation, Registrant has consistently offered to help
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Petitioner obtain a consented, concurrent use registration for its uses of the Marks, that,
as stated above, the Parties adgr@® not caused public confusion.

89. | appeared for a deposition and gave testimony in the Federal Lawsuit on
December 6, 2016. | understand that Petitioner has filed the entire deposition transcript
DQG DOO H[I[KLELWYV LQ WKLV SURFHHGLQJ XQGHU D 3HWL
June 13, 2019. | did not make any corrections to that transcript. | also appeared in
deposition and gave testimony in these proceedings on May 22, 2018. | understand that
Petitioner has filed the entire deposition transcript and all exhibits in this proceeding
XQGHU D SHWLWLRQHUYV 31LQWK™ 1RWLFH RI 5SHOLDQFH
file the Errata Sheet for that Transcript, which was timely mailed to the Court Reporter
on June 21, 2018 and served on Petitioner. The Errata Sheet wile@lsond served on
Petitioner as pages 6-R | ([ KL EL@PP/RESP TO MOTION fileduly 16, 2018, as
Docket Nos. 32 and 34 (confidential filing including Errata Sheet) in these proceedings
and referenced in footnote 1 to Docket No. 33true and corret copy of Richard
$ O E Hlun/ 211y 2018 letter and Errata Sheet for the May 22, 2018 deposition transcript
that was certified on May 25, 2018 by the Court Reppaied confirmation of receipt of
WKH (UUDWD 6KHHW E\s atthttiedier&d s KfE2RR X QV HO

90. Petitioner filedasits trial testimony under declaration, tBepert
DisclosureReport of Cedar Boschart % RVFKDQ"~ GDWHG -XO\ 5HJI
dispute thathis Disclosure Report was served byeeBPLO RQ 5HIJLVWUDQWTIV FR:
about that date even though there is no statement of proof of service. However,

5HJLV WU D Qabjé&cis, ariel Xl I8, 2018 objected byial sentto Petitioner$
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counselSarah Brooks that, as shown on page 3osthan Report, entitledAppendix
E tDocuments Relied Upohthat Boschan was furnishdedRSLHV RI 5HJLVWUDQW
confidential documentshat Boscharstates she relied upon. Those documents were
produced to Petitioner by Registrant in response to discovery, and were clearly marked
3&21),'(17,%7The Partiedhad previously agredatiat any documents so marked
would be subject to the protective ordethese proceedings and, if first produced in the
Federal Lawsuit, under the ongoing protective order in those proceedings.

91. Furthermore, on September 20, 2018, Boschan, who was already
GHVLJQDWHG DV 3HWLW L made &8urptise fsd-ibitvitdd@ppeacahce
DW 5HJLVWUDQW 07,1V PHHWLQJ RI LWV %YRDUG RI 'LUHF
these proceedings Sarah Brooks. | attended that meeting as did Gray because we are both
Board Members of MTI. The principal purpose of that Board meeting was to establish
the fair market value of my services for managing Registrant as its president.

92. During the September 20, 2018 meeting, Boschan acknowledged that she is
neither a certified public account nor that she follows appraisals standards approved by
any known accounting society. Her methodology is her own.a8mited she was not
certified by any recognized organizationtogikeHU RSLQLRQV WR 5HJLVWUDC
Directors at that meeting, and based on her disclosures in thesegirys also, she is
not certified by any recognized organization to give her opinions to the Trademark Trial
and Appeal Board.

93. %RVFKDQ IDLOHG WR D GiM thy WritteR tepaftwie D QW TV %R

furnishedthat she wasoncurrentlyretained and paidy PHWLWLRQHUYVY ODZ ILUP
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LLP on behalfof*UD\{V F RWB Db@rovide expert witness services against
Registranin these proceedingsShe failed to disclose that conflict of interest orally or in
writing until challenged at the meeting.

94, AtthatmMHHWLQJ %RVFKDQ UHIHUUHG WR KHUVHOI D
RQ PXVLF LQGXVW U \ahd @eryEd¢siodedty toikdelUstated that she did
not believe that her paid obligations to Petitioner in the TTAB proceedings and to Gray in
the MTI Board meeting was a conflict of interest, so she felt she did not have to disclose
those facts in her appraisal repoR QGHU TXHVWLRQLQJ E\ 07,9V FRXQVI
that she had no experience in making compensation appraisals, which was the subject of
KHU UHSRUW 6KH VWDWHG WKDW VKH FRQVLGHUHG DOC
of entertainment company audits. Boschan is not an attorney, and according to her CV
and Resume, has had no experience in trademark matters. A true and correct copy of the
minutes takemuringthH 6 HSWHPEHU %RDUG RI '"LUHFWRUYV
attended that meeting, which | signed a few days after the meeting, is attached hereto as
([KLELSW 3

95. Boschan in her Expert Disclosure Report,as walID\ DQG 3HWLWLRQH
counsel in the Gray Depositiooften unintentionally introduced ambiguity by calling the
Petitioner,37KH ODUVKDOO 7XFBR\HW KADQEP H Gt @fcas€sFhe
SDUWLHYV KDYH H[SUHVVO\ GHILQ H6&tHeO&rfrd to bE XsAd frRW 307 9
Petitioner in pleadings, but occasionally wrote or when giving testinsaiay 2 0 7 %
, Q FInfact,the corporatioMTB Inc. was separate and distinct from Petitioner MTB,

and was firstreated in 1990 by @y in South Caraha. MTB, Inc.wasformally
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dissolved on February 9 2009. True and correct copies of MTB, Inc.’s Entity Profile, a
certified copy of MTB, Inc.’s February 7, 1990 Articles of Incorporation, and its
February 9, 2009 Certificate of Dissolution, all obtained from the South Carolina
Secretary of State is attached hereto as Exhibit “30.

96. Petitioner “The Marshall Tucker Band, Inc.” was created by the

Bandmembers in 1974 and is still active today.

I declare under penalties of perjury of the United States of America that the
foregoing statements are true and correct of my own personal knowledge, and are

believed by me to be true. Signed in Beverly Hills, California.

Dated: December 17, 2019 M?p

7T Ronald Rainey ’
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CERTIFIED TO BE A TH
AS TAXEN FROM AND]
ORIGINAL ON FiLHR

,sm-rE oF Lsom:ﬂ_ca.&omm_wm O I R
. - &8¢
COUNTY OF . SPARTANBURG il }

- . Te e . N .':_ o W ._".. , r
’.-' : Thl! lmderagnpd - 'F?P'rnnﬂ» T’;-mn' S = et ".. - > .
. it ., s - : . "

- .dg. bembx :arhfy ﬂxntm tha mcorpomtonxof -1 8 B ] corpornuan omd 'f, :
m authonzeg to exeeute this \'euﬁmuxm that each of the” undetsigned for htmsel{ does hmuy ﬁn‘ther LR

cestify thut he bns rmﬂ the’ fcu-egomg donurnent, undatstunds the mennin« “and: pux] port of the stnlﬁ

.-,‘e*'q -7
. = “_’..‘ J
AR ' cmmcmsnum;am - e i
B 11.I,.....9_bA§.r_-Eéi§§¥~. ,anathmeylimsedﬁoprsaﬁeemﬁ:eShteofSunthCuo- .

 Line; certify fhist ‘the corporatlon, to whoae‘arﬂc]es of incorpération this’ cartifieste is oftached, Bas * T
*. complied "with the requirements o€ chnpfzx«& of the' South Caroligs Bigingss Corporaton’ Aot of

i 1962, rhlating to the organization of curpumimus, and ﬁmt in' my' opmmn, t!m mrporahlm is o 2
ganmdfnra]nwfulpurpm _-".; i . L KR it -

PR

.TohnS Ra:ney :-_’,:: oL

S : 7. CiypaorBalabimsey .
PR P.O Box 1467 .
i Aﬂﬂrcss

- :Bpavtasburg, §.C. '29%01 -

7 . ssmmerey N T '.
¢ B = ..-, o
scnnnnmorrms Cee T R T T R
(Paynbleattlme of ﬁl(ng Arhclesof 'With Sécretaryafsmle) M L. -,
I‘eniorﬁhngArhcks i ...$ 500 . o .o o et ) -
In-addition”te the qbnve, $40 for each, nd B

. '$1000.00.0f the aggregate volna of shares . R . C e
" ‘which the"Corporation is futhorized to i .- T L LR
.xsuo,bnfmnoousehsthnn “40.00 o R PO
~Inm‘moraﬂmn I:.. avermesson ,1ooa,qo . e e L . .

. . » e v .. .t

.t - . K

Nors. THIS FORM rwsr BE COMPLETED N 1‘rs ENT!RE'XY m-:zrons rr vm.i. 'BB ACCEPTED PR
FOR PUING. '~ < -

' e L J L : p ’ = .o, AN -
K s . L - ¢ K - ~ .
i N ’ . - ! L B \VTB003
3 . - . PR




(;+,%,7 3 °

EXHIBIT “ 4"



F'M' U- By (File This Form in
The Emreﬁary uf Slaba Duplicate Originals)

: ’ gy e {Sect. 12-14.3 of 1962 Code)
Fee Paid $%5“”

Y AL : @%’JW

 DateFEB 1 3. 1978

i. The name of the proposed corporation is.. . M [T INDUS TRES*’TN,C% e e

2. The initis] registered office of the corporation is . . . _ 300 B, Henry Street
Fireet and Ruember

tnoted in the city of . Spartanburg coungyof Spartanburg oo end

the Stete of South Carolina snd the name of its initial registered agent at such sddress s ...
Nease Boggs

& The peried of duration of the corporetion shell be perpetual (.. ... ... Fesrs).

4. 'The rorporetion is nutherized to issue shupes of stoch ns follows:

Cimag af !hnfﬁ_l‘ ;A_uth&?lxwwyg, of sgeh ell;(_l' Pu V&tﬂ@

Coommon _eg, 000 5100

1f shares are divided into two or wmove classes or if any class of shaves is divided into series within
& clasy, the velative rights, preferences, and Hmitations of the shaves of each cisss. and of ench series
within a <lass, ave as follows:

5, Total suthorized capital stock . 108, opo

€. It is cepresented that the corporation will not begin Lusiness until there has been paig into the cor-
poration the minimun consideration for the issue of shares, which is $1,000.00 of which at lessi
F500.0C 15 in cash.

. The number of dirvetors constitnding the initial boaed of directore of the corporniion is. 6____

and the nomes and addresses of the persons who ape to serve as directors until the fus.z unnun,!
meeting of shareholders or until their successors be vlected ond qualify are:

Toy Caldwell _ Route 1, Pauline, S5C 29374

Noug Gray e Box 63, Pauline, SG—'M“"'ZCJB?'&

Paul Riddle Route !, Box 265, Moore, SC 29369
Genvge MCGE‘:&CJ.E Route 2, Box 1-A, Roé’ﬁuck, 8C 29376
Tomemy Caldwell 394 Ridgecrest, Spailiiburg, SC 29301

Jerry EubankH Box 297, Muore, SC*E9369




A drean

8. The generel nature of the business for which the corporetion is prganized is (it is not necessary

to set forth in the purposes powers enumersted in Rection 2.2) (12—122 Supplementa} Code
1962}

To engage n the business of musieal recording in all branches
of the entertainment business and to do all other things necessary
in the furtherance of the foregoing purposes,

8. Provigiovna wiich the incorporators slect to lnclude in the apticles uf Mavsporativn s w Tolluws.

10, The reme and address of cach jncorporator is.

Homa Bleadl & Do Ho Gity Covnty Ghkte

Debarsh 5. Rir’by- 367 8. Plue Spartanburg Spartanpurg, SC

Glynative of tacgtpotatagh]

Date . February 9,.1978

L
H

Tttt Deboveh S Kixby

(v of Print Nne)

tomature of fncorporstor)

Tree ar Prind Fame

ura of Incorgnralor)

" tdigna

Crvoof Briok Nhme)




The wndersigned . Deborah 8, Klrby

do hereby certify that tiey are the incarporators of M- T Industries, Inec. corporation sml
are authorized to execute this verification ; that each of the undersigned for himself does hereby further
certify that he has read the foregoing document, understands the meaning aad purport of the state-
tents therein contained and the same sre true to the hest of his informution and belief.

A ) . \
Ay £ A
..._/QQE&M@’»»_“'. wd /5 b / .
) Signature o Incurpgdytar}

R

.(Si.[.nll-llu" of Iuc‘ﬁrpqn‘a,to:)

(Simlum of I'nml‘Wlwﬂ
(Earh fecorporstor Mwet Hign)

CERTIFICATE OF ATTORNEY

© e Un Gttorney haensed to practive in the State of South Caro-
lina, certify that the corporation, to whose artictes nf ineorpors tion this certificate is nttuched, hag
complied with the requirements of chapter ¢ of the South Ch. olina Duginess Corparaton Act of
1962, relating to the arganization of corporations, and thut in my opinien, the COrporelion is et-
ganized for a lawful purpuse,

1. 1, . Bernelle Demo

-

Duie | Foliruary 9, 1578

Bernelle Demo...

bt sy
Address P, Q. Beog 3345

Spartanburg, SC 29304

SCHEDULE OF FETS
{Payuble at time of filing Articles of With Seeretary of State)

IFee for fiting Articles § 500
In addition to the above, $40 for each
$1.000.00 of the agereeate value of shares
which the Corporstion s autherized to
intite, Dot i e vase Tess Ui 30.00
cerr o thinn t 0K

NOTE. THIS FORM MURT RE COMPLETED TN 118 ENTIRETY BEFORE IT WILL BE ACCEPTED
FOR FILING.
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D-001176

D-000075

P

PR

e e e

. SUNHONS 1N A CIVIL ACTION S .y ‘ armsnly D.C. Parss Maddia Bive (51001

‘iﬂmteh %mieﬁ Bwtmt (!Inurt -;_f

FOR THE

DISTRICT OF SOUTH CAROI:INA
‘COLUMBIA DIVISION

. ‘ “CIvIL ACTION Fu.r-: No. 782116
Toy Talmadge Caldwell, '.['homas Mlchael I

. Caldwell, Gedrge Freeman McCorkle, B S
Jerry Wayne Eibanks, Harold Doug Gray; S y )
and Paul Tramel Riddle, individually, R FIL E D
and d/b/a The Marshall Tucker Bank

AN 241978

_ WLLER C. FOSTER, JR., CLERK
: _ 1 ﬁ- D{STRICE GD_U_BBV .

Y

| Plaintift I © SUMMONS
L e : o o
Ph:L:L Walden, No Exit Mus:.c Co., Inc.. :
. ‘Capricorn Records, Inc., Phil Walden .
and Associates, Inc. and Walden:

Artists and Promotions, Inc.f d/b/a
Paragon Agency

.

. Defendant

To the above nared Defendant . Walden Artists and Prumotions, Inc., dlb/a
Paragon Agency
You are hereby. summoned and required to serve Upon  Touig P, Howell. Esqulxe

plointiff’s attorney , whose address 191 North Daniel Morgan hvenue, SPartanhurg,
South Carolina 29304

an anawer to the complaint which ia hevewith ser;md upon you, within ~20=days after service of this
summons upon you, exclusive of the day of service. If you fail to do so, judgment by defzult will be
taken against you for the relief demanded in the complaint ‘

MILLER C. FOSTER, JR..

Clerk of Court.
. LY LLLIP L. Kty ..
i . borah Horgar;// Depaty Clork,
Pate: January. 24, 1978 - i ) {Seal ofTourt}

NOTE:~This ia jssued t to Rule 4 of the Federal Rules of Civil Proceduse.

Exhibit No. 205

Witness: Harold Douglas Gray
Date: 6/12/18

Christianne Lee Fong, CSR 7559



(;+,%,7 3 °

' CONFIDENTIAL |

EXHIBIT “ 8"



(;+,%,7 3 °

EXHIBIT “ 9"



Exhibit No. 208

Harold Douglas Gray

Date: 6/12/18

Witness

Christianne Lee Fong, CSR 7559
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Exhibit No. 207

Witness: Harold Douglas Gray
Date: 6/12/18

Christianne Lee Fong, CSR 7559
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PTO Form 14

OMB No

Trademark/Service Mark Application, Principal Register

Serial Number: 86386828
Filing Date: 09/05/2014

The table below presents the data as entered.

SERIAL NUMBER
MARK INFORMATION
*MARK

STANDARD CHARACTERS
USPTO-GENERATED IMAGE

LITERAL ELEMENT

MARK STATEMENT

REGISTER

APPLICANT INFORMATION
*OWNER OF MARK

*STREET

*CITY

*STATE
(Required for U.S. applicants)

*COUNTRY

*ZIP/POSTAL CODE
(Required for U.S. applicants only)

PHONE
EMAIL ADDRESS

WEBSITE ADDRESS

LEGAL ENTITY INFORMATION

TYPE

86386828

The Marshall Tucker Band

YES
YES
The Marshall Tucker Band

The mark consists of standard characters, without claim to any particular font,
style, size, or color.

Principal

Marshall Tucker Band, Inc.
P.O. Box 5865
Spartanburg

South Carolina
United States
29304

(864) 316-0042
hgray88844@aol.com

http://marshalltucker.com

corporation

STATE/COUNTRY OF INCORPORATION South Carolina

GOODS AND/OR SERVICES AND BASIS INFORMATION

INTERNATIONAL CLASS

*IDENTIFICATION

FILING BASIS

FIRST USE ANYWHERE DATE

FIRST USE IN COMMERCE DATE

SPECIMEN FILE NAME(S)

009

Digital materials, namelyg series of records, cassettes, and Cleaturing
music by The Marshall Tucker Band

SECTION 1(a)
At least as early as 04/01/1973
At least as early as 04/01/1973



ORIGINAL PDF FILE

CONVERTED PDF FILE(S)
(1 page)

SPECIMEN DESCRIPTION

ATTORNEY INFORMATION
NAME

FIRM NAME

INTERNAL ADDRESS

STREET

CITY

STATE

COUNTRY

ZIP/POSTAL CODE

PHONE

FAX

EMAIL ADDRESS

AUTHORIZED TO COMMUNICATE VIA EMAIL
CORRESPONDENCE INFORMATION
NAME

FIRM NAME

INTERNAL ADDRESS

STREET

CITY

STATE

COUNTRY

ZIP/POSTAL CODE

PHONE

FAX

EMAIL ADDRESS

AUTHORIZED TO COMMUNICATE VIA EMAIL
FEE INFORMATION

NUMBER OF CLASSES

FEE PER CLASS

*TOTAL FEE DUE

*TOTAL FEE PAID

SIGNATURE INFORMATION
SIGNATURE

SIGNATORY'S NAME

SPE00-68115163130-20140905155402935581 .

MTB_album_cover.pdf

\TICRS\EXPORT16\IMAGEOUT16\863\868\86386828\xmI1\APP0003.JPG

An album cover of The Marshall Tucker Band's "Live! From Spartanburg,

South Carolina" album

Ellen S. Cheek
Wilkes Law Firm, PA
Suite 200

127 Dunbar Street
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Trademark/Service Mark Application, Principal Register

Serial Number: 86386828
Filing Date: 09/05/2014
To the Commissioner for Trademarks:

MARK: The Marshall Tucker Band (Standard Characterspse
The literal element of the mark consists of The Marshall Tucker Band.
The mark consists of standard characters, without claim to any particular font, style, size, or color.

The applicant, Marshall Tucker Band, Inc., a corporation of South Carolina, having an address of
P.O. Box 5865
Spartanburg, South Carolina 29304
United States

requests registration of the trademark/service mark identified above in the United States Patent and Trademark Office on the Principa
established by the Act of July 5, 1946 (15 U.S.C. Section 1051 et seq.), as amended, for the following:

For specific filing basis information for each item, you must view the display within the Input Table.
International Class 009: Digital materials, namely, a series of records, cassettes, and CDs featuring music by The Marshall Tuck

In International Class 009, the mark was first used by the applicant or the applicant's related company or licensee or predecessor in ir
least as early as 04/01/1973, and first used in commerce at least as early as 04/01/1973, and is now in use in such commerce. The a|
submitting one(or more) specimen(s) showing the mark as used in commerce on or in connection with any item in the class of listed g
services, consisting of a(n) An album cover of The Marshall Tucker Band's "Live! From Spartanburg, South Carolina" album.

Original PDF file:
SPE00-68115163130-20140905155402935581 . MTB album_cover.pdf
Converted PDF file(s)(1 page)

Specimen Filel

For informational purposes only, applicant's website address is: http://marshalltucker.com

The applicant's current Attorney Information:
Ellen S. Cheek of Wilkes Law Firm, PA

Suite 200

127 Dunbar Street

Spartanburg, South Carolina 29306
United States

The applicant's current Correspondence Information:
Ellen S. Cheek
Wilkes Law Firm, PA

Suite 200
127 Dunbar Street

Spartanburg, South Carolina 29306
(864) 591-1113(phone)

(864) 591-1767(fax)
echeek@wilkeslaw.com (authorized)

A fee payment in the amount of $325 has been submitted with the application, representing payment for 1 class(es).



Declaration

The signatory believes that: if the applicant is filing the application under 15 U.S.C. Section 1051(a), the applicant is the owner of the

trademark/service mark sought to be registered; the applicant or the applicant's related company or licensee is using the mark in com
in connection with the goods/services in the application, and such use by the applicant's related company or licensee inures to the be
applicant; the specimen(s) shows the mark as used on or in connection with the goods/services in the application; and/or if the applic:
application under 15 U.S.C. Section 1051(b), Section 1126(d), and/or Section 1126(e), the applicant is entitled to use the mark in comr
applicant has a bona fide intention to use or use through the applicant's related company or licensee the mark in commerce on orin ¢
with the goods/services in the application. The signatory believes that to the best of the signatory's knowledge and belief, no other pel
right to use the mark in commerce, either in the identical form or in such near resemblance as to be likely, when used on or in connec
goods/services of such other person, to cause confusion or mistake, or to deceive. The signatory being warned that willful false stater
the like are punishable by fine or imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements and the
jeopardize the validity of the application or any registration resulting therefrom, declares that all statements made of his/her own know
true and all statements made on information and belief are believed to be true.

Declaration Signature

Signature: /Ellen S. Cheek/ Date: 09/05/2014
Signatory's Name: Ellen S. Cheek

Signatory's Position: Attorney, SC and GA bar member
RAM Sale Number: 86386828

RAM Accounting Date: 09/08/2014

Serial Number: 86386828

Internet Transmission Date: Fri Sep 05 16:16:45 EDT 2014

TEAS Stamp: USPTO/BAS-XX.XXX.XXX.XXX-201409051616450
32496-86386828-500efea8244c9ae423f4c2b17
f8972bcad416c60a0fba2fe6f3b3c48eff498e02
9-CC-3447-20140905155402935581
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1 7+(81,7( 67$7(6 ',675,&7 &2857
)25 7+( ',675,&7 2) 6287+ &$52/,1%
63$57$1%85* ',9,6,21

7+( 0$56+%$// 78&.(5 %$1' ,1&
DQG '28* *5$< '
30DLQWLIIV '
YV ' &,9,58&7,21 12 0*/

07 ,1'8675,(6 ,1& DREKGIFZRT
'HIHQGDQWYV '

MEMORANDUM OPINION AND ORDER DENYING
DEFENDANTS’ MOTION FOR ATTORNEYS' FEES AND COSTS

INTRODUCTION

3HQGLQJ EHIRUH WKH &RXUW LV 'HIHQGDR@® J&BRRWVWVR!
'HIHQGDQWVY ORWLRQ SXUVXDQW WR  8%W&RHt)H G HU DX 6X&
RIELYLO 3URMHGEZBHUW KDV MXULVGLFWLRQ RYHU VGG PDW\

D +DYLQJ FDUHIXOBIHPEOWQWVEHIU HEWLRQ WKHMHKHVSRQ

VXSSOHPHQWDO EULHILQJ WKH UHFRALG @R G Y& B QDAB\ED 0 R W/E

Il. FACTUAL AND PROCEDURAL HISTORY

7KH IROORZLQJ |IDREBX DIHVHNOCH Y B O 6 O QR MOMW LA RWILLRFOH G
FDVH DOOHJLQJ FODLPV DJDLQVW 'HIH®GDQWONGHRDUWU®BICT
GHFODUDWRU\ MXGJPHQWHOQDBWWRP GHPEHW IHHUDO ODZ

LQIULQJHPHQW EUHDFK RI FRQWUDFW FRQDHYYIIRQY WULRG!
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LI WKH FRXUW VR RUGHUV WKH WHRWPWRH D/H\UDN LB HM PIRC
ZKLFK WKH FODLP LV PDGH

JHG 5 &LY 3 G %

IV.  CONTENTIONS OF THE PARTIES
,QHIHQGD QW Wy KFRRWMRHQ G WKH\ DUH SUHYDLOLQJ SDUWL}
LV DQ H[FHSWLR QDO RQdiPaclicO \PD XRIHE WEHUDQWLQJ DQ D2
IHHV  )LUVW 'HIHQGDQWYVY DYHU 30 ¥ H@W X QW MRAERMY IDFEQHL 8RR
SXUVXLQJ WKL WRDWVWKW\ IDLOHG WR DOOHJH 'RIHNQIGHD QDAYN >
DQG UHIXVHG WR ZRUN ZLWK 'HIHQG B QMW WRWLHRR R Y MW KK B |
WKH 86372 6HFRQG 'HIHQGDQWYV P® LMQVXIQU FBMD\DRQUVEDIN |
SRLOQMWQ GDUW WR WKHLU LPSURSHUO\ UIHTXGHD/ G JIVH G WELR XR)
GLVPLVVHG ZLWKRXW SUHMXGLFH 'HIRRIGDED WH IH QGDVQIMD\O LRR/
LV D QHHG LQ WKLV FDVH WR DGYDQB B G- B HWHWHMWAHR Q VHR
DVVHYHU D\ & DELHADIXIVHY P D LQF HROD '® IHING BIGRWAD] WUDGHPDUN |
XQUHDVRQDEO\ SXUVXHG WKLV FDVH ZKHQ WRHH SXKIS RE SI2G
8VLQBMBKHDFWRUV ' KXIHBHGBQOWRQDEOH DWWRUQH\VY IHH DZD
FLUFXPVWDQFHV RI WKLV FDVH ZRXOG EH SOXV

3ODLQWLIIV WDNH LVVXH ZLWK HDFK RI '"HIHQGDQWVY{ SR\

V. DISCUSSION AND ANALYSIS
A. Whether Defendants Are Prevailing Parties under the Lanham Act

$SSO\LQJ WKH DERWKHYWDWQGCDW WY DMRWHU WKH &RXUW 1L
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'"HIHQGDQWY DUH SUHYDLOLQJ SBBUYBIUHHWY XIQGEHIID S R H WD QIK\D P:
ZKRVH IDYRU D MXGJPHQW LV UHQGHUHY DU B UBUEatiany R1 WK
Bd. & Care Home, Inc. v. W. Va. Dep’'t of Health & Human.Res 8 6
LOQWHUQDO TXRWDWLRQ PDUNV RPLWWHG LQ&RQYVHAIKW QWD \
GHIHQGDQW R BJHLLGH G FIWRIRHLI QRW DOO WKH UHOLHI WKH G
3 RPPRQ VHQVH XQGHUPLQHV WKH QRW LRQVWKON LLHG H MD
GLVSRVLWLRQ L\CHSQWhkekpddited] Iné/V. EEOC 6 & W
3§ SODLQWLII VHHNVY D PDWHULDO DOWBRUWDMH Q@ WWLWKH GHG
VHHNV WR SUHYHQW WKLV DOWH U D WIDR/Q IV R K KIHGHH[IW B G & QL
>IXOILWOVS&ALPDU\ REMHFWLYHRVZRKKDQAOHQJIW KN JGEXQWGI LU
SUHFLVH UHDVRQ IRU WKH FRXUWYV GHKFHWRQ W KH H F5XHU WQ
MXGIJPHQW UHMHFWYVY WKH SODLQWIHIIfVY FODLP IRU D QRQPHU
$FFRUGE®UWRLVVDO Rl WKRQDPWHRRH ZIKHW RHUQRW JHQH
GHQGDQW LV WKH’ ®DWQHY PAD@ QIDIMNIWAKR LV RQO\ SDUWLDOC
GHHPHG D SUHYDLOUWIQX %D 0WO J-eddral Pradf)add and Procedurs
G HGFIKHUHWRRUH FRQWHQWLRQ WR EH D SUHYDLOV@B\WDVW)\
FOHDUO\ ZLW KyReXCderhsLo\Eléction of Union Cty. ) G Q WK
&LU
+HUH WKH &RXUW JUDQWHG 'HIHQGD QX\WO@NW PRWIL RIQGWRBL
WUDGHPDUN LQIULQJHPHQW DQG WUDGHP WKN @ LMDKRWHR @ HRWOHD
FODLPV HVWDEOLVKLQJ LQGHSHQGHQ W KH G&HRUXOION MXLUPAG/VHN

SUHMXGLFH 3ODLQWLIIVHOOGAWLRQ WQLBGCEHRPODNUPMRUN MXGJ
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VXEMHFW PDWWHU MXULVGLFWLRQ VXS5@RRHYYWDO®V R XCH KNG
3ODLQWLIIVY VWDWH ODZ FODLPV GLVPLVVLQJ WKHP ZLWKR X

,Q OLJKW RI WKH VW D'GIGHHQGDWOWWW DRUMKKH DPERREBDEO\ UHFI
UHOLHI" E\ VXFFHHGLQJ LQ KDYLQJIJWHKHPLQWLWKEVHYRXWW 6
7TKHUHIRUH WKH &RXUW KROGV 'HIHQGDQWKDPUSIFSWUWHYDLOLQ

B. Whether This Case Is Exceptional under th&eorgiaPacific Standard

$ KROGLUEOGDQWY DUH S WAWDQ G LQJI XS@IRENIHHA/NY /AR QML HW O |
DZDUG RI DWWRUQH\VY | HAKHWKRNX UWH HPX V WRAZHYW KB i WWHKILPVL @ |
FRQVWLWXWHY DQ 3H|[F 8o RQIV'WRD@HE XQGHU7R/ IGHR VR RQO
W K @ddigiaPacific I DFWRUV PXVW EH PHW

1. Whether the position taken by Plaintiffs in this case was frivolous or
objectively unreasonable

JLUVW WKH &RXUW PXVW H[DPLQH ZKHWK® UNVWIKWH FSIRWH. \A
IULYRORXV RU REMH FS¢tGedt@araciid) HD VR Q IDEMOHHIHQ GDQWYV SURII
VHYHUDO UHDVRQV ZK\ 30DLQWLIIVJVERGLYRARRXV QR W KIEM R
XQUHDVRQDEOH

'HIHQGDQWY DUJXH 30DLQWLIIVY] FODRPYNO7 ZHQ HJ LQLIYHRSC
DQG REMHFWLYHO\ XQUHDVRQDE O H EFHVBEIDINZ $XEORI QMKLHI G O D N(¢
'"HIHQGDQWYV VVHIBVRIXWKWKSWRIGHVLFLHQF\ LQ WKHLU LQLWLDC
IDLOHG WR VXEVWDQWLDWH WKHLU PSGOBILRQWLRIQ\H @ KH @/ RUK b
SHULRG RI GLVFRYHU\ D'GIOHRZE QRN WEHRWVERXWWWH WKH ODZ R
30DLQWLIIV] FRQWLQXHG SUHVVLQJ RI HNVKBUWN VF FRIQPV VPIHW

LQIULQJHPHQW DQG GLOXWLRQ ZDV XQUHDVR QEOEOHWLS$IVG
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30DLQWLIIVY] OLWLIJDWLRQ WDFKHFE\Q HHG ®HWVIR\U WK ® BRRK F
RQH ZKHUH DGYDQFLQJ FRQVLGHUDWLRQV RD ®RPBHQ DR\ L
DWWRUQH\VY IHHV ZRXOG EH DSSURSULDWH

IRQHWKHOHVYV WKHQ@RXHWFL K@ @G\H &/ KRIWHFRFSHQVDWLRQ
FDVBY REVHUYHG DERYH 30DLQWLIIV FKRVH WR EBHIR EHH® KU
86372 KRZHYHU XQZLVH WKDW GHWH U P\LDDAMKLLRY WSKUHRLYLH G LW R |
FKRRVH WKLV YHQXH $QG WKH &RXUWRRDW DIFQULHFY G X HUHL
XQUHDVRQDEOH ,Q OLJKW RI DOO WK HWIKIPWFDIY®IG ¥ K H F&RX
WKH WKLUG DQG CeqQ@aPatiic-W/HRWWR L W K @VPRMUIGLUQHG\ WKH &R X

GHQ\ '"HIHQGDQWVY ORWLRQ DV WKH\ DUH X@QKODPNEFMWOHG WR I

VI.  CONCLUSION
:KHUHIRUH EDVHG RQ WKH IRUHJRLQJ GLVFXVVLRQ DQG |
'"HIHQGD QW VWEBEW LR Q
IT IS SO ORDERED
6LJQHG W&D V-XIO\ LQ &ROXPELD 6RXWK &DUROLQD
V 0ODU\ *HLJHU /HZLV

0$5< *(,*(5 /(:,6
81,7(' 67%$7(6 ',675,&7 -8"*(
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