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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

Petitioner/Counterclaim Respondent, :

Opposition No. 91228456 (parent)
V.

Cancellation No. 92065665
Barracuda, Inc.,

Registrant/Counterclaim Petitioner.

PETITIONER/COUNTERCLAIM RESPONDENT’S MOTION TO DISMISS

Petitioner/Counterclaim Respondent G. & G. S.r.l. (“G. & G.”) respectfully moves the
Board to dismiss all counterclaims filed by Registrant/Counterclaim Petitioner Barracuda, Inc.
(“Barracuda”) on May 22, 2017 (the “Counterclaims”) pursuant to Trademark Trial and Appeal
Board Manual of Procedure (“TBMP”) 503 and Rule 12(b)(6) of the Federal Rules of Civil
Procedure (“FRCP”) for failure to plead fraud with the particularity required by FRCP 9(b) and
for failure to timely assert compulsory counterclaims pursuant to 37 C.F.R. § 2.106(b)(3)(i).

INTRODUCTION

Barracuda’s Counterclaims should be dismissed for a number of reasons. First, Barracuda’s
Counterclaims should be dismissed because they were not timely plead as compulsory
counterclaims in a prior proceeding. Barracuda cannot avoid the effect of its failure to assert the
counterclaims in a timely manner by alleging claims to cancel those registrations in this later
proceeding. Second, Barracuda’s Counterclaims should be dismissed for failure to plead fraud on
the Trademark Office with the particularity required by FRCP 9(b). It is well-established that

allegations based solely “on information and belief” do not satisfy the heightened pleading



requirement required by FRCP 9(b). Nearly all of the allegations in Barracuda’s counterclaims are
based “on information and belief” and are otherwise unsupported by any specific facts on which
the belief was founded.

FACTUAL BACKGROUND

The Class 25 Opposition Proceeding

G. & G. is the owner of U.S. Reg. Nos. 1,148,995, 1,512,835, 1,646,493, 2,235,127, and
2,563,949 for its mark BARACUTA (the “BARACUTA Mark™), covering various items of apparel
and clothing in Class 25 (the “G. & G. Class 25 Registrations”). See Notice of Opposition,
TTABVUE Doc. 1 (at pp. 1-2). G. & G. and its predecessors in interest have used the
BARACUTA Mark in the United States in commerce in connection with apparel since as early as
October 1, 1976. Id. The G. & G. Class 25 Registrations have achieved incontestable status. Id.

On April 19, 2015, Barracuda filed U.S. Trademark Application Serial No. 86/602,295 for
the mark BARRACUDA & Design (the “BARRACUDA Mark™) covering various items of
apparel and clothing in Class 25 on the basis of a bona fide intent to use the mark in commerce
(the “Barracuda Class 25 Application”). On June 15, 2015, G. & G. filed a Notice of Opposition
seeking refusal of the Barracuda Class 25 Application on the grounds that the BARRACUDA
Mark for goods in Class 25 is likely to cause confusion with the BARACUTA Mark for goods in
Class 25 that are the subject of the G. & G. Class 25 Registrations (the “Class 25 Opposition”).
Notice of Opposition, TTABVUE Doc. 1. On July 25, 2016, Barracuda filed its Answer in the
Class 25 Opposition but did not assert counterclaims to cancel the G. & G. Class 25 Registrations.
Answer to Opposer’s Opposition, TTABVUE Doc. 4; Declaration of Andrea L. Calvaruso in
Support of Petitioner/Counterclaim Respondent’s Motion to Dismiss (“Calvaruso Decl.”) at | 2.

On December 28, 2016, G. & G. filed a motion for summary judgment in the Class 25



Opposition Proceeding, seeking judgment in its favor on the ground of likelihood of confusion.
Opposer G. & G. S.r.1.”s Motion for Summary Judgment, TTABVUE Doc. 7. On May 17, 2017,
the Board issued an order denying G. & G.’s motion for summary judgment on the ground that
there were genuine disputes of material fact. Order, TTABVUE Doc 14. The Board also struck
Barracuda’s affirmative defenses for failure to state a claim, laches, acquiescence, waiver and
reservation of rights. Id.

The Class 18 Cancellation Proceeding

On February 18, 2016, G. & G. filed two intent-to-use applications for the BARACUTA
Mark in Classes 3, 9, 16 and 18 (the “G. & G. Class 18 Applications”). U.S. Serial Nos. 86912117
and 86912129. The goods in the G. & G. Class 18 Applications include, among other things,
backpacks, book bags, briefcases, suitcases, tote bags, travel cases, trunks, and overnight bags. Id.
On June 21, 2016, the Trademark Office issued office actions against the G. & G. Class 18
Applications based on a perceived likelihood of confusion with Barracuda’s U.S. Reg. Nos.
4,917,939 and 4,860,916 covering a long list of all different kinds of backpacks, book bags,
suitcases, tote bags, travel bags, and trunks in Class 18 (the “Barracuda Class 18 Registrations”).

On March 21, 2017, G. & G. filed a Petition for Cancellation in the instant proceeding
seeking cancellation of the Barracuda Class 18 Registrations on the sole grounds that Barracuda
was not using the BARRACUDA Mark in commerce on the goods in the Barracuda Registrations
at the time it filed the underlying use-based applications and committed fraud in the procurement
of such registrations (the “Class 18 Cancellation Proceeding”). Petition for Cancellation,
TTABVUE Doc. 1. Barracuda filed its Answer in the Class 18 Cancellation Proceeding on May
2, 2017. Answer to Plaintiff’s Petition to Cancel, TTABVUE Doc. 4. Subsequently, on May 22,

2017, Barracuda filed an amended Answer in the instant proceeding, which added Counterclaims



alleging fraud in the maintenance and renewal of the G. & G. Class 25 Registrations.! Answer and
Counterclaims of Registrant/Petitioner Barracuda, Inc., TTABVUE Doc. 5; Calvaruso Decl. at | 3.
Nearly all of the allegations in the Counterclaims filed by Barracuda are based solely “on
information and belief.”? Id.

On June 8, 2017, after Barracuda filed its Amended Answer and Counterclaims in the
instant action, the Board issued an order consolidating the Class 25 Opposition Proceeding and the
Class 18 Cancellation Proceeding on its own initiative (“‘Consolidation Order”). Consolidation
Order, TTABVUE Doc. 8. Despite the consolidation, the Board’s Consolidation Order notes that
“each proceeding retains its separate character and requires entry of a separate judgement.” Id. at
2. See also Dating DNA, LLC v. Imagini Holdings, 1td., 94 U.S.P.Q.2D (BNA) 1889, 1893
(T.T.A.B. 2010) (“Despite being consolidated, each proceeding retains its separate character”);
TBMP § 511 (“Consolidated cases do not lose their separate identity because of consolidation.
Each proceeding retains its separate character and requires the filing of separate pleadings and
entry of a separate judgment.”).

The Class 25 Opposition Proceeding and the Class 18 Cancellation Proceeding do not share
common claims. As described above, the Class 25 Opposition Proceeding is based upon the claim
that registration of the Barracuda Class 25 Application for the mark BARRACUDA is likely to

cause consumer confusion based upon G. & G.’s prior use and registration of the mark

! Barracuda also seeks cancellation of G. & G.’s Registration No. 3,671,069, for the mark B BARACUTA &
Design for shirts, coats, jackets, t-shirts, knitwear, namely, jumpers, cardigans, and tank tops, which was not relied
upon by G. & G. to support its claims in either the Class 18 Cancellation Proceeding or the Class 25 Opposition
Proceeding.

2 The only allegation that is not plead “on information and belief” is the allegation that “G. & G. or its

predecessors in interest did not submit specimens for every good listed in the [G. & G. Registrations].”
Counterclaims | 27, 38, 48, 58, 68, and 78. This allegation is irrelevant to the fraud claim because G. & G.
complied with the USPTO’s requirements to include “one specimen per class showing the mark as used on or in
connection with the goods or services.” 37 C.F.R. § 2.56(a).



BARACUTA for the same or similar goods. The Class 18 Cancellation Proceeding, on the other
hand, seeks cancellation of the Barracuda Class 18 Registrations ab initio solely on the grounds
that it lacked bona fide use of the marks at the time the use-based applications were filed and
procured the Barracuda Registrations by fraud. The G. & G. Class 25 Registrations were not relied
upon as a basis for the Class 18 Cancellation Proceeding.
ARGUMENT
I. THE COUNTERCLAIMS ARE BARRED PURSUANT TO 37 C.F.R.
§ 2.106(b)(3)(i) BECAUSE THEY WERE NOT TIMELY PLEAD AS
COMPULSORY COUNTERCLAIMS IN THE CLASS 25 OPPOSITION
PROCEEDING
Barracuda’s Counterclaims seeking cancellation of the G. & G. Class 25 Registrations on
the basis of fraud are barred by law because Barracuda was obligated to allege them as compulsory
counterclaims in the Class 25 Opposition Proceeding, where G. & G. relied upon such registrations
as the basis for its opposition. Pursuant to 37 C.F.R. § 2.106(b)(3)(i), “[a] defense attacking the
validity of any one or more of the registrations pleaded in the opposition shall be a compulsory
counterclaim if grounds for such counterclaim exist at the time when the answer is filed.” 37 C.F.R.
§ 2.106(b)(3)(i). Failing to abide by the TTAB’s compulsory counterclaim rule bars subsequent
assertion of a challenge to the validity of a registered mark before the TTAB or in federal court.
3 McCarthy on Trademarks and Unfair Competition § 20:23 (4th ed. 2016). Indeed, Section 313.04
of the TBMP provides as follows:
If the defendant knows the grounds for a counterclaim to cancel a pleaded
registration when the answer is filed, the counterclaim must be pleaded with
or as part of the answer... A defendant who fails to timely plead a
compulsory counterclaim cannot avoid the effect of its failure by
thereafter asserting the counterclaim grounds in a separate petition to
cancel. In such a case, the separate petition will be dismissed, on motion,

on the ground that the substance of the petition constitutes a compulsory
counterclaim in another proceeding, and that it was not timely asserted.



TBMP § 313.04 (emphasis added).

For example, in Consolidated Foods Corp. v. Big Red, Inc., 231 USPQ 744, 746 (T.T.A.B.
1986), the Board dismissed a cancellation petition where the grounds for cancellation were known
to the petitioner when it filed its answer in a prior opposition proceeding between the same parties.
The Board held:

this attack on Reg. No. 691,351 was a compulsory counterclaim in

Opposition No. 66,735; that this compulsory counterclaim was not

seasonably asserted in that opposition proceeding and the opposer herein

cannot avoid the effect of its failure to timely assert a compulsory

counterclaim in Opposition No. 66,735 by filing a petition to cancel the

registration in this case.
Id. Similarly, in Vitaline Corp. v. General Mills Inc., 891 F.2d 273, 13 USPQ2d 1172, 1174 (Fed.
Cir. 1989), Vitaline petitioned to cancel General Mills’ registration of the trademark TOTAL on
the ground of abandonment. The court found that the abandonment claim could have been brought
by Vitaline as a counterclaim in a prior opposition between the parties, but was not. Thus, Vitaline
was precluded from raising the abandonment claim in the separate cancellation proceeding. See
also Libertyville Saddle Shop, Inc. v. E. Jeffries & Sons Ltd., 24 U.S.P.Q.2d 1376 (T.T.A.B. 1992)
(under the compulsory counterclaim rule, Libertyville’s cancellation claim based on fraud should
have been raised in the prior opposition proceeding between the parties).

Here, Barracuda alleges fraud in the maintenance and renewal of the G. & G. Class 25
Registrations for the first time in its amended answer in the instant Class 18 Cancellation
Proceeding filed in May 2017. However, the grounds for cancellation on that basis were known or
should have been known to Barracuda when it filed its answer in the Class 25 Opposition
Proceeding nearly a year before on July 25, 2016. The renewal documents that contain the alleged

false statements were filed with the USPTO between March 6, 2008 (see, e.g., ‘835 Registration)

and May 14, 2015 (see, e.g., ‘069 Registration)—all well before Barracuda filed its answer in the



Class 25 Opposition Proceeding on July 25, 2016.

The compulsory counterclaim rule requires prompt pleading once the grounds are
ascertained. TBMP § 313.04. Thus, Barracuda was obligated to assert the Counterclaims in the
Class 25 Opposition Proceeding because G. & G. relied upon the G. & G. Class 25 Registrations
as the basis for its claims. Barracuda is estopped as a matter of law from raising such compulsory
counterclaims anew in this separate Class 18 Cancellation Proceeding. Accordingly, each of
Barracuda’s Counterclaims should be dismissed for failure to timely assert them as compulsory
counterclaims in the Class 25 Opposition Proceeding.

II. THE COUNTERCLAIMS SHOULD BE DISMISSED PURSUANT TO RULE
12(b)(6) FOR FAILURE TO SATISFY THE REQUIREMENTS OF RULE 9(b)

Separate and apart from Barracuda’s failure to timely plead the Counterclaims in the Class
25 Opposition Proceeding, its Counterclaims should be dismissed for failure to satisfy the
heightened pleading requirements of FRCP 9(b). A claim of fraud on the Trademark Office must
be plead with the particularity required by FRCP 9(b). See, e.g., San Juan Prods., Inc. v. San Juan
Pools of Ka., Inc., 849 F.2d 468, 472 (10th Cir. 1988) (stating “fraud in the procurement must be
alleged with specificity as required by Rule 9(b), both in federal court and in PTO administrative
proceedings”™). Allegations based solely on information and belief do not constitute pleading of
fraud with particularity. See, e.g., Asian and Western Classics B.V. v. Selkow, 92 U.S.P.Q.2d 1478
(T.T.A.B. 2009) (“[a]llegations based solely on information and belief raise only the mere
possibility that such evidence may be uncovered and do not constitute pleading of fraud with
particularity”); see also Brown v. Bishop, 2010 TTAB LEXIS 313, *15 (T.T.A.B. 2010) (finding
fraud claim not properly plead and insufficient to state a claim where petitioner failed to allege
specific facts upon which allegations “upon information and belief”” were reasonably based); Great

Adirondack Steak & Seafood Cafe, Inc. v. Adirondack Pub & Brewery, Inc., 2015 TTAB LEXIS



321, *21-22 (T.T.A.B. 2015) (same); lowa Health Sys. v. Trinity Health Corp., 177 F. Supp. 2d
897, 914-15 (N.D. Iowa 2001) (allegations of fraud on the PTO held not to satisfy Rule 9(b)
because the allegations were based on information and belief and were not accompanied by a
statement of the facts on which the belief was founded); 6 McCarthy on Trademarks and Unfair
Competition, § 31:84 (4th ed. 2016) (“A pleading of fraud on the PTO made on ‘information and
belief’ is not sufficient where there is no allegation of specific facts on which the belief is based.”).

The decision in lowa Health Sys. is particularly instructive. In lowa Health Sys., certain
counterclaimants sought to cancel a mark on the ground that the original registration was
fraudulently procured. 177 F. Supp. 2d 897 at 903. Subsequently, the counterclaim-defendants
moved to dismiss the counterclaim on the basis that, inter alia, the counterclaim failed to plead
fraudulent procurement with the particularity required by Rule 9(b) of the Federal Rules. Id. at
912. The counterclaim in question asserted, entirely “on information and belief,” that the mark’s
original owner made certain misrepresentations to the USPTO. Id. The court found that a party
may only plead circumstances of fraud “upon information and belief” if the allegations are
“regarding matters peculiarly within the opposing party’s knowledge” and if the allegations of
fraud are “accompanied by a statement of the facts on which the belief was founded.” Id. at 916.
Accordingly, the court granted the motion to dismiss for failure to plead fraud with the particularity
required by Rule 9(b) because the allegations based “on information and belief” were not
“accompanied by a statement of the facts which the belief was founded.” Id.

Here, nearly all of the allegations regarding G. & G.’s alleged fraud in the maintenance
and renewal of the G. & G. Class 25 Registrations are based entirely “on information and belief.”
See Counterclaims | 1-18, 20-26, 28, 31-37, 39, 42-47, 49, 52-57, 59, 62-67, 69, 72-77 and 79.

In fact, the only allegation that is not plead “on information and belief” is the allegation that



“G. & G. or its predecessors in interest did not submit specimens for every good listed in the
[G. & G. Class 25 Registrations].” See Counterclaims {] 27, 38, 48, 58, 68, and 78. As noted
above, however, G. & G. was only required to include “one specimen per class showing the mark
as used on or in connection with the goods or services.” Supra note 2. Therefore, the only allegation
in the Counterclaims that is not plead “on information and belief” is irrelevant.

These allegations fail to meet the Rule 9(b) heightened pleading requirements because they
are unsupported by any statement of facts providing the information upon which Barracuda relies
or the belief upon which the allegation is founded. By merely stating that each and every allegation
is based “on information and belief,” Barracuda has failed to set forth particular facts to reasonably
support the allegations made “on information and belief” that G. & G. or its predecessors
knowingly made false statements in connection with the maintenance and renewal of the G. &. G.
Class 25 Registrations.

Even if the allegations were not plead “on information and belief,” Barracuda has still
failed to allege enough underlying facts to state a claim to relief that is plausible on its face. To
survive dismissal, the complaint must contain “more than labels and conclusions” or “a formulaic
recitation of the elements of a cause of an action.” Bell Atlantic Corp. v. Twombly, 550 U.S. 544,
555 (2007). A complaint that “tenders naked assertion[s] devoid of further factual enhancement”
will not survive dismissal. Ashcroft v. Igbal, 556 U.S. 662, 678 (2009). Here, Barracuda has merely
recited the elements of the cause of action in the most conclusory terms without alleging any basis
for its knowledge. For example, Barracuda alleges, “[o]n information and belief, these sworn
statements were false... G&G or its predecessors in interest knew that these statements were false
at the time they were made... with the intent that the Trademark Office rely on them in renewing

the [G. & G. Registrations].” Counterclaims { 24-26. The allegation that “G. & G. or its



predecessors in interest did not submit specimens for every good listed in the [G. & G. Class 25
Registrations]” is irrelevant. Id. | 27. Under the Trademark Rules, G. & G. was only required to
include one specimen per class. See 37 C.F.R. § 2.56(a). G. & G. complied with this requirement.
Accordingly, the Counterclaims are not properly plead — with particularity or otherwise — and
should be dismissed as insufficient to state a claim.

CONCLUSION

For the reasons set forth above, G. & G. respectfully requests that the Board DISMISS the
Counterclaims for failure to timely assert them as compulsory counterclaims and failure to plead

the circumstances of fraud with particularity.

Dated: August 28, 2017

Respectfully submitted,

/Andrea L. Calvaruso/
Andrea L. Calvaruso
Patricia L. Werner
Ryan C. Steinman
KELLEY DRYE & WARREN LLP
101 Park Avenue
New York, NY 10178
Tel: (212) 808-7800
Attorneys for Petitioner/Counterclaim
Respondent G. & G. S.r.L
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CERTIFICATE OF SERVICE

I hereby certify that a true and complete copy of the foregoing Petitioner/Counterclaim
Respondent’s Motion to Dismiss was served by electronic mail, upon the following:

David A. Jackson

Lewis Roca Rothgerber Christie LLLP
201 East Washington Street, Suite 1200
Phoenix, AZ 85004
trademarks@lrrlaw.com

Dated: New York, New York
August 28, 2017
By:  /Ryan C. Steinman/
Ryan C. Steinman




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

Petitioner/Counterclaim Respondent, :

Opposition No. 91228456 (parent)
V.

Cancellation No. 92065665
Barracuda, Inc.,

Registrant/Counterclaim Petitioner.

DECLARATION OF ANDREA L. CALVARUSO, ESQ. IN SUPPORT OF
PETITIONER/ COUNTERCLAIM RESPONDENT’S MOTION TO DISMISS

I, Andrea L. Calvaruso, declare as follows:

1. I am a partner of Kelley Drye & Warren LLP, attorneys of record for Petitioner/
Counterclaim Respondent G. & G. S.r.l. (“G. & G.”) in the above-captioned lawsuit. I submit this
declaration in support of G. & G.’s Motion to Dismiss. I have personal knowledge of the facts set
forth herein. If called as a witness, I could and would competently testify to the matters stated
herein.

2. Attached as Exhibit A is a true and correct copy of Registrant/ Counterclaim
Petitioner Barracuda, Inc.’s answer filed in the Class 25 Opposition Proceeding on July 25, 2016.

3. Attached as Exhibit B is a true and correct copy of Registrant/ Counterclaim
Petitioner Barracuda, Inc.’s answer and counterclaims filed in the Class 18 Cancellation

Proceeding on May 22, 2017.



I declare under penalty of perjury under the laws of the United States that the foregoing is
true and correct.

Executed August 28, 2017 at New York, New York.

By: /Andrea L. Calvaruso/
Andrea L. Calvaruso




EXHIBIT A



Trademark Trial and Appeal Board Electronic Filing System. http./estta.uspto.gov
ESTTA Tracking number: ESTTA760284

Filing date: 07/25/2016

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 91228456

Party Defendant
IDEA POTENT, INC.

Correspondence David A. Jackson

Address Lewis Roca Rothgerber LLP
201 East Washington Street, Suite 1200
Phoenix, AZ 85004
Trademarks@LRRLaw.com

Submission Answer

Filer's Name David Jackson

Filer's e-mail PTO@LRRC.com, kwildman@LRRC.com

Signature /David Jackson/

Date 07/25/2016

Attachments Idea Potent Answer to TTAB Opposition.pdf(7935 bytes )
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

G. & G.Srll

Opposer,
v.

Idea Potent, Inc.
Applicant.

Opposition No. 91228456

Answer to Opposition of BARRACUDA &
Design Serial No. 86/602,295

ANSWER TO OPPOSER’S OPPOSITION

Applicant Idea Potent, Inc. (“Idea Potent”) by and through its successor in amalgamation

Barracuda, Inc. (“Barracuda”) hereby responds to Opposer G. & G. S..l.’s (“Opposer”)

Opposition of BARRACUDA & Design Serial No. 86/602,295.

In response to the first, unnumbered paragraph in the Opposition, Barracuda denies that

Opposer will be damaged by registration of the application BARRACUDA & Design Serial No.

86/602,295.

Barracuda responds to the numbers paragraphs of Opposer’s Opposition as set forth

below. Barracuda denies each and every allegation by Opposer not expressly admitted herein.

1. Barracuda is without knowledge or information sufficient to form a belief as to

the truth of the allegations set forth in paragraph 1 and therefore denies them.

2. Barracuda is without knowledge or information sufficient to form a belief as to

the truth of the allegations set forth in paragraph 2 and therefore denies them.

3. Barracuda is without knowledge or information sufficient to form a belief as to

the truth of the allegations set forth in paragraph 3 and therefore denies them.

4. Barracuda is without knowledge or information sufficient to form a belief as to

the truth of the allegations set forth in paragraph 4 and therefore denies them.

2010618693 _1



5. Barracuda is without knowledge or information sufficient to form a belief as to
the truth of the allegations set forth in paragraph 5 and therefore denies them.

6. Barracuda is without knowledge or information sufficient to form a belief as to
the truth of the allegations set forth in paragraph 6 and therefore denies them.

7. Barracuda is without knowledge or information sufficient to form a belief as to
the truth of the allegations set forth in paragraph 7 and therefore denies them.

8. Barracuda denies the allegations set forth in paragraph 8. To the extent paragraph
8 contains Opposer’s legal conclusions, no response is required.

9. Barracuda admits that its predecessor in interest, Idea Potent, filed U.S.
Trademark Application Serial No. 86/602,295. Barracuda respectfully refers the Board to those
documents for their content and details.

10.  Barracuda admits the allegations set forth in paragraph 10.

11. Barracuda admits that it filed U.S. Trademark Application Serial No. 86/602,295,
and that no consent or authorization from Opposer was necessary.

COUNT I LIKELIHOOD OF CONFUSION BASED ON PRIORITY OF USE

12. Barracuda is without knowledge or information sufficient to form a belief as to
the truth of the allegations set forth in paragraph 12 and therefore denies them.

13.  Barracuda denies the allegations set forth in paragraph 13. To the extent
paragraph 13 contains Opposer’s legal conclusions, no response is required.

14. Barracuda denies the allegations set forth in paragraph 14.

COUNT II LIKELIHOOD OF CONFUSION BASED ON PRIORITY OF
REGISTRATION

15. Barracuda is without knowledge or information sufficient to form a belief as to

the truth of the allegations set forth in paragraph 15 and therefore denies them.

2010618693 _1



16. Barracuda denies the allegations set forth in paragraph 16. To the extent

paragraph 16 contains Opposer’s legal conclusions, no response is required.

17.  Barracuda denies the allegations set forth in paragraph 17.
AFFIRMATIVE DEFENSES
1. Opposer has failed to state a claim upon which relief may be granted.
2. Opposer’s claims are barred in whole or in part by the doctrine of waiver.
3. Opposer’s claims are barred in whole or in part by the doctrine of laches.
4. Opposer’s claims are barred in whole or in part by the doctrine of acquiescence.
5. Barracuda reserves the right to add further defenses and amend its Answer as the

circumstances warrant.
WHEREFORE, Barracuda respectfully requests that the Trademark Trial and Appeal

Board deny Opposer’s Opposition of BARRACUDA & Design Serial No. 86/602,295.

DATED this 25th day of July, 2016.

By /s/ David Jackson

David A. Jackson

Emily A. Bayton

Lewis Roca Rothgerber Christie LLP
201 E. Washington Street, Suite 1200
Phoenix, Arizona 85004

Telephone: (602) 262-5311

2010618693 _1



CERTIFICATE OF SERVICE

I hereby certify that a true and complete copy of the foregoing ANSWER TO
OPPOSER’S OPPOSITION has been served on the Applicant’s Attorney of Record, by mailing
and emailing said copy on 25 July 2016 by First Class Mail, postage prepaid to the following:

Jeffrey B. Sladkus, Esq.

The Sladkus Law Group

1827 Powers Ferry Road Building 6, Suite 200
Atlanta, GA 30339

Dated: July 25, 2016

/s/ Karen I. Wildman
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 92065665
Party Defendant
Idea Potent, Inc.
Correspondence
Address DAVID A JACKSON
LEWIS ROCA ROTHGERBER CHRISTI LLP, 201 E WASHINGTON STREET
SUITE 1200
PHOENIZ, AZ 85004
UNITED STATES
Submission Answer and Counterclaim
Filer's Name David A. Jackson
Filer's e-mail PTO@LRRC.com
Signature /DAVID A. JACKSON/
Date 05/22/2017
Attachments 2017.05.22 Barracuda Answer and Counterclaims.pdf(39856 bytes )

Registrations Subject to the filing

Registration No 1148995 | Registration date | 03/24/1981

Registrant G.&G.S.R.L.

VIA C. A. PIZZARDI 50
BOLOGNA, 40138
ITALY

Goods/Services Subject to the filing

Class 025. First Use: 1976/10/01 First Use In Commerce: 1976/10/01
All goods and services in the class are requested, namely: Men's[ and Boys' and Girls' and Women's]
Shirts, [ Cuffs, Collars, Pajamas], Sport Shirts, [ Underwear ], Knit Shirts, Slacks and Sweaters

Grounds for Cancellation

Fraud on the USPTO Trademark Act Section 14(3); In re Bose Corp.,
580 F.3d 1240, 91 USPQ2d 1938 (Fed. Cir.
2009)

Registration No 1512835 Registration date | 11/15/1988

Registrant G. & G. S.R.L.

VIA C. A. PIZZARDI 50
BOLOGNA, 40138
ITALY

Goods/Services Subject to the filing

Class 025. First Use: 1976/10/01 First Use In Commerce: 1976/10/01

All goods and services in the class are requested, namely: MEN'S, BOYS', [ GIRLS', AND WOMEN'S
DRESS SHIRTS, PAJAMAS, SPORT SHIRTS, UNDERWEAR, KNIT SHIRTS, ] SLACKS, SWEAT-
ERS; [ MEN'S AND BOYS' ] JACKETS AND RAINCOATS

Grounds for Cancellation
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Fraud on the USPTO Trademark Act Section 14(3); In re Bose Corp.,
580 F.3d 1240, 91 USPQ2d 1938 (Fed. Cir.
2009)

Registration No 1646493 Registration date | 05/28/1991

Registrant G.&G. S.R.L.

VIA C. A. PIZZARDI 50
BOLOGNA, 40138
ITALY

Goods/Services Subject to the filing

Class 025. First Use: 1990/02/20 First Use In Commerce: 1990/02/20
All goods and services in the class are requested, namely: men's and boys' suits and sportcoats

Grounds for Cancellation

Fraud on the USPTO Trademark Act Section 14(3); In re Bose Corp.,
580 F.3d 1240, 91 USPQ2d 1938 (Fed. Cir.
2009)

Registration No 2235127 Registration date | 03/23/1999

Registrant G.&G.S.R.L.

VIA C. A. PIZZARDI 50
BOLOGNA, 40138
ITALY

Goods/Services Subject to the filing

Class 025. First Use: 1997/09/00 First Use In Commerce: 1997/09/00
All goods and services in the class are requested, namely: sportswear, namely, woven shirts and
vests and outerwear, namely, overcoats, jackets, vests and leather coats

Grounds for Cancellation

Fraud on the USPTO Trademark Act Section 14(3); In re Bose Corp.,
580 F.3d 1240, 91 USPQ2d 1938 (Fed. Cir.
2009)

Registration No 2563949 Registration date | 04/23/2002

Registrant G. &G. S.R.L.

VIA C. A. PIZZARDI 50
BOLOGNA, 40138
ITALY

Goods/Services Subject to the filing

Class 025. First Use: 1997/08/00 First Use In Commerce: 1997/08/00
All goods and services in the class are requested, namely: men's clothing, namely, shorts, pants,
shoes, socks, and topcoats, and sportswear, namely, knit sweaters, casual pants and T-shirts

Grounds for Cancellation

Fraud on the USPTO Trademark Act Section 14(3); In re Bose Corp.,
580 F.3d 1240, 91 USPQ2d 1938 (Fed. Cir.
2009)

Registration No 3671069 Registration date | 08/18/2009

Registrant G.&G.S.R.L.

VIA C. A. PIZZARDI 50
BOLOGNA, 40138




| [ TTALY

Goods/Services Subject to the filing

Class 025. First Use: 1937/12/31 First Use In Commerce: 1950/12/31
All goods and services in the class are requested, namely: shirts, coats, jackets, t-shirts, knitwear,
namely, jumpers, cardigans, tank tops

Grounds for Cancellation

Fraud on the USPTO Trademark Act Section 14(3); In re Bose Corp.,
580 F.3d 1240, 91 USPQ2d 1938 (Fed. Cir.
2009)




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD
G.&G.Srl

Petitioner/Counterclaim Respondent,
v. Opposition No. 92065665

Idea Potent, Inc.

Registrant/Counterclaim Petitioner.

ANSWER AND COUNTERCLAIMS OF REGISTRANT/PETITIONER BARRACUDA,
INC.

Defendant Idea Potent, Inc. (“Idea Potent”) by and through its successor in amalgamation
Barracuda, Inc. (“Barracuda”) hereby responds to Plaintiff G. & G. S.r.l.’s (“G&G”) Petition to
Cancel BARRACUDA & Design Registration No. 4,917,393 and BARRACUDA Registration
No. 4,860,916.

In response to the first, unnumbered paragraph in the Petition to Cancel, Barracuda
denies that G&G is being damaged by BARRACUDA & Design Registration No. 4,917,393 and
BARRACUDA Registration No. 4,860,916.

Barracuda responds to the numbered paragraphs of G&G’s Petition to Cancel as set forth
below. Barracuda denies each and every allegation by G&G not expressly admitted herein.

1. Barracuda is without knowledge or information sufficient to form a belief as to
the truth of the allegations set forth in paragraph 1 and therefore denies them.

2. Barracuda is without knowledge or information sufficient to form a belief as to
the truth of the allegations set forth in paragraph 2 and therefore denies them.

3. Barracuda is without knowledge or information sufficient to form a belief as to

the truth of the allegations set forth in paragraph 3 and therefore denies them.
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4. Barracuda is without knowledge or information sufficient to form a belief as to
the truth of the allegations set forth in paragraph 4 and therefore denies them.

5. Barracuda is without knowledge or information sufficient to form a belief as to
the truth of the allegations set forth in paragraph 5 and therefore denies them.

6. Barracuda is without knowledge or information sufficient to form a belief as to
the truth of the allegations set forth in paragraph 6 and therefore denies them.

7. Barracuda is without knowledge or information sufficient to form a belief as to
the truth of the allegations set forth in paragraph 7 and therefore denies them.

8. Barracuda is without knowledge or information sufficient to form a belief as to
the truth of the allegations set forth in paragraph 8 and therefore denies them.

9. Barracuda is without knowledge or information sufficient to form a belief as to
the truth of the allegations set forth in paragraph 9 and therefore denies them.

10. With respect to the allegations in Paragraph 10 of the Petition to Cancel, the
referenced applications speak for themselves.

11. With respect to the allegations in Paragraph 11 of the Petition to Cancel, the
referenced applications speak for themselves.

12. With respect to the allegations in Paragraph 12 of the Petition to Cancel, the
referenced office actions speak for themselves.

13. Barracuda admits only that it is the owner and registrant of trademark registration
No. 4,917,939 for the mark BARRACUDA & Design, and that the content of the registration
speaks for itself.

14. Barracuda admits it submitted a specimen along with the application that matured
into registration No. 4,917,939, and that the specimen speaks for itself.

15. Barracuda admits the allegations set forth in Paragraph 15.
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16.  Barracuda denies the allegations set forth in Paragraph 16.

17. Barracuda admits only that it is the owner and registrant of trademark registration
No. 4,860,916 for the mark BARRACUDA, and that the content of the registration speaks for
itself.

18.  Barracuda admits the allegations set forth in Paragraph 18.

19. Barracuda admits it submitted a specimen along with the statement of use for the
application that matured into registration No. 4,860,916, and that the specimen speaks for itself.

20.  Barracuda denies the allegations set forth in Paragraph 20.

21.  Barracuda denies the allegations set forth in Paragraph 21.

COUNT I

22. In response to the allegations contained in Paragraph 22, Barracuda incorporates
by reference all previous denials, admissions and allegations contained in Paragraphs 1 through
21.

23. Barracuda denies the allegations set forth in Paragraph 23.

24. Barracuda denies the allegations set forth in Paragraph 24.

25. Paragraph 25 contains legal conclusions to which no answer is appropriate or
required. Should a response be deemed required, Barracuda denies the allegations set forth in
Paragraph 25.

COUNT 11

26. In response to the allegations contained in Paragraph 26, Barracuda incorporates
by reference all previous denials, admissions and allegations contained in Paragraphs 1 through
25.

217. Barracuda denies the allegations set forth in Paragraph 27.

28. Barracuda denies the allegations set forth in Paragraph 28.
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29. Barracuda admits that its Kickstarter campaign publicly commenced five days
after it filed its application that matured into registration No. 4,917,939. Barracuda denies all of
the other allegations set forth in Paragraph 29.

30.  Barracuda admits that it signed a declaration as part of the application that
matured into registration No. 4,917,939, and the declaration speaks for itself.

31.  Barracuda denies the allegations set forth in Paragraph 31.

32.  Barracuda denies the allegations set forth in Paragraph 32.

33. Barracuda denies the allegations set forth in Paragraph 33.

34. Barracuda denies the allegations set forth in Paragraph 34.

35.  Paragraph 35 contains legal conclusions to which no answer is appropriate or
required. Should a response be deemed required, Barracuda denies the allegations set forth in
Paragraph 35.

COUNT III

36. In response to the allegations contained in Paragraph 36, Barracuda incorporates
by reference all previous denials, admissions and allegations contained in Paragraphs 1 through
35.

37. Barracuda admits the allegations set forth in Paragraph 37.

38. Barracuda admits the allegations set forth in Paragraph 38..

39. Barracuda denies the allegations set forth in Paragraph 39.

40. Barracuda denies the allegations set forth in Paragraph 40.

41. Paragraph 41 contains legal conclusions to which no answer is appropriate or
required. Should a response be deemed required, Barracuda denies the allegations set forth in

Paragraph 41.
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COUNT IV

42. In response to the allegations contained in Paragraph 42, Barracuda incorporates
by reference all previous denials, admissions and allegations contained in Paragraphs 1 through
21.

43.  Barracuda admits the allegations set forth in Paragraph 43.

44. Barracuda admits the allegations set forth in Paragraph 44.

45. With respect to the allegations in Paragraph 25 of the Petition to Cancel,
Barracuda admits only that the Statement of Use speaks for itself. Barracuda denies the
remaining allegations in Paragraph 45.

46. With respect to the allegations in Paragraph 46 of the Petition to Cancel,
Barracuda admits only that the Statement of Use speaks for itself. Barracuda denies the
remaining allegations in Paragraph 46.

47. Barracuda denies the allegations set forth in Paragraph 47.

48. Barracuda denies the allegations set forth in Paragraph 48.

49. Barracuda denies the allegations set forth in Paragraph 49.

50. Barracuda denies the allegations set forth in Paragraph 50.

S1. Barracuda denies the allegations set forth in Paragraph 51.

52. Paragraph 52 contains legal conclusions to which no answer is appropriate or
required. Should a response be deemed required, Barracuda denies the allegations set forth in
Paragraph 52.

AFFIRMATIVE AND OTHER DEFENSES

Barracuda makes the following affirmative and other defenses conditional (and subject to

modification or supplementation) upon facts, circumstances, and matters learned through

discovery, investigation, and disclosure. Barracuda does not waive any claims or defenses,
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whether affirmative or otherwise, available now or in the future. The affirmative and other
defenses stated at present are the following:

1. To the extent that the Board may find that some of the goods enumerated in
registration No. 4,917,939 were not in use at the time that the underlying application was filed,
the Board should allow Barracuda to amend the registration as necessary under 37 C.F.R.
§ 2.133(b).

2. To the extent that the Board may find that some of the goods enumerated in
registration No. 4,860,916 were not in use at the time that the underlying application was filed,
the Board should allow Barracuda to amend the registration as necessary under 37 C.F.R.
§ 2.133(b).

3. G&G’s claims are barred, in whole or in part, because of widespread third-party
use and registration of the mark BARRACUDA in international class 25, thereby limiting the
scope of G&G’s alleged rights in its BARACUTA mark and eliminating any alleged damages by
G&G.

4. G&G’s claims are barred, in whole or in part, because of the doctrine of unclean
hands. To the extent G&G relies on its alleged U.S. trademark registrations for the mark
BARACUTA in Class 25, none of which are enumerated or attached as exhibits in the Petition to
Cancel, those registrations were maintained fraudulently on the grounds that G&G submitted
Section 8 and 15 documents for registrations that included goods not used in commerce in the
United States at the time those documents were filed.

COUNTERCLAIMS FOR CANCELLATION OF BARACUTA REGISTRATION
NUMBERS 2563949, 2235127, 1646493, 1512835, 1148995, AND 3671069

Barracuda believes that it will be damaged by the continued registration of U.S.

registration numbers 2563949, 2235127, 1646493, 1512835, 1148995, and 3671069, and hereby,
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as its counterclaim, petitions to cancel the same pursuant to Section 14 of the Lanham Act, 15
U.S.C. § 1064.

As grounds therefor, Barracuda alleges as follows:

1. On information and belief, G&G or its predecessors in interest obtained a U.S.
federal registration for the word mark BARACUTA covering “Men’s and Boys’ and Girls’ and
Women’s Shirts, Cuffs, Collars, Pajamas, Sport Shirts, Underwear, Knit Shirts, Slacks and
Sweaters” on March 24, 1981, U.S. Reg. No. 1148995 (the “’995 Registration”).

2. On information and belief, G&G or its predecessors in interest renewed the ‘995
Registration on or around December 22, 2010 for “Men’s Shirts, Sport Shirts, Knit Shirts, Slacks
and Sweaters.”

3. On information and belief, the specimen G&G or its predecessors in interest
submitted with its renewal application for the ‘995 Registration was a picture of a sweater or
jacket.

4. On information and belief, G&G or its predecessors in interest obtained a U.S.
federal registration for the word mark BARACUTA covering “Men’s, Boys’, Girls’, and
Women’s Dress Shirts, Pajamas, Sport Shirts, Underwear, Knit Shirts, Slacks, Sweaters; Men’s
and Boys’ Jackets and Raincoats” on November 15, 1988, U.S. Reg. No. 1512835 (the ‘835
Registration”).

5. On information and belief, G&G or its predecessors in interest renewed the ‘835
Registration on or around March 26, 2008 for “Men’s Boys’ Slacks, Sweaters; Jackets and
Raincoats.”

6. On information and belief, the specimens G&G or its predecessors in interest
submitted with its renewal application for the ‘835 Registration included a black and white

image of a BARACUTA logo and two screenshots of jackets from a website.
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7. On information and belief, G&G or its predecessors in interest obtained a U.S.
federal registration for the word mark BARACUTA covering “Men’s and Boys’ Suits and
Sportcoats” on May 28, 1991, U.S. Reg. No. 1646493 (the “’493 Registration”).

8. On information and belief, G&G or its predecessors in interest renewed the ‘493
Registration on or around February 21, 2011 for “Men’s and Boys’ Suits and Sportcoats.”

9. On information and belief, the specimen G&G or its predecessors in interest
submitted with its renewal application for the ‘493 Registration was a picture of a sweater or
jacket.

10. On information and belief, G&G or its predecessors in interest obtained a U.S.
federal registration for the word mark BARACUTA covering “Sportswear, Namely, Woven
Shirts and Vests and Outerwear, Namely, Overcoats, Jackets, Vests and Leather Coats” on
March 23, 1999, U.S. Reg. No. 2235127 (the “’127 Registration”).

11. On information and belief, G&G or its predecessors in interest renewed the ‘127
Registration on or around March 26, 2008 for “Sportswear, Namely, Woven Shirts and Vests and
Outerwear, Namely, Overcoats, Jackets, Vests and Leather Coats.”

12. On information and belief, the specimens G&G or its predecessors in interest
submitted with its renewal application for the ‘127 Registration included a black and white
image of a BARACUTA logo and four screenshots of jackets and a shirt from a website.

13. On information and belief, G&G or its predecessors in interest obtained a U.S.
federal registration for the word mark BARACUTA covering “Men’s Clothing, Namely, Shorts,
Pants, Shoes, Socks, and Topcoats, and Sportswear, Namely, Knit Sweaters, Casual Pants and T-

Shirts” on April 23, 2002, U.S. Reg. No. 2563949 (the “’949 Registration”).
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14. On information and belief, G&G or its predecessors in interest renewed the ‘949
Registration on or around June 21, 2011 for “Men’s Clothing, Namely, Shorts, Pants, Shoes,
Socks, and Topcoats, and Sportswear, Namely, Knit Sweaters, Casual Pants and T-Shirts.”

15. On information and belief, the specimens G&G or its predecessors in interest
submitted with its renewal application for the ‘949 Registration included a screenshot of polo
shirts from a website and a picture of a sweater or jacket.

16. On information and belief, G&G or its predecessors in interest obtained a U.S.
federal registration for the design mark B BARACUTA covering “Shirts, Coats, Jackets, T-
Shirts, Knitwear, Namely, Jumpers, Cardigans, Tank Tops” on August 18, 2009, U.S. Reg. No.
3671069 (the “’069 Registration™).

17. On information and belief, G&G or its predecessors in interest filed a declaration
of use for the ‘069 Registration on or around May 14, 2015 for “Shirts, Coats, Jackets, T-Shirts,
Knitwear, Namely, Jumpers, Cardigans, Tank Tops.”

18. On information and belief, the specimen G&G or its predecessors in interest
submitted with its renewal application for the ‘069 Registration was a picture of a sweater or
jacket.

COUNTERCLAIM I
FRAUD IN THE MAINTENANCE AND RENEWAL OF THE ‘995 REGISTRATION

19. Barracuda incorporates by reference the allegations set forth in Paragraphs 1-18.

20. On information and belief, G&G or its predecessors in interest was not using the
BARACUTA mark in commerce in the United States for all of the goods in the ‘995 Registration
at the time it filed the renewal documents for the ‘995 Registration on or around December 22,

2010.
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21. On information and belief, although G&G or its predecessors in interest deleted
some of the goods in the ‘995 Registration as part of its renewal, G&G or its predecessors in
interest was not using the BARACUTA mark in commerce in the United States for all of the
remaining goods in the ‘995 Registration, specifically “Men’s Shirts, Sport Shirts, Knit Shirts,
Slacks and Sweaters,” at the time it filed the renewal documents for the ‘995 Registration on or
around December 22, 2010.

22. On information and belief, G&G or its predecessors in interest filed a Section 8
Declaration of Use in connection with the renewal documents for the ‘995 Registration on or
around December 22, 2010.

23. On information and belief, G&G or its predecessors in interest signed or
instructed its authorized agent to sign a sworn declaration stating in part that “the mark is in use
in commerce on or in connection with the goods and/or services identified.”

24. On information and belief, these sworn statements were false.

25. On information and belief, G&G or its predecessors in interest knew that these
statements were false at the time they were made.

26. On information and belief, G&G or its predecessors in interest made these false
statements with the intent that the Trademark Office rely on them in renewing the ‘995
Registration.

217. G&G or its predecessors in interest did not submit specimens for every good
listed in the ‘995 Registration.

28. On information and belief, the Trademark Office renewed the ‘995 Registration in
reliance on the false statements made by G&G or its predecessors in interest.

29. Based on the foregoing, G&G or its predecessors in interest maintained the ‘995

Registration by fraud and it should therefore be cancelled.
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COUNTERCLAIM 11
FRAUD IN THE MAINTENANCE AND RENEWAL OF THE ‘835 REGISTRATION

30. Barracuda incorporates by reference the allegations set forth in Paragraphs 1-29.

31. On information and belief, G&G or its predecessors in interest was not using the
BARACUTA mark in commerce in the United States for all of the goods in the ‘835 Registration
at the time it filed the renewal documents for the ‘835 Registration on or around March 6, 2008.

32. On information and belief, although G&G or its predecessors in interest deleted
some of the goods in the ‘835 Registration as part of its renewal, G&G or its predecessors in
interest was not using the BARACUTA mark in commerce in the United States for all of the
remaining goods in the ‘835 Registration, specifically “Men’s, Boys’ Slacks, Sweaters; Jckets
and Raincoats,” at the time it filed the renewal documents for the ‘835 Registration on or around
March 6, 2008.

33. On information and belief, G&G or its predecessors in interest filed a Section 8
Declaration of Use in Commerce in connection with the renewal documents for the ‘835
Registration on or around March 6, 2008.

34. On information and belief, G&G or its predecessors in interest signed or
instructed its authorized agent to sign a sworn declaration stating in part that “the mark is in use
in commerce on or in connection with the goods and/or services identified.”

35. On information and belief, these sworn statements were false.

36. On information and belief, G&G or its predecessors in interest knew that these
statements were false at the time they were made.

37. On information and belief, G&G or its predecessors in interest made these false
statements with the intent that the Trademark Office rely on them in renewing the ‘835

Registration.
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38. G&G or its predecessors in interest did not submit specimens for every good
listed in the ‘835 Registration.

39. On information and belief, the Trademark Office renewed the ‘835 Registration in
reliance on the false statements made by G&G or its predecessors in interest.

40. Based on the foregoing, G&G or its predecessors in interest maintained the ‘835
Registration by fraud and it should therefore be cancelled.

COUNTERCLAIM III
FRAUD IN THE MAINTENANCE AND RENEWAL OF THE ‘493 REGISTRATION

41. Barracuda incorporates by reference the allegations set forth in Paragraphs 1-40.

42. On information and belief, G&G or its predecessors in interest was not using the
BARACUTA mark in commerce in the United States for all of the goods in the ‘493 Registration
at the time it filed the renewal documents for the ‘493 Registration on or around February 21,
2011.

43. On information and belief, G&G or its predecessors in interest filed a Section 8
Declaration of Use in Commerce in connection with the renewal documents for the ‘493
Registration on or around February 21, 2011.

44. On information and belief, G&G or its predecessors in interest signed or
instructed its authorized agent to sign a sworn declaration stating in part that “the mark is in use
in commerce on or in connection with the goods and/or services identified.”

45. On information and belief, these sworn statements were false.

46. On information and belief, G&G or its predecessors in interest knew that these

statements were false at the time they were made.
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47. On information and belief, G&G or its predecessors in interest made these false
statements with the intent that the Trademark Office rely on them in renewing the ‘493
Registration.

48. G&G or its predecessors in interest did not submit specimens for every good
listed in the ‘493 Registration.

49. On information and belief, the Trademark Office renewed the ‘493 Registration in
reliance on the false statements made by G&G or its predecessors in interest.

50. Based on the foregoing, G&G or its predecessors in interest maintained the ‘493
Registration by fraud and it should therefore be cancelled.

COUNTERCLAIM IV
FRAUD IN THE MAINTENANCE AND RENEWAL OF THE ‘127 REGISTRATION

51. Barracuda incorporates by reference the allegations set forth in Paragraphs 1-50.

52. On information and belief, G&G or its predecessors in interest was not using the
BARACUTA mark in commerce in the United States for all of the goods in the ‘127 Registration
at the time it filed the renewal documents for the ‘127 Registration on or around March 26, 2008.

53. On information and belief, G&G or its predecessors in interest filed a Section 8
Declaration of Use in Commerce in connection with the renewal documents for the ‘127
Registration on or around March 26, 2008.

54. On information and belief, G&G or its predecessors in interest signed or
instructed its authorized agent to sign a sworn declaration stating in part that “the mark is in use
in commerce on or in connection with all goods or services listed in the existing registration for
this specific class.”

55. On information and belief, these sworn statements were false.
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56. On information and belief, G&G or its predecessors in interest knew that these
statements were false at the time they were made.

57. On information and belief, G&G or its predecessors in interest made these false
statements with the intent that the Trademark Office rely on them in renewing the ‘127
Registration.

58. G&G or its predecessors in interest did not submit specimens for every good
listed in the ‘127 Registration.

59. On information and belief, the Trademark Office renewed the ‘127 Registration in
reliance on the false statements made by G&G or its predecessors in interest.

60. Based on the foregoing, G&G or its predecessors in interest maintained the ‘127
Registration by fraud and it should therefore be cancelled.

COUNTERCLAIM V
FRAUD IN THE MAINTENANCE AND RENEWAL OF THE ‘949 REGISTRATION

61. Barracuda incorporates by reference the allegations set forth in Paragraphs 1-60.

62. On information and belief, G&G or its predecessors in interest was not using the
BARACUTA mark in commerce in the United States for all of the goods in the ‘949 Registration
at the time it filed the renewal documents for the ‘949 Registration on or around June 21, 2011.

63. On information and belief, G&G or its predecessors in interest filed a Section 8
Declaration of Use in Commerce in connection with the renewal documents for the ‘949
Registration on or around June 21, 2011.

64. On information and belief, G&G or its predecessors in interest signed or
instructed its authorized agent to sign a sworn declaration stating in part that “the mark is in use
in commerce on or in connection with the goods and/or services identified.”

65. On information and belief, these sworn statements were false.
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66. On information and belief, G&G or its predecessors in interest knew that these
statements were false at the time they were made.

67. On information and belief, G&G or its predecessors in interest made these false
statements with the intent that the Trademark Office rely on them in renewing the ‘949
Registration.

68. G&G or its predecessors in interest did not submit specimens for every good
listed in the ‘949 Registration.

69. On information and belief, the Trademark Office renewed the ‘949 Registration in
reliance on the false statements made by G&G or its predecessors in interest.

70. Based on the foregoing, G&G or its predecessors in interest maintained the ‘949
Registration by fraud and it should therefore be cancelled.

COUNTERCLAIM VI
FRAUD IN THE MAINTENANCE AND RENEWAL OF THE ‘069 REGISTRATION

71. Barracuda incorporates by reference the allegations set forth in Paragraphs 1-70.

72. On information and belief, G&G or its predecessors in interest was not using the
BARACUTA mark in commerce in the United States for all of the goods in the ‘069 Registration
at the time it filed the Declaration of Use and Incontestability documents for the ‘069
Registration on or around May 14, 2015.

73. On information and belief, G&G or its predecessors in interest filed a combined
Declaration of Use and Incontestability under Sections 8 and 15 in connection with the renewal
documents for the ‘069 Registration on or around May 14, 2015.

74. On information and belief, G&G or its predecessors in interest signed or
instructed its authorized agent to sign a sworn declaration stating in part that “the mark is in use

in commerce on or in connection with the goods/services identified.”
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75. On information and belief, these sworn statements were false.

76. On information and belief, G&G or its predecessors in interest knew that these
statements were false at the time they were made.

77. On information and belief, G&G or its predecessors in interest made these false
statements with the intent that the Trademark Office rely on them in renewing the ‘069
Registration.

78. G&G or its predecessors in interest did not submit specimens for every good
listed in the ‘069 Registration.

79. On information and belief, the Trademark Office renewed the ‘069 Registration in
reliance on the false statements made by G&G or its predecessors in interest.

80. Based on the foregoing, G&G or its predecessors in interest maintained the ‘069
Registration by fraud and it should therefore be cancelled.

CONCLUSION

WHEREFORE, Barracuda respectfully requests that the Trademark Trial and Appeal
Board deny G&G’s Petition to Cancel BARRACUDA & Design registration No. 4,917,939 and
BARRACUDA registration No. 4,860,916 and that G&G’s U.S. registration numbers 2563949,

2235127, 1646493, 1512835, 1148995, and 3671069 be cancelled.

DATED this 22nd day of May, 2017.

By /s/ David Jackson

David A. Jackson

Lewis Roca Rothgerber Christie LLP
201 E. Washington Street, Suite 1200
Phoenix, Arizona 85004

Telephone: (602) 262-5311
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CERTIFICATE OF SERVICE

I hereby certify that a true and complete copy of the foregoing Answer and
Counterclaims of Registrant/Petitioner Barracuda, Inc. has been served on the Applicant’s
Attorney of Record by emailing said copy on 22 May 2017 to the following:

Dated: May 22, 2017
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Jeffery B. Sladkus

The Sladkus Law Group

1827 Powers Ferry Roadbuilding 6, Suite 200
Atlanta, Georgia 30339

jeff@sladlaw.com

jason(@sladlaw.com

mark@sladlaw.com
mandy@sladlaw.com

/s/ Karen 1. Wildman




