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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name G.&G. Sl
Entity Limited Liability Company Citizenship Italy
Address Via C.A. Pizzardi 50

Bologna, 40138

ITALY

Attorney informa- | Jeffrey B. Sladkus, Esq.

tion The Sladkus Law Group

1827 Powers Ferry Road Building 6, Suite 200

Atlanta, GA 30339

UNITED STATES

jeff@sladlaw.com, jason@sladlaw.com, mark@sladlaw.com,
mandy@sladlaw.com Phone:404-252-0900

Registrations Subject to Cancellation

Registration No 4917939 | Registration date | 03/15/2016

Registrant IDEA POTENT, INC.
340 S. LEMON ST.
WALNUT, CA 91789
UNITED STATES

Goods/Services Subject to Cancellation

Class 018. First Use: 2014/10/30 First Use In Commerce: 2015/04/14

All goods and services in the class are cancelled, namely: Backpacks; Backpacks; Backpacks com-
patible with personal hydration systems, sold empty; Backpacks for pets; Backpacks with rolling
wheels; Backpacks, book bags, sports bags, bum bags, wallets and handbags; Bullet-proof back-
packs to protectthe contents of the backpack; Document suitcases; Duffel bags for travel; Fitted pro-
tective covers for handbags, briefcases, valises, suitcases, and briefcase-like portfolios; Garment
bags for travel; Garment bags for travel made of leather; Leather bags, suitcases and wallets; Lug-
gage; Luggage and trunks; Luggage inserts, namely, packing cubes; Luggage label holders; Luggage
tags; Military duffle bags, garment bags for travel, tote bags, shoulder bags and backpacks; Non-
motorized, collapsible luggage carts; Overnight suitcases; Plastic luggage labels; Pouches and bags
sold empty for attachment to backpacks; Protective fitted liners for backpacks and luggage; Sack
packs,namely, drawstring bags used as backpacks; Schoolchildren's backpacks; Shoe bags for
travel; Small backpacks; Small suitcases; Suitcase handles; Suitcases; Travel bags; Traveling bags;
Travelling bags; Trunks and suitcases

Grounds for Cancellation

No use of mark in commerce before application, Trademark Act Sections 14(1) and 1(a), (c), and
amendment to allege use, or statement of use (d)
was filed

Fraud on the USPTO Trademark Act Section 14(3); In re Bose Corp.,



http://estta.uspto.gov

580 F.3d 1240, 91 USPQ2d 1938 (Fed. Cir.
2009)

Registration No 4860916

Registration date | 11/24/2015

Registrant IDEA POTENT, INC.
340 S. LEMON ST. #7773
WALNUT, CA 91789

UNITED STATES

Goods/Services Subject to Cancellation

Class 018. First Use: 2015/02/21 First Use In Commerce: 2015/04/14

All goods and services in the class are cancelled, namely: Baby backpacks; Backpack straps; Back-
packs; Backpacks; Backpacks with rolling wheels; Backpacks, book bags, sports bags, bum bags,
wallets and handbags; Duffelbags for travel; Garment bags for travel; Garment bags for travel made
of leather; Luggage; Luggage and trunks; Military duffle bags, garment bags for travel, tote bags,
shoulder bags and backpacks; Shoe bags for travel; Suitcases; Travel bags; Traveling bags

Grounds for Cancellation

No use of mark in commerce before application,
amendment to allege use, or statement of use
was filed

Trademark Act Sections 14(1) and 1(a), (c), and
(d)

Fraud on the USPTO

Trademark Act Section 14(3); In re Bose Corp.,
580 F.3d 1240, 91 USPQ2d 1938 (Fed. Cir.
2009)

Attachments Petition for Cancellation - BARRACUDA Class 18.pdf(401935 bytes )
Signature /Jeffrey B. Sladkus/

Name Jeffrey B. Sladkus

Date 03/21/2017




BARRACUDA
Mark: B

U.S. Reg. No. 4917939
Mark: BARRACUDA
U.S. Reg. No. 4860916

PETITION FOR CANCELLATION

Plaintiff, G. & G. S.r.l., an Italian limited liability company with its principal address at
Via C.A. Pizzardi 50, Bologna Italy 40138 (“Plaintiff”) is being damaged by registration of the
marks shown above, and hereby petitions to cancel both registrations. The grounds for the
petition are as follows:

1. Plaintiff is an Italian company that owns the trademark BARACUTA (the
“BARACUTA Mark™).

2. BARACUTA is an English fashion brand founded in 1937.

3. Over the course of its long history, BARACUTA has become well-known for
its iconic jackets which have been famously worn by notable figures such as Steve
McQueen, Frank Sinatra, James Dean, and Elvis Presley.

4. Over the years, the BARACUTA brand has been expanded to include such
items as sweaters, vests, scarves, and fashion accessories.

5. Clothing bearing the BARACUTA Mark has been shipped or sold in
commerce in the United States continuously since at least as early as October 1, 1976.

6. Plaintiff and its predecessors have spent substantial time and money
developing the BARACUTA brand and products. As a result, the BARACUTA Mark has

accrued substantial goodwill among consumers worldwide, including in the United States.



7. BARACUTA jackets and accessories are sold in the U.S. by Nordstrom, Saks
Fifth Avenue, J. Crew and other retailers which sell a variety of clothing items and
accessories.

8. As a result of Plaintiff’s promotion and use of its BARACUTA Mark, the
BARACUTA Mark has come to identify products originating exclusively from, or otherwise
associated with Plaintiff, and are distinctive of Plaintiff’s high quality products.

9. Plaintiff owns numerous U.S. trademark registrations for the BARACUTA Mark
(the “BARACUTA Registrations”) covering various items of apparel and clothing in Class 25.

10. Additionally, on February 18, 2016, Plaintiff filed two intent-to-use applications
for the BARACUTA Mark in Classes 3,9, 16 and 18, U.S. Serial Nos. 86912117 and 86912129
(the “Applications”).

11. The Class 18 goods in the Applications include, among other things, backpacks,
book bags, briefcases, suitcases, tote bags, travel cases, trunks, and overnight bags.

12. On June 21, 2016, the Trademark Office issued office actions against the
Applications pursuant to Trademark Act Section 2(d) based upon a perceived likelihood of
confusion with Defendant’s U.S. Registration Nos. 4917939 and 4860916 (the “BARRACUDA
Registrations”).

13. On information and belief, Defendant’s U.S. Registration No. 4917939 (the “939
Registration”) was filed on April 19, 2015 as a use-based application in Class 18 covering
“Backpacks; Backpacks; Backpacks compatible with personal hydration systems, sold empty;
Backpacks for pets; Backpacks with rolling wheels; Backpacks, book bags, sports bags, bum
bags, wallets and handbags; Bullet-proof backpacks to protect the contents of the backpack;

Document suitcases; Duffel bags for travel; Fitted protective covers for handbags, briefcases,



valises, suitcases, and briefcase-like portfolios; Garment bags for travel; Garment bags for travel
made of leather; Leather bags, suitcases and wallets; Luggage; Luggage and trunks; Luggage
inserts, namely, packing cubes; Luggage label holders; Luggage tags; Military duffle bags,
garment bags for travel, tote bags, shoulder bags and backpacks; Non-motorized, collapsible
luggage carts; Overnight suitcases; Plastic luggage labels; Pouches and bags sold empty for
attachment to backpacks; Protective fitted liners for backpacks and luggage; Sack packs, namely,
drawstring bags used as backpacks; Schoolchildren's backpacks; Shoe bags for travel; Small
backpacks; Small suitcases; Suitcase handles; Suitcases; Travel bags; Traveling bags; Travelling
bags; Trunks and suitcases.”

14. On information and belief, the specimen of use filed with the ‘939 Registration is
a screenshot from Defendant’s Kickstarter crowdfunding campaign.

15. On information and belief, Defendant’s Kickstarter crowdfunding campaign was
launched on April 14, 2015.

16. On information and belief, on September 22, 2016 Defendant sent an update to
backers of its Kickstarter campaign entitled “[w]e are shipping!”

17. On information and belief, Defendant’s U.S. Registration No. 4860916 (the “‘916
Registration”) was filed on October 30, 2014 as an intent-to-use application in Class 18 covering
“Baby backpacks; Backpack straps; Backpacks; Backpacks; Backpacks with rolling wheels;
Backpacks, book bags, sports bags, bum bags, wallets and handbags; Duffel bags for travel;
Garment bags for travel; Garment bags for travel made of leather; Luggage; Luggage and trunks;
Military duffle bags, garment bags for travel, tote bags, shoulder bags and backpacks; Shoe bags

for travel; Suitcases; Travel bags; Traveling bags.”



18. On information and belief, Defendant filed a statement of use for the ‘916
Registration on September 23, 2015.

19. On information and belief, the specimen included with the statement of use for the
‘916 Registration was a screenshot from Defendant’s website that says “Pre Order Now!” and
“$200 pre-order discount” in the upper right corner.

20. On information and belief, Defendant did not ship any BARRACUDA branded
luggage or other goods to consumers until approximately September 22, 2016 — nearly a year and
a half after filing its use-based application for the ‘939 Registration and almost exactly one (1)
year after filing a statement of use for its ‘916 Registration.

21. On information and belief, Defendant’s BARRACUDA trademarks were not in
use in commerce prior to filing its use-based application for the ‘939 Registration nor the
statement of use for the ‘916 Registration.

COUNT I
NO BONA FIDE USE OF MARK IN COMMERCE
PRIOR TO FILING USE-BASED APPLICATION FOR
THE ‘939 REGISTRATION - 15 U.S.C. § 1051(a)

22. Plaintiff incorporates by reference the allegations set forth in paragraphs 1-21.

23. On information and belief, the specimen filed to support Defendant’s use-based
application for the ‘939 Registration demonstrates that as of April 19, 2015, when the application
and specimen were filed, no luggage or other goods had been shipped or sold in commerce in the
United States under the BARRACUDA trademark.

24. On information and belief, Defendant was not using the BARRACUDA

trademark in commerce on any of the goods listed in the ‘939 Registration at the time it filed the

underlying use-based application on April 19, 2015.



25.  Defendant’s ‘939 Registration is void ab initio because the mark in the underlying
use-based application was not in use in commerce as of the application filing date.
COUNT II

FRAUD IN THE PROCUREMENT OF
THE ‘939 REGISTRATION

26.  Plaintiff incorporates by reference the allegations set forth in paragraphs 1-21.

217. On information and belief, Defendant was not using the BARRACUDA
trademark in commerce on the goods in the ‘939 Registration at the time it filed the underlying
use-based application on April 19, 2015.

28. On information and belief, the specimen filed to support the underlying use-based
application for the ‘939 Registration demonstrates that as of April 19, 2015, when the application
and specimen were filed, no luggage or other goods had been shipped or sold in commerce in the
United States under the BARRACUDA trademark.

29. On information and belief, April 19, 2015 was a mere five (5) days after
Defendant launched its Kickstarter crowdfunding campaign and therefore Defendant was only in
the early stages of raising funds to support the eventual production of BARRACUDA branded
luggage when the application and specimen for the ‘939 Registration were filed.

30. On information and belief, the applicant of the underlying application for the ‘939
Registration signed a declaration and stated under oath that “the applicant or the applicant’s
related company or licensee is using the mark in commerce on or in connection with the
goods/services in the application.”

31. On information and belief, this sworn statement was false.

32. On information and belief, the applicant knew at the time it submitted its

application that this statement was false.



33. On information and belief, the applicant intended for the Trademark Office to rely
on this false statement in issuing a registration.

34. On information and belief, the Trademark Office relied on this false statement in
issuing the ‘939 Registration.

35. Based on the foregoing, the ‘939 Registration was procured by fraud and should
therefore be cancelled.

COUNT II1
NO BONA FIDE USE OF MARK IN COMMERCE

PRIOR TO FILING STATEMENT OF USE FOR
THE ‘916 REGISTRATION - 15 U.S.C. § 1051(a)

36.  Plaintiff incorporates by reference the allegations set forth in paragraphs 1-21.

37. On information and belief, Defendant was not using the BARRACUDA
trademark in commerce on all of the goods in the application underlying the ‘916 Registration at
the time it filed its statement of use and specimen on September 23, 2015.

38. On information and belief, Defendant had not used the BARRACUDA trademark
in commerce on all of the goods in the application underlying the ‘916 Registration by December
2, 2015, the expiration of time for filing the statement of use.

39. On information and belief, the specimen filed to support Defendant’s statement of
use for the ‘916 Registration demonstrates that as of September 23, 2015, when the statement of
use and specimen were filed, no luggage or other goods had been shipped or sold in commerce in
the United States under the BARRACUDA trademark.

40. On information and belief, Defendant did not ship any BARRACUDA branded

luggage to consumers until approximately September 22, 2016.



41.  Defendant’s ‘916 Registration is void because the mark in the underlying intent-
to-use application was not in use in commerce as of the statement of use filing date or the
expiration of time for filing the statement of use.

COUNT IV

FRAUD IN THE PROCUREMENT OF
THE ‘916 REGISTRATION

42.  Plaintiff incorporates by reference the allegations set forth in paragraphs 1-21.

43. On information and belief, Defendant was not using the BARRACUDA
trademark in commerce for all of the goods in the underlying application of the ‘916 Registration
at the time it filed its statement of use on September 23, 2015.

44, On September 23, 2015, Defendant filed a Statement of Use in connection with its
application underlying the ‘916 Registration.

45.  In the Statement of Use, Defendant signed a sworn declaration stating “the mark
is in use in commerce.”

46.  In the Statement of Use, Defendant signed a sworn declaration stating “the
applicant is using the mark in commerce on or in connection with all of the goods/services in the
application or notice of allowance, or as subsequently modified.”

47. On information and belief, these sworn statements were false.

48. On information and belief, Defendant knew that these statements were false at the
time they were made.

49. On information and belief, Defendant made these false statements with the intent
that the Trademark Office rely on them in issuing the ‘916 Registration.

50. On information and belief, the specimen filed to support Defendant’s statement of

use for the ‘916 Registration demonstrates that as of September 23, 2015, when the statement of



use was filed, no luggage or other goods had been shipped or sold in commerce in the United
States under the BARRACUDA trademark.

51.  On information and belief, the Trademark Office issued the ‘916 Registration in
reliance on Defendant’s false statements.

52. Based on the foregoing, Defendant procured the ‘916 Registration by fraud and it
should therefore be cancelled.

WHEREFORE, Plaintiff respectfully requests the Board SUSTAIN the instant Petition

for Cancellation and CANCEL Defendant’s U.S. Registration Nos. 4917939 and 4860916.

4813-8283-6293, v. 1



