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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name Amalfi Decor, LLC

Entity Limited Liability Company Citizenship California

Address 2771 PLAZA DEL AMO STE 804
Torrance, CA 90503
UNITED STATES

Attorney informa-
tion

Caroline S. Scala
Wilbert Bark, LLP
2 Park Plaza, Suite 820
Irvine, CA 92614
UNITED STATES
cscala@wilbertbark.com

Registrations Subject to Cancellation

Registration No 4729340 Registration date 04/28/2015

Registrant Opulent Treasures, Inc.
129 Lomita Street
El Segundo, CA 90245
UNITED STATES

Goods/Services Subject to Cancellation

Class 021. First Use: 2006/08/00 First Use In Commerce: 2006/08/00
All goods and services in the class are cancelled, namely: Dessert serving trays, tiered serving trays
for domestic purposes; tiered tray serving platters

Grounds for Cancellation

The mark is or has become generic Trademark Act Section 14(3), or Section 23 if on
Supplemental Register

Fraud on the USPTO Trademark Act Section 14(3); In re Bose Corp.,
580 F.3d 1240, 91 USPQ2d 1938 (Fed. Cir.
2009)

Registration No 4729341 Registration date 04/28/2015

Registrant Opulent Treasures, Inc.
129 Lomita Street
El Segundo, CA 90245
UNITED STATES

Goods/Services Subject to Cancellation

Class 020. First Use: 2006/08/00 First Use In Commerce: 2006/08/00
All goods and services in the class are cancelled, namely: Tables, Display tables, tables for display-
ing desserts
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Grounds for Cancellation

The mark is or has become generic Trademark Act Section 14(3), or Section 23 if on
Supplemental Register

Fraud on the USPTO Trademark Act Section 14(3); In re Bose Corp.,
580 F.3d 1240, 91 USPQ2d 1938 (Fed. Cir.
2009)
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Name Caroline S. Scala
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 

In re Registration No. 4,729,340   
For the design mark:  

 
 
 
 
 
 
 
 

 
Date Registered:  April 28, 2015  
 
  
 
 

AMALFI DECOR, LLC,   ) 
       ) 
       ) 
    Petitioner,  ) 
       ) 
v.       )   Cancellation No._____________ 
       ) 
       ) 

OPULENT TREASURES, INC.  ) 
       ) 
       ) 
    Registrant.  ) 
__________________________________________) 
 

PETITION TO CANCEL 

 

 AMALFI DECOR, LLC (“Petitioner”), a California Limited Liability Company having 

its principal place of business at 2771 Plaza del Amo, Suite 804, Torrance, California 90503, 

petitions to cancel U.S. Trademark Registration No. 4,729,340, belonging to OPULENT 

TREASURES, INC., a California corporation having its principal place of business at 129 

Lomita Street, El Segundo, California 90245 (“Registrant”). 



As grounds for cancellation, Petitioner asserts that: 

1. This is a Petition for the cancellation of Registrant’s U.S. Trademark registration 

for the design mark:   (the “Mark”). 

2. The U.S. Trademark Registration Number for the Mark is 4,729,340. 

3. On September 3, 2013, Registrant filed an in-use application to the United States 

Patent and Trademark Office (“PTO”) to register the Mark on the Principal Register.  

4.  On December 23, 2013, the PTO refused registration of the Mark in an Office 

Action because the Mark was not inherently distinctive, among other grounds. 

5. Registrant responded to this Office Action on June 23, 2014 submitting arguments 

and evidence that the Mark had acquired distinctiveness. 

6. The PTO again refused registration. 

7. Specifically, the PTO issued another Office Action to Registrant on July 31, 2014, 

rejecting Registrant’s arguments and evidence of acquired distinctiveness, stating that the 

product design in question had not been shown to have any secondary meaning, and was of a 

“highly descriptive nature.”   

8. On January 29, 2015, Registrant amended its application from the Principal 

Register to the Supplemental Register, in response to the July 31, 2014 Office Action. 

9. Based on this application, Registrant obtained U.S. Registration No. 4,729,340, 

which issued on April 28, 2015 for the design mark noted, used in connection with “Dessert 



serving trays, tiered serving trays for domestic purposes; tiered tray serving platters” in 

International Class 021. 

10. Petitioner has standing to seek cancellation of the registration of the Mark because 

it has been and will continue to be damaged by registration of the Mark. 

I. THE PETITIONER IS DAMAGED BY THE REGISTRATION 

11. On February 11, 2016, Registrant’s attorney wrote a letter to Petitioner claiming 

that the Mark was “registered on the Principal Register in the U.S. Trademark Office.”  

Registrant claimed that certain of Petitioner’s products were infringing its “registered” 

trademarks, and demanded that Petitioner “permanently discontinue and cease all manufacturing, 

promoting, distributing, reproducing, displaying, offering for sale, and/or selling” those products.  

See Exhibit A. 

12. Registrant’s claims that the Mark was registered on the Principal Register were 

false, and its letter included documents demonstrating that the two products’ designs were, 

instead, registered on the Supplemental Register. 

13. Petitioner did not cease manufacturing or selling its products as a result of 

Registrant’s letter.  After discussions with Petitioner, Registrant chose not to pursue its 

allegations of infringement, and Petitioner continued to sell the products that were the subject of 

the letter. 

14. On or about November 21, 2016, Registrant’s CEO, Carol Wilson, began sending 

letters and/or notices (the “Notices”) to various online platforms through which Petitioner sells 

and markets its products.  Such letters and/or notices were sent at least to Wayfair.com (an 

ecommerce hub), Houzz.com (an ecommerce hub), and Pinterest (an idea-sharing site).  



Petitioner is informed and believes that such letters and/or notices were sent to other third parties 

as well. 

15. Petitioner is informed and believes that in the Notices, Registrants falsely claimed 

that certain of Petitioner’s products infringe on the purported design of the Mark. 

16. Petitioner is informed and believes that in the Notices, Registrants falsely claimed 

either that it possessed a mark registered on the PTO’s Principal Register, or that whatever 

registration with the PTO that Registrant did possess gave it exclusive rights to the Mark. 

17. Petitioner is further informed and believes that the Notices included demands that 

the third parties, including Wayfair.com and Pinterest, remove all links and references to 

Petitioner’s products or face potential liability. 

18. On November 22, 2016, Petitioner received correspondence from Wayfair.com 

stating that, in reaction to Registrant’s notice, Wayfair.com was discontinuing the listing of 

certain of Petitioner’s products while they look into the allegations made by Registrant. 

19. Also on November 22, 2016, Petitioner received correspondence from Pinterest 

stating that Registrant had sent a takedown notice under the provisions of the Digital Millennium 

Copyright Act (DMCA), asserting copyright protection for the Mark. 

20.   At the time of Registrant’s takedown notice, between 5,000 and 10,000 Pinterest 

users had “pinned” pictures of Petitioner’s neoclassical-style cake stands and cupcake holders 

which Registrants allege infringe their trade designs.  When Pinterest responded to Registrant’s 

takedown notice, Pinterest sent out messages to every single one of those users, informing them 

that the images of Petitioner’s products had been taken down because the images potentially 

violated United States copyright laws.  Pinterest then removed all pictures of the allegedly 

infringing products from its website. 



21. On November 23, 2016, Petitioner received correspondence from Houzz.com 

indicating that, in response to Registrant’s Notices, it was removing a number of Petitioner’s 

products from its website. 

22. “Black Friday”—the day after Thanksgiving—and the weekend following it is an 

extremely important shopping period for companies engaged in the sale of goods.  The letters 

and/or notices sent by Registrant were timed such that Petitioner’s products would be removed 

from e-commerce websites immediately before this critical period.  As of the date of the filing of 

this Petition, Petitioner’s products remain removed from Wayfair and Houzz, which has resulted 

in a significant loss of sales for Petitioner’s products.  Additionally, Petitioner is informed and 

believes that Registrant contacted additional e-commerce sites such as Houzz.com that offered 

Petitioner’s products, and that Petitioner lost sales over Black Friday weekend for those sites as 

well. 

23. The DMCA notice served on Pinterest by Registrant was timed such that 

thousands of potential customers who had already expressed interest in Petitioner’s products 

were informed immediately before the largest shopping weekend of the year that Petitioner’s 

products infringed on another competitor’s “copyright.” This severely damaged Petitioner’s 

reputation both for quality and honesty (by implying that the goods were infringing knock-offs). 

24.  On November 22, 2016, Petitioner, through its attorneys, filed a counter-notice 

pursuant to 18 U.S.C. 512(g).  This notice alerted Pinterest that the material removed from its 

site was disabled as a result of “mistake or misidentification.”  If Registrant does not file suit 

against Petitioner within 10-14 business days, Pinterest will be able to restore the “pins” of 

Petitioner’s products without fear of secondary liability.  Pinterest, however, is under no 



obligation to do this simply because Petitioner filed a counter-notice, and in the meantime the 

removal of Petitioner’s products from Pinterest has hurt Petitioner’s business. 

25. Petitioner is informed and believes that Petitioner will continue to be damaged in 

the future and that Registrant will continue to contact e-commerce sites and other vendors that 

sell and/or provide opportunities to market Petitioner’s products, causing additional damage to 

Petitioner’s reputation and additional damages in the form of lost sales. 

II. REGISTRANT’S MARK IS GENERIC 

26. The Mark is not entitled to registration and trademark protection—and the 

registration should be cancelled—because the Mark does not function as an indicator of source, 

and is therefore generic.   

27. First, the Mark does not function as an indicator of source because the Mark is not 

inherently distinctive, in that nothing in the intrinsic nature of an ornamental cake tray serves to 

identify the origin or source of the product of which the design is related.  The overall impression 

of the various elements of the Mark is a common, ornate chandelier-like design.   

28. Indeed, the supposed “design” described by Registrant in its amended trademark 

application bears out the generic nature of the claims: “[B]ent arms extending like branches from 

the core of the tray; beads and crystals dangling like leaves from the extended arms; a multi-

tiered tray design; and multi-grooved fluted base.” 

29. A review of numerous third party websites shows similar jeweled serving trays 

and stands, including: http://www.alibaba.com/showroom/fashionable-hanging-crystals-cake-

stand.html, and http://www.lampsplus.com/products/entertaining-and-dining/type_cake-stands/. 

30. The general public would not understand or believe that the Mark, which is 

comprised of “[B]ent arms extending like branches from the core of the tray; beads and crystals 



dangling like leaves from the extended arms; a multi-tiered tray design; and multi-grooved fluted 

base” in connection with neoclassical-style cake stand with dangling crystals, refers to 

Registrant. 

31. The Mark is generic, as it depicts a commonly produced product, namely, 

neoclassical-style cake stand with dangling crystals.  

32. Second, the Mark has not acquired distinctiveness through secondary meaning, 

which means that Registrant’s use of the Mark has not created in the minds of the public a 

connection between the Mark and products manufactured and/or sold by Registrant, and is 

generic. 

33. Specifically, Registrant represented to the PTO that its first use in commerce of 

the Mark was in August 2006. 

34. Registrant was unable to show distinctiveness even after claiming to present 

evidence of “exclusive and continuous” use for close to eight years prior to the date of its Office 

Action Response, on June 23, 2014. 

35. Registrant was unable to show distinctiveness even after presenting arguments 

related to sales and revenue, advertising expenditures, industry recognition and third party 

publicity, and customer recognition.   

36. The PTO rejected all of Registrant’s evidence, specifically, “$3 million in sales 

revenue and $42,000 of advertising over the course of seven years”.  The PTO stated that the 

advertising did not highlight the particular look of the goods over the look of similar goods, and 

that the evidence of extensive sales and promotion did not demonstrate that “relevant consumers 

view the matter as a mark for such goods. . .”  As for Registrant’s evidence of advertising 

expenditures, the PTO found this evidence to be “merely indicative of [Registrant’s] efforts to 



develop distinctiveness; not evidence that the mark has acquired distinctiveness.”  The PTO also 

attached evidence of third party websites displaying similar jeweled serving trays and stands, to 

support its denial.  

37. The PTO then informed Registrant that Registrant could respond to the refusal of 

registration by submitting further evidence to support the claim of acquired distinctiveness.  

Registrant did not submit additional evidence of acquired distinctiveness, but instead, amended 

to the Supplemental Register. 

38. Petitioner and other third parties have the right to manufacture and sell generically 

neoclassical-style cake stands adorned with dangling crystals.  

39. If Petitioner is allowed to continue to maintain its registration of the Mark, 

Registrant would be able to continue to improperly obstruct Petitioner’s descriptive use of the 

Mark as well as that of other third parties. 

40. Because Registrant’s Mark is incapable of serving as an indicator of source, and is 

generic, Registrant’s Mark should be cancelled. 

III. REGISTRANT FRAUD ON THE PTO 

41. Registrant owner Carol A. Wilson claimed in the initial application for the design 

mark on the Principal Register, with Serial Number 86054802 filed on 09/03/2013, that the first 

use in commerce of the Mark was August 2006. 

42. According to Title X, Construction and Definitions in 15 U.S.C. §1127, The term 

“use in commerce” means the bona fide use of a mark in the ordinary course of trade, and not made 

merely to reserve a right in a mark.   



43. One information and belief, Registrant did not receive its first shipment of dessert 

stands with crystals from its manufacturer until December 10, 2007, and did not use the Mark in 

the ordinary course of trade until after this date. 

44. These false statements and representations were made for the purpose of inducing 

the PTO to issue a trademark to Registrant. 

45. The PTO relied on these false statements and representations and issued a 

trademark to Registrant. 

46. If these false statements and representations had not been made the PTO would not 

have issued a trademark to Registrant. 

For all the foregoing reasons, Registrant’s Mark should be canceled from the 

Supplemental Register of the United States Patent and Trademark Office. 

      Respectfully submitted, 
      WILBERT BARK LLP 
      Attorneys for Petitioner, 
      Amalfi Decor, LLC 
      2 Park Plaza, Suite 820 
      Irvine, CA 92614 
 
       

By: /s/ Caroline S. Scala  
      Caroline S. Scala (SBN 286495) 
      Email: cscala@wilbertbark.co 

 

 

 

 

 

 

 



 

CERTIFICATE OF SERVICE 

 The undersigned hereby certifies that on this date a true and correct copy of the Petition 

for Cancellation was mailed via First Class Mail, postage prepaid, to: 

Opulent Treasures, Inc. 
129 Lomita St. 
El Segundo, California 90245 

With copy to: 

Tal Grinblat 
Lewitt, Hackman, Shapiro, Marshall & Harlan 
16633 Ventura Blvd., Suite 1100 
Encino, California 91436 
 
 

 
Dated: November 28, 2016   WILBERT BARK LLP 

 
 

 
/s/ Caroline S. Scala    

  Caroline S. Scala 
  Attorneys for Petitioner,  
  Amalfi Decor, LLC 
 
 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 

In re Registration No. 4,729,341   
For the design mark:  

 
 
Date Registered:  April 28, 2015    Cancellation No._____________ 
 
 

AMALFI DECOR, LLC, 
 
 
    Petitioner, 
 

v. 
 
 

OPULENT TREASURES, INC. 
 
 
    Registrant. 
 
 

PETITION TO CANCEL 

 

 AMALFI DECOR, LLC (“Petitioner”), a California Limited Liability having its principal 

place of business at 2771 Plaza del Amo, Suite 804, Torrance, California 90503, petitions to 

cancel U.S. Trademark Registration No. 4,729,341, belonging to OPULENT TREASURES, 

INC., a California corporation having its principal place of business at 129 Lomita Street, El 

Segundo, California 90245 (“Registrant”). 

As grounds for cancellation, Petitioner asserts that: 



1. This is a Petition for the cancellation of Registrant’s U.S. Trademark registration 

for the design mark:   (the “Mark”). 

2. The U.S. Trademark Registration Number for the Mark is 4,729,341. 

3. On September 3, 2013, Registrant filed an in-use application to the United States 

Patent and Trademark Office (“PTO”) to register the Mark on the Principal Register.  

4.  On December 23, 2013, the PTO refused registration of the Mark in an Office 

Action because the Mark was not inherently distinctive, among other grounds. 

5. Registrant responded to this Office Action on June 23, 2014 submitting arguments 

and evidence that the Mark had acquired distinctiveness. 

6. The PTO again refused registration. 

7. Specifically, the PTO issued another Office Action to Registrant on July 31, 2014, 

rejecting Registrant’s arguments and evidence of acquired distinctiveness, stating that the 

product design in question had not been shown to have any secondary meaning, and was of a 

“highly descriptive nature.”   

8. On January 29, 2015, Registrant amended its application from the Principal 

Register to the Supplemental Register, in response to the July 31, 2014 Office Action. 

9. Based on this application, Registrant obtained U.S. Registration No. 4,729,341, 

which issued on April 28, 2015 for the design mark noted, used in connection with “Tables, 

Display tables, tables for displaying desserts” in International Class 020. 



10. Petitioner has standing to seek cancellation of the registration of the Mark because 

it has been and will continue to be damaged by registration of the Mark. 

I. THE PETITIONER IS DAMAGED BY THE REGISTRATION 

11. On February 11, 2016, Registrant’s attorney wrote a letter to Petitioner claiming 

that the Mark was “registered on the Principal Register in the U.S. Trademark Office.”  

Registrant claimed that certain of Petitioner’s products were infringing its “registered” 

trademarks, and demanded that Petitioner “permanently discontinue and cease all manufacturing, 

promoting, distributing, reproducing, displaying, offering for sale, and/or selling” those products.  

See Exhibit A. 

12. Registrant’s claims that the Mark was registered on the Principal Register were 

false, and its letter included documents demonstrating that the two products’ designs were, 

instead, registered on the Supplemental Register. 

13. Petitioner did not cease manufacturing or selling its products as a result of 

Registrant’s letter.  After discussions with Petitioner, Registrant chose not to pursue its 

allegations of infringement, and Petitioner continued to sell the products that were the subject of 

the letter. 

14. On or about November 21, 2016, Registrant’s CEO, Carol Wilson, began sending 

letters and/or notices (the “Notices”) to various online platforms through which Petitioner sells 

and markets its products.  Such letters and/or notices were sent at least to Wayfair.com (an 

ecommerce hub), Houzz.com (an ecommerce hub), and Pinterest (an idea-sharing site).  

Petitioner is informed and believes that such letters and/or notices were sent to other third parties 

as well. 



15. Petitioner is informed and believes that in the Notices, Registrants falsely claimed 

that certain of Petitioner’s products infringe on the purported design of the Mark. 

16. Petitioner is informed and believes that in the Notices, Registrants falsely claimed 

either that it possessed a mark registered on the PTO’s Principal Register, or that whatever 

registration with the PTO that Registrant did possess gave it exclusive rights to the Mark. 

17. Petitioner is further informed and believes that the Notices included demands that 

the third parties, including Wayfair.com and Pinterest, remove all links and references to 

Petitioner’s products or face potential liability. 

18. On November 22, 2016, Petitioner received correspondence from Wayfair.com 

stating that, in reaction to Registrant’s notice, Wayfair.com was discontinuing the listing of 

certain of Petitioner’s products while they look into the allegations made by Registrant. 

19. Also on November 22, 2016, Petitioner received correspondence from Pinterest 

stating that Registrant had sent a takedown notice under the provisions of the Digital Millennium 

Copyright Act (DMCA), asserting copyright protection for the Mark. 

20.   At the time of Registrant’s takedown notice, between 5,000 and 10,000 Pinterest 

users had “pinned” pictures of Petitioner’s ornamental cake trays which Registrants allege 

infringe their trade designs.  When Pinterest responded to Registrant’s takedown notice, Pinterest 

sent out messages to every single one of those users, informing them that the images of 

Petitioner’s products had been taken down because the images potentially violated United States 

copyright laws.  Pinterest then removed all pictures of the allegedly infringing products from its 

website. 



21. On November 23, 2016, Petitioner received correspondence from Houzz.com 

indicating that, in response to Registrant’s Notices, it was removing a number of Petitioner’s 

products from its website. 

22. “Black Friday”—the day after Thanksgiving—and the weekend following it is an 

extremely important shopping period for companies engaged in the sale of goods.  The letters 

and/or notices sent by Registrant were timed such that Petitioner’s products would be removed 

from e-commerce websites immediately before this critical period.  As of the date of the filing of 

this Petition, Petitioner’s products remain removed from Wayfair and Houzz, which has resulted 

in a significant loss of sales for Petitioner’s products.  Additionally, Petitioner is informed and 

believes that Registrant contacted additional e-commerce sites such as Houzz.com that offered 

Petitioner’s products, and that Petitioner lost sales over Black Friday weekend for those sites as 

well. 

23. The DMCA notice served on Pinterest by Registrant was timed such that 

thousands of potential customers who had already expressed interest in Petitioner’s products 

were informed immediately before the largest shopping weekend of the year that Petitioner’s 

products infringed on another competitor’s “copyright.” This severely damaged Petitioner’s 

reputation both for quality and honesty (by implying that the goods were infringing knock-offs). 

24.  On November 22, 2016, Petitioner, through its attorneys, filed a counter-notice 

pursuant to 18 U.S.C. 512(g).  This notice alerted Pinterest that the material removed from its 

site was disabled as a result of “mistake or misidentification.”  If Registrant does not file suit 

against Petitioner within 10-14 business days, Pinterest will be able to restore the “pins” of 

Petitioner’s products without fear of secondary liability.  Pinterest, however, is under no 



obligation to do this simply because Petitioner filed a counter-notice, and in the meantime the 

removal of Petitioner’s products from Pinterest has hurt Petitioner’s business. 

25. Petitioner is informed and believes that Petitioner will continue to be damaged in 

the future and that Registrant will continue to contact e-commerce sites and other vendors that 

sell and/or provide opportunities to market Petitioner’s products, causing additional damage to 

Petitioner’s reputation and additional damages in the form of lost sales. 

II. REGISTRANT’S MARK IS GENERIC 

26. The Mark is not entitled to registration and trademark protection—and the 

registration should be cancelled—because the Mark does not function as an indicator of source, 

and is therefore generic.   

27. First, the Mark does not function as an indicator of source because the Mark is not 

inherently distinctive, in that nothing in the intrinsic nature of an ornamental cake tray serves to 

identify the origin or source of the product of which the design is related.  The overall impression 

of the various elements of the Mark is a common, ornate chandelier-like design.   

28. Indeed, the supposed “design” described by Registrant in its amended trademark 

application bears out the generic nature of the claims: “[O]rnate paneling surrounding the 

circumference of the table top; beads and crystals encircling the table and dangling from the 

ornate paneling; and a multi-grooved fluted base.” 

29. A review of numerous third party websites shows similar jeweled serving trays 

and stands, including: http://www.alibaba.com/showroom/fashionable-hanging-crystals-cake-

stand.html, and http://www.lampsplus.com/products/entertaining-and-dining/type_cake-stands/.  

30. The general public would not understand or believe that the Mark, which is 

comprised of “[O]rnate paneling surrounding the circumference of the table top; beads and 



crystals encircling the table and dangling from the ornate paneling; and a multi-grooved fluted 

base.” in connection with ornamental cake tray, refers to Registrant. 

31. The Mark is generic, as it depicts a commonly produced product, namely, an 

ornamental cake tray.  

32. Second, the Mark has not acquired distinctiveness through secondary meaning, 

which means that Registrant’s use of the Mark has not created in the minds of the public a 

connection between the Mark and products manufactured and/or sold by Registrant, and is 

generic. 

33. Specifically, Registrant represented to the PTO that its first use in commerce of 

the Mark was in August 2006. 

34. Registrant was unable to show distinctiveness even after claiming to present 

evidence of “exclusive and continuous” use for close to eight years prior to the date of its Office 

Action Response, on June 23, 2014. 

35. Registrant was unable to show distinctiveness even after presenting arguments 

related to sales and revenue, advertising expenditures, industry recognition and third party 

publicity, and customer recognition.   

36. The PTO rejected all of Registrant’s evidence, specifically, “$5 million in sales 

revenue and $70,000 of advertising over the course of eight years”. The PTO stated that the 

advertising did not highlight the particular look of the goods over the look of similar goods, and 

that the evidence of extensive sales and promotion did not demonstrate that “relevant consumers 

view the matter as a mark for such goods. . .”  As for Registrant’s evidence of advertising 

expenditures, the PTO found this evidence to be “merely indicative of [Registrant’s] efforts to 

develop distinctiveness; not evidence that the mark has acquired distinctiveness.”  The PTO also 



attached evidence of third party websites displaying similar jeweled serving trays and stands, to 

support its denial.  

37. The PTO then informed Registrant that Registrant could respond to the refusal of 

registration by submitting further evidence to support the claim of acquired distinctiveness.  

Registrant did not submit additional evidence of acquired distinctiveness, but instead, amended 

to the Supplemental Register. 

38. Petitioner and other third parties have the right to manufacture and sell generically 

ornamental cake trays.  

39. If Petitioner is allowed to continue to maintain its registration of the Mark, 

Registrant would be able to continue to improperly obstruct Petitioner’s descriptive use of the 

Mark as well as that of other third parties. 

40. Because Registrant’s Mark is incapable of serving as an indicator of source, and is 

generic, Registrant’s Mark should be cancelled. 

III. REGISTRANT FRAUD ON THE PTO 

41. Registrant owner Carol A. Wilson claimed in the initial application for the design 

mark on the Principal Register, with Serial Number 86054802 filed on 09/03/2013, that the first 

use in commerce of the Mark was August 2006. 

42. According to Title X, Construction and Definitions in 15 U.S.C. §1127, The term 

“use in commerce” means the bona fide use of a mark in the ordinary course of trade, and not made 

merely to reserve a right in a mark.   

43. One information and belief, Registrant did not receive its first shipment of 

ornamental cake trays from its manufacturer until December 10, 2007, and did not use the Mark 

in the ordinary course of trade until after this date. 



44. These false statements and representations were made for the purpose of inducing 

the PTO to issue a trademark to Registrant. 

45. The PTO relied on these false statements and representations and issued a 

trademark to Registrant. 

46. If these false statements and representations had not been made the PTO would not 

have issued a trademark to Registrant. 

For all the foregoing reasons, Registrant’s Mark should be canceled from the 

Supplemental Register of the United States Patent and Trademark Office. 

      Respectfully submitted, 
      WILBERT BARK LLP 
      Attorneys for Petitioner, 
      Amalfi Decor, LLC 
      2 Park Plaza, Suite 820 
      Irvine, CA 92614 
 
       

By: /s/ Caroline S. Scala  
      Caroline S. Scala (SBN 286495) 
      Email: cscala@wilbertbark.com 

 

 

 

 

 

 

 

 

 

 



 

 

 

 

CERTIFICATE OF SERVICE 

 The undersigned hereby certifies that on this date a true and correct copy of the Petition 

for Cancellation was mailed via First Class Mail, postage prepaid, to: 

Opulent Treasures, Inc. 
129 Lomita St. 
El Segundo, California 90245 

With copy to: 

Tal Grinblat 
Lewitt, Hackman, Shapiro, Marshall & Harlan 
16633 Ventura Blvd., Suite 1100 
Encino, California 91436 
 
 

 
Dated: November 28, 2016   WILBERT BARK LLP 

 
 

 
/s/ Caroline S. Scala    

  Caroline S. Scala 
  Attorneys for Petitioner,  
  Amalfi Decor, LLC 
 

 



 

 

 

 

 

 

 

 

 

 

 

EXHIBIT A 






































