UNITED STATES PATENT AND TRADEMARK OFFICE
THIS ORDER IS NOT A Trademark Trial and Appeal Board
PRECEDENT OF THE P.O. Box 1451
TTAB Alexandria, VA 22313-1451
General Contact Number: 571-272-8500

WINTER Mailed: June 20, 2017
Cancellation No. 92064261
Michael Spitzbarth
v.
John Groat dba Holly Shirt!

Before Kuhlke, Wellington, and Greenbaum,
Administrative Trademark Judges.

By the Board:

This case now comes up for consideration of Respondent’s fully-briefed motion
(filed February 21, 2017) for partial summary judgment on whether Petitioner has
no standing because Petitioner assertedly did not have a bona fide intent to use his
mark when he filed his pleaded application; Petitioner’s cross-motion (filed March 23,
2017) for partial summary judgment on whether Petitioner had a bona fide intent to
use his mark when he filed his pleaded application and, therefore, has standing; and
Respondent’s motion (filed April 20, 2017) to strike Petitioner’s reply brief filed in
support of Petitioner’s cross-motion for summary judgment.

By way of background, in support of his petition to cancel, Petitioner pleads, inter
alia, ownership of his trademark application! for the mark BLEED (petition § 2) and

that Respondent’s registration has been cited as a bar to the registration of

1 U.S. application Serial No. 79181001, filed October 23, 2015, under Section 66(a) of the
Trademark Act.
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Petitioner’s mark (Id. at 9 3, 6).2 In the motion for partial summary judgment,
Respondent contends that Petitioner’s pleaded application is void ab initio because
Petitioner did not have a bona fide intent to use the applied-for mark in commerce
when he filed the application. In view thereof, because a registration assertedly
cannot issue from Petitioner’s application, Respondent argues that Petitioner has no
standing to bring the petition to cancel.

As a matter of course, we review the pleadings filed in the proceeding before
considering a motion for summary judgment. We note here that Respondent did not
plead any affirmative defenses, much less the affirmative defense that Petitioner did
not have a bona fide intent to use his pleaded mark in commerce when his pleaded
application was filed, that said application is void ab initio and, therefore, Petitioner

has no standing.3 A party may not obtain summary judgment on an issue that has

2 We note that Petitioner has adequately pleaded his standing by alleging in paragraphs 3
and 6 of the petition that Respondent’s involved registration has been cited as a bar to
registration of Petitioner’s mark BLEED. See Fiat Group Automobiles S.p.A. v. ISM, Inc., 94
USPQ2d 1111, 1112 (TTAB 2010) (citing Life Zone Inc. v. Middleman Group Inc., 87 USPQ2d
1953, 1959 (TTAB 2008)); c¢f. Lipton Industries, Inc. v. Ralston Purina Co., 670 F.2d 1024,
213 USPQ 185, 189 (CCPA 1982) (“to have standing in this case, it would be sufficient that
appellee prove that it filed an application and that a rejection was made because of
appellant’s registration”).

3 Although we do not rely on Petitioner’s reply brief for our decision on the summary judgment
motions, we nonetheless note Petitioner’s contention in his reply brief that standing may be
an issue in any cancellation proceeding “only if, and to the extent, affirmatively raised in the
pleadings as an affirmative defense...” (14 TTABVUE 4, note 2). Petitioner’s assertion is not
well-founded. In every inter partes case before the Board, a plaintiff must prove its standing,
whether at the summary judgment stage or at trial. Ritchie v. Simpson, 171 F.3d 1092, 50
USPQ2d 1023, 1025-26 (Fed. Cir. 1999); see also Sinclair Oil Corp. v. Kendrick, 85 USPQ2d
1032, 1037 (TTAB 2007) (at summary judgment, opposer must not only establish a valid
ground, but also must prove its standing). In particular, a plaintiff must plead, and
ultimately prove, that it has a “real interest,” i.e., a direct and personal stake, in the outcome
of the proceeding, as well as a “reasonable basis” for its belief of damage. Empresa Cubana
Del Tabaco v. Gen. Cigar Co., 753 F.3d 1270, 111 USPQ2d 1058, 1063 (Fed. Cir. 2014); Ritchie
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not been pleaded. See Fed. R. Civ. P. 56(a); Omega SA (Omega AG) (Omega Ltd.) v.
Alpha Phi Omega, 118 USPQ2d 1289, 1291 n.2, 1292 (TTAB 2016) (applicant may
not obtain summary judgment on unpleaded defense) (citing Bausch & Lomb Inc. v.
Karl Storz GmbH & Co. KG, 87 USPQ2d 1526, 1528 n.3 (TTAB 2008)); Paramount
Pictures Corp. v. White, 31 USPQ2d 1768, 1772 (TTAB 1994) (summary judgment is
not appropriate on unpleaded issue) (internal citations omitted); see also TBMP
§ 528.07(a) (June 2017). Insofar as Respondent’s motion for partial summary
judgment is based on an unpleaded defense and he has not moved to amend his
pleading, Respondent’s motion, and Petitioner’s cross-motion on the same issue, are
denied. See Blansett Pharmacal Co. Inc. v. Carmrick Laboratories Inc., 25 USPQ2d
1473, 1475 n.4 (TTAB 1992) (A summary judgment motion must be determined only
on the issues joined by the pleadings.). In view thereof, Respondent’s motion to strike
Petitioner’s reply brief is moot and shall be given no further consideration.

Proceeding Resumed; Trial Dates Reset

This proceeding is resumed. Trial dates are reset as shown in the following

schedule:
Expert Disclosures Due 7/25/2017
Discovery Closes 8/24/2017
Plaintiff's Pretrial Disclosures Due 10/8/2017
Plaintiff's 30-day Trial Period Ends 11/22/2017
Defendant's Pretrial Disclosures Due 12/7/2017
Defendant's 30-day Trial Period Ends 1/21/2018

v. Simpson, 50 USPQ2d at 1025-26; Lipton Industries, Inc. v. Ralston Purina Co., 213 USPQ
at 189.
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Plaintiff's Rebuttal Disclosures Due 2/5/2018
Plaintiff's 15-day Rebuttal Period Ends 3/7/2018

Generally, the Federal Rules of Evidence apply to Board trials. Trial testimony is
taken and introduced out of the presence of the Board during the assigned testimony
periods. The parties may stipulate to a wide variety of matters, and many
requirements relevant to the trial phase of Board proceedings are set forth in
Trademark Rules 2.121 through 2.125, 37 C.F.R. §§ 2.121-2.125. These include
pretrial disclosures, the manner and timing of taking testimony, matters in evidence,
and the procedures for submitting and serving testimony and other evidence,
including affidavits, declarations, deposition transcripts and stipulated evidence.
Trial briefs shall be submitted in accordance with Trademark Rules 2.128(a) and (b),
37 C.F.R. §§ 2.128(a) and (b). Oral argument at final hearing will be scheduled only
upon the timely submission of a separate notice as allowed by Trademark Rule
2.129(a), 37 C.F.R. § 2.129(a).

gezezes

NOTICE: CHANGES TO THE TRADEMARK TRIAL AND APPEAL BOARD
(“BOARD”) RULES OF PRACTICE EFFECTIVE JANUARY 14, 2017

The USPTO published a Notice of Final Rulemaking in the Federal Register on
October 7 2016, at 81 Fed. Reg. 69950. It sets forth several amendments to the
rules that govern inter partes (oppositions, cancellations, concurrent use) and ex

parte appeal proceedings. A correction to the final rule was published on
December 12, 2016, at 81 Fed. Reg. 89382.

For complete information, the parties are referred to:

e The Board’s home page on the uspto.gov website:
http://[www.uspto.gov/trademarks-application-process/trademark-trial-and-
appeal-board-ttab
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e The final rule:
http://www.uspto.gov/sites/default/files/documents/81%20FR%2069950.pdf

e The correction to the final rule:
http://[www.uspto.gov/sites/default/files/documents/81%20FR%2089382.pdf

e A chart summarizing the affected rules and changes:
http://www.uspto.gov/sites/default/files/documents/RulesChart 12 9 16.pdf

For all proceedings, including those already in progress on January 14,
2017, some of the changes are:

e All pleadings and submissions must be filed through ESTTA. Trademark
Rules 2.101, 2.102, 2.106, 2.111, 2.114, 2.121, 2.123, 2.126, 2.190 and 2.191.

e Service of all papers must be made by email, unless otherwise stipulated.
Trademark Rule 2.119.

e Response periods are no longer extended by five days for service by first-class
mail, Priority Mail Express®, or overnight courier. Trademark Rule 2.119.

o Deadlines for submissions to the Board that are initiated by a date of service
are 20 days. Trademark Rule 2.119. Responses to motions for summary
judgment remain 30 days. Similarly, deadlines for responses to discovery
requests remain 30 days.

o All discovery requests must be served early enough to allow for responses
prior to the close of discovery. Trademark Rule 2.120. Duty to supplement
discovery responses will continue after the close of discovery.

e Motions to compel initial disclosures must be filed within 30 days after the
deadline for serving initial disclosures. Trademark Rule 2.120.

¢ Motions to compel discovery, motions to test the sufficiency of responses or
objections, and motions for summary judgment must be filed prior to the first
pretrial disclosure deadline. Trademark Rules 2.120 and 2.127.

¢ Requests for production and requests for admission, as well as
interrogatories, are each limited to 75. Trademark Rule 2.120.

e Testimony may be submitted in the form of an affidavit or declaration.
Trademark Rules 2.121, 2.123 and 2.125

e New requirements for the submission of trial evidence and deposition
transcripts. Trademark Rules 2.122, 2.123, and 2.125.

e For proceedings filed on or after January 14, 2017, in addition to the
changes set forth above, the Board’s notice of institution constitutes service of
complaints. Trademark Rules 2.105(a) and 2.113(a).

This is only a summary of the significant content of the Final Rule. All parties
involved in or contemplating filing a Board proceeding, regardless of the date of
commencement of the proceeding, should read the entire Final Rule.



