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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name Lanco Manufacturing Corporation
Entity Corporation Citizenship Puerto Rico
Address UrbanizaciA3n Aponte #5

San Lorenzo, PR 00754
UNITED STATES

Attorney informa- | Cristina Arenas Solis

tion Ferraiuoli LLC

221 Ponce de Leon Avenue 5th Floor

San Juan, PR 00917

UNITED STATES

trademarksca@ferraiuoli.com Phone:787-766-7000

Registration Subject to Cancellation

Registration No 4796971 | Registration date | 08/18/2015

Registrant White Aluminum Products LLC.
2101 US Hwy 441

Leesburg, FL 34748

UNITED STATES

Goods/Services Subject to Cancellation

Class 017. First Use: 2014/03/00 First Use In Commerce: 2014/03/00
All goods and services in the class are cancelled, namely: Silicone based sealants and adhesives

Grounds for Cancellation

| Priority and likelihood of confusion | Trademark Act Sections 14(1) and 2(d)

Mark Cited by Petitioner as Basis for Cancellation

U.S. Application 86325322 Application Date 07/01/2014

No.

Registration Date | NONE Foreign Priority NONE
Date

Word Mark LANCO WHITE-SEAL



http://estta.uspto.gov

Design Mark

LANCO WHITE-SEAL

Description of NONE
Mark

Goods/Services Class 002. First use: First Use: 1998/01/01 First Use In Commerce: 1998/01/01

Elastomeric-based coatings for use on roofs, walls and building foundations;
Sealer coatings for use in roofs and walls

Attachments 86325322#TMSN.png( bytes )
Petition to Cancel Registration of Competing WHITE SEAL
Mark.2016.05.11.pdf(173987 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /CristinaArenasSolis/
Name Cristina Arenas Solis
Date 05/11/2016




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

LANCO MANUFACTURING | CANCELLATION NO.
CORPORATION
In the matter of:
Petitioner, Supplemental Registration: 4796971
Trademark: WHITE SEAL
v. Registration Date: August 18, 2015

International Class: 017
WHITE ALUMINUM PRODUCTS LLC

Registrant

Hon. Commissioner for Trademarks
Attn: Trademark Trial and Appeal Board
P.O. Box 1451

Alexandria, VA 22313-1451

PETITION TO CANCEL

Petitioner Lanco Manufacturing Corporation, located at Urbanizacién Aponte #5, San
Lorenzo, Puerto Rico 00754 (“Petitioner” or “Lanco”), believes that it will be damaged by the
continued registration of the “White Seal” designation, currently registered in the Supplemental
Register with Registration No. 4796971 (the “Competing Mark™), owned by White Aluminum
Products LLC (“Registrant), and hereby petitions to cancel the same pursuant to Sections 2(d)

and 14(3) of the Lanham Act of 1946, 15 U.S.C.A. § 1052(d) and 1064(3), respectively.
As grounds therefore, Petitioner alleges, states and prays as follows:

1. Petitioner currently manufactures, distributes and sells, and for many years has
manufactured, distributed and sold elastomeric-based coatings for use on roofs, walls, and

building foundations; and sealer coatings for use in roofs and walls (the “Products”).



Petition for Cancellation of
Supplemental Registration No. 4796971

2. Petitioner is now using and has for many years used the trademark LANCO WHITE-
SEAL in connection with the Products offered in commerce in the United States.

3. On July 1, 2014, Petitioner filed Application No. 86325322 to register the trademark
“LANCO WHITE-SEAL” (“Petitioner’s Mark” or the “Senior Mark’’) before the USPTO for the
Products, under International Class 002.

4. Petitioner has used the Senior Mark in commerce within the United States for the sale of

the Products since January 1, 1998. See Application No. 86325322.

5. Registrant’s Competing Mark was filed on February 3, 2014, and claimed March 2014
as the date for first use in commerce. The Competing Mark is registered under International
Class 017 for silicone based sealants and adhesives in the Supplemental Register.

6. On November 11, 2015, the USPTO issued a non-final office action, refusing registration
of Petitioner’s Mark under Section 2(d) of the Lanham Act “because of a likelihood of confusion
with the mark in U.S. Registration No. 4796971.”

7. There is no issue as to priority of use here. Petitioner’s rights, which date back to January
1, 1998, are superior and long prior in time to those of Registrant, which claims to have begun to
use the Competing Mark in commerce decades later in March 2014.

8. In view of the identical use of WHITE SEAL of the parties’ respective marks and the
related nature of their respective goods, the Competing Mark conflicts with Petitioner’s Mark
which was previously used in the United States, and not abandoned, as to be likely to cause
confusion, or to cause mistake or to deceive the public.

0. It thus follows that the continued existence of US Registration No. 4796971 casts a cloud
upon Petitioner’s right to continue to use, register and expand the use of its trademark rights, all

to the great injury of Petitioner.
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12.  Purchasers are likely to consider the goods of Registrant advertised and promoted under
the Competing Mark as emanating from or associated to Petitioner with the potential of diverting
sales in favor of Registrant. Any such confusion will thus result in loss of sales for Petitioner.

13.  Similarly, any defect, objection or fault found in Registrant’s goods marketed under the
Competing Mark would necessarily reflect upon and seriously injure and/or dilute the reputation
which Petitioner has established for its goods.

14. Petitioner will also be seriously injured if Registrant is permitted to have its certificate of
registration remain on record, to the extent that it will obstruct the registration of the LANCO

WHITE SEAL Trademark and any other related application that Petitioner may file in the future.

WHEREFORE, Petitioner prays that Registered Trademark No. 4796971 be cancelled
in its entirety.

RESPECTFULLY SUBMITTED.

Dated: May 11, 2016 FERRAIUOLI LLC
221 Plaza, 5th Floor

221 Ponce de Ledén Avenue

San Juan, PR 00917

Tel.: 787.766.7000

Fax: 787.766.7001

By: /s/Cristina Arenas Solis
Cristina Arenas Solis
carenas(@ferraiuoli.com

Attorneys for
Petitioner Lanco Manufacturing Corporation
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CERTIFICATE OF SERVICE
I HEREBY CERTIFY that a true and complete copy of the foregoing Petition to Cancel
was served upon Registrant, by forwarding the same via certified mail to White Aluminum
Products LLC, 2101 US Hwy 441, Leesburg, Florida 34748 and to its attorney of record at:
KRIS KAPPEL
HUSCH BLACKWELL LLP
4801 MAIN STREET, SUITE 1000

KANSAS CITY, MISSOURI 64112
UNITED STATES

In San Juan, Puerto Rico, this 11" day of May, 2016.

By: /s/Cristina Arenas Solis
Cristina Arenas Solis
carenas(@ferraiuoli.com




