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ELIZABETH J. WINTER, INTERLOCUTORY ATTORNEY:

THIS ORDER SUPERSEDES and CORRECTS THE FIRST ORDER
ISSUED ON FEBRUARY 2, 2016.1

These cases now come up for consideration of Applicant/Respondent’s (hereafter
“Metropolitan”) fully briefed motion (filed December 11, 2015) to suspend these
proceedings pending the civil action pending between the parties. The Board turns
first to Metropolitan’s uncontested motion to consolidate these two proceedings.

Proceedings Consolidated

Metropolitan requests that the Board consolidate the referenced proceedings in
view of the common questions of fact and law involved in the proceedings.

Opposer/Petitioner (hereafter “Selective”) does not oppose consolidation and

1 The Board regrets any inconvenience caused to the parties.
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requests that the trial dates of the cancellation be changed to conform to the
opposition.

The Board notes initially that Metropolitan has filed its answer in each
proceeding for which consolidation is sought. See TBMP Section 511 (2015).

The Board may consolidate pending cases that involve common questions of law
or fact. See Fed. R. Civ. P. 42(a); see also Regatta Sport Ltd. v. Telux-Pioneer Inc.,
20 USPQ2d 1154 (TTAB 1991); Estate of Biro v. Bic Corp., 18 USPQ2d 1382 (TTAB
1991). Inasmuch as the parties to the respective proceedings are the same and the
proceedings involve common questions of law or fact, the Board finds that
consolidation of the above-referenced proceedings is appropriate. Consolidation will
avoid duplication of effort concerning the factual issues and will thereby avoid
unnecessary costs and delays.

In view of the foregoing, Metropolitan’s motion to consolidate is hereby granted.
See Fed. R. Civ. P. 42(a); and Trademark Rule 2.127(a). Accordingly, Opposition No.
91223793 and Cancellation No. 92062732 are hereby consolidated and may be
presented on the same record and briefs. The record will be maintained in

Opposition No. 91223793 as the “parent” case. The parties should no longer file

separate papers in connection with each proceeding, but file only a single copy of
each paper in the parent case. Each paper filed should bear the numbers of all
consolidated proceedings in ascending order, and the parent case should be
designated as the parent case by following it with: “(parent),” as in the case caption

set forth above.
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The parties are reminded that consolidated cases do not lose their separate
1dentity because of consolidation. Each proceeding retains its separate character
and requires entry of a separate judgment. The decision on the consolidated cases
shall take into account any differences in the issues raised by the respective
pleadings and a copy of the final decision shall be placed in each proceeding file.

See Wright & Miller, 9A Fed. Prac. & Proc. Civ. § 2382 (3d ed. 2009).

The parties are instructed to promptly inform the Board of any other
related cases within the meaning of Fed. R. Civ. P. 42,

Motion to Suspend pending Civil Action

Metropolitan requests that these proceedings be suspended pending the outcome
of the civil action between the parties, specifically, Case No. 2:15-cv-07756-WJM-
MF, pending in the United States District Court for the District of New dJersey
styled Selective Insurance Group, Inc. v. Metropolitan Life Insurance Company.
Attached to Metropolitan’s motion is a copy of the complaint in the civil action.

For purposes of this order, the Board presumes the parties’ familiarity with the
pleadings in these proceedings, and the arguments and materials submitted in
connection with the subject motion. The Board will not specifically address the
parties’ arguments unless necessary to explain the decision.

It is the policy of the Board to suspend proceedings when the parties are
involved in a civil action that may be dispositive of or have a bearing on the Board
case. See New Orleans Louisiana Saints LLC v. Who Dat? Inc., 99 USPQ2d 1550,

1552 (TTAB 2011) (the Board will scrutinize the pleadings in the civil action to
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determine if the issues before the court may have a bearing on the Board’s decision
in the opposition); General Motors Corp. v. Cadillac Club Fashions Inc., 22 USPQ2d
1933 (TTAB 1992); and Trademark Rules 2.127(a) and 2.117(a), 37 C.F.R.
§§ 2.127(a) and 2.117(a). See also TBMP § 510.02 (2015). Additionally, the Board
will suspend or maintain the suspension of a proceeding until the civil action at
issue 1s considered to have been finally determined, that is, when a decision on the
merits of the case has been rendered, and no appeal has been filed in regard
thereto, or all appeals filed have been decided. See TBMP § 510.02(b).

The Board finds that the civil action between the parties may have a bearing on
these proceedings. Specifically, these proceedings and the civil action involve the
same marks and similar allegations of likelihood of confusion (see, e.g., notice of
opp. I 19, petition to cancel § 19, complaint 9 37-38) and, thus, will necessarily
involve similar issues of fact and law. See In re E. I. du Pont de Nemours & Co., 476
F.2d 1357, 177 USPQ 563, 567 (CCPA 1973). Additionally, Selective requests that
the district court cancel the registration involved herein and refuse registration of
the involved application (complaint prayer 9§ 3). In view thereof, the district court’s
decisions in the civil action could have relevance to these consolidated proceedings.
Accordingly, Metropolitan’s motion to suspend pending the resolution of the above-
referenced civil action between the parties is granted, and these proceedings are

SUSPENDED pending final disposition of said civil action.

Within twenty days after the final determination of the civil action, the parties

shall so notify the Board and call this case up for any appropriate action. During the
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suspension period, the parties shall notify the Board of any address changes for the

parties or their attorneys.



