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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

DIAMOND HONG, INC. and
H & C TRADING CO. INC.,
Petitioner,

v.
CAI, ZHENG d/b/a TAI CHI GREEN
TEA INC.,
Registrant.

)
)
)
)
)
)
)
)
)
)
)
)

Cancellation No.: 92062714
Mark: Tai Chi Green Tea &
a Yin-Yang Symbol
Reg. No.: 4,114,136
Reg. Date: March 20, 2012

DECLARATION OF KENNETH CANG LI
IN SUPPORT OF PETITIONER’S CAUSE FOR TRIAL
(Kenneth) Cang Li, Esq., respectfully submits this Declaration in support of Petitioner’s
cause for trial in the above-referenced cancellation proceeding pursuant to Trademark Rule 2.123,
37 C.F.R. § 2.123, as follows:
1.

I maintain my law office at 1745 Broadway, 17th Floor, New York, NY 10019,

telephone (212) 362-6482, and email: kennethcli@hotmail.com.
2.

I am an attorney duly licensed to practice before the U.S. P.T.O. and this Board and

has served the prosecuting attorney for registration and maintenance of trademarks for DIAMOND
HONG, INC. and H & C TRADING CO. INC. (jointly “Petitioner”), including the two marks
upon which Petitioner has relied in seeking cancellation of the mark (the “Mark in question”)
registered by ZHENG CAI d/b/a TAI CHI GREEN TEA INC. (the “Registrant”).
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A. Petitioner’s Marks
3.

The two of Petitioner’s registered trademarks in question are identified as follows:
“Tai Chi Mark 1”: Tai Chi with a Yin-Yang Symbol
Registration No.:
2,449,580
Filing date:
5/29/1999
Registration date:
5/8/2001
IC 5 (herbal food supplements)
IC 30 (herbal teas, herbal food beverages)
First use: 10/8/1999
First use in Commerce: 10/8/1999

“Tai Chi Mark 2”: Tai Chi with Chinese “太極” with a Yin-Yang Symbol
Registration No.:
3,966,518
Filing date:
8/8/2008
Registration date:
5/24/2011
IC 3 (cosmetics, skin care, body balm, body oils and essential oils)
IC 5 (dietary supplements, herbal topical creams, gels)
IC 29 (processed vegetables; fish; seafood; and processed fruits)
IC 30 (Wine; distilled spirits; and liqueurs)
First use: 10/8/1999
First use in Commerce: 10/8/1999

4.

The two marks are identical except that the Chinese characters “太極,” which are

pronounced as “Tai Chi” and mean “a Chinese form of exercise that uses very slow and
controlled movements,” were added in Tai Chi Mark 1 to make a new trademark.
5.

I personally prosecuted the application for registration of the above-identified two

trademarks for Petitioner and obtained the registration approved by the USPTO. True copies of
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Registration Certificates for both marks, together with their respective status and maintenance
related documents, are submitted herein as Exhibit A and Exhibit B respectively.
6.

Petitioner, by itself and through its predecessors, licensees, and related companies

has for many years been engaged, in interstate commerce, in the business of distributing,
advertising and selling a line of health care goods including tea products.
7.

Since at least as early as in October 1999, and long prior to the first use date of

June 2010 claimed by the Registrant, Petitioner adopted, used, and has continuously used both
Tai Chi Mark 1 and Tai Chi Mark 2 in interstate commerce, covering health care goods,
including tea products.
8.

Petitioner has been, since their respective registrations, the owner of the two

Marks. The registrations are subsisting, unrevoked and uncancelled, and have obtained
incontestable status. Petitioner owns these marks and the goodwill connected therewith. In
addition, Petitioner is the owner or registrant of a number of foreign trademark registrations or
applications for TAI CHI, its Chinese equivalent 太極 and a Yin-Yang symbol marks for tea
goods. True copies of Registration Certificates for “TAI CHI” and the Yin-Yang symbol marks
issued by the Chinese Trademark Office are collectively submitted herein as Exhibit C and a true
copy of the Certificate of Registration issued by the Republic of Costa Rica as Exhibit D
respectively.
9.

Petitioner has conspicuously applied both Tai Chi Mark 1 and Tai Chi Mark 2

since their respective adoptions to Petitioner’s products. Said products so marked, promoted
and advertised have been widely shipped, distributed and sold in interstate commerce
throughout the United States and elsewhere. By virtue of the widespread sales, advertising and
promotion of Petitioner’s goods under the Petitioner’s mark and the choice quality of the goods
-3-

themselves, Petitioner’s trademarks have been recognized and relied upon as identifying
Petitioner’s goods and as distinguishing them from the goods of others, and have come to
represent and symbolize a valuable goodwill and business belonging exclusively to Petitioner.
B. Registrant’s First Attempted Registration of a Similar Mark
10.

Registrant Cai Zheng first attempted to register a confusingly similar mark on

February 23, 2006, Serial No. 78821249, shown as follows (Petitioner’s Notice of Reliance
(“NOR”) dated April 20, 2017, Ex. 1):

Registrant’s First Attempted Registration of a Similar Mark
11.

Registrant stated that the attempted mark was to be used with IC 30

goods/services identified as “(Based on intent to Use) Woolong tea, Black tea; beverages made
of Woolong tea and Black tea; (Based on Use in Commerce) Green tea, beverage made of green
tea” and Registrant stated that he first used the mark and first used the mark in commerce both
on July 18, 2005.
12.

A side-by-side comparison shows that the Registrant’s first attempted mark, when

used in connection with the identified goods, so resembles Petitioner’s Tai Chi Mark 1
(Petitioner’s Tai Chi Mark 2 was not registered at that time) as to be likely to cause confusion,
or to cause mistake, or to deceive within the meaning of the Trademark Act Section 2(d), 15
U.S.C. § 1052(d):
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Petitioner’s Tai Chi Mark 1
13.

Registrant’s First Attempted Mark

The PTO Examining Attorney so observed and concluded. By Notice of Official

Action dated August 30, 2006, the Examining Attorney, Katina S. Mister, Esq., refused to
registered Cai Zheng’s first attempted mark on the ground it so resembles Petitioner’s Mark so
as to be likely to cause confusion or to cause mistake or to deceive pursuant to 15 U.S.C. §
1052(d). In coming to the conclusion, the Examining Attorney stated (NOR, Ex. 2):
The examining attorney must analyze each case in two steps to determine whether
there is a likelihood of confusion. First, the examining attorney must look at the
marks themselves for similarities in appearance, sound, connotation and
commercial impression. In re E. I. DuPont de Nemours & Co., 476 F.2d 1357,
177 USPQ 563 (CCPA 1973).
The test of likelihood of confusion is not whether the marks can be distinguished
when subjected to a side-by-side comparison. The issue is whether the marks
create the same overall impression. Visual Information Institute, Inc. v. Vicon
Industries Inc., 209 USPQ 179 (TTAB 1980). The focus is on the recollection of
the average purchaser who normally retains a general rather than specific
impression of trademarks. Chemetron Corp. v. Morris Coupling & Clamp Co.,
203 USPQ 537 (TTAB 1979); Sealed Air Corp. v. Scott Paper Co., 190 USPQ
106 (TTAB 1975); TMEP section 1207.01(b).
The applicant’s mark is TAI CHI GREEN TEA with a design element. The
registered mark is TAI CHI with a design element. The marks are confusingly
similar in appearance and commercial impression. The marks share the identical
wording TAI CHI. Marks may be confusingly similar in appearance where there
are similar terms or phrases or similar parts of terms or phrases appearing in both
applicant’s and registrant’s mark. See e.g., Crocker Nat’l Bank v. Canadian
Imperial Bank of Commerce , 228 USPQ 689 (TTAB 1986), aff’d 1 USPQ2d
1813 (Fed. Cir. 1987) (COMMCASH and COMMUNICASH); In re Phillips-Van
Heusen Corp., 228 USPQ 949 (TTAB 1986) (21 CLUB and “21” CLUB
(stylized)); In re Corning Glass Works, 229 USPQ 65 (TTAB 1985) (CONFIRM
and CONFIRMCELLS); In re Collegian Sportswear Inc., 224 USPQ 174 (TTAB
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1984) (COLLEGIAN OF CALIFORNIA and COLLEGIENNE); In re Pellerin
Milnor Corp., 221 USPQ 558 (TTAB 1983) (MILTRON and MILLTRONICS);
In re BASF A.G., 189 USPQ 424 (TTAB 1975) (LUTEXAL and LUTEX); TMEP
§§1207.01(b)(ii) and (b)(iii).
The design portions of the marks do not obviate the likelihood of confusion
between the word portion of the marks because when a mark consists of a word
portion and a design portion, the word portion is more likely to be impressed upon
a purchaser’s memory and to be used in calling for the goods or services.
Therefore, the word portion is normally accorded greater weight in determining
likelihood of confusion. In re Dakin’s Miniatures Inc., 59 USPQ2d 1593, 1596
(TTAB 1999); In re Appetito Provisions Co., 3 USPQ2d 1553 (TTAB 1987);
Amoco Oil Co. v. Amerco, Inc., 192 USPQ 729 (TTAB 1976); TMEP
§1207.01(c)(ii).
Moreover, the wording GREEN TEA in the applicant’s mark has been disclaimed
and disclaimed matter is typically less significant or less dominant when
comparing marks. Although a disclaimed portion of a mark certainly cannot be
ignored, and the marks must be compared in their entireties, one feature of a mark
may be more significant in creating a commercial impression. In re Dixie
Restaurants Inc., 105 F.3d 1405, 41 USPQ2d 1531 (Fed. Cir. 1997); In re
National Data Corporation, 753 F.2d 1056, 224 USPQ 749 (Fed. Cir. 1985); and
In re Appetito Provisions Co. Inc., 3 USPQ2d 1553 (TTAB 1987). See also
Hewlett-Packard Co. v. Packard Press Inc., 281 F.3d 1261, 62 USPQ 2d 1001
(Fed. Cir. 2002); Tektronix, Inc. v. Daktronics, Inc., 534 F.2d 915, 189 USPQ 693
(C.C.P.A. 1976); In re El Torito Rests. Inc., 9 USPQ2d 2002 (TTAB 1988); In re
Equitable Bancorporation, 229 USPQ 709 (TTAB 1986). As a result, the most
significant and relevant portions of both marks is the identical wording TAI CHI.
When applicant’s mark is compared to a registered mark, “the points of similarity
are of greater importance than the points of difference.” Esso Standard Oil Co. v.
Sun Oil Co., 229 F.2d 37, 40, 108 USPQ 161 (D.C. Cir. 1956) (internal citation
omitted).
Second, the examining attorney must compare the goods or services to determine
if they are related or if the activities surrounding their marketing are such that
confusion as to origin is likely. In re August Storck KG, 218 USPQ 823 (TTAB
1983); In re International Telephone and Telegraph Corp., 197 USPQ 910
(TTAB 1978); Guardian Products Co., v. Scott Paper Co., 200 USPQ 738
(TTAB 1978).
The applicant’s goods are “Beverages made of tea; Black tea; Flavourings of tea;
Fruit teas; Iced tea; Japanese green tea; Lime tea; Oolong tea; Sage tea; Tea; Tea
for infusions; Tea of parched powder of barley with husk; Tea of salty kelp
powder ; Tea pods; Tea substitutes; Tea-based beverages with fruit flavoring;
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Theine-free tea sweetened with sweeteners; Green tea.” The registrant’s relevant
goods are “herbal teas; herbal food beverages.”
The goods of the parties are related because they both offer tea. In fact, the
applicant’s description includes “tea” alone which is a broad description for tea
and is presumed to include all types of tea, including the type offered by the
registrant. Likelihood of confusion is determined on the basis of the goods
identified in the application and registration. If the application describes the
goods broadly and there are no limitations as to their nature, type, channels of
trade or classes of purchasers, it is presumed that the application encompasses all
goods of the type described, that they move in all normal channels of trade, and
that they are available to all potential customers. See In re Melville Corp., 18
USPQ2d 1386, 1388 (TTAB 1991) (“With reference to the channels of trade,
applicant’s argument that its goods are sold only in its own retail stores is not
persuasive …There is no restriction [in its identification of goods] as to the
channels of trade in which the goods are sold”); TMEP §1207.01(a)(iii).
Because the marks are confusingly similar and the goods are closely related, the
similarities among the marks and the goods are so great as to create a likelihood
of confusion among consumers as to the source of the goods. The examining
attorney must resolve any doubt regarding a likelihood of confusion in favor of
the prior registrant. In re Hyper Shoppers (Ohio), Inc., 837 F.2d 463, 6 USPQ2d
1025 (Fed. Cir., 1988).
14.

Registrant, by Cai Zheng, submitted a 12 page written response to the Examining

Attorney’s refusal to register the first attempted mark (NOR, Ex. 3), contending that (i) the
attempted mark is “totally different from” Petitioner’s Tai Chi Mark 1, (ii) the goods and
services Registrant offered “are actually irrelevant.”
15.

By Notice of Official Action dated January 5, 2007, the Examining Attorney

adhered to her decision and refused the attempted registration of the mark. (NOR, Ex. 4)
16.

Zheng Cai appealed the decision to the TTAB and, by decision dated September

30, 2008, this Board, before Administrative Judges Hairston, Zervas and Taylor, affirmed the
Examining Attorney’s decision to refuse registration for the reasons stated by the Examining
Attorney. (NOR, Ex. 5) On December 22, 2008, the PTO issued a Notice of Abandonment to
Cai Zheng. (NOR, Ex 5A)
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C. Registrant’s Second Attempted Registration of the Same Mark
17.

On May 23, 2008, following the PTO Examining Attorney’s final decision to

refuse registration, Cai Zheng submitted his application and attempted to register this same
mark again, Serial No. 77482628, shown as follows (NOR, Ex. 6):

Registrant’s Second Attempted Registration of a Similar Mark
18.

I became aware of Registrant’s filing of the mark this time and immediately

submitted a Letter of Protest to the Commissioner before publication which the Commissioner
granted. A true copy of my Letter of Protest dated April 1 2009 is submitted herein as Exhibit
E, and a copy of the Commissioner’s Decision dated June 3, 2009 granting the Letter of Protest
as Exhibit F respectively.
19.

By Notice of Official Action dated March 2, 2010, the Examining Attorney,

Aisha Clarke, Esq., refused to register the second attempted registration of the mark based on
the same ground as set forth by the Examining Attorney in refusing to register the same mark
the first time, on the ground that the applied-for mark was likely to cause confusion with the
Petitioner’s Mark (U.S. Registration No. 2449580) pursuant to the Trademark Act Section 2(d),
15 U.S.C. §1052(d); see TMEP §§1207.01 et seq. (NOR, Ex. 8)
20.

On September 29, 2010, the PTO issued a Notice of Abandonment to Cai Zheng,

the Registrant. (NOR, Ex. 9)

-8-

D. Registrant’s Third Attempted Registration of the Same Mark
21.

On July 8, 2008, when the second attempted application was pending, Cai Zheng

made his third attempt to register this identical mark, serial No. 77517370, shown as follows
(NOA, Ex. 10):

Registrant’s Third Attempted Registration of a Similar Mark
22.

Similarly, by Notice of Official Action dated 10/22/2008, the PTO Examining

Attorney, Odessa Bibbins, Esq., once again refused registration of this mark on the same ground
that the applied-for mark was likely to cause confusion with the Petitioner’s Mark (U.S.
Registration No. 2449580) pursuant to the Trademark Act Section 2(d), 15 U.S.C. §1052(d); see
TMEP §§1207.01 et seq. (NOR, Ex. 11)
23.

On December 9, 2009, the PTO issued a Notice of Abandonment to Cai Zheng,

the Registrant. (NOR, Ex. 12)
E. Registrant’s Successful Three-Step Registration of the Challenged Mark
24.

After three failed attempts to register his Tai Chi Green Team mark, Cai Zheng

finally learned that any further attempt would have been met with the same fate of refusal to
register. Cai Zheng then conceived a tactic to register the impermissible mark by registering
the elements of this mark so that, if the whole mark’s elements were registered as separate
marks, he would be able to assemble the elements and then use it as a composite mark. This is
what he has determined to do and this is what has resulted in the challenged mark in question.
-9-

25.

First, on 4/13/2010, Cai Zheng submitted an application for registration of a

word mark “Wu Dang,” Serial No. 85012788, which was registered on 2/15/2011, shown as
follows (NOR, Exs. 13-14):

Registrant’s Word Mark
26.

Second, on 10/26/2010, Cai Zheng submitted an application for registration of a

blanket Yin-Yang symbol as a design mark, Serial No. 77901988, which was registered on
5/10/2011, shown as follows (NOR, Exs. 15-16):

Registrant’s blanket Yin-Yang Symbol as a Design Mark
27.

Finally, on 5/23/2011, thirteen (13) days following the registration of the Yin-

Yang design, Cai Zheng, armed with the registered word mark and Yin-Yang design mark,
submitted a composite mark that is subject to the cancellation proceeding, Serial No. 85327448,
shown as follows (NOR, Ex. 17):

Registrant’s composite mark
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28.

In his application, Cai Zheng identified the mark by the words “WU DANG TAI

CHI GREEN TEA,” which made the search of “Wu Dang” the primary focus as opposed to
“Tai Chi.” (NOR, Ex. 17)
29.

By Notice of Official Action dated 9/10/2011, the PTO Examining Attorney,

Shaunia P. Carlyle, Esq., determined that there was no conflicting marks existing that would
have triggered the bar of Section 2(d) of the Trademark Act and allowed registration. (NOR, Ex.
18) The mark was finally registered on 3/20/2012. (NOR, Ex. 19)
F. The Mark in Question Is Confusingly Similar to Petitioner’s Marks
and Registration Should Be Canceled.
30.

The PTO Examining Attorneys have concluded, on three separate occasions with

respect to the same attempted mark, that the applied-for TAI CHI GREEN TEA so resembled
Petitioner’s Tai Chi Mark 1 and Tai Chi Mark 2 so as to be likely to cause confusion, to cause
mistake and to deceive pursuant to the Trademark Act Section 2(d), shown as follows:

Petitioner’s Tai Chi Mark 1
31.

Registrant’s First Attempted Mark

A side-by-side comparison of the refused TAI CHI GREEN TEA mark and the

registered mark in question is shown as follows:
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Registrant’s refused applied-for mark
32.

Registrant’s mark in question

The dispositive question for the Board to decide on this trial should be, therefore,

whether Registrant’s composite mark in question creates a materially different overall
commercial impression from the previously refused TAI CHI GREEN TEA mark. If not, the
Board must conclude that Registrant’s mark in question is not registerable and should be
cancelled based on the prior refusals by the Examining Attorneys of the attempted mark.
33.

The only visible difference between the two marks is that the non-Latin Chinese

characters 太极绿茶 (极 is a simplified Chinese character of the traditional Chinese character
極. 绿茶 means green tea) replaced with “Wu Dang.” However, the wording and the design
elements of both marks remain identical -- the words “TAI CHI GREEN TEA” and the YinYang symbol, both of which are dominant and defining features of Petitioner’s Tai Chi Mark 1
and Tai Chi Mark 2.
34.

Furthermore, even the Board concludes that Registrant’s mark in question is

materially different from the previously refused mark, the Board should nonetheless find that
the mark in question so resembles Petitioner’s Tai Chi Mark 1 and Tai Chi Mark 2 so as to be
likely to cause confusion, to cause mistake and to deceive pursuant to the Trademark Act
Section 2(d).
35.

A side-by-side comparison of Petitioner’s Tai Chi Mark 1 and Tai Chi Mark 2 and

the registered mark in question is shown as follows:
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36.

Petitioner’s Tai Chi Mark 1

Registrant’s mark in question

Petitioner’s Tai Chi Mark 2

Registrant’s mark in question

As the Examining Attorneys have previously concluded, Registrant’s mark in

question bears the identical wording TAI CHI, which makes it confusingly similar in
appearance “where there are similar terms or phrases or similar parts of terms or phrases
appearing in both applicant’s and registrant’s mark.” (NOA, Ex.2, Ex. 3, Ex. 8, Ex. 11)
(citations omitted)
37.

Furthermore , both Petitioner’s Tai Chi Marks and Registrant’s mark in question

share an identical design portion -- the Yin-Yang symbol, that necessarily adds to the confusion
by Registrant’s mark in question. Regardless, as the Examining Attorneys have previously
stated, “when a mark consists of a word portion and a design portion, the word portion is more
likely to be impressed upon a purchaser’s memory and to be used in calling for the goods or
services.” Id. (citations omitted)
38.

Registrant’s mark in question would not have been allowed for registration for so

similarly resembling Petitioner’s Tai Chi Mark 1 and Tai Chi Mark 2 if Registrant had described
- 13 -

the mark as “TAI CHI GREEN TEA” as opposed the ‘WU DANG TAI CHI GREEN TEA.”
(See NOA, Ex. 2 and Ex. 4.) Instead, Registrant first submitted a word mark “Wu Dang” for
registration, then a blanket Yin-Yang symbol, and, once Registrant obtained registrations of the
word mark and the Yin-Yang symbol, submitted a composite mark adding the impermissible
“TAI CHI GREEN TEA.”
39.

Registrant’s post-registration actual use of the mark in question further

demonstrates that Registrant used the word mark “Wu Dang” as a cover to conceal his real
intention to use the composite mark as a “TAI CHI GREEN TEA” mark, which has been
consistently refused registration. On April 4, 2017, I personally visited Registrant’s business
website, http://www.taichigreentea.com, and made a printout of the website home page with
packages showing the use of the Mark in question. A true copy of the printout is submitted
herein as Exhibit G, together with a downloaded pictures.
40.

The packages of green tea products displayed for sale on Registrant’s website

shows that the word portion of the Mark in question is not used anywhere on the packaging, but
the words TAI CHI GREEN TEA are conspicuously printed around the Yin-Yang design
symbol, as shown below:

Photograph of packaging displayed on Registrant’s website
(http://www.taichigreentea.com)
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EXHIBIT A

EXHIBIT C

EXHIBIT D

EXHIBIT E

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
In protest of the registration of:

Serial No.: 77482628
Filed : May 23, 2008
Mark: TAI CHI GREEN TEA

)
) Office of the Commissioner of Trademarks
)
)
)
)
)
)
)

LETTER OF PROTEST TO PENDING APPLICATION

VIA CERTIFIED MAIL

Letter of Protest
ATTN: Trademark Administrator
600 Dulany Street
MDE-4B89
Alexandria, VA 22314-5793
Dear Administrator:
Pursuant to TMEP Section 1715.01(a)(2), this will serve as a Letter of Protest
as to the pending federal trademark application for the mark 77482628 in International
Class 043 for TEA ROOMS service filed on May 23, 2008. Please be advised that H &
C Trading Co. Inc. (registrant) is the owner of the incontestable registered trademark
Reg. No. 2,449,580 covering International Class 005 for Herbal food supplements; and
food supplements consisting of ginseng and/or royal jelly, namely, ginseng extractum and
ginseng royal jelly and Class 30 for HERBAL TEAS; HERBAL FOOD
BEVERAGES. Registrant alleges that there is a likelihood of confusion between
Registrant’s mark and the applicant’s pending mark. See Exhibit 1 – printouts of the

1

abovementioned pending application and registration from TARR database. Registrant
presents the following in support of its allegation:

In reviewing a trademark application, the USPTO examining attorneys must
analyze each case in two steps to determine whether there is a likelihood of confusion.
First, the examining attorneys must look at the marks themselves for similarities in
appearance, sound, connotation and commercial impression. In re E. I. DuPont de
Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). Registrant respectfully
alleges that the marks between the registrant and the applicant are sufficiently similar
under this standard so as to permit a finding of likelihood of confusion in that both marks
contain the identical words TAI CHI and a Yin Yang Symbol. The appearance, sound,
connotation and commercial impression of the two marks are identical.

Second, the examining attorneys must compare the goods or services to
determine if they are related or if the activities surrounding their marketing are such that
confusion as to origin is likely. In re August Storck KG, 218 USPQ 823 (TTAB 1983);
In re International Telephone and Telegraph Corp., 197 USPQ 910 (TTAB 1978);
Guardian Products Co., v. Scott Paper Co., 200 USPQ 738 (TTAB 1978).
Registrant respectfully alleges that its goods HERBAL TEAS and applicant’s TEA
ROOMS service are sufficiently related under this standard so as to make confusion
likely. See Exhibit 2 – Excerpts from Wikipedia explaining the nature of a tearoom:

“A tea house or tearoom is a venue centered on drinking tea. Its function varies widely
depending on the culture, and some cultures have a variety of distinct tea-centered houses
or parlors that all qualify under the English language term ‘tea house’ or ‘tea room.’"

2

TMEP 1207.01(a)(i) Goods or Services Need Not Be Identical
The goods or services do not have to be identical or even competitive in
order to determine that there is a likelihood of confusion. The inquiry is
whether the goods are related, not identical. The issue is not whether the
goods will be confused with each other, but rather whether the public will
be confused about their source. See Safety-Kleen Corp. v. Dresser
Indus., Inc., 518 F.2d 1399, 1404, 186 USPQ 476, 480 (C.C.P.A. 1975). It
is sufficient that the goods or services of the applicant and the registrant
are so related that the circumstances surrounding their marketing are
such that they are likely to be encountered by the same persons under
circumstances that would give rise to the mistaken belief that they
originate from the same source. See, e.g., On-line Careline Inc. v.
America Online Inc., 229 F.3d 1080, 56 USPQ2d 1471 (Fed. Cir. 2000)
(ON-LINE TODAY for Internet connection services held likely to be
confused with ONLINE TODAY for Internet content); In re Martin’s
Famous Pastry Shoppe, Inc., 748 F.2d 1565, 223 USPQ 1289 (Fed. Cir.
1984) (MARTIN’S for wheat bran and honey bread held likely to be
confused with MARTIN’S for cheese); In re Corning Glass Works, 229
USPQ 65 (TTAB 1985) (CONFIRM for a buffered solution equilibrated to
yield predetermined dissolved gas values in a blood gas analyzer held
likely to be confused with CONFIRMCELLS for diagnostic blood reagents
for laboratory use); In re Jeep Corp., 222 USPQ 333 (TTAB 1984)
(LAREDO for land vehicles and structural parts therefor held likely to be
confused with LAREDO for pneumatic tires).
Conversely, if the goods or services in question are not related or
marketed in such a way that they would be encountered by the same
persons in situations that would create the incorrect assumption that they
originate from the same source, then, even if the marks are identical,
confusion is not likely. See, e.g., Shen Manufacturing Co. v. Ritz Hotel
Ltd., 393 F.3d 1238, 73 USPQ2d 1350 (Fed. Cir. 2004) (cooking classes
and kitchen textiles not related); Local Trademarks, Inc. v. Handy Boys
Inc., 16 USPQ2d 1156 (TTAB 1990) (LITTLE PLUMBER for liquid drain
opener held not confusingly similar to LITTLE PLUMBER and design for
advertising services, namely the formulation and preparation of
advertising copy and literature in the plumbing field); Quartz Radiation
Corp. v. Comm/Scope Co., 1 USPQ2d 1668 (TTAB 1986) (QR for coaxial
cable held not confusingly similar to QR for various products (e.g., lamps,
tubes) related to the photocopying field).

3

1207.01(a)(ii) Goods May Be Related to Services
It is well recognized that confusion is likely to occur from the use of the
same or similar marks for goods, on the one hand, and for services
involving those goods, on the other. See, e.g., In re Hyper Shoppes
(Ohio) Inc., 837 F.2d 463, 6 USPQ2d 1025 (Fed. Cir. 1988) (BIGG’S
(stylized) for retail grocery and general merchandise store services held
likely to be confused with BIGGS and design for furniture); In re H.J.
Seiler Co., 289 F.2d 674, 129 USPQ 347 (C.C.P.A. 1961) (SEILER for
catering services held likely to be confused with SEILER’S for smoked
and cured meats); In re U.S. Shoe Corp., 229 USPQ 707 (TTAB 1985)
(CAREER IMAGE (stylized) for retail women’s clothing store services and
clothing held likely to be confused with CREST CAREER IMAGES
(stylized) for uniforms); In re United Service Distributors, Inc., 229 USPQ
237 (TTAB 1986) (design for distributorship services in the field of health
and beauty aids held likely to be confused with design for skin cream); In
re Phillips-Van Heusen Corp., 228 USPQ 949 (TTAB 1986) (21 CLUB for
various items of men’s, boys’, girls’ and women’s clothing held likely to be
confused with THE “21” CLUB (stylized) for restaurant services and
towels); Steelcase Inc. v. Steelcare Inc., 219 USPQ 433 (TTAB 1983)
(STEELCARE INC. for refinishing of furniture, office furniture, and
machinery held likely to be confused with STEELCASE for office furniture
and accessories); Corinthian Broadcasting Corporation v. Nippon Electric
Co., Ltd., 219 USPQ 733 (TTAB 1983) (TVS for transmitters and
receivers of still television pictures held likely to be confused with TVS for
television broadcasting services); In re Industrial Expositions, Inc., 194
USPQ 456 (TTAB 1977) (POLLUTION ENGINEERING EXPOSITION for
programming and conducting of industrial trade shows held likely to be
confused with POLLUTION ENGINEERING for a periodical magazine).

In addition, the examining attorneys must resolve any doubt regarding a
likelihood of confusion in favor of the prior registrant. In re Hyper Shoppes (Ohio), Inc.
837 F.2d 463, 6 USPQ2d 1025 (Fed. Cir. 1988). TMEP §§ 1207.01(d)(i).
Since the two marks are highly similar and the goods are related, and that there is
likelihood of confusion between the two cited marks supported by prima facie evidence,
publication of the pending application without consideration of the issue and evidence
presented in the letter of protest would be a clear error by the USPTO. See TMEP
§§1715.02 and 1715.03. Therefore, registrant respectfully requests that
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your office grant this Letter of Protest and advise the Examining Attorney as
appropriate.

Thank you for your consideration.
Respectfully submitted,

H & C Trading Co., Inc.
By: _ (Kenneth) Cang Li
(Kenneth) Cang Li
Attorney for Applicant
65 Broadway, Suite 802
New York, New York 10006
Tel: (212) 430-6810
Fax: (212) 430-6815
E-mail: Kennethcli@nysbar.com

Dated: April 1, 2009
Atty Docket No. : DH-086-08(LP)
Exhibits:

1). TARR printouts of the pending application and registration in dispute
2). Excerpts from Wikipedia explaining the nature of a tearoom:
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

DIAMOND HONG, INC. and
H & C TRADING CO. INC.,
Petitioner,

v.
CAI, ZHENG d/b/a TAI CHI GREEN
TEA INC.,
Registrant.

)
)
)
)
)
)
)
)
)
)
)
)

Cancellation No.: 92062714
Mark: Tai Chi Green Tea &
a Yin-Yang Symbol
Reg. No.: 4,114,136
Reg. Date: March 20, 2012

DECLARATION OF WILLIAM CHEUNG
IN SUPPORT OF PETITIONER’S CAUSE FOR TRIAL
William Cheung respectfully submits this Declaration in support of Petitioner’s cause for
trial in the above-referenced cancellation proceeding pursuant to Trademark Rule 2.123, 37 C.F.R. §
2.123, as follows:
1.

I am the principal and president of DIAMOND HONG, INC. and H & C

TRADING CO. INC. (jointly “Petitioner”), the Petitioner in the above-captioned cancellation
proceeding.
2.

Petitioner currently maintains their office address at 211 41st Street, Brooklyn, NY

11232, telephone number (718) 788-0222.
3.

I respectfully submit this Declaration in support of Petitioner’s petition that the

Board issue an order cancelling the registration of trademark, TAI CHI GREEN TEA,
Registration Number 4,114,136 (the “Mark in question”), registered on March 20, 2012 and
owned by ZHENG CAI d/b/a WU DANG TAI CHI GREEN TEA INC. (the “Registrant”).
-1-

4.

Petitioner seeks the cancellation relief on the ground the Mark in question is

confusingly similar to the two trademarks registered on May 8, 2001 and May 21, 2011
respectively and owned by Petitioner and is likely to cause, and indeed has caused, confusion and
mistake and to deceive pursuant to the Trademark Act Section 2(d).
A. Petitioner’s Marks
5.

Petitioner has been the rightful owner of the following two federally registered

marks:
“Tai Chi Mark 1”: Tai Chi with a Yin-Yang Symbol
Registration No.:
2,449,580
Filing date:
5/29/1999
Registration date:
5/8/2001
IC 5 (herbal food supplements)
IC 30 herbal teas, herbal food beverages)
First use: 10/8/1999
First use in Commerce: 10/8/1999

“Tai Chi Mark 2”: Tai Chi with Chinese “太極” with a Yin-Yang Symbol
Registration No.:
3,966,518
Filing date:
8/8/2008
Registration date:
5/24/2011
IC 3 (cosmetics, skin care, body balm, body oils and essential oils)
IC 5 (dietary supplements, herbal topical creams, gels)
IC 29 (processed vegetables; fish; seafood; and processed fruits)
IC 30 (Wine; distilled spirits; and liqueurs)
First use: 10/8/1999
First use in Commerce: 10/8/1999
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6.

The two marks are identical except that the Chinese characters “太極,” which are

pronounced as “Tai Chi” and mean “a Chinese form of exercise that uses very slow and
controlled movements,” were added in Tai Chi Mark 1 to make a new trademark. See
Registration Certificates for both marks attached to the Declaration of Kenneth Cang Li, Esq. as
Exhibit A and Exhibit B respectively.
7.

Petitioner, by itself and through its predecessors, licensees, and related companies

have for many years been engaged, in interstate commerce, in the business of distributing,
advertising and selling a line of health care goods including tea products.
8.

Since at least as early as in October 1999, and long prior to the first use date of

June 2010 claimed by the Registrant, Petitioner adopted, used, and has continuously used both
Tai Chi Mark 1 and Tai Chi Mark 2 in interstate commerce, covering health care goods,
including tea products.
9.

Petitioner has been, since their respective registrations, the owner of the two

Marks. The registrations are subsisting, unrevoked and uncancelled, and have obtained
incontestable status. Petitioner owns these marks and the goodwill connected therewith. In
addition, Petitioner is the owner or registrant of a number of foreign trademark registrations or
applications for TAI CHI, its Chinese equivalent 太極 and a Yin-Yang symbol marks for tea
goods. True copies of Registration Certificates for “TAI CHI” and the Yin-Yang symbol marks
issued by the Chinese Trademark Office are collectively submitted to the Declaration of Kenneth
Cang Li, Esq. herein as Exhibit C and a true copy of the Certificate of Registration issued by the
Republic of Costa Rica as Exhibit D respectively.
10.

Petitioner has conspicuously applied both Tai Chi Mark 1 and Tai Chi Mark 2

since their respective adoptions to Petitioner’s products. Said products so marked, promoted
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and advertised have been widely shipped, distributed and sold in interstate commerce
throughout the United States and elsewhere. By virtue of the widespread sales, advertising and
promotion of Petitioner’s goods under the Petitioner’s mark and the choice quality of the goods
themselves, Petitioner’s trademarks have been recognized and relied upon as identifying
Petitioner’s goods and as distinguishing them from the goods of others, and have come to
represent and symbolize a valuable goodwill and business belonging exclusively to Petitioner.
11.

I submit herewith as Exhibit A true copies of specimens showing Petitioner’s

Marks have been used in connection with the tea and its related goods in interstate commerce,
including tea products.
B. Registrant’s Confusingly Similar Mark
12.

On 5/23/2011, Registrant submitted to the USPTO a mark for registration,

described as “Wu Dang TAI CHI GREEN TEA,” Serial No. 85327448, shown as follows:

Registrant’s Mark in question
13.

A side-by-side comparison of Petitioner’s Tai Chi Mark 1 and Tai Chi Mark 2 and

the Registrant’s Mark in question is shown as follows:
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14.

Petitioner’s Tai Chi Mark 1

Registrant’s Mark in question

Petitioner’s Tai Chi Mark 2

Registrant’s Mark in question

First of all, Registrant’s Mark in question contains the words “TAI CHI” which

are a prominent word element of Petitioner’s marks.
15.

Second, although Registrant’s Mark also has the words “Wu Dang,” this phrase is

not part of separate word string placed on top of the Yin-Yang symbol, i.e. “TAI CHI GREEN
TEA.” In actual use, Registrant has never used these words together but has always used “TAI
CHI GREEN TEA” separately, independent of “Wu Dang.”
16.

Third, the design element of Registrant’s Mark in question is also identical to that

contained in Petitioner’s marks.
17.

Finally, Registrant’s Mark in question is used in connection with products

identified as green tea, which is identical to Petitioner’s products used with Petitioner’s Tai Chi
Marks and employs identical distribution channels in the market as Petitioner’s products.
C. Conclusion
18.

For the reasons stated herein, Petitioner respectfully requests that the Board grant

Petitioner’s petition and order that Registrant’s mark in question be cancelled.
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EXHIBIT E

