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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

)
Saga Dairy, Inc., ) November 20, 2015
)
Registrant, ) Cancellation No. 92062423
) Registration Nos.: 4792255, 4824104
)
V. )
)
The Icelandic Milk and Skyr Corporation, ) Subject Marks: MORE PROTEIN THAN SUGAR
)
Petitioner, )
More
Protein
Than
Sugar!

REGISTRANT’S ANSWER TO PETITION FOR CANCELLATION

Registrant, Saga Dairy, Inc., (hereinafter, “SAGA”), a Delaware corporation by and through
its undersigned counsel, hereby responds to The Icelandic Milk and Skyr Corporation’s (hereinafter,
“IMSC”) Petition for Cancellation as follows:

1. SAGA denies the allegations contained in Paragraph 1 of the Petition for
Cancellation that IMSC is well known for its Icelandic-style yogurt products. IMSC does not
manufacture and market yogurt or Icelandic-style yogurt products. IMSC states on its packaging its
product is “Icelandic style skyr.” Skyr by definition is neither a yogurt nor a style of yogurt; it is a
strained skim-milk cheese. Both Merriam-Webster Dictionary and the Oxford English Dictionary
define skyr as “curdled milk.” Curdling is a process that occurs naturally in cheese making. During
the spoiling process of milk, high temperatures and acids cool milk proteins causing them to
coagulate together separating into curds from the liquid whey. The base of skyr is made from curds.
Yogurt, on the other hand, is defined as “fermented” with “added cultures.” Yogurt is made by

combining milk and live cultures, fermentation, and straining. Curdling and fermenting are two



well-defined and mutually distinct processes. IMSC brands its product as Icelandic skyr a cheese not
a yogurt and is not well known for yogurt.

2. SAGA is without sufficient knowledge or information to form a belief as to where
exactly IMSC’s product is sold, the actual extent of its product placements, or its marketing
developments, and therefore denies the same. Further, IMSC produces skyr which is cheese, not
yogurt, and therefore SAGA denies IMSC’s allegation that it sells Icelandic yogurt or an Icelandic
style of yogurt.

3. SAGA is without sufficient knowledge or information to form a belief as to why IMSC
uses or has used the phrase “more protein than sugar” and therefore denies the same. SAGA denies
that IMSC uses the phrase “more protein than sugar” with yogurt products as skyr is defined as
cheese not yogurt.

4. SAGA is without sufficient knowledge or information as to why IMSC uses the
phrase “more protein than sugar” in marketing and social media to form a belief as to Paragraph 4
and therefore denies the same. SAGA denies that IMSC uses the phrase “more protein than sugar”
with yogurt products as skyr is defined as cheese not yogurt.

5. SAGA denies the allegations contained in Paragraph 5 of the Petition for
Cancellation. IMSC makes several of its skyr cup flavors in alternative formats such as children’s
tubes. These products targeted to children are packed with sugar and have more sugar than
protein. IMSC does not use the phrase “more protein than sugar” on this skyr, leading to consumer
confusion within its branded product line. Since not all of IMSC’s products have more protein than
sugar, IMSC uses the phrase merely to describe only some of its products. For SAGA, the marks
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MORE PROTEIN THAN SUGAR and / Sugar! \ are unique identifiers of the entire VIKING®
Icelandic Yogurt brand and as such is gaining distinctiveness not as informational or as a

description of the nutritional quality or content of its products, but as a unique feature of the entire



brand a single source of yogurt, VIKING® Icelandic Yogurt. SAGA’s trademarks serve as a
guarantee, a company promise by the founders to consumers of the high quality of its yogurt.

6. SAGA admits the allegation in Paragraph 6 of the Petition for Cancellation.

7. SAGA admits the allegations in Paragraph 7 of the Petition for Cancellation with the
clarification that its trademarks are in connection with yogurt in International Class 29, U.S. Class
46.

8. SAGA admits the allegations in Paragraph 8 of the Petition for Cancellation.

9. SAGA admits the allegation in Paragraph 9 of the Petition for Cancellation as far as
IMSC’s allegation does not imply that MORE PROTEIN THAN SUGAR is not a trademark.

10. SAGA admits the allegation in Paragraph 10 of the Petition for Cancellation as far as
IMSC’s allegation does not imply that MORE PROTEIN THAN SUGAR is not a trademark.

11. SAGA admits the allegations in Paragraph 11 of the Petition for Cancellation.

12. SAGA admits the allegations in Paragraph 12 of the Petition for Cancellation.

13. SAGA admits the allegation in Paragraph 13 of the Petition for Cancellation insofar
as MORE PROTEIIN THAN SUGAR! & Design was registered on the Supplemental Register, No.
4,824,104, issued September 29,2015; but denies that part of IMSC’s allegation which seeks to
assert or to imply that MORE PROTEIN THAN SUGAR! & Design is not a trademark or not a
registerable trademark.

14. SAGA denies the allegations contained in Paragraph 14 that the phrase “more

protein than sugar” is “merely informational” and “highly descriptive”. Trademarks like MORE
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PROTEIN THAN SUGAR and / 5Uga" \ are capable of acquiring distinctiveness and registerable on
the USPTO’s Supplemental Register, as the trademarks become known to consumers as an

indication of a single source for a particular product, VIKING® Icelandic Yogurt, as the result of



their long-term and extensive use and use in concert with SAGA’s website

www.moreproteinthansugar.com.

15. SAGA denies the allegations contained in Paragraph 15 that SAGA uses the phrase
“more protein than sugar” to inform customers about the comparative protein-to-sugar content of
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its yogurt. SAGA uses the word mark MORE PROTEIN THAN SUGAR and design mark sugar! \ op
its packaging, social media, and point of sale marketing to acquire distinctiveness in the trademarks
which consumers associate with the VIKING® brand of Icelandic yogurt. These trademarks serve
as a unique feature of the entire brand and a single source of yogurt, VIKING® Icelandic Yogurt.
They are a guarantee, a company promise by the founders to consumers of the high quality of its
yogurt.

16. Where IMSC realleges and incorporates Paragraphs 1-15, SAGA references its point-
by-point responses to Paragraphs 1-15 of the Petition for Cancellation and SAGA restates its
corresponding Answers here. Further, SAGA believes that IMSC has confused the USPTO’s Principal
Register with the Supplemental Register, making the claims set out in its Petition for Cancellation
baseless.

17. SAGA denies the allegations contained in Paragraph 17. IMSC fails to produce any
evidence or argument supporting its claim as to how the public understands SAGA’s trademarks.
The question as to how the relevant public understands a trademark is a question of fact not law
and the burden of proof is on IMSC to support its claim.

18. SAGA denies the allegations contained in Paragraph 18 that SAGA’s trademarks as
used by SAGA in connection with yogurt are merely informational and incapable of functioning as

trademarks.
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The marks MORE PROTEIN THAN SUGAR and / Sugar! \ are registerable on the USPTO’s
Supplemental Register because they are capable of acquiring distinctiveness and day-by-day are
acquiring distinctiveness in connection with a single source of yogurt, SAGA’s VIKING® Icelandic
Yogurt.

IMSC fails to make the distinction between the USPTO’s Supplemental and Principal
Registries. Marks on the Supplemental Register are granted registration by the USPTO because they
can function as trademarks by allowing the marks to acquire distinctiveness through use, thereby
denoting a single source for a particular product, VIKING® Icelandic Yogurt, in the mind of the
public.

19. SAGA denies the allegations contained in Paragraph 19 that SAGA’s trademark
registrations on the Supplemental Register should be cancelled because they are informational and
incapable of functioning as trademarks.

IMSC fails to assert any basis to support its allegation that the relevant public understands
SAGA’s trademarks to be “merely informational,” or to be a factual identifier of the comparative
protein-to-sugar content.

SAGA’s trademarks are capable of acquiring distinctiveness. The USPTO’s Supplemental
Register is an alternative to the Principal Register for marks like MORE PROTEIN THAN SUGAR and
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Sugar! \¢hat are capable of acquiring a secondary meaning or distinctiveness, distinguishing the
goods or services identified in the trademark application. See Inwood Laboratories, Inc. v. Ives
Laboratories, Inc., 456 U.S. 844, 851, n. 11 (1982) (Secondary meaning “occurs when, ‘in the minds
of the public, the primary significance of a [mark] is to identify the source of the product rather than

”m

the product itself.””) See Pebble Beach Co. v. Tour 18 I Ltd (A mark has acquired secondary meaning

when it “has come through use to be uniquely associated with a specific source.”)



For example, SAGA has already started to build and acquire distinctiveness in the marks
with the use of them on advertising and promotional materials that promote MORE PROTEIN THAN
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SUGAR and / 582" \ 35 trademarks on VIKING® Icelandic Yogurt cups and with the use of the

domain name www.moreproteinthansugar.com on points of sale marketing. Since all of SAGA’s

products contain more protein than sugar, the trademarks have taken on a secondary meaning
beyond the content of its yogurt. These marks serve as a unique feature of the entire brand and a
single source of yogurt, VIKING® Icelandic Yogurt. They are a guarantee, a company promise by
the founders to consumers of the high quality of its yogurt and not as IMSC claims to be “merely
informational”.

20. SAGA denies the allegations contained in Paragraph 20 that the continued
registration of SAGA’s marks on the Supplemental Register is damaging and will continue to
damage IMSC. Further, IMSC fails to assert any basis to support its allegations that registration of
SAGA’s trademarks on the USPTO’s Supplemental Register damages and will continue to damage
IMSC.

21. Where IMSC realleges and incorporates Paragraphs 1-20, SAGA references its point-
by-point responses to Paragraphs 1-20 of the Petition for Cancellation and SAGA restates its
corresponding Answers here. Further, SAGA believes that IMSC has confused the USPTO’s Principal
Register with the Supplemental Register, making the claims set out in its Petition for Cancellation
baseless.

22. SAGA denies the allegations contained in Paragraph 22. IMSC fails to produce any
evidence or argument supporting its claim that SAGA’s marks are highly descriptive, only factually

identifying the comparative protein-to-sugar content.



23. SAGA denies the allegations in Paragraph 23 that SAGA uses the trademarks in a
descriptive manner to inform consumers about the comparative protein-to-sugar content of its

yogurt. Further, IMSC fails to assert any basis to support its allegation.
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SAGA’s use of the trademarks MORE PROTEIN THAN SUGAR and / 5422 \ are a distinct
characteristic of the VIKING® Icelandic Yogurt brand and not a factual comparison. Since all of
SAGA’s products contain more protein than sugar, the marks have taken on a secondary meaning
beyond the content of its yogurt. These marks serve as a unique feature of the entire brand and a
single source of yogurt, VIKING® Icelandic Yogurt. They are a guarantee, a company promise by
the founders to consumers of the high quality of its yogurt and therefore not merely descriptive as
IMSC claims.

24. SAGA denies the allegations contained in Paragraph 24 that SAGA’s marks are
incapable of achieving trademark significance, or that they cannot distinguish SAGA’s VIKING®
Icelandic Yogurt, or that they cannot serve as an indicator or origin.

“Highly descriptive” marks do not provide a basis for cancellation on the USPTO’s
Supplemental Register. The Trademark Act expressly provides that the statutory bars of Section
2(e), relating to merely descriptive and deceptively misdescriptive, are not applicable as bars to the
registration of marks on the USPTO’s Supplemental Register. See Trademark Act Sec. 26. See Turtle
Wax, Inc. v. Blue Coral, Inc., 2 USPQ2d 1534, 1536 (TTAB 1987). (“...mere descriptiveness is not a
fatal defect to marks on the Supplemental Register.”) See R.J. Reynolds Foods, Inc. v. Borden, Inc., 163
USPQ 300, 301 fn5 (TTAB 1969). (“We need only consider the question of whether or not these
terms are the name of opposer’s goods since merely descriptive or deceptively misdescriptive

marks are not barred from registration on the Supplemental Register.”)



The USPTO’s Supplemental Register is an alternative to the Principal Register for
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trademarks like MORE PROTEIN THAN SUGAR and / g3 \ that are capable of acquiring
distinctiveness or a secondary meaning, achieving trademark significance by distinguishing the

goods or services identified in the trademark application. SAGA reiterates its use of the marks
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MORE PROTEIN THAN SUGAR and / 5423 \ ¢o distinguish the VIKING® Icelandic Yogurt brand.

With acquired distinctiveness, a descriptive mark functions as a trademark and is as fully
protectable as a trademark. Some of the best known and strongest marks today, such as BUFFERIN,
GENERAL MOTORS, and even the world's most valuable trademark, COCA-COLA, began their lives
as arguably “merely descriptive” terms with uncertain futures.

SAGA’s trademarks are known to consumers as an indication of a single source for a
particular product, VIKING® Icelandic Yogurt, as a result of their use on packaging, social media,
and point of sale marketing. The trademarks have taken on a secondary meaning as a promise by
the founders to the consumers of the high quality of its yogurt and therefore not merely descriptive
as IMSC claims.

25. SAGA denies the allegations contained in Paragraph 25 that SAGA’s registrations on
the Supplemental Register remove a phrase “more protein than sugar” from the public domain.
IMSC fails to assert any basis to support its allegation or in explaining how registration on the
USPTO’s Supplemental Register removes the phrase from the public domain. It is SAGA’s belief that
IMSC appears to have confused the USPTO’s Principal Register with the Supplemental Register,
making the claims set out in its Petition for Cancellation baseless.

26. SAGA denies the allegations contained in Paragraph 26. IMSC fails to assert any
basis to support its allegation or in explaining how the registration of SAGA’s trademarks on the

Supplemental Register damages and will continue to damage IMSC. IMSC supplies insufficient



information and fails to show that SAGA’s marks are damaging. It is SAGA’s belief that IMSC appears
to have confused the Principal Register with the Supplemental Register, making the claims set out
in its Petition for Cancellation baseless.

27. Where IMSC realleges and incorporates Paragraphs 1-26, SAGA references its point-
by-point responses to Paragraphs 1-26 of the Petition for Cancellation and SAGA restates its
corresponding Answers here. Further, SAGA believes that IMSC has confused the USPTO’s Principal
Register with the Supplemental Register, making the claims set out in its Petition for Cancellation
baseless.

28. SAGA denies the allegations contained in Paragraph 28 that IMSC has priority in the
phrase and is the prior and exclusive owner of the right to use the phrase in connection with yogurt.

29. SAGA denies the allegations contained in Paragraph 29 that IMSC used the phrase in
connection with yogurt prior to SAGA’s filings and prior to SAGA’s date of first use. IMSC fails to
state when it started using the phrase “more protein than sugar” in commerce in connection to
yogurt. IMSC fails to state its date of first use in commerce or provide any evidence of prior use in
commerce in connection to yogurt. Further IMSC does not produce yogurt, it produces skyr which is
defined as cheese.

30. SAGA denies the allegations contained in Paragraph 30 that SAGA’s trademarks
cause confusion. IMSC admits in Paragraph 3 of the Petition for Cancellation that its use of the
phrase “more protein than sugar” is meant to factually identify nutritional qualities in select
products. Since not all of IMSC’s products have more protein than sugar, IMSC uses the phrase
merely to describe only some of its products.
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On the other hand, SAGA’s trademarks MORE PROTEIN THAN SUGAR and Sugar!

uniquely and wholly represent SAGA’s entire product line of VIKING® Icelandic Yogurt. The



trademarks have taken on a secondary meaning as a promise by the founders to the consumers of
the high quality of its yogurt.

The phrase cannot create confusion in the public mind between SAGA and IMSC, as all
VIKING® Icelandic Yogurt products are branded with the marks MORE PROTEIN THAN SUGAR
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and / Sugar! , while only select IMSC products use the phrase “more protein than sugar”.

31. SAGA denies the allegations contained in Paragraph 31 that IMSC uses the phrase in
connection with yogurt. SAGA produces the VIKING® brand of Icelandic Yogurt, while IMSC
produces “Icelandic style skyr” defined as cheese not yogurt.

32. SAGA denies the allegations contained in Paragraph 32. IMSC fails to assert any
basis to support its allegation that the trade channels and consumers for IMSC and SAGA are
overlapping. IMSC is marketed as skyr, defined as cheese, which is ordinarily considered a distinct
category from yogurt within a retail space.

33. SAGA denies the allegations contained in Paragraph 33 that SAGA is in violation of
Section 2(d) of the Trademark Act, 15 U.S.C. § 1052(d).

Section 2(d) of the Trademark Act, 15 U.S.C. § 1052(d) does not apply to the USPTO’s
Supplemental Register where SAGA’s trademarks are registered, but rather is a list of
characteristics of trademarks that shall be refused registration on the Principal Register.

IMSC fails to fails to assert any basis to support its allegations for why its has priority in the
use of the phrase “more protein than sugar.” IMSC fails to plead priority of use in commerce and
either the inherent or acquired distinctiveness of the marks. In fact, in Paragraphs 17-20 and
Paragraphs 22-26 of the Petition for Cancellation, IMSC argues against any inherent or acquired
distinctiveness of SAGA’s marks by stating they are “merely informational” and “highly descriptive.”

IMSC fails to fails to assert any basis to support its allegations that consumers associate the

phrase “more protein than sugar” with its brand. IMSC further states in Paragraph 3 of the Petition
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for Cancellation that its use of the phrase is “a way of factually identifying this nutritional quality”
on only some of its products that meet the threshold. The phrase cannot create confusion in the

public mind between SAGA and IMSC, as all VIKING® Icelandic Yogurt products are branded with
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the marks MORE PROTEIN THAN SUGAR and / 5Uga" \ while only select IMSC products use the
phrase “more protein than sugar”. Again, IMSC does not produce yogurt but skyr defined as cheese.
34. SAGA denies the allegations contained in Paragraph 34. Further, IMSC fails to assert
any basis to support its allegations that registration of SAGA’s trademarks damages and will
continue to damage IMSC; and IMSC fails to assert any basis to support its allegations that it has
priority in the phrase. IMSC appears to have confused the USPTO’s Principal Register with the
Supplemental Register, making the claims set out in its Petition for Cancellation baseless.

Relief Requested

For the foregoing reasons, SAGA respectfully requests that the IMSC’s Petition for
Cancellation to the USPTO be immediately rejected and that the USPTO allow the continued

registration of SAGA’s marks on the Supplemental Register.

Respectfully submitted,

Saga Dairy, Inc.

By: /Therese R. Meers/

Therese R. Meers

PO Box 180120
Boston, MA 02118
Attorney for Registrant
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Certificate of Service
[ hereby certify that a true and complete copy of the foregoing Registrant’s Answer to
Petition for Cancellation has been served on counsel for The Icelandic Milk and Skyr Corporation by
mailing said copy on November 20, 2015 via first class mail, postage prepaid with a courtesy copy

via email to:

SUSAN M KAYSER

JONES DAY

51 LOUISIANA AVENUE NW

WASHINGTON, DC 20001

UNITED STATES

skayser@jonesday.com, jbradley@jonesday.com,
kbaird@jonesday.com, hlance@jonesday.com,
nytef@jonesday.com

Phone: 202-879-4694

/Therese R. Meers/
Attorney for Registrant
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