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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name AtSite, Inc.
Entity Corporation Citizenship Delaware
Address 2021 L Street, NW, Second Floor
Washington, DC 20036
UNITED STATES
Attorney informa- | Michael C. Petock
tion Petock & Petock, LLC
P.O. Box 856
Valley Forge, PA 19482
UNITED STATES
mp@iplaw-petock.com Phone:6109358600
Registration Subject to Cancellation
Registration No 4757317 | Registration date | 06/16/2015
Registrant Blue Pillar, Inc.
9025 North River Road
Indianapolis, IN 46240
UNITED STATES
Goods/Services Subject to Cancellation
Class 009. First Use: 2015/01/20 First Use In Commerce: 2015/01/20
All goods and services in the class are cancelled, namely: Computer software that provides coordina-
tion, compliance and critical insight in times of utility power loss for use with emergency power man-
agement systems

Grounds for Cancellation

| Priority and likelihood of confusion Trademark Act section 2(d)

Related Proceed- | Opposition No. 91223802
ings

Marks Cited by Petitioner as Basis for Cancellation

U.S. Registration | 4659661 Application Date 05/30/2014

No.

Registration Date | 12/23/2014 Foreign Priority NONE
Date

Word Mark INSITE



http://estta.uspto.gov

Design Mark

InSite

Description of NONE
Mark

Goods/Services Class 042. First use: First Use: 2012/08/12 First Use In Commerce: 2012/12/05

Design and development of technology solutions for the purpose of creating
smart buildings for others

U.S. Registration | 4493976 Application Date 05/10/2013
No.
Registration Date | 03/11/2014 Foreign Priority NONE

Date

Word Mark INSITE, POWERED BY ATSITE

Design Mark

[InSite, Powered by AtSite

Description of NONE
Mark

Goods/Services Class 009. First use: First Use: 2012/08/12 First Use In Commerce: 2012/12/05

Computer software that provides web-based access to applications and services
through a web operating system or portal interface; Downloadable electronic
newsletters delivered by e-mail in the field of Sustainability and Building Per-

formance
U.S. Application/ Registra- NONE Application Date NONE
tion No.
Registration Date NONE

Word Mark

INSITE BY ATSITE

Goods/Services

As set forth more fully in the attached Petition to Cancel, monitoring of
building systems, including power and electrical systems, and provid-
ing customers with information and data (through web-based applica-
tion software or a web#based portal) related to the performance of
such systems (including at times of utility power loss), and providing
consultation, analysis, analytics, reports and trends with respect to
such information and data.

U.S. Application/ Registra-

NONE

| Application Date

|NONE




tion No.

Registration Date NONE
Word Mark INSITE
Goods/Services As set forth more fully in the attached Petition to Cancel, monitoring of

building systems, including power and electrical systems, and provid-
ing customers with information and data (through web-based applica-
tion software or a web#based portal) related to the performance of
such systems (including at times of utility power loss), and providing
consultation, analysis, analytics, reports and trends with respect to
such information and data.

U.S. Application/ Registra- NONE Application Date NONE

tion No.

Registration Date NONE

Word Mark INSITE, POWERED BY ATSITE

Goods/Services As set forth more fully in the attached Petition to Cancel, monitoring of

building systems, including power and electrical systems, and provid-
ing customers with information and data (through web-based applica-
tion software or a web#based portal) related to the performance of
such systems (including at times of utility power loss), and providing
consultation, analysis, analytics, reports and trends with respect to
such information and data.

Attachments 86296133#TMSN.png( bytes)
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Michael C. Petock/
Name Michael C. Petock
Date 09/15/2015




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE
THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Registration No. 4,757,317 for
AVISE INSITE

Registered by Blue Pillar, Inc.

Registered on June 16, 2015

)

AtSite, Inc. )
Petitioner )

)

V. ) Opposition No.:

)

Blue Pillar, Inc. )
Registrant )

PETITION TO CANCEL

AtSite, Inc., a corporation duly organized and existing under the laws of the State of
Delaware, doing business at 2021 L Street, NW, Second Floor, Washington, DC 20036
(hereinafter “Petitioner”), believing it has been and will continue to be damaged by Blue Pillar,
Inc.’s (“Registrant’s) Registration No. 4,757,317 for AVISE INSITE (the “AVISE INSITE
Registration”), pursuant to 15 U.S.C. § 1092, hereby petitions to cancel said registration.

The grounds are as follows:

1) Petitioner is the owner of rights in the marks “INSITE,” “INSITE, POWERED BY
ATSITE,” and “INSITE BY ATSITE” (hereinafter referred to as “Petitioner’s Marks™).

2) Long prior to Registrant’s use of, application for, registration of or establishing rights in
the AVISE INSITE mark covered by the AVISE INSITE Registration (and at least as early as
August 12, 2012), Petitioner established rights in Petitioner’s Marks in connection with its goods
and services in the fields of building performance, sustainability, energy efficiency, smart

building technologies and building systems integration.
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3) Without limitation, Petitioner’s Marks are used, and have been used continuously since
first adoption and use, in connection with its consulting, design and implementation of
technological solutions for creating “smart buildings” for its clients.

4) Inter alia, Petitioner’s goods and services sold and rendered under its Petitioner’s Marks
include the monitoring of building systems, including power and electrical systems, and
providing customers with information and data related to the performance of such systems
(including at times of utility power loss), and providing consultation, analysis, analytics, reports
and trends with respect to such information and data.

5) Substantially all of Petitioner’s customers receive the above information and data
regarding their building’s systems through Petitioner’s web-based application software or web —
based portal which is prominently branded with Petitioner’s Marks.

6) All of the above-identified Petitioner’s Marks have been used lawfully by Petitioner, are
valid, legally protectable and owned by Petitioner and none of Petitioner’s Marks have been
abandoned.

7 Since its initial adoption and use of its Petitioner’s Marks, Petitioner has made a
substantial investment in advertising and promoting its goods and services under its Petitioner’s
Marks. Petitioner has extensively used, advertised, promoted and offered for sale Petitioner’s
goods and services in commerce utilizing Petitioner’s Marks and as a result customers and the
public in general have come to know and recognize Petitioner’s Marks and to uniquely associate
the same with Petitioner and the goods and services sold and rendered by Petitioner. Petitioner
has built extensive goodwill in connection with the sale of products and the rendering of services

under Petitioner’s Marks.



8) Petitioner’s Marks are inherently distinctive and/or have acquired secondary meaning as
a result of Petitioner’s long and extensive use of said marks.

9) By virtue of Petitioner’s long use of Petitioner’s Marks in commerce, Petitioner owns
valuable common law rights in and to Petitioner’s Marks and such rights were established prior
to Registrant establishing rights in the AVISE INSITE mark.

10)  In addition to its common law rights, Petitioner owns United States Trademark
Registration No. 4,659,661 for the mark “INSITE” for “design and development of technology
solutions for the purpose of creating smart buildings for others™ in international class 042 and
United States Trademark Registration No. 4,493,976 for the mark “INSITE, POWERED BY
ATSITE” for “computer software that provides web-based access to applications and services
through a web operating system or portal interface” and “downloadable electronic newsletters
delivered by e-mail in the field of sustainability and building performance” in international class
009.

11)  Both of the above-identified United States Trademark Registration Nos. 4,659,661 and
4,493,976 are valid and subsisting and constitute prima facie evidence of the validity of the
marks and registrations and of Petitioner’s ownership and exclusive right to use the marks in
connection with the goods and services set forth in the registrations.

12)  On information and belief, on April 16, 2014 Registrant filed Application Serial No.
86/253,742 for the mark “AVISE INSITE” based on an intent to use the mark for the following
services: “computer software that provides coordination, compliance and critical insight in times
of utility power loss for use with emergency power management systems” in international class

009.



13)  Said Application was published for opposition in the Official Gazette on September 16,
2014 and matured into the AVISE INSITE Registration sought to be cancelled on June 16, 2015.
16)  On information and belief, neither Registrant, a related company nor a licensee of
Registrant had used the AVISE INSITE mark identified in the AVISE INSITE Registration for
any goods or services prior to its application filing date.

17)  On information and belief, neither Registrant, a related company nor a licensee of
Registrant had used the mark identified in the AVISE INSITE Registration for any goods or
services on or before August 12, 2012.

18)  The AVISE INSITE mark covered by the AVISE INSITE Registration is identical and/or
substantially similar to Petitioner’s Marks.

19)  The goods and services covered by the AVISE INSITE Registration are identical and/or
highly related to Petitioner’s goods and services sold and rendered under Petitioner’s Marks and
covered by Petitioner’s registrations.

20)  In view of the fact that the marks of Registrant and Petitioner are identical and/or
substantially identical and in view of the related nature of the goods and services of Registrant
and the goods and services of Petitioner, it is alleged that the AVISE INSITE mark covered by
the AVISE INSITE Registration so resembles Petitioner’s Marks as previously used and
registered in the United States, and not abandoned, so as to be likely to cause confusion, or to
cause mistake, or to deceive resulting in damage and injury to Petitioner and its reputation.

21)  Petitioner, upon information and belief, avers that its customers, and the public generally,
are likely to be confused, mistaken or deceived as to the origin and sponsorship of Registrant’s
goods and services to be promoted and sold under the marks shown in the AVISE INSITE

Registration and misled into believing that such goods and services emanate from, or are
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licensed by or are in some way directly or indirectly associated with Petitioner, thereby causing
damage and injury to Petitioner.
22)  The filing fee in the amount of $300 is being transmitted electronically with this

submission. Please charge any deficiency to Deposit Account No 16-1428.

WHEREFORE, Petitioner believes that it is now and will continue to be damaged by
U.S. Registration No 4,757,317 and therefore respectfully requests that this Petition to Cancel be

granted and that the aforesaid registration be cancelled.

Respectfully Submitted,

AtSite, Inc. (

09 sl2
Michadl C. Pétagk, Ese?”

PETOCK & PETOCK, LLC
1220 Valley Forge Road

P.O. Box 856

Valley Forge, PA 19482-0856
Tel: (610) 935-8600

Fax: (610) 933-9300
mp@iplaw-petock.com

PA Attorney ID No. 93,692
Attorney For Petitioner

Certificate of Electronic Transmission

It is hereby certified that a true copy of the foregoing Consolidated icg of Opposition was filed
electronically with ESTTA at the United States Patent and Trademark Offise on the date shown below




CERTIFICATE OF SERVICE

[ hereby certify that a true and complete copy of the foregoing Petition to Cancel has been served
-
on the following by mailing said copy on September gﬁ , 2015, via First Class Malil, postage prepaid
to:

Amy A. Rollins
Brannon Sowers & Cracraft PC
1 North Pennsylvania Street, Suite 800
Indianapolis, Indiana 46204

Blue Pillar, Inc.
9025 North River Road

Indianapolis, Indiana 46240 ‘/ F;/
\ .

Michael C. Petock, Esq.
PETOCK & PETOCK, LLC
1220 Valley Forge Road

P.O. Box 856

Valley Forge, PA 19482-0856
Tel: (610) 935-8600

Fax: (610) 933-9300
mp@iplaw-petock.com

PA Attorney ID No. 93,692

Attorney For Petitioner, AtSite, Inc.



