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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name Video Gaming Technologies, Inc.
Entity Corporation Citizenship Tennessee
Address 308 Mallory Station Road

Franklin, TN 37067
UNITED STATES

Attorney informa- | Jennifer E. Hoekel

tion Armstrong Teasdale, LLP

7700 Forsyth Boulevard Suite 1800

Saint Louis, MO 63105

UNITED STATES

iptm@armstrongteasdale.com Phone:3146215070

Registration Subject to Cancellation

Registration No 4684194 | Registration date | 02/10/2015
Registrant Christophe, Jack
P.O. Box 3543

Beverly Hills, CA 90212
UNITED STATES

Goods/Services Subject to Cancellation

Class 009. First Use: 2012/12/01 First Use In Commerce: 2014/05/26

Cancelled goods and services in the class: Computer game programmes; Computer game pro-
grammes downloadable via the Internet; Computer game programs; Computer game programs, cart-
ridges, and cassettes; Computer game software; Computer game software downloadable from a
global computer network; Computer game software for gaming machines including slot machines or
video lottery terminals; Computergame software for gaming machines, namely, slot machines and
video lottery terminals; Computer game software for personal computers and home video game con-
soles; Computer game software for use on mobile and cellular phones; Computer game software for
use with personal computers,home video game consoles used with televisions and arcade-based
video game consoles; Computer game tapes; Computer hardware and computer software programs
for the integration of text, audio, graphics, still images and moving pictures into an interactive delivery
for multimedia applications; Computer programs for pre-recorded games; Computer programs for
video and computer games; Computer software and firmware for games of chance on any computer-
ized platform, including dedicated gaming consoles,video based slot machines, reel based slot ma-
chines, and video lottery terminals; Computer software featuring musical sound recordings and mu-
sical video recordings; Computer software for use in relation to digital animation and special effects of
images; Computer software, namely, game engine softwarefor video game development and opera-
tion; Computer-gaming software; Downloadable computer game programs; Downloadable computer
game software via aglobal computer network and wireless devices; Downloadable computer pro-
grams featuring positionable game piece figures for use in the field of computer games; Download-
able electronic game programs; Downloadable electronic game software foruse on mobile and cellu-
lar phones; mouse pads; computer mice; game controllers for computer games; cell phone covers;
face plates for video game consoles for use with external monitors; Electronic game programs; Elec-



http://estta.uspto.gov

tronic game software; Electronic game software for cellulartelephones; Electronic game software for
handheld electronic devices; Electronic game software for wireless devices; Game soft-
ware;Handheld computers; Handheld personal computers; Interactive game programs; Interactive
game software; Interactive multimedia computer game programs; Video and computer game pro-
grams; Video game cartridges; Video game cartridges and cassettes; Video game cartridges and
discs; Video game discs; Video game software; Video game tape cassettes

Grounds for Cancellation

False suggestion of a connection Trademark Act section 2(a)

Torres v. Cantine Torresella S.r.l.Fraud 808 F.2d 46, 1 USPQ2d 1483 (Fed. Cir. 1986)
Priority and likelihood of confusion Trademark Act section 2(d)

Dilution Trademark Act section 43(c)

Mark Cited by Petitioner as Basis for Cancellation

U.S. Application 86196227 Application Date 02/18/2014

No.

Registration Date | NONE Foreign Priority NONE
Date

Word Mark CATS IN ACTION

Design Mark

CATS IN ACTION

Description of
Mark

NONE

Goods/Services

Class 028. First use: First Use: 2015/06/30 First Use In Commerce: 2015/06/30

gaming machines, namely, games of chance, games which accept a wager, slot
machines, video gaming machines and bingo related games; video based slot
machines, reel based slot machines, and gaming machines in the nature of
video lottery terminals

Attachments

86196227#TMSN.png( bytes )

Petition to Cancel U.S. Reg. No. 4684194 (CIA Mark) (without Exhib-
its).pdf(3460240 bytes )

Exhibit A - U.S. Application for Serial No. 86293474 (The CIA Mark) - Part
|.pdf(5344767 bytes )

EXHIBIT A - U.S. Application for Serial No. 86293474 (The CIA Mark) - Part
I1.pdf(5743495 bytes )

Exhibit B - U.S. Registration Certificate for Reg. No. 4684194 (The CIA
Mark).pdf(3246026 bytes )

Exhibit C - U.S. Specimen for Serial No. 86293474 (The CIA Mark).pdf(1542345
bytes )

Exhibit D - U.S. Application for Serial No. 86196227 (The CATS IN ACTION
Mark).pdf(2601073 bytes )




Exhibit E - U.S. Statement of Use for Serial No. 86196227 (The CATS IN AC-
TION Mark).pdf(2951900 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Jennifer E. Hoekel/
Name Jennifer E. Hoekel
Date 08/17/2015




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Registration of:

Registrant - Jack Christophe

Reg. No. : 4,684,194

Mark d THE CATS IN ACTION TEAM (CIA) A
DIVISION OF THE DEPARTMENT OF DOGS
(DOD)

Registration Date : February 10, 2015

VIDEO GAMING TECHNOLOGIES, INC.
Petitioner

V.

JACK CHRISTOPHE
Registrant/Respondent

Commissioner for Trademarks
Box TTAB, FEE

P.O. Box 1451

Alexandria, VA 22313-1451

PETITION TO CANCEL

1. Petitioner Video Gaming Technologies, Inc. (“Petitioner™), a corporation duly
organized and existing under the laws of Tennessee and having a principal place of business at
308 Mallory Station Road, Franklin, Tennessee 37067, believes that it will be damaged by
Registration No. 4,684,194 for the mark THE CATS IN ACTION TEAM (CIA) A DIVISION
OF THE DEPARTMENT OF DOGS (DOD) (the “CIA Registration”) and hereby petitions, in
accordance with 37 C.F.R. §2.111(b), to cancel said registration.

2. To the best of Petitioner’s knowledge, the name and address of the current

registration of the CIA Registration is Jack Christophe (“Respondent™), an individual with an

address at P.O. Box 3543, Beverly Hills, California 90212.



3 On May 28, 2014, Respondent filed an application, Serial No. 86,293,474, to
register the mark THE CATS IN ACTION TEAM (CIA) A DIVISION OF THE
DEPARTMENT OF DOGS (DOD) (“CIA Mark”) under 15 USC § 1051(a) of the Trademark
Act for use in connection with, among other things, “Computer game programmes; Computer
game programmes downloadable via the Internet; Computer game programs; Computer game
programs, cartridges, and cassettes; Computer game software; Computer game software
downloadable from a global computer network; Computer game software for gaming machines
including slot machines or video lottery terminals; Computer game software for gaming
machines, namely, slot machines and video lottery terminals;, Computer game software for
personal computers and home video game consoles; Computer game software for use on mobile
and cellular phones, Computer game software for use with personal computers, home video
game consoles used with televisions and arcade-based video game consoles; Computer game
tapes; Computer hardware and computer software programs for the integration of text, audio,
graphics, still images and moving pictures into an interactive delivery for multimedia
applications; Computer programs for pre-recorded games; Computer programs for video and
computer games; Computer software and firmware for games of chance on any computerized
platform, including dedicated gaming consoles, video based slot machines, reel based slot
machines, and video lottery terminals;, Computer software featuring musical sound recordings
and musical video recordings, Computer software for use in relation to digital animation and
special effects of images;, Computer software, namely, game engine software for video game
development and operation; Computer-gaming sofiware;, Downloadable computer game
programs, Downloadable computer game sofiware via a global computer network and wireless

devices, Downloadable computer programs featuring positionable game piece figures for use in



the field of computer games; Downloadable electronic game programs; Downloadable
electronic game software for use on mobile and cellular phones, mouse pads; computer mice;
game controllers for computer games; cell phone covers; face plates for video game consoles for
use with external monitors, Electronic game programs, Electronic game sofiware; Electronic
game software for cellular telephones; Electronic game software for handheld electronic
devices; Electronic game software for wireless devices, Game software; Handheld computers;
Handheld personal computers; Interactive game programs, Interactive game software;
Interactive multimedia computer game programs, Video and computer game programs, Video
game cartridges, Video game cartridges and cassettes; Video game cartridges and discs; Video
game discs; Video game software; Video game tape cassettes” (the “Gaming Goods”) in Class 9
(“Respondent’s Application”). See Exhibit A attached hereto and incorporated herein by
reference for a copy of Respondent’s Application.

4. Respondent’s Application alleged use of the CIA Mark in commerce in
connection with the goods set forth therein, including the Gaming Goods, on May 26, 2014. In
Respondent’s Application, Respondent stated that the CIA Mark was currently in use in
connection with the goods listed in Respondent’s Application, including the Gaming Goods.

5. The United States Patent and Trademark Office (the “PTO”) granted registration
of the CIA Mark on February 10, 2015 under U.S. Registration No. 4,684,194. See Exhibit B
attached hereto and incorporated herein by reference for a copy of the registration certificate.

6. Upon information and belief, prior to 2014, Respondent produced and sold only
digital books and posters. In fact, the specimen submitted in connection with Respondent’s
Application shows only an offering of digital books for sale. See Exhibit C attached hereto and

incorporated herein by reference for a copy of the specimen submitted by Respondent.



7. Upon information and belief, Respondent currently produces and offers for sale
only digital books and posters under the CIA Mark and does not produce and offer for sale any
of the remaining goods listed in Respondent’s Application under the CIA Mark, including the
Gaming Goods.

8. Upon information and belief, Respondent has not yet expanded its product line to
include production and sales of the Gaming Goods under the CIA Mark. Thus, contrary to the
statement made in Respondent’s Application, Respondent is not using, and has never used, the
CIA Mark on or in connection with the Gaming Goods. Therefore, the statement in
Respondent’s Application that, at the time of filing (May 28, 2014), the CIA Mark was currently
in use with the goods listed therein is false.

9. Upon information and belief, Respondent misrepresented the nature of its use in
commerce of the CIA Mark at the time it submitted Respondent’s Application and continued to
prosecute the application that led to the CIA Registration that is the subject of this petition.
Upon information and belief, Respondent procured the CIA Registration by false means and/or
by knowingly and willingly making false and/or fraudulent representations to the PTO, including
falsely alleging that Respondent was using the CIA Mark in connection with all of the goods
listed in Respondent’s Application. Upon information and belief, said false statements were
made with the intent to induce the authorized agents of the PTO to grant said registration, and
reasonably relying upon the truth of said false statements, the PTO did, in fact, grant the CIA
Registration to Respondent.

10.  Upon information and belief, Respondent knew at the time of filing Respondent’s
Application that the statement regarding its use of the CIA Mark in connection with all of the

goods, including the Gaming Goods, contained in Respondent’s Application was false.



11.  Petitioner is the owner of U.S. Application No. 86/196,227 for the mark CATS IN
ACTION (the “CATS IN ACTION Mark”). See Exhibit D attached hereto and incorporated
herein by reference for a copy of Petitioner’s application for the CATS IN ACTION Mark.

12. Since at least as early as June 30, 2015, Petitioner has been, and is currently,
using the CATS IN ACTION Mark in connection with gaming machines, namely, games of
chance, games which accept a wager, slot machines, video gaming machines and bingo related
games, video based slot machines, reel based slot machines, and gaming machines in the nature
of video lottery terminals (“Petitioner’s Goods”).

13. On July 31, 2015, Petition filed a Statement of Use for the CATS IN ACTION
Mark, confirming that its date of first use of the mark in commerce in connection with
Petitioner’s Goods was June 30, 2015. See Exhibit E attached hereto and incorporated herein by
reference for a copy of the Statement of Use.

14.  Petitioner’s use of the CATS IN ACTION Mark in connection with Petitioner’s
Goods has been valid and continuous since its date of first use.

15.  Respondent’s CIA Mark is similar to Petitioner’s CATS IN ACTION Mark in that
both marks incorporate the phrase CATS IN ACTION, so as to cause confusion or deception as
to the origin of Respondent’s Gaming Goods bearing the CIA Mark would occur, all to the
damage or detriment of Petitioner.

16.  The Gaming Goods are identical and/or closely related to Petitioner’s Goods.

HARM TO PETITIONER

17.  Petitioner hereby incorporates by reference and realleges each and every

allegation set forth in Paragraphs 1 through 16.



17.  Because no use of the CIA Mark in connection with the Gaming Goods can be
located, nor did Respondent submit evidence of use of its CIA Mark in connection with the
Gaming Goods, Petitioner’s date of use of the CATS IN ACTION Mark is presumably prior to
the date of Respondent’s use of the CIA Mark in connection with the Gaming Goods. In view of
the similarity of the respective marks, the similar channels of trade, and the similarity between
the Gaming Goods and the Petitioner’s Goods, Respondent’s CIA Mark, as it is used in
connection with the Gaming Goods, is likely to cause confusion, to cause mistake, or to deceive
as to the source by suggesting that Respondent’s Gaming Goods are associated with or approved,
endorsed, affiliated, authorized, or sponsored by Petitioner, which is false.

18. Moreover, even if a consumer is able to notice a difference between the CIA
Mark and the CATS IN ACTION Mark, they will likely believe that the CIA Mark and the
CATS IN ACTION Mark are, in fact, companion marks used by the same course on companion
or related goods. Any such confusion will result in loss of sales to Petitioner. As such,
Respondent’s registration with respect to the Gaming Goods is and will thus be a source of
damage and injury to Petitioner.

19. In view of the above allegations, Respondent is not entitled to continue
registration of the CIA Mark, especially in connection with the Gaming Goods, since
Respondent, upon information and belief, committed fraud in the procurement of the CIA
Registration.

20. Respondent’s CIA Registration must be cancelled with respect to the Gaming
Goods based upon:

(a) It is likely to cause confusion, to cause mistake, or to deceive;

(b) It falsely suggests a connection with or authorization by Petitioner;



(©) It tends to damage Petitioner’s goodwill in its CATS IN ACTION Mark;
and

(d) It is likely to dilute the distinctive quality of Petitioner’s CATS IN
ACTION Mark.

WHEREFORE, Respondent’s CIA Mark, Registration No. 4,684,194, is damaging to
Petitioner, and Petitioner, accordingly, requests that the instant Petition to Cancel be granted with
respect to the Gaming Goods and that those goods be deleted from the registration for the CIA
Mark.

The fee required by §2.6(a)(16) is enclosed herewith.

Respectfully submitted,

ARMSTRONG TEASDALE, LLP

)
By: [ _— e

J eqm/fer E. HoekKel

/Q6urtney Jackson

-~ 7700 Forsyth Boulevard, Suite 1800
Saint Louis, Missouri 63105
T: 314.621.5070

Attorneys for Petitioner
Video Gaming Technologies, Inc.

Dated: /g‘//7//§/
r/



EXHIBIT A




Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 86293474
Filing Date: 05/28/2014

NOTE: Data fields with the * are mandatory under TEAS Plus. The wording "'(if applicable)" appears
where the field is only mandatory under the facts of the particular application.

The table below presents the data as entered.

TEAS Plus YES

MARK INFORMATION

e THE CATS IN ACTION TEAM (CIA) A DIVISION OF THE
DEPARTMENT OF DOGS (DOD)

*STANDARD

CHARACTERS YES

USPTO-

GENERATED YES

IMAGE
THE CATS IN ACTION TEAM (CIA) A DIVISION OF THE

G ol DEPARTMENT OF DOGS (DOD)

*MARK The mark consists of standard characters, without claim to any particular font,

STATEMENT style, size, or color.

REGISTER Principal

APPLICANT INFORMATION

*OWNER OF MARK  Christophe, Jack

*STREET P.O. Box 3543
*CITY Beverly Hills
*STATE

(Required for U.S. California

applicants)

*COUNTRY United States

*ZIP/POSTAL CODE



(Required for U.S.
applicants only)

EMAIL ADDRESS

AUTHORIZED TO
COMMUNICATE
VIA EMAIL

90212

jack@themonasteryph.com

Yes

LEGAL ENTITY INFORMATION

*TYPE

* COUNTRY OF
CITIZENSHIP

INDIVIDUAL

United States

GOODS AND/OR SERVICES AND BASIS INFORMATION

*INTERNATIONAL
CLASS

009

Audio and video cassette recorders; Audio and video recordings featuring
music and artistic performances; Audio and video recordings featuring
fiction; Digital book readers; Downloadable fiction books on a variety of
topics; Downloadable non-fiction books on a variety of topics;
Downloadable series of fiction books .; Audio books in the nature of novels;
Audio books in the nature of Children and Family Fiction Series of Books ;
Blank CD-ROMs for sound or video recording; Blank computer discs; Blank
discs for computers; Blank floppy computer discs; Blank magnetic computer
tapes; Blank tapes for storage of computer data; Blank video cassettes; Blank
video tapes; Briefcases specially adapted for holding laptop computers;
Broadband power line communication systems for transferring broadband
data over electrical power lines, comprised of computer hardware, software
and modems; Calculating machines, data processing equipment and
computers; Calculating machines, data-processing equipment and computers;
Carrying cases for mobile computers; Carrying cases specially adapted for
electronic equipment, namely, Featuring Children's and Family Book
Series; Carrying cases, holders, protective cases and stands featuring power
supply connectors, adaptors, speakers and battery charging devices, specially
adapted for use with handheld digital electronic devices, namely, Featuring
Children's and Family Book Series; Cases adapted for computers; Cases for
music, audio and related electronic equipment, namely, cases for audio tuners,
audio receivers, amplifiers, tape players, compact disc players, MP3
controllers/players, audio mixers, audio speakers in the nature of music studio
monitors, microphones, audio speakers, compact discs, audio tapes, portable
computers, antennas, phonographic record players, audio recording
equipment, and the cables associated with all of the foregoing equipment; CD
Drives for computers; Children's video tapes; Computer backup and storage
systems with multiple removable RAID cartridges; Computer bags; Computer
game cartridges; Computer game cartridges and discs; Computer game
cassettes; Computer game discs; Computer game programmes; Computer
game programmes downloadable via the Internet; Computer game programs;
Computer game programs, cartridges, and cassettes; Computer game
software; Computer game software downloadable from a global computer



network; Computer game software focusing on achieving a set of goals,
positions, ownership, and credentials, and professional and social status, and
good fortune necessary to succeed professionally and personally, and not
referring either to a group of software for use in commerce or to a group of
offices; Computer game software for gaming machines including slot
machines or video lottery terminals; Computer game software for gaming
machines, namely, slot machines and video lottery terminals; Computer game
software for personal computers and home video game consoles; Computer
game software for use on mobile and cellular phones; Computer game
software for use with personal computers, home video game consoles used
with televisions and arcade-based video game consoles; Computer game
tapes; Computer hardware and computer software programs for the integration
of text, audio, graphics, still images and moving pictures into an interactive
delivery for multimedia applications; Computer joysticks; Computer
keyboards; Computer keypads; Computer mice; Computer monitor frames;
Computer monitors; Computer mouse; Computer mouse in the nature of a
trackpad; Computer mouse, namely, touchpads; Computer mouse, namely,
trackballs; Computer programs for editing images, sound and video;
Computer programs for pre-recorded games; Computer programs for video
and computer games; Computer software and computer hardware for use in
language localization, by means of language translation, subtitling, dubbing,
closed captioning and teletext for feature films, television programs, videos
and digital media in general; Computer software and firmware for games of
chance on any computerized platform, including dedicated gaming consoles,
video based slot machines, reel based slot machines, and video lottery
terminals; Computer software featuring musical sound recordings and musical
video recordings; Computer software for use in relation to digital animation
and special effects of images; Computer software for use in the safeguarding
of digital files, including audio, video, text, binary, still images, graphics and
multimedia files; Computer software for Children's and Family Book Series
that may be downloaded from a global computer network; Computer software
to enhance the audio-visual capabilities of multimedia applications, namely,
for the integration of text, audio, graphics, still images and moving pictures;
Computer software, namely, game engine software for video game
development and operation; Computer-gaming software; Consumer electronic
products, namely, audio amplifiers, audio speakers, audio receivers, electrical
audio and speaker cables and connectors, audio decoders, video decoders,
speakers, power conversion devices, power converters, and power inverters;
Digital media, namely, pre-recorded DVDs, downloadable audio and video
recordings, and CDs featuring and promoting Children and Family Fiction
Book Series; Digital media, namely, pre-recorded video cassettes, digital
video discs, digital versatile discs, downloadable audio and video recordings,
DVDs, and high definition digital discs featuring Children and Family
Fiction Animated Series based on Book Series; Distribution amplifiers for
audio and video signals; Downloadable cloud computer software for
Children's and Family Book Series; Downloadable computer game
programs; Downloadable computer game software via a global computer
network and wireless devices; Downloadable computer programs featuring
positionable game piece figures for use in the field of computer games;


















































































































