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Joint Motion for Registration by Consent 
 

1. In the Joint Stipulation filed herewith, Cyanotech Corporation (“Cyanotech”) 

and Nutrex Research, Inc. (“NRI”) have stipulated to Cyanotech’s 

withdrawal of Cyanotech’s Concurrent Use statement in Cyanotech’s 

Application Nos. 85423915 and 85423883 (collectively, “Cyanotech’s 

Applications”).  Joint Stipulation ¶1. Cyanotech and NRI jointly request 

withdrawal of Cyanotech’s Concurrent Use statement in Cyanotech’s 

Applications.   

2. Cyanotech and NRI hereby jointly request that the USPTO Trademark Trial 

and Appeal Board (“Board”) grant registration by consent of Cyanotech’s 

Applications.  Cyanotech is Petitioner, and NRI is Registrant in Concurrent 

Use No. 94002616 and in Cancellation No. 92061862 (collectively referred 

to herein as the “Consolidated Proceeding.”).   

3. This Joint Motion acknowledges the deletion of Monique Loppe and Nutrex 

nv as parties in the Consolidated Proceeding, and otherwise supersedes the 

Cyanotech’s and NRI’s previously filed Joint Motions in the Consolidated 

Proceeding.  

4. In support of this Joint Motion, Cyanotech and NRI rely upon (i) the record 

in the Consolidated Proceeding; (ii) the parties’ Joint Stipulation submitted 

herewith, and (iii) the Revised Trademark Coexistence Agreement entered 

into by Cyanotech and NRI, annexed hereto as Exhibit A and fully 

incorporated herein. 

5. After review of the Board’s Order CAN-11 (dated 29 March 2017) in the 

Consolidated Proceeding, Cyanotech and NRI have entered into the Revised 

Trademark Coexistence Agreement annexed as Exhibit A hereto to settle the 

Consolidated Proceeding.   
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6. Cyanotech began using the NUTREX HAWAII mark on its goods in 

International Class 5 in 1991, and has continuously used the NUTREX 

HAWAII mark nationwide on its goods since 1991. Joint Stipulation ¶3. 

7. NRI began using the NUTREX RESEARCH mark (“NRI mark”) on its 

goods in International Class 5 in 2002, and has continuously used the NRI 

mark nationwide on its goods since 2002.  Joint Stipulation ¶4. 

8. NRI’s NRI mark and Cyanotech’s NUTREX HAWAII mark have coexisted 

on goods in International Class 5 nationwide since 2002.  Joint Stipulation 

¶5. 

9. The predominant direct purchasers of Cyanotech’s and NRI’s goods are 

large distributors and national chain retailers with centralized purchasing 

management and distribution.   Such purchasers are not impulse buyers, but 

are very skilled in distinguishing and specifying goods from various sources, 

particularly nutritional supplements in Class 5.  Marketing messages 

directed by Cyanotech and NRI to such purchasers make confusion unlikely 

among such purchasers as to the source of each party’s goods.  Joint 

Stipulation ¶6. 

10. Cyanotech’s market at wholesale and retail levels is nutritional supplements 

for general health, promoted without emphasis on support for bodybuilding, 

libido, or weight loss, and its marketing messages, trade channels, and trade 

dress are directed to such general health market.  Retail sales of Cyanotech’s 

products are primarily through big box retailers, supermarkets, pharmacies, 

general vitamin shops, and online vendors of general health nutritional 

supplements.  Joint Stipulation ¶7. 

11. NRI’s market at wholesale and retail levels is nutritional supplements for 

body building, libido, and weight loss, promoted without emphasis on 

support for general health, and its marketing messages, trade channels, and 
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trade dress are directed to such body building, libido, and weight loss 

markets.  Retail sales of NRI’s products are primarily through specialty 

vitamin shops and online vendors of nutritional supplements for 

bodybuilding, libido, or weight loss.  Consumers of nutritional supplements 

for bodybuilding, libido, or weight loss are extremely attentive to label 

content and other marketing messages emphasizing bodybuilding, libido, or 

weight loss, as distinct from marketing messages about general health.  Joint 

Stipulation ¶8. 

12. Cyanotech’s current trade dress has predominantly red, orange, or green 

background labels, with “calm, soothing” layouts, as shown in Exhibit 1 

submitted herewith.  Joint Stipulation ¶9. 

13. NRI’s current trade dress consistently uses black and white labels accented 

with red, with “emphatic, maximum exertion” layouts, as shown in Exhibit 2 

submitted herewith.  Joint Stipulation ¶10. 

14. Cyanotech and NRI have reviewed their records and have found that 

confusion among buyers about Cyanotech’s and NRI’s marks, and goods, 

has been de minimis during the 15 years in which the parties’ marks have 

coexisted nationwide.  Joint Stipulation ¶11. 

15. The parties agree to maintain trade dress no less distinctive than their current 

trade dress, and will not adopt a trade dress confusingly similar to that of the 

other party.   Joint Stipulation ¶12. 

16. Cyanotech and NRI will abstain from any promotion that their respective 

products are especially suited for use in the other party’s market.  Joint 

Stipulation ¶13. 

17. Each party agrees it will not make its marks in their entireties more similar 

as to appearance, sound, connotation and commercial impression than such 
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party’s marks are as of the submission of this Joint Motion.  Joint Stipulation 

¶14. 

18. Neither Cyanotech nor NRI will use in their advertising and labeling the 

term NUTREX alone, but will use the term NUTREX only in their 

respective compound word marks or in their respective design marks.  Joint 

Stipulation ¶15. 

19. If in a communication between a party and a buyer, such buyer confuses the 

goods or services of one party with those of the other party, the party 

communicating with such buyer shall use commercially reasonable efforts to 

advise such buyer about the correct source of the goods about which the 

buyer is confused.   If there are such events of buyer confusion of the 

parties’ goods or services, the parties shall seasonably confer to develop and 

implement commercially reasonable changes in marketing and distribution 

under their control that are designed to reduce such confusion.  Joint 

Stipulation ¶16. 

20. Each party agrees it will not make the nature of the goods or services as 

described in an application or registration or in connection with which a 

prior mark is in use more similar than such nature is as of the submission of 

this Joint Motion.  Joint Stipulation ¶17. 

21. Each party agrees it will not make trade channels under its control more 

similar than the trade channels used by such party are as of the submission 

of this Joint Motion.  Joint Stipulation ¶18. 

22. Each party agrees it will not make conditions under its control under which 

buyers to whom sales are made more similar than such conditions are as of 

the submission of this Joint Motion.  Joint Stipulation ¶19. 

23. The Revised Trademark Coexistence Agreement annexed as Exhibit A 

recites the agreement of Cyanotech and NRI concerning preceding 
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paragraphs 15 to 22 and contains other provisions adequately designed to 

avoid confusion in the reasonable circumstances in which the marks may be 

used by purchasers of each party’s goods.  

24. Wherefore, in view of the annexed Revised Trademark Coexistence 

Agreement, 15 years of nationwide coexistence of Cyanotech’s and NRI’s 

marks with de minimis confusion among buyers, and the differences in the (i) 

identity of their goods, (ii) purchasers at wholesale and retail levels, (iii) 

marketing messages, (iv) trade dress, (v) trade channels, and (vi) the 

undertakings in paragraphs 15 to 22 above, Cyanotech and NRI jointly move 

the Board to grant (i) withdrawal of Cyanotech’s Concurrent Use statement 

and (ii) registration of Cyanotech’s Application Nos. 85423883 and 

85423915. 

25. Wherefore, Cyanotech and NRI further jointly move that the Board toll the 

Proceeding pending decision on this Joint Motion for Registration Based on 

Consent. 

 

 

  May 30, 2017    / George E. Darby /  

George E. Darby 
Reg. No. 44,053 
Darby IP & Law Corporation 
Voice: 808.626.1300 
Email: pto@teleport-asia.com 

         

Counsel for Cyanotech 

Corporation  

 

 

 
 May 30, 2017    / Ava K. Doppelt /  

Ava K. Doppelt 
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Allen, Dyer, Doppelt, Milbrath 
& Gilchrist, P.A. 
Florida Bar No. 393738 
255 South Orange Avenue 
Orlando, Florida 32801 
Telephone: (407) 841-2330 
Facsimile: (407) 841-2343 
Email: adoppelt@addmg.com 
 
Counsel for Nutrex Research, Inc.  
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Joint Stipulation in Support of the Parties 
Joint Motion for Registration by Consent  

 
 

1. Cyanotech Corporation (“Cyanotech”), with consent by Nutrex Research, 

Inc. (“NRI”), hereby withdraws its Concurrent Use statement in Cyanotech’s 

Application Nos. 85423915 and 85423883 (collectively, “Cyanotech’s 

Applications”).  Cyanotech and NRI file this Joint Stipulation in support of 

the parties’ Joint Motion for Registration by Consent (“Joint Motion”) filed 

herewith.   

2. Cyanotech and NRI have signed the Revised Trademark Coexistence 

Agreement annexed as Exhibit A to the Joint Motion to settle Concurrent 

Use Proceeding No. 94002616 and Cancellation Proceeding No. 92061862 

(collectively referred to herein as the “Consolidated Proceeding.”).   

3. Cyanotech began using the NUTREX HAWAII mark on its goods in 

International Class 5 in 1991, and has continuously used the NUTREX 

HAWAII mark nationwide on its goods since 1991. 

4. NRI began using the NUTREX RESEARCH mark (“NRI mark”) on its 

goods in International Class 5 in 2002, and has continuously used the NRI 

mark nationwide on its goods since 2002.  

5. NRI’s NRI mark and Cyanotech’s NUTREX HAWAII mark have coexisted 

on goods in International Class 5 nationwide since 2002.  

6. The predominant direct purchasers of Cyanotech’s and NRI’s goods are 

large distributors and national chain retailers with centralized purchasing 

management and distribution.   Such purchasers are not impulse buyers, but 

are very skilled in distinguishing and specifying goods from various sources, 

particularly nutritional supplements in Class 5.  Marketing messages 
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directed by Cyanotech and NRI to such purchasers make confusion unlikely 

among such purchasers as to the source of each party’s goods. 

7. Cyanotech’s market at wholesale and retail levels is nutritional supplements 

for general health, promoted without emphasis on support for bodybuilding, 

libido, or weight loss, and its marketing messages, trade channels, and trade 

dress are directed to such general health market.  Retail sales of Cyanotech’s 

products are primarily through big box retailers, supermarkets, pharmacies, 

general vitamin shops, and online vendors of general health nutritional 

supplements. 

8. NRI’s market at wholesale and retail levels is nutritional supplements for 

body building, libido, and weight loss, promoted without emphasis on 

support for general health, and its marketing messages, trade channels, and 

trade dress are directed to such body building, libido, and weight loss 

markets.  Retail sales of NRI’s products are primarily through specialty 

vitamin shops and online vendors of nutritional supplements for 

bodybuilding, libido, or weight loss.  Consumers of nutritional supplements 

for bodybuilding, libido, or weight loss are extremely attentive to label 

content and other marketing messages emphasizing bodybuilding, libido, or 

weight loss, as distinct from marketing messages about general health. 

9. Cyanotech’s current trade dress has predominantly red, orange, or green 

background labels, with “calm, soothing” layouts, as shown in Exhibit 1 

submitted herewith.   

10. NRI’s current trade dress consistently uses black and white labels accented 

with red, with “emphatic, maximum exertion” layouts, as shown in Exhibit 2 

submitted herewith.   

11. Cyanotech and NRI have reviewed their records and have found that 

confusion among buyers about Cyanotech’s and NRI’s marks, and goods, 
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has been de minimis during the 15 years in which the parties’ marks have 

coexisted nationwide.    

12. The parties agree to maintain trade dress no less distinctive than their current 

trade dress, and will not adopt a trade dress confusingly similar to that of the 

other party.     

13. Cyanotech and NRI will abstain from any promotion that their respective 

products are especially suited for use in the other party’s market.    

14. Each party agrees it will not make its marks in their entireties more similar 

as to appearance, sound, connotation and commercial impression than such 

party’s marks are as of the submission of the Joint Motion. 

15. Neither Cyanotech nor NRI will use in their advertising and labeling the 

term NUTREX alone, but will use the term NUTREX only in their 

respective compound word marks or in their respective design marks.    

16. If in a communication between a party and a buyer, such buyer confuses the 

goods or services of one party with those of the other party, the party 

communicating with such buyer shall use commercially reasonable efforts to 

advise such buyer about the correct source of the goods about which the 

buyer is confused.   If there are such events of buyer confusion of the 

parties’ goods or services, the parties shall seasonably confer to develop and 

implement commercially reasonable changes in marketing and distribution 

under their control that are designed to reduce such confusion.  

17. Each party agrees it will not make the nature of the goods or services as 

described in an application or registration or in connection with which a 

prior mark is in use more similar than such nature is as of the submission of 

the Joint Motion.  
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18. Each party agrees it will not make trade channels under its control more 

similar than the trade channels used by such party are as of the submission 

of the Joint Motion.    

19. Each party agrees it will not make conditions under its control under which 

buyers to whom sales are made more similar than such conditions are as of 

the submission of the Joint Motion.    

20. The Revised Trademark Coexistence Agreement annexed as Exhibit A to the 

Joint Motion recites the agreement of Cyanotech and NRI concerning 

preceding paragraphs 12 to 19 and contains other provisions adequately 

designed to avoid confusion in the reasonable circumstances in which the 

marks may be used by purchasers of each party’s goods.  

21. In view of 15 years of de minimis confusion by buyers of the parties’ goods 

and services, and the undertakings in the  Revised Trademark Coexistence 

Agreement annexed as Exhibit A to the Joint Motion, the parties believe that 

(i) future confusion is unlikely, and (ii) if the parties become aware of buyer 

confusion, the undertaking in paragraph 16 above will promptly and 

effectively remove that confusion. 

 

 

 

  May 30, 2017    / George E. Darby /  

George E. Darby 
Reg. No. 44,053 
Darby IP & Law Corporation 
Voice: 808.626.1300 
Email: pto@teleport-asia.com 

         

Counsel for Cyanotech 

Corporation  
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 May 30, 2017    / Ava K. Doppelt /  

Ava K. Doppelt 
Allen, Dyer, Doppelt, Milbrath 
& Gilchrist, P.A. 
Florida Bar No. 393738 
255 South Orange Avenue 
Orlando, Florida 32801 
Telephone: (407) 841-2330 
Facsimile: (407) 841-2343 
Email: adoppelt@addmg.com 
 
Counsel for Nutrex Research, Inc.  
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