
 

 

 
 
 
 
 
 
 
Baxley     Mailed:  December 28, 2016 
 

Cancellation No. 92061544 

Ayush Herbs, Inc. 

v. 

MDR Fitness Corp. 
 
Andrew P. Baxley, Interlocutory Attorney: 
 

Pursuant to the Board’s September 12, 2016 order, the Board extended the close 

of the discovery period to December 13, 2016. On December 8, 2016, Respondent filed 

a motion to extend discovery by sixty days.1 Petitioner filed a brief in response 

thereto. Although Respondent’s time in which to file a reply brief has not lapsed, the 

Board, in its discretion, elects to decide the motion now.  

Because Respondent acted prior to the close of discovery, it need only show “good 

cause” for the extension sought. Fed. R. Civ. P. 6(b)(1)(A); TBMP § 509.01(a). The 

Board is generally liberal in granting extensions before the period to act has lapsed, 

so long as the moving party has not been guilty of negligence or bad faith and the 

privilege of extensions is not abused. See, e.g., American Vitamin Products, Inc. v. 

                     
1 Respondent included a proposed schedule in its motion. The better practice is to request an 
extension of a specified duration to run from the date of the Board’s decision. See TBMP § 
509.02 (2016). 
  Under the circumstances, Respondent could have requested that the motion to extend be 
resolved by telephone conference. See Trademark Rule 2.120(i)(1); TBMP § 502.06.  
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DowBrands Inc., 22 USPQ2d 1313 (TTAB 1992). However, a party, in its motion to 

extend, must set forth with particularity the facts said to constitute good cause for 

the requested extension and must establish that the requested extension is not made 

necessary by the party’s own lack of diligence or unreasonable delay in taking the 

required action during the time previously allotted therefor. See National Football 

League v. DNH Mgt. LLC, 85 USPQ2d 1852, 1854 (TTAB 2008); TBMP § 509.01(a).  

The record herein indicates that: (1) under the Board notice instituting this 

proceeding, discovery first opened in this proceeding on July 31, 2015, and initial 

disclosures were due by August 30, 2015 (2 TTABVUE);2 (2) Respondent has been 

represented by counsel since filing its answer on July 6, 2015 (4 TTABVUE); (3) 

Respondent’s new attorney entered an appearance on October 5, 2016 (15 

TTABVUE); (4) Respondent served its first discovery requests on October 24, 2016 

(19 TTABVUE 4); (5) Petitioner served a response thereto on November 28, 2016 

wherein it objected to the discovery requests on the ground that Respondent had not 

served initial disclosures (19 TTABVUE 4); (6) Respondent served initial disclosures 

on December 5, 2016, eight days prior to the scheduled close of discovery (19 

TTABVUE 4); and (7) in a December 8, 2016 e-mail to Respondent’s attorney, 

                     
2 In initial disclosures in Board proceedings, a party must identify “each individual likely to 
have discoverable information — along with the subjects of that information — that the 
disclosing party may use to support its claims or defenses, unless the use would be solely for 
impeachment;” and “a copy — or a description by category and location — of all documents, 
electronically stored information, and tangible things that the disclosing party has in its 
possession, custody, or control and may use to support its claims or defenses, unless the use 
would be solely for impeachment.” Fed. R. Civ. P. 26(a)(1)(A)(i) and (ii); TBMP § 401.02. 
Although Respondent served discovery responses prior to serving its initial disclosures, 
discovery and initial disclosures are not substitutes for one another. See TBMP § 401.02. 
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Petitioner’s attorney stated that, as a compromise, it would respond to any follow-up 

discovery that Respondent served on or before January 24, 2017 and agreed to extend 

trial dates by forty-five days (20 TTABVUE 6 and 20).  

 “The parties and their counsel are presumed to be familiar with the Trademark 

Rules of Practice.” HighBeam Marketing LLC v. Highbeam Research LLC, 85 

USPQ2d 1902, 1904 (TTAB 2008). Under Trademark Rule 2.120(a)(3), “[a] party must 

make its initial disclosures prior to seeking discovery, absent modification of this 

requirement by a stipulation of the parties approved by the Board, or a motion 

granted by the Board, or by order of the Board.” See also TBMP §§ 401.02, 403.02, 

405.01, 406.01, and 407.01. The initial disclosure requirement was not modified 

herein. Therefore, it was incumbent upon Respondent to verify, prior to serving its 

discovery requests, that it had served initial disclosures. See Trademark Rule 

2.120(a)(3).  

Respondent contends that it needs an extension of the discovery period to take 

follow-up discovery. However, Respondent appears to have waited until October 24, 

2016, seventeen months after the commencement of this proceeding, to attempt to 

serve any discovery requests and did not perfect service of those discovery requests 

until December 5, 2016, eight days prior to the close of discovery, when it served its 

initial disclosures. A party may not wait until the waning days of the discovery period 

to serve discovery requests and then be heard to complain that it needs an extension 

of the discovery period in order to take follow-up discovery. See Luehrmann v. Kwik 

Kopy Corp., 2 USPQ2d 1303, 1305 (TTAB 1987).  
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Nonetheless, Petitioner’s attorney stated in a December 8, 2016 email to 

Respondent’s attorney that it would respond to any follow-up discovery served by 

Respondent between January 9, 2017, the due date for its responses to Respondent’s 

outstanding discovery requests (see Trademark Rules 2.119(c)3 and 2.120(a)(3)), and 

January 24, 2017. Under current rules, written discovery requests can be served until 

the close of discovery. See Trademark Rule 2.120(a)(3). Under changes to Rule 

2.120(a)(3) that become effective on January 14, 2017, discovery requests must served 

early enough to allow responses prior to the close of the discovery period.4 See 

Miscellaneous Changes to Trademark Trial and Appeal Board Rules of Practice, 81 

Fed. Reg. 69950, 69976 (October 7, 2016) 

(https://www.uspto.gov/sites/default/files/documents/81%20FR%2069950.pdf). Under 

Rule 2.120(a)(3) as amended, Petitioner’s responses to any such follow-up discovery 

requests would not be due until as late as February 23, 2017. Unless the discovery 

period is extended, those response would not be due until more than a week after the 

commencement of trial under the current schedule.5 See Trademark Rule 2.120(a)(3); 

id. In view of Petitioner’s attorney’s December 8, 2016 e-mail, the Board finds that 

there is good cause to extend the discovery period for the limited purpose of allowing 

                     
3 Federal Rule of Civil Procedure 6(d) is inapplicable in Board proceedings. See Trademark 
Rules 2.116(a) and 2.119(c). 
 
4 Under the rule changes, motions to compel discovery are due by the deadline for the first 
deadline for pretrial disclosures. See Miscellaneous Changes to Trademark Trial and Appeal 
Board Rules of Practice, 81 Fed. Reg. at 69977. 
 
5 Under the schedule set forth in the September 12, 2016 order, trial would commence on 
February 12, 2017. 
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Respondent to serve written follow-up discovery requests and to allow Petitioner time 

to respond thereto prior to the close of the discovery period. 

In view thereof, the motion to extend is granted to the extent modified by this 

order. Dates herein are reset as follows. 

Expert Disclosures Due 1/24/2017 
Discovery Closes 2/23/2017 
Plaintiff's Pretrial Disclosures Due 4/9/2017 
Plaintiff's 30-day Trial Period Ends 5/24/2017 
Defendant's Pretrial Disclosures Due 6/8/2017 
Defendant's 30-day Trial Period Ends 7/23/2017 
Plaintiff's Rebuttal Disclosures Due 8/7/2017 
Plaintiff's 15-day Rebuttal Period Ends 9/6/2017 

In each instance, a copy of the transcript of testimony, together with copies of 

documentary exhibits, must be served on the adverse party within thirty days after 

completion of the taking of testimony. Trademark Rule 2.125. Briefs shall be filed in 

accordance with Trademark Rules 2.128(a) and (b). An oral hearing will be set only 

upon request filed as provided by Trademark Rule 2.129. If either of the parties or 

their attorneys should have a change of address, the Board should be so informed 

promptly. 

 


