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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

AYUSH HERBS, INC.,  

 

Petitioner  

  

vs.  

 

MDR Fitness Corp.,  

  

Registrant. 

 

  

 

 

Proceeding No.:  92061544 

 

Mark:  CARDIO TONE 

 

PETITIONER’S RESPONSE IN OPPOSITION  

TO REGISTRANT’S MOTION TO EXTEND DISCOVERY 

 

 Registrant’s Motion should be denied because it has not shown good cause for the 

extension.  Registrant has consistently and repeatedly ignored the Board’s rules in this matter, 

and has intentionally delayed discovery for months.  Registrant has refused to respond to 

discovery requests, ignored dozens of attempts to meet and confer (resulting in two Motions to 

Compel), waited until the close of discovery to serve its own requests for written discovery, 

failed to serve timely initial disclosures, and sought multiple extensions in this proceeding for the 

purpose of “conducting follow-up discovery”.   

Registrant’s attempt to explain its failure to serve timely initial disclosures as a 

“misunderstanding” is unavailing.   Ignorance of the rules and one’s own case file is not “good 

cause.”  Besides, Registrant has at all times been represented by counsel in this matter.  There 

was no “misunderstanding.”  Petitioner notified Registrant of its objection to the service of 

written discovery prior to initial disclosures in a timely manner.  Finally, Petitioner has not and 

does not claim prejudice as a result of its having to conduct its discovery deposition of 

Registrant’s 30(b)(6) witness within the discovery period.  Indeed, Petitioner avers that it was 
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complying with the rules and attempting to achieve a speedy resolution to this proceeding, unlike 

Registrant who seeks nothing but delay.  After having done so without complaint, it is simply 

unfair to now allow Registrant to extend and delay this matter further due to its own 

malfeasance. 

I. STATEMENT OF FACTS 

Since the outset, Registrant has had a unique strategy for dealing with this proceeding – 

ignore it.  Seeing that that tactic was not going to work, Registrant has now changed counsel, 

served 11
th

 hour discovery, and is seeking to delay the proceeding even more than it already has 

been.  While Registrant’s Motion chooses to ignore them, a brief recitation of the background 

facts will help color Petitioner’s position as to why no further extensions should be granted. 

Petitioner initiated this case on May 21, 2015.  Registrant’s Answer was due July 1, 

2015.  Registrant filed its Answer July 6, 2015.  Petitioner served its initial disclosures, and 

thereafter served written discovery requests on November 17, 2015.  Registrant did not respond.  

Registrant’s attorney ignored multiple requests to meet and confer, and Petitioner filed a Motion 

to Compel on December 30, 2015.  That Motion wat denied because the Board found that, in 

light of the holiday season, additional attempts should have been made to meet and confer.  

Proceedings resumed on May 12, 2016.   

Thereafter, Petitioner made numerous additional attempts to reach Registrant’s counsel to 

meet and confer.  Despite multiple phone calls and emails, Registrant did not respond. (See 

Petitioner’s Second Motion to Compel, Doc. No. 12, Exhibit C, Correspondences from 

Petitioner’s counsel Ryan Kaiser to Registrant’s counsel Jason Psaltides dated May 16, 18, 31, 

and June 3, 2016.)   
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On June 8, 2016 without any communication from Registrant, Petitioner finally received 

responses to its discovery requests (seven months after service).  Registrant filed its responses 

with the Board. (See, Registrant’s Responses, Doc. No 10.)  A quick review of those responses 

revealed that they were deficient.  For example, Registrant had not responded to a single 

document request or produced a single page of documents.  (Id.)  Petitioner again tried multiple 

times to meet and confer, sending a letter and email to Registrant’s counsel on August 9; another 

letter and email on August 15; and a final email on August 31.  (See Petitioner’s Second Motion 

to Compel, Doc. No. 12, Exhibits F-H.)   On August 31, 2016, hearing nothing from Registrant’s 

attorney despite repeated attempts over 9 months, Petitioner filed a second motion to compel. 

(See, Petitioner’s Second Motion to Compel, Doc. No. 12, with a complete explanation and 

documentation of Petitioner’s extensive efforts to communicate with Registrant’s attorney.)    

On September 2, 2016, Registrant filed a Motion to Extend Discovery and Trial dates. 

(Doc. No. 13.)  The Motion displays on the TTAB docket as a “Response to Motion to Compel”, 

but the motion itself was titled as a Motion to Extend.  In it, registrant asked to extend discovery 

and all remaining dates to allow Registrant time to respond to discovery and “to pursue follow-

up discovery if necessary.”  (Doc. No. 13 (emphasis added).)  The Board granted Petitioner’s 

Motion to Compel in part, ordering supplemental written responses 30 days from the Order and 

production of documents 60 days from the Order.  The Board also extended discovery and all 

remaining dates 3 months.  Discovery was to close on December 13, 2016.   

Registrant changed counsel on October 5.  While a new law firm is handling this 

proceeding, Registrant’s old counsel, Jason Psaltides, still represents Registrant in legal matters. 

Registrant’s new attorneys served written discovery requests to Petitioner on October 24.  
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Petitioner’s objections to those requests were due on November 28, 2016, at which point there 

would have been 15 days remaining in discovery. 

Petitioner received documents from Registrant on November 12, 2016 and thereafter 

noticed a 30(b)(6) deposition of Registrant to occur within the discovery period.  Petitioner did 

not claim to be prejudiced by the timeframe.  Petitioner took its deposition within the discovery 

period. 

On November 28, 2016, Petitioner timely responded to Registrant’s written discovery 

requests with an objection.  (See, Nov. 28, 2016 Letter, attached.)  Petitioner explained that 

Registrant had not served its initial disclosures, and therefore was not entitled to serve written 

discovery.  Petitioner expressly stated the basis and authority for its objection.  (Id.) 

A week later, Registrant served Initial Disclosures on December 5, 2016 (eight days 

before the close of discovery).  Despite Registrant’s refusal to re-serve its discovery requests, 

Petitioner agreed to treat its requests as having been served on December 5
th

.  As such, 

Registrant’s responses are due on January 9, 2017, which is after the close of discovery. 

On December 6, 2016, Registrant asked for a 60 day extension of discovery so that it 

could file a motion to compel, if necessary.  (See, Email Exchange, attached.)  Petitioner 

declined, noting that Registrant could still file a motion to compel after the close of discovery if 

it deemed one necessary after seeing Petitioner’s responses.  (Id.)  In response, on December 7, 

Registrant revealed its true reason for wanting the extension.  Registrant’s counsel indicated an 

extension is needed because Registrant is entitled to “the right to take follow up discovery.”  (Id.)  

Petitioner explained that there is no such “right” and that Registrant’s inability to obtain follow 

up discovery was the result of its own delay in seeking discovery, and its failure to properly 

serve initial disclosures.  (Id.) 
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After Registrant filed the instant motion, Petitioner offered to compromise.  (See, 

Compromise Email, attached.)  Specifically, Petitioner agreed to respond to any follow-up 

written discovery served on or before January 24 (15 days from Petitioner’s deadline to serve 

responses to Registrant’s initial set of requests).  (Id.)  To address Registrant’s concern about 

filing a Motion to Compel (if needed) prior to Petitioner’s Pre-Trial disclosures, Petitioner 

agreed to extend the trial dates.  (Id.)  This would put Registrant back in the same position it 

would have been in had it properly served initial disclosures prior to issuing discovery requests 

(i.e. it would have had 15 days left until the Dec. 13 close of discovery).  As it has done during 

the entire course of this proceeding, Registrant did not respond. 

II. ARGUMENT 

Registrant admits it served written discovery requests prior to serving its initial 

disclosures.  The rules and case law on this point are clear.  TBMP 403.02 (37 CFR § 

2.120(a)(3)("A party must make its initial disclosures prior to seeking discovery ... "); Dating 

DNA, LLC v. Imagini Holdings, LLC, 94 USPQ2d 1889 (TTAB 2010) (motion to compel denied 

where moving party failed to make initial disclosures; service of initial disclosures is a 

prerequisite to taking discovery.  Turning next to opposer's motion to compel, Trademark Rule 

2.120(a)(3) provides that "[a] party must make its initial disclosures prior to seeking discovery 

...." Opposer failed to comply with this Rule, and accordingly its motion to compel also is 

DENIED.)  Petitioner was not required to respond to Registrant’s requests with anything other 

than an objection explaining why it wasn’t responding. 

Here, Registrant’s only real complaint is that Petitioner waited until November 28
th

 to 

inform its attorneys of their error.  Registrant does not, and cannot, argue that Petitioner’s 

response was untimely.  Petitioner served a timely response consisting of a valid objection.   
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Dating DNA, 94 USPQ2d 1889 (“Opposer's argument that applicant should have informed 

opposer earlier, and before discovery closed, that it would not be responding to opposer's 

discovery requests is not well-taken. Opposer served its discovery requests by mail, and 

accordingly applicant was allowed 35 days to respond. Within this 35 day period, applicant 

informed opposer that it would not be responding to opposer's discovery requests, and clearly 

and specifically explained the reason, i.e. opposer's failure to serve initial disclosures”.)  That 

Petitioner did not inform Registrant of its position until 15 days before discovery closed is not a 

function of Petitioner attempting to "game the system," but instead a function of Registrant’s 

choosing to serve its discovery requests late in the discovery period. (See, TBMP § 403.05 

(explaining importance of serving discovery requests early enough to allow for time to take 

follow-up discovery).) 

Registrant has been represented in this matter by counsel since it was filed.  When 

Registrant decided to change counsel 17 months into the proceeding, its new attorneys were 

responsible for familiarizing themselves with the file and correcting any deficiencies.  Indeed, 

Registrant’s prior attorney still represents Registrant in legal matters and is still involved in the 

defense of this proceeding.  That its new counsel did properly familiarize itself, and chose 

instead to serve improper written discovery requests, is not Petitioner’s fault.  Registrant has 

ignored this proceeding, and the Board’s rules, since May of 2015.  It has requested numerous 

extensions for the purpose of conducting “follow up discovery” and continues to harass 

Petitioner with baseless motions like the present one.  At this point, Petitioner simply assumed 

Registrant’s conduct – ignoring the rules – was just more of the same tactic it had seen since the 

beginning.   
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In reality, what Registrant wants is 60 more days so it can subject Petitioner to costly 

depositions in an effort to force a settlement.  Indeed, if Registrant truly only wanted the ability 

to file a motion to compel (if necessary) and conduct written follow-up discovery if needed, it 

would have accepted Petitioner’s offer to extend the trial dates and participate in limited written 

follow-up discovery outside he discovery period.   Having ignored and abused the rules, as well 

as the privilege of extensions, for the duration of this already-drawn-out proceeding, registrant 

should not now be allowed to stretch things out even further in order to harass Petitioner. 

III. CONCLUSION 

 Registrant has not shown good cause as to why an extension is necessary here.  Indeed, as 

discussed above, the true purpose of the requested extension is merely to delay the proceeding 

and harass the Petitioner.  After utterly ignoring this proceeding for nearly 20 months, Registrant 

cannot now claim it has the “right” to conduct follow-up discovery.   There is no such “right.”  A 

party who develops its case diligently through early and thorough discovery is entitled to the 

opportunity to conduct follow-up discovery.  It is not a “right.”  Indeed, as Registrant correct 

points out, the new TTAB Rules, which go into effect next month, were enacted to “avoid the 

expense and uncertainty that arise when discovery disputes erupt on the eve of trial.”  The 

purpose of the Rules is to encourage early discovery…not to allow postponement of trial so 

negligent parties can get caught up at the last minute.  In light of the foregoing, Petitioner 

respectfully requests that the Board deny Registrant’s Motion for failure to show good cause for 

the extension. 

 This 23
rd

 day of December, 2016. 

      Respectfully submitted, 

/s/ Ryan M. Kaiser 

Ryan M. Kaiser 
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Sanjay S. Karnik 

AMIN TALATI & UPADHYE, LLC 

100 S. Wacker Drive 

Suite 2000 

Chicago, IL 60606 

T: (312) 327-3328 

F: (312) 884-7352 

ryan@amintalati.com 

sanjay@amintalati.com 
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CERTIFICATE OF SERVICE 

 

 I hereby certify that on December 23, 2016, a true and correct copy of the foregoing was 

served via email and the TTAB’s ESTTA system on all counsel or parties of record on the 

Service List below: 

 

SERVICE LIST 

 

Catherine F. Hoffman 

James Stephan 

MAYBACK & HOFFMAN, PA 

5846 S. Flamingo Rd., Suite 232 

Fort Lauderdale, FL 33330 

choffman@mayback.com 

JStepan@mayback.com 

 

 

/s/ Ryan M. Kaiser 

 ryan@amintalati.com       

 

  

 

  

 

 

 

 

 

 



 

 

November 28, 2016 

 

Catherine F. Hoffman 

James A. Stepan 

MAYBACK & HOFFMAN, P.A. 

5846 S. Flamingo Rd., #232 

Fort Lauderdale, FL 33330 

VIA EMAIL: choffman@mayback.com 

  JStepan@mayback.com 

 

 Re: Ayush Herbs, Inc. v. MDR Fitness Corp., T.T.A.B., Cancellation No. 92061544 

 

Dear Counsel: 

 

 Plaintiff / Petitioner Ayush Herbs, Inc. hereby objects in full to Registrant MDR Fitness 

Corp.’s First Set of Interrogatories to Petitioner and First Request for Production to Petitioner on the 

grounds that Registrant has failed to submit its Initial Disclosures, a long-established prerequisite to 

issuing written discovery in T.T.A.B. proceedings.   

 

 Pursuant to TBMP § 401.02, quoting 37 C.F.R. § 2.120(a)(3), “[a] party must make its 

initial disclosures prior to seeking discovery[.]”  “[F]or cases commenced on or after November 1, 

2007, the serving party must have already made its initial disclosures, absent a stipulation or a 

granted motion or upon order of the Board to the contrary.  TBMP § 403.02; see also Dating DNA, 

LLC v. Imagini Holdings, Ltd., 2010 TTAB LEXIS 302 (Trademark Trial & App. Bd. Feb. 22, 

2010) (denying motion to compel where moving party did not issue Rule 26(a)(1)(A) Initial 

Disclosures prior to seeking discovery) (citing Amazon Technologies, Inc. v. Wax, 93 U.S.P.Q.2D 

(BNA) 1702, TTAB Opposition No. 91187118 (TTAB Nov. 4, 2009)).  

 

 In this case, Petitioner has not received Registrant’s Initial Disclosures, making Registrant’s 

discovery requests of October 24, 2016 improperly issued.  For these reasons, Petitioner objects to 

providing any responses to said discovery requests. 

 

  

  

mailto:choffman@mayback.com
mailto:JStepan@mayback.com


 

 Finally, attached please see a Notice of Deposition pursuant to Fed. R. Civ. P. 30(b)(6) of 

MDR Fitness Corp., for December 13, 2016.  If this date does not work for you, please let me know 

and we can select a mutually convenient date and time.   

 

      

       Sincerely, 

 

       /s/ Ryan M. Kaiser 

       /s/ Sanjay S. Karnik 

 

       Counsel for Petitioner, Ayush Herbs, Inc. 
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Ryan Kaiser

Subject: FW: CARDIO TONE cancellation - opposer's discovery responses

From: Ryan Kaiser  

Sent: Wednesday, December 07, 2016 10:46 AM 

To: 'Catherine Hoffman' 

Cc: Sanjay Karnik; Jason Psaltides (jpsaltides@gmail.com); James Stepan 

Subject: RE: CARDIO TONE cancellation - opposer's discovery responses 

 
Catherine, 
 
Your colleague asked us for an extension so that you could file a motion to compel, if necessary.  We correctly explained 
that an extension of discovery is unnecessary for that purpose.  You now are telling me that you want the extension to 
enable your client to conduct follow‐up discovery.  We do not agree, for the reasons set forth below. 
 
First, you are not entitled to the “right” of follow‐up discovery.  You are entitled to commence discovery early enough so 
that you have time to conduct follow‐up discovery, if necessary.  Indeed, the new rules you are so fond of citing were 
created specifically to encourage parties to serve discovery early enough to get what they need within the discovery 
period.  You acknowledge that in your email.   
 
Second, the new rules don’t take effect until Jan. 14, 2017. Discovery in this matter closes on December 13, 2016.  The 
new rules had no bearing on your ability to conduct follow‐up discovery or move to compel if you feel our responses are 
inadequate (which they will not be).  For the sake of argument though, if the new rules were in effect now, you 
absolutely would not have had time to conduct follow‐up discovery, as or responses would have been due Nov. 28 (had 
you properly served Initial Disclosures), leaving only 15 days to the close of discovery.  Nevertheless, your ability to take 
follow‐up discovery is not a result of our “trying to bootstrap” your side, but rather a result of your own delay in taking 
discovery.  In short, you’ve prejudiced your own client by waiting until the last minute.  We are not sympathetic, for 
reasons I’ll explain next. 
 
This case was filed on May 21, 2015.  Discovery opened on July 31, 2015 and we served discovery on your client in 
November of 2015.  In the year since then, we have been forced to file two separate motions to compel, and only just 
received your client’s documents on November 12, 2016 (a full year after we served our requests).  You waited until a 
month prior to the close of discovery (which, by the way, originally was set to close in January of this year) before 
making any effort to obtain discovery.  If anyone should be complaining about the inability to take follow‐up discovery, it 
is us.  But we’re not complaining because our client wants to finish this proceeding which it began in May of 2015.  My 
client is prejudiced by this delay.  We’ve been fighting tooth and nail (and incurring expenses) for over a year in an effort 
to get your client to even respond to routine correspondence.  
 
Finally, you are simply wrong about the timing of discovery.  The rules and case law make it very clear that a party may 
not seek discovery until they have served initial disclosures.  TBMP 403.02 (37 CFR § 2.120(a)(3) ("A party must make its 
initial disclosures prior to seeking discovery ... "); Dating DNA, LLC v. Imagini Holdings, LLC, 94 USPQ2d 1889 (TTAB 2010) 
(motion to compel denied where moving party failed to make initial disclosures; service of initial disclosures is a 
prerequisite to taking discovery.  Turning next to opposer's motion to compel, Trademark Rule 2.120(a)(3) provides that 
"[a] party must make its initial disclosures prior to seeking discovery ...." Opposer failed to comply with this Rule, and 
accordingly its motion to compel also is DENIED.  Opposer's argument that applicant should have informed opposer 
earlier, and before discovery closed, that it would not be responding to opposer's discovery requests is not well‐taken. 
Opposer served its discovery requests by mail, and accordingly applicant was allowed 35 days to respond. Within this 35 
day period, applicant informed opposer that it would not be responding to opposer's discovery requests, and clearly and 
specifically explained the reason, i.e. opposer's failure to serve initial disclosures. That applicant did not inform opposer 
of its position until two days after discovery closed is not necessarily a function of applicant attempting to "game the 
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system," but instead a function of opposer choosing to serve its discovery requests late in the discovery period. See, 
TBMP § 403.05 (explaining importance of serving discovery requests early enough to allow for time to take follow‐up 
discovery)(emphasis added).) 
 
We properly objected to your requests on the day our responses were due, citing specifically why we were not 
responding.  We did this timely, on November 28th.  You then waited a week before finally serving initial disclosures 
(which, incidentally, were due in August of 2015, and are still insufficient in their substance).  Rather than require you to 
re‐serve your written discovery requests, we have agreed to treat Dec. 5th as the date of service.  Therefore, counting 30 
days and adding 3 days as per FRCP 6(d), our responses are due on Jan. 7 (which falls on a Saturday and rolls to Monday, 
Jan. 9, 2017).   This date is after the close of discovery and before the new rules go into effect.   
 
For all the foregoing reasons, we do not agree to an extension of discovery.  Given the background of this dispute, your 
client’s repeated abuses of the discovery system to date, the extreme delay your client has caused, your changing 
reasons for needing the extension, as well as the underlying policy reasons behind the rule changes (i.e. to put a stop to 
this kind of game playing and delay), we are reasonably confident that the Board will agree with us and deny any 
attempts to prolong this proceeding any more than it already has been. 
 
I’m happy to jump on a call to discuss this if you think it would be helpful.  I think we’ve probably reached the point 
where email is no longer the best avenue to continue this discussion. 
 
 

 
 

Ryan Kaiser 
 

312.327.3328 DIRECT 

312.466.1033 OFFICE 

312.884.7352 FAX 

 

100 S. Wacker Dr. 

Suite 2000  

Chicago, IL 60606 

 

www.amintalati.com 

ryan@amintalati.com 

LinkedIn: Ryan Kaiser 

 

NOTE: THE INFORMATION CONTAINED IN THIS EMAIL MESSAGE MAY CONTAIN ATTORNEY - CLIENT PRIVILEGED AND CONFIDENTIAL INFORMATION INTENDED ONLY FOR 
THE USE OF THE INDIVIDUAL OR ENTITY NAMED ABOVE. IF THE READER OF THIS MESSAGE IS NOT THE INTENDED RECIPIENT, YOU ARE HEREBY NOTIFIED THAT ANY 
DISTRIBUTION OR COPYING OF THIS COMMUNICATION IS STRICTLY PROHIBITED. IF YOU HAVE RECEIVED THIS COMMUNICATION IN ERROR, PLEASE NOTIFY US 
IMMEDIATELY BY TELEPHONE AT 312.466.1033. 

 
From: Catherine Hoffman [mailto:choffman@mayback.com]   

Sent: Wednesday, December 07, 2016 7:54 AM 

To: Ryan Kaiser 

Cc: Sanjay Karnik; Jason Psaltides (jpsaltides@gmail.com); James Stepan 

Subject: RE: CARDIO TONE cancellation - opposer's discovery responses 

 
Dear Ryan and Sanjay: 
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The new rules do change things in this case.  One of the new practices requires discovery to be served early enough that 
responses will be provided and all discovery will be complete by the close of discovery, including production of 
documents to be produced or inspected.  In addition to our right to move to compel should any of your client's discovery 
responses be deficient in any way, we are also allowed the right to take follow up discovery. As we issued our discovery 
in the end of October, the 30 days to respond and produce documents was the end of November.  Had you responded 
to the discovery timely, we would have been able to review the discovery responses and issue any follow up discovery 
and/or motion to compel before December 13, 2016, the discovery cut off.  With the new rules and without an 
extension of the discovery cutoff, we are unable to issue any follow up discovery, if necessary, which is prejudicial to our 
client.  With the 60 day extension of the discovery cut off until February 13, 2016 as we are suggesting, and once you 
provide your discovery responses which you say you will not provide until January 5, 2017, we only have from January 5, 
2017 to January 13, 2017, about a week, to decide if we have to issue any follow up discovery, if necessary.  All of these 
deadlines fall within the time frame of the new rules and we both should show the Board that we are trying to 
cooperate and work within the new rules.  
  
Another problematic issue that pertains to the new rules as applied to this pending case is that currently motions to 
compel can be filed up to the day before trial, but under the new rules, the deadline for filing any motions to compel are 
only up to the deadline for plaintiff's pretrial disclosures. Thus, we only have until January 26, 2017 to file any possible 
motion to compel.  Thus, this is just another example of your trying to bootstrap our side unnecessarily when there is no 
prejudice to your client whatsoever.   
  
Finally, I am advising you that the Board takes the position that a party is not relieved of a discovery obligation in spite of 
your position that our side did not provide you with the initial disclosures.  Miss America Pageant v. Petite Productions, 
Inc., 17 USPQ2d 1067 (TTAB 1990). The Board is not governed by any concept of priority over discovery.   Id.; Also See 
Fed.R.Civ.P. 26(d) and Giant Food, Inc. v. Standard Terry Mills, Inc., 231 USPQ 626 (TTAB 1986).  Thus, your position with 
the Board that you can unilaterally change your discovery obligations is unsupported and against the well‐settled law. 
We would move to compel, but it seems to us that it makes more sense and we are trying to cooperate with you.    
  
Having advised you of our position, please let us know by noon today if you will consent to a 60 day extension of the 
discovery and all other deadlines for this case.  Thank you.   
  
Catherine F. Hoffman      
 Mayback & Hoffman, P.A. 

 
From: Ryan Kaiser [mailto:ryan@amintalati.com]   

Sent: Tuesday, December 06, 2016 8:20 PM 

To: Catherine Hoffman 

Cc: Sanjay Karnik; Jason Psaltides (jpsaltides@gmail.com); James Stepan 

Subject: Re: CARDIO TONE cancellation - opposer's discovery responses 

 
Catherine, 
 
You've asked for an extension to enable you to file a motion to compel (if needed).  No such extension is necessary as 
you can move to compel (if needed) after the close of discovery.  The new rules (which become effective Jan. 14th) don't 
change that. 
 
We will serve proper responses to your requests.  Those responses will be served 30 days from the date the requests 
were properly served on us.  We are using the date you served initial disclosures as the service date of your 
requests.  We've explained why, and we are right. 
 
If you feel we should be following some other set of rules, please advise me what they are. 
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Finally, and for the record, we are not refusing to respond to discovery timely.  Your requests were improperly served 
prior to initial disclosures and we timely objected.  
 
Ryan  
 
Sent from my iPhone 
 
On Dec 6, 2016, at 2:19 PM, Catherine Hoffman <choffman@mayback.com> wrote: 

Dear Sanjay‐ 
  
Please rethink your position as in light of the changes to the TTAB rules and other factors, your position 
will not be well‐taken with the Board.  In fact, from my experience, the Board appreciates parties asking 
for extensions prior to and not after the close of discovery and the request is made in good faith and 
because you are refusing to respond to the discovery timely.   
  
Best, 
  
Catherine F. Hoffman      
choffman@mayback.com          

 Mayback & Hoffman, P.A.  
 5846 S. Flamingo Rd. #232 
 Ft. Lauderdale, FL  33330 
 Direct Line:   954.251.5050 
 Fax:              954.704.1588  

NOTICE: This e-mail message and any attachment to this e-mail message contains confidential information that may be legally privileged. If you 
are not the intended recipient, you must not review, retransmit, convert to hard copy, copy, use or disseminate this e-mail or any attachments to it. 
If you have received this e-mail in error, please notify us immediately by return e-mail or by telephone at 954-704-1599 and delete this message. 
Please note that if this e-mail message contains a forwarded message or is a reply to a prior message, some or all of the contents of this message or 
any attachments may not have been produced by the sender. 

 please don't print this e-mail unless you really need to. 
  
  
  
  

From: Sanjay Karnik [mailto:sanjay@amintalati.com]  
Sent: Tuesday, December 06, 2016 5:06 PM 
To: James Stepan <JStepan@mayback.com>; Ryan Kaiser <ryan@amintalati.com> 
Cc: Catherine Hoffman <choffman@mayback.com>; Jason Psaltides (jpsaltides@gmail.com) 
<jpsaltides@gmail.com> 
Subject: RE: CARDIO TONE cancellation ‐ opposer's discovery responses 
  
I understand that your client doesn’t want a mere list of objections, and we intend to provide 
responsive documents and written responses where appropriate to keep moving this case 
forward.  But we decline to agree to an extension of discovery, though, because you are allowed 
to file a motion to compel after the close of discovery (if after seeing our responses and 
conferring in good faith, you feel it still necessary) – see H.D. Lee Co. v. Maidenform, Inc., 2008 
TTAB LEXIS 21 (Trademark Trial & App. Bd. May 6, 2008) (“A motion to compel does not need 
to be filed prior to the close of discovery, but it must be filed prior to the opening of the first 
testimony period.”) (citing Trademark Rule 2.120(e)(1), 37 CFR § 2.120(e)(1)).  
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Sanjay 

  
Sanjay S. Karnik 
AMIN TALATI UPADHYE, LLP 
sanjay@amintalati.com 
  
From: James Stepan [mailto:JStepan@mayback.com]   

Sent: Tuesday, December 06, 2016 2:28 PM 

To: Sanjay Karnik; Ryan Kaiser 

Cc: Catherine Hoffman; Jason Psaltides (jpsaltides@gmail.com) 

Subject: RE: CARDIO TONE cancellation - opposer's discovery responses 
  
Sanjay, 
  
MDR does not want to receive a list of objections but no documents or interrogatory answers.  As such, 
will Ayush Herbs agree to extend the discovery period 60 days so that a motion to compel, if necessary, 
may be filed? 
  
James Stepan 
954 251‐5002 
jstepan@mayback.com  
  

From: James Stepan  
Sent: Tuesday, December 06, 2016 1:08 PM 
To: 'Sanjay Karnik' <sanjay@amintalati.com>; Ryan Kaiser <ryan@amintalati.com> 
Cc: Catherine Hoffman <choffman@mayback.com>; Jason Psaltides (jpsaltides@gmail.com) 
<jpsaltides@gmail.com> 
Subject: RE: CARDIO TONE cancellation ‐ opposer's discovery responses 
  
OK, however MDR reserves all rights to file a motion to compel if applicable and/or extend the discovery 
deadline.  Suffice it to say we can agree to disagree as to the date of service of the discovery requests.   
  

From: Sanjay Karnik [mailto:sanjay@amintalati.com]  
Sent: Tuesday, December 06, 2016 1:05 PM 
To: James Stepan <JStepan@mayback.com>; Ryan Kaiser <ryan@amintalati.com> 
Cc: Catherine Hoffman <choffman@mayback.com>; Jason Psaltides (jpsaltides@gmail.com) 
<jpsaltides@gmail.com> 
Subject: RE: CARDIO TONE cancellation ‐ opposer's discovery responses 
  
No objections to your discovery on that basis or any basis – we are going to provide responses 
to discovery requests as if served on December 5.  
  
Thanks, 
Sanjay 
  
  
  
Sanjay S. Karnik 
AMIN TALATI UPADHYE, LLP 
sanjay@amintalati.com 
  



6

From: James Stepan [mailto:JStepan@mayback.com]   

Sent: Tuesday, December 06, 2016 12:02 PM 

To: Sanjay Karnik; Ryan Kaiser 

Cc: Catherine Hoffman; Jason Psaltides (jpsaltides@gmail.com) 

Subject: RE: CARDIO TONE cancellation - opposer's discovery responses 
  
Sanjay, are you intending to object on the basis that discovery closes on Dec. 13?  If so, please advise so 
we can file an appropriate motion.   
  

From: Sanjay Karnik [mailto:sanjay@amintalati.com]  
Sent: Tuesday, December 06, 2016 12:59 PM 
To: James Stepan <JStepan@mayback.com>; Ryan Kaiser <ryan@amintalati.com> 
Cc: Catherine Hoffman <choffman@mayback.com>; Jason Psaltides (jpsaltides@gmail.com) 
<jpsaltides@gmail.com> 
Subject: RE: CARDIO TONE cancellation ‐ opposer's discovery responses 
  
James, 
  
Thank you for submitting your Initial Disclosures.  Though you did not re-serve your October 24 
discovery requests along with them, I take it from your email below that you in effect expect 
responses to those requests now that Initial Disclosures have been served.  Despite not being 
actually re-served and being served with Initial Disclosures well beyond the first 30 days of 
discovery, 37 C.F.R. 2.120(a)(2), I will consider December 5 as the date of service of 
Registrant’s First Interrogatories and Requests for Production given your indications below.  My 
client will provide responses within the allowed time period set forth in Fed. R. Civ. P. 30 & 34.  
  
Thank you, 
Sanjay 
  
  
  
Sanjay S. Karnik 
AMIN TALATI UPADHYE, LLP 
sanjay@amintalati.com 
  
From: James Stepan [mailto:JStepan@mayback.com]   

Sent: Monday, December 05, 2016 3:50 PM 

To: Sanjay Karnik; Ryan Kaiser 

Cc: Catherine Hoffman; Jason Psaltides (jpsaltides@gmail.com) 

Subject: CARDIO TONE cancellation - opposer's discovery responses 
  
Sanjay, 
  
With regards to your letter in which opposer Ayush Herbs refused to respond to any discovery issued by 
registrant MDR, Ayush Herbs has already been provided with the relevant information set forth in Rule 
26.   
  
To the extent that you believe there is a deficiency, a copy of MDR’s Rule 26 disclosures is 
attached.  But, as you can see, the disclosures are the same information that you already have.   
  
With that said and since there is no prejudice to Ayush Herbs, I trust that Ayush Herbs will be providing 
documents and interrogatory answers shortly.  If I am mistaken, kindly please advise no later than the 
close of business tomorrow.   
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James A. Stepan, Esq.     

Mayback & Hoffman, P.A.  

5846 South Flamingo Road Suite 232 
Fort Lauderdale, Florida 33330 
Direct Line:   954.251.5002 
Office Line:   954.704.1599 
Fax:              954.704.1588 
jstepan@mayback.com         
www.mayback.com 
Board Certified as a Specialist in Intellectual Property  
as Accredited by the Florida Bar 
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Ryan Kaiser

Subject: FW: CARDIO TONE cancellation - opposer's discovery responses

From: Ryan Kaiser  

Sent: Thursday, December 08, 2016 10:36 AM 

To: Ryan Kaiser 

Subject: RE: CARDIO TONE cancellation - opposer's discovery responses 

 
Catherine, 
 
I’ve reviewed your motion, and your emails below.  Based on that reading, you have stated two issues: 
 

1) You want the ability to issue written follow‐up discovery; and  
2) You want the ability to move to compel, if necessary (which must be done under the new rules prior to the date 

of our Pre‐trial Disclosures on January 27). 
 
As a compromise, here is what I propose.  As our responses to your first set of written discovery were due on Nov. 28th, 
you had 15 days until the end of discovery to issue follow‐up requests.  Our responses are currently due on Jan. 9th (due 
the to the late service of your client’s Initial Disclosures).  15 days from Jan. 9 is Jan. 24.  We will agree to respond to any 
written discovery requests submitted on or before Jan. 24th as per the old rules.  In other words, we do not agree to 
extend the discovery period, but we will give you your 15 day window of time to submit written discovery requests.  And 
to address your concern about filing a Motion to Compel prior to our Pre‐Trial Disclosures, we will agree to extend the 
Trial Dates by 45 days.  This will put you in the position you would have been in had you properly served initial 
disclosures prior to serving discovery.   
 
Please let me know whether this is acceptable.  
 

 
 

Ryan Kaiser 
 

312.327.3328 DIRECT 

312.466.1033 OFFICE 

312.884.7352 FAX 

 

100 S. Wacker Dr. 

Suite 2000  

Chicago, IL 60606 

 

www.amintalati.com 

ryan@amintalati.com 

LinkedIn: Ryan Kaiser 

 

NOTE: THE INFORMATION CONTAINED IN THIS EMAIL MESSAGE MAY CONTAIN ATTORNEY - CLIENT PRIVILEGED AND CONFIDENTIAL INFORMATION INTENDED ONLY FOR 
THE USE OF THE INDIVIDUAL OR ENTITY NAMED ABOVE. IF THE READER OF THIS MESSAGE IS NOT THE INTENDED RECIPIENT, YOU ARE HEREBY NOTIFIED THAT ANY 
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DISTRIBUTION OR COPYING OF THIS COMMUNICATION IS STRICTLY PROHIBITED. IF YOU HAVE RECEIVED THIS COMMUNICATION IN ERROR, PLEASE NOTIFY US 
IMMEDIATELY BY TELEPHONE AT 312.466.1033. 

 


