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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Ayush Herbs, Inc.

)
)
)
Petitioner, )
)
V. ) Cancellation No. 92061544
) Mark: CARDIO TONE
MDR Fitness Corp. ) Reg. No. 4,532,087
)
Registrant. )
)

REGISTRANT’S MOTION TO EXTEND DISCOVERY PERIOD

Registrant, MDR Fitness Corp, (“Respondent”) by and through the undersigned counsel,
pursuant to Fed. R. Civ. P. 6(b) and 37 CPR§§ 2.120(a) and 2.121(a), hereby moves to extend all

discovery, pre-trial and trial dates by ninety (60) days as follows:

Current Date New Date
Discovery Period to Close: 12/13/2016 2/13/2017
Plaintiffs Pretrial Disclosures: 1/27/2017 3/27/2017
Plaintiffs 30-day Trial Period Ends: 3/13/2017 5/13/2017
Defendant's Pretrial Disclosures: 3/28/2017 5/28/2017
Defendant's 30-day Trial Period ends: 5/12/2017 7/12/2017
Plaintiffs Rebuttal Disclosures: 5/27/2017 712712017

Plaintiffs 15-day Rebuttal Period Ends: 6/26/2017 8/26/2017



In support of this Motion, Respondent states as follows:

1. The appropriate standard for allowing an extension of a prescribed period prior to
the expiration of the term is "good cause." See Fed. R. Civ. P. 6(b); TBMP § 509. "Ordinarily,
the Board is liberal in granting extensions of time before the period to act has elapsed, so long as
the moving party has not been guilty of negligence or bad faith and the privilege of extensions is
not abused." American Vitamin Products Inc. v. Dow Brands Inc., 22 USPQ2d 1313, 1314
(TTAB 1992).

2. Respondent is not guilty of negligence, bad faith and has not abused the privilege
of extensions. In fact, as explained below, the undersigned counsel who made an appearance
October 5, 2016 was brought in to assist Respondent in this case in good faith. It took
Respondent some time to find a co-counsel to assist in this case, and Respondent should not be
penalized for making all efforts to gain yucounsel to assist in the defense of this proceeding.
Since that time, Respondent, through the undersigned counsel’s law firm, has complied with the
Board’s Order on discovery issued September 12, 2016. There has been no purposeful delay
demonstrated and this Motion is made in good faith and not for any dilatory purpose.

3. On September 12, 2016, the Board granted in part and denied in part Petitioner’s
Motion to Compel and ordered Respondent to service amended discovery responses to Petitioner
and serve discovery documents. ttabvue-92061544-CAN-14. The Board also extended the
discovery for general purposes. Id.

4. On October 5, 2016, the undersigned filed a Notice of Appearance in the case to
assist in the proceeding.

5. In this vein, the undersigned counsel and James Stepan, another attorney from the

undersigned’s law firm, worked diligently with Respondent, to collect the responsive documents



and timely comply with the Board’s Order. As a result, the discovery responses and documents
were sent to Petitioner’s counsel in compliance with the Board’s Order. Approximately 1475
pages of documents were produced in November of 2016 to Petitioner’s counsel.

6. On .October 24, 2016, Respondent served its discovery on Petitioner, but instead

of notifying the undersigned of any asserted deficiency in the Rule 26 Disclosures, Petitioner’s

counsel tactically and strategically waited until the day the discovery was due on November 28,

2016, to notify Respondent that Petitioner was asserting it never received initial disclosures in

the case, and was refusing to produce any discovery. Had Petitioner’s counsel been informed of

Petitioner’s position when the discovery was served on Petitioner, Respondent’s counsel would
immediately rectified any misunderstanding which would have obviated the need for an
extension. Now, Petitioner asserts that it will not provide its discovery responses until January
9, 2016 which does not allow sufficient time prior to the trial periods for this case or account for
any possible need for follow up discovery or motions to compel.

7. However, because Petitioner’s counsel was intending to run out the clock on
discovery and not cooperate, even where the undersigned law firm was new to the case,
Petitioner’s counsel chose to wait until the day their discovery was due to inform Respondent
that it refused to provide any discovery as it had not received Rule 26 Disclosures. In truth, the
undersigned law firm who is new to the case was unaware of Petitioner’s position or whether the
Rule 26 Disclosures were provided and immediately took steps to clarify the situation. As a
result and in an abundance of caution, Respondent served a Rule 26 Disclosures on Petitioner on
December 5, 2016. Regardless, Petitioner’s counsel had all the information on the Rule 26

disclosures previously.



8. Thus, while Petitioner’s counsel claims prejudice in a delay, Petitioner’s counsel
cannot deny that he also delayed in asserting his position that he had not received Rule 26
Disclosures and he never once moved to compel any Rule 26 Disclosures. Petitioner’s actions
were taken to run out the clock and bootstrap Respondent in this proceeding.

9. Petitioner’s counsel is taking the position that the discovery responses which were
served on October 24, 2016, will be deemed served on December 5%, 2016 (45 day delay) and
that Petitioner will not serve its responsive discovery until January 9, 2016, which is well after
the December 13, 2016 discovery cut off.

10. In an attempt to cooperate with Petitioner’s counsel and try to work out any
misunderstandings, the undersigned law firm reached out to Petitioner’s counsel to consent to an
extension of the discovery and trial dates for 60 days. At this same time, Petitioner’s counsel
was noticing the deposition of Respondent for the last day of discovery cut off, December 13,
2016. Due to Respondent not being available before 2pm on December 13, 2016 and
Petitioner’s counsel insistence on availability for a full 7 hours, the deposition is now scheduled
the day prior to the discovery cut off, December 12, 2016.

11.  Petitioner has boxed itself into the December 13, 2016 discovery cut off refusing
any to agree to any extension despite the fact that any short extension would also be to its
benefit. The 60 day extension of the deadlines would allow Petitioner to not claim any prejudice
from its position that the Rule 26 Disclosure were not served until December 5, 2016. Thus, any
claim by Petitioner that it will be harmed in any way by the requested 60 day extension is
disingenuous and just an attempt to prevent Respondent from obtaining its right to discovery on

the merits.



12. Over the course of many email exchanges, Respondent’s counsel addressed, the
possible need for follow up discovery and/or any potential motions to compel if any discovery
was deficient, and generally to transition to compliance with the new TTAB Rules on discovery
issues; but, Petitioner’s counsel has refused to agree to any extension giving a litany of reasons
in very strongly worded and aggressive emails which demonstrate that Petitioner’s counsel will
not cooperate under any circumstance.

13. Respondent’s counsel communicated to Petitioner’s counsel that there is no
prejudice to Petitioner with the extension and that the effect of the new rules in January 2017
further justifies an extension of the deadlines. Petitioner’s counsel asserts that it is prejudiced by
delay and spending time and resources, but that is not the whole story and insufficient
considering the entire circumstances here. See Reed Elsevier Prop, Inc. v. Linguistic Electronic
System, 2001 WL 1298839, Opposition No. 113, 044 ( TTAB 2001) (non-precedential) (“The
fact that a party has to spend time and money ... simply do not amount to prejudice.”).
Moreover, as discussed herein, Petitioner has caused at least some of the delay in purposely
waiting and not notifying Respondent that it believed it did not have Rule 26 Disclosures, while
refusing to agree to the extension request and going forward with Respondent’s deposition on the
eve of the discovery cut off. It is a complete contradiction to protest of not receiving the Rule 26
Disclosures while simultaneously scheduling the Respondent’s deposition on the eve of the
discovery cut off. Had there been any real prejudice, Petitioner would have agreed to an
extension which would give Petitioner more time prior to the deposition. This speaks for itself.

14. Here, Respondent is not requesting any relief from its discovery obligations, but
only requesting the Board to allow enough time to have Petitioner submit its discovery responses

to Respondent and to allow Respondent to determine if there is a need for any follow up



discovery or a motion to compel. The request for extension also accounts for any
misunderstanding as to the Rule 26 Disclosures and the retention of the undersigned law firm.

15. Under the amended TTAB Rules effective in January, 2017, one of the intended
purposes as set forth in the comments to the Federal Register, Vol. 81, NO. 195 was to “avoid
the expense and uncertainty that arise when discovery disputes erupt on the eve of trial. These
changes also ensure that pretrial disclosures are made and trial preparation is engaged in only
after all discovery issues have been resolved.” The extension further serves the purpose to the
amended rules to avoid discovery disputes on the eve of trial.

16. In addition, Petitioner is not relieved of its discovery obligation. See Miss
America Pageant v. Petite Productions, Inc., 17 USPQ2d 1067 (TTAB 1990). The Board is not
governed by any concept of priority over discovery. Id.; Also See Fed.R.Civ.P. 26(d) and Giant
Food, Inc. v. Standard Terry Mills, Inc., 231 USPQ 626 (TTAB 1986). Moreover, Petitioner
cannot claim any prejudice as a basis to refuse to respond to Respondent’s discovery served
October 24, 2016 when Respondent’s discovery response included all the information provided.
Further, the undersigned law firm acted promptly as soon as Petitioner’s counsel communicated
that it believed no Rule 26 Disclosures had been provided.

17. Recognizing the misunderstanding and to correct any alleged deficiency,
Respondent acted swiftly providing the Rule 26 Disclosures as soon as practicable after being
notified by Petitioner’s counsel of the claimed deficiency in the end of November 2016. In fact,
on November 28, 2016, the day Petitioner’s counsel notified the undersigned of this perceived
deficiency, the undersigned was on a business trip for the International Trademark Association as
a presenter on US trademark enforcement law to Judges in Costa Rica. In an effort to work out

this misunderstanding which was no way intentional on the part of Respondent, Respondent’s



counsel sought the extension in good faith immediately and has tried to work with Petitioner on
this issue.

18. Given these circumstances, including the new counsel who is assisting in this case
and the resulting confusion on whether Rule 26 Disclosures were provided to Petitioner, and for
all the above stated reasons, it is respectfully requested that the Board grant the extension as set
forth in this Motion.

Dated: December 8, 2016 Respectfully submitted,

/s/ Catherine F Hoffman

Catherine F. Hoffman, Esq.
James Stepan, Esq.

MAYBACK & HOFFMAN, P.A.
5846 S. Flamingo Rd. #232

Fort Lauderdale, FL. 33330
Telephone (954) 704-1599
Facsimile (954) 704-1588
Attorneys for Registrant

MDR Fitness

CERTIFICATE OF SERVICE

Registrant, MDR Fitness Corp. hereby certifies that a copy of the foregoing has
been served upon Petitioner via its attorney of record, on this 8" day of December, 2016

by U.S. mail and email at the following address:

Ryan M. Kaiser
AMIN TALATI & UPADHYE, LLC
100 S. Wacker Dr. Suite 2000
Chicago, IL 60606
Telephone: (312) 327-3328
ryan @amintalati.com

s/ Catherine F Hoffman
Catherine F. Hoffman, Esq.
Attorney for Registrant




