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IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF OREGON
PORTLAND DIVISION
ROBERT M. LYDEN,
No. 3:14-cv-01586-MO
Plaintiff,
OPINION AND ORDER
v.
adidas AMERICA, INC., a Delaware
corporation, adidas AG, a German entity,
adidas INTERNATIONAL MARKETING
B.V., a Dutch entity, THE FINISH LINE
INC., an Indiana corporation, FOOT LOCKER,
INC., a New York corporation, and DICK’S
SPORTING GOODS, INC., a Delaware
corporation,
Defendants.
MOSMAN, J.,
Defendants move for Summary Judgment on Plaintiff’s Trademark Claims [180] and for
Partial Summary Judgment on Plaintiff’s Patent Claims [183]. For the reasons stated below, I
GRANT Defendants’ Motion for Summary Judgment on Plaintiff’s Trademark Claims [180] and
GRANT Defendants’ Motion for Partial Summary Judgment on Plaintiff’s Patent Claims [183].
I.

Trademark Claims
Defendants argue Mr. Lyden’s trademarks are functional and thus cannot be protected by

trademark law. In the alternative, Defendants argue the marks cannot be protected because they
were not used in commerce. Because I find that the marks are functional, I do not reach the
question of whether they were used in commerce.
a. Background
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Mr. Lyden owns Registration Nos. 3,629,011 and 3,633,365 on the Supplemental
Register of the U.S. Patent and Trademark Office (“USPTO”). Supplemental Registration No.
3,629,011 states that “[t]he mark consists of a heel counter and spring element in the rearfoot
area of footwear.” (Pl.’s Compl. [1-1] at 36.) Supplemental Registration No. 3,633,365 states that
“[t]he mark consists of a spring element in the rearfoot area of footwear.” (Id. at 40.) Mr. Lyden
submitted the following drawings in support of his applications to obtain these registrations:

(Id. at 35, 38.) Mr. Lyden refers to these registrations collectively as the “Springshoe Marks.”
b. Legal Standard
“The physical details and design of a product may be protected under the trademark laws
only if they are nonfunctional[.]” Clamp Mfg. Co. v. Enco Mfg. Co., 870 F.2d 512, 515 (9th Cir.
1989) (citing Vuitton Et Fils S.A. v. J. Young Enters., 644 F.2d 769, 772 (9th Cir. 1981)). Were a
product’s functional features protected, then “a monopoly over such features could be obtained
without regard to whether they qualify as patents and could be extended forever.” Qualtiex Co. v.
Jacobson Prods.Co., 514 U.S. 159, 164-65 (1995).
Functionality is a question of fact on which the plaintiff in an infringement action bears
the burden of proof. Adidas-Salomon AG v. Target Corp., 228 F. Supp. 2d 1192, 1202 (D. Or.
2002); HWE, Inc. v. JB Research, Inc., 993 F.2d 694, 696 (9th Cir. 1993). A product feature is
functional “if it is essential to the use or purpose of the article or if it affects the cost or quality of
the article, that is, if exclusive use of the feature would put competitors at a significant non2 – OPINION AND ORDER
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reputation-related disadvantage.” Qualitex, 514 U.S. at 165 (internal quotation and citation
omitted).
“To determine whether a product feature is functional, we consider several factors: (1)
whether the design yields a utilitarian advantage, (2) whether alternative designs are available,
(3) whether advertising touts the utilitarian advantages of the design, and (4) whether the
particular design results from a comparatively simple or inexpensive method of manufacture.”
Disc Golf Assn’n, Inc. v. Champion Discs, Inc., 158 F.3d 1002, 1006 (9th Cir. 1998); see also
Secalt S.A. v. Wuxi Shenxi Const. Mach. Co., 668 F.3d 677, 683 (9th Cir. 2012).
c. Discussion
As required by the Ninth Circuit, I apply the factors outlined above to our case. Upon
application, I have concluded the shoes are functional and cannot be protected by trademark law.
i. Utilitarian Advantage
The first factor I must consider is whether the design yields a utilitarian advantage.
“[T]he existence of [a] . . . utility patent is weighty evidence of functionality, although that fact
alone is not dispositive.” Disc Golf Ass’n, Inc, 158 F.3d at 1006 (9th Cir. 1998) (citations
ommitted) (holding that an expired utility patent provided strong evidence of functionality). A
utility patent must be examined closely to ensure that the disclosure of the configuration is
primarily functional and not merely incidental. J.T. McCarthy, McCarthy on Trademarks and
Unfair Competition § 7:89, at 7–207 (4th ed. 1998).
Mr. Lyden’s spring and heel counter are the subject of both his marks and his patents,
providing strong evidence that they are functional and thus inappropriate for trademark
protection. In addition to the mere existence of the patents, the language Mr. Lyden uses in the
patent underscores the idea that these designs are functional. The ‘365 registration claims a
“spring element in the rearfoot area of footwear.” (Pl.’s Compl. [1-1] at 36.) The ‘878 patent
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shows clear functionality of that same spring element when it states “the article of footwear
includes a spring element which can provide improved cushioning, stability, running economy,
and a long service life.” ([181-3] Vanderhoff Dec. at 1 (emphasis added)). The heel counter and
spring element which are the subject of the ‘011 Trademark registration overlap with the ‘797
patent. The ‘797 patent is less explicit than the ‘878 patent about the benefits of a heel counter,
but it touts the “selectively removable and replaceable” parts of the heel which represent the
“utilitarian benefit” of Mr. Lyden’s design because it created an “article of footwear which
represents an investment as opposed to a disposable commodity” ([156-2] Roettig Decl. Ex. B at
237; 231.) The utilitarian advantage factor cuts strongly in favor of Defendants.
ii. Whether alternative designs are available
The next factor I must consider is whether alternative designs are available. The absence
of alternative designs supports a finding of nonfunctionality. Although Defendants argue Mr.
Lyden has not shown alternative designs that achieve the same utilitarian benefits, the patents
themselves are replete with customizable options and the specifications of the patents offer
different design options. Defendants’ better argument, substantially supported by case law in the
Ninth Circuit, is that “the mere existence of alternatives does not render a product nonfunctional”
Talking Rain Beverage Co. Inc. v. S. Beach Beverage Co., 349 F.3d 601, 604 (9th Cir. 2003).
“Once functionality is established, [t]here is no need . . . to engage . . . in speculation about
other design possibilities. . . .” Id. at 603. Where, as here, there is strong evidence of
functionality due to the existence of patents and the explanations included in patents, the
existence of alternative designs is not dispositive.
iii. Advertising which touts a utilitarian advantage
The third factor I am to consider is whether there exists advertising which touts the
utilitarian advantages of the design. Defendants argue that while Mr. Lyden has no formal
4 – OPINION AND ORDER
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advertisements, Mr. Lyden has given interviews which show functionality including quotations
from him stating the shoe “is built around a . . . spring, which serves as a heel and shock
absorber” which “returns more energy, better reduce[s] shock and provide[s] better stability”
than more conventional running shoes. ([182] Chollet Decl., Ex. 13.) Mr. Lyden offers no
evidence to dispute this. As such, this prong cuts in Defendants favor.
iv. Method of production
The final factor I must consider is whether the particular designs result from
comparatively simple or inexpensive methods of manufacture. Disc Golf, 158 F.3d at 1009 (“a
functional benefit may arise if the design achieves economies in manufacture or use”) (citation
and internal quotation marks omitted). On the record before me, there is little evidence on
comparative cost of manufacture. Mr. Lyden submits some evidence of the cost to make the
spring elements and heel counter. (See [190] Lyden Decl., Ex. 10.) However, he does little to
show if it is “comparatively simple or inexpensive.” He offers one page which he claims is
evidence of Defendants’ production of conventional shoes. (See id., Ex. 5.) The page fails to
clearly show the costs of the shoe or the component parts in a way that is comparable to Mr.
Lyden’s. It does not show Mr. Lyden’s process is substantially more expensive. Plaintiff bears
the burden of proof on proving nonfuctionality and he has not met it here.
Given the Plaintiff’s burden of proof on the element of functionality, the existence of
patents which overlap on the designs claims in Mr. Lyden’s marks, and the statements given by
Mr. Lyden to support the functionality of the designs, I find the marks are functional and grant
Defendants’ motion for summary judgment on the trademark claims.
II.

Patent Claims
In addition to their arguments against Mr. Lyden’s trademarks, Defendants also challenge

Mr. Lyden’s patents. In their initial motion, Defendants argued both that Mr. Lyden lacks
5 – OPINION AND ORDER

EXHIBIT A
Page 5 of 12

Case 3:14-cv-01586-MO

Document 219

Filed 04/18/16

Page 6 of 12

standing to pursue his patent claims and that, in the alternative, Defendants did not infringe on
Mr. Lyden’s patents. As subsequent events developed, Defendants withdrew their standing
argument. Accordingly, I address only the non-infringement argument and find Defendants did
not infringe on Mr. Lyden’s patents.
a. Background
There are three patents at issue in the Defendants’ motion: U.S. Patent Nos. 6,449,878
(the “‘878 patent”); 8,959,797 (the “‘797 patent”); and D507,094 (the “‘094 design patent”).
These patents form the basis for Mr. Lyden’s seventh, ninth, and tenth claims alleging
infringement and also serve as the basis for Defendant adidas’s third counterclaim seeking a
declaration of non-infringement. On November 6, 2015, I held a Markman hearing to construe
certain terms at issue in this suit. Relevant to this motion, I defined the terms “anterior most
side” to mean “the surface distinct from any other side or surface that is closest to the anterior
side of the footwear” and the term “affixed” to mean “two separate components that are attached
to and have some functional relationship with each other.” (Markman Hearing Tr. [171].)
b. Legal Standard
Infringement analysis is a two-step process. “The first step is determining the meaning
and scope of the patent claims asserted to be infringed. The second step is comparing the
properly construed claims to the device accused of infringing.” Markman v. Westview
Instruments, Inc., 52 F.3d 967, 976 (Fed. Cir. 1995) aff’d, 517 U.S. 370 (1996) (citations
omitted). “Summary judgment on the issue of infringement is proper when no reasonable jury
could find that every limitation recited in a properly construed claim either is or is not found in
the accused device either literally or under the doctrine of equivalents.” PC Connector Solutions
LLC v. Smartdisk Corp., 406 F.3d 1359, 1364 (Fed. Cir. 2005).
c. Discussion
6 – OPINION AND ORDER
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i. ‘878 patent
Each part of the ‘878 patent at issue includes the phrase “said inferior spring element . . .
affixed in functional relation to said superior spring element.” At the Markman hearing, I held
affixed to mean “two separate components that are attached to and have some functional
relationship with each other.” (Markman Hearing Tr. [171] at 46:14-15.) Thus the inferior and
superior springs must be separate components. The adidas blades are never separate components
as they are made in one mold. As such, there exist no separate components that can be “attached
to and have some functional relationship with each other.” (Id.) Mr. Lyden argues that I did not
require the pieces to be separate. The language of my ruling suggests otherwise. (Id.)
Mr. Lyden argues that claims 27-30 refer to a spring element that is permanently affixed.
Claims 27-30 use the same language of an “inferior spring element . . . affixed in functional
relation to said superior spring element” as the claims he agrees are not permanently attached.
(Roetigg Decl. [156-1] pg. 30 at 32:55.) Finally, Mr. Lyden argues even if adidas does make
their inferior and superior springs in the same mold, the particles of matter are “affixed” to each
other at some point in the process. While this may be elementally true, the result is nonsensical
as it would obliterate any possibility of a “whole” piece ever being created. At the Markman
hearing, I determined the meaning and scope of the patent by construing affixed to mean “two
separate components that are attached to and have some functional relationship with each other.”
(Markman Hearing Tr. [171] at 46:14-15.) In the second step of the infringement analysis, I
compare the adidas blades to the construed claim and find the adidas product does not have “two
separate components.” Thus, adidas’s product does not infringe on Mr. Lyden’s patent.
As an alternative, Mr. Lyden’s response briefly invokes the “doctrine of equivalents.”
However, Mr. Lyden is barred as a matter of law from arguing the doctrine of equivalents
because the doctrine cannot be applied to alternatives that were outlined in patent specifications.
7 – OPINION AND ORDER
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“Infringement, either literally or under the doctrine of equivalents, does not arise by comparing
the accused product with a preferred embodiment described in the specification, or with a
commercialized embodiment of the patentee.” Johnson & Johnston Assocs. Inc. v. R.E. Serv.
Co., 285 F.3d 1046, 1052 (Fed. Cir. 2002) (quotation omitted).
In his claims, Mr. Lyden repeatedly used the word “affixed,” which under my
construction requires two separate parts. However, in his specification he noted “in an alternate
embodiment, the [superior] anterior spring element and inferior spring element can consist of a
single component.” (‘878 Patent 4:43-45.) In our case, as in Johnson, the proponent of the
patent now attempts to invoke the doctrine of equivalents and apply it to the alleged infringer’s
product. Here, as in Johnson, the alleged infringer’s product reflected an alternative that was
outlined in the specifications but not included in the patent. Here, as in Johnson, such an
argument is barred as a matter of law. The Johnson court held that the doctrine of equivalents
could not be invoked because when a patent drafter outlines a subject in the specification but
leaves it unclaimed he “dedicates that unclaimed subject matter to the public. Application of the
doctrine of equivalents to recapture subject matter deliberately left unclaimed would ‘conflict
with the primacy of the claims in defining the scope of the patentee’s exclusive right.’” Johnson,
285 F.3d at 1054 (citation omitted). Mr. Lyden, by outlining a subject in the specification,
dedicated the subject matter to the public and waived any future argument under the doctrine of
equivalents. Thus, the doctrine of equivalents cannot apply. I therefore grant Defendants’
motion for summary judgment on the ‘878 patent
i.

‘797 patent

Defendants argue the adida shoe does not infringe on the ‘797 patent because all claims
in the ‘797 patent require an inferior spring with an “anteriormost side,” and Defendants’ shoes,
because they are made with the inferior springs fused to the superior springs, do not have an
8 – OPINION AND ORDER
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“anteriormost side” to the inferior spring. At the Markman hearing, I defined “anteriormost
side” as “a surface distinct from any other side or surface that is closes to the footwear’s anterior
side.” (Markman Hearing Tr. [171] at 46:21.) Because of the fusion between the inferior and
superior springs in the adidas shoe there is no “anterior side,” distinct from any other side, of the
inferior spring. I grant Defendants’ motion for summary judgment on the ‘797 patent.
ii.

‘094 patent

The ‘094 patent is a design patent, issued for new, original, and ornamental designs. 35
U.S.C. § 171. The “ordinary observer” test is applied to determine if a design patent has been
infringed. Egyptian Goddess, Inc. v. Swisa, Inc., 543 F.3d 665, 672 (Fed. Cir. 2008). Under that
test, infringement exists if “an ordinary observer, familiar with the prior art, would be deceived
into thinking that the accused design was the same as the patented design.” Id. The ordinary
observer is assumed to be “giving such attention as a purchaser usually gives” and the patent is
infringed if “the resemblance is such as to deceive such an observer, inducing him to purchase
one supposing it to be the other.” St. Flyers LLC. v. Gen-X Sports, Inc., 2003 WL 21998960, at
*14 (S.D.N.Y. Aug. 22, 2003) (quoting Gorham Co. v. White, 81 U.S. (14 Wall.) 511, 528,
(1871)).
The ‘094 design patent claims “the ornamental design for a spring element for an article
of footwear as shown and described.” ([184-3]; ‘094 Patent “Claim.”) Defendants argue an
ordinary observer would distinguish the adidas shoe from the ‘094 design on three grounds: 1)
the twisted blade from the ‘094 design are not present in the adidas shoe; 2) the hole in the rear
inferior spring element of the adidas shoe is not present in ‘094 design; and 3) the upward curved
portion of the rear inferior spring element is symmetric in the adidas shoe, and asymmetric in the
‘094 design. The twisted blade design is Defendants’ most convincing argument and provides a
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sharp distinction between the two designs, enough so that an ordinary observer would not
confuse the two.
1. Twisted blade
Adidas argues Mr. Lyden’s patent can be distinguished from the adidas shoe because Mr.
Lyden’s design showns an inferior spring element that is twisted from neutral. With the adidas
shoe, when the inferior spring is level with the eye, one cannot see the top or bottom surfaces of
the inferior spring. In Mr. Lyden’s patent, Figure 11 shows the spring is canted slightly so that
one is able to see the top surface from one side and, as seen in Figure 12, one can see the bottom
surface from the other side.

([184-3]; ‘094 Patent Fig. 11-12.)
In addition to the figures depicted in the ‘094 design patent, the language of the patent
supports the argument. Mr. Lyden’s patent describes Figure 11 as a “lateral side view of a
modified spring element for an article of footwear having asymmetrical curvature on the
medial and lateral sides, shown for a left foot.” (Id. at Description Fig. 11 (emphasis added).)
The asymmetric curvature is what allows the top and bottom surfaces of the spring to be shown.
In his briefing, Mr. Lyden concedes “a small portion of the top and bottom surfaces of the
inferior spring element can be seen from the medial and lateral sides” but argues they can only
be seen by an ordinary observer who has “binocular vision.” I disagree. The twisting of the
blades is immediately apparent in the design when looking at a scaled-down drawing of the shoe.
10 – OPINION AND ORDER
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It would be apparent to an ordinary observer looking at a larger, fully realized version of the
shoe. Any customer would note adidas’s shoe has straight blades while Mr. Lyden’s blades are
canted. Applying the “ordinary observer” test, I have determined an ordinary observer would be
able to distinguish between the shoes and therefore adidas’s shoe does not infringe on Mr.
Lyden’s ‘094 patent.
2. Posterior Inferior Spring Element Hole
The adidas shoe design includes a hole in the posteriormost inferior spring element at the
center of the intersection between the interior and superior surfaces. Defendants argue Mr.
Lyden’s design does not have this and thus adidas’s design does not infringe. Mr. Lyden points
to Figure 3 in his patent which shows a hole but concedes it is not “part of the design.” Figure 3
shows the hole from the “bottom view.” In contrast, the hole in adidas’s design is not visible
from viewing the bottom of the shoes.
Mr. Lyden argues Defendants mischaracterize the drawings offered in their motion by
showing only certain angles. To supplement the drawings, I have referred to the full size adidas
shoe Mr. Lyden himself provided. Second, he argues that an ordinary observer would not see the
hole because it is only visible at eye level and no ordinary observer is at eye level with the shoe.
Mr. Lyden misunderstands the hypothetical ordinary observer. When comparing a design and
the accused infringer the two designs are to be compared from similar angles that provide a
comprehensive overview of the product. See Wallace v. Ideavillage Products Corp., 2016 WL
850860, at *2 (Fed. Cir. Mar. 3, 2016) (approving a district court’s use of multiple angles of
comparison). Comparing the bottom view of Lyden’s drawings to the bottom view of the adidas
shoe, the differences in design related to the hole are easily discernable. This design difference,
in addition to the twisted blades discussed above, creates enough distinction between the two
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designs that an ordinary observer would not mistake one for the other. Defendants’ Motion for
Partial Summary Judgment as to the ‘094 design patent is granted.
III.

Conclusion
For the reasons stated above, I GRANT Defendants’ Motion for Summary Judgment on

Plaintiff’s Trademark Claims [180] and GRANT Defendants’ Motion for Partial Summary
Judgment on Plaintiff’s Patent Claims [183]. Plaintiff’s first, second, third, fourth, seventh, ninth
and tenth claims are DISMISSED with prejudice.
IT IS SO ORDERED.
DATED this 18th day of April, 2016.

/s/ Michael W. Mosman___
MICHAEL W. MOSMAN
Chief United States District Judge
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Defendants’ Motion to Clarify the Record is hereby GRANTED. It is further
ORDERED and ADJUDGED that:
1.

The Court’s Summary Judgment Order (ECF No. 219, the “SJ Order”) found

Mr. Lyden’s purported “Springblade” trademarks, as reflected in Supplemental Trademark
Registration Nos. 3,629,011 and 3,633,365, to be functional as a matter of law.
2.

Therefore, pursuant to 15 U.S.C. § 1119, Supplemental Trademark Registration

Nos. 3,629,011 and 3,633,365 are hereby cancelled.
3.

For the reasons set forth in the SJ Order, summary judgment is granted in favor

of Defendants on their Second Counterclaim, and Defendants’ First Counterclaim is dismissed
as moot.
IT IS SO ORDERED.
DATED this ___
4th day of May, 2016

/s/ Michael W. Mosman
Honorable Michael W. Mosman
Chief District Judge

SUBMITTED BY:
PERKINS COIE LLP
By: s/Stephen M. Feldman
Stephen M. Feldman, OSB No. 932674
SFeldman@perkinscoie.com
1120 N.W. Couch Street, Tenth Floor
Portland, OR 97209-4128
Telephone: 503.727.2000
Facsimile: 503.727.2222
Attorneys for Defendants/Counterclaim-Plaintiffs
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LOCAL RULE 7-1 CERTIFICATION
Pursuant to LR-7-1(a)(1), the Plaintiff Robert M. Lyden certifies that he has
conferred in good faith with the Defendants’ legal counsel in an effort to resolve the
issues raised by this Motion, but the parties have been unable to do so.
MOTION
The Court provided an “Opinion and Order” on April 18, 2016 and granted the
Defendants’ Motions for Summary Judgment on both the Plaintiff’s Trademark
Claims and Patent Claims. For the sake of judicial efficiency and to provide support for
Claims 1-4, and 7, 9, and 10, the following relevant facts and information is provided so
the Court may reconsider the previous “Opinion and Order.”
The ‘797 Patent
The Defendants have represented to this Court that my claims in the ‘797 patent
are directed to footwear embodiments in which the inferior spring and superior spring
element portions are initially two separate components which are then attached together
in order to form a larger spring element. However, this is not correct and the file history
of the patent application makes this undeniably clear, as shown in the provided
supporting Declaration, Exhibit 1, which is a relevant excerpt of the file history of the
U.S. Patent Application Serial No. 13/465,020. In particular, the Court’s attention
is respectfully directed to pages 60-66, which is the election requirement made by the
Patent Examiner at the beginning of the prosecution on October 8, 2014. As shown in
Exhibit 1 on pages 62-63, the Patent Examiner identified six different species, and I then
chose Species II which corresponded with drawing Figure 66 on October 20, 2014, as
shown on pages 51-52. Further, as shown in the provided Declaration, Exhibit 2, which
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is a relevant excerpt of the ‘797 Patent, drawing Figure 66, as well as drawing Figures 65,
109, and 110 relate to a spring element in which the inferior spring and superior spring
element portions are made in the form of a unitary spring element, and this is precisely
the case with the adidas Springblade. As shown in drawing Figure 66, the “spring
element 51” includes a “superior spring element 47” and “inferior spring elements 50.1
and 50.2,” and the "flexural axis 59” shows where these portions are joined. A clean
copy of the claims before they received a final Patent Examiner’s amendment in the
Notice of Allowance are shown in Exhibit 1, on pages 11-19, and the Court can see on
page 23 that I indicated that drawing Figures 65, 66, 109, 110, which shown unitary
spring elements, and 526 which shows tapering supported independent Claim 40. In
Exhibit 1, the Notice of Allowance and interview summary are provided on pages 1-10,
and the Court will see that the Patent Examiner made a good catch and noticed several
phrases that were superfluous and not required in Claims 23, 31, 35, and 36 because of
the language that was present in the relevant independent claims, as amended.
Accordingly, the Patent Examiner had carefully studied the claims and had a good
understanding regarding the existence and location of the anteriormost, lateralmost,
medialmost, and posteriormost sides of the inferior spring element portion of the spring
element in the claimed article of footwear. In brief, the anteriormost side of the "inferior
spring element 50" is that point which is closest to the "anterior side 33” of the larger
"spring element 51” where the “inferior spring element" emerges and begins to curve
downwards and rearward.
Once again, I prosecuted claims on the elected Species II corresponding to
drawing Figure 66 and a spring element in which the superior and inferior spring element
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portions are part of a unitary integral structure. The Patent Examiner had required this
election and was well aware that he was looking at the embodiment shown in drawing
Figure 66 during the prosecution. The Defendants have argued that because the superior
spring element and inferior spring element portions on the adidas “Springblade” are made
as part of a molded spring element component that no “anteriormost side” of the inferior
spring element portion exists. However, this is not accurate. With regards to the
definition of “anteriormost side” provided by the Court in the Markman Hearing, the
point on a surface of the spring element where the inferior spring element emerges and
begins to curve downwards therefrom and which is closest to the anterior side of the
spring element is sometimes called the inflection point, and it is “a surface distinct from
any other side or surface…”
I had believed that this Court understood that the anteriormost side of an inferior
spring element could possibly be a single point because of the remarks that the Court
made during the Markman hearing, and also my own testimony. In this regard, see the
discussion and my remarks in the supporting Declaration, Exhibit 3, the Markman
Hearing Transcript, on page 32, line 22 through page 36, Line 5. In particular, see the
Court’s remarks in Exhibit 3, on page 39, Line 13 through page 40, Line 14, and also the
admission made by the opposing counsel on page 40, Lines 2-6. The Markman Hearing
was on November 6, 2015, and so there was about a five month period before this Court
wrote the Opinion and Order, and so the Court may not have remembered the substance
of the discussion and supporting materials that were provided by me at that time. I also
recognize that this Court has staff personnel who may have worked on the Opinion and
Order who were not present or very familiar with the testimony.
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Depending on the configuration of a unitary spring element there will exist a
point, a line of equidistant points or planar surface on an inferior spring element portion
of the larger spring element that is closest to the anterior side of that spring element, and
you have to call it something. In this regard, one can’t say that there is no point on the
surface on an inferior spring element portion that is not closest to the anterior side of the
spring element because that would be inaccurate and untrue. In drawing Figure 66, the
anterior side 33 and posterior side 34 also indicate certain points on the spring element
51. Acting as my own lexicographer in the ‘797 Patent, I named it the “anteriormost
side,” and this language and term was compatible and also intelligible given my use of
the terms “medialmost,” “lateralmost,” and “posteriormost” side to describe other
locations on an inferior spring element portion of a spring element.
In sum, the Defendants' argument with respect to the ‘797 patent and the inferior
spring element having to be a separate part was inaccurate and false from the very
beginning. The file history shows that I prosecuted an elected species associated with a
spring element having superior spring element and inferior spring element portions
formed as a single component. At least one of the Defendants’ legal counsel would
certainly have read the file history of my relevant U.S. Patent Application Serial No.
13/465,020, and so the Defendants knew their argument was not supported by the facts
and prosecution history of the ‘797 Patent, but rather that it was misleading of this Court.
The ‘797 includes many claims which are believed to read on the infringing adidas
Springblade shoe(s), and this patent and associated claim in the present Amended
Complaint should not be dismissed.
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The ‘094 Patent
1. Twisted Blade. The Defendants’ argument about a “twisted blade” is also
inaccurate and misleading of the Court. There is no so-called “twisted blade.” What is
shown in the 094’ Patent and the Court’s Opinion and Order on page 10 in drawing
Figures 11 and 12 is an inferior spring element that is not twisted, but simply an inferior
spring element having a flexural axis that is deviated from a perpendicular line that is
drawn at 90 degrees to the longitudinal axis. Unfortunately, the simple black and white
line drawings which are required by the USPTO are necessarily lacking in detail and can
sometimes result in confusion when a viewer is given misleading suggestions. What the
Defendants’ have suggested about an alleged “twisted blade” in the ‘094 Patent is simply
a visual perspective effect that can be produced depending upon the viewpoint of the
observer and relative angular orientation of the adidas Springblade shoe and also the
posteriormost inferior spring element or blade. I demonstrated and showed this to be the
case in my Response to the MSJ and its supporting Declaration, and will provide other
photos here for the benefit of the Court.
In the supporting Declaration, Exhibit 4 is a medial side view photo of a left
Springshoe showing the inferior spring element when the observer is looking along a line
consistent with the flexural axis of the inferior spring element, and one can see that the
inferior spring element is curved, but not “twisted.” Declaration Exhibit 5, shows a
medial side view photo of the same left Springshoe when the observer is looking straight
at the medial side of the shoe along a line that is perpendicular and 90 degrees to the
longitudinal axis. In Exhibit 5, you can then see part of the bottom or inferior side of the
inferior spring element because the flexural axis of the inferior spring element is rotated
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and deviated from a line drawn perpendicular to the longitudinal axis (and which is then
inconsistent with the viewpoint of an observer). Declaration, Exhibit 6 shows a lateral
side view photo of the same left Springshoe when the observer is looking straight at the
lateral side along a line that is perpendicular and 90 degrees to the longitudinal axis, and
a portion of the top or superior side of the inferior spring element is then clearly visible.
In brief, when the Springshoe shown in Exhibits 5 is photographed directly from the
medial side the result closely resembles the medial side view shown in Figure 12 of the
094’ patent, and when the same Springshoe is photographed directly from the lateral side
as shown in Exhibit 6 the result closely resembles the lateral side view shown in Figure
11 of the ‘094 patent. The posteriormost blade on the adidas Springblade shoe
demonstrates and shows the same phenomenon and distinctive features. In the
supporting Declaration, Exhibit 7 shows a medial side view photo of the left Springblade
shoe when the observer looking straight at the medial side of the shoe along a line that is
perpendicular and 90 degrees to the longitudinal axis. One can then see part of the
bottom or inferior side of the inferior spring element, and this closely resembles the
medial side view shown in Figure 12 of the 094’ patent. Declaration, Exhibit 8, shows a
lateral side view photo of the same left Springblade shoe when the observer looking
straight at the lateral side of the shoe along a line that is perpendicular and 90 degrees to
the longitudinal axis. One can then see part of the top or superior side of the inferior
spring element, and this closely resembles the lateral side view shown in Figure 11 of
the ‘094 patent. For the record, I did not state in my Response that a small part of the top
and/or bottom surfaces of the inferior spring element can only be seen by an ordinary
observer who has binocular vision, but simply that such can be seen with normal vision
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(which is binocular). The same features can be seen in provided photo Exhibits 7 and 8,
and also the engineering mold drawings used for making the spring element of the adidas
Springblade such as the Defendants’ production document Bates number ADI0005448
which show that the orientation of the posteriormost blade is deviated from a line drawn
perpendicular to the longitudinal axis. In sum, neither the adidas Springblade shown in
Exhibits 7 and 8 or my Springshoe shown in Exhibits 5 and 6 have “twisted blades,” but
rather they simply have inferior spring element portions having a flexural axis which is
deviated from a line drawn perpendicular to the longitudinal axis. Accordingly the
alleged “twisted blade” argument of the Defendants is another “red herring.” There is no
“twisted blade” shown in the ‘094 Patent, but only another misleading argument which
has been made by the Defendants.
2. Posterior Inferior Spring Element Hole. The Court discussed the hole in the
posterior blade / inferior spring element of the adidas Springblade in the Opinion and
Order, and then recited Wallace v. Ideavillage Products Corp. I agree that the Court
should view the adidas Springblade from multiple angles in order to get a comprehensive
overview of the product because what is of concern is whether the adidas Springblade is
“substantially similar” even if not identical to the ‘094 Patent. In this regard, the
posterior blade of the adidas Springblade need not be identical to the ‘094 Patent for
infringement to exist, but rather the “overall impression” is the most important
consideration for the Court as shown in the case law recited below. Consistent with
Egyptian Goddess, Inc. v. Swisa, Inc., one of my arguments is that “an ordinary observer”
who would “give such attention as a purchaser usually gives” would not even able to see
the opening in the posterior blade when the adidas Springblade is displayed on the wall of
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a retail store. Further, I have argued that if the hole in the posterior blade was considered
by the adidas Defendants to be a striking visual design feature and sales draw, then it
would have been clearly shown in the advertising photos of the adidas Springblade
provided on the www.adidas.com website, but this was not the case as shown in the
Amended Complaint, Exhibit 12. The bold visual design of the adidas Springblade
which includes downwardly and rearward blades “substantially similar” to the ‘094
Patent is what constitutes the distinctive feature and provides a striking “overall
impression.” The ex-President of adidas America, Inc., Peter Moore, went on the public
record in the Portland Business Journal in 2005 and remarked: “On thing about Rob’s
shoes is that they have a unique look. If may or may not be fashionable, but at least it’s
different.” (Amended Complaint, Exhibit 6). Moreover, the configuration of the
posterior blade of adidas Springblade shoe is asymmetric as shown in the Amended
Complaint, on page 64, and this distinctive feature is also a sales draw as discussed in my
Response to the MSJ, page 18, and in its supporting Declaration, Exhibit 8, pages 275278 and pages 285-286. The adidas Defendants’ Springblade shoes includes a blade
configuration that is strikingly similar to the ‘094 Patent, and there have been no other
athletic shoes other than my own Springshoes which have been offered for sale over the
past 50 years which bear such a close resemblance.
In the wake of Egyptian Goddess, Inc. v. Swisa, Inc., 543, F.3d (fed. Cir. 2008),
the courts have applied a threshold analysis regarding whether a design patent and the
product alleged to infringe appear to be “substantially similar,” and then conducted an
examination of the prior art. In Egyptian Goddess, Inc. v. Swisa, Inc., the Court noted at
675-683 citing the U.S. Supreme Court case Gorham v. Company v. White 81 U.S.
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511(1871) that the ordinary observer test has always been conducted in light of the prior
art. However, the Defendants have produced no examples of commercialized shoes
having an inferior spring element that even remotely look like the posteriormost blade on
the adidas Springblade shoe in response to my discovery request number 50 and in the
Defendants’ MSJ because there are none. If the Court would review the thousands of
pairs of shoes advertised on the websites of the three Retail Defendants, footlocker.com,
dickssportinggoods.com, finishline.com, it will not be able to find any other athletic
shoes that look even remotely like the adidas Springblade and the ‘094 Patent. Likewise,
the Defendants have not shown this Court, and there are no prior art patents which show
an inferior spring configuration and design that is as close to the ‘094 patent as the
posterior blade on the adidas Springblade shown in the Amended Complaint, on page 64.
I previously made the most relevant prior art of record with the Court in my Motion for
Partial Summary Judgment regarding the ‘094 patent filed January 29, 2015 (ECF No.
46). In contrast, the Defendants have not shown this Court or made any arguments
relating to the prior art, and this is not consistent with the precedent set by Egyptian
Goddess, Inc. v. Swisa, Inc., and subsequent legal practice in other cases.
Further, I discussed in my Response that simply making a hole or other relatively
minor alteration in an object covered by a design patent...should not be an easy way to
make the world safe for design pirates. This concern is also one shared by the Courts, as
shown in the U.S. Supreme Court case, Graver Tank & Mfg. Co. v. Linde Air Products
Co., 339 U.S. 605 (1950), Page 339 U. S. 607:
But courts have also recognized that to permit imitation of a
patented invention which does not copy every literal detail would be
to convert the protection of the patent grant into a hollow and
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useless thing. Such a limitation would leave room for -- indeed,
encourage -- the unscrupulous copyist to make unimportant and
insubstantial changes and substitutions in the patent which, though
adding nothing, would be enough to take the copied matter outside
the claim, and hence outside the reach of law. One who seeks to
pirate an invention, like one who seeks to pirate a copyrighted book
or play, may be expected to introduce minor variations to conceal
and shelter the piracy. Outright and forthright duplication is a dull
and very rare type of infringement. To prohibit no other would place
the inventor at the mercy of verbalism, and would be subordinating
substance to form. It would deprive him of the benefit of his
invention, and would foster concealment, rather than disclosure, of
inventions, which is one of the primary purposes of the patent
system.

In this regard, Crocs, Inc. v. International Trade Commission, et al., No. 20081596 (Fed. Cir. Feb. 24, 2010), provides a relevant legal precedent, as shown in the
supporting Declaration, Exhibit 9. The Croc’s shoe is one which includes a distinctive
strap which extends upwards and rearwards at about 45 degrees and which contributes to
the “overall effect” and striking design which is shown in the company’s U.S. design
patent D517,789. In brief, the fact that the infringing shoe in Crocs had a different
number and shape of openings in the forefoot area, and also a thinner strap was not
sufficient to avoid infringement because the Court found that the area where the
footwear’s strap connects to the base constituted a “focal point attracting the eye of the
ordinary observer” and also contributing to the overall effect of the design was the
“visual theme of rounded curves and ellipses throughout the design.” Crocs, Exhibit 9,
page 15. In this regard, if one takes the Croc’s shoe and simply turns it upside down, the
distinctive strap then projects rearwardly and downwardly as does the inferior spring
element shown in the adidas Springblade and the ‘094 Patent. The “overall effect” and
“focal point attracting the eye of the ordinary observer” of the adidas Springblade is the
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inferior spring element or blade which likewise dramatically projects rearward and
downward from the shoe upper. Once again, there are no other commercial products in
the marketplace which look even remotely close to adidas Springblade and the ‘094
Patent. In Crocs, Inc. v. International Trade Commission, et al., the Court held that the
accused products embodied the “overall effect” of the ‘789 design in sufficient detail and
clarity to cause confusion, and so found that the accused products infringed. The same is
true with respect to the adidas Springblade shoe and the ‘094 Patent, and it should not be
dismissed.
The ‘878 Patent
During the prosecution of the ‘878 Patent the Patent Examiner identified 19
different species and made an election requirement, as shown in the supporting
Declaration, Exhibit 44, and then stated on page 4: “Currently, some claims appear
generic.” In other words, some of the pending independent claims 1-20 also appeared to
read on the other identified species. The Patent Examiner indicated that Species 14
corresponded to drawing Figure 21 which shows an article of footwear having an upper,
spring element, and outsole affixed together with the use of adhesives in the manner of a
conventional article of footwear, and the specification of the ‘878 Patent recites at
Column 28, Lines 4-8 (Amended Complaint, Exhibit 2):
FIG. 21 is a side view of an alternate article of footwear 22
generally similar to that shown in FIG. 1, but having various
components including the upper 23, spring element 51, and outsole
43 affixed together with the use of adhesives in the manner of a
conventional article of footwear.
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Likewise, the adidas Springblade shoe includes an upper, spring element, and outsole
affixed together with the use of adhesives in the manner of a conventional article of
footwear. The specification of the ‘878 Patent also discloses that the spring element 51
can be formed as a single component part: Column 4, Lines 48-50, “Further, it can be
readily understood that an equivalent spring element can be formed as a single part,
or in four parts.” Column 8, Lines 12-20, “The portions of spring element 51 can be
integrally formed in a single component...” Column 18, Lines 11-12, “Alternatively,
the spring element 51 can be formed in two portions or a single part.” Accordingly, the
‘878 Patent disclosure provides support for claims that read on the adidas Springblade
shoes which include an upper, spring element, and outsole affixed together with the use
of adhesives in the manner of a conventional article of footwear.
During the prosecution, I elected Species I, which corresponded to drawing
Figures 1-7, 9, and 26, and then indicated that Claims 27 - 28 read on this elected species,
as shown in the provided Declaration, Exhibit 46. In this regard, after filing the original
application with Claims 1-20, I later added and also prosecuted new Claims 21-32, and
some of these were generic and read on the elected, but also the non-elected species. In
Plantronics, Inc. v. Aliph, Inc., No. 12-1355 (Fed. Cir. July 31, 2013) the Federal Circuit
stated that Plantronics’s “election of an invention in response to an ambiguous restriction
requirement…cannot be said to provide any guidance forming a basis for narrowing a
broadly drafted claim. Id. at 11 (Citing Omega Eng’g, Inc. v. Taytek Corp., 334 F.3d
1314, 1325 (Fed. Cir. 2003). In short, an allowed generic claim reads on what
embodiment(s) it reads on despite what the original restriction requirement may have
been during the prosecution of a patent. In the ‘878 Patent, independent Claims 27 and
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30 are generic enough to read on the structures shown in drawing Figures 1-7 and defined
in independent Claim 1, but also the structure shown in Species 14, drawing Figure 21.
In the ‘878 Patent, the independent Claims 27-30 which are issue in this case both include
the following phrase “said inferior spring element…affixed in functional relation to said
superior spring element.” The Defendants’ arguments about the word “affixed” have
been a diversion from the above intrinsic evidence of generic claims.
I discussed my reasons for selecting “affixed” as opposed to one of its synonyms
such as “attached,” or “fixed” in the brief that I submitted to the Court at the Markman
hearing and will later be submitting a copy of the document and its supporting declaration
in order to make sure that it is available to the Court for reference, and then made of
record. The word affixed and its synonyms are commonly used to both describe
structures which are unitary and have portions that are permanently in communication,
and/or structures which are not unitary and have portions that may be permanently or
removably connected. However, at the Markman hearing, the Court held affixed to mean
“two separate components that are attached to and have some functional relationship with
each other.” I have researched and studied the meaning of the word affixed, and believe
there is evidence to show that either the interpretation provided in the Opinion and Order,
and/or the definition provided by the Court is not accurate and appropriate for use in this
case. In this regard, the word “affixed” has several different meanings depending on
whether it is being used as a noun, verb, or adjective. Independent Claims 27 and 30 are
apparatus claims which define structure, as opposed to being method or process claims.
Accordingly, the word “affixed” is being used as an adjective, and not a transitive verb.
The definition of “affixed” as an adjective provided by audioEnglish.org is: “firmly
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attached,” as shown in the following link: www.audioenglish.org/dictionary/affixed.htm .
The definition of “affixed” provided in Webster’s New World Law Dictionary is: “to
permanently add to, attach, or fasten on,” as shown near the end of the information
provided in the following link: www.yourdictionary.com/affixed. The legal definition of
“affixed” provided by Merriam-Webster is: 1. to attach physically; 2. to attach or add in
any way; 3. to make by or as if by pressure, as shown in the following link: www.merriamwebster.com/dictionary/affix .

As previously discussed in my Markman brief, I chose the word “affixed”
because I thought it was more neutral and broader than the other synonyms, and also felt
that the word “attached” could be misleading to a reader or possibly indefinite given that
the ‘878 Patent also disclosed embodiments in which the inferior spring element could be
removably attached to the superior spring element. I also discussed in my Markman brief
that adidas later filed U.S. Patent Application 20110138652 A1 by Lucas et al., for
similar subject matter and also disclosed spring elements which were formed in a single
component, and alternatively, spring elements having separate attachable parts, and that
the adidas Defendants then chose to use the word “fixed.” In the above recited link to
Merriam-Webster, “Synonym Discussion of affix” the following information is provided:

fasten, fix, attach, affix mean to make something stay firmly in
place. fasten implies an action such as tying, buttoning, nailing,
locking, or otherwise securing…fix usually implies a driving in,
implanting, or embedding…attach suggests a connecting or uniting
by a bond…affix implies an imposing of one thing on another by
glueing, impressing, or nailing.
Which one of these synonyms best fits the description of a spring element having
a superior spring and inferior spring portions that would be made by injecting molding of
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plastic to form a unitary component like the adidas Springblade? In view of the provided
discussion of the above synonyms options, I believe that the words “attach” and/or
“affix” are the best two candidates to use, and I chose to use the word “affixed” in Claims
27 and 30 of the ‘878 Patent. The word “affixed” as it has either been defined and/or
interpreted by this Court is inconsistent with the definition of the word as an adjective,
and also the known legal definitions of “affixed.” It is not proper to adopt a narrow claim
construction unless the inventor has demonstrated a clear intention to limit the claim
scope using “words or expressions of manifest exclusion or restriction.” LiebelFlarsheim Co. v. Medrad, Inc., 358 F.3d 898, 906 (Fed.Cir.2004) quoting Teleflex, Inc. v.
Ficosa N. Am. Corp., 299 F.3d 1313, 1327 (Fed.Cir.2002). In this regard, I never stated
or demonstrated an intention to limit the definition of “affixed” to an embodiment of a
spring element in which the inferior spring element and superior spring element portions
had to be separate parts, but to the contrary I recited that these portions could be part of a
single spring element component in the specification of the ‘878 patent, and then wrote
and prosecuted several generic claims. Claims 1-26 of the ‘878 Patent recite language
which reads on certain Springshoe footwear embodiments which include a fastener for
attaching an inferior spring element and superior spring element to form a spring element.
However, Claims 27-30 do not recite a fastener, and these claims are generic and broad
enough to read on the originally elected Species I which included drawing Figures 1-7, 9,
and 26, but also many of the non-elected species and including Species 14 which was
associated with drawing Figure 21. In this regard, the courts normally presume “a
difference in meaning and scope when different words or phrases are used in separate
claims.” Power Mosfet Technologies, L.L.C. b. Siemens AG, 378 F.3d 1396, 1410 Fed.
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Cir. 2004) (quoting Tandon Corp. v. U.S. Int’l Trade Comm’n, 831 F2.d 1017, 1023 (Fed.
Cir. 1987). Once again, as disclosed in the specification of the ‘878 Patent at Column 28,
Lines 4-8:
FIG. 21 is a side view of an alternate article of footwear 22
generally similar to that shown in FIG. 1, but having various
components including the upper 23, spring element 51, and outsole
43 affixed together with the use of adhesives in the manner of a
conventional article of footwear.
The adidas Springblade shoe includes an upper, spring element, and outsole affixed
together with the use of adhesives in the manner of a conventional article of footwear.
Claims 27-30 of the ‘878 Patent read on the adidas Springblade products, and they are
believed to literally infringe. Accordingly, the ‘878 Patent should not be dismissed.
Trademark Claims
I believe the Court should reconsider its “Opinion and Order” on the trademark
claims for at least the following reasons. The USPTO had examined the functionality
issue regarding my two “Springshoe” trademarks, but also the design patent at issue in
this case and both the trademark and patent branches of the USPTO held that the
trademarks and design patent were allowable. The Court’s present “Opinion and Order”
would appear to suggest that neither the trademark or patent divisions of the USPTO
know what they are doing, but I do not believe that is the case. In this regard, I provided
in my Response to the MSJ (ECF Nos. 189-190), Exhibit 9, the well known example
provided by the USPTO of the Coca-Cola bottle which had been granted utility and
design patent protection, but also trademark protection. While millions of people the
world over have quenched their thirst by drinking Coke from Coca-Cola bottles which
are undeniably functional in this sense, the Coca-Cola bottle is not “functional” in the
PLAINTIFF’S MOTION FOR RECONSIDERATION
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OF APRIL 18, 2016
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sense of being exclusionary and therefore incapable of trademark protection because
there are many different ways to configure the size and shape of equally functional pop
bottles. Likewise, the ‘797 Patent (AC, Exhibit 49) includes 629 drawing figures many
of which show different sizes and shapes of various alternative embodiments having
different means for cushioning and including many different configurations of functional
spring elements. Further, the prior art recited on the ‘797 patent indicates many other
examples and many were provided to the Court in my MSJ regarding the ‘094 Patent,
filed January 29, 2015 (ECF Nos. 46-49), and also in my Motion For Preliminary
Injunction, January 14, 2015 (ECF. Nos. 30-31). Accordingly, as concerns the question
of having utilitarian advantage, the two Springshoe trademarks are merely incidental.
Just as there are many different sizes and configurations of containers and pop bottles
which are possible besides the one configuration trademarked by Coca-Cola, there are
many alternative designs available which have the same or similar utilitarian advantages
which can then be touted in advertising, and in the Amended Complaint, Exhibits 12 and
13, show that the Defendants have done so with the adidas Springblade. I earlier
provided to this Court the Opinion and Order dated February 12, 2016 relating to
trademarks in Case No. 3:15-cv-0174-HZ, styled, adidas et al. v. Skechers, USA, Inc.,
and will also do so here because it contains a relevant discussion of functionality and
trademarks on pages 16-19, as shown in the supporting Declaration, Exhibit 10.
As concerns the method of production of my Springshoe and the adidas
Springblade, and whether the particular designs result from a comparatively simple or
inexpensive method of manufacture, I have provided evidence to show that the spring
elements are considerably more expensive to manufacture than a conventional foam
PLAINTIFF’S MOTION FOR RECONSIDERATION
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midsole. In my Response, Declaration, Exhibit 10, page 11, the relative cost of a forefoot
outsole made of conventional foam material is indicated as being in the range of .60-.85
cents, and so even if you would double that figure and also then provide a rearfoot
outsole made of the same foam material the total would be in the range between $1.20 $1.70. However, the relative cost of the alternative rear (inferior) spring element portion
is indicated as being $4.00, and the internal (superior) spring element portion $3.00, and
the heel counter portion thereof in the range of .60 - $1.00 for a total cost of at least $7.60
for the spring element. $7.60 minus $1.70 = $5.90 and so the spring element costs a great
deal more than an alternative conventional foam midsole. Even if you doubled the $1.70
figure associated with providing a foam midsole it would still only come to $3.40, and
$7.60 minus $3.40 = $4.20, and so the difference between the two options is not even
close. Further, as shown in my Response, Declaration, Exhibit 5, the total cost of the
Springblade spring element component is there indicated as being at least $6.53 and
subtracting the $1.70 cost of an alternative conventional foam midsole = $4.83. Given
the relative complexity of the molds required to make the adidas Springblade, and also
the amount of plastic polymer used to make the solid blade structures versus a
conventional foam midsole made of blown plastic material this is not surprising, but
rather would be expected. Accordingly, I have shown that the cost of making a spring
element is substantially more expensive than making a normal alternative conventional
foam midsole.
Further, whereas the Coca-Cola bottle trademark is a detailed three dimensional
drawing, the two Springshoe trademarks at issue are only two dimensional black on white
images, and hence are relatively abstract. In brief, the two Springshoe trademarks are
PLAINTIFF’S MOTION FOR RECONSIDERATION
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I am the Plaintiff Robert M. Lyden and am over the age of 21, and declare as
follows:
1. Attached as Exhibit 1, is a true and correct copy of an excerpt of the file
history of U.S. Patent Application Serial No. 13/465,021 relating to the ‘797 Patent;
2. Attached as Exhibit 2, is a true and correct copy of an excerpt of the ‘797
Patent;
3. Attached as Exhibit 3, is a true and correct copy of the transcript of the
Markman Hearing conducted on November 6, 2015;
4. Attached as Exhibit 4, is a true and correct copy of a photograph of the medial
side of a left Springshoe taken along a line consistent with the flexural axis of the inferior
spring element;
5. Attached as Exhibit 5, is a true and correct copy of a photograph of the medial
side of a left Springshoe taken along a line that is perpendicular to the longitudinal axis
showing a portion of the bottom side of the inferior spring element;
6. Attached as Exhibit 6, is a true and correct copy of a photograph of the lateral
side of a left Springshoe taken along a line that is perpendicular to the longitudinal axis
showing a portion of the top side of the inferior spring element;
7. Attached as Exhibit 7, is a true and correct copy of a photograph of the medial
side of a left adidas Springblade shoe taken along a line that is perpendicular to the
longitudinal axis showing a portion of the bottom side of the inferior spring element;
8. Attached as Exhibit 8, is a true and correct copy of a photograph of the lateral
side of a left adidas Springblade shoe taken along a line that is perpendicular to the
longitudinal axis showing a portion of the top side of the inferior spring element;
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3
1

(P R O C E E D I N G S)

2

THE CLERK: Good afternoon. This is the time and

3

place set for a telephone status conference in Case No.

4

3:14-cv-1586-MO, Robert Lyden v. adidas America, Inc., et al.

5

We do have a court reporter recording these

6

proceedings, so we ask that you identify yourself each time you

7

speak.

8

And can you please identify yourself for the record.

9

MR. FELDMAN: This is Stephen Feldman for the

10

defendants.

11

MR. HENN: And Charlie Henn for the defendants.

12

MR. LYDEN: And Robert Lyden, plaintiff.

13

THE CLERK: Thank you.

14

And here is Judge Mosman.

15

THE COURT: As has been pointed out in the letter of

16

July 1st via Perkins Coie, there's one claim remaining in this

17

case, and it has been stayed pending inter partes reexamination

18

of the patent. There are dates coming up now not too far off

19

into the future, in September and October, for pretrial

20

conference and trial. I'm confident that the parties haven't

21

had time to get ready to actually try the case.

22

So first I'd like to get any further report that

23

anyone may have about the status of the inter partes

24

reexamination.

25

MR. LYDEN: Well, I think I can speak to that, Your
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1

Honor. This is Robert Lyden. I filed a reply today with the

2

motion that has a claim 11, which provides the most current

3

information. So you will have that there to look at. It

4

should be in your inbox. It's pending. I think the examiner

5

is going to act on it shortly, and I expect to receive

6

favorable action on it.

7

But perhaps to reframe things a little bit here

8

today, I've made some suggestions to the opposing counsel, and

9

I believe that we may agree with one of them and maybe not the

10

other. One was to simplify the case by my possibly dropping

11

the retailers. If opposing counsel can show me that they are

12

indemnifying the retailers and taking financial responsibility

13

for infringement, it doesn't really make sense to have them be

14

party to the case, and I could simply drop them from the case.

15

The other thing would be -- that could simplify

16

things, this is a complicated case because we have now two

17

claims directed to shoes with knitted uppers and then we have

18

the design patent and two utility patents and a couple

19

trademarks for shoes having springs.

20

And I have a case pending which was filed earlier in

21

this venue before Judge Hernandez, and it's Lyden v. Nike. It

22

informs the same patent that we have stayed right now. And

23

I've also added -- I've filed a motion to add a claim in that

24

case to add the new patent.

25

So you've got two cases in this venue, both with the
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1

same two patents, the patents at issue, and Nike and adidas

2

are, from my information and belief, infringing. And one of my

3

thoughts would be to simplify this case by dropping the

4

retailers and then to consolidate the cases and basically move

5

the claims that we have in this case directed to knitted uppers

6

over into the case before Judge Hernandez, which is basically

7

in the same spot. The claim has been stayed, it's sort of been

8

sitting in limbo, and then this case would only contain the

9

dismissed claims directed to some spring elements and

10

trademarks, which I would then appeal to the circuit court and

11

I would find out, frankly, Your Honor, if you're right, that

12

they should be dismissed, or maybe I'm right on one or more of

13

them and we need to look at them more.

14

So I want to throw that kind of out there because I

15

think it potentially simplifies the case, results in judicial

16

efficiency. But in saying all this, I know that adidas and

17

Nike are opposed to consolidation. I think the only person on

18

Earth they dislike more than me is one another.

19
20

So I'm going to stop now, but I wanted to give you
that to think about at least.

21

THE COURT: Thank you.

22

Mr. McCurdy?

23

MR. HENN: This is Mr. Henn for adidas, Your Honor.

24

I believe your question was with regard to whether --

25

what the status of the current claim that's in the case
EXHIBIT H
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1

involving the '883 patent, what its status is in the Patent

2

Office. And as Mr. Lyden pointed out, he's just filed

3

additional paperwork there. It still has to be acted on by the

4

examiner in the Patent Office, which given what the appeal

5

board did, which was to reject all of his claims, we suspect

6

the examiner will again reject the claims, which then will go

7

back up to the board, and we'd have to wait for the board to

8

rule on the further rejection.

9

And so as a practical matter, the update is that we

10

are no closer than we were before to having final resolution of

11

the inter partes proceeding in the Patent Office, and, in fact,

12

it's probably going to be at least a year or so before there's

13

any final resolution.

14
15
16

THE COURT: Do you have a competing proposal for what
to do about moving this case forward?
MR. HENN: We do. First, as Mr. Lyden pointed out,

17

consolidation is opposed by both adidas and Nike not only

18

because they're direct competitors with regard to the product,

19

but frankly, Your Honor, we're engaged in contentious

20

proceedings with Nike involving the same technology in the

21

Patent Office, and having to then try and coordinate our

22

defense in a single action with Mr. Lyden would be highly

23

prejudicial to both parties, which is why they both oppose.

24
25

And as an aside, Judge Hernandez has completely
stayed that case as well, so I'm not sure it's appropriate to
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1
2

move it around, in any event.
What we see as two possible options for the Court

3

are, one, to simply strike the existing case deadlines and

4

maintain the stay that's in effect. As a practical matter,

5

that means that nothing will happen in the case until the

6

unlikely situation where some patent claims survive on the

7

'883, at which point the stay could be lifted and the case

8

could move forward. That's option one.

9

A second option would be to dismiss without prejudice

10

the only patent claim that's in the case, the one that's

11

stayed, with leave to refile if and when any claims survive the

12

proceedings in the Patent Office. And while I can imagine

13

there are some benefits to the Court in terms of not having a

14

case just lingering on its docket with option two, we do have a

15

slight preference for option one, primarily to avoid two

16

potentially negative outcomes from a dismissal.

17

And those are, one, we're not sure that if it's

18

dismissed without prejudice that Mr. Lyden would actually wait

19

until everything is fully resolved before refiling, and we

20

think by having the Court retain jurisdiction and have a stay

21

in effect, it will prevent a bunch of unnecessary motion

22

practice in the event there's a premature refiling.

23

But second of all, and perhaps equally as concerning

24

to adidas, is that a dismissal without prejudice permits -- or

25

at least opens the door for Mr. Lyden to engage in forum
EXHIBIT H
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1

shopping with regard to that claim at the moment before this

2

Court, which we're pleased with and we have jurisdiction and

3

venue here. And if it's dismissed and he can file anywhere --

4

as you can imagine, adidas does business all over the country.

5

He could go and file it somewhere else, perhaps a court that's

6

less likely to wait until the Patent Office is finished or

7

otherwise.

8

So we see two options. Our preference is simply

9

strike the case deadlines, maintain the stay, and if and when

10

anything happens in the Patent Office, we'll notify the Court.

11

And if their claims survive, the stay will be lifted, and if

12

the claims do not, it should be dismissed with prejudice.

13

THE COURT: Despite the presence of a stay, have you

14

reached an agreement that would simplify the case if it went

15

forward regarding the retailers?

16

MR. HENN: The issue we have, Your Honor, is that we

17

have told Mr. Lyden since day one in this case that adidas

18

fully indemnifies the retailers. That's why we've been

19

representing them. Adidas is covering any potential damages

20

that may, you know, may attach to the retailers, and Mr. Lyden

21

won't take our word for it. I've represented to him and I've

22

represented to the Court. He seems to want some evidence of

23

that fact other than our representation. And so that's been

24

the holdup on getting the retail defendants dismissed. We're

25

not sure what evidence I can give him, other than telling him
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1

that.

2

MR. LYDEN: May I address that?

3

THE COURT: No. You two can work that out offline.

4

I don't need to be involved in any discussion you have about

5

simplifying this case.
I'm going to continue the stay and I'll strike the

6
7

current deadlines. The stay will simply remain in place, and

8

I'll set a six-month status conference. Of course, if material

9

news comes out before then, then you're free to notify

10

Ms. Stephens by email and I'll get you on the phone if I think

11

that's important.

12
13

Hang on just a moment. We'll give you a date for the
status conference.

14
15

So that will be by telephone, Friday, January 6th, at
11:30 a.m.

16

Anything further today from plaintiff?

17

MR. LYDEN: Yes. It still leaves kind of unresolved

18

the fact that I have a new patent with claims that the shoes

19

are infringing, and I would like to add that to the -- I guess

20

if we can't move forward with consolidating the cases, I would

21

like permission to write a third amended complaint and add that

22

claim.
THE COURT: Well, right now there will be no activity

23
24

in the case, but you can -- you can wait until the stay is

25

lifted.
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1

Anything further from the defendant?

2

MR. HENN: No, Your Honor.

3

THE COURT: All right. Thank you all. Good day.

4

(Proceedings concluded.)
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1
--o0o--

2
3
4

I certify, by signing below, that the foregoing is a

5

correct transcript of the record of proceedings in the

6

above-entitled cause. A transcript without an original

7

signature or conformed signature is not certified.

8
9
10
11

/s/Bonita J. Shumway

________________________________
BONITA J. SHUMWAY, CSR, RMR, CRR
Official Court Reporter

July 26, 2016

_________________
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3
1
2

(P R O C E E D I N G S)
THE CLERK: Your Honor, this is the time and place

3

set for a Markman hearing in Case 3:14-cv-01586-MO, Robert

4

Lyden versus adidas America, Inc.

5

Counsel, please identify yourself for the record.

6

MR. FELDMAN: Your Honor, Stephen Feldman of Perkins

7
8
9
10

Coie on behalf of the defendants.
I'd like to introduce to the Court my co-counsel,
Matias Ferrario, and we have two company representatives from
adidas, Sara Vanderhoff and Christopher Wolpert.

11

THE COURT: Thank you all.

12

Go ahead and introduce yourself on the record.

13

MR. LYDEN: Yes. I'm Robert Lyden, the plaintiff.

14

THE COURT: All right. I'm going to give each side a

15

couple minutes just to tell me what you think the core of this

16

dispute is about. It's partly -- candidly, partly for me to

17

just hear it, and also for me to get a feel for what this is

18

going to sound like to a jury.

19

So I'll start with defendants.

20

MR. FERRARIO: Thank you, Your Honor. Matias

21
22
23

Ferrario here.
We've provided you with a presentation, I think, at
the outset.

24

MR. FELDMAN: If we can --

25

THE COURT: Yes, you can forward that.
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4
1

MR. FELDMAN: (Handing.)

2

THE COURT: Go ahead.

3

MR. FERRARIO: At this juncture, Your Honor, there

4

are two patents at issue here. And of those two patents, there

5

are three claim terms which we think require construction, and

6

there are two terms that we contend are incapable of

7

construction and are indefinite. And we have had a meet and

8

confer with Mr. Lyden prior to today's hearing to discuss how

9

to address those, and if you'd like to hear that, we've come to

10

an agreement where we would do it term by term with respect to

11

the two patents. But we'd defer to Your Honor, of course.

12

THE COURT: What I'd like first is your general

13

statement, if you have one ready, of what you think is at the

14

core of this dispute.

15

MR. FERRARIO: Sure, Your Honor.

16

So there are three terms at the core of this dispute

17

here. One is the term "affixed," and whether that means you

18

have to have separate pieces of the shoe that are attached to

19

each other, somehow affixed together.

20

The second issue is "anteriormost side." And that

21

relates to the inferior spring element which comes off the

22

bottom of the shoe and whether that has to have all six

23

distinctive sides.

24
25

And then the third issue is this term "anterior
tangent point." And the question is what does "tangent" mean
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5
1

with respect to that term, and we think that that is a term

2

that requires construction.

3
4
5

Those are the three terms we think require
construction.
We think there are two terms that are indefinite.

6

Those terms are "said transverse axis" in the '878 patent, and

7

the other term is "similar to" in the '797 patent.

8
9

With respect to "said transverse axis," we think,
one, that there is improper antecedent basis because there is a

10

reference to "said transverse axis," and it is impossible to

11

know which transverse axis of the two transverse axes that the

12

claim is referring to; and second, with respect to "similar,"

13

we think there is no teaching within the patent as to how

14

similar something must be, it's a term of degree, and without

15

any further teaching in the patent, we do not think that it is

16

capable of construction.

17

THE COURT: Thank you.

18

Do you wish to make a general statement of what you

19
20

think this is about?
MR. LYDEN: Your Honor, I think he's done a pretty

21

good job in covering what we need to talk about today. We have

22

different points of views on many of these things.

23

THE COURT: Thank you.

24

MR. LYDEN: That's about it.

25

THE COURT: Let's do this term by term. And so I'll
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1
2

start with the phrase or term "similar to."
I have defendants' argument, not proposing a

3

definition but simply claiming that it's not capable of

4

definition; that it's indefinite.

5

What's your response to that?

6

MR. LYDEN: It is capable, and I provided

7

information, and there is intrinsic evidence in the prosecution

8

of the patent to show what that is.

9
10

THE COURT: The definition you provided is
"resembling without being identical," first of all.

11

MR. LYDEN: Or --

12

THE COURT: "Almost identical."

13

So let's take the first one. You say something is

14

similar to means resembling without being identical. I'm not

15

sure you've advanced the ball down the field very far. You've

16

really just said the same thing in a clunkier way. So I

17

probably wouldn't do anything with that definition.

18

"Almost identical" is a quantitative definition.

19

Where would you get the idea that it's almost identical as

20

opposed to something less than that towards the goal of being

21

identical?

22

MR. LYDEN: Sure. I get your point.

23

Your Honor, they have a presentation --

24

THE COURT: Let's just -- do you have a green light

25

on your microphone, at the base of it there? Is it on?
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7
1

MR. LYDEN: Yes, I do. Do I need to get it closer?

2

THE COURT: Why don't you remain seated and pull it

3

closer to you, and that will help us.

4

MR. LYDEN: (Complies.)

5

The defendants have a presentation today. I had

6

prepared my notes and a brief, essentially, and I've already

7

given that to them, and if you would like, I can give you a

8

copy of it and then you would be able to follow what I'm going

9

to say and have a record of it and be able to reference

10

something.

11

THE COURT: You can hand a copy forward.

12

Here's how this is going to go. I have certain

13

questions, and answering those questions might not take 150

14

PowerPoint slides to get there. And so if it doesn't, then we

15

won't see those.

16

So go ahead and hand those to Mr. Bean.

17

MR. LYDEN: (Complies.)

18

THE COURT: Right now I just wanted to ask you to

19

answer my question. Where do you get from intrinsic evidence

20

the idea that "similar to" means almost identical?

21

MR. LYDEN: During the prosecution of the patent, the

22

examiner had raised the indefiniteness issue, and there was

23

discussion by the examiner about curvatures and the components

24

that were involved; in particular, the inferior spring

25

elements. And in my patent, the superior spring is the part on
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8
1

top, and the inferior part is the one that ramps down like a

2

ski ramp kind of like.

3

And in the claims there's two inferior spring

4

elements that are positioned across from one another, and I

5

defined in the claims that the top curvature of these two

6

spring elements are similar to one another. And during the

7

prosecution of the patent, I provided to the examiner photos of

8

actual prototypes that I had made showing inferior spring

9

elements.

10

As a matter of fact, one of the images, which is on

11

page 30 in something I've given you, is an inferior spring

12

element that was actually made by cutting it down the middle.

13

So both parts have, insofar as you can do in manufacturing, an

14

identical curvature on the top side.

15

Now, what the differences were between the two is

16

because one is on the medial side, which is the inside of the

17

shoe (indicating), and one of them lays on the outside, kind of

18

like this one (indicating), and when you have a part like that,

19

and especially if you make it out of carbon fiber steel, or

20

even in this case plastic, if you leave a sharp scissors-like

21

edge there, you've got something that will cut somebody. And

22

so what you do is you bevel or taper the edge, and so even

23

though the top curvature of the springs in all other aspects

24

may be identical or nearly identical at the lateral side and

25

the medial side, there's some tapering going on on the top side
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1
2

because you put a bevel on it.
And that was really what was discussed and shown to

3

the examiner that I can't -- you know, I can't say that they

4

are absolutely identical, but they are substantially so, and --

5

and they are similar to one another, with the exception --

6

THE COURT: I need you to pause -- I need you to

7

pause if I ask you a question.

8

MR. LYDEN: Sure.

9

THE COURT: We have a court reporter taking it down.

10

So what we're looking for is how someone reading the

11

patent would know what "similar to" means. So your explanation

12

of how the manufacturing process works here in court today

13

won't help in that effort at all. We're stuck with a closed

14

universe of words that you can point to that define the phrase

15

"similar to."

16

Now, that can include what happened in the

17

prosecution history. So I need you to tell me where you're

18

relying on in the prosecution history that someone reading the

19

prosecution history can figure out that "similar to" means

20

almost identical to.

21

MR. LYDEN: Right.

22

THE COURT: What text are you relying on for --

23

MR. LYDEN: That is in what I've provided to you just

24

now, and that is in -- yeah, it's in Exhibit M-13. And it's --

25

in particular, in M-13, if you were to look at this -- and it's
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1

pages 27 to 30, 39 to 40, and in particular, 57 to 62. And at

2

pages 57 to 62, I am discussing this with the examiner,

3

specifically this subject, and -- and state why the language is

4

being used and also discussing some things about the shape of

5

the inferior spring elements and the differences there and some

6

things that I thought would be helpful to the examiner.

7

So there is a spot that you can look right in the

8

prosecution where you can see the figures, you can see the

9

discussion that went on, and anyone looking at that discussion,

10

a person skilled in the art would know, okay, if we make a

11

inferior spring element that has the same top curvature on the

12

medial and lateral sides, and all we've got is just differences

13

in the beveling at the edges, we're going to be infringing,

14

because it was very clearly talked about as to how and why that

15

language "similar to," what that meant, and that is what it

16

meant.

17

THE COURT: When in this discussion do you link the

18

description to the phrase "similar to"? I see the description,

19

but I don't see how one reading it would know that you're

20

defining the phrase "similar to." I mean, since I'm only just

21

glancing at it, I may have missed that. Where is that?

22
23
24
25

MR. LYDEN: Let me show you, because I think I saw
the reference. I'll try to find that.
So if you'll look at Exhibit No. 13, you can see on
page 4 there is a photo of the inferior spring element -EXHIBIT 3
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1

actually, there's two of them, and it was made by cutting right

2

down the middle so that they have the exact same top curvature

3

and they're beveled on --

4

THE COURT: So I've heard you say that, and since my

5

time is limited, I need you to focus on the question I'm

6

actually asking you. So, ideally, if this -- if you were

7

giving me the perfect evidence, you'd point in the prosecution

8

history to where you told the Patent Office that "similar to"

9

means almost identical to. Obviously, you don't have that. So

10

where is it that you tell the Patent Office what "similar to"

11

means? And so the photograph won't get you there.

12

MR. LYDEN: Right.

13

I believe it's here.

14

(There is a pause in the proceedings.)

15

THE COURT: Do you have it?

16

MR. LYDEN: I've got these scattered within about

17

five pages of discussion about not only the curvature but the

18

shape of the object.

19

THE COURT: Let me make your search simpler. Show me

20

anywhere in those five pages where the words "similar to"

21

appear.

22

So I'm going to come back to you on that question.

23

Let me ask a related question. Typically, a patent,

24

if it used a phrase like "similar to," would be claiming all

25

forms of similarity from as close as you can get to identical
EXHIBIT 3
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1

to as far away as you can get from identical and still be

2

similar. And so a discussion that a particular embodiment or

3

manufacturing process might produce pairs that are similar, in

4

the sense of being almost identical, wouldn't disclaim a

5

broader interpretation unless you had more than that.

6

Do you have more than that?

7

MR. LYDEN: (No response.)

8

THE COURT: Or did you hear my question?

9

MR. LYDEN: I heard your question. I believe I have

10

more than that, but --

11

THE COURT: I'm going to turn to your opponent while

12

you look for the phrase "similar to." What I'm going to do is

13

turn to your opponent while you look for the phrase "similar

14

to" in the prosecution history.

15

Let's assume it's in there, or something like it is

16

in there. What do you make of that other otherwise intrinsic

17

evidence?

18

MR. FERRARIO: Yes, Your Honor, that is a good

19

question. And I believe it is in there, and perhaps to help

20

out there, I think we cite to it in our brief that there is a

21

line on page 9 of what is, I think, M-13, what we'll call M-13,

22

that does provide this boundary of -- this picture which I have

23

in front of you is being discussed in that section. It shows

24

these curves as being similar, having similar curve shapes.

25

And I think to a question you asked earlier, maybe
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1

that provides one boundary of this objective boundary that's

2

required under Nautilus and Interval Licensing case law. And I

3

say maybe because it's not entirely clear, well, what is still

4

almost identical in that case.

5

But there is nothing on the other end of that

6

boundary which is required by case law, which is to say you

7

need to understand what's not similar. And I think if you look

8

at the specification and you look at the prosecution history,

9

that is the piece that's just missing.

10

THE COURT: So your argument is that one iteration of

11

being similar can be almost identical, but there's nothing that

12

says every other iteration of being similar is somehow

13

disavowed by the patent?

14

MR. FERRARIO: That's right. And I think that you'll

15

find similar reasoning in the ACQIS decision that we cited in

16

our case. And it had the exact same thing, where the plaintiff

17

had argued that there was a design -- a circuitry design that

18

was identical. It was identical, they kept saying, and then

19

they said, well, and all of these other figures are completely

20

different. The court there found that there was no objective

21

boundary to determine what's similar and what's not similar,

22

and for that reason, the claim term was indefinite.

23

THE COURT: Thank you.

24

Do you wish to speak further to what those five pages

25

or other pages of M-13 teach about this phrase?
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1

MR. LYDEN: Well, I think he did find the words

2

"similar," and I think he forgot -- yeah, that page, which is

3

page 15 of M-13, talks about the two inferior spring elements.

4

It talks about their shape and it talks about them having

5

similar curved configurations. And what's made clear is that

6

the top curvature of the two is the same except for what goes

7

on on the medial and lateral sides.

8
9

So I think by my discussion, combined with the image
that I provide, provided sufficient disclosure to someone

10

skilled in the art that they would realize that if they wanted

11

to avoid infringement, they would make the inferior spring

12

elements on the medial and lateral sides have a different top

13

curvature.

14

THE COURT: Thank you.

15

I want to take up the next phrase that's said to be

16

indefinite, the "said transverse axis."

17

If I understand the defendants' position, one of the

18

reasons you think it's indefinite is that you can't locate the

19

transverse axis as between running through the spring elements

20

versus running through the bottom of the shoe. Is that right?

21

MR. FERRARIO: Yes, Your Honor, that's right.

22

THE COURT: What else makes it indefinite, in your

23
24
25

view?
MR. FERRARIO: Sure. So that's the part where we say
is the antecedent basis problem because the claim taught there
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1

says footwear having a transverse access, the spring element

2

having a transverse axis, and then later refers to "said

3

transverse axis," and our contention is you can't tell which

4

one --

5

THE COURT: So just for my purposes, looking at the

6

phrase, that's why you think the word "said" is troubling here,

7

from your perspective?

8

MR. FERRARIO: That's right. So under typical claim

9

drafting, in black letter claim construction drafting, "said,"

10

the definite article refers to -- the article that's

11

introduced, the component that's introduced with an indefinite

12

article. So there's a first thing, a second thing.

13

THE COURT: All right. And if I remember correctly,

14

then, your second problem is you're not sure that one skilled

15

in the art would know where to place the transverse axis on the

16

longitudinal axis, right?

17

MR. FERRARIO: That's correct, Your Honor.

18

THE COURT: Well, in one of your proposed

19

definitions -- you may have moved away from that by now -- you

20

place it at the triple intersection of the transverse axis, the

21

longitudinal axis, and the flexural axis, right?

22

MR. FERRARIO: That's right.

23

THE COURT: And that would be a clearly identified

24
25

point if it were correct, wouldn't it?
MR. FERRARIO: That's right. We would agree with
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1

that. There is disclosure of that in the '878 patent.

2

The problem with that is -- and I think we've kind of

3

moved away from an alternative construction because it's looked

4

at in the '797 specification, there are very clear pictures of

5

the flexural axis and the transverse axis not lining up. So

6

there is no X marks the spot. And this is the teaching of the

7

patent that we think supports the notion that the '878 patent

8

doesn't provide for the location along the longitudinal axis of

9

where this transverse axis is.

10

THE COURT: Doesn't provide it not so much by the

11

indefiniteness of the phrase itself but because of multiple

12

possible locations?

13

MR. FERRARIO: That's exactly right.

14

THE COURT: In the intrinsic evidence?

15

MR. FERRARIO: Yes, that's exactly right.

16

And ultimately the problem here, as well as -- well,

17

I guess the question would be why does it matter. And the

18

reason it matters is because the claim element that follows,

19

which requires one to measure the concavity downwards and the

20

length of the side of this inferior spring element is measured

21

from a reference point. That reference point is the transverse

22

axis. And if you can move that transverse axis -- it's always

23

90 degrees, we know that, but if you can move it up and down

24

the longitudinal axis indefinitely, you just don't know. You

25

don't know whether your inferior spring element is longer on
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1

one side or has greater concavity because that transverse axis

2

can be anywhere along the longitudinal axis.

3

THE COURT: Thank you.

4

Is there a way one skilled in the art would know

5

where to put the transverse axis on the longitudinal axis?

6

MR. LYDEN: Yes.

7

THE COURT: I should say is there one and only one

8

way, as opposed to multiple ways one would know where to put

9

it?

10
11

MR. LYDEN: I can speak to how I did it. I can't say
how someone else might come to the same thing.

12

THE COURT: Well, oddly enough, how you did it is

13

irrelevant to my decision. It's precisely how one skilled in

14

the art would do it that matters.

15

MR. LYDEN: Well, you know, there's a point here I'd

16

like to make about the two patents. The earlier patent was the

17

first filed in a chain that became pretty lengthy. The second

18

patent that we're speaking about today was filed about 12 years

19

later, and it was the product of about four continuations in

20

part.

21

Some of the case law that the defendants have cited,

22

it's a little misleading as to whether you can read from

23

disclosure in a later patent and try to bring it back into an

24

earlier one. You know, they cited -- I believe it was

25

Microsoft and Jonsson v. Stanley Works. And the difference
EXHIBIT 3
Page 17 of 53

Case 3:14-cv-01586-MO
Case 3:14-cv-01586-MO

Document 230-3
Document 171

Filed 05/17/16

Filed 11/24/15

Page 18 of 53

Page 18 of 53

18
1

between those cases and this one is that they dealt with

2

patents in a chain that were continuations. They had the

3

identical specification, they had the identical drawings. All

4

that was happening there was people were putting new claims and

5

getting new patent. So there was no continuation, there was no

6

new matter.

7

My earlier patent has 29 drawings. The later one has

8

629. There's 600 drawings difference and hundreds of pages of

9

disclosure differences between the two. And I departed from

10

the specific orientation of the three axes in the first one

11

when I did the second one because I wanted to claim new and

12

different matter.

13

So in the first patent that we're looking at, the X

14

marks the spot where the longitudinal axis, the flexural axis,

15

and the transverse axis all meet is really very clearly

16

defined, and anyone looking at it knows exactly where it is.

17

There's no bones about it. So it's very definite in the

18

earlier patent what that is and what that's about, and I don't

19

think there could be any question about where it is.

20

The axes, longitudinal and transverse axes were

21

introduced, you know, for the same reason you have longitude

22

and latitude. When you want to speak about the object and you

23

want to say something about the orientation of the inferior

24

spring elements, what angles they come off, you have to have a

25

reference point. So all the longitudinal and transverse axes
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1

do is give you a reference point.

2

The defendants, you know --

3

THE COURT: Let me ask you this. In the '797 patent

4

are you attempting to claim a transverse axis that can be

5

placed anywhere along the longitudinal axis?

6

MR. LYDEN: I don't believe that it's relevant to

7

most of the claims in that patent. In the earlier patent --

8

THE COURT: Well, before we get to relevance, just

9
10
11

start with your answer to my question.
You've suggested that you claimed something different
on this score in the '797 patent --

12

MR. LYDEN: Right.

13

THE COURT: -- than the '878 patent. So now I'm

14

asking are you claiming in the '797 patent that there are

15

multiple places along the longitudinal axis that one could find

16

the transverse axis?

17
18
19

MR. LYDEN: I think I'd have to look at all 20 claims
before I could give you an intelligent answer there.
THE COURT: Well, I thought that the answer was

20

simple, in light of what you've just said, so let me make sure

21

I understand you.

22

MR. LYDEN: Well, it's very simple --

23

THE COURT: Let me finish my question.

24

MR. LYDEN: Sure.

25

THE COURT: So I guess I could flip it around and say
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1

are you claiming in the '797 patent that the transverse axis

2

must meet along the longitudinal axis where those two intersect

3

with the flexural axis? In other words, is X marks the spot

4

true of the '797 patent also or just the '878 patent?

5

MR. LYDEN: It is true, but in the latter patent,

6

I -- some of the embodiments that I taught showed what happens

7

if you move an inferior spring element to the left or to the

8

right along the transverse axis. And so the inferior spring

9

element will -- will sometimes not have, if it's a single

10

spring, it's still going to have an intersection point. If

11

it's a pair side by side, it may not intersect with the

12

flexural axis of the two because it's splitting down the middle

13

and it's deadening between them. And --

14
15

THE COURT: Is that intended to be an embodiment that
represents an embodiment that follows the patent?

16

MR. LYDEN: Yes.

17

THE COURT: So then for that to be true, you'd have

18

to be claiming in '797 something a little broader than you're

19

claiming in '878, wouldn't you?

20

MR. LYDEN: It's a different set of claims directed

21

to some different structures, so it doesn't quite -- I don't

22

know that broadness of scope is so much the issue.

23

THE COURT: Well, you've talked about where you put

24

the springs. I'm not so much concerned about the spring as

25

where the transverse axis is found.
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1

MR. LYDEN: Right.

2

THE COURT: So splitting the springs down the middle

3

doesn't tell me one way or the other where you're putting the

4

transverse axis. I don't really care where the springs --

5

MR. LYDEN: Well, the transverse axis is always going

6

to be perpendicular to the longitudinal, and it's always going

7

to intersect some part of the flexural axis, but it may not

8

intersect the flexural axis dead center in the middle of the

9

shoe. It may be offset to the side. That's the only

10
11

difference in that patent versus the earlier one.
THE COURT: So can the transverse axis in the '797

12

patent intersect the longitudinal axis in '797 at a spot other

13

than where the flexural axis intersects the longitudinal axis?

14

MR. LYDEN: Yes.

15

THE COURT: And that would not be true of '878,

16

right? In '878, they all --

17

MR. LYDEN: No.

18

THE COURT: -- three come together at the same spot?

19

MR. LYDEN: Correct. In '878 they all come together

20

in one spot like a duplex in a scope, you know.

21

THE COURT: Thank you.

22

You proposed a definition at one time of "said

23

transverse axis" that would sort of go along with this

24

colloquial idea of X marks the spot. Did you back away from

25

that because of evidence from the '797 patent, or is some of
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1

that evidence -- that is, evidence that's inconsistent with all

2

three axes coming together in one spot associated with the '878

3

patent?

4

MR. FERRARIO: I think, Your Honor, that in having

5

looked at the '878 patent and trying to understand what

6

teachings it had about the location of the --

7

THE COURT: I'm going to stop you there. So --

8

MR. FERRARIO: I was going to say both.

9

THE COURT: All right. That's what I was hoping for.

10

Let's start with an answer and then amplify so I know where

11

your answer is going.

12

So you do believe that you have evidence that -- from

13

intrinsic evidence from the '878 patent that shows -- or that

14

teaches that the transverse axis can be somewhere else on the

15

longitudinal axis?

16

MR. FERRARIO: What I think -- the way I would put it

17

is that there isn't -- there's an absence of evidence on the

18

'878 as to whether the transverse axis is limited to that one

19

particular point.

20

THE COURT: All right. Let's assume that in '878

21

that's true, that they all come together in one spot. And

22

let's assume for a moment that that picture changes somehow the

23

'797 patent. So the claim we're construing comes out of '878.

24

What happens if we construe it only for purposes of '878 in a

25

way that might not be true of '797? Where are we?
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1

MR. FERRARIO: So we're -- so in that case you have a

2

CIP, so you add new matter. And the question there would be

3

what parts of the teachings of the CIP in the new matter,

4

including form, what's interpretation of the claim terms of the

5

'878 patent. And I would think that to the extent that the

6

'878 patent had some terms that were less than fully described

7

and defined, then those teachings would inform one or a part of

8

the intrinsic record. They should be considered in the

9

totality of the intrinsic record to understand the meaning of

10

the term in the '878 patent.

11

THE COURT: Why is that the case instead of assuming

12

that the inventor tried to claim something broader in the '878

13

patent -- or excuse me, in the '797 patent?

14

MR. FERRARIO: So I think there the question would be

15

is it directed to a new embodiment, something that's broader.

16

And I think, from my perspective, looking at these disclosures,

17

it's because the inventor was using the exact same terms and

18

was describing the embodiments in the exact same way. And so

19

it wasn't distinguished as here is a new embodiment.

20

THE COURT: Well, if you were in '878 willing to --

21

excuse me, if in '878 you were going to lock the transverse

22

axis on to a particular point along the longitudinal access,

23

and if in '797 you weren't going to lock it in, you were going

24

to allow it to occur in multiple places, and in both patents

25

you'd use the identical terms, right? You'd still be talking
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1

about a flexural axis, a longitudinal axis, and a transverse

2

axis. You just wouldn't be talking about them in terms of

3

locking them in in the same spot. So I wouldn't be surprised

4

that the same terms would occur. That wouldn't change, right?

5
6
7

MR. FERRARIO: I think that's a fair comment, Your
Honor.
THE COURT: Let's take the third of the ones we're

8

considering, and that's the anterior -- I'm going to take

9

"anterior tangent point" next. And here the parties proposed

10

definitions that are functionally and fundamentally pretty

11

similar, but I don't mean "similar" in the sense of being

12

almost identical to. So we can agree on that.

13

And for that reason I'm curious -- and I'll start

14

with defendants -- really where is the difference between these

15

two proposed definitions, yours and Mr. Lyden's?

16

MR. FERRARIO: Sure, Your Honor. Two differences.

17

One is the line in our proposal has to be a straight line. In

18

our view, that's all that's ever shown in the '797 patent.

19

It's line 160 in, for example, figures 520 and 523, and it's

20

expressly defined in the specification as previously defined

21

here, with the inventor acting as his own lexicographer. So

22

that's dispute number one.

23

Dispute number two comes down to essentially what

24

does "tangent" mean. And tangent is not an intersection

25

between two lines. It requires something more than that as a
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1

meaning. And our proposed definition is intended to capture

2

that, that there is some point between these two surfaces where

3

they were previously parallel and then no longer parallel,

4

which would provide for an area, a point on that top surface

5

where something could be tangent to that top surface.

6

Those are the two disputes between the parties.

7

THE COURT: So just so I'm clear on your

8

demonstrative exhibit that I have in front of me here, the "not

9

this" posits that there's no parallel running of the red and

10

green lines. The green line just comes off the red line. The

11

first you see, or whatever the green line represents is when it

12

breaks away from the red line?

13

MR. FERRARIO: That's right.

14

THE COURT: So I want to make sure you're not running

15

the two together underneath the word "not" there somehow.

16

MR. FERRARIO: No.

17

THE COURT: So what you mean is just on the left

18

where they are momentarily at least parallel?

19

MR. FERRARIO: That's right.

20

THE COURT: Thank you.

21

So your concern is that the language suggested by the

22

plaintiff would allow the "not this," and I'm not sure I'd know

23

how that language would, in fact, allow that.

24
25

MR. FERRARIO: Our reading -- yeah, I think -- Well,
I can look at it again. Our reading of it is -- well, one is
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1

it doesn't have this idea that it's a straight line of contact.

2

So the point where --

3

THE COURT: I guess what you're -- I'm sorry to

4

interrupt. I guess what you're suggesting is that where it

5

discusses beginning to curve downward from the superior spring

6

element, that that doesn't -- certainly doesn't require

7

whatever happened before that to be parallel.

8
9

MR. FERRARIO: I think it's just that. Yes, that's
correct.

10

THE COURT: And in your view it may not be required

11

that there be anything happening, parallel or otherwise, before

12

it starts to curve downward from the superior spring element,

13

right?

14

MR. FERRARIO: Yes, Your Honor.

15

THE COURT: Thank you.

16

Go ahead.

17

MR. LYDEN: Yes. On the subject of the anterior

18

tangent point, I feel that the defendants have kind of got it

19

mixed up with the idea that the inferior spring element is

20

supposed to be tangential in relationship to the superior

21

spring element. I show examples of that. That's very

22

possible. But I also show many examples where that is not the

23

case.

24

What is true --

25

THE COURT: Just so I'm clear, where what is not the
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1

case?

2

MR. LYDEN: Where the inferior spring element does

3

not have a tangential relationship to the superior spring

4

element, where it does not curve from a point of tangency.

5

What the anterior tangent point is all about is when

6

you draw a curve, you know, you have a circle and the circle

7

has a radius. A small circle gives you a very tight radius, a

8

large circle gives you a longer radius and a more gentle curve.

9

And what the anterior tangent point is is when you have an

10

inferior spring element that is curved, it is a curved line

11

that's going to have a radius of curvature. And when you do

12

this in engineering drawings or even with a French curve with

13

your hand, you have an origin point, you have the length of the

14

radius, which defines how curved it is, sharp or gentle, and

15

the point at which you start on that circle to generate the

16

curve is what I call the anterior tangent point, because at

17

that point you can draw a line tangent to the circle and you

18

identify a spot on the circle where you're starting from. And

19

you're also, by picking your starting point and then indicating

20

what the radius is, you're defining the curvature, sharp or

21

not.

22

So it really has to do with the point at which you

23

generate the curve. It has nothing to do with whether the

24

inferior spring element has to be tangential in its shape and

25

curvature with respect to the superior spring element.
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1
2

THE COURT: What's your dispute with the idea of a
straight line of contact?

3

MR. LYDEN: Well, that's the other thing here. The

4

anterior tension point is a point, it is not a line. Now, if

5

you take a shoe like this (indicating), and you generate your

6

curve and you create a single anterior tangent point to create

7

the curve in one slice of space here, and then you move across

8

it with multiple anterior tangent points, you then can connect

9

those points and that will generate a line. And what that line

10

is is where the two parts mate or lay up against one another.

11

And that line is also consistent in my patent with not where

12

the flexural axis is, because it's the joint between the two

13

parts.

14

So the anterior tangent point is a point, it's not a

15

line. You can connect anterior tangent points to create a

16

line, but that's -- that's all it really is there.

17

Now, there was one spot in the specification where

18

they noticed an error in connection with figure 617, where I

19

had more line, you know, kind of stuck in there. And, frankly,

20

it's an error, and that one glitch -- there's other figures

21

like, I think, 523, the same things are shown. And they're

22

looking at some -- what they see as lines on -- for example, I

23

think it's 523. And if you actually look at the figure,

24

there's a demarcation on the left where I'm incorporating off

25

the part, saying here's the middle part of the part, here's the
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1

tail end part of the part, here's the front. And those lines

2

are basically defining those segments of the part. And yes,

3

the lines can be generated by connecting a bunch of anterior

4

tangent points and also the posterior tangent point, which

5

never lays up against anything, it's out there in free space,

6

but it's a tangent point because that's where that curve was

7

generated with the radius. So --

8

THE COURT: Thank you. That's all I need to hear.

9

MR. LYDEN: -- I hope that explains something there.

10

THE COURT: While we're talking about points, let's

11

talk about "anteriormost side." And --

12

MR. LYDEN: Would you like me to speak to that?

13

THE COURT: No, I'm going to start again with the

14

defense here.

15

Let me just ask you what your complaint is with

16

plaintiff's proposed construction of "anteriormost side."

17
18
19

MR. FERRARIO: Sure. I'll just pull this up so we
have it side by side.
THE COURT: Just so I can get it in my head a little

20

clearer, it seems that both of you agree that we're talking

21

about being closest to the footwear's anterior side. That's

22

what you mean when he says, "the front of the article of

23

footwear," right?

24

MR. FERRARIO: Correct.

25

THE COURT: And so that you're in agreement on.
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1

And so the main difference seems to be that you use

2

the word "surface," and he uses the word "part" of the spring

3

element.

4

What's the difference?

5

MR. FERRARIO: This dispute really came to a head

6

when we looked at his infringement contentions. And what

7

happens is, it's clear he's reading that side out of the claim

8

term. So it doesn't even require a side. It can be in the

9

same surface as the bottom surface. So the reason we proposed

10

our construction was to make sure there has to be a separate

11

side.

12
13

THE COURT: A separate side -- a separate side to the
inferior spring element?

14
15
16

MR. FERRARIO: A separate side to the inferior spring
element.
THE COURT: So that's saying it could be the same as

17

the bottom? You mean it doesn't have to be a part of the

18

inferior spring element, it could be a part of the superior

19

spring element?

20

MR. FERRARIO: No, no, I'm sorry, Your Honor. It has

21

to be part of the inferior spring element but it has to be a

22

separate side, as opposed to the bottom. There has to be six

23

separate sides to this construct, just as he describes and

24

claims. He claims six sides in the claim element: an interior

25

side, posterior side, a medial side, a lateral side, a top
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1

surface, bottom surface. And when we go to look at the

2

specification -- for example, figure 516 -- it shows these six

3

sides very clearly: top, bottom, four sides of the rectangle.

4

And this is in the disclosure of the '797 patent.

5

Now, the way he's interpreting it, using infringement

6

contentions, is if you look at the shoe, he's taken what is the

7

surface, and this is sort of an "S" shape at best (indicating),

8

and he's saying, well, this is the anterior side and this is

9

the bottom surface. And they're the same surface. So he's

10

effectively read the anterior side or the anteriormost side out

11

of the claim.

12

THE COURT: So your concern is that his claim

13

construction would allow him to claim where there is a side

14

connecting with the superior spring element, but also where

15

it's not a side, it's -- either it's the bottom of the spring

16

element or it's a point or something like that?

17

MR. FERRARIO: Yeah. Essentially --

18

THE COURT: I'm going to limit it to inferior spring

19

elements that have an actual side that connect to a superior

20

spring element.

21

MR. FERRARIO: Just as he shows in his patents, where

22

there's a bottom surface and then there's a side that goes up,

23

there needs to be that side.

24
25

THE COURT: And your principal authority for doing
that is just that he has claimed sides?
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1

MR. FERRARIO: It is that he has used six different

2

words, yes, as well as the disclosures in the specification

3

which completely support and show the six distinct sides.

4

THE COURT: All right. Thank you.

5

Mr. Lyden.

6

MR. LYDEN: Yes, thank you.

7

THE COURT: Just to tee it up a little more clearly

8
9
10

in terms of what I'm concerned about -MR. LYDEN: Sure.
THE COURT: -- the real concern really has nothing to

11

do with the actual place where this all connects to the front

12

of the article of footwear. It's what connects.

13

MR. LYDEN: Right.

14

THE COURT: And your opponents argue that the

15

connection has to be made by an actual side to an inferior

16

spring element.

17

MR. LYDEN: Right. They wish to argue that kind of

18

like a square house, you should be able to point to a square

19

slash kind of side.

20
21
22

Now, in my patent, that's not the way I use the word
"side." For example -THE COURT: All right. So I'm going to stop you

23

there. That's a perfectly acceptable argument to use the word

24

"side" in other than its normal meaning. And that's what

25

you're about to tell me, is because the normal meaning would
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1

not include, you know, the two different locations on an S

2

curve or a point. But to do that, and as you're probably

3

aware, patent law allows an inventor to be his own

4

lexicographer.

5

MR. LYDEN: Right.

6

THE COURT: You have to point to me where in the

7

intrinsic evidence you've told someone that "side" doesn't mean

8

what "side" normally means.

9
10
11
12

MR. LYDEN: Yeah, I was about to kind of get to that,
but thank you.
THE COURT: I only tee that up as much for your
benefit as mine, so you know where I'm concerned.

13

MR. LYDEN: I get it.

14

For example, I'll start with the shoe and then I'll

15
16

move to the inferior spring element.
THE COURT: I don't want you to start there. Where I

17

want you to start is the actual language of the intrinsic

18

evidence that you point to that tells someone, this is what the

19

inventor meant by the word "side."

20

MR. LYDEN: Right.

21

In my drawings and discussion, I point to this as

22

being the anterior side of the shoe, this is the posterior,

23

this is the medial and the lateral. Now, if you look at the

24

shoe, I'm pointing at curves. These are curved surfaces.

25

They're not flat side curves, flat sides like a box.
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1

So when I use the word "side," you know, whether with

2

a shoe or you could speak with your anatomy, I have a right

3

side and a left side. I'm not square but I do have sides. And

4

so we're speaking about an object that, to start with, you can

5

hardly find a flat spot on the thing.

6

Now, when you start looking at the inferior spring

7

element, there's embodiments where you have a removable

8

inferior spring element, and it might have a front side that is

9

very abrupt, very squarish, or it might have one that just

10

tapers down to just a smooth point of contact. And it could

11

still be removable. And I've assumed these kind of things in

12

the patent.

13

The other embodiment that you got, which is more like

14

this one, is you've got inferior spring elements that protrude

15

from the superior spring element in a smooth curve. And in

16

that case, when you look at it and say, well, where is the

17

anterior side of the spring, well, it's going to be the closest

18

part of the spring to the front of the shoe, the front side.

19

And how do you find that? Well, with a drawing or if you've

20

got a good eye, you can look at it and you find the -- what's

21

called the -- some people call it an inflection point, some

22

people call it the deflection point. It's a point at which

23

that inferior spring element begins to protrude from the

24

superior spring element, where it begins to emerge.

25

And the front side of that defines -EXHIBIT 3
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1

THE COURT: Would you stop for a minute. I'm

2

tracking you. The only reason I'm interrupting you is not to

3

be rude, but when I know where you're headed, with the limited

4

time that I have, if I let you go on, then you'll waste time

5

you need to spend on something else.

6

MR. LYDEN: Sorry.

7

THE COURT: So, again, I was looking for evidence of

8

where one would look to get this special definition of "side,"

9

and I think you told me two places to look: one is that you

10

use in the patent the term "side" to describe locations on the

11

shoe itself, and your argument is that since one skilled in the

12

art would know that those sides are not flat, you wouldn't go

13

looking for flatness every time you used the word "side." Is

14

that right?

15

MR. LYDEN: Correct.

16

THE COURT: And the second is that you have

17

embodiments of the inferior spring element where it would be

18

difficult to locate something classically thought of as a side

19

because of their curvature; is that right?

20
21
22

MR. LYDEN: Correct, just as is the case with the
adidas Springblade shoe.
THE COURT: Am I missing anything else that you want

23

to point to where one would say, well, this is what he means by

24

the word "side" in the intrinsic evidence? I'm asking you.

25

Those are two. Is there anything else?
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1

MR. LYDEN: I'm sure the word is used throughout the

2

file history many times. It's used in the patent many times.

3

I do believe that there are some images that show this, and I

4

believe they're in the materials that I've provided today. If

5

you go through those, you can see that.

6

THE COURT: Thank you.

7

What's your response to the idea that those two

8

points of evidence would teach someone that "side" has a

9

particular meaning in this patent?

10

MR. FERRARIO: I would say with respect to the first

11

point, I'm not entirely certain that the shoe is described as

12

an anterior side and a posterior side. I'd want to go back and

13

check, because I think there are anterior -- there's an

14

anterior of the shoe and a posterior of the shoe. I'm not sure

15

if it's side.

16

But even setting that aside, our construction doesn't

17

require that these sides be flat, just separate and distinct

18

from another side. So you would not say that the anterior part

19

of the shoe is the same as the medial or lateral part of the

20

shoe. You could not confuse those two. They would have

21

separate and distinct sides to them. And that is what our

22

construction counsels. So that would be my response to the

23

first point.

24

With respect to the second --

25

THE COURT: I'm just trying to visualize your
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1

argument. So does this come up with embodiments that come to a

2

point? Is that an issue?

3

MR. FERRARIO: With embodiments that come to a point?

4

THE COURT: What I'm curious about is his definition

5

that he's proposed, I guess your concern is that it could

6

somehow end up describing the same thing as the bottom side of

7

the spring element.

8

MR. FERRARIO: I think that his proposed definition

9

would allow him to do just what he tried to do in his original

10

contention, which is to say this surface is the both the bottom

11

and the anterior side. And we think that's incorrect.

12

THE COURT: All right.

13

MR. FERRARIO: If Your Honor may indulge, there is,

14

we think, a very clear picture that we have in our brief of the

15

embodiment where there's no identification of a side, there's

16

nothing here that says, hey, this is the side. That's one

17

embodiment. And then he has another picture in the patent

18

which shows very clearly that there is a side. And that's

19

where he labels it -- Do you know what figure that is?

20

So 541 -- I'm sorry, 451 very clearly identifies --

21

and this is in the brief -- an inferior spring element that has

22

this wall that -- it doesn't have to be flat, it just has a

23

separate and distinct side, whereas he has other embodiments

24

that don't have that side. When that is there, that's

25

disclosed as the anteriormost side.
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1
2
3

THE COURT: Are you able to show me an embodiment
that does not have that separate side?
MR. FERRARIO: I think that the embodiment that was

4

discussed in the briefing is this one here that is described as

5

not having a distinct separate anteriormost side.

6
7

THE COURT: All right. Thank you. And that is
figure 451 in the patent?

8

MR. FERRARIO: Yes. Yes, Your Honor.

9

THE COURT: Thank you. All right.

10

Yes, sir?

11

MR. LYDEN: I guess the only thing I might add is

12

that when you're looking for this side, when you're dealing

13

with an embodiment that has a smooth curve and you don't have,

14

you know, a flat-sided edge to it, it's going to be close to

15

where this anterior tangent point is and where this line that

16

can be generated by joining that, because that's where the two

17

parts mate on the front side of the inferior spring. And it's

18

going to be very close to where the flexural axis is, where the

19

two come together and where they bend from. So both of those

20

things put you pretty close to where that front side of that

21

spring is, and --

22

THE COURT: The real question is did you actually

23

claim or did you actually submit embodiments that don't have an

24

anteriormost side?

25

MR. LYDEN: I'm sure, I think -EXHIBIT 3
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1
2

THE COURT: Or at least not one that's separate and
distinct from other sides of the inferior spring element?

3

MR. LYDEN: You know, I think I have just about every

4

wording in there, where you've got something that's attachable,

5

very flat side, some that are somewhat abrupt, some that are

6

perfectly smooth -- smooth curve, but they're all going to have

7

that deflection point, they're all going to have that point

8

which they break from the superior spring element, and that

9

marks where the inferior spring element begins and where the

10

superior spring element ends, and that then establishes where

11

the front side of the thing is.

12

THE COURT: All right. Thank you.

13

Let me turn with that point back to adidas for just a

14

moment. So I suppose I was going to say speaking

15

metaphysically, but it's actually probably physically, that in

16

any way in which the inferior spring element is connecting to

17

the superior spring element, we might call it as small as a

18

point and not a distinct side, meaning a separate surface, but

19

even a line of points, wherever that is in the physical world,

20

represents something other than an imaginary point -- in other

21

words, a side of some kind, doesn't it? I didn't phrase that

22

very well, I guess, but --

23

MR. FERRARIO: I think I understand.

24

THE COURT: But the entire point of contact here,

25

mechanically speaking, has to represent at least at some
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1
2

microscopic level a distinct surface from anything else, right?
MR. FERRARIO: Certainly I think at any point where

3

there's something that's coming off something else in a curve,

4

I would agree at some point there is material there which is

5

some form of a side. I don't know -- at least at the

6

microscopic level. But I think when you put it in the context

7

here of what's disclosed and what's described, I think I heard

8

Mr. Lyden say there's all these different variations, and some

9

of which have a separate and distinct side and some of which

10

don't. And I think, from my perspective, when I read the

11

claims, there are some claims that don't require anteriormost

12

side. But if you're going to claim it, you have to look to see

13

what's in the specification, and it has to be a separate and

14

distinct side.

15

THE COURT: All right. Thank you.

16

I think the last term in play is the word "affixed."

17

And so adidas has suggested that it must be affixed using some

18

sort of adhesive or mechanically mating parts.

19

Where would you get that from the patent itself?

20

MR. FERRARIO: Yes, Your Honor. So that is in column

21

8, lines 15 to 20. And that disclosure discloses adhesives,

22

fasteners, or other mechanically made parts and the like. And

23

that's expressly found in the specification.

24
25

THE COURT: Why -- so you believe that then covers
all possible uses of the meanings of the word "affixed" in the
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1

patent, or is it just one of several possible meanings?

2

MR. FERRARIO: What I think is that in the context of

3

the specification, the way it's also used in another section

4

means that "affixed" is where you take two separate things and

5

put them together. And how you put them together means

6

fastener or adhesive or chemical or the like, as opposed to or

7

alternatively and distinguished from integrally formed pieces.

8
9

THE COURT: So isn't that the real distinction you're
trying to draw, not how they're attached together, but just

10

that they must be somehow functionally attached together, once

11

having been two parts, now rendered functionally one?

12

MR. FERRARIO: Yes, and not integrally formed.

13

THE COURT: Meaning what?

14

MR. FERRARIO: Meaning molded together. Form is

15
16

what -THE COURT: If in the manufacturing process you made

17

the inferior and the superior spring elements all at once as a,

18

quote, spring element, in your view that wouldn't work,

19

wouldn't meet these claims? They have to be two separate

20

parts? I'm not sure you care whether they're glued together or

21

somehow some other way put together, just as long as they're

22

put together; is that right?

23

MR. FERRARIO: That's right.

24

THE COURT: All right. Thank you.

25

Your response?
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1

Well, first let me ask you -- Let me be more precise.

2

Are you claiming that this language would cover a spring

3

element made all at once; that is, as he put it, integrated,

4

where what you call a superior spring element and an inferior

5

spring element are made as one single piece, let's say, in the

6

manufacturing stage. Would that meet this claim?

7
8

MR. LYDEN: Yes. That was my intention in using the
word "affixed." I went through a --

9
10

THE COURT: Well, if they were never separate, then
how do they become affixed?

11

MR. LYDEN: Well, you know, if we look at the words:

12

"affixed" and "attached," they can be used both ways, and you

13

can find that in patents and in common usage, like my arm is

14

attached to my body, but then we have attachments to emails

15

that are separate things. And so the words can go both ways.

16

And because in my patent I have versions where the

17

inferior spring element is removably attached or removably

18

secured, I thought the word "attachment" smacked a little bit

19

too much of being removable and being separate, and I thought

20

the word "affixed" was more neutral. And that's why I chose it

21

over "fixed," which is what they use in their patent. Similar

22

patent, similar structures, they used the word "fixed," I used

23

the word "affixed." Neither one of us used "attached," I

24

guess.

25

So there was some thought about why to choose that
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1

word and specifically had that word cover both embodiments

2

because both of them were present and being taught in my

3

patent. So why don't I stop there.

4

THE COURT: Thank you.

5

I'm going to a break -- unless you have something

6

else you want to add, I'm going to take a break and think about

7

this and come back with my ruling shortly.

8
9

MR. FERRARIO: Your Honor, just one correction. I
think when we were talking about anteriormost side earlier, I

10

just want to note that the figure in our brief is actually

11

figure 456, and it's the same -- it's essentially the same

12

figure as 451, which I identified during oral argument. I just

13

wanted to make that record clear.

14

THE COURT: All right. Thank you.

15

MR. LYDEN: Can I make a last point on the affixed

16

part? It's a little bit --

17

THE COURT: What are we talking about?

18

MR. LYDEN: The affixed business here.

19

THE COURT: All right.

20

MR. LYDEN: With regard to "affixed," and whether

21

they were ever separate and whether or not -- you know, when

22

you make a spring element out of carbon fiber, and if you want

23

to make it an integral part, it's made by laminating 25 to 35

24

pieces of carbon fiber upon one another, and then you vacuum

25

bag it, you cook it in an oven and bake it, basically, and then
EXHIBIT 3
Page 43 of 53

Case 3:14-cv-01586-MO
Case 3:14-cv-01586-MO

Document 230-3
Document 171

Filed 05/17/16

Filed 11/24/15

Page 44 of 53

Page 44 of 53

44
1

you get the unitary piece out of it. But it was never like one

2

thing to begin with.

3

The same thing is true even when you injection mold.

4

It starts out as beads of plastic of different formula being

5

mixed, put in a screwdriver, melted, blended, and then

6

injected. So it's not like this unitary piece comes out of

7

nowhere of the ether. In neither case were they ever one thing

8

in the beginning. You're always putting something together,

9

whether you put it by fusing it mechanically, bonding it,

10
11
12

adhesive or whatever. And that's the case.
THE COURT: I understand what you're saying. Even
adidas can't make a shoe ex nihilo. So there you go.

13

THE CLERK: This court is in recess.

14

(A recess is then taken.)

15

THE COURT: All right. We got five terms to be -- or

16

phrases to be defined today. The first one is "similar to."

17

And I have one ruling and one tentative thought on that.

18

The first is that it does not require nor is it

19

really susceptible of further definition. So, in that sense,

20

it has a plain and ordinary meaning, and I'm not going to

21

define it any further. That's the Markman ruling: no further

22

definition.

23

Adidas also makes the argument -- has made the

24

argument both now and in its briefing that this term is

25

indefinite. And although it's, I think, appropriate to bring
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1

it up now, it's not a classic Markman ruling in the sense of

2

defining the term; rather, it's something a little broader than

3

that in saying that the term is flawed in this way.

4

And I'm going to think about that. I think that's

5

correct. I think it's indefinite because one can't know from a

6

wide variety of possibilities which one is being claimed here.

7

But I'm going to take that portion of this under advisement.

8

So certainly I'll not define it any further. I may

9

rule that it's indefinite or I may require it, as a different

10

sort of argument, be brought up in summary judgment. One of

11

those latter two is in the future. I'll let you know.

12

The second phrase that was said by adidas to be

13

indefinite I don't find to be indefinite. And that's the

14

phrase "said transverse axis." And so this phrase,

15

particularly inclusive of the word "said," is being defined

16

right now for our purposes only for the '878 patent. And I

17

adopt plaintiff's proposed definition of "said transverse

18

axis."

19

Then just to read it into the record so that you're

20

clear on it, that would be, "transverse axis corresponds to a

21

straight line drawn perpendicular to the longitudinal axis

22

which also intersects the flexural axis of the inferior spring

23

element at the same point."

24
25

The only change I'll make to that definition, given
what I've said about it being limited to the phrase found in
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1

'878, is that just before the first word I read, "transverse,"

2

I'm going to put the word "said" so that we're clear that what

3

I'm defining is "said transverse axis."

4

Now, "transverse axis" isn't really something the

5

parties dispute the meaning of, and it will mean what it means

6

in '878 and '797. But the particular phrase "said transverse

7

axis" I give the meaning I just described only in '878. What

8

that might mean down the road for '797, I'm not sure, but

9

that's the limit of my ruling.

10

The next word to be defined is "affixed." And the

11

parties have proposed relatively similar thoughts about what it

12

means. I think I understand the basic dispute.

13

Here is the definition I'm giving it.

14

"Fixed: Two separate components that are attached to

15
16

and have some functional relationship with each other."
And I'll give you this in writing later. "Two

17

separate components that are attached to and have some

18

functional relationship with each other."

19

The next phrase I'll define is "anteriormost side."

20

And I've heard the dispute there. I accept defendants'

21

proposed definition, "The surface distinct from any other side

22

or surface that is closest to the footwear's anterior side."

23

And what I think that does is simply require that of

24

the six sides of the spring element, the inferior spring

25

element, no side can play two roles. It can't be, you know,
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1

the inferior side and the anterior side all at once.

2

I'm not by this definition requiring that the side be

3

somehow some sort of rectangular or squared-up surface like the

4

side of a house at all, just that it be distinct from, let's

5

say, the inferior side.

6
7

All right. Then I think that leaves us with
"anterior tangent point."

8
9

Mr. Lyden, do you have your proposed definition in
front of you there?

10
11

MR. LYDEN: Not immediately, but I believe it was in
my responsive brief.

12

THE COURT: Let me just give the ruling. I'll ask

13

you a question about it after I read it out loud in just a

14

moment.

15

MR. LYDEN: Sure.

16

THE COURT: I don't believe that a straight line of

17

contact is necessary as part of a definition of "anterior

18

tangent point."

19

Mr. Lyden has proposed the following definition:

20

"where on the top side of an inferior spring element portion it

21

begins to curve downward from the superior spring element

22

portion of a larger spring element.

23
24
25

And although certainly not poetic, I think that
probably expresses best what "anterior tangent point" means.
My only question is this. You suggest that it
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1

happens when the top side of the inferior spring element begins

2

to curve downward, and I don't know whether you mean curve

3

literally or just slope downward. What is it you're saying

4

there?

5

MR. LYDEN: I use the word "curve" here, and --

6

THE COURT: And that's because all of your inferior

7

spring elements are curves?

8
9

MR. LYDEN: No. Some of them -- there are some in
the patent that are actually straight.

10
11

THE COURT: In which case it would just slope
downward not curve?

12

MR. LYDEN: It would slope not curve. But I think --

13

THE COURT: Let me ask you this, then. Do you

14

have -- is there a reason that you would object to me changing

15

the word "curve" to "slope"?

16
17

MR. LYDEN: Do you believe that "slope" includes
sloping curve? I'm all right with "curve."

18
19
20

THE COURT: All right. Then we'll leave it at
"curve."
So I'll give it again. You'll get this in writing.

21

"Where on the top side of an inferior spring element portion it

22

begins to curve downward from the superior spring element

23

portion of a larger spring element."

24
25

I'll give you a minute order with these definitions
in it. That concludes the Markman portion of this hearing.
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1

I don't want to keep you too long, but while you're

2

here, let's just check in on the progress of the case. Where

3

are we, for example, with relation to discovery? I'll start

4

with adidas.

5

MR. FERRARIO: Your Honor, we have not -- we've done

6

all of the document production and discovery in the case.

7

We've not yet done deposition or fact discovery. I understand

8

the discovery schedule closes at the end of January.

9
10

THE COURT: How do you feel about that?
MR. FERRARIO: I think it should be okay. I have a

11

little concern about some of the scope of some of the requests

12

that have come from Mr. Lyden, and I think that we are looking

13

at those, and we'll perhaps meet and confer with Mr. Lyden over

14

the next week or so to try to see if we can corral some of the

15

discovery requests a bit.

16

THE COURT: All right.

17

MR. FERRARIO: I'm happy to go into more detail if

18
19

you'd like, or -THE COURT: No. I just want to say to both of you --

20

to you, Mr. Lyden, in particular. You wouldn't necessarily be

21

aware of this. So on December 1, amendments to the discovery

22

rule come into play, and they require judges to incorporate

23

even more vigorously than in the past a concept of

24

proportionality, where the expense of discovery shouldn't cost

25

more than what the discovery ends up being worth. So that's
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1

something I'm going to look at carefully. Just make sure you

2

hone in on what you really need and aren't claiming more.

3

MR. LYDEN: Yes, Your Honor. If you can recall --

4

and you get so many cases in, I know. We had an oral hearing,

5

a Rule 16 conference that related to discovery back in June, I

6

think it was.

7

THE COURT: Yes.

8

MR. LYDEN: One of my concerns there was that there

9

was reluctance or hesitation on the part of adidas to produce

10
11

discovery.
Now, back in June, early July, I gave to adidas over

12

48,000 pages of discovery that they got from me, and it was

13

well organized. And one of my concerns -- and they were made

14

aware of this -- I'm at a point where I feel I have to file a

15

motion to compel because I've only received less than 6,000

16

pages of documents, and most of it has been their prior art

17

search relating to patents. I would say of the 50-something

18

requests that I have, I think they had close to 100, 90 percent

19

of it has not been yet produced. And we've had discussions

20

about it. They've pushed back and basically indicated that

21

they don't want to give me these things. And I've tried to

22

explain this is why I want this, this is reasonable. I don't

23

believe I have any unreasonable requests. And so --

24
25

THE COURT: Let me just say this about that. It's
not unusual that the bulk of discovery occurs after a Markman
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1

hearing so that the parties can have some idea of what's really

2

in play versus not.

3

MR. LYDEN: Sure.

4

THE COURT: But we're on a tight timetable, so I want

5

you to work hard at making this happen. So now I do expect the

6

bulk of discovery to go about quickly.

7

MR. FERRARIO: Understood, Your Honor.

8

THE COURT: And then that closes the end of January,

9

and there's a briefing schedule that has us with an established

10

summary judgment hearing date. You'll have to remind me if

11

that's true or not.

12

MR. FERRARIO: There is a deadline for summary

13

judgment briefing, Your Honor, but as I read it, it doesn't

14

preclude moving earlier in -- as I read the order.

15
16

THE COURT: I offered to set deadlines for briefing
but not a hearing date. What did we do in this case?

17
18

MR. FELDMAN: In this case we do have a hearing date
on the calendar, which I believe is August 12th of 2016.

19
20

THE COURT: You could build the Empire State Building
faster than that.

21

MR. FELDMAN: And I think that that was based off the

22

deadline for the summary judgment motions, which was in early

23

June.

24

THE COURT: All right. Well, as you say, there's

25

nothing that prevents us from moving more quickly if you're
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1

ready with your briefing, and we can move it up if necessary.

2

Otherwise, we'll move towards that date, and that gives

3

everybody more than enough time.

4
5

Anything else we need to bring up while you're here
for the record?

6

MR. FERRARIO: Not for defendants, Your Honor.

7

THE COURT: For you, Mr. Lyden?

8

MR. LYDEN: I don't think so, Your Honor.

9

THE COURT: Thank you all for being here today.

10

We're adjourned.

11

THE CLERK: This court is now adjourned.

12

(Proceedings concluded.)

13
14
15
16
17
18
19
20
21
22
23
24
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I certify, by signing below, that the foregoing is a

5

correct transcript of the record of proceedings in the

6

above-entitled cause. A transcript without an original

7

signature or conformed signature is not certified.

8
9
10
11

/s/Bonita J. Shumway
________________________________
BONITA J. SHUMWAY, CSR, RMR, CRR
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RADER, Circuit Judge.
The United States International Trade Commission (“ITC” or “Commission”)
found no violation of 19 U.S.C. § 337. Specifically the Commission determined that
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U.S. Patent No. 6,993,858 (the “’858 patent”) would have been obvious at the time of
invention and that none of the intervenors infringed U.S. Patent No. D517,789 (the “’789
patent”). The Commission also determined that Crocs, Inc. (“Crocs”) had not satisfied
the technical prong of the industry requirement under section 337 for the ’789 patent.
Because the Commission erred in finding that the prior art taught all of the claimed
elements of the ’858 patent and incorrectly weighed the secondary considerations, this
court reverses the Commission’s finding that the ’858 patent would have been obvious.
Because the Commission also erred in claim construction for the ’789 patent, in
applying the ordinary observer test for infringement, and in applying the technical prong
of the section 337 domestic industry requirement, this court reverses the Commission’s
determination on the ’789 patent.
I.
Crocs is the assignee of the ’858 and ’789 patents. Crocs’s ’858 patent, entitled
“Breathable Footwear Pieces,” issued on February 7, 2006, based on a filing in 2003.
The asserted claims of the ’858 patent, independent claims 1 and 2, cover foam
footwear having a foam base section—an upper portion (“upper”) and a sole—and a
foam strap.

A pair of connectors ties the foam strap to the base section.

This

connection creates frictional forces that keep the strap in an ideal position at the rear of
the base section.
Claim 1 of the ’858 patent reads as follows (emphasis added):
A footwear piece comprising:
[a]
a base section including an upper and a sole formed as a single
part manufactured from a moldable foam material; and
[b]
a strap section formed of a moldable material that is attached at
opposite ends thereof to the upper of the base section with plastic
2008-1596
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direct contact with the moldable material of the base section and pivots
relative to the base section at the connectors;
[c]
wherein the upper includes an open rear region defined by an
upper opening perimeter, and wherein frictional forces developed by the
contact between the strap section and the base section at the plastic
connectors are sufficient to maintain the strap section in place in an
intermediary position after pivoting, whereby the strap section lends
support to the Achilles portion of the human foot inserted in the open rear
region; and
[d]
wherein the upper includes a substantially horizontal portion and a
substantially vertical portion forming a toe region that generally follows the
contour of a human foot, wherein the toe region tapers from an inner area
of the base section where the larger toes exist to an outer area of the base
section where the smaller toes exist; and
[e]
wherein the sole includes a bottom surface having front and rear
tread patterns longitudinally connected by a flat section.
Claim 2 of the ’858 patent reads as follows (emphasis added):
A footwear piece comprising:
[a]
a base section including an upper and a sole formed as a single
part manufactured from a moldable foam material; and
[b]
a strap section formed of a molded foam material attached at
opposite ends thereof to the base section such that the strap section is in
direct contact with the base section and pivots relative to the base section;
and
[c]
wherein the upper includes an open rear region defined by an
upper opening perimeter; and wherein the sole includes a rear perimeter;
and wherein the strap section pivots between a first contact point on the
upper opening perimeter and a second contact point on the rear
perimeter, and wherein frictional forces developed by the contact between
the strap section and the base section at the points of attachment are
sufficient to maintain the strap section in place in an intermediary position
after pivoting whereby the strap section lends support to the Achilles
portion of a human foot inserted in the open rear region; and
[d]
wherein the upper includes a substantially horizontal portion and a
substantially vertical portion forming a toe region that generally follows the
contour of a human foot, wherein the toe region tapers from the inner area
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of the base section where the larger toes exist to the outer area of the
base section where the smaller toes exist; and
[e]
wherein a decorative pattern of raised bumps is molded or
otherwise created in the upper near to and extending the length of the
upper opening perimeter; and
[f]
wherein a plurality of ventilators are formed in both the substantially
vertical portion and the substantially horizontal portion, and wherein the
ventilators extend up a majority of the height of the vertical portion;
[g]
wherein the vertical portion of the upper includes an upper strip,
wherein the ventilators are formed in the upper strip, and wherein the
upper strip extends from the toe region to the points of attachment for the
strap section, and wherein the sole includes a lower strip that parallels the
upper strip and is separated by a line that extends from the toe region to a
heel of the footwear piece, and wherein the lower strip vertically rises in a
direction toward the heel; and
[h]
wherein the sole includes a bottom surface having front and rear
tread patterns longitudinally connected by a flat section without tread
patterns bounded by raised side portions; and
[i]
wherein the sole further includes a top surface having a support
base including a raised pattern where a foot contacts the support base.
The ’789 patent, entitled “Footwear,” issued on March 28, 2006, based on a filing
in 2004. The ’789 patent has one claim and seven figures. It claims an ornamental
footwear design as depicted in the figures:

Figure 1
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Figure 2

Figure 3

Figure 4

Figure 5

Figure 6

Figure 7
II.

Crocs of Niwot, Colorado filed a complaint and an amended complaint on March
31, 2006 and April 27, 2006, respectively. Crocs’s amended complaint alleged unfair
competition under 19 U.S.C. § 337 by respondents due to importation into the United
States of foam footwear. Crocs asserted that the imported footwear infringes claims 1
and 2 of the ’858 patent, the design in the ’789 patent, and Crocs’s trade dress. Crocs
later withdrew its trade dress complaint. The complaint named eleven respondents: (1)
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Collective Licensing International, LLC (“Collective”) of Englewood, Colorado; (2)
Double Diamond Distribution Ltd. (“Double Diamond”) of Saskatoon, Saskatchewan; (3)
Effervescent Inc. (“Effervescent”) of Fitchburg, Massachusetts; (4) Gen-X Sports, Inc.
(“Gen-X”) of Toronto, Ontario; (5) Holey Soles Holding Ltd. (“Holey Soles”) of
Vancouver, British Columbia; (6) Australia Unlimited, Inc. of Seattle, Washington; (7)
Cheng’s Enterprises Inc. of Carlstadt, New Jersey; (8) D. Myer & Sons, Inc. of
Baltimore, Maryland; (9) Inter-Pacific Trading Corp. of Los Angeles, California; (10) Pali
Hawaii of Honolulu, Hawaii; and (11) Shaka Shoes of Kailua-Kona, Hawaii.

Crocs

added a twelfth respondent, Old Dominion Footwear, Inc. of Madison Heights, Virginia,
on October 10, 2006.

After some settlements and some determinations of non-

infringement, five respondents remained in the investigation: (1) Collective; (2) Double
Diamond; (3) Effervescent; (4) Gen-X; and (5) Holey Soles.

They make accused

products in Asia and import them into the United States.
On September 29, 2006, Crocs filed a motion for summary determination of
infringement of the ’789 patent.

Respondents answered with motions for summary

determination of non-infringement of the ’789 patent.

On November 7, 2006, the

presiding administrative law judge granted respondents’ motions for summary
determination of non-infringement of the ’789 patent.

On review, the Commission

issued an Order of Vacatur and Remand of Initial Determination on February 15, 2007.
On remand, the administrative judge held an evidentiary hearing from September 7
through 14, 2007.
On April 11, 2008, the administrative judge concluded that the respondents did
not violate section 337. Specifically, the administrative judge found that the ’789 patent
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was not infringed and that Crocs’s products, its Beach, Cayman, and Kids Cayman
shoes, did not satisfy the technical prong of the domestic industry requirement. In
reaching this latter decision, the administrative judge found that Crocs’s own products
did not practice the patent. Turning to the utility patent, the administrative judge found
that claims 1 and 2 of the ’858 patent would have been obvious under 35 U.S.C. § 103
in light of two pieces of prior art: (1) the Aqua Clog (the base section of claims 1 and 2
of the ’858 patent); and (2) U.S. Patent No. 6,237,249 (the “Aguerre ’249 patent”).
With respect to the design patent, the ’789 patent, the administrative judge
provided a detailed verbal claim construction:
In summary, when the ’789 patent is considered as a whole, the visual
impression created by the claimed design includes: footwear having a foot
opening with a strap that may or may not include any patterning, is
attached to the body of the footwear by two round connectors, is of
uniform width between the two round connectors, has a wrench-head like
shape at the point of attachment, and extends to the heel of the shoe; with
round holes on the roof of the upper placed in a systematic pattern; with
trapezoid-shaped holes evenly spaced around the sidewall of the upper
including the front portion; with a relatively flat sole (except for upward
curvature in the toe and heel) that may or may not contain tread on the
upper and lower portions of the sole, but if tread exists, does not cover the
entire sole, and scalloped indentations that extend from the side of the
sole in the middle portion that curve toward each other.
Initial Determination on Violation of Section 337 and Recommended Determination on
Remedy and Bond, at 80 (April 11, 2008) (Inv. No. 337-TA-567).

Based on this

description, the administrative judge found the Holey Soles and Gen-X accused
products did not infringe because their strap is not of uniform thickness and does not
extend to the heel of the shoe.

The same reasoning excused the Collective and

Effervescent accused products from infringement but the administrative judge added the
further explanation that these imports did not have round holes in the upper portion.
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He found that the Double Diamond accused products did not infringe because each of
the accused products has at least one of the following: a strap that does not have
uniform thickness and does not extend to the heel of the shoe; holes in the upper that
are not round; holes in the upper that are placed in a web-shaped, not systematic,
pattern; or a tread pattern that covers the entire sole.
On April 24, 2008, Crocs, CLI, and the Commission investigative attorney (“IA”)
filed petitions for review with the Commission. On June 18, 2008, the Commission
agreed to review the following issues: (1) the findings concerning non-infringement of
the ’789 patent and the lack of satisfaction of the technical prong of the domestic
industry requirement; and (2) the finding of invalidity with respect to the ’858 patent.
The Commission did not review any other issues.
On July 25, 2008, the Commission affirmed the finding of no infringement and no
domestic industry for the ’789 patent, and obviousness for the ’858 patent.

The

Commission augmented the discussion in the initial determination about noninfringement of the ’789 patent and lack of satisfaction of the technical prong of the
domestic industry requirement by finding that the accused shoes and Crocs’s shoes
lacked even spacing of ventilator holes around the front (toe) portion of the upper as
shown in the ’789 patent design.
For obviousness of the ’858 patent, the Commission found that the administrative
judge properly concluded that the principal remaining difference between the prior art
and the claimed invention is the use of foam for the strap. The Commission upheld the
administrative judge’s finding that the prior art showed foam straps.

Finally, on

secondary considerations of non-obviousness, the Commission found that Crocs did not
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show a nexus between its claimed shoes and their commercial success.

The

Commission, unlike the administrative judge, did find that at least one respondent
copied Crocs’s commercially available shoe. The Commission held that the evidence of
copying, however, did not disturb the prima facie case of obviousness.
Crocs appeals the Commission’s final determination. Collective and Gen-X were
dismissed as intervenors from the appeal. Double Diamond, Effervescent, and Holey
Soles are the remaining intervenors.
III.
This court reviews the Commission’s legal determinations without deference and
its factual findings for substantial evidence. Corning Glass Works v. U.S. Int’l Trade
Comm’n, 799 F.2d 1559, 1565 (Fed. Cir. 1986). Substantial evidence is “such relevant
evidence as a reasonable mind might accept as adequate to support a conclusion.”
Universal Camera Corp. v. NLRB, 340 U.S. 474, 477 (1951) (quoting Consol. Edison
Col. v. NLRB, 305 U.S. 197, 229 (1938)).

A.
This court has cautioned, and continues to caution, trial courts about excessive
reliance on a detailed verbal description in a design infringement case.

See, e.g.,

Egyptian Goddess, Inc. v. Swisa, Inc., 543 F.3d 665, 679 (Fed. Cir. 2008) (en banc). In
Egyptian Goddess, this court warned that misplaced reliance on a detailed verbal
description of the claimed design risks undue emphasis on particular features of the
design rather than examination of the design as a whole. Id. at 679–80. In many
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cases, the considerable effort in fashioning a detailed verbal description does not
contribute enough to the infringement analysis to justify the endeavor. See id. at 680.
Depictions of the claimed design in words can easily distract from the proper
infringement analysis of the ornamental patterns and drawings.
Design patents are typically claimed as shown in drawings, and claim
construction must be adapted to a pictorial setting. See, e.g., Contessa Food Prods.,
Inc. v. Conagra, Inc., 282 F.3d 1370, 1377 (Fed. Cir. 2002) (construing a design patent
claim as meaning “a tray of a certain design as shown in Figures 1–3”). Thus an
illustration depicts a design better “than it could be by any description and a description
would probably not be intelligible without the illustration.” Dobson v. Dornan, 118 U.S.
10, 14 (1886).

“[A]s a rule, the illustration in the drawing views is its own best

description.” Manual of Patent Examining Procedure § 1503.01 (8th ed. 2006).
This case shows the dangers of reliance on a detailed verbal claim construction.
The claim construction focused on particular features of the ’789 patent design and led
the administrative judge and the Commission away from consideration of the design as
a whole. This error is apparent in the Commission’s explicit reference to two details
required by the written claim construction but not by the ’789 drawings: (1) a strap of
uniform width, and (2) holes evenly spaced around the sidewall of the upper. As shown
in Figure 1 of the ’789 patent, the strap bulges to a greater width at the middle of the
strap on the far left of the figure. Thus, the design figure does not require a strap of
uniform width between the two round connectors. Also, as shown in Figure 4 of the
’789 patent, the holes are not evenly spaced. Figure 4 shows a gap in the spacing
(particularly towards the big toe). Nonetheless, the written claim description required
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uniform strap width and uniform hole spacing—contrary to the claimed invention. This
error distorts the infringement analysis by the ordinary observer viewing the design as a
whole. The administrative judge and the Commission needed to apply the ordinary
observer test to “the design shown in Figures 1–7.”
B.
In determining whether an accused product infringes a patented design, this
court applies the “ordinary observer” test, without any “point of novelty” perspective.
Egyptian Goddess, 543 F.3d at 678. To show infringement under the proper test, an
ordinary observer, familiar with the prior art designs, would be deceived into believing
that the accused product is the same as the patented design. See id. at 681. When the
differences between the claimed and accused designs are viewed in light of the prior
art, the attention of the hypothetical ordinary observer may be drawn to those aspects of
the claimed design that differ from the prior art. Id. If the claimed design is close to the
prior art designs, small differences between the accused design and the claimed design
assume more importance to the eye of the hypothetical ordinary observer. Id. The
ordinary observer, however, will likely attach importance to those differences depending
on the overall effect of those differences on the design. Id. Even if the claimed design
simply combines old features in the prior art, it may still create an overall appearance
deceptively similar to the accused design. In that case, this court will uphold a finding of
infringement. Id. at 677–78. In other words, “the deception that arises is a result of the
similarities in the overall design, not of similarities in ornamental features in isolation.”
Amini Innovation, 439 F.3d at 1371. The ordinary observer test applies to the patented
design in its entirety, as it is claimed. See Braun, Inc. v. Dynamics Corp. of Am., 975
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F.2d 815, 820 (Fed. Cir. 1992). “[M]inor differences between a patented design and an
accused article’s design cannot, and shall not, prevent a finding of infringement.”
Payless Shoesource, 998 F.2d at 991 (quoting Litton Sys. Inc. v. Whirlpool, 728 F.2d
1423, 1444 (Fed. Cir. 1984)).
Turning to this case, the Commission placed undue emphasis on particular
details of its written description of the patented design.
mistaken checklist for infringement.

Those details became a

Without a view to the design as a whole, the

Commission used minor differences between the patented design and the accused
products to prevent a finding of infringement. In other words, the concentration on small
differences in isolation distracted from the overall impression of the claimed ornamental
features.
The proper comparison requires a side-by-side view of the drawings of the ’789
patent design and the accused products. The depiction below shows the ’789 patent
(on the left) and the Double Diamond Revised Beach DAWGS™ (on the right).
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The depiction below compares the ’789 patent (on the left), the Groovy
DAWGS™ shoes (in the center), and Big DAWGS™ shoes (on the right).

The comparison below shows the ’789 patent (on the left) and the Double
Diamond Original Beach DAWGS™ shoes (on the right).

The depiction below compares the ’789 patent (on the left), the Holey Soles
Explorer shoes (in the center), and Holey Soles Cricket shoes (on the right).
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A final comparison places the ’789 patent on the left and the Effervescent
Waldies AT shoe on the right.

These side-by-side comparisons of the ’789 patent design and the accused
products suggest that an ordinary observer, familiar with the prior art designs, would be
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deceived into believing the accused products are the same as the patented design. In
one comparison after another, the shoes appear nearly identical. If the claimed design
and the accused designs were arrayed in matching colors and mixed up randomly, this
court is not confident that an ordinary observer could properly restore them to their
original order without very careful and prolonged effort.
One of the overall effects of the design is the interaction between the strap
assembly portion and the base portion of the shoes where the strap is attached to the
base. Multiple major design lines and curves converge at that point creating a focal
point attracting the eye of the ordinary observer when viewing the overall effect of the
design. Another overall effect of the design is a visual theme of rounded curves and
ellipses throughout the design, including the strap forming a sort of continuation of the
sidewall of the base to create a visually continuous ring encircling the entire shoe.
Other examples of rounded curves or ellipses in the design are the ellipses formed by
the strap and the foot opening in the base. Both the claimed design and the accused
designs have these overall effects.
In any event, this court perceives that the accused products embody the overall
effect of the ’789 design in sufficient detail and clarity to cause market confusion. Thus,
the accused products infringe the ’789 design.
C.
One requirement of a patent-based section 337 action is that a domestic industry
“relating to the articles protected by the patent . . . exists or is in the process of being
established.” 19 U.S.C. § 1337(a)(2) (2006). To determine the relationship between a
domestic industry and protected articles (the “technical prong” of the domestic industry
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requirement), the Commission determines whether the industry produces articles
covered by the asserted claims.

The test for the technical prong of the industry

requirement “is essentially the same as that for infringement, i.e., a comparison of
domestic products to the asserted claims.” Alloc, Inc. v. Int’l Trade Comm'n, 342 F.3d
1361, 1375 (Fed. Cir. 2003). In other words, the technical prong requires proof that the
patent claims cover the articles of manufacture that establish the domestic industry. Put
simply, the complainant must practice its own patent.
Because the test for the technical prong is essentially the same as for
infringement, this court uses the ordinary observer test to compare Crocs’s own shoe
products to the ’789 patent design. This court has stated that test above. Once again,
the test applies best in a side-by-side comparison of the drawings of the ’789 patent
design and the Crocs products.
The depiction below places the ’789 patent on the left and the Crocs Beach shoe
on the right. The Crocs Cayman and Kids Cayman shoes are practically identical to the
Crocs Beach shoe, so this court uses only that product for comparison.
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As illustrated by the side-by-side comparison of the ’789 patent design and the
Crocs Beach shoe, an ordinary observer, familiar with the prior art designs, would
consider the Crocs shoes the same as the patented design. The overall effects of the
design in the ’789 patent and the Crocs shoes are the same. One of the overall effects
of the design present in both the ’789 patent and Crocs shoes is the focal point where
multiple major design lines and curves converge at the point where the strap is attached
to the base. Another is the visual theme of rounded curves and ellipses throughout both
designs. Crocs’s shoes embody the overall effect of the ’789 design in light of the prior
art; they “infringe” the ’789 design. Thus, Crocs satisfies the technical prong of the
domestic industry requirement.
IV.
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Obviousness is a question of law based on underlying factual inquiries including:
(1) the scope and content of the prior art; (2) the level of ordinary skill in the art; (3) the
differences between the prior art and the claimed invention; and (4) the extent of any
objective indicia of non-obviousness. Monarch Knitting Mach. Corp. v. Sulzer Morat
GMBH, 139 F.3d 877, 881 (Fed. Cir. 1998). This court reviews the Commission’s legal
determinations without deference and its factual findings for substantial evidence.
Corning Glass Works v. U.S. Int’l Trade Comm’n, 799 F.2d 1559, 1565 (Fed. Cir. 1986).
Substantial evidence is “such relevant evidence as a reasonable mind might accept as
adequate to support a conclusion.” Universal Camera Corp. v. NLRB, 340 U.S. 474,
477 (1951) (quoting Consol. Edison Col. v. NLRB, 305 U.S. 197, 229 (1938)).
The Commission relied on two prior art references to find the ’858 patent
obvious: (1) the Aqua Clog (the base of the ’858 shoe); and (2) the Aguerre ’249 patent.
The ’858 patent, however, is not simply a combination of elements found in the prior art.
The ’858 invention includes a foam strap riveted to a foam base with direct contact—an
important part of the combination not in the prior art.
The record shows that the prior art would actually discourage and teach away
from the use of foam straps. An ordinary artisan in this field would not add a foam strap
to the foam Aqua Clog because foam was likely to stretch and deform, in addition to
causing discomfort for a wearer. The prior art depicts foam as unsuitable for straps.
The nature of the problem—attaching footwear to the foot—required under the prior art
a material with enough elasticity around the Achilles tendon to allow “give and take” as
the foot moved in the shoe. A firm inelastic material like foam was likely to cause
abrasions at the back of the foot. In addition, foam had another deficient property.
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Foam, according to the prior art, did not have a good memory, meaning that the
stretching of normal use would likely cause the material to elongate or compress.
These deformations would defeat the strap long before the normal life span of the
footwear combination. Thus, the prior art only used a non-elastic material for attaching
footwear in combination with a buckle or another mechanism that could adjust the
length of the strap for a comfortable fit and for a reduction in stretching and deformation.
Despite the prior art warnings against inelastic and non-adjustable foam straps,
the ’858 patent employed foam without a buckle or some other similar adjustment
mechanism. Moreover the ’858 patent riveted the inelastic foam directly to the base of
the footwear.

This claimed feature defied the prior art’s caution against the poor

characteristics of a foam strap. Indeed no prior art reference disclosed a foam strap
riveted to a shoe. The Aguerre ’249 patent taught elastic straps or straps made of other
flexible materials. In Aguerre, these flexible straps attached a light sandal to the foot.
Aguerre ’249 patent col.7 ll.53–57.
The record shows that Crocs’s expert testified that artisans of ordinary skill in this
art thought that foam shoe components connected through perforations such as by
stitching or riveting were excessively prone to tearing.

To minimize this record

evidence, the Commission relied on In re Gurley, in which this court stated that a
“known or obvious composition does not become patentable simply because it has been
described as somewhat inferior to some other product for the same use.” 27 F.3d 551,
553 (Fed. Cir. 1994). In this case, however, foam straps were not simply “somewhat
inferior.” Rather the prior art showed that foam was an unsuitable material for shoe
straps. Although known in the art, foam was known as unsuitable. The Commission
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unreasonably determined that foam straps were known in the art without acknowledging
that those prior art references rendered the material out of place for use as a strap.
Thus, the Commission could not properly conclude that a person of ordinary skill would
use foam to attach a foam base portion to a wearer.
The Commission also held that choosing foam as the material for a strap for a
shoe that is otherwise made of foam is a logical modification because it produces a
shoe of uniform composition. To the contrary, a foam strap is not a logical modification
because foam was known to be an unsuitable material that was prone to tearing. One
of ordinary skill would have no reason to use foam straps in combination with a foam
base portion. Thus, the new combination would not have been obvious at the time of
the invention of the ’858 patent.
Even if the ’858 patent were a combination of known elements according to their
established functions—which it is not as foam straps were not in the prior art—it yields
more than predictable results; thus, it is non-obvious. See KSR Int’l Co. v. Teleflex Inc.,
550 U.S. 398, 417 (2007). The “passive restraint system” employed by the ’858 patent
requires that: (1) the strap section is in direct contact with the base section, and (2)
frictional forces developed by the contact between the strap section and the base
section at the points of attachment are sufficient to maintain the strap section in place in
an intermediary position after pivoting, whereby the strap section lends support to the
Achilles portion of a human foot.

’858 patent col.9 ll.42–53, col.10 ll.11–24.

The

specification further describes the “passive restraint system” of the invention:
[T]he strap serves the utilitarian purpose of lending support to the Achilles
portion of the human foot, thus helping to maintain footwear piece 100 in
position on the human foot. In some embodiments, a frictional force
developed between strap 120 and upper 150 at the location of the rivets is
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sufficient to maintain strap 120 in place. This helps to assure that strap
120 remains in place even when the Achilles part of the foot is not
pressing against strap 120. Without such friction, strap 120 would
succumb to gravity and fall to a position where the foot would not be
supported.
Id. at col.6 ll.17–29.
The inventor of the ’858 patent, Scott Seamans, testified that the unique frictional
forces that develop between the foam components keep the strap in place so that it can
maintain the shoe in the correct position on the foot without constant contact with the
wearer’s Achilles. Instead of pushing the foot forward into the shoe—like prior art straps
that are elastic or length adjustable—the ’858 patent’s passive restraint system allows
the strap to “lend support” only when necessary to keep the shoe positioned correctly
on the foot. See id. ("[T]he Achilles part of the foot is not [always] pressing against
strap."). This feature facilitates a loose anatomical fit that makes the claimed invention
more comfortable than prior art products.
The administrative judge recognized this distinction between the ’858 invention
and the Aguerre ’249 patent:
Now, it is true that the strap disclosed in the Aguerre ’249 patent was
made of material other than foam and was adjustable and elastic so that it
held the foot snugly in the shoe. By contrast, the '858 patent discloses a
firm foam strap that acts as a passive restraint to the Achilles portion of
the foot and can be set in various fixed position[s] because of the friction
created by the direct contact between the upper portion of the base and
the strap.
Initial Determination on Violation of Section 337 and Recommended Determination on
Remedy and Bond, at 62 (Apr. 11, 2008) (Inv. No. 337-TA-567).

Thus, the

administrative judge found that the Aguerre ’249 patent did not teach a strap system
that passively restrains the Achilles portion of the foot. The Aguerre ’249 patent lacks a
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foam base or strap, so it cannot have foam-to-foam frictional contact that is essential to
maintain the strap in proper passive restraint position on the wearer’s foot. Rather,
Aguerre repeatedly teaches that the "rear heel strap" is made of an "elastic or other
flexible material" to secure the sandal to the foot. Aguerre ’249 patent col.2 ll.37–39,
col.8 ll.22–27. Not only was it impossible for the Aguerre shoe to have foam-to-foam
frictional contact, the Aguerre ’249 patent actually taught that friction was a problem, not
a benefit. See id. at col.9 ll.15–34. The prior art even suggested that nylon washer
separators would help ensure free rotation of the strap without friction. Id. Thus, the
prior art did not include any hint or suggestion or even common sense reason to include
the passive restraint system of the ’858 patent at the time of the invention. The prior art,
in fact, taught away from the passive restraint system. Because this claimed feature of
the invention yielded more than predictable results, the ’858 patent for this reason also
would not have been obvious at the time of invention.
Secondary considerations “can be the most probative evidence of nonobviousness in the record, and enables the . . . court to avert the trap of hindsight.”
Custom Accessories, Inc. v. Jeffrey-Allan Indus., Inc., 807 F.2d 955, 960 (Fed. Cir.
1986). Judge Learned Hand appreciated the importance of secondary considerations:
In appraising an inventor's contribution to the art, as we have often said,
the most reliable test is to look at the situation before and after it
appears. . . . Courts, made up of laymen as they must be, are likely either
to underrate, or to overrate, the difficulties in making new and profitable
discoveries in fields with which they cannot be familiar; and, so far as it is
available, they had best appraise the originality involved by the
circumstances which preceded, attended and succeeded the appearance
of the invention . . . . We have repeatedly declared that in our judgment
this analysis [evidence of secondary considerations] is more reliable than
prior conclusions drawn from vaporous, and almost inevitably selfdependent, general propositions.
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Safety Car Heating & Lighting Co. v. Gen. Elec. Co., 155 F.2d 937, 939 (2d Cir. 1946).
Secondary considerations “may often establish that an invention appearing to have
been obvious in light of the prior art was not.” Stratoflex, Inc. v. Aeroquip Corp., 713
F.2d 1530, 1538 (Fed. Cir. 1983).

Indeed this court has recently reiterated: “This

evidence is not just a cumulative or confirmatory part of the obviousness calculus but
constitutes independent evidence of nonobviousness.” Ortho-McNeil Pharm., Inc. v.
Mylan Labs., Inc., 520 F.3d 1358, 1365 (Fed. Cir. 2008) (citing Catalina Lighting, Inc. v.
Lamps Plus, Inc., 295 F.3d 1277, 1288 (Fed. Cir. 2002) (“Objective indicia may often be
the most probative and cogent evidence of nonobviousness in the record.”) (internal
citation omitted)).
The Commission found that three models of Crocs shoes practice claims 1 and 2
of the ’858 patent: the Beach, Cayman, and Kids Cayman shoes. It found that those
three models of Crocs shoes have enjoyed a great deal of commercial success. A
prima facie case of nexus is made when the patentee shows both that there is
commercial success, and that the product that is commercially successful is the
invention disclosed and claimed in the patent. See In re GPAC Inc., 57 F.3d 1573,
1580 (Fed. Cir. 1995).

Once the patentee demonstrates a prima facie nexus, the

burden of coming forward with evidence in rebuttal shifts to the challenger.

See

Demaco Corp. v. F. Von Lansgdorff Licensing Ltd., 851 F.2d 1387 (Fed. Cir. 1988).
Because the Commission found, based on substantial evidence, that Crocs
shoes practice the ’858 patent and that the Crocs shoes were commercially successful,
Crocs established a prima facie case of nexus.

The record discloses little or no

evidence to rebut this prima facie case of nexus. This court is aware that many market
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forces unrelated to the inventiveness of the patent may influence commercial success,
but the intervenors must make a convincing case that those market forces indeed were
the likely cause of the success. This record does not show any effort to make that
rebuttal case. In the absence of a rebuttal, Crocs may add its commercial success to its
proofs of non-obviousness. This court gives even more credit to the administrative
judge’s finding of substantial industry praise for the claimed invention and the products
covered by the claimed invention. Still another objective measure tips the scale farther
in the direction of non-obviousness, namely the Commission’s finding of copying.
Copying may indeed be another form of flattering praise for inventive features. In the
absence of any record evidence attributing these secondary considerations to causes
other than the claimed invention, Crocs may rely on this added support for nonobviousness.
In light of the prior art teaching away from the claimed invention and the claimed
features that do not appear in the prior art, this court detects several reasons at the time
of the invention that an ordinary artisan would not have been motivated even to try, let
alone make, this inventive combination.

In addition, the secondary considerations

supply additional evidence of non-obviousness.

Thus, this court reverses the

Commission’s holding that the ’858 patent would have been obvious and easily
attainable at the time of invention.
V.
For the foregoing reasons, this court reverses the Commission’s determination
that the ’789 patent was not infringed, that Crocs did not satisfy the technical prong of
the domestic industry requirement of section 337 relating to the ’789 patent, and that the
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’858 patent would have been obvious. This court remands the investigation to the
Commission for a determination of infringement of the ’858 patent and any appropriate
remedies.
REVERSED AND REMANDED.
COSTS
Each party shall bear its own costs.
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IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF OREGON

ADIDAS AMERICA, INC., a Delaware
Corporation; ADIDAS AG, a foreign
entity; and ADIDAS INTERNATIONAL
MARKETING B.V., a foreign entity,
Plaintiffs,
v.

No. 3:15-cv-01741-HZ
OPINION & ORDER

SKECHERS USA, INC., a Delaware
corporation,
Defendant.
Charles H. Hooker, III
R. Charles Henn, Jr.
Kilpatrick Townsend & Stockton, LLP
1100 Peachtree St., Ste. 2800
Atlanta, GA 30309
Stephen M. Feldman
Perkins Coie, LLP
1120 NW Couch St., 10th Floor
Portland, OR 97209
Attorneys for Plaintiff
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Daniel M. Petrocelli
Jeffrey A. Barker
O’Melveny & Myers LLP
1999 Avenue of the Stars
Los Angeles, CA 90067
Jordan Raphael
Mark A. Samuels
O’Melveny & Myers LLP
400 So. Hope St.
Los Angeles, CA 90071
Kenneth R. Davis, II
Parna A. Mehrbani
Lane Powell, PC
601 SW Second Ave., Ste. 2100
Portland, OR 97204
Attorneys for Defendants
HERNÁNDEZ, District Judge:
Plaintiff adidas makes shoes. Defendant Skechers also makes shoes. adidas asks the
Court to prevent Skechers from selling three different shoes which adidas claims are confusingly
similar to adidas’s registered trademarks and protectable trade dress. The Court finds adidas is
likely to succeed in establishing its right to enforce the marks and trade dress asserted here,
including the unregistered Stan Smith trade dress. adidas is also likely to succeed in showing that
the Skechers shoes infringe adidas’s marks and trade dress because the Skechers shoes are likely
to cause consumer confusion. Finally, adidas has produced sufficient evidence of irreparable
harm and the other elements required to warrant injunctive relief, and therefore, adidas’s motion
for a preliminary injunction is granted.
//
//
//
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BACKGROUND
adidas is one of the world’s leading designers and producers of athletic footwear, apparel,
and sporting equipment. Murphy Decl. ¶ 8, ECF 7. adidas began using its “Three-Stripe” logo on
athletic shoes sold in the United States in the 1950s, and by the late 1960s, the company had
expanded its use of the Three-Stripe mark to apparel and other merchandise. Murphy Decl. ¶ 8.
The “Brand with the Three Stripes” holds numerous United States trademarks, including
incontestable registrations for its “Three-Stripe” mark in various forms, and for its “Supernova”
mark, which adidas uses in connection with a line of running shoes and apparel. Vanderhoff
Decl. ¶¶ 3–7, ECF 9; Murphy Decl. ¶¶ 18–19.
Although its design has changed slightly over the years, the Three-Stripe mark is widely
visible and well-known both on and off the playing field. adidas has sponsored (and splashed its
logo across) the World Cup and the Boston Marathon, college sports teams including UCLA and
the University of Nebraska, superstar athletes such as Lionel Messi, David Beckham, Aaron
Rodgers, and the Portland Trail Blazer’s own Damian Lilliard, and pop culture icons like Katy
Perry. Murphy Decl. ¶¶ 12–13. All told, adidas spends over $38 million annually in global
advertising and promotion, and annual sales of products bearing the Three-Stripe mark in the
United States runs into the hundreds of millions. Murphy Decl. ¶¶ 9–10.
In the early 1970s, adidas introduced a new tennis sneaker—a sleek, white leather lowtop, with rows of perforations in the shape of the familiar Three-Stripe mark enclosed by a
distinctive stitching pattern, a flat white outsole, and a mustache-shaped heel patch in a bright,
kelly green. Beaty Decl. ¶¶ 8–9, ECF 8. In 1973, adidas named the shoe after Stan Smith, an
American tennis player who, at the time, was ranked number one in the world and had won
major victories in the 1968 U.S. Open and 1970 Australian Open. Beaty Decl. ¶ 10. Since then,
the Stan Smith moved from the tennis court to the street and beyond, as the shoe’s clean aesthetic
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won favor among tastemakers, trendsetters, and consumers around the world. An array of
athletes, musicians, artists, and celebrities, have donned the Stan Smith including John Lennon,
the Rolling Stones, the late David Bowie, Marc Jacobs, David Beckham, Pharrell Williams, Will
Arnett, Andy Murray, Kayne West, and many more. Beaty Decl. ¶ 13. adidas claims to have sold
more than 40 million pairs of Stan Smiths worldwide since its introduction. Beaty Decl. ¶ 12.
Recent media pieces have dubbed the Stan Smith an “icon,” a “classic of design,” the “ultimate
fashion shoe,” and even “The Greatest Sneaker of All Time.” Beaty Decl. Ex. B at 1, ECF 8-2;
Beaty Decl. Ex. C at 24, 27, 30, ECF 8-3.
Skechers is an American-based footwear company that designs, develops, and markets
footwear for men, women, and children. Kartalis Decl. ¶¶ 1–3, ECF 52. Skechers is the second
largest footwear company in the United States, behind Nike. Kartalis Decl. ¶ 3. Skechers sells its
shoes through a network of company-owned and -operated retail stores, along with department
and specialty stores across the United States and around the world. Kartalis. Decl. ¶ 4. To
distinguish itself in the highly competitive and trend-driven footwear industry, Skechers adopted
a “serial branding strategy,” meaning it “heavily and consistently brands its shoes, packaging,
and retail stores with the SKECHERS trademark.” Kartalis Decl. ¶¶ 5–6. Part of Skechers’
strategy includes a process it calls “Skecherizing,” whereby “its designers transform market
trends into unique footwear products . . . prominently featuring Skechers’ famous marks, brands,
and logos . . . .” Kartalis Decl. ¶ 8.
Occasionally, this “Skecherizing” process fails, at least in part, in its aim to create unique
footwear products. Since at least the mid-1990s, Skechers and adidas have regularly clashed
about certain Skechers shoes with designs invoking adidas’s Three-Stripe mark. In 1995, these
two competitors settled a lawsuit over shoe designs with an agreement in which Skechers
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acknowledged adidas’s rights in the Three-Stripe mark and agreed not to infringe those rights.
Vanderhoff Decl. ¶ 8. Thus began an ongoing battle: at least six times since then, adidas found
Skechers shoes it believed to be infringing, and either sued Skechers or demanded in writing that
Skechers stop selling the shoes. Each time, the parties settled the dispute and Skechers agreed to
stop selling the challenged footwear. See Vanderhoff Decl. ¶¶ 8–14. The peace brokered through
those agreements sometimes lasted a few years, but sometimes only a few months; the parties
entered the latest agreement in April of 2013. Vanderhoff Decl. ¶ 14.
Which brings the Court to the present suit and motion. adidas has identified three current
Skechers shoes that adidas believes bear confusingly similar imitations of adidas’s trademarks
and trade dress. The first is Skechers Relaxed Fit Cross Court TR, which is depicted below
alongside an adidas shoe bearing the Three-Stripe mark:
Skechers Relaxed Fit Cross Court TR

adidas Ultra Boost with the Three-Stripe Mark

Vanderhoff Decl. ¶ 18; Pl. Mot. at 4. adidas alleges that this Skechers shoe uses a “knock off” of
adidas’s famous Three-Stripe mark. Pl. Mot. at 24.
//
//
//
//
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The second allegedly infringing shoe, the Skechers Relaxed Fist Supernova shoe, is
depicted below:

Vanderhoff Decl. Ex. I, ECF 9-9. adidas asserts that Skechers has “misappropriated adidas’s
well-known and federally registered Supernova mark,” which adidas uses in connection with
athletic shoes and apparel. Pl. Mot. at 9 (some capitalization omitted).
Finally, adidas alleges that the Skechers Onix infringes the adidas Stan Smith shoe:
Skechers Onix

adidas Stan Smith

Vanderhoff Decl. ¶ 16; Pl. Mot. at 3. adidas contends that the Skechers Onix “blatantly
reproduces adidas’s famous and distinctive Stan Smith trade dress” including its shape, color,
stitching, perforations, outsole, and heel patch. Pl. Mot. at 25 (some capitalization omitted).
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adidas filed suit against Skechers in September of 2015 and immediately moved for a
preliminary injunction. adidas contends that Skechers “is selling footwear in clear violation of
adidas’s incontestable rights in and to its Stan Smith trade dress . . . , Three-Stripe trademark
. . . , and Supernova trademark,” and “is doing so in a blatant, bad faith attempt to trade on
adidas’s goodwill and to profit wrongfully from consumer’s confusion.” Pl. Mot. at 1 (some
capitalization omitted). adidas asks the Court to enter an injunction “preliminarily restraining
Skechers from manufacturing, distributing, advertising, selling, or offering for sale any footwear
(a) that is confusingly similar to adidas’s Stan Smith trade dress, (b) bearing stripes in a manner
that is confusingly similar to adidas’s Three-Stripe mark, or (c) under adidas’s Supernova mark.”
Pl. Mot. at 1–2 (some capitalization omitted).
STANDARDS
A preliminary injunction is an “extraordinary remedy that may only be awarded upon a
clear showing that the plaintiff is entitled to such relief.” Winter v. Natural Resources Defense
Council, 555 U.S. 7, 22 (2008). The party seeking the injunction must establish that it is likely to
succeed on the merits, that it is likely to suffer irreparable harm in the absence of preliminary
relief, that the balance of equities tips in its favor, and that an injunction is in the public interest.
Id. at 20. A court can only issue an injunction if the plaintiff carries its burden of persuasion by a
“clear showing” of the four required elements. Lopez v. Brewer, 680 F.3d 1068, 1072 (9th Cir.
2012). Because an injunction is an equitable remedy, the court may apply a sliding test, under
which “the elements of the preliminary injunction test are balanced, so that a stronger showing of
one element may offset a weaker showing of another.” All. for the Wild Rockies v. Cottrell, 632
F.3d 1127, 1131 (9th Cir. 2011).
//
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DISCUSSION
1) Skechers’ Motions to Strike
Before analyzing the merits of the motion for a preliminary injunction, the Court briefly
addresses Skechers’ motions to strike. First, Skechers moved to strike portions of a declaration
submitted by Mr. Brandon Beaty, the Director of Sport Style Brand Marketing for adidas
Originals. 1 Def. Mot. to Strike, ECF. 49. Skechers later moved to strike portions of Mr. Beaty’s
supplemental declaration and an expert survey submitted by adidas. Def. Mot. to Strike New
Evidence, ECF 71. In its motions, Skechers argues that Mr. Beaty lacked personal knowledge to
testify about adidas’s advertising expenditures and sales figures for the Stan Smith, that media
articles about the Stan Smith were hearsay, and that through Mr. Beaty’s supplemental
declaration and an expert survey, adidas improperly raised new issues in its reply briefing.
Those arguments are without merit, and Skechers’ motions to strike are denied. In
deciding a motion for a preliminary injunction, the Court has broad discretion to consider all
arguments and evidence, including hearsay and other inadmissible evidence, declarations from
interested parties, and arguments raised for the first time in a reply. Johnson v. Couturier, 572
F.3d 1067, 1083 (9th Cir. 2009); Lane v. Dep’t of Interior, 523 F.3d 1128, 1140 (9th Cir. 2008).
Mr. Beaty is the executive in charge of the marketing division which promotes the Stan
Smith. His personal knowledge and competence to testify about the marketing and sales of the
Stan Smith shoe can be inferred from his position and his participation in this proceeding.
Barthelemy v. Air Lines Pilots Ass’n, 897 F.2d 999, 1018 (9th Cir. 1990). Also, Skechers had
ample opportunity to cross examine Mr. Beaty and the author of adidas’s expert survey at the
Court’s evidentiary hearing on December 15, 2015. See, e.g., Sun Microsystems, Inc. v.
1

adidas Originals is one branch of adidas’s so-called “Sport Style” division, which includes all adidas
products not designed for use on the court or field of play, or as Mr. Beaty described it: “everything
lifestyle [or] casual[.]” Transcript of Preliminary Injunction Hearing at 41 (hereinafter “Tr.”), ECF 81.

E XHIBIT 10
Page 8 of 41

Case 3:14-cv-01586-MO

Case 3:15-cv-01741-HZ

Document 230-10

Document 83

Filed 05/17/16

Filed 02/12/16

Page 9 of 41

Page 9 of 41

Microsoft Corp., 21 F. Supp. 2d 1109, 1118 (N.D. Cal. 1998) vacated on other grounds by 188
F.3d 1115 (9th Cir. 1999) (denying motion to strike new argument from reply brief because the
moving party “had ample opportunity to mitigate any prejudice it now claims during the two-day
evidentiary hearing” the court conducted before issuing a preliminary injunction).
Finally, Skechers’ arguments against adidas’s survey attack its probative value; the Court
will evaluate the evidence as part of its merits analysis, not at a motion to strike.
2) Likelihood of Success on the Merits
To succeed on its motion for a preliminary injunction, adidas must demonstrate a
likelihood of success on the merits of its claims. adidas alleges that Skechers is selling shoes
with marks confusingly similar to three of adidas’s marks: the Three-Stripe mark, the Supernova
mark, and the Stan Smith trade dress. adidas also asserts a claim of trademark dilution regarding
its Three-Stripe mark and Stan Smith trade dress.
a) Trademark Infringement
“The Lanham Act creates a comprehensive framework for regulating the use of
trademarks and protecting them against infringement, dilution, and unfair competition.” Fortune
Dynamic, Inc. v. Victoria’s Secret Stores Brand Mgmt., Inc., 618 F.3d 1025, 1030 (9th Cir.
2010) (citing 15 U.S.C. § 1051 et seq.). An infringement claim under the Lanham Act requires
the plaintiff to show (1) it has a valid, protectable trademark, and (2) that defendant’s product or
service creates a likelihood of consumer confusion. Applied Info. Scis. Corp. v. eBay, Inc., 511
F.3d 966, 969 (9th Cir. 2007) (citation omitted); Clicks Billiards, Inc. v. Sixshooters, Inc., 251
F.3d 1252, 1258 (9th Cir. 2001).
//
//

E XHIBIT 10
Page 9 of 41

Case 3:14-cv-01586-MO

Case 3:15-cv-01741-HZ

Document 230-10

Document 83

Filed 05/17/16

Filed 02/12/16

Page 10 of 41

Page 10 of 41

i) Whether adidas Holds Valid and Enforceable Marks
A mark registered under Section 2 of the Lanham Act is presumed valid, and the holder
of a registered mark is presumed to have the exclusive right to use it in commerce. Applied Info,
511 F.3d at 969. After five years of continuous use, a registered mark is ordinarily deemed
incontestable. Wal-Mart Stores, Inc. v. Samara Bros., Inc., 529 U.S. 205, 209 (2000) (citing 15
U.S.C. §§ 1057(b), 1065); see also Park ‘N Fly, Inc. v. Dollar Park & Fly, Inc., 469 U.S. 189,
205 (1985) (holding that incontestable trademark registration is “conclusive evidence” of the
owner’s exclusive right to use the mark).
Skechers does not dispute that adidas holds incontestable trademark registrations for the
Three-Stripe and Supernova marks. Vanderhoff Decl. ¶¶ 3–7; Exs. B and D. Accordingly, the
Court finds the Three-Stripe and Supernova marks are valid and enforceable.
The key question is whether adidas’s unregistered Stan Smith trade dress is valid and
enforceable under the Lanham Act. An unregistered mark or trade dress, while not entitled to a
presumption of validity, may still be protectable if its holder can demonstrate it is both 1)
distinctive, and 2) nonfunctional. See Wal-Mart, 529 U.S. at 210; Kendall-Jackson Winery, Ltd.
v. E. & J. Gallo Winery, 150 F.3d 1042, 1046–47 (9th Cir. 1998).
(1) Whether the Stan Smith Trade Dress is Distinctive
Although the Lanham Act does not explicitly require a showing that a trade dress is
distinctive, “courts have universally imposed that requirement, since without distinctiveness the
trade dress would not cause confusion as to the origin, sponsorship, or approval of the goods[.]”
Adidas-Salomon AG v. Target Corp., 228 F. Supp. 2d 1192, 1205 (D. Or. 2002) (hereinafter
“Target”) (quoting Wal-Mart, 529 U.S. at 210) (internal quotation marks and alterations
omitted). Since “distinctiveness” is a prerequisite for registration of a mark under Section 2 of
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the Lanham Act, the question of whether a mark is distinctive is “for the most part applicable in
determining whether an unregistered mark is entitled to protection[.]” Wal-Mart, 529 U.S. at 210
(quoting Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763, 769 (1992)).
A mark is distinctive if it is either 1) inherently distinctive, or 2) has acquired
distinctiveness through secondary meaning. Id. at 210–11. “[A] a mark is inherently distinctive if
its intrinsic nature serves to identify a particular source,” such as “Camel” cigarettes, “Kodak”
film, or “Tide” laundry detergent. Id. at 210 (internal quotation omitted). A mark acquires
secondary meaning when “in the minds of the public, the primary significance of a mark is to
identify the source of the product rather than the product itself.” Id. at 211 (quotation and
alteration omitted); see also Clamp Mfg. Co. v. Enco Mfg. Co., 870 F.2d 512, 517 (9th Cir.
1989) (“A product configuration has secondary meaning if the purchasing public associates that
configuration with a particular source.”).
Whether a particular trade dress has acquired secondary meaning is a question of fact.
Clicks Billiards, 251 F.3d at 1262. That inquiry is guided by a number of factors, including (1)
whether actual purchasers associate the dress with the source, which can be shown through
customer surveys 2; (2) the degree and manner of advertising of the trade dress; (3) the length and
manner of use of the dress; (4) whether the party seeking protection has used the trade dress
exclusively; (5) sales success of the trade dress; and (6) attempts by others to imitate. Target, 228
F. Supp. 2d at 1207 (citing Clamp Mfg. Co., 870 F.2d at 517; Clicks Billiards, 215 F.3d at 1266;
Mana Products, Inc. v. Columbia Cosmetics Mfg., Inc., 65 F.3d 1063, 1071 (2d Cir. 1995)).
2

Skechers overstates the law when it claims that “expert surveys of consumers ‘provide the most
persuasive evidence on secondary meaning[.]” Def. Resp. at 8–9 (quoting Levi Strauss & Co. v. Blue
Bell, Inc., 778 F.2d 1352, 1358 (9th Cir. 1985)). What the case actually says is “[a]n expert survey of
purchasers can provide the most persuasive evidence on secondary meaning.” Levi, 778 F.2d at 1358
(emphasis added). This is a subtle but crucial distinction.
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Additionally, “[e]vidence of extensive unsolicited media coverage supports a finding of
secondary meaning.” Lisa Frank, Inc. v. Impact Int’l, Inc., 799 F. Supp. 980, 993 (D. Ariz. 1992)
(citing Harlequin Enterprises Ltd. v. Gulf & Western Corp., 644 F.2d 946, 950 (2d Cir. 1981)).
adidas is likely to succeed in showing that the Stan Smith has acquired distinctiveness
through secondary meaning. Since the early 1970s, adidas has used the Stan Smith mark
exclusively and has expended significant capital and human resources promoting the shoe and its
appearance. adidas executive Mr. Beaty testified about adidas’s extensive marketing and
promotion of the Stan Smith; in the past two years, adidas spent over $1 million in online and
traditional advertising for the shoe. Supp. Beaty Decl. ¶¶ 4–6, ECF 67. adidas engages in
extensive social media and other online campaigns to drive consumer engagement around the
Stan Smith. Supp. Beaty Decl. ¶¶ 12–13. adidas also reaps significant but difficult-to-quantify
value from placing the Stan Smith with celebrities, musicians, athletes, and other “influencers” to
drive consumer hype. For example, supermodel Giselle Bundchen flaunted the shoe for a
provocative photoshoot for Vogue Magazine, and music superstar Pharrell Williams sported a
pair at the Academy Awards. Supp. Beaty Decl. ¶¶ 7–11. Mr. Beaty estimated the value of these
advertising and promotional efforts since the Stan Smith’s launch ran into the tens of millions of
dollars. Supp. Beaty Decl. ¶ 15.
Mr. Beaty testified that adidas has sold 40 million pairs of Stan Smiths worldwide,
totaling tens of millions in sales. Beaty Decl. ¶¶ 8–14. In 2014 and 2015 alone, adidas sold
nearly 430,000 pairs of Stan Smiths, with a wholesale value of almost $20 million. See Supp.
Beaty Decl. ¶¶ 19. These significant sales and advertising expenditures are evidence of the Stan
Smith’s secondary meaning. See Transgo, Inc. v. Ajac Transmission Parts Corp., 768 F.2d 1001,
1016 (9th Cir. 1985) (noting that $5 million in sales was “significant” in analyzing secondary
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meaning); Givenchy S.A. v. BCBG Max Azria Grp., Inc., No. CV 10-8394-GHK SHX, 2012
WL 3072327, at *6 n.7 (C.D. Cal. Apr. 25, 2012) ($20 million in sales and “hundreds of
thousands of dollars” spent in advertising was circumstantial evidence that supported a finding of
secondary meaning); Target, 228 F. Supp. 2d at 1208 (evidence of adidas’s print advertising,
active product placement, and “large” sales figures supported a finding of secondary meaning).
adidas submitted numerous earned media articles and other clips from a range of sources
as evidence of the iconic nature of the Stan Smith. One article announces the Stan Smith as
2014’s “Shoe of the Year.” Beaty Decl. Ex. A. Another explains “Why the adidas Stan Smith is
the Most Important Sneaker of All-Time.” Beaty Decl. Ex. B. Yet another spotted celebrities like
David Beckham, Kendall Jenner, and Gwen Stefani sporting the Stan Smith as their sneaker of
choice in the summer of 2015. Beaty Decl. Ex. C at 10. The Stan Smith popped up as number
four on a list of the “50 Greatest Tennis Sneakers of All Time,” Beaty Decl. Ex. C at 127, as one
of the most Influential Sneaker Sponsorships in Sports History, Beaty Decl. Ex. C at 172, and as
number one on a list of the “10 Greatest Ever Trainers” (and noted favorite of the Thin White
Duke-era of the late David Bowie). Beaty Decl. Ex. C at 78. adidas provided articles mentioning
the Stan Smith from such well-known outlets as The New York Times, Vanity Fair, The Wall
Street Journal, Time Magazine, Boston Globe, and more. Beaty Decl. Ex. C, Supp. Beaty Decl.
Exs. D, N. The Stan Smith even got a shout out from hip-hop mogul Jay-Z on his album The
Blueprint: “Lampin’ in the Hamptons, the weekends man; the Stan Smith adidas and the
Campus.” Supp. Beaty Decl. ¶ 14. These articles and pop culture references lend further support
to the conclusion that the Stan Smith has acquired distinctiveness through secondary meaning.
Target, 228 F. Supp. 2d at 1209 (“numerous unsolicited media references evidencing the ‘cult’
and ‘hip’ status of the [trade dress] . . . give rise to a factual inference that the [trade dress] has
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acquired distinctiveness.”); adidas-Am., Inc. v. Payless Shoesource, Inc., 546 F. Supp. 2d 1029,
1057–58 (D. Or. 2008) (hereinafter “Payless”) (“adidas’ extensive evidence of unsolicited media
attention supports a finding of secondary meaning.”) (citing Golden Door, Inc. v. Odisho, 646
F.2d 347, 350–51 (9th Cir. 1980)); Lisa Frank, 799 F. Supp. 993. (D. Ariz. 1992).
Notably, Skechers own conduct suggests the Stan Smith has acquired distinctiveness
through secondary meaning. The Skechers website was programmed in such a way that users
who searched for “adidas stan smith” were directed to the page featuring the Skechers Onix shoe.
Vanderhoff Decl. ¶ 17, Exs. G & H. The only reason “adidas stan smith” is a useful search term
is that consumers associate the term with a distinctive and recognizable shoe made by adidas.
See Clamp Mfg., 870 F.2d at 517 (“A product configuration has secondary meaning if the
purchasing public associates that configuration with a particular source.”).
Finally, the Ninth Circuit has noted that “[p]roof of exact copying, without any opposing
proof, can be sufficient to establish secondary meaning [since] there is no logical reason for the
precise copying save an attempt to realize upon a secondary meaning that is in existence.”
Target, 228 F. Supp. 2d at 1209 (quoting Transgo, 768 F.2d at 1016). Although Skechers points
out minor differences between its Onix shoe and the Stan Smith—that the Onix has five, not
three, rows of perforations which extend in a different direction, and that its colored heel patch is
a slightly darker shade of green—the unmistakable overall impression is two nearly identical
shoes. The reasonable inference to draw is that Skechers copied the overall look of the adidas
shoe to realize upon the Stan Smith’s secondary meaning. Transgo, 768 F.2d at 1016; Target,
228 F. Supp. 2d at 1209 (“The court need not resolve the parties’ debate over whether
defendants’ shoes are sufficiently ‘exact’ copies to be termed ‘knock offs.’ . . . [E]ven a cursory
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look at the shoes indicates that the trade dress of defendants’ shoes incorporates significantly
more similarities to, than differences from, [plaintiff’s] Trade Dress.”).
Skechers counters that adidas’s use of the Stan Smith trade dress is not exclusive because
many other manufacturers produce similar white shoes with perforations and a colored heel
patch. Def. Resp. at 14–19. But standing alone, a list of third party shoes that use parts of the
Stan Smith trade dress are not sufficient to undermine adidas’s trademark rights. Boldface
Licensing + Branding v. By Lee Tillett, Inc., 940 F. Supp. 2d 1178, 1191 (C.D. Cal. 2013),
appeal dismissed (Aug. 14, 2013) (explaining that “third-party registrations are not probative of
conceptual weakness without evidence that the marks were actually used in commerce and
viewed by consumers.”). 3
Skechers also latches onto the “wide variety of styles, designs, colors, and materials” that
adidas has used in making and selling the Stan Smith over the years as grounds for attacking the
shoe’s inherent distinctiveness. Skechers argues that these varied styles “contradict[] any claim
of a cohesive, source-identifying ‘Stan Smith’ trade dress.” Def. Resp. at 11–13. But the question
is whether the specific trade dress adidas is seeking to protect has acquired secondary meaning;
the variations on that theme adidas may have used in the past are not relevant. See Rose Art
Indus., Inc. v. Swanson, 235 F.3d 165, 175 (3d Cir. 2000) (“when determining whether the trade
dress alleged by the plaintiff is recognizable, protectable trade dress, a trial court should consider
only the products or packaging for which the plaintiff is seeking trade dress protection.”). adidas
adds convincingly that the “limited runs of adidas footwear based on the classic Stan SmithTrade

3

Tellingly, none of the numerous third party shoes Skechers provided as evidence of adidas’s
“nonexclusive” use of the Stan Smith is as similar to the Stan Smith as Skechers’ Onix shoe. Def. Resp. at
15–17. Unlike any of the proffered examples, the Skechers’ Onix mimics every element of the claimed
trade dress, and is difficult to distinguish from the Stan Smith without close examination.
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Dress . . . were made possible—and successful—precisely because the Stan Smith Trade Dress
has secondary meaning in the marketplace.” Pl. Reply at 14 (some capitalization omitted).
Finally, Skechers argues vigorously that adidas’s failure to procure a consumer survey on
the issue of secondary meaning undermines the claim that Stan Smith is protectable. See Def.
Resp. at 1, 11. Skechers conducted its own survey which it asserts demonstrates the Stan Smith
has no secondary meaning. Def. Resp. at 9–11. The Court is not moved. First, “direct survey
evidence of purchaser perception is not required” to successfully demonstrate secondary
meaning. Art Attacks Ink, LLC v. MGA Entm’t Inc., 581 F.3d 1138, 1145–46 (9th Cir. 2009)
(citing Clamp Mfg., 870 F.2d at 517). adidas has provided ample and convincing circumstantial
evidence of secondary meaning, obviating the need for a consumer survey. Second, the control
shoe used by Skechers’ expert very closely resembles the Stan Smith and other shoes currently
on the market. That, in turn, could artificially inflate the so-called “one brand” survey responses
to the control shoe and render the survey less reliable, a fact that Skechers’ expert acknowledged
in her deposition. Feldman Decl. Ex B. at 15–17, ECF 63-2.
(2) Whether the Stan Smith Trade Dress is Nonfunctional
adidas must also show that the Stan Smith trade dress is nonfunctional. “The functionality
doctrine prevents trademark law, which seeks to promote competition by protecting a firm’s
reputation, from instead inhibiting legitimate competition by allowing a producer to control a
useful product feature.” Qualitex Co. v. Jacobson Products Co., 514 U.S. 159, 164 (1995).
Control over functional features is governed by patent law, which is designed to “encourage
invention by granting inventors a monopoly over new product designs or functions for a limited
time, after which competitors are free to use the innovation.” Id. It is important to guard against
the overlap of patents and trademarks because if a product’s functional features could be

E XHIBIT 10
Page 16 of 41

Case 3:14-cv-01586-MO

Case 3:15-cv-01741-HZ

Document 230-10

Document 83

Filed 05/17/16

Filed 02/12/16

Page 17 of 41

Page 17 of 41

trademarked, the holder could obtain a monopoly “over such features . . . without regard to
whether they qualify as patents and could be extended forever (because trademarks may be
renewed in perpetuity).” Id. at 164–65. (citations omitted).
“Functional features of a product are features which constitute the actual benefit that the
consumer wishes to purchase, as distinguished from an assurance that a particular entity made,
sponsored, or endorsed a product.” Target, 228 F. Supp. 2d at 1202 (quoting Rachel v. Banana
Republic, Inc., 831 F.2d 1503, 1506 (9th Cir. 1987)). “In general terms, a product feature is
functional, and cannot serve as a trademark, if it is essential to the use or purpose of the article or
if it affects the cost or quality of the article, that is, if the exclusive use of the feature would put
competitors at a significant non-reputation-related disadvantage.” Id. (quoting Qualitex, 514 U.S.
at 165 (internal quotation marks omitted)). Although courts in the past have also asked whether
the trade dress is “aesthetically functional,” the Ninth Circuit (the circuit from which the
doctrine originated) has all but abandoned that question as true test for functionality. Id. (citing
Click Billiards, 251 F.3d at 1260). Instead, the Ninth Circuit considers four functional factors:
“(1) whether the design yields a utilitarian advantage, (2) whether alternative designs are
available, (3) whether advertising touts the utilitarian advantages of the design, and (4) whether
the particular design results from a comparatively simple or inexpensive method of
manufacture.” Disc Golf Ass’n, Inc. v. Champion Discs, Inc., 158 F.3d 1002, 1006 (9th Cir.
1998).
Skechers attacks several individual elements of the Stan Smith trade dress as
“functional,” and thus not entitled to protection. For example, Skechers argues that the rows of
perforations “provide the utilitarian advantages of ventilation and flexibility,” and that Stan
Smith is white “because tennis competitions traditionally require players to wear white, leaving
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competitors with no alternative designs to a predominantly white upper and outsole.” Def. Resp.
at 23–25. The Ninth Circuit has repeatedly rejected this “divide and conquer” approach to
analyzing functionality. Clicks Billiards, 251 F.3d at 1259 (explaining that when assessing
functionality, courts must “focus not on the individual elements, but rather on the overall visual
impression that the combination and arrangement of those elements create.”); see also
Fuddruckers, Inc. v. Doc’s B.R. Others, Inc., 826 F.2d 837, 842 (9th Cir. 1987) (“[O]ur inquiry
is not . . . whether individual elements of the trade dress fall within the definition of functional,
but . . . whether the whole collection of elements taken together are functional.”)
When analyzed as a whole, the combination of the Stan Smith’s claimed features—a
classic tennis shoe profile with a sleek white leather upper, three rows of perforations in the
pattern of the well-known Three-Stripe trademark, defined stitching enclosing the perforations, a
raised mustache-shaped colored heel patch, and a flat tonal white rubber outsole—are not
functional. There is no utilitarian advantage gained from using the Stan Smith’s particular set of
features because they do not make the shoe work better or cost less than other similar sneakers in
the current marketplace. Target, 228 F. Supp. 2d at 1202. Competitors can make a viable sneaker
without utilizing the specific combination of elements that comprise the Stan Smith. See
Fuddruckers, 826 F.2d at 842 (“A restaurateur cannot prevent others from using any particular
color or feature, but can protect a combination of visual elements ‘that, taken together, . . . may
create a distinctive visual impression.’ ”). Indeed, Skechers’ own briefing makes clear that
numerous other sneaker makers have designed a retro tennis sneaker without incorporating all
the Stan Smith’s elements. Def. Resp. at 15–17; Disc Golf Ass’n, 158 F.3d at 1006 (explaining
that functionality depends in part on “whether alternative designs are available.”).
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The claimed trade dress in the Target case from this district had a similar combination of
features: “1) three stripes on the side of the shoe parallel to equidistant small holes; (2) a rubber
“shell toe;” (3) a particularly flat sole; and (4) a colored portion on the outer back heel section
(referred to by the parties as a ‘heel patch’ or ‘color moustache’).” Target, 228 F. Supp. 2d at
1199. After rejecting the defendants’ attempt to “divide and conquer” the individual elements,
Magistrate Judge Stewart and District Judge Redden 4 concluded that the “when all of the
elements of the Original Superstar shoe’s trade dress were taken together, they were
nonfunctional and therefore protectable.” Id. at 1194–95. The claimed features of the Stan Smith,
when analyzed as a whole, are similarly not functional.
ii) Likelihood of Confusion
Having determined that adidas is likely to succeed in establishing that the Stan Smith is a
valid and protectable trade dress, the Court turns to the “core element” of adidas’s trademark
infringement claims: whether the Skechers shoes are “likely to confuse customers about the
source of the products.” Multi Time Mach., Inc. v. Amazon.com, Inc., 804 F.3d 930, 933 (9th
Cir. 2015) (quoting E. & J. Gallo Winery v. Gallo Cattle Co., 967 F.2d 1280, 1290 (9th Cir.
1992)). “In the Ninth Circuit, neither an intent to confuse, nor actual confusion are required
elements of a trademark infringement claim.” Payless, 546 F. Supp. 2d at 1051 (citing Brookfield
Comm., Inc. v. West Coast Entm’t Corp., 174 F.3d 1036, 1050 (9th Cir. 1999); Coca–Cola Co.
v. Overland, Inc., 692 F.2d 1250, 1256 n.16 (9th Cir. 1982)). The key question is whether the
two marks are sufficiently similar that a “reasonably prudent consumer in the marketplace is
likely to be confused as to the origin of the good or service bearing one of the marks.”
Dreamwerks Prod. Grp., Inc. v. SKG Studio, 142 F.3d 1127, 1129 (9th Cir. 1998) (internal
4

Judge Stewart’s opinion in Target was issued as a Findings & Recommendation; after reviewing the
parties’ objections, Judge Redden adopted the Findings & Recommendation with some additional
reasoning.
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quotation marks omitted). Courts evaluate the likelihood of confusion by examining the “total
effect of the defendant’s product and packaging on the eye and mind of an ordinary consumer.”
Payless, 546 F. Supp. 2d at 1052 (quoting First Brands Corp. v. Fred Meyer, Inc., 809 F.2d 1378,
1383–84 (9th Cir. 1987).
Consumer confusion can arise in a variety of contexts including point-of-sale (confusing
the source at the time of purchase), post-sale (confusing someone other than the purchaser), and
even “initial interest” (using a confusingly similar mark to capture a buyer’s attention). Internet
Specialties W., Inc. v. ISPWest, No. CV05-3296FMCAJWX, 2006 WL 4568053, at *3 (C.D.
Cal. Aug. 2, 2006); Target, 228 F. Supp. 2d at 1211–12 (citations omitted). No matter the type of
confusion alleged, courts in the Ninth Circuit analyze eight factors, commonly called the
“Sleekcraft factors,” to evaluate the likelihood of confusion:
(1) the similarity of the marks; (2) the relatedness or proximity of the two
companies’ products or services; (3) the strength of the registered mark; (4) the
marketing channels used; (5) the degree of care likely to be exercised by the
purchaser in selecting goods; (6) the accused infringers’ intent in selecting its
mark; (7) evidence of actual confusion; and (8) the likelihood of expansion in
product lines.
Interstellar Starship Servs., Ltd. v. Epix, Inc., 304 F.3d 936, 942 (9th Cir. 2002) (citing AMF Inc.
v. Sleekcraft Boats, 599 F.2d 341, 346 (9th Cir. 1979)); Payless, 546 F. Supp. 2d at 1052 (citing
Dr. Seuss Enterprises, L.P. v. Penguin Books USA, Inc., 109 F.3d 1394, 1404 (9th Cir. 1997)
(explaining that the Sleekcraft factors are used “in all trademark infringement cases.”)). Despite
its universal application, the Sleekcraft factor test is not a rigid one, and “[o]ther variables may
come into play depending on the particular facts presented.” Sleekcraft, 599 F.2d at 348 n.11; see
also Entrepreneur Media, Inc. v. Smith, 279 F.3d 1135, 1141 (9th Cir. 2002) (“[l]ikelihood of
confusion is not determined by mechanically counting the number of factors that weigh in favor
of each party, or by giving the same weight to a particular factor in each case.”).
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1. Similarity of the Marks
“The first Sleekcraft factor—the similarity of the marks—has always been considered a
critical question in the likelihood-of-confusion analysis.” Payless, 546 F. Supp. 2d at 1052
(quoting GoTo.Com, Inc. v. Walt Disney Co., 202 F.3d 1199, 1205 (9th Cir. 2000)). “[T]he
greater the similarity between the two marks at issue, the greater the likelihood of confusion.” Id.
at 1052 (quoting GoTo.Com, 202 F.3d at 1206). The Ninth Circuit has “developed three axioms
that apply to the similarity analysis: 1) Marks should be considered in their entirety and as they
appear in the marketplace; 2) Similarity is best adjudged by appearance, sound, and meaning;
and 3) Similarities weigh more heavily than differences.” Entrepreneur Media, 279 F.3d at 1144.
Any reasonable observer can see the striking similarities between the Skechers Onix and
the adidas Stan Smith. The Skechers Onix has a near identical shape, the same “sleek white
leather upper,” angled stripes comprised of perforations, the identical defined stitching pattern
around the perforations, a raised green heel path, and a flat white rubber outsole. During the
evidentiary hearing, both parties used the physical shoes as demonstrative exhibits; from its
view, the Court could not distinguish between the two shoes, even as witnesses handled them a
few feet away.
Skechers does its best to distinguish its shoe from the Stan Smith by noting the Onix has
five, not three, rows of perforations angling in the opposite direction as those on the Stan Smith,
and that the Onix uses a slightly different shade of green. But given the many strong similarities,
these minor differences do not substantially alter the overall impression that the Skechers shoe is
a knock-off of the Stan Smith. See Payless, 546 F. Supp. 2d at 1053 (explaining that it is critical
to analyze the similarities of the marks as a whole, as they are “used in the marketplace, not a
deconstructionist view of the different components of the marks.”) (citation omitted); Baker v.
Master Printers Union of New Jersey, 34 F. Supp. 808, 811 (D.N.J. 1940) (“[F]ew would be
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stupid enough to make exact copies of another’s mark or symbol. It has been well said that the
most successful form of copying is to employ enough points of similarity to confuse the public
with enough points of difference to confuse the courts.”).
Skechers asserts that its use of distinctive branding and packaging undercuts adidas’s
claim of confusing similarity. Def. Resp. at 30–32. Those could eliminate point-of-sale
confusion, but in the post-sale context, similarity of the marks or trade dress is the “most
important factor tending to prove confusion.” Target, 228 F. Supp. 2d at 1213 (citing Payless
Shoesource, Inc. v. Reebok Int’l Ltd., 998 F.2d 985, 989 (Fed. Cir. 1993). The major similarities
between Skechers’ Onix and adidas’s Stan Smith are apparent, and in the post-sale context (that
is, without the benefit of in-store signage, distinctive packaging, and logos on the bottom of the
sole of the shoe), the “overall impression created by the marks is essentially the same, and thus it
is very probable that the marks are confusingly similar.” adidas Am., Inc. v. Payless Shoesource,
Inc., 529 F. Supp. 2d 1215, 1235 (D. Or. 2007) (“Payless II”).
Similarly, the Skechers Cross Court TR shoe incorporates a three-striped design that is
very similar in overall appearance to the adidas Three-Stripe mark. Skechers again points to
minor distinctions—that its three stripes are of unequal thickness with rounded corners, and that
the three stripes combine at one point to form a sideways letter “E.” But those minor differences
do not change the overall impression of similarity between the Skechers three-striped design and
adidas’s Three-Stripe mark.
Finally, the Skechers Supernova mark is identical to adidas’s registered Supernova mark;
the conclusion that these marks are similar needs no explanation. See Official Airline Guides,
Inc. v. Goss, 6 F.3d 1385, 1392 (9th Cir. 1993) (“The district court assesses the similarity of
marks in terms of their sight, sound, and meaning.”). Skechers’ use of a mark identical to
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adidas’s mark on an identical type of product could lead a reasonable consumer to mistakenly
believe that the Skechers Supernova was licensed, authorized, or otherwise affiliated with adidas.
This factor weighs heavily in adidas’s favor.
2. Relatedness or Proximity of the Marks
The relatedness of the goods is another key factor in the Sleekcraft analysis. GoTo.com,
202 F.3d at 1205. “Related goods are generally more likely than unrelated goods to confuse the
public as to the producers of the goods.” Payless, 546 F. Supp. 2d at 1054 (quoting Brookfield,
174 F.3d at 1055). “Related goods are those ‘which would be reasonably thought by the buying
public to come from the same source if sold under the same mark.’ ” Id. (quoting Sleekcraft, 599
F.2d at 348 n.10).
This factor also weighs strongly in adidas’s favor. Both adidas and Skechers make
athletic and casual footwear. The products are “ ‘reasonably interchangeable by buyers for the
same purposes,’ ” and are, therefore, competitive. Id. (citing MCCARTHY ON TRADEMARK
AND UNFAIR COMPETITION § 24.23). Skechers attempts to distinguish its marks from
adidas’s by arguing that Skechers is a “lifestyle brand” that caters to a much different segment of
the shoe-buying public than adidas’s “athletic” brand. Def. Resp. at 40–41. But such granularity
is not required in analyzing the goods’ proximity. See Payless. 546 F. Supp. 2d at 1054 (“Here,
the parties’ products are essentially identical in use and function. Both parties sell athletic and
casual footwear.”); Target, 228 F. Supp. 2d at 1213 (the proximity factor “favors adidas since
defendants are using a four stripe design on a nearly identical product of athletic shoes.”). If all
of Skechers’ challenged shoes were sold under adidas’s mark, the public would reasonably
assume all of the shoes came from adidas. Sleekcraft, 599 F.2d at 348 n.10. Thus, they are
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related, and the substantial similarity between the marks weighs in favor of finding a likelihood
of confusion. Payless, 546 F. Supp. 2d at 1054.
3. Marketing Channels Used
The similarity of the marks, relatedness of the goods, and this third factor, the “use of a
common marketing channel” are the key factors in the Sleekcraft analysis. GoTo.com, 202 F.3d
at 1205 (referring to these first three factors as the “controlling troika”).
Skechers’ primary argument here mirrors its argument about the proximity of goods: that
Skechers shoes are targeted at a different sub-market of sneaker purchasers than adidas’s shoes.
Def. Resp. at 40–41. The analysis on this factor, however, should be framed much more broadly.
For example, the court in Sleekcraft found that “[a]though different submarkets are involved, the
general class of boat purchasers exposed to the products overlap.” 599 F.2d at 353. Each boat
maker sold their products through “parallel” marketing channels, such as sales “through
authorized retail dealers in diverse localities,” using the “same sales methods,” “almost identical”
price ranges, and through similar advertisements in “local newspapers and classified telephone
directories.” Id.
adidas produced evidence that its shoes and Skechers shoes can be found at the same
stores. Murphy Decl., ECF No. 7, ¶ 22; Beaty Decl. ECF No. 8, ¶ 18. Moreover, even if
Skechers could show the marketing channels were “completely incongruous, . . . this factor
would not necessarily favor [Skechers] because channels of trade are largely irrelevant in
determining the likelihood of post-sale confusion.” Payless, 546 F. Supp. 2d at 1055 (citing
Reebok, 998 F.2d at 989–90). Accordingly, this factor also weighs in adidas’s favor.
4. Strength of the adidas Marks
The scope of protection afforded a trademark “depends upon the strength of the mark,
with stronger marks receiving greater protection than weak ones.” Id. (quoting Entrepreneur
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Media, 279 F.3d at 1141). A mark’s “strength” depends on its conceptual and commercial
strength. GoTo.com, 202 F.3d at 1207. Conceptual strength is based on the mark’s placement
“along a spectrum of increasing distinctiveness. From weakest to strongest, marks are
categorized as generic, descriptive, suggestive, and arbitrary or fanciful.” Id. (internal citation
omitted).
adidas’s Three-Stripe mark is conceptually strong because it is arbitrary. adidas-Salomon
AG v. Target Corp., No. CIV.01-1582-RE, 2003 WL 25710435, at *6 (D. Or. Jan. 29, 2003)
(“Target II”) (“The adidas three-stripe marks are arbitrary because three stripes do not define,
describe or suggest the various products that bear them.”). Numerous judges have concluded that
the Three-Stripe mark is strong and entitled to protection, and this Court agrees. Payless, 546 F.
Supp. 2d at 1056; Target, 228 F. Supp. 2d at 1212; ACI Int’l Inc. v. Adidas-Salomon AG, 359 F.
Supp. 2d 918, 921 (C.D. Cal. 2005). The commercial strength of adidas’s Three-Stripe mark
cannot be contested. adidas produced evidence of billions of dollars in sales of products bearing
the Three-Stripe mark worldwide, of tens of millions spent in advertising the mark, and
numerous, unsolicited media mentions referencing the “iconic” symbol. Murphy Decl. ¶¶ 8–17,
Ex. D. All of these are legitimate ways to demonstrate a mark’s strength. Payless, 546 F. Supp.
2d at 1056 (“adidas’s substantial advertising and promotional efforts are significant evidence of
the strength of its mark.”); Century 21 Real Estate Corp. v. Sandlin, 846 F.2d 1175, 1179 (9th
Cir. 1988) (“Evidence of the strength of Century 21’s mark includes the fact that it has expended
several million dollars in advertising real estate services rendered in connection with the
‘Century 21’ mark, and that the mark has been used in connection with real estate sales in excess
of one billion dollars.”).
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The Stan Smith is also arbitrary and is therefore conceptually strong. Target II, 2003 WL
25710435 at *6. As for its commercial strength, the Court notes the overlap between the tests for
commercial strength and for distinctiveness through secondary meaning, and concludes that
adidas’s evidence of the Stan Smith’s sales, adidas’s advertising expenditures, and numerous
unsolicited media mentions of the Stan Smith are sufficient to establish the Stan Smith’s
commercial strength. See Payless, 546 F. Supp. 2d at 1056–57 (using the “secondary meaning”
analysis to measure the commercial strength of adidas’s marks).
The Supernova mark is also strong. It too is arbitrary and its conceptual distinctiveness is
demonstrated by its incontestable federal registration. Pl. Mot. 29. Skechers’ argument that an
“incontestable mark can nonetheless be weak and subject to relatively narrow protection” is true,
at least as far as it goes. Def. Resp. at 27 (citing Miss World (UK) Ltd. v. Mrs. Am. Pageants,
Inc., 856 F.2d 1445, 1449 (9th Cir. 1988)). The Miss World court merely refuted an argument
that an incontestable registration conclusively established the mark’s strength in the Sleekcraft
analysis. The Miss World court then restated that a mark’s Sleekcraft strength must be measured
by both its distinctiveness and commercial strength. Id. (“Placement on the spectrum of
distinctiveness does not end the enquiry as to the strength of a mark: it is only the first step. The
second step is to determine the strength of this mark in the marketplace.”). Where, as here, a
registrant can show a mark is incontestably distinctive and that the mark enjoys commercial
strength—demonstrated, again, by evidence of the Supernova mark’s sales, adidas’s advertising
expenditures, and unsolicited media coverage—the mark is strong. Murphy Decl. ¶¶ 19–20, Ex.
E (explaining that adidas has invested hundreds of thousands of dollars promoting goods under
the Supernova mark, resulting in hundreds of thousands of pairs sold and millions of dollars in
sales, and providing numerous media articles).
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5. Degree of Care Likely Exercised by Purchasers
“In assessing the likelihood of confusion to the public, the standard used by the courts is
the typical buyer exercising ordinary caution.” Payless, 546 F. Supp. 2d at 1059 (quoting
Sleekcraft, 599 F.2d at 353). A more expensive product begets a more sophisticated customer
whom courts expect to exercise a higher degree of care. Id. (citing Sleekcraft, 599 F.2d at 353);
MCCARTHY § 23:96 (“The reasonably prudent buyer is assumed to take more care in
purchasing ‘expensive’ items which he buys infrequently, than in buying everyday, relatively
inexpensive items.”)).
“[P]urchasers of ‘relatively inexpensive athletic and sportswear’ are ‘not likely to
exercise a great deal of care in distinguishing between trademarks when purchasing the goods.’ ”
Payless, 546 F. Supp. 2d at 1060 (quoting M’Otto Enters., Inc. v. Redsand, Inc., 831 F.Supp.
1491, 1502 (W.D.Wash. 1993); and citing Gucci Am., Inc. v. Action Activewear, Inc., 759
F.Supp. 1060, 1066 (S.D.N.Y. 1991) (“[T]he court has no reason to conclude that the buyers of
casual sportswear represent a particularly sophisticated group of customers.”)).
Skechers cites a line from adidas’s 2013 annual report which allegedly refers to the
“sophistication” of some of its customers as evidence of the high degree of care footwear
purchasers exercise in buying shoes. Def. Resp. at 40. But the citation does not match up with
the submitted evidence, and even assuming the report says what Skechers claims, the Court
views such a passing reference as akin to marketing “puffery” and not sufficient to establish that
sneaker purchasers are sophisticated as a matter of law. Moreover, that same exhibit shows the
Stan Smith being sold for seventy-five dollars, suggesting it is a low-cost, everyday good that
does not invite the careful consideration of, for example, a boat. Sleekcraft, 599 F.2d at 353
(“Both parties produce high quality, expensive goods. According to the findings of fact, the boats
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‘are purchased only after thoughtful, careful evaluation of the product and the performance the
purchaser expects.’ ”). This factor, therefore, favors adidas.
6. Skechers’ Intent in Selecting its Mark
An “intent to confuse consumers is not required for a finding of trademark infringement.”
Brookfield, 174 F.3d at 1059 (citations omitted). Still, “[t]he law has long been established that if
an infringer adopts his designation with the intent of deriving benefit from the reputation of the
trade-mark or trade name, its intent may be sufficient to justify the inference that there are
confusing similarities.” Id. (quotation omitted). “When one party knowingly adopts a mark
similar to another’s, reviewing courts presume that the defendant will accomplish its purpose,
and that the public will be deceived.” Acad. of Motion Picture Arts & Scis. v. Creative House
Promotions, Inc., 944 F.2d 1446, 1456 (9th Cir. 1991) (citing Sleekcraft, 599 F.2d at 354).
This factor strongly favors adidas. Skechers cannot deny that it knew the Stan Smith
existed—Skechers used the terms “adidas stan smith” and “adidas original” in the source code
for its webpage promoting its Onix shoe. Vanderhoff Decl. ¶ 17. And given the striking
similarity between the shoes, there is but one inference to draw: that Skechers knowingly
adopted a mark very similar to the Stan Smith to draw off of the success of adidas’s iconic shoe.
Similarly, Skechers knew that adidas owns numerous incontestable registrations for the ThreeStipe mark (a knowledge based, at least in part, on the numerous prior disputes between these
parties), and yet Skechers’ Cross-Court shoe incorporated a design that is very similar to adidas’s
well-known mark. And finally, the Court can infer Skechers’ bad faith from its use of a mark
identical to adidas’s Supernova mark on the identical subset of goods, that is, running shoes.
Skechers cites a recent Ninth Circuit case for the proposition that it is improper to find
bad faith from its use of keywords associated with adidas’s marks. Def. Resp. at 39 (citing Multi
Time, 804 F.3d at 938–39). The plaintiff in Multi Time was a luxury watch maker (“MTM”) that
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did not sell its watches on Amazon.com. Id. at 933. A search for “mtm special ops” watches on
Amazon.com returned a results page which listed several other brand’s watches that were similar
to MTM’s tactical-style watches, but the results page did not clearly indicate that MTM watches
were not available for purchase. Id. at 933–34. MTM sued, alleging that Amazon’s search results
page infringed MTM’s trademarks. Id. at 932–33.
The district court granted summary judgment in favor of Amazon and the Ninth Circuit
affirmed. Id. at 935–36. “Because Amazon’s search results page clearly labels the name and
manufacturer of each product offered for sale and even includes photographs of the items,” the
panel reasoned, “no reasonably prudent consumer accustomed to shopping online would likely
be confused as to the source of the products.” Id. at 933. As for the “intent” element of the
Sleekcraft analysis, the panel found it “[did] not weigh in MTM’s favor” because “Amazon has
designed its result page to alleviate any possible confusion about the source of the products by
clearly labeling each of its products with the product’s name and manufacturer.” Id. at 940.
The present case is readily distinguishable. Unlike a traditional trademark infringement
case, where the question is whether two competing marks are sufficiently similar to cause
confusion, Amazon’s “product” in question (the search page) was not a mark that competed with
MTM’s watches. The Multi Time court recognized these unique circumstances and noted that the
“eight-factor Sleekcraft test [was] not particularly apt” in analyzing whether Amazon’s search
result page created confusion about the source of MTM’s watches. Id. at 936. The dispute here,
by contrast, falls squarely into the traditional trademark analysis. The question is not whether the
Skechers webpage causes consumer confusion with adidas’s shoes, but rather whether the
Skechers shoes do so. Skechers’ use of “adidas stan smith” or “adidas originals” in the metadata
of the Skechers website strongly suggests that Skechers knew that its Onix shoe was similar to
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the Stan Smith and that Skechers intended to capture consumers interested in adidas’s shoe
designs. Brookfield, 174 F.3d at 1064 (“Using another’s trademark in one’s metatags is much
like posting a sign with another’s trademark in front of one’s store.”).
7. Evidence of Actual Confusion
Evidence of actual confusion is “persuasive proof that future confusion is likely.” Clicks
Billiards, 251 F.3d at 1265. A party is not, however, required to prove actual confusion to
succeed in a trademark infringement claim. Brookfield, 174 F.3d at 1050. Consumer surveys are
one way to establish actual confusion. Fortune Dynamic, 618 F.3d at 1035 (9th Cir. 2010)
(citation omitted).
Both adidas and Skechers submitted surveys which support their desired outcome in this
case. Poret Decl., ECF No. 38-1 (adidas survey); Butler Decl., ECF No. 51, Exs.1–4 (Skechers
survey). And both parties expended enormous effort arguing the merits and demerits of the
competing surveys. adidas contends its survey was properly designed to measure post-sale
confusion, and that the survey results indicate that approximately twenty percent of survey
respondents were “confused into believing the Skechers Onix is put out by or with the
authorization or approval of adidas[.]” Pl. Reply at 25. Skechers argues that the adidas survey is
flawed because, among other things, it was constructed to hide Skechers’ branding on the Onix
shoes and the survey’s control was poorly designed. Def. Resp. at 34–38. Skechers contends its
survey tested for confusion between the Skechers Onix and Cross Court shoes, and the results
showed that the majority of surveyed consumers correctly identified them as Skechers Products.
Def. Resp. at 32–34. adidas attacks the Butler survey as improperly focused solely on point-ofsale confusion, and thus irrelevant to an analysis of post-sale confusion. Pl. Reply at 27–28.
The Court declines to give controlling weight to either survey on the question of actual
confusion, and concludes that this element favors neither party. Given adidas’s strong showing
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on the other Sleekcraft factors that the Court has analyzed thus far, the neutrality of this factor
does not preclude a finding that the Skechers shoes are likely to cause confusion. See Network
Automation, Inc. v. Advanced Sys. Concepts, Inc., 638 F.3d 1137, 1151 (9th Cir. 2011) (“actual
confusion is not necessary to a finding of likelihood of confusion under the Lanham Act.”).
8. Likelihood of Product Expansion
“The last factor, ‘likelihood of expansion,’ is concerned with the potential for confusion
which might arise if the parties have plans to expand (or further expand) into each other’s
markets.” M’Otto Enters., 831 F. Supp. at 1504. “Where two companies are direct competitors,
this factor is unimportant.” Network Automation, 638 F.3d at 1153. Given that adidas and
Skechers directly compete in selling sneakers, this factor does not weigh into the analysis.
9. Sleekcraft Summary
Six of the seven relevant Sleekcraft factors for analyzing whether there is a likelihood of
confusion favor adidas, including the three critical factors: the similarity of the marks, the
relatedness of the goods, and the marketing channels used. Consequently, the Court finds adidas
has demonstrated it is likely to establish on the merits that the Skechers marks are likely to
confuse consumers. See Target, 228 F. Supp. 2d at 1213 (denying defendant’s motion for
summary judgment on the question of likelihood of confusion based on strong evidence on only
three of the eight Sleekcraft factors).
(2) Descriptive Fair Use Defense
Skechers contends that its use of the Supernova mark is lawful because its contested shoe
uses a “cosmic color scheme resembling the colors of a supernova.” Def. Resp. at 42. The
Lanham Act provides a fair use defense against infringement to a party whose “use of the name,
term, or device charged to be an infringement is a use, otherwise than as a mark, . . . of a term or
device which is descriptive of and used fairly and in good faith only to describe the goods or
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services of such party, or their grogereographic origin[.]’ ” KP Permanent Make-Up, Inc. v.
Lasting Impression I, Inc., 408 F.3d 596, 607 (9th Cir. 2005) (quoting 15 U.S.C. § 1115(b)(4));
see also MCCARTHY, § 11:45 (“[a] junior user is always entitled to use a descriptive term in
good faith in its primary, descriptive sense other than as a trademark.”). To establish the defense,
the defendant must show: 1) its use of the term is not as a trademark or service mark; 2) it uses
the term fairly and in good faith; and 3) it uses the term only to describe its goods or services.
Cairns v. Franklin Mint Co., 292 F.3d 1139, 1150–51 (9th Cir. 2002) (citation omitted). As the
degree of likely confusion between the marks increases, the likelihood that the use is fair
decreases. KP Permanent Make-Up, 408 F.3d at 607–08; Restatement (Third) of Unfair
Competition § 28 cmt. b (1995) (“the strength of the plaintiff’s mark and the extent of likely or
actual confusion are important factors in determining whether a use is fair.”).
The Skechers website identifies the shoe as “Women’s Relaxed Fit: Supernova” and the
shoe’s color as “Navy/Multi.” Vanderhoff Decl., ECF No. 9, ¶ 19, Ex. I. There is no reference to
the shoe’s “cosmic color scheme” or any other information suggesting that “Supernova” is
anything other than the name of the shoe. In other words, Skechers is using “Supernova” as a
mark, not as a descriptor, and is therefore unlikely to succeed in establishing a fair use defense.
The Skechers mark is identical to adidas’s registered mark, and it appears on the same subset of
products (athletic or running shoes), which suggests a strong likelihood of confusion that could
render Skechers’ use not “fair.” KP Permanent Make-Up, 408 F.3d at 609 (“the degree of
customer confusion remains a factor in evaluating fair use.”). Finally, the long history of
disputed shoe designs between these parties suggest Skechers acted in bad faith, especially
considering that the “Supernova” is identical to adidas’s mark and is used in connection with
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identical goods. adidas is, therefore, likely to succeed in overcoming Skechers’ descriptive fair
use defense.
(3) Trademark Dilution
adidas also asserts that Skechers’ shoes are diluting the distinctiveness of adidas’s ThreeStripe mark and Stan Smith trade dress. “Dilution . . . is ‘the lessening of the capacity of a
famous mark to identify and distinguish goods or services’ of the owner of the famous mark such
that the strong identification value of the owner’s trademark whittles away or is gradually
attenuated as a result of its use by another.” Payless, 546 F. Supp. 2d at 1060 (quoting Horphag
Research Ltd. v. Garcia, 475 F.3d 1029, 1035 (9th Cir. 2007) (quoting 15 U.S.C. § 1127)). “It is
a cause of action ‘invented and reserved for a select class of marks—those marks with such
powerful consumer associations that even non-competing uses can impinge on their value.’ ” Id.
(quoting Avery Dennison Corp. v. Sumpton, 189 F.3d 868, 875 (9th Cir. 1999)). “For this
reason, the FTDA applies “only to those marks which are both truly distinctive and famous, and
therefore most likely to be adversely affected by dilution.” Id. (quoting Avery, 189 F.3d at 876).
To succeed on a trademark dilution claim, a plaintiff must show “(1) the mark is famous
and distinctive; (2) the defendant is making use of the mark in commerce; (3) the defendant’s use
began after the mark became famous; and (4) the defendant’s use of the mark is likely to cause
dilution by blurring or dilution by tarnishment.” Jada Toys, Inc. v. Mattel, Inc., 518 F.3d 628,
634 (9th Cir. 2008) (citing 15 U.S.C. § 1125(c)(1)).
“[A] mark is famous if it is widely recognized by the general consuming public of the
United States as a designation of source of the goods or services of the mark’s owner.” 15 U.S.C.
§ 1125(c)(2)(A). In determining fame, the court may consider all relevant factors, including the
extent and reach of advertising or publicity of the mark, the amount of sales of goods or services
offered under the mark, the degree of actual recognition of the mark, and the registration status
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of the mark. Pendleton Woolen Mills, Inc. v. Round Up Ass’n, No. 3:11-CV-592-AC, 2012 WL
2721856, at *4 (D. Or. July 9, 2012) (citing 15 U.S.C. § 1125(c)(2)(A)).
adidas has produced ample evidence of its publicity of the Three-Stripe mark, substantial
sales of goods carrying the Three-Stripe mark, and that it holds incontestable registrations for the
Three-Stripe mark. The Three-Stripe mark is unquestionably famous; past opinions from the
District have thus held, Payless, 529 F. Supp. 2d at 1245; Target, 228 F. Supp. 2d at 1216, and
this Court agrees. As discussed throughout this Opinion, adidas has also produced evidence
showing that adidas has used the Stan Smith trade dress extensively and continuously since the
1970s, and spent significant resources and time in publicizing the Stan Smith, that the Stan Smith
has enjoyed substantial sales success, and that the Stan Smith has been the subject of numerous
media and pop culture references. This evidence supports the conclusion that adidas is likely to
succeed in establishing that the Stan Smith is famous.
There are two types of dilution: by blurring or by tarnishment. Jada Toys, 518 F.3d at
634. “Dilution by blurring” is defined as “association arising from the similarity between a mark
or trade name and a famous mark that impairs the distinctiveness of the famous mark.” 15 U.S.C.
§ 1125(c)(2)(B). The statute identifies six factors which the court may consider, along with other
relevant factors, including the degree of similarity between the marks, the distinctiveness of the
mark, the extent of the owner’s exclusive use of the mark, the degree of recognition of the mark,
the intent of the user of the similar mark, and evidence of actual dilution of the famous mark by
association. Pendleton, 2012 WL 2721856 at *4 (citing 15 U.S.C. § 1125(c)(2)(B)). Finally, a
famous mark is considered diluted by tarnishment when the reputation of the famous mark is
harmed by the association resulting from the use of the similar mark. 15 U.S.C. § 1125(c)(2)(C).
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Many of these elements have been previously analyzed. The overall similarity between
the Skechers Onix and the adidas Stan Smith is patent; same for the similarity between adidas’s
Three-Stripe mark and the three stripes used on the Skechers Cross Court TR. Those striking
similarities also suggest Skechers’ intent to create an association between its marks and adidas’s
marks. The Three-Stripe mark is subject to incontestable trademark registrations, and thus is
presumed distinctive, and the Court previously determined adidas is likely to succeed in proving
the Stan Smith has acquired distinctiveness through secondary meaning. Finally, adidas’s expert
survey showed that more than twenty percent of respondents believed that the Skechers Onix
shoe was made or approved by adidas, evidence that a substantial number of consumers actually
associate the Skechers shoe with adidas. Poret Decl. Ex. 1 at 16.
In sum, adidas has shown a likelihood of success on its claim for trademark dilution.
II.

Irreparable Harm
To succeed on a motion for injunctive relief, the plaintiff “must establish that irreparable

harm is likely, not just possible[.]” All. for the Wild Rockies, 632 F.3d at 1131; cf. Earth Island
Inst. v. U.S. Forest Serv., 351 F.3d 1291, 1311 (9th Cir. 2003) (“The law does not require the
identified injury to be certain to occur, but it is not enough to identify a purported injury which is
only theoretical or speculative.”). Typically, a harm is considered irreparable if “remedies
available at law, such as monetary damages, are inadequate to compensate for that injury[.]”
eBay Inc. v. MercExchange, L.L.C., 547 U.S. 388, 391 (2006).
“Courts previously presumed the likelihood of irreparable harm whenever a plaintiff
demonstrated a likelihood of success on a trademark or copyright infringement claim.” Sleash,
LLC v. One Pet Planet, LLC, No. 3:14-CV-00863-SI, 2014 WL 4059163, at *6 (D. Or. Aug. 15,
2014) (citing, among others, Brookfield, 174 F.3d at 1066). Recent Supreme Court opinions
have, however, invalidated that presumption, and a party seeking a preliminary injunction in a
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trademark case must now produce evidence showing the likelihood of irreparable harm. Id.
(citing Winter, 555 U.S. at 22; eBay, 547 U.S. at 393. “In trademark cases, although ‘[e]vidence
of loss of control over business reputation and damage to goodwill [can] constitute irreparable
harm,’ a court making a finding of irreparable harm must ground its analysis in evidence rather
than conclusory assertions or speculation.” Id. (quoting Herb Reed Enterprises, LLC v. Florida
Entm't Mgmt., Inc., 736 F.3d 1239, 1250 (9th Cir. 2013)).
adidas has produced sufficient evidence of irreparable harm to warrant injunctive relief.
First, Skechers’ infringement undermines adidas’s substantial investment in building its brand
and the reputation of its trademarks and trade dress. adidas submitted evidence showing it has
spent tens of millions promoting the Stan Smith, hundreds of thousands promoting its Supernova
shoes, and nearly forty million annually on goods bearing the Three-Stripe mark. Murphy Decl.
¶¶ 9, 19; Beaty Decl. ¶ 11; Supp. Beaty Decl. ¶¶ 6–15. Mr. Beaty testified to the significant,
(though difficult to quantify) efforts his marketing team invested in promoting the Stan Smith
through other avenues, such as social media campaigns, product placement, and earned media.
Tr. at 45–50.
Skechers’ attempts to “piggy back” off of adidas’s efforts by copying or closely imitating
adidas’s marks means adidas loses control over its trademarks, reputation, and goodwill—a
quintessentially irreparable injury. Herb Reed, 736 F.3d at 1250 (“Evidence of loss of control
over business reputation and damage to goodwill could constitute irreparable harm.”) (citation
omitted); Toyo Tire & Rubber Co. v. Kabusikiki Kaisha Tokyo Nihoon Rubber Corp, No.
214CV01847JADVCF, 2015 WL 6501228, at *3 (D. Nev. Oct. 26, 2015) (finding irreparable
harm where the plaintiff proffered evidence of its “considerable time and effort building its
reputation” and the defendant’s profiting from such efforts); MCCARTHY, § 30:46 (“Like
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trying to un-ring a bell, trying to ‘compensate’ after the fact for damage to business goodwill and
reputation cannot constitute a just or full compensation.”).
More specifically, adidas marketing executive Mr. Chris Murphy testified that adidas has
spent significant time and money in building and maintaining its perception among consumer as
a premium sports brand. Tr. at 24–25. By contrast, Mr. Murphy testified that consumers perceive
Skechers as a “lower end value brand. Tr. at 25. adidas’s evidence indicating approximately
twenty percent of surveyed consumers believed the Skechers Onix was made by, approved by, or
affiliated with adidas shows that adidas’s carefully constructed premium brand image is likely to
be confused with or associated with Skechers’ value brand. Thus, adidas has produced evidence
that Skechers’ continued sales of its Onix and other contested shoes will harm adidas’ reputation
and goodwill—harm that is not compensable by money damages. See E & J Gallo Winery v.
Grenade Beverage LLC, No. 1:13-CV-00770-AWI, 2014 WL 4073241, at *14 (E.D. Cal. Aug.
15, 2014) report and recommendation adopted sub nom. E. & J. Gallo Winery v. Grenade
Beverage LLC, No. 113-CV-00770-AWI-SAB, 2014 WL 5489076 (E.D. Cal. Sept. 8, 2014)
(finding sufficient evidence of irreparable harm to the plaintiff’s business reputation through
unwanted association with defendant’s perceived brand messaging); Starbucks Corp. v. Heller,
No. CV 14-01383 MMM MRWX, 2014 WL 6685662, at *9 (C.D. Cal. Nov. 26, 2014) (finding
irreparable harm based on the “perceived association” between the plaintiff’s marks and the
defendant’s counterfeit goods of lower quality); see also MySpace, Inc. v. Wallace, 498 F. Supp.
2d 1293, 1305 (C.D. Cal. 2007) (“Harm to business goodwill and reputation is unquantifiable
and considered irreparable.”) (citing Rent–A–Center, Inc. v. Canyon Tele. & Appliance Rental,
Inc., 944 F.2d 597, 603 (9th Cir. 1991)).
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adidas also produced evidence that Skechers’ infringing footwear will diminish adidas’s
ability to create scarcity and drive demand for the Stan Smith. For instance, adidas purposefully
limited the number of Stan Smiths on the market in 2013 in advance of a wide-ranging (and very
successful 5) “re-introduction” campaign. Tr. 44–45. Since its re-introduction, adidas strategically
controls how many units of the Stan Smith are brought to the market to ensure it can drive
demand for the shoe. Tr. at 59. “The worst case scenario,” Mr. Beaty testified, “is that we flood
the market with too many Stan Smiths. The result is they start going on sale. The result is that
everybody has them, . . . and demand goes down. The perception of it being premium goes
down.” Tr. at 44. Skechers’ infringing shoe undermines these efforts, creating another type of
irreparable harm. See CytoSport, Inc. v. Vital Pharm., Inc., 617 F. Supp. 2d 1051, 1081 (E.D.
Cal.) aff’d, 348 F. App’x 288 (9th Cir. 2009) (finding likely irreparable harm if defendant was
allowed to continue “flood[ing] the marketplace” with an infringing product).
According to Mr. Beaty, the Stan Smith is one of adidas’s most coveted shoes, and adidas
works to control every aspect of the shoe it can, from the materials used, its price, where it is
sold, and who is seen wearing it. Tr. at 57. Skechers’ infringing shoes are likely to irreparably
harm adidas’s ability to control the quality of goods bearing adidas marks or trade dress.
SunEarth, Inc. v. Sun Earth Solar Power Co., 846 F. Supp. 2d 1063, 1083 (N.D. Cal. 2012)
(finding irreparable harm where infringing products led to mark holder’s loss of quality control);
Apple Inc. v. Psystar Corp., 673 F. Supp. 2d 943, 948–49 (N.D. Cal. 2009) aff’d, 658 F.3d 1150
(9th Cir. 2011) (same).
//
5

In 2012, adidas sold approximately $800,000 in Stan Smith shoes. adidas pulled the Stan Smith in 2013,
and sales plummeted to about $25,000. After adidas launched its “re-introduction” campaign, sales of the
Stan Smith soared, reaching over $7 million in 2014, and over $12.5 million through September of 2015.
Beaty Decl. II ¶ 19.
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Balance of Equities
In considering whether injunctive relief is appropriate, courts “must balance the

competing claims of injury and must consider the effect on each party of the granting or
withholding of the requested relief.” Winter, 129 S. Ct. at 376 (quoting Amoco Production
Company v. Village of Gambell, Alaska, 480 U.S. 531, 542 (1987)); see also Int’l Jensen, Inc. v.
Metrosound U.S.A., Inc., 4 F.3d 819, 827 (9th Cir. 1993) (“In evaluating the balance of
hardships a court must consider the impact granting or denying a motion for a preliminary
injunction will have on the respective enterprises.”).
The balance of hardships here favors adidas. As explained throughout this Opinion,
adidas has invested significant time, capital, and human resources in promoting and selling
goods bearing its various marks. Without an injunction, Skechers can essentially free-ride off of
these efforts, while at the same time undermining adidas’s branding, quality control, and
strategic planning. Skechers argues that, should the Court enter an injunction preventing it from
selling the contested shoes, it will suffer harm both economic (because it would be prevented
from selling certain shoes) and reputational (because an injunction would brand Skechers as an
infringer before the Court determines the case’s merits). Skechers’ purported harms are not
entitled to significant, if any, weight. First, Skechers makes many other shoes that are not at issue
here, thus reducing the economic impact of the injunction. Second, Skechers “cannot complain
of the harm that will befall it when properly forced to desist from its infringing activities.”
Warner Bros. Entm’t Inc. v. WTV Sys., Inc., 824 F. Supp. 2d 1003, 1014–15 (C.D. Cal. 2011)
(quoting Triad Systems Corp. v. Southeastern Exp. Co., 64 F.3d 1330, 1338 (9th Cir. 1995)
(alterations omitted)); Cadence Design Sys. v. Avant! Corp., 125 F.3d 824, 829 (9th Cir. 1997)
(“[A] defendant who knowingly infringes another’s copyright cannot complain of the harm that
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will befall it when properly forced to desist from its infringing activities.”) (citation omitted));
Kreation Juicery, Inc. v. Shekarchi, No. CV 14-658 DMG ASX, 2014 WL 7564679, at *12 (C.D.
Cal. Sept. 17, 2014) (“Moreover, any injury that Defendants may suffer as a result of the
preliminary injunction may be discounted by the fact that Defendants brought the injury upon
themselves by intentionally adopting a deceptively similar trademark to Plaintiff’s.”) (citation
and quotation omitted).
IV.

Public Interest
“A plaintiff seeking an injunction must establish that the injunction is in the public

interest.” Internet Specialties W., Inc. v. Milon-DiGiorgio Enterprises, Inc., 559 F.3d 985, 993
(9th Cir. 2009). “[T]he most basic public interest at stake in all Lanham Act cases [is] the interest
in prevention of confusion, particularly as it affects the public interest in truth and accuracy.”
Warner Bros. Entm’t v. Glob. Asylum, Inc., No. CV 12-9547 PSG CWX, 2012 WL 6951315, at
*23 (C.D. Cal. Dec. 10, 2012) aff’d sub nom. Warner Bros. Entm’t v. Glob. Asylum, Inc., 544 F.
App’x 683 (9th Cir. 2013) (quoting Kos Pharm., Inc. v. Andrx Corp., 369 F.3d 700, 730 (3d Cir.
2004)). “An injunction that prevents consumer confusion in trademark cases, as this injunction
does, serves the public interest.” Am. Rena Int’l Corp. v. Sis-Joyce Int’l Co., 534 F. App’x 633,
636 (9th Cir. 2013) (citation omitted); Starbucks, 2014 WL 6685662, at *9. (“The most basic
public interest is the public’s right not to be deceived or confused.”) (citation and quotation
omitted).
Here, adidas has made a strong showing that it is likely to succeed in proving that
Skechers is using marks that are confusingly similar or even identical to adidas’s marks. Since
the “very interest at issue in a trademark infringement case . . . is avoiding the public from being
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confused or deceived about a product,” the Court finds an injunction preventing Skechers from
selling these contested products will serve the public interest.
ORDER
For the reasons stated, Defendant’s motions to strike [49] and [71] are denied. Plaintiffs’
motion for a preliminary injunction [6] is GRANTED.

Dated this

day of _______________________, 2016.

MARCO A. HERNÁNDEZ
United States District Judge

E XHIBIT 10
Page 41 of 41

Case 3:14-cv-01586-MO

Document 230-11

Case 3:16-cv-00684-SI

Document 1

Filed 05/17/16

Filed 04/20/16

Page 1 of 21

Page 1 of 21

Daniel P. Larsen, OSB No. 943645
E-mail: dpl@aterwynne.com
ATER WYNNE LLP
1331 N.W. Lovejoy Street, Suite 900
Portland, OR 97209
Tel: 503/226-1191; Fax: 503/226-0079
R. Charles Henn Jr. (pro hac vice pending)
E-mail: chenn@kilpatricktownsend.com
Charles H. Hooker III (pro hac vice pending)
E-mail: chooker@kilpatricktownsend.com
Nichole Davis Chollet (pro hac vice pending)
E-mail: nchollet@kilpatricktownsend.com
KILPATRICK TOWNSEND & STOCKTON LLP
1100 Peachtree Street, Suite 2800
Atlanta, GA 30309
Tel: 404/815-6500; Fax: 404/815-6555
Attorneys for Plaintiffs
UNITED STATES DISTRICT COURT
DISTRICT OF OREGON
PORTLAND DIVISION
ADIDAS AMERICA, INC., a Delaware
corporation; and
ADIDAS AG, a foreign entity,
Plaintiffs,
v.
ECCO USA, INC., a New Hampshire
corporation; and
ECCO SKO A/S, a foreign entity,

Case No. _________________
COMPLAINT
(TRADEMARK INFRINGEMENT,
UNFAIR COMPETITION,
TRADEMARK DILUTION, DECEPTIVE
TRADE PRACTICES, AND
BREACH OF CONTRACT)
JURY TRIAL REQUESTED

Defendants.

COMPLAINT

Page 1
ATER WYNNE LLP
1331 NW LOVEJOY STREET, SUITE 900
PORTLAND, OR 97209-3280
(503) 226-1191

2503369/1/DPL/000800-0033

E XHIBIT 11
Page 1 of 21

Case 3:14-cv-01586-MO

Document 230-11

Case 3:16-cv-00684-SI

Document 1

Filed 05/17/16

Filed 04/20/16

Page 2 of 21

Page 2 of 21

Plaintiffs adidas America, Inc. and adidas AG (collectively, “adidas”) state the following
for their Complaint against Defendants ECCO USA, Inc. and ECCO Sko A/S (collectively,
“ECCO”).
I.
1.

INTRODUCTION

For decades, adidas has manufactured, sold, and promoted footwear under its

famous Three-Stripe trademark (the “Three-Stripe Mark”). adidas owns numerous incontestable
federal trademark registrations for its Three-Stripe Mark for apparel and footwear, and adidas
has invested tens of millions of dollars building its brand in connection with the Three-Stripe
Mark.
2.

Despite ECCO’s knowledge of adidas’s rights in the famous Three-Stripe Mark—

including a 2013 contractual agreement not to infringe adidas’s Three-Stripe Mark—ECCO
currently is offering for sale and selling footwear featuring three and four parallel stripes on the
side of the shoe, including the footwear depicted below:
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Collectively, these styles of ECCO footwear depicted above are referred to as the “Infringing
Footwear.”
3.

The Infringing Footwear uses substantially identical imitations of the Three-Stripe

Mark in a manner that is likely to cause consumer confusion and deceive the public regarding its
source, sponsorship, or affiliation. ECCO’s actions are irreparably harming adidas’s brand and
its extremely valuable Three-Stripe Mark.
4.

This is, therefore, an action at law and in equity for breach of contract and for

trademark infringement and dilution, unfair competition, unfair business practices, arising under
the Trademark Act of 1946, 15 U.S.C. §§ 1051 et seq. (2009) (“Lanham Act”); the fair business
practices and unfair and deceptive trade practices acts of the several states; and the common law.
Among other relief, adidas asks this Court to: (a) preliminarily and permanently enjoin ECCO
from marketing or selling footwear using or bearing confusingly similar imitations of the ThreeStripe Mark; (b) award adidas monetary damages and to treble that award; (c) require ECCO to
disgorge all of its profits from its sales of the infringing footwear; and (d) award adidas punitive
damages, attorneys’ fees, and costs.
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PARTIES

Plaintiff adidas AG is a joint stock company organized and existing under the

laws of the Federal Republic of Germany, having its office and principal place of business at
Postach 11230, D-91072 Herzogenaurach, Federal Republic of Germany.
6.

Plaintiff adidas America, Inc. is a corporation organized and existing under the

laws of the State of Delaware, having its principal place of business at 5055 N. Greeley Avenue,
Portland, Oregon 97217. adidas America, Inc. directs all U.S.-based operations on behalf of
adidas AG, including sales, brand marketing, product marketing, product design, public
relations, distribution, enforcement, and licensing of and for ADIDAS-branded merchandise,
including goods bearing the distinctive Three-Stripe Mark. adidas AG and adidas America, Inc.,
as well as any predecessors or related entities, are collectively referred to as “adidas.”
7.

On information and belief, Defendant ECCO USA, Inc. is a corporation organized

under the laws of the State of New Hampshire with its principal place of business at 16 Delta
Drive, Londonderry, New Hampshire 03053.
8.

On information and belief, Defendant ECCO Sko A/S is a corporation organized

under the laws of Denmark with its principal place of business at Industrivej 5, DK - 6261
Bredebro, Denmark.
III.
9.

JURISDICTION AND VENUE

This Court has subject matter jurisdiction under section 39 of the Lanham Act,

15 U.S.C. § 1121, and under 28 U.S.C. §§ 1331 and 1338. Subject matter jurisdiction over
adidas’s related state and common law claims is proper pursuant to 28 U.S.C. §§ 1338 and 1367.
10.

This Court has personal jurisdiction over ECCO because ECCO has entered into

contracts with adidas in Oregon, and upon information and belief, (a) ECCO has marketed,
distributed, offered for sale, and/or sold to persons within the State of Oregon; (b) ECCO
regularly transacts and conducts business within the State of Oregon; and (c) ECCO has
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otherwise made or established contacts within the State of Oregon sufficient to permit the
exercise of personal jurisdiction.
11.

Venue is proper in this District pursuant to 28 U.S.C. § 1391(b)(2) because a

substantial part of the acts or omissions giving rise to adidas’s claims occurred in this District.
IV.
A.

FACTS COMMON TO ALL CLAIMS FOR RELIEF

adidas’s Famous Three-Stripe Mark
12.

adidas is currently, and for years has been, one of the world’s leading

manufacturers of athletic footwear, sportswear, and sporting equipment. Over sixty (60) years
ago, adidas first placed three parallel stripes on its athletic shoes, and the Three-Stripe Mark
came to signify the quality and reputation of adidas footwear to the sporting world early in the
company’s history.
13.

At least as early as 1952, adidas began using the Three-Stripe Mark on footwear

sold in the United States and worldwide. The Three-Stripe Mark quickly came to signify the
quality and reputation of adidas footwear. Examples of adidas’s footwear bearing the ThreeStripe Mark are depicted below, and pages from adidas’s catalogs featuring footwear bearing the
Three-Stripe Mark are attached as Exhibit 1.
Pure Boost 2.0

Superstar
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adistar Boost ESM

14.

adidas is the owner of a federal trademark registration, Reg. No. 1,815,956, issued

by the United States Patent and Trademark Office (“PTO”) on January 11, 1994, for the ThreeStripe Mark, as depicted below, for “athletic footwear.”

Affidavits have been filed pursuant to Sections 8 and 15 of the Lanham Act, 15 U.S.C. §§ 1058
and 1065, and this registration is incontestable. A copy of the Certificate of Registration for this
mark is attached as Exhibit 2.
15.

adidas is the owner of a federal trademark registration, Reg. No. 1,833,868, issued

by the PTO on May 3, 1994, for the Three-Stripe Mark, as depicted below, covering “athletic
footwear.”
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Affidavits have been filed pursuant to Sections 8 and 15 of the Lanham Act, 15 U.S.C. §§ 1058
and 1065, and this registration is incontestable. A copy of the Certificate of Registration for this
mark is attached as Exhibit 3.
16.

adidas is the owner of a federal trademark registration, Reg. No. 2,278,589, issued

by the PTO on September 21, 1999, for the Three-Stripe Mark, as depicted below, covering
“athletic footwear.”

Affidavits have been filed pursuant to Sections 8 and 15 and the Lanham Act, 15 U.S.C. §§ 1058
and 1065, and this registration is incontestable. A copy of the Certificate of Registration for this
mark is attached as Exhibit 4.
17.

adidas is the owner of a federal trademark registration, Reg. No. 3,029,129, issued

by the PTO on December 13, 2005, for the Three-Stripe Mark, as depicted below, covering
“footwear.”

Affidavits have been filed pursuant to Sections 8 and 15 of the Lanham Act, 15 U.S.C. §§ 1058
and 1065, and this registration is incontestable. A copy of the Certificate of Registration for this
mark is attached as Exhibit 5.
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adidas is the owner of a federal trademark registration, Reg. No. 3,029,135, issued

by the PTO on December 13, 2005, for the Three-Stripe Mark, as depicted below, covering
“footwear.”

Affidavits have been filed pursuant to Sections 8 and 15 of the Lanham Act, 15 U.S.C. §§ 1058
and 1065, and this registration is incontestable. A copy of the Certificate of Registration for this
mark is attached as Exhibit 6.
19.

adidas owns numerous additional trademark registrations, a number of which are

incontestable, for the Three-Stripe Mark covering footwear and various items of apparel
including U.S. Reg. Nos. 870,136, 961,353, 2,016,963, 2,058,619, 2,278,591, 2,284,308,
2,909,861, 2,999,646, 3,029,127, 3,063,742, 3,063,745, 3,087,329, 3,183,656, 3,183,663,
3,236,505 and 4,910,643. Copies of the Certificates of Registration for each of these marks are
attached collectively as Exhibit 7.
20.

Additionally, adidas owns federal registrations for verbal trademarks using the

term “3 stripes” including THE BRAND WITH THE 3 STRIPES, Reg. No. 1,674,229, for “sport
and leisure wear.” Affidavits have been filed pursuant to Sections 8 and 15 of the Lanham Act,
15 U.S.C. §§ 1058 and 1065, and this registration is incontestable. A copy of the Certificate of
Registration for this mark is attached as Exhibit 8.
21.

adidas’s Three-Stripe Mark is well-known and famous and has been for many

years. adidas has used the Three-Stripe Mark in connection with its frequent sponsorship of
musical artists, including pop stars Katy Perry and Selena Gomez and iconic rappers B.o.B,
Snoop Dogg, Pharrell Williams, and Kanye West.
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adidas also has used the Three-Stripe Mark in connection with its frequent

sponsorship of athletic tournaments and organizations, as well as professional athletes and
collegiate sports teams. For example, adidas has had longstanding relationships with the
University of California at Los Angeles, the University of Nebraska, Arizona State, the
University of Louisville, Mississippi State, and the University of Miami. Among many others,
adidas sponsors (a) NFL stars Aaron Rodgers, DeMarco Murray, Jimmy Graham, Von Miller,
Sammy Watkins, and Robert Griffin III; (b) NBA stars Tim Duncan, James Harden, John Wall,
Damian Lillard, and Derrick Rose; (c) baseball players Josh Harrison, Justin Upton, Kris Bryant,
Carlos Gomez, and Melvin Upton Jr.; (d) professional golfer Sergio Garcia; and
(e) internationally famous soccer players David Beckham and Lionel Messi. For decades, adidas
also has sponsored the world-famous Boston Marathon, along with many other events, teams,
and individuals.
23.

The Three-Stripe Mark is nonfunctional, and the public recognizes and

understands that the Three-Stripe Mark distinguishes and identifies adidas’s footwear.
Unsolicited media coverage has referred to “the iconic adidas three stripes” (Brettman, Allan,
“World Cup brings out the shoes, uniforms from Adidas, Nike,” The Oregonian, February 17,
2014), adidas’s “trademark three-stripe sneakers” (Brettman, Allan, “Adidas lifts 2012 forecast
as sales in China soar in Q1,” The Oregonian, May 1, 2012), “the adidas stripes” (Brettman,
Allan, “A $35 Swoosh of Genius,” The Oregonian, June 16, 2011), adidas’s “ubiquitous three
stripes” (Brettman, Allan, “Going ‘All In’ Against Nike,” The Oregonian, March 15, 2011), the
“trademark three-stripe logo” (Pennington, Bill, “Belts That Do More Than Hold Up Pants,”
New York Times, July 26, 2009), the “iconic three stripes” (“Game Time,” Footwear News,
June 16, 2008), the “signature three stripes” (Moore, Booth, “Ringing Endorsements; Form
Follows Function with Much Olympic Wear, but Fashion and Funding are also at Play,” L.A.
Times, August 13, 2004), the “famous brand with the three stripes” (Whiting, Sam, “Must
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Have,” San Francisco Chronicle, July 7, 2002), and the “legendary Adidas three stripes” (“Coty
Inc.,” Brand Strategy, September 27, 1999). Copies of the above-referenced articles are attached
collectively as Exhibit 9.
24.

For decades, adidas extensively and continuously has used and promoted the

Three-Stripe Mark in connection with footwear and apparel. In recent years, annual sales of
products bearing the Three-Stripe Mark have totaled in the billions of dollars globally and in the
hundreds of millions of dollars within the United States. The Three-Stripe Mark has achieved
international fame and tremendous public recognition.
25.

Since introducing its Three-Stripe Mark, adidas has spent millions of dollars

promoting the mark and products bearing the mark. For example, in March 2011, adidas
launched an advertising campaign in the United States “featuring Chicago Bulls guard Derrick
Rose, rapper B.o.B and pop singer Katy Perry, among others,” that “highlights [adidas’s] imprint
on the world of sports, music and fashion,” and “show[s] the breadth and depth of the Adidas
brand.” See Exhibit 9 ((Brettman, Allan, “Going ‘All In’ Against Nike,” The Oregonian,
March 15, 2011). Similarly, adidas recently launched its “Sport 15” advertising campaign,
which represents adidas’s biggest ad spend in the United States. The campaign features soccer
superstar Lionel Messi, Derrick Rose of the Chicago Bulls, and DeMarco Murray of the Dallas
Cowboys. A February 13, 2015, article from AdWeek describing adidas’s Sport 15 advertising
campaign is attached as Exhibit 10.
26.

As a result of adidas’s extensive use and promotion of the Three-Stripe Mark,

adidas has built up and now owns extremely valuable goodwill that is symbolized by the mark.
The purchasing public has come to associate the Three-Stripe Mark with adidas.
B.

Prior Settlement Agreements Between adidas and ECCO
27.

In or around 2010, adidas became aware that ECCO was offering for sale and

selling footwear bearing two and four stripes that infringed adidas’s Three-Stripe Mark. adidas
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and ECCO resolved their dispute by entering into a settlement agreement (the “2010 Letter
Agreement”), a copy of which is attached as Exhibit 11.
28.

In the 2010 Letter Agreement, ECCO acknowledged that (1) adidas is the owner

of the Three-Stripe Mark; (2) footwear bearing two and four stripe designs infringe adidas’s
rights in the Three-Stripe Mark; and (3) it would not manufacture footwear bearing two, three, or
four stripes in a manner that is confusingly similar to the Three-Stripe Mark in the future.
29.

Notwithstanding the 2010 Letter Agreement, in or around 2013, adidas again

became aware that ECCO was offering for sale and selling footwear bearing four parallel stripes
that infringed adidas’s Three-Stripe Mark, as shown below:

30.

adidas and ECCO resolved their dispute by entering into another settlement

agreement (the “2013 Letter Agreement”), a copy of which is attached as Exhibit 12, in which
ECCO again acknowledged that adidas is the exclusive owner of the Three-Stripe Mark and
agreed to cease all production of the footwear depicted above.
C.

ECCO’s Current Unlawful Activities
31.

Despite the 2010 and 2013 settlement agreements—and in blatant disregard of

adidas’s rights—ECCO again is importing, producing, marketing, distributing, intending to sell,
offering for sale, and selling footwear in interstate commerce bearing a confusingly similar
imitation of the Three-Stripe Mark, including one shoe that is nearly identical to the footwear at
issue in the 2013 Letter Agreement:
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ECCO was familiar with adidas’s Three-Stripe Mark when it created, imported,

and began advertising and selling the Infringing Footwear.
33.

ECCO further was aware that the sale of the Infringing Footwear would likely

cause confusion among consumers and would dilute adidas’s rights in the Three-Stripe Mark.
Indeed, on information and belief, ECCO knowingly, willfully, intentionally, and maliciously
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adopted and used substantially indistinguishable and confusingly similar imitations of the ThreeStripe Mark. Specifically, on information and belief, ECCO intentionally designed and
manufactured footwear bearing confusingly similar imitations of adidas’s Three-Stripe Mark to
mislead and deceive consumers into believing it was manufactured, sold, authorized, or licensed
by adidas.
34.

The Infringing Footwear distributed, offered for sale, and sold by ECCO is not

manufactured by adidas, nor is ECCO associated, affiliated, or connected with adidas, or
licensed, authorized, sponsored, endorsed, or approved by adidas in any way.
35.

adidas used its Three-Stripe Mark extensively and continuously long before

ECCO began offering for sale or selling the Infringing Footwear.
36.

The Infringing Footwear is similar to, and competes with footwear sold by adidas,

and the parties’ respective footwear is sold through overlapping channels of trade.
37.

ECCO’s use of the Three-Stripe Mark and confusingly similar imitations of the

Three-Stripe Mark is likely to deceive, confuse, and mislead actual and prospective purchasers
before, during, and after purchase into believing that the footwear sold by ECCO is
manufactured or authorized by, or in some manner associated with adidas, which it is not.
38.

The likelihood of confusion, mistake, and deception engendered by ECCO’s

misappropriation of the Three-Stripe Mark is causing irreparable harm to the goodwill
symbolized by the Three-Stripe Mark and the reputation for quality that it embodies.
39.

This attribution is particularly damaging with respect to those persons who

perceive a defect or lack of quality in the Infringing Footwear.
40.

On information and belief, ECCO continues to use the Three-Stripe Mark and

confusingly similar imitations of the Three-Stripe Mark in connection with the sale of products
that directly compete with those offered by adidas. ECCO began selling these imitations well
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after adidas had established protectable rights in the Three-Stripe Mark, and well after the ThreeStripe Mark had become famous.
41.

ECCO has shown a callous disregard for adidas’s rights, and the agreements

ECCO has entered into with adidas. ECCO previously agreed expressly not to use the ThreeStripe Mark or a confusingly similar mark and agreed to discontinue manufacturing and selling
footwear bearing confusingly similar imitations of adidas’s Three-Stripe Mark. ECCO thus has
acted in bad faith, with malicious intent, and in knowing disregard of adidas’s rights.
FIRST CLAIM FOR RELIEF
Federal Trademark Infringement
42.

adidas repeats and incorporates by reference the allegations in the preceding

paragraphs.
43.

ECCO’s use of confusingly similar imitations of the Three-Stripe Mark is likely

to cause confusion, deception, and mistake by creating the false and misleading impression that
ECCO’s goods are manufactured or distributed by adidas, or are associated or connected with
adidas, or have the sponsorship, endorsement or approval of adidas.
44.

ECCO has used marks confusingly similar to the Three-Stripe Mark in violation

of 15 U.S.C. §§ 1114 and 1125(a). ECCO’s activities have caused and, unless enjoined by this
Court, will continue to cause a likelihood of confusion and deception of members of the trade
and public, and, additionally, injury to adidas’s goodwill and reputation as symbolized by the
Three-Stripe Mark, for which adidas has no adequate remedy at law.
45.

ECCO’s actions demonstrate an intentional, willful, and malicious intent to trade

on the goodwill associated with the Three-Stripe Mark to adidas’s great and irreparable harm.
46.

ECCO caused and is likely to continue causing substantial injury to the public and

to adidas, and adidas is entitled to injunctive relief and to recover ECCO’s profits, actual
damages, enhanced profits and damages, costs, and reasonable attorneys’ fees under 15 U.S.C.
§§ 1114, 1116, and 1117.
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SECOND CLAIM FOR RELIEF
Federal Unfair Competition
47.

adidas repeats and incorporates by reference the allegations in the preceding

paragraphs.
48.

ECCO’s use of the Three-Stripe Mark and confusingly similar imitations of the

Three-Stripe Mark has caused and is likely to cause confusion, deception, and mistake by
creating the false and misleading impression that ECCO’s goods are manufactured or distributed
by adidas, or are affiliated, connected, or associated with adidas, or have the sponsorship,
endorsement or approval of adidas.
49.

ECCO has made false representations, false descriptions, and false designations of

its goods in violation of 15 U.S.C. § 1125(a). ECCO’s activities have caused and, unless
enjoined by this Court, will continue to cause a likelihood of confusion and deception of
members of the trade and public, and, additionally, injury to adidas’s goodwill and reputation as
symbolized by the Three-Stripe Mark, for which adidas has no adequate remedy at law.
50.

ECCO’s actions demonstrate an intentional, willful and malicious intent to trade

on the goodwill associated with the Three-Stripe Mark to the great and irreparable injury of
adidas.
51.

ECCO’s conduct has caused, and is likely to continue causing, substantial injury

to the public and to adidas. adidas is entitled to injunctive relief and to recover ECCO’s profits,
actual damages, enhanced profits and damages, costs, and reasonable attorneys’ fees under
15 U.S.C. §§ 1125(a), 1116, and 1117.
THIRD CLAIM FOR RELIEF
Federal Trademark Dilution
52.

adidas repeats and incorporates by reference the allegations in the preceding

paragraphs.

COMPLAINT

Page 15
ATER WYNNE LLP
1331 NW LOVEJOY STREET, SUITE 900
PORTLAND, OR 97209-3280
(503) 226-1191

2503369/1/DPL/000800-0033

E XHIBIT 11
Page 15 of 21

Case 3:14-cv-01586-MO

Document 230-11

Case 3:16-cv-00684-SI

53.

Document 1

Filed 05/17/16

Filed 04/20/16

Page 16 of 21

Page 16 of 21

For decades, adidas has exclusively and continuously promoted and used the

registered Three-Stripe Mark both in the United States and throughout the world. This mark thus
became famous and well-known symbols of adidas and its products well before ECCO offered
for sale the Infringing Footwear.
54.

ECCO is making use in commerce of marks that dilute and are likely to dilute the

distinctiveness of adidas’s Three-Stripe Mark by eroding the public’s exclusive identification of
the famous Three-Stripe Mark with adidas, tarnishing and degrading the positive associations
and prestigious connotations of the mark, and otherwise lessening the capacity of the mark to
identify and distinguish adidas’s goods.
55.

ECCO’s actions demonstrate an intentional, willful, and malicious intent to trade

on the goodwill associated with adidas’s Three-Stripe Mark or to cause dilution of the ThreeStripe Mark to the great and irreparable injury of adidas.
56.

ECCO has caused and will continue to cause irreparable injury to adidas's

goodwill and business reputation, and dilution of the distinctiveness and value of adidas’s
famous and distinctive Three-Stripe Mark in violation of 15 U.S.C. § 1125(c). adidas therefore
is entitled to injunctive relief and to ECCO’s profits, actual damages, enhanced profits and
damages, and reasonable attorneys’ fees under 15 U.S.C. §§ 1125(c), 1116 and 1117.
FOURTH CLAIM FOR RELIEF
Unfair and Deceptive Trade Practices
57.

adidas repeats and incorporates by reference the allegations in the preceding

paragraphs.
58.

ECCO has been and is passing off its goods as those of adidas, causing a

likelihood of confusion or misunderstanding as to the source, sponsorship, or approval of
ECCO’s goods, causing a likelihood of confusion as to ECCO’s affiliation, connection, or
association with adidas, and otherwise damaging the public.
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ECCO’s conduct constitutes unfair and deceptive acts or practices in the course of

a business, trade, or commerce in violation of the unfair and deceptive trade practices statutes of
several states, including California CAL. BUS. & PROF. CODE § 17200, et seq. (West 2009);
Colorado, COLO. REV. STAT. ANN. §§ 6-1-101 to 6-1-115 (West 2009); Delaware, DEL.
CODE ANN. tit. 6, §§ 2531 to 2536 (2009); Georgia, GA. CODE ANN. §§ 10-1-370 to 10-1375 (2009); Hawaii, HAW. REV. STAT. §§ 481A-1 to 481A-5 (2009); Illinois, ILL. COMP.
STAT. ANN. ch. 815, 510/1 to 510/7 (2009); Maine, ME. REV. STAT. ANN. tit. 10, §§ 1211 to
1216 (West 2009); Minnesota, MINN. STAT. ANN. § 325D.43 to .48 (West 2009); Nebraska,
NEB. REV. STAT. §§ 87-301 to 87-306 (2009); New Mexico, N.M. STAT. ANN. §§ 57-12-1 to
57-12-22 (Michie 2009); New York, N.Y. GEN. BUS. Law § 349 (McKinney 2009); Ohio,
OHIO REV. CODE ANN. §§ 4165.01 to 4165.04 (Baldwin 2009); and Oklahoma, OKLA.
STAT. ANN. tit. 78, §§ 51 to 55 (West 2009).
60.

ECCO’s unauthorized use of confusingly similar imitations of the Three-Stripe

Mark has caused and is likely to cause substantial injury to the public and to adidas. adidas,
therefore, is entitled to injunctive relief and to recover damages and, if appropriate, punitive
damages, costs, and reasonable attorneys’ fees.
FIFTH CLAIM FOR RELIEF
Common Law Trademark Infringement and Unfair Competition
61.

adidas repeats and incorporates by reference the allegations in the preceding

paragraphs.
62.

ECCO’s acts constitute common law trademark infringement and unfair

competition, and have created and will continue to create, unless restrained by this Court, a
likelihood of confusion to the irreparable injury of adidas. adidas has no adequate remedy at law
for this injury.
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On information and belief, ECCO acted with full knowledge of adidas’s use of,

and statutory and common law rights to, the Three-Stripe Mark and without regard to the
likelihood of confusion of the public created by ECCO’s activities.
64.

ECCO’s actions demonstrate an intentional, willful, and malicious intent to trade

on the goodwill associated with the Three-Stripe Mark to the great and irreparable injury of
adidas.
65.

As a result of ECCO’s acts, adidas has been damaged in an amount not yet

determined or ascertainable. At a minimum, however, adidas is entitled to injunctive relief, to an
accounting of ECCO’s profits, damages, and costs. Further, in light of the deliberately
fraudulent and malicious use of the Three-Stripe Mark and confusingly similar imitations of the
Three-Stripe Mark, and the need to deter ECCO from engaging in similar conduct in the future,
adidas additionally is entitled to punitive damages.
SIXTH CLAIM FOR RELIEF
Breach of Contract
66.

adidas repeats and incorporates by reference the allegations in the preceding

paragraphs.
67.

The 2013 Letter Agreement is a valid contract.

68.

The 2013 Letter Agreement was supported by adequate consideration.

69.

ECCO breached the 2013 Letter Agreement when it manufactured, offered for

sale, and/or sold the current Infringing Footwear bearing three and four stripes in a manner
confusingly similar to adidas’s Three-Stripe Mark.
70.

ECCO’s breach of its contractual obligations has damaged adidas, and ECCO’s

ongoing breach of the 2013 Letter Agreement by selling the Infringing Footwear bearing a
confusingly similar imitation of adidas’s Three-Stripe Mark is inflicting irreparable harm on
adidas.
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PRAYER FOR RELIEF
WHEREFORE, adidas prays that:
1.

ECCO and all of its agents, officers, employees, representatives, successors,

assigns, attorneys, and all other persons acting for, with, by through or under authority from
ECCO, or in concert or participation with ECCO, and each of them, be enjoined from:
a. using the Three-Stripe Mark or any other copy, reproduction,
colorable imitation, or simulation of adidas’s Three-Stripe Mark
on or in connection with ECCO’s goods;
b. using any trademark, name, logo, design, or source designation of
any kind on or in connection with ECCO’s goods or services that
is a copy, reproduction, colorable imitation, or simulation of, or
confusingly similar to adidas’s trademarks, trade dresses, names,
or logos;
c. using any trademark, name, logo, design, or source designation of
any kind on or in connection with ECCO’s goods that is likely to
cause confusion, mistake, deception, or public misunderstanding
that such goods or services are produced or provided by adidas, or
are sponsored or authorized by adidas, or are in any way
connected or related to adidas;
d. using any trademark, name, logo, design, or source designation of
any kind on or in connection with ECCO’s goods that dilutes or is
likely to dilute the distinctiveness of adidas’s trademarks, trade
dresses, names, or logos;
///
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e. passing off, palming off, or assisting in passing off or palming off
ECCO’s goods as those of adidas, or otherwise continuing any
and all acts of unfair competition as alleged in this Complaint; and
f. advertising, promoting, offering for sale, or selling the Infringing
Footwear or other similar goods.
2.

ECCO be ordered to cease offering for sale, marketing, promoting, and selling, to

remove from its retail stores, and to recall all products sold under or bearing a confusingly
similar imitation of the Three-Stripe Mark, which are in ECCO’s possession or have been
shipped by ECCO or under its authority, to any customer, including but not limited to, any
wholesaler, distributor, retailer, consignor, or marketer, and also to deliver to each customer a
copy of this Court’s order as it relates to said injunctive relief against ECCO;
3.

ECCO be ordered to deliver up for impoundment and for destruction, all

footwear, bags, boxes, labels, tags, signs, packages, receptacles, advertising, sample books,
promotional materials, stationary, or other materials in the possession, custody or under the
control of ECCO that are found to adopt, infringe, or dilute any of adidas’s trademarks, trade
dresses, or that otherwise unfairly compete with adidas and its products;
4.

ECCO be compelled to account to adidas for any and all profits derived by ECCO

from the sale or distribution of infringing goods as described in this Complaint;
5.

adidas be awarded all damages caused by the acts forming the basis of this

Complaint;
6.

Based on ECCO’s knowing and intentional use of the Three-Stripe Mark and

confusingly similar imitations of the Three-Stripe Mark, the damages awarded be trebled and the
award of ECCO’s profits be enhanced as provided for by 15 U.S.C. § 1117(a);
7.

ECCO be required to pay to adidas the costs of this action and adidas’s reasonable

attorneys’ fees pursuant to 15 U.S.C. § 1117(a) and the state statutes cited in this Complaint;
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Based on ECCO’s willful and deliberate infringement and dilution of adidas’s

marks, and to deter such conduct in the future, adidas be awarded punitive damages;
9.

adidas be awarded prejudgment and post-judgment interest on all monetary

awards; and
10.

adidas have such other and further relief as the Court may deem just.
JURY TRIAL DEMAND

adidas respectfully demands a trial by jury on all claims and issues so triable.

DATED: April 20, 2016

ATER WYNNE LLP
By: s/ Daniel P. Larsen
Daniel P. Larsen, OSB No. 943645
E-mail: dpl@aterwynne.com
Tel: 503/226-1191; Fax: 503/226-0079
KILPATRICK TOWNSEND & STOCKTON LLP
R. Charles Henn Jr. (pro hac vice pending)
E-mail: chenn@kilpatricktownsend.com
Charles H. Hooker III (pro hac vice pending)
E-mail: chooker@kilpatricktownsend.com
Nichole Davis Chollet (pro hac vice pending)
E-mail: nchollet@kilpatricktownsend.com
1100 Peachtree Street, Suite 2800
Atlanta, GA 30309
Tel: 404/815-6500; Fax: 404/815-6555
Attorneys for Plaintiffs adidas America, Inc. and
Adidas AG
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Species 18: fig. 28
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Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for
prosecution on the merits to which the claims shall be restricted if no generic claim is
finally held to be allowable.

Currently, some claims appear generic.

Applicant is advised that a reply to this requirement must include an identification
of the species that is elected consonant with this requirement, and a Iistinq.ot.all claims
readable thereon, including
any claims subsequently added. An argument that a claim
....,
is allowable or that all claims are generic is considered nonresponsive unless
accompanied by an election.
Upon the allowance of a generic claim, applicant will be entitled to consideration
of claims to additional species which are written in dependent form or otherwise include
all the limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims
are added after the election, applicant must indicate which are readable upon the
elected species.

MPEP § 809.02(a).

Should applicant traverse on the ground that the species are not patentably
distinct, applicant should submit evidence or identify such evidence now of record
showing the species to be obvious variants or clearly admit on the record that this is the
case. In either instance, if the examiner finds one of the inventions unpatentable over
the prior art, the evidence or admission may be used in a rejection under 35
U.S.C. 103(a) of the other invention.
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Art Unit: 3728
Applicant is advised that the reply to this requirement to be complete must
include an election of the invention to be examined even though the requirement be
traversed (37 CFR 1.143).
Any inquiry concerning this communication or earlier communications from the
examiner should be directed to Ted Kavanaugh whose telephone number is (703) 3081244. The examiner can normally be reached on 6AM - 4PM.
If attempts to reach the examiner by telephone are unsuccessful, the examiner's
supervisor, Paul T Sewell can be reached on (703) 308-2126.

The fax phone numbers

for the organization where this application or proceeding is assigned are (703) 305-3590
for regular communications and (703) 305-3590 for After Final communications.
Any inquiry of a general nature or relating to the status of this application or
proceeding should be directed to the receptionist whose telephone number is (703) 3081148.
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to said

downward

element

posterior

of footwear,

positioned

and

spring

superior

said

article

superior

24.

said

of

forming

axis, and a transverse
element
spring

an

affixed

said

comprising
anterior
second

posterior
relation

a

spring

side

wherein

side,

and

of

said

therefrom

comprising

thickness.

third

a

said

thickness

thickness

is

a

of

element

spring

side than

substantially

a

side, a

longitudinal

spring

element

posterior

spring

and an inferior

element

first

extending

thickness,

element

the

and

length

affixed

said

is less than

said

equal

element

said

substantially
between
in

inferior

third

first
to

side

constant

and projecting

constant

least

spring

substantially

a V-shape,

at

a

posterior

side

substantially

side,

relation,

anterior

forming

rearward

an anterior

and

spring

spring

in functional

side and said anterior

constant

percent

said

superior

a superior

inferior

to said superior

said

spring

comprising

50

between

and projecting

a lateral

superior

said

length

having

in functional

element

said

substantially

spring element

element

footwear,

of

at said posterior

of footwear

substantially

said second

said

thickness

said posterior

of

posterior

downward

element
and

article

side

side and affixed

element

spring

substantially

element

a V-shape,

spring

said

between

the

axis, comprising

together

thickness,

posi tioned

and

anterior

element,

substantially

of

thickness.

a medial

inferior

anterior

spring

side, said inferior

side,

an

extending

said

percent

spring

(Amended) An article

comprising

and

inferior

greater

a constant

posterior

of

50

and

element

said anterior

therefrom

at said anterior
comprising

spring

superior

comprising

element

said

function

rearward

spring

thickness,

thickness,

said

second

EXHIBIT 46
Page 3 of 7

Case 3:14-cv-01586-MO

Document 230-13

Filed 05/17/16

Page 4 of 7

-3-

REMARKS
The

correct
found

and

errors

that

24,

dimensions

parts,

word

Supplementary
in wording.

the word

instead
of

of

the

response

"width"
the

spring

is

of Species

believed

readable

20, 23-25, 27 and 28.
Statement

patent

addition,

including

documents

enclosed.
that

In

A

word

is, $180.00

payment

required

Account

response

more

1, Figures

Information

The Director
this

a

No. 23-1123.
If

the

1-7,

Examiner

or the Supplemental

and

9 and

are 1-6,

credit

has

any

any

the
of

for

The

is

in

The

recited

time

is

of $235.00,
filing

and the $55.00

the

in

any fee deficiency

overpayment

questions

Information

This

of

fee

to charge

the

Disclosure

in the amount

of Time.

to

8, 11, 13, 15-

copies

Statement,

23,

axis.

Information

required

it was

26 is made.

a check

of the

to

sub-component

Extension

Disclosure

or

regard

One-Month

is authorized

paper

with

are

in Claims

23, 2001.

Supplemental

find enclosed
in payment

used

possible

on the species

for

the claims,

appropriate.

of March

for the One Month Extension
by

and

Claims

along the "z" or vertical

Action

a

the

reading

"thickness"

PTO-Form(s) -1449

Petition

to

incorrectly

element

are enclosed.

Please

Supplemental

was

believed

to the Official

Election

claims

Upon proof

that is, as measured

"thickness"

Amendment

to

Deposit

concerning

Disclosure

this

Statement,

EXHIBIT 46
Page 4 of 7

Case 3:14-cv-01586-MO

Document 230-13

Filed 05/17/16

Page 5 of 7

-4-

please

contact

(612) 334-3222.

the

Applicant's

Respectfully

attorney

Nickolas

E.

Westman

at

submitted,

Minneapolis,
Phone:
(612)

Minnesota
334 -3222

Fax:

334-3312

NEW/djb

EXHIBIT 46
Page 5 of 7

Case 3:14-cv-01586-MO

Document 230-13

Filed 05/17/16

Page 6 of 7

-5-

MARKED-UP
23.

VERSION

(Amended). An article

posterior
axis,

side,

and

comprising

element,

between

article

a

said

of

spring

posterior

side

posterior

side

and

spring

said

of

50

said

to said superior

element

comprising

therefrom

at

axis,

superior

footwear,

downward

side,

transverse

relation

and

of footwear

a medial

superior

said

posi tioned
posterior

a

anterior

24.

(Amended). An article

comprising

side,

comprising
element
spring

an

affixed

element,

substantially

of

said

comprising

anterior
second

function
rearward

between

of

side,

a

said

of

said

between

said

substantially

in functional

and projecting

rearward

superior

at

said

inferior

lateral

spring

superior

comprising
said

posterior

and

a

relation,

element

side, a

longitudinal

spring element

posterior

spring

and an inferior

element

extending

side and said anterior
posterior

first
a

substantially

inferior

of

spring

spring

50 percent

element

of

constant

the

element

length

side and affixed

spring element

forming

side

~~:~dth]thickness, said

side and said anterior

therefrom

a

a superior

spring

said

constant

side,

spring

posterior

'\;iith]thickness.

element

to said superior

and downward

side

length

said

spring

substantially

element

a V-shape,

in functional

['h'~dthJ thickness,

relation

the

element

side,

footwear,

positioned

inferior

side and affixed

said posterior

element

said posterior

of

element

of footwear having an anterior

a substantially

spring

spring

~\;'~
::itr.: thickness

spring

said

an

spring

anterior

axis, comprising

together

article

substantially

between

anterior

a

side, a

a longitudinal

extending

said

percent

side,

and

element

a constant

a medial

axis, and a transverse

comprising

inferior

forming

greater

lateral

and

CLAIMS

having an anterior

element

spring

than

posterior

said

a

anterior

side

substantially

OF REPLACEMENT

a V-shape,

in

and projecting

said inferior
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spring

element

comprising

~v:i::ithJthickness,
than
is

at

said
least

first

wherein

a
said

[width]thickness,

equal

to said

substantially
second

constant

[;,,:::::lthJ
thickness

and said

third

third
is

less

[\;~dth]thickness

second fw:::JU:~thickness.
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